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INFORMATION AND CORRESPONDENCE 
(1) Official Patent Office Address 
Remains 


Mailing 
Washington, D.C. 


The official mailing address for all communications 
sent to the Patent Office remains: 


Commissioner of Patents and. Trademarks 
Washington, D.C. 20231 


Any telegrams sent to the Patent Office must also 
bear the above identical address. 

The physical location of the Patent Office is 2021 Jef- 
ferson Davis Highway, Arlington, Virgini is address 
a not be used when addressing mail to the Patent Of- 

ice. 
No reference to Crystal Plaza, Virginia, should be 
made in the address of any communication intended for 
delivery to the Patent Office by the Post Office Depart- 
ment or Western Union. 

Compliance with this instruction will help prevent 
any unnecessary delay in the delivery of mail, telegrams, 
etc. 


C. A. KALK, 
Feb. 20, 1969. Director of Administration. 


(Office name change per Law 93-596, Jan. 2, 
1975 


[860 O.G. 662] 


(2) Group Number on all Communications Going 
to the Examining Groups 


Aah and their attorneys or agents are reminded 
that the Group number should be typed on amendments 
and other communications relating to matters handled in 
the examining groups in order to expedite the processing 
of mail. The number of the Group should be placed on 
right-hand side, opposite the serial number or name of 
the applicant. 


This reminder does not apply to notices and reasons 
of appeal to the United States Court of Appeals for the 
Federal Circuit. These communications should be sent 
to the Solicitor at the address below: 


Solicitor 
Box 8 


x 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Attention to these details will improve the efficiency 
and reduce the time necessary to process incoming mail. 


THERESA A. BRELSFORD, 


Assistant Commissioner 
for Administration. 


[1037 OG 25] fe 


Nov. 23, 1983. 


(3) Mailing of P.upers to the PTO 
in Patcut Interference 


Proceedings 


Effective immediately, attorneys and agents are re- 
——- to address all papers mailed to the Patent and 
rademark Office in connection with an interference 
proceeding, and any patent or application involved in an 
interference proceeding, as follows: 


BOX INTERFERENCE 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Use of this address will considerably assist the Board 
in its administration of patent interference proceedings. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patents and Trademarks. 


Nov. 28, 1983. 


[1037 OG 25] 


(4) Identification for Application Correspondence 


The Office is continuing to experience difficulty in 
a incoming papers with the corresponding appli- 
cation files. This applies especially to responses to ice 
Actions, powers of attorney, changes of address, status 
letters, requests for extensions of time, and petitions. 

A very necessary of a complete identification of a 
pending application is the three-digit Group or Art Unit 
number, e.g., 110 or 111. Frequently, the Group Art 
Unit number is entirely omitted, or there are errors in 
this number. In the latter situation the error often occurs 
as a result of the case having been reassigned within the 
Office, and the communication is directed to an Examin- 
ing Group other than that indicated in the most recent 

ice Action. 

Where the Group Art Unit number is entirely omit- 
ted, the routine operations of the Application Branch 
must be interrupted solely for the purpose of determin- 
ing the location of the application so that the communi- 
cation can be properly routed. Under these circumstanc- 
es the efficiency of the Application Branch is impaired 
and the incoming paper is delayed in reaching its proper 
destination. Where such papers are not essential to com- 
pliance with a statutory period or time limit for re- 
sponse, they may be returned for completion to identify 

e location of the files. 
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To assist the Office in expediting its business, it is re- 
quested that ALL papers relating to a pending applica- 
tion include the following information: 


1. Serial number (checked for accuracy), 

2. Group Art Unit number (copied from filing receipt 
or most recent Office Action), 

3. Filing date, 

4. Name of the Examiner who prepared the most re- 
cent Office Action. 

5. Title of the invention. 


To further reduce the burden on Application Branch 
and the Examining Groups, it is also requested that the 
submission of additional or supplemental papers on a 
newly filed application be deferred until a filing receipt 
has been received. In the same vein, it would be appre- 
ciated if the filing of additional papers, relating to an 
allowed application were def until a notice of al- 
lowance 1L-85) was received. 

If the above suggestions are adopted the processing of 
both new and allowed applications could proceed more 
efficiently and promptly through the Patent Office. 


RICHARD A. WAHL, 
Assistant Commissioner. 


[885 O.G. 2] 


Mar. 5, 1971. 


(5) Identifying Application Correspondence With 
Issue Batch Number 


Applicants or their attorney or agent can facilitate 
matching incoming papers with the corresponding appli- 
cation file by rr: the Issue Batch Number on all 


papers filed in the Office after receiving the Notice of 
Allowance and before the time the Issue Fee Receipt is 
received. 

The Issue Batch Number is printed on the Notice of 
Allowance form in Box 4 in the lower left-hand corner 
below the address. The Issue Batch Number consists of 
a capital letter followed by two digits, for example; 
“A03,” “D18,” “F42,” “379.” Any lower case letters be- 
fore the Issue Batch Number should be ignored since 
they are the typist’s initials. Use of the Issue Batch 
Numbers is important since the allowed applications are 
filed by these numbers. 

Any paper filed after receiving the Issue Fee Receipt 
should include the indicated patent number rather than 
the Issue Batch Number. At this time in the processing, 
the Issue Batch Number is no longer useful since the ap- 
plication has been removed from the batch at the time 
the patent number was assigned. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Jan. 16, 1976. 


[943 O.G. 519] 


(6) Hand Delivery of Papers 


The notices of November 10, 1969 (869 O.G. 345) and 
September 8, 1970 (879 O.G. 667), regarding “Hand De- 
livery of Papers,” are superseded and the practice indi- 
cated below is hereby made effective. 

Any paper which relates to a pending application may 
be personally delivered to aa Examining Group. How- 
ever, the Examining Group will accept the paper only 
if: (1) the paper is accompanied by some form of receipt 
which can be handed back to the person delivering the 
paper; and (2) the Examining Group being asked to re- 
ceive the paper is responsible for acting on the paper. 

The receipt may take the form of a duplicate copy of 
such paper or a card identifying the paper. The identify- 
ing data on the card should be so complete as to leave 
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no uncertainty as to the paper filed. For example, the 
card should contain the applicant’s name(s), Serial No., 
filing date and a description of the paper being filed. If 
more than one paper is being filed for the same applica- 
tion, the card should contain a description of each paper 
or item. 

Under this procedure, the paper and receipt will be 
date stamped with the Group date stamp. The receipt 
will be handed back to the person hand delivering the 
paper. The paper will be correlated with the application 
and made an official paper in the file, thereby avoiding 
the necessity cf processing and forwarding the paper to 
the Examining Group via the Mail Room. 

The Examining Group will accept and date stamp a 
paper even though the paper is accompanied by a check 
or the paper contains an authorization to charge a De- 
posit Account. However, in such an instance, the paper 
will be hand carried by Group personnel to the Office 
of Finance for processing and then made an official pa- 
per in the file. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 29, 1974. 


[919 O.G. 1070] 


(7) Post Card Receipt Reminder 


Applicants and the agents are reminded of the provi- 
sion in Section 717.01(a) (now Section 503) of the Manu- 
al of Patent Examining Procedure relating to the use of 
= cards as “receipts” of papers filed in the Patent Of- 

ice. 

If a receipt for any paper filed in the Patent Office is 
desired, it may be had by enclosing with the paper a 
self-addressed post card identifying the paper. The Pa- 
tent Office will stamp the receipt date on the card and 
place it in the outgoing mail. 

The identifying data on the card should be so com- 
plete as to match the paper with the application or other 
document to which it is to be associated. For example, 
the document should be identified by the applicant’s 
name(s), Serial No., filing date, appeal number, interfer- 
ence number, etc., and the paper i seat be identified by 
specifying the type thereof, viz, affidavit, amendment, 
appeal, application papers, brief, drawings, fees, motions, 
supplemental oath or declaration, petition, etc. 

en papers for more than one document are filed 
under a single cover a return post card should be at- 
tached to the paper for each document for which a re- 
ceipt is desired. 


RICHARD A. WAHL, 
Assistant Commissioner. 


_ [857 O.G. 667] 


Nov. 21, 1968. 


(8) Acknowledgement of Receipt of a Patent 
or Trademark Application 


When early notification of the serial number of newly 
filed application papers is desired, a stamped, self- 
adi post card should be submitted with each applica- 
tion. Immediately after the mail has been opened in the 
Patent and Trademark Office, the post card will be 
stamped with both the receipt date and the serial num- 
ber, and then returned to the addressee. 

Within recent months, hundreds of cards could not be 
successfully returned because of insufficient postage or 
incomplete or nonexistent forwarding addresses. Accu- 
rate and complete addresses, including ZIP codes, are 
necessary to ensure prompt acknowledgement of the re- 
ceipt of patent and trademark applications. 

To assist in easy identification once the post card has 
been returned, it is suggested that the post card include 
applicant’s names and title of invention. 
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When more than one set of application papers is filed 
under one cover, a return post card should be attached 
to each set of papers for which a receipt is desired. 


THERESA A. BRELSFORD, 
July 19, 1982. Acting Assistant Commissioner 
for Administration. 


[1021 O.G. 96] 


(9) Inclusion of Preliminary 
Classification 
on Filing Receipts 


In response to a request from a patent attorney, we 
will print the preliminary classification assigned to an 
as mapa on the filing receipt. li will show the class 
only and will be labeled “PRELIMINARY CLASS:”. 
The new field will appear on the filing receipt shortly. 
We will not accept requests to correct the filing receipt 
for errors in or changes to the preliminary class. 


THERESA A. BRELSFCRD, 
Assistant Commissioner, 
for Administration. 


[1076 OG 25] 


Feb. 18, 1987. 


(10) Status Inquiries 

In an effort to sharply reduce the volume and need 
for status inquiries, the past policy that diligence must 
be established by making timely status requests in con- 
nection with petitions to revive is hereby discontinued. 

When an application has been abandoned for an exces- 
sive period before the filing of a petition to revive, an 
appropriate terminal disclaimer may be required. It 
should also be recognized that a petition to revive must 
be accompanied by the proposed response unless it has 
been previously filed (Rule 137). Also, under Rule 113, 
“Response to a final rejection or action must include 
cancellation of, or appeal from the rejection of, each 
claim so rejected and, if any claim stands allowed, com- 
pliance with any requirement or objection as to form.” 


New Applications 


Current examining procedures now provide for the 
routine mailing from the Examining Groups of Form 
POL-327 in every case of allowance of an application ex- 
cept where an Examiner’s Amendment is promptly 
mailed. Thus, the separate mailing of a Form POL~-327 
or an Examiner’s Amendment in addition to a formal 
Notice of Allowance (POL-85) in all allowed cases 
would seem to obviate the need for status inquiries even 
as a precautionary measure where the applicant may be- 
lieve his new application may have been passed to issue 
on the first examination. However, as an exception, a 
status inquiry would be appropriate where a Notice of 
Allowance is not received within three months from re- 
ceipt of either a Form POL-327 or an Examiner’s 
Amendment. 

Current examining procedures also aim to minimize 
the spread in dates among the various examiner dockets 
of each Art Unit and Group with respect to actions on 
new applications. Accordingly, the dates of the “oldest 
new applications” appearing in the Official Gazette are 
fairly reliable guides as to the expected time frames of 
when the Examiners reach the cases for action. 

Therefore, it should be rarely necessary to query the 
status of a new application. 


Amended Applications 
Amended cases are expected to be taken up by the ex- 


aminer and an action completed within two months of 
the amendment date. Accordingly, a status inquiry is not 
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in order after response by the attorney until five or six 
months have elapsed with no response from the Patent 
Office. A post card receipt for responses to Office ac- 
tions, adequately and specifically identifying the papers 
filed, will be considered prima facie proof of receipt of 
such papers. Where such proof indicates the timely fil- 
ing of a response, the submission of a copy of the post 
card with a copy of the response will ordinarily obviate 
the need for a petition to revive. Proof of receipt of a 
timely res to a final action will obviate the need 
for a petition to revive only if the response was in com- 
pliance with Rule 113. 


In General 


It is expected that this new policy will result in sharp- 
ly reducing the number of status inquiries and permit the 
time now spent on them to be used in increasing Patent 
Office efficiency in other more essential areas. 

Such status inquiries as may be still necessary may be 
more expeditiously processed by the Patent Office if 
each inquiry includes the application Serial Number, fil- 
Se date, name of the applicant, name of the Examiner 
who prepared the most recent Office action, and Group 
Art Unit (taken from the most recent Office communica- 
tion) in addition to the last known status of the applica- 
tion, and is accompanied by a stamped return-addressed 
envelope. Telephone inquiries regarding the status of ap- 
plications should be directed to the group clerical per- 
sonnel and not to the examiners. Inasmuch as the official 
records and applications are located in the clerical sec- 
tion of tie Examining Groups, the clerical personnel can 
readily prcevide status information without consulting 
the examiners... 

Status replies*:vill be made by the Patent Office cleri- 
cal support force and will only indicate whether the ap- 
plication is awaiting action by the Examiner or the ap- 
plicant’s response to an Office action. In the latter 
instance the mailing date of the Office action will also 
be given. 

The Notices of Dec. 5, 1969 (869 O.G. 1031) and 
Sept. 22, 1965 (819 O.G. 444) are hereby superseded. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Nov. 24, 1971. 


[893 O.G. 810] 


(11) 


There recently has been an increased incidence in the 
number of applications suffering from disruptions in 
communications stemming from failure to notify the Pa- 
tent and Trademark Office of a change of address on the 
part of applicant’s representative (attorney or agent of 
record) in each application wherein he holds an active 
power of attorney. Applications have become aban- 
doned as a result of an Office action being mailed to the 
old, uncorrected address and thereby failing to reach the 
representative at his new address sufficiently early to 
permit him to file a timely response. Accordingly, the 
requirement set out below is published as a reminder and 
is designed to ameliorate this problem. 

Where an attorney or agent of record (or applicant, if 
he is prosecuting his application pro se) changes his cor- 
respondence address, he is responsible for promptly noti- 
fying the Patent and Trademark Office of his new corre- 
spondence address (including ZIP code number). A 
—— notification must be filed in each application for 
which he is intended to receive communications from 
the Office. The notification should also include his tele- 
phone number. 

While the notification need take no particular form, it 
should be provided in a manner calling attention to the 
fact that a change of address is being made. Thus, the 
mere inclusion, in a paper being filed for another pur- 
pose, of an address different from the previously provid- 
ed correspondence address, without mention of the fact 


Change of Address 
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that an address change is being made, would not ordi- 
narily be recognized or deemed as instructions to change 
the address on the file record. 

It is emphasized that the above-delineated responsibili- 
ty is additional to the separate obligation (see 37 CFR 
1.347) of a registered attorney or om to notify the At- 
torney’s Roster of any change of his address for entry 
on the register, which must be done in a letter separate 
from any notice or change of address filed in individual 
applications. That obligation continues without change. 

The degree of care exercised in adhering to the fore- 
going requirement for notification of change of address 
in each concerned application will be a factor for con- 
sideration in deciding petitions filed under 37 CFR 1.137 
to revive applications which have become abandoned 
because of a failure to timely receive an Office action 
addressed to the old address. In such instances, the 
showing of the cause of unavoidable delay must include 
an adequate showing that a timely notification of the 
change of address was filed in the concerned applica- 
tion, in a manner reasonaly calculated to call attention 
to the fact that it was a change of address. If no such 
notification was made, or was made belatedly, the show- 
ing must include an adequate explanation of that failure 
or delay. A showing that notification was made on a pa- 
per filed in the Patent and Trademark Office listing plu- 
ral applications as being affected will not be considered 
a proper notification. 


WILLIAM FELDMAN, 
May 28, 1975. Deputy Assistant Commissioner 
for Patents. 


[935 O.G. 1352] 


(12) Change of Address or Practitioner in a 


Plurality of Patent Applications 
Change of Address 


This notice is supplemental to the Notice of May 28, 
1975, 935 O.G. 1352. 

In those instances where a change in the correspon- 
dence address of a registered attorney or agent is neces- 
sary in a plurality of applications, and the number of ap- 
plications is such as to cause undue hardship, the 
notification filed in each application may be a reproduc- 
tion of a properly executed, original notification. The 
original notice may be sent to the Office of the Solicitor 
as notification to the Attorney’s Roster of the change of 
address, or may be filed in one of the applications affect- 
ed, provided that the notice includes an authorization 
for the public to inspect and copy the original notice in 
the event one of the applications containing a copy ma- 
tures into a patent and the application containing the 
original paper is either pending or has become aban- 
doned. The copies submitted in each affected application 
must identify where the original paper is located. Other- 
wise, the practice governing the filing of notifications of 
change of address remains the same. 


Powers of Attorney 


In the event of a need to file a change in the power of 
attorney in a plurality of applications of a common as- 
signee or inventive entity, and the number of applica- 
tions is such as to cause undue hardship, a single, origi- 
nal paper may be used provided that a reproduction of 
this original paper is supplied in each of the affected ap- 
plications. The copy of the original paper must identify 
in which application the original paper is located and 
authorize the public to inspect and copy the original pa- 
per in the event one of the applications containing a 
copy matures into a patent and the application contain- 
ing the original paper is pending or has become aban- 
doned. The procedures and usual prerequisites for the 
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filing of grants and/or revocations or power of attorney 
otherwise remain the same. 


WILLIAM FELDMAN, 
Sept. 9, 1976. Deputy Assistant Commissioner 
for Patents. 


[951 O.G. 454] 


(13) Express Mail 

This notice is in response to a number of inquiries re- 
ceived in the Patent and Trademark Office regarding the 
notice on a po Mail of February 11, 1975, published 
in the Official Gazette of March 11, 1975 (932 O.G. 340). 

There are two t of Express Mail delivery offered 
by the U.S. Postal ice—“Post Office to Addressee” 
and “Post Office to Post Office.” The only type of ser- 
vice which can be used for Express Mail directed to the 
Patent and Trademark Office is “Post Office to Address- 
ee.” This service provides for delivery to one of our em- 
ployees in Room 1627, ent of Commerce Build- 
ing, Washington, D.C., no later than 3:00 p.m. of the 
next workday following its deposit before 5:00 p.m. at 
any postal facility with an Express Mail window. 

The only address that should be used for Express Mail 
sent to the Patent and Trademark Office is: 


“Commissioner of Patents and Trademarks 
Washington, D.C. 20231.” 


“Post Office to Post Office” Express Mail does not 

rovide for delivery but instead is retained at the postal 
facility of the addressee for pickup. The Postal Service 
does not notify the addressee that this type of Express 
Mail has been received and is awaiting pickup. If not 
picked up, this mail is held for 15 days and then re- 
turned to the sender. 

Therefore, since the Patent and Trademark Office 
does not have resources for picking up any mail, includ- 
ing Express Mail, the “Post Office to Post Office” Ex- 

ress Mail will not reach the Patent and Trademark Of- 
ice. 


WILLIAM I. MERKIN, 
Acting Assistant Commissioner 
for Administration. 


[936 O.G. 1554] 


May 15, 1975. 


(14) Certificate of Mailing Procedures 


On November 1, 1976, the Patent and Trademark 
Office instituted the Certificate of Mailing Procedure by 
promuigating 37 CFR 1.8 in an attempt to reduce the 
number of problems resulting from late receipt of re- 
si due to mail delays. This notice was published in 
the Official Gazette on October 26, 1976 (951 O.G. 1342 
and TM 210). Guidelines relative to this procedure were 
published in the Official Gazette on November 16, 1976 
(952 O.G. 918 and TM 174). 

Although the new procedure has gained wide accep- 
tance, it has not been entirely without problems. One 
major problem involves the correlation of the certifica- 
tion with the appropriate papers when presented on a 
separate sheet. In order to curtail this problem and other 
minor ones, the guidelines published on November 16, 
1976, are superseded by the following guidelines. They 
are applicable to responses in both patent and trademark 
matters, as permitted by 37 CFR 1.8. 


Guidelines 


A) The certification requires a signature. Specifically, 
if the certification appears on a paper that requires a sig- 
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nature, two signatures are required, one for the Bon 
and one for the certification. Although not ny — 
required by 37 CFR 1.8, it is preferred that th 

cate be signed by the applicant, assignee, or celia 
practitioner. 

B) When possible, the certification should appear on a 
portion of the paper being submitted. However, if there 
is insufficient space to make the certification on the 
same paper, such as in the case of the patent issue fee 
pay srg form PTO-85, the certification should be on 

te sheet securely attached to the > gl 

°C When the certification is presented on a separate 
sheet, the sheet must (1) be signed and (2) fully identify 
and be securely attached to the ros it accompanies. 
The required identification should include the serial 
ss and filing date of the application ac well as the 

of paper being filed, e.g., responses to rejection or 
ps! usal, Notice of Appeal, etc. An unsigned certification 
will not be considered acceptable. 

Moreover, without the proper identi data, a cer- 
tification presented on a te sheet not be con- 
sidered acceptable if there is any question or doubt con- 
cerning the connection between the sheet and the paper 
filed. 

If the sheet should become detached from the pape 
and thereafter not associated with the ap) — 
evidence that this sheet was received in ice an 
be peg: by submitting a copy of a — fm receipt 
specifically identifying this sheet and the paper and by 
submitting a copy of the sheet as originally mailed. At- 
tention is directed to the notice of November 21, 1968 
published in the Official Gazette (857 O.G. 667) relative 
to the use of post cards as receipts. 

D) In situations wherein the correspondence includes 
papers for more than one application (e.g., a single enve- 
lope containing separate papers responding to Office ac- 
tions in different applications) or papers for various parts 
of the Office (e.g., a patent issue fee transmittal form 
PTO-85 and an assignment), each paper must have its 
own certification as a part thereof or attached thereto. 

E) In situations wherein the correspondence includes 
several papers directed to the same application (e.g., a 
proposed response under 37 CFR 1.116 and a Notice of 
Appeal), each paper should have its own certification as 
a part thereof or attached thereto. 


Use of Stamped Certification 


Some practitioners are placing the certification lan- 
guage on the first page of a paper with an inked stamp. 
Such a practice is encouraged because the certification is 
not only readily visible but also forms an integral part of 
the paper. An example of a preferred stamp is: 


I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: Com- 
missioner of Patents and Trademarks, Washing- 
ton, D.C. ae 


Date of Deposit) 


Name of applicant, assignee, or 
Registered Representative 


Signature 


Date of Signature 
Interpretations 


The phrase “prior to expiration of the set period” in 
37 CFR 1.8(a) includes the last day of the set period, 
which last day may be the “next succeeding secular or 
business day” as set out in 35 U.S.C. 21. Also, the filing 
of a 37 CFR 3.54 form to effect a filing under 37 CFR 
1.60 is considered the filing of an application and is, 
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therefore, excluded from the Certificate of Mailing Pro- 
cedure. 


C. MARSHALL DANN, 
Aug. 30, 1977. Commissioner of Patents 
and Trademarks. 


[962 O.G. 20} 


(15) Change in Legal Holidays 


The Commissioner’s Notice of Sept. 25, 1979, 
“Change in Legal Holidays,” is hereby rescinded, in 
view of Public Law 98-144, enacted Nov. 2, 1983, 
which amended the listing of legal public holidays in 5 
USC §6103. That amendment took effect in 1986 and 
added a new legal holiday relating to the birthday of 
Martin Luther King, Jr. This new holiday is designated 
for the third Mon. in Jan. 


Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. 1. 

Birthday of Martin Luther King, Jr., the third 
Mon. in Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May. 

Independence Day, July 4. 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11. 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a 
“Federal holiday within the District of Columbia,” as 
referred to in Section 21, Title 35, United States Code. 
In accordance with 37 CFR 1.6(a) and 1.10(a), the Pa- 
tent and Trademark Office will not receive papers on 
these holidays. Actions required to be taken on such 
days may be taken on the next succeeding day that the 
Office is open for business in accordance with 37 CFR 
1.7. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 15, 1986. 


[1069 OG 12] 


Closing of Patent and Trademark Office 
on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and Dis- 
trict of Columbia government offices in the Washington, 
D.C. metropolitan area, including the Patent and Trade- 
mark Office, on Jan. 26, 1987, the Patent and Trademark 
Office will consider Jan. 26, 1987, a “federal holiday 
within the District of Columbia” under 35 U.S.C. §21. 
Any action or fee due that day will be considered as 
timely for the purpose of, e.g.. 35 U.S.C. §§119, 133 and 
151, if the action is taken, or fee paid, on Jan. 27, 1987. 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


(16) 


Jan. 28, 1987. 


[1075 OG 29] 
Closing of Patent and Trademark Office 
on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and Dis- 
trict of Columbia government offices in the Washington, 


(17) 
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D.C. metropolitan area, including the Patent and Trade- 
mark Office, on Feb. 23, 1987, the Patent and Trade- 
mark Office will consider Feb. 23, 1987, a “federal holi- 
day within the District of Columbia” under 35 U.S.C. § 
21. Any action or fee due that day will be considered as 
timely for the purposes of, e.g., 35 U.S.C. §§119, 133 
and 151, if the action is taken, or fee paid, on Feb. 24, 
1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Feb. 27, 1987. 


[1076 OG 68] 


(18) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially 
closed by Executive Order of the President or by the 
Office of Personnel Management for an entire day be- 
cause of some unscheduled event, such as adverse 
weather conditions, the Patent and Trademark Office 
will consider that day as a “federal holiday within the 
District of Columbia” under 35 U.S.C. §21. Any action 
or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§119, 133 and 151, if the 
action is taken, or fee paid, on the next succeeding busi- 
ness day on which the Patent and Trademark Office is 
open. When the Patent and Trademark Office is open 
for business during any part of a business day between 
8:30 a.m. and 5:00 p.m., papers are due on that day even 
though the Office may be officially closed for some peri- 
od of time during the business day because of an 
unscheduled event. The procedures of 37 CFR 1.8 or 
1.10 may be used, as appropriate, for the filing of —— 
On any day the Office is open for at least part of the 
day, papers may also be deposited up to midnight in any 
boxes which are provided by the Patent and Trademark 
Office under 37 CFR 1.6(c). 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


Feb. 11, 1987. 


[1076 OG 15] 


(19) Change in Drafting Practice 


Effective Apr. 12, 1982, the Patent and Trademark 
Office is terminating its drawing correction service. 

In order to effect any changes in the drawings, appli- 
cants will be responsible for submitting either new draw- 
ings or having the drawings corrected by a bonded 
commercial draftsman, at applicant’s expense, in the 
manner specified below. The new practice will permit 
applicants to delay correction of drawings in almost all 
cases until after the Notice of Allowance is mailed. 

The initial list of bonded commercial draftsmen ap- 
pears below. This list will be expanded as more com- 
mercial draftsmen are bonded. Applicants will, at least 
initially, be supplied with a current list of the bonded 
draftsmen with all Office actions requiring a drawing 
change. 

The following is a letter which will be supplied, at 
least initially, to applicants in all Office actions requiring 
a drawing change. This letter explains the procedures 
for accomplishing the above, sets forth the time period 
within which the drawings must be corrected, and lists 
all of the currently bonded commercial draftsmen. 


Attachment to 
Paper Number 


U.S.Department of 
Commerce, Patent and 
Trademark Office 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


INFORMATION ON HOW TO 
EFFECT DRAWING CHANGES 


1. Correction of Informalities (Draftsman’s objections 
on PTO-948) 


In order to correct any informalities in the drawings, 
applicants MUST comply with cptions (a) or (b) below. 
Failure to do so will result in ABANDONMENT of the 
application. 

a) File new drawings with the changes incorporated 
therein. Applicant may delay filing the new drawings 
until the application is allowed by the examiner. If 
delayed, the new drawings MUST be filed within the 
THREE MONTH statutory period set for payment of 
the base issue fee in the “NOTICE OF ALLOWANCE 
AND BASE ISSUE FEE DUE” (PTOL-85). Also, if 
delayed, the drawings should be filed as a oe paper 
with a transmittal letter addressed to the Official Drafts- 
man and which indicates the following in the upper 
right hand corner: 


Date of the Notice of Allowance 
Issue Batch Number 
Serial Number 


b) Request a commercial bonded drafting firm (see 
list below) to make the necessary corrections. 


A BONDED DRAFTSMAN MUST BE AUTHO- 
RIZED, THE CORRECTIONS EXECUTED AND 
THE CORRECTED DRAWINGS RETURNED TO 
THE OFFICE DURING THE THREE MONTH 
STATUTORY PERIOD SET FOR PAYMENT OF 
THE BASE ISSUE FEE IN THE “NOTICE OF AL- 
LOWANCE AND BASE ISSUE FEE DUE” (PTOL- 
85). NOTE THAT THE STATUTE DOES NOT 
PERMIT EXTENSION OF THE THREE MONTH 
PERIOD SET TO PAY THE BASE ISSUE FEE. 


2. Corrections other than Informalities Noted by the 
Draftsman on the PTO-948 


All changes to the drawings, other than informalities 
noted by the Draftsman, MUST be made in the same 
manner as above except that, if delayed option (a) is se- 
lected, normally, a sketch of the changes to be 
incoroprated into the new drawings MUST be approved 
by the examiner before the application will be allowed. 
If option (b) is selected, normally, applicants must sub- 
mit, in duplicate, a separate paper containing a sketch of 
the proposed changes before the applicaticn will be 
allowed. No changes will be permitted to be made, oth- 
er than correction of informalities, unless the examiner 
has approved the proposed changes. 


3. Listing of Bonded Draftsmen 


Graphe-Tech 

11301 Rockville Pike 
Kensington, Md. 20895 
(301) 881-9400 


National Graphic Center 
205 W. Jefferson St. 
Falls Church, Va. 22046 
(703) 838-5793 


Kirby Lithographic Co. 
2900 South Eads St. 
Arlington, Va. 22202 
(703) 684-7600 


Ultra Graphics, Inc. 
Suite 300 

3720 Farragut Ave. 
Kensington, Md. 20795 


(301) 946-1343 
Mil-R Production 
Mantech International 2107 Mt. Vernon Ave. 
Corp. Alexandria, Va. 22314 
4th FI. (703) 838-5793 


Alexandria, Va. 22301 

(703) 548-3879 Quinn Pat. Drwg. Service 
Co. 

Ord-Marine Engineering 2021 Crystal Plaza Dr. 

10315 Kensington Pkwy. Arlington, Va. 22202 

(703) 521-1650 


Kensington, Md. 20895 
(301) 949-3282 
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Technical Illustrator 
1911 Jeff. Davis Hwy. 
Suite 600-CMI 

P.O. Box 2627 
Arlington, Va. 22202 
(703) 920-8900 


IT IS. SUGGESTED THAT APPLICANTS DE- 
TACH THIS LETTER FROM THE OFFICE AC- 
TION AND ATTACH IT TO THE FRONT OF AP- 
PLICANT’S FILE AS A REMINDER THAT, IN 
ORDER TO AVOID ABANDONMENT, A BOND- 
ED DRAFTSMAN MUST BE AUTHORIZED, THE 
CORRECTIONS EXECUTED AND THE CORRECT- 
ED DRAWINGS RETURNED TO THE OFFICE, OR 
NEW DRAWINGS SUBMITTED, DURING THE 
THREE MONTH STATUTORY PERIOD SET FOR 
PAYMENT OF THE BASE ISSUE FEE. NOTE 
THAT THE STATUTE DOES NOT PERMIT EX- 
TENSION OF THE THREE MONTH PERIOD SET 
TO PAY THE BASE ISSUE FEE. 


Patent Reproduction Co. 
26 “N” St., S.E. 
Washington, D.C. 20003 
(202) 488-7096 


Currently there is a large backlog of applications 
pending before the Office draftsmen. Applicants whose 
applications are part of this backlog are strongly encour- 
aged to have the necessary drawing corrections made by 
one of the bonded commercial alae to expedite the 
issuance of their applications. If there has been authori- 
zation to charge a deposit account for these corrections, 
the authorization will not be processed. If a fee has been 
paid with cash, a refund will be processed. 

The requirement of 37 CFR §§1.85, 1.86(b) and 
1.123(a), specifying that drawings, or corrections to the 
drawings, may or must be made by the Office, is hereby 
waived. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Mar. 16, 1982. 
[1017 O.G. 4] 


(20) Response to Drawing Requirements 

The “Change in Drafting Practice” announcement, 
made in Mar. 1982 (1017 O.G.4), indicated that correc- 
tions to drawings or formal drawings had to be filed 
within a three-month period set in a Notice of Allow- 
ance (Rev. 2-85). 

Henceforth, the period for response for filing correc- 
tions to drawings or formal drawings will be set in the 
Notice of Allowability, PTOL-37. 

For your information, the period for response is a 
shortened statutory period of three (3) months, which 
may be extended under the provisions of 37 CFR 1.136 
(a). The three (3) month shortened statutory period is 
calculated from the “Date Mailed” indicated on the No- 
tice of Allowability (Rev. 2-85). 


JAMES E. DENNY, 
Apr. 30, 1985. Deputy Assistant Commissioner 
for Patents. 
[1055 OG 12] 


(21) Submission of Drawings 


As further clarification of the O.G. Notice of Oct. 29, 
1985, drawings for patent applications do not need to be 
submitted on bristol board. 

Since corrections are now the responsibility of appli- 
cants, it is more convenient for the original drawings to 
be kept in their possession. Copies only need to be sup- 
plied to the Patent and Trademark Office. Whether or 
not bristol board is used for the copies is the applicant’s 
choice. However, the copies that are submitted to the 
Office must be on strong, white, smooth, and non-shiny 
paper. High quality copies are necessary not only for the 
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patent examination process, but for printing purposes. 

If corrections are necessary, they should be made to 
the original drawings. Either a good copy of the cor- 
rected drawings or the corrected original can then be 
submitted after the Notice of Allowability is mailed. 

We will be revising 37 CFR to clarify the require- 
ments for drawing submissions. 

This change is being made for the convenience of ap- 
plicants and attorneys. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


Nov. 25, 1985. 
[1061 OG 12} 


(22) Discontinuation of Drawing Comparison Fee 


The Patent and Trademark Office no longer requires a 
$10 (ten dollar) comparison fee payment with the sub- 
mission of formal sheets of drawings to replace original- 
ly filed informal drawings. Accordingly, no fee should 
be submitted, and all existing requirements for a drawing 
comparison fee are hereby rescinded. 


THERESA A. BRELSFORD, 
Acting Assistant Commissioner 
for Administration. 


June 9, 1982. 
[1020 O.G. 10] 


(23) New Patent Drawing Correction Procedures 


Drawings charged out from the Patent and Trade- 
mark Office, for the purpose of making changes or cor- 
rections, will be released from the Drafting Branch after 
the mailing of the Notice of Allowance. Most drawings 
should be available for charge out one week to ten days 
af.er the Notice of Allowance mail date. The major ex- 
ception to this procedure will be when the examiner re- 
quires that drafting corrections be made prior to the No- 
tice of Allowance issuance. We anticipate that this 
exception requirement will occur only for Design appli- 
cations being appealed. 

Unless a duplicate copy of the Drafting Letter has 
been filed by the attorney/applicant, the Office will not 
normally provide the commercial bonded draftsman 
with — of either examiner approved drawing cor- 
rection letters or a copy of the Patent and Trademark 
Office draftsman’s noted informalities. It is the appli- 
cant’s responsibility to provide copies of the necessary 
drawing corrections and the noted informalities. When 
drawings are borrowed from the Office draftsman, the 
serial number, batch number, and Notice of Allowance 
mailing date should be identified. 

If for any reason a corrected es substitute draw- 
ing is not acceptable, a letter will be sent to the 
attorney/applicant. A bonded commercial draftsman 
must present a copy of this letter in order to borrow the 


unacceptable drawings. 


THERESA A. BRELSFORD, 
Acting Assistant Commissioner 
for Administration. 


June 28, 1982. 
[1020 O.G. 18] 


(24) Listing of Commercial Bonded Draftsmen 


The following listing of bonded draftsmen supersedes 
the listing published on Sept. 24, 1985 at 1058 O.G. 27. 


John A. Ballard 
2001 Jefferson Davis Hwy. 
Suite 705, Crystal Plz. 1 
Arlington, Va. 22202 
(703) 685-7228 
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Anthony L. Costantino 
17300 Lafayette Dr. 
Olney, Md. 20832 
(301) 924-3491 


Robert MacCollum 
Patent Drafting Services 
13108 Engelwood Di. 
Silver Spring, Md. 20904 
(301) 622-3940 


Mason, Fenwick and Lawrence 
1730 Rhode Island Ave., NW. 
Washington, D.C. 20036 
(202) 293-2010 


Mil-R Productions 
3110 Mt. Vernon Ave. 
Suite 100 
Alexandria, Va. 22305 
(703) 548-3879 


Gerald M. Murphy 
P.O. Box 2098 
Eads St. Station 
Arlington, Va. 22202 


Suzanne Nahmias 
P.O. Box 9252 
Arlington, Va. 22209 
(703) 528-8157 


Oliver Patent Drafting Service 
1205 Darlington St. 
Forestville, Md. 20747 
(301) 336-0351 


Patent Reproduction Co. 
26 N St., SE. 
Washington, D.C. 20003 
(202) 488-7096 


Quality Patent Printing 
P.O. Box 2404 
556 S. 22nd St. 
Arlington, Va. 22202 
(703) 892-6212 


Quinn Patent Drawing Services 
1416 Duke St. 
Alexandria, Va. 22134 
(703) 548-3766 


Karen L. Robertson 
P.O. Box 2128 
Eads St. Station 
Arlington, Va. 22202 


Philip Sweet T/A and For Oblon 
Fisher, Spivak, et al., P.C 
1755 S. Jefferson Davis Hwy. 
Crystal Square Five 
Suite 400 
Arlington, Va. 22202 
(703) 521-5940 


TEM Patent Drafting 
P.O. Box 15809 
Arlington, Va. 22215 


Publication of this list does not constitute a recom- 
mendation or endorsement of any individual or firm by 
the Patent and Trademark Office. All arrangements for 
drafting related services are the sole responsibility of 
users of such services. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Mar. 11, 1987. 


[1077 OG 4] 
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(25) Submission of Corrected Drawings in 


Allowed Applications 


When drawings need to be corrected in an allowed 
application, the applicant is required to submit acceptable 
— drawings within a three-month shortened stat- 

period. Within that three-month period, two 

should be allowed for review of the correction by 
the Office. If a correction is determined to be unaccept- 
able by the Office, the applicant must arrange to have 
an acceptable correction re-submitted within the original 
three-month period to avoid the necessity of obtaining 
an extension of time and of paying the extension fee. 
Therefore, the applicant should file corrected drawings 
as soon as possible following the setting of the three- 
month shortened statutory period. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Jan. 14, 1985. 
[1051 OG 3} 


(26) ———_ Relating to the Use of Patent and 
rademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of 
Commerce 

Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Of- 
fice records or search facilities and procedures for 
enforcing these regulations. These regulations and their 
enforcement are necessary to promote an atmosphere 
conducive to research and to maintain the integrity of the 
files and records in the Patent and Trademar!: Office. 
Effective Date: July 1, 1987 

For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and 
Trademark Office, Washington, D.C. 20231, (703) 557- 
2290. 

Supplementary Information: The procedures will apply 
to all visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of 
government material or property may be prosecuted as a 
criminal felony under the provisions of 18 U.S.C. 2071, 
in addition to the imposition of administrative sanctions 
contained in these procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using 
the facilities of the Patent and Trademark Office (PTO), 
and will be appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designat- 
ed areas (41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject 
to regulations governing conduct on property under the 
charge of the General Services Administration which 
appear in 41 CFR Subpart 101-20.3 (41 CFR §§101- 
20.300 through 101-20.315). 

Packages, briefcases and other personal effects 
brought into the PTO, as well as storage lockers provid- 
ed for general use, are subject to search by authorized 
personnel for reasonable cause under the provisions of 
41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, refer- 
ence materials, or any government property is prohib- 
ited. In addition to the administrative sanctions specified 
in these regulations, violators may also be subject to ar- 
rest and prosecution under the provisions of 18 U.S.C. 
2071 which carries a possible “fine of $2,000 or impris- 
onment for not more than three years, or both”, and/or 
the violator may be subject to discipline under the PTO 
Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 
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All persons must comply with posted Official Notices 
and with verbal requests made by PTO personnel for 
compliance with these regulations. 


1. User Passes 


Individuals visiting any area of the PTO must 
obtain a valid, non-transferable user pass and 
wear it visibly displayed at all times while on 
the premises. 

Permanent User Passes may be obtained from 
the Manager of the Patent Public Search Room. 
The first Permanent User Pass is issued at no 
charge. Permanent User Passes subsequently is- 
sued as me will be provided at a 
charge of $5.00 per Pass. The holder of a Perma- 
nent User Pass may be issued one (1) Temporary 
User Pass, within a ninety (90) day period at no 
charge. A ay oe for a second Temporary User 
Pass during the same ninety day period will re- 
_ the purchase of a Permanent User Pass at 

e required replacement fee. 

Temporary User Passes may be obtained by 
visitors at no charge from the managers of the 
Patent or Trademark Public Search Rooms and 
are valid through the expiration date stamped 
thereon. 

Permanent and Tem 
surrendered to the 


rary User Passes must be 
‘O upon request for cause. 


2. Use of Search Areas 


Patent 


The Patent and Trademark Office facilities may 
be used by visitors only during the hours speci- 
fied, Monday through Friday, and are closed to 
the public on Saturdays, Sundays and Legal 
Holidays: 


Public Search Rm., 


Mezzanine and Microfilm 


Center 
Trademark Public Search Rm. 


8:00 a.m.—8:00 p.m.* 
8:00 a.m.—5:30 p.m.* 


Assignment Search Rm., Pub- 
lic Service Center, and Sci- 


entific Library 


8:30 a.m.—5:00 p.m.* 


Patent Examining Organiza 
tions, Trademark Examining 
Law Offices and all other 


public access areas of the 
PTO 


8:30 a.m.—5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure all 
visitors are out of the building by the time designated. 


b. 


Materials available for search purposes in the 
Patent and Assignment Search Rooms and pa- 
tent application file histories shall not be re- 
moved from those areas. 

Trademark registrations in the Trademark 
Search Library shall not be removed from the 
secured bundles in the registered file. Photo- 
copying from bound volumes of trademarks is 
prohibited. 

Trademark files shall not be removed from 
PTO space in Crystal Plz. Bldg. 2. 

Use of Patent Examining Group search areas is 
strictly limited to searching materials unavail- 
able in the Patent Public Search Room or the 
Scientific Library. Examising Group search 
areas may be used only when such use does not 
conflict with the regular business of the organi- 
zation. 

Visitors to a Patent Examining Group Search 
Area must register with the designated Group 
Search Area representative indicating the times 
entering and leaving the area, User Pass num- 
ber, and the class(es) and subclass(es) to be 
searched. 

Documents removed from the files of Patent 
Examining Group search areas must be imme- 
diately returned to their proper location after 
use. Documents shall not be removed from the 
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area in which they were obtained without spe- 
cific written authorization from a Group Direc- 
tor or Supervisory Patent Examiner in the Ex- 
amining Group where the material(s) reside. 
Such authorization will not be given for U.S. 
Patents and other material readily available 
through the Scientific Library. 


3. PROHIBITIONS 
The following are prohibited: 


a. 


b. 


c. 


Conduct which is rude or abusive to PTO em- 
ployees or others. 

Smoking and consumption of food or beverages 
in other than designated areas. 

Loud talking or any conduct which may be 
disruptive to others. 

Use me radios, beige rm typewriters, photo- 
graphic equipment, dictation equipment and 
other mechanical, electrical or electronic items 
without specific authorization from an Assistant 
Commissioner of the PTO. 

Improper use, mutilation, destruction or unau- 
thorized removal of PTO records, documents 
or government property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or 
other government property, except designated 
message boards. 

Use of the PTO as a mailing address, use of 
PTO stationery, and use of $TO emblem or 


Use of PTO telephones and other office equip- 
ment, such as copiers, etc., except where spe- 
cifically provided for public use. This includes 
po use of PTO telephones to receive incoming 


Use of any computer terminal other than the 
TRAM terminals gre for public use in the 
Trademark Search Library, and the CASPIR 
and FOUR-PHASE terminals (or CASSIS ter- 
minal if the FOUR-PHASE terminals are not 
operating) provided in th Patent Public Search 
Room for public use. 

Placing PTO files or documents, government 
property or government owned reference mate- 

in rental storage lockers. 

Use of rental storage lockers without deposit- 
ing the required fee or holding the key to a 
storage locker beyond the specified maximum 
period of use. 


‘or Enforcement of the Regulations 


Procedures fe 
Relating to the Use of Patent and Trademark Office 
Records 


or Search Facilities 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sec- 
tions of Department Organization Orders 10-14 and 30- 
3 of the Department of Commerce, the procedures ap- 
pearing below are established. 


1. Violations involving unauthorized removal of PTO 
files, documents, records or government property. 


a. 


b. 


Each observed or reported violation will be in- 
vestigated. 

Persons found in possession of PTO material or 
government property, other than in areas or 
under circumstances where possession is specif- 
ically authorized, shall be required to immedi- 
ately surrender the material or property and if 
appropriate, their User Pass. An oral explana- 
tion for the possession of such material or 
property will be requested by the PTO. 

Each incident involving unauthorized 

sion of PTO material or government property 
shall be immediately reported by telephone or 
in person to the Office or Group Director of 
the area from which the material or property 
was taken. 
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d. If it appears to the Office or Group Director 
that possession of the materials was inadvertent 
or otherwise unintentional, no further action 
will be taken. The materials will be replaced 
appropriately and the person’s User Pass will 
be returned. 

If it appears to the Office or Group Director 
that ion of the materials was intentional, 
all persons involved shall be required to submit 
written statements detailing the circumstances 
and, in the case of a PTO User/visitor, show 
cause why the User Pass and visitor privileges 
should not be suspended or revoked. State- 
ments will also be obtained. from other 
witnesses where appropriate. The material or 
property shall be secured for possible use as ev- 
idence by the Office or Group Director, if ap- 
ropriate. 
if the involved person possesses a Permanent 
User Pass, it shall be retained and forwarded 
with the written statements to the Assistant 
Commissioner for Administration. A Tempo- 
rary User Pass may be issued as replacement by 
the Assistant Commissioner for Administration, 
ding action on an alleged violation. 

f the involved person only a Tem 
rary User Pass it shall be retained and for- 
warded with the written statements to the As- 
sistant Commissioner for Administration within 
two weeks of the incident. No replacement will 
be provided pending action by the Assistant 
Commissioner for Administration. 


violations of public use regulations. 

Each observed or reported violation will be in- 
vestigated. The persons involved shall be in- 
formed of the nature of the violation and re- 
quested to comply with regulations. 

If it appears that the violation was inadvertent 
or otherwise unintentional and the involved 
person immediately conforms to the regula- 
tions, no further action will be taken. 

If the violation appears to be intentional or if 
the person involved refuses to comply with a 
verbal request from a PTO employee or contin- 
ues to violate the regulations after being re- 
quested to comply, the person shall be required 
to surrender his or her User Pass to the PTO. 
A written report of each violation and the User 
Pass will be submitted to the Assistant Com- 
missioner for Administration for a final deci- 
sion. User Pass replacement procedures shall be 
as specified in paragraphs 1.f. or 1.g. 

If the Assistant Commissioner for Administra- 
tion determines that a reported violation was 
inadvertent or otherwise not intentional, the 
User Pass will be returned and no further ac- 
tion will be taken. In all other cases, the Assis- 
tant Commissioner for Administration will re- 
quest the person involved to show cause in 
writing why his or her User Pass and visitor 
privileges should not be suspended or revoked. 

A written decision will be rendered by the As- 
sistant Commissioner for Administration after 
consideration of any timely submitted response. 
In the case ot a written decision by the Assis- 
tant Commissioner for Administration adverse 


to a practitioner as defined by 37 CFR 10.1(r), 

a copy of the written decision will be for- 

warded to the Director of the Office of Enroll- 

ment and Discipline for whatever further ac- 

tion, including sanctions, as may be appropriate 

— the PTO Code of Professional Responsi- 
ility. 


3. Factors to be Considered in Assessing Penalties. 
a. Penaities will be determined on a case by case 
basis. 
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Prior violations of regulations will be consid- 
ered when assessing whether any violation is 
willful, deliberate or intentional, and when de- 
termining the penalty to be imposed. 

Penalties may be assessed as follows, depending 
on circumstances: 


(1) For a first offense: from a written warning to 
a 30 day suspension of the User Pass and vis- 
itor privileges. 

For a second offense: a suspension of the 
User Pass and visitor privileges from 5 days 
to one Dew 

For a third or subsequent offense: from a sus- 
pension of 30 days to permanent revocation 
of the User Pass and visitor privileges. 

For any single serious or a vated viola- 
tion: suspension of the User Pass and visitor 
privileges for up to one year or permanent 
revocation of the User Pass and visitor privi- 
leges. A serious or aggravated violation is 
defined as any instance involving multiple vio- 
lations of lations during a single event or 
acts which also constitute a violation of Federal 
or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations 
will be maintained by the Assistant Commissioner for 
Administration. These records will be made available to 
the public upon request. 


5. Use of Public Facilities During Suspension or After 
Revocation of User Pass. 
No individual will be permitted to use the facilities 
specified in these regulations while his or her User Pass 
is suspended or revoked. 


6. Absence of Assistant Commissioner for Administra- 
tion. 

In the absence of the Assistant Commissioner for Ad- 
ministration, the Deputy Assistant Commissioner for 
Administration will carry out the responsibilities 
assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a 
Deputy or Acting Official will carry out the responsibil- 
ities assigned by these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Se- 
curity Officer of the Patent and Trademark Office or the 
Federal Protective Service or their contractors to pro- 
vide assistance in carrying out their assigned responsibil- 
ities in paragraphs 1. and 2. 


9. Appeals. 

Decisions rendered by the Assistant Commissioner for 
Administration may be reviewed on petition to the 
Commissioner. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


May 11, 1987. 


[1079 OG 6] 


(27) Unlawful Removal of Labels 

We have found a large number of security labels, torn 
from Search Room patent copies, in stack areas of the 
Public Search Room. We remind persons removing se- 
curity labels or otherwise mutilating Search Room pa- 
tent copies, or removing Search Room patent copies 
from the Search Room without authorization, that such 
acts are criminal offenses punishable by fine, imprison- 
ment or both. 
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You should be aware that engaging in such acts vio- 
lates the prohibition against “the willful destruction of 
or damage to property; the theft of Ln noth 41 Code 
of Federal Regulations §101-20.303. Violations are pun- 
ishable by “a fine of not more than $50 or imprisonment 
of not more than 30 days, or both.” 41 Code of Federal 
Regulations §101-20.315. 

You should also be aware that engaging in such acts 
subjects you to punishment under the following criminal 
provision in Title 18 U.S. Code, §2071: 


(a) Whoever willfully and unlawfully conceals, 
removes, mutilates, obliterates, or destroys, or at- 
tempts to do so, or, with intent to do so takes and 
carries away any record, proceeding, map, book, 
paper, document or other thing * * * shall be 
fined not more than $2,000 or imprisoned not 
more than three years, or beth. 

(b) Whoever, having custody of any such 
record, proceeding, map, book, document, paper, 
or other thing, willfully and unlawfully conceals, 
removes, mutilates, obliterates, falsifies, or de- 
stroys the same, shall be fined not more than 
$2,000 or imprisoned not more than three years, 
or both; and shall forfeit his office and be 
disqualified from holding any office under the 
United States. 


UNLESS THE REMOVAL OF SECURITY LA- 
BELS FROM SEARCH ROOM PATENT COPIES 
CEASES, THE OFFICE WILL TAKE APPROPRI- 
ATE ACTION, SUCH AS EXERCISING ITS AU- 
THORITY UNDER 41 CODE OF FEDERAL REG- 
ULATIONS §101-20.301 TO INSPECT PACKAGES, 
BRIEFCASES AND OTHER CONTAINERS 
BROUGHT INTO, WHILE ON, OR BEING RE- 
MOVED FROM THE SEARCH ROOM. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Mar. 28, 1983. 


[1029 OG 136] 


(28) Out-of-Town Request for Files 

Delays are being experienced in receiving files or- 
dered from the Federal Records Center in Suitland, Md. 
Therefore, more time must be allowed when out-of- 
town requestors are ——- tented files or aban- 
doned or registered trademark files in advance of their 
arrival in the area. Until recently, a five-day notice was 
sufficient to obtain a file located in the Federal Records 
Center. Now we are suggesting that ten days be allowed 
when ordering Suitland files. A 24-hour notice is still 
normaliy adequate when the file is located in the PTO 
File Repository in Crystal City. Out-of-town requests 
for files should be directed to Ms. ,facqueline Waldo on 
(703) 557-2977. Requestors will te notified by phone, 
prior to planned arrival date, whether or not the re- 
quested file will be available. 


THERESA A. BRELSFORD, 
July 10, 1984 Assistant Commissioner 
for Administration. 


[1045 O.G. 3] 


(29) Use of Certificate of Correction Forms 

The purpose of this notice is, to once again, remind 
patentees and their attorneys and agents to submit the 
text of any correction under 37 CFR 1.322 and 1.323 on 
the Certificate of Correction form, PTO-1050, which is 
available free of charge from the Patent and Trademark 
Office. The presentation of all corrections on this form 
permits its use as camera copy for prompt, direct offset 
printing of the Certificate of Correction. 
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Instructions for use of Form PTO-1050 are printed on 
the top portion thereof, and are also set forth, in further 
detail, in Section 1402.02 of the Manual of Patent Exam- 
may Sey any It is especially important that the typ- 
ing be clean and clear. Both thin, light type and heavy, 
smudged type should be avoided. Changes and correc- 
tions are preferably made by use of white opaque cor- 
rection fluid. 

The typing should be within the borders printed on 
the form and a two-inch blank space should be left at 
the bottom of the last page of the form for the place- 
ment of the signature of the Attesting Officer. 

Both sheets of the printed form should be forwarded 
to the Office. The copies should be stapled together 
only at the upper left-hand margin at the indicated loca- 
tion. 

Copies of form PTO-1050 may be obtained, as need- 
ed, from either the Correspondence and Mail Division in 
Building 2, or from the receptionist in the lobby of 
Building 3, Crystal Plaza, Arlington, Va. 


RICHARD J. SHAKMAN, 
Assistant Commissioner for 
Administration. 


May 10, 1977. 
[959 O.G. 3] 


ARS Patent Culture Collection 
Initiation of Fees 


As a result of recent policy changes, the ARS Culture 
Collection (NRRL) henceforth will charge a user fee for 
deposit and distribution of microbial cultures maintained 
in conjunction with U.S. and foreign patent applications. 
User fees apply to patent cultures only; as it = in the 
past, the ARS Culture Collection will continue to ex- 
change other microbial germplasm with the scientific 
community without charge. The fee schedule will apply 
to all patent cultures deposited after Sept. 30, 1983. A 
fee of $500.00 will be charged for each strain, payable at 
the time of deposit. A $20.00 fee will be charged for the 
distribution of all released patent cultures that have been 
deposited after Sept. 30, 1983. There will be no charge 
for distribution of patent cultures already on deposit or 
for others received before this date. Checks, in U.S. dol- 
lars, should be made payable to the Agricultural Re- 
search Service, USDA. USDA laboratories and desig- 
nated cooperators will be exempt from fee assessment. 
The types of microorganisms accepted by the ARS Cul- 
ture Collection are the same as announced in the past 
and include industrially important bacteria, yeasts, 
molds, and Actinomycetales. Viruses and highly patho- 
genic or especially fastidious microorganisms are not ac- 
cepted. Further information on types of microorganisms 
accepted and conditions for deposit may be obtained by 
contacting A. J. Lyons, Curator, ARS Patent Culture 
Collection, Northern Regional Research Center, USDA- 
ARS-NCR, 1815 N. University St., Peoria, Ill. 61604 
(Tel. 309/685-4011). 


[1033 OG 26] 


(30) 


(31) Notice to Subscribers 

The Patent and Trademark Office announces a change 
in the point of contact for subscribers who have not 
been receiving all of their copies of the Official Gazette, 
Manual of Patent Examining Procedures Revisions, An- 
nual Indices, or other patent and trademark publications. 
All correspondence and inquiries concerning subscrip- 
tion services including requests for reinstatement or re- 
newal of subscriptions should be directed to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 
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Furthermore, the Superintendent of Documents ad- 
vises that expiration notices are sent out approximately 
three months before the expiration date. However, sub- 
scribers should not rely on this schecule. If a notice is 
not received within two months of the expiration date, 
the subscriber should renew the subscription with the 
Superintendent of Documents. Attach a 1 from the 
envelope in which the i is received, together 
with a check covering the amount of the subscription. If 
a deposit account with the Superintendent of Docu- 
ments is to be used, include the deposit account number 
with the renewal. 

This notice is effective with the publication date and 
supersedes the notice published on this subject in 969 
O.G. 2, dated Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Aug. 3, 1984. Assistant Commissioner 
for Administration. 


[1045 O.G. 28] 


(32) Subscription Pricing Information 


The subscription prices or the following publications 
have been changed as indicated below: 


Title: Official Gazette, Patent Section 
First-class domestic mailing 
‘Fourth-class domestic mailing 
Fourth-class foreign mailing 
Single copies each, domestic 
Single copies each, foreign 


Back copies will not be furnished. 

This change is effective with Government Periodicals 
and Subscription Services Price List 36, dated Summer, 
1984. 

Foreign first-class mailing rates will be furnished upon 
request. Direct all inquiries and subscription requests to: 


Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 


Checks for subscription orders should be made pay- 
able to the Superintendent of Documents. If a Deposit 
Account with the Superintendent of Documents is to be 
—_ please include the Deposit Account Number with 

e order. 


THERESA A. BRELSFORD, 
Sept. 11, 1984. Assistant Commissioner 
for Administration. 


[1047 O.G. 11] 


(33) Subscription Pricing Information 


The annual subscription prices on the following publi- 
cation have been changed as indicated below: 


Title: Patent and Trademark Office Notices 
First-class domestic mailing 
First-class foreign mailin 
Third-class domestic mailing 
Third-class foreign mailing 


This change is effective with Government Periodicals 
and Subscription Services Price List 36, dated Summer 
1984. 


Direct all inquiries and subscription requests to: 
Superintendent of Documents 


U.S. Government Printing Office 
Washington, D.C. 20402 
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Checks for subscription orders should be made pay- 
able to the Superintendent of Documents. If a Deposit 
Account with the Superintendent of Documents is to be 
mod — include the Deposit Account Number with 

e order. 


THERESA A. BRELSFORD, 
May 7, 1984. Assistant Commissioner 
for Administration. 


[1042 O.G. 58] 


(34) Rules Service Company Address Change 


The Patent and Trademark Office has been notified of 
a change in the address and telephone number of the 
Rules ice Company which publishes a looseleaf 
Rules of Practice in Patent and Trademark Cases with a 
revision service. The new address and telephone num- 
bers are: 


Rules Service Company 
4341 Montgomery, Avenue 
Bethesda, Maryland 20014 
(301) 656-4660 


SIDNEY A. DIAMOND, 
Apr. 7, 1980. Commissioner of Patents 
and Trademarks. 


[994 O.G. 10] 


(35) Patent and Trademark Office Services 


The Patent and Trademark Office is making every ef- 
fort to utilize its resources as effectively and efficiently 
as possible. However, delays in some services are being 
ne To improve services, the PTO is taking the 
following steps: 

Beginning with the issue of January 1, 1980, the origi- 
nal formal drawing which is supplied by the patent ap- 
plicant and is 8 1/2 by 14 inches (21.0 by 29.7 cm.) is 
being stored within the patented file in the Patent 
Search Division. This is a change from the earlier prac- 
tice under which the drawing is stored in a separate lo- 
cation from the patent file wrappers. The new proce- 
dure will simplify obtaining the complete patented file. 
This procedure will be used for a three month trial peri- 
od and then reevaluated for its effectiveness. 

Effective December 3, 1979, sale of tokens and main- 
tenance of all token operated photocopy and microfilm 
reader-printer equipment throughout the Patent and 
Trademark Office are being performed by a private con- 
tractor, T S Info Systems, Inc. (TSI). Improved quality 
and timeliness of copy service to the public are antici- 


pated. 

All token sales are made between the hours of 8:30 
A.M. and 5:00 P.M. at the token sales booth in the 
Record Room located in Building CP-4. When purchas- 
ing tokens by check, please make the check payable to 
“TSI” rather than “Commissioner of Patents and Trade- 
marks.” Tokens will not be sold at the cashier’s window 
in CP2. 

Effective February 1, 1980, charges for tokens to 
pe customer deposit accounts will no longer be ac- 


Effective immediately, no requests for new patent or 
trademark drawings will be accepted by the Patent and 
Trademark Office. New drawings will be prepared only 
for requests already received. All currently available 
drafting time and facilities are required to correct the 
backlog of drawings needing correction prior to issue. 
When this backlog has been eliminated, a notice will be 
issued to that effect and new drawings can again be pre- 
pared for the public. 
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Effective immediately, three additional special mail 
room boxes will be established in the PTO: 

Box 4 will be used for all mail for the Office of Legis- 
lation and International Affairs. 

Box 5 will be used for documents which are related to 
trademarks and for which no fee is required at the time of 
filing; e.g., amendments to applications and a for 
extensions of time to file an opposition. For directed 
to the Trademark Trial and Appeal Board, put “Attention 
TTAB” on the envelope in addition to “Box 5.” 

Box 7 will be used for reissue applications which are 
involved in litigation and any subsequently filed papers 
for these applications. 

Mail appropriately addressed will be sorted and 
forwarded on a more timely basis. 

Applicants and other users of the PTO services can 
assist in improving the efficiency of office by doing the 
following: 

Use the following special PTO box numbers for for- 
warding particular Pal mail. The boxes should be 
used any for the s vad ane 

Box 2—Repl ent of funds in deposit accounts. 

a ee 4—Mail for the Office of Legislation and Interna- 
tio’ 

Box $—“No fee” mail related to trademarks. 

Box 7—Reissue applications for patents involved in 
litigation and any subsequently filed papers for these ap- 
plications. 

Box 8—Ali papers for the Office of the Solicitor. 

Box 9—Coupon orders for U.S. patent and trademark 
copies. 

Box 10—Orders for certified copies of patent and 
trademark applications. 

Box PCT—Mail related to applications filed under the 
Patent Cooperation Treaty. 


Only that material for which the special box was estab- 
lished should be enclosed. 


The special box numbers have been established to al- 
low forwarding of particular types of mail to the appro- 
oes areas as quickly as possible. Such il is 
‘orwarded directly to the appropriate area without being 
opened. Therefore, if any documents other than the 
—— type identified for each box are addressed to 

t box, they will be delayed in reaching the appropri- 


ate area for which [4 were intended. 
Envelopes should be addressed: 


, ee eee 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Consider the fact that some PTO services are experi- 
encing delays, and allow sufficient lead time for services 
requested of the Office. Where ible, urgent items 
which require no fee should be d delivered to the 
appropriate area. 

Minimize the number of inquiries to the PTO regard- 
ing acknowledgment of receipt of applications, fee pa- 
pers, orders for patent copies, etc. 

Include a self addressed return post card with newly 
filed applications. The serial number assigned the appli- 
cation will be stamped on the post card, which will con- 
—_ the means by which the application can be identi- 

ied. 


Use commercial services for preparation of new 
patent and trademark application drawings. 

On all papers which are filed in patent and trademark 
applications and are being sent to an examining group, 
include the appropriate identifying data, such as examin- 
ing group number, examiner’s name, and the number of 
the application ad ce to which the response is directed. 
The paper should also identify the type of document be- 
ing presented (e.g., response to Office action 
#__, amendment, etc.). The name and telephone num- 
ber of the individual representing the applicant also 
should appear on all papers. 
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These steps have been devised in an effort to minimize 
delays in services. We solicit the help and cooperation 
of the public. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Jan. 4, 1980. 


[990 O.G. 184] 


(36) 


1. Service of court papers 


This notice su the Solicitor’s Notice of Sept. 
10, 1982 [1023 Official Gazette 3 (Oct. 5, 1982)]. 

Court papers may be served on the Solicitor in the 
following manner: 

A. By hand between 8:30 A.M. and 5:00 P.M. at the 
Offic: of the Solicitor located in Crystal Plz., Bldg. No. 
2, 2011 Jefferson Davis Hwy., 5th Fl., Rm. 5—C-15, Ar- 
— Va. 

B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215. 


Court papers mailed to an address other than the So- 
licitor’s service address above, or hand-delivered to the 
Office of the Solicitor, are deemed to be served when 
actually received in the Office of the Solicitor. 

Pa which are not court papers and are intended to 
be filed in the Patent and Trademark Office in connec- 
tion with an application or other proceeding pending in 
the Office should not be mailed to the Solicitor’s mail 
service address. Any such ee which are mailed to 
the Solicitor’s mail service address will not be filed in 
the Office and will be returned. Ne exceptions will be 
made to this policy. 


2. Filing of a notice of appeal to the Federal Circuit 


A notice of appeal from a decision of the Board of 
Patent Appeals and Interferences in an ex parte or inter 
partes patent matter or a decision of the Trademark Tri- 
al and Appeal Board in an ex parte or inter partes trade- 
mark matter must be timely filed. 

A certificate of mailing under 37 CFR §1.8 cannot be 
used for the - of effecting “filing” of a notice of 
appeal to the U.S. Court of Daoeels oor the Federal Cir- 
cuit. In re Thrifty, 231 USPQ 560 (Comm’r. Pat. 1986), 
mandamus denied mem., Misc. No. 137 (Fed. Cir. Nov. 
21, 1986) (unpublished). Thus, a notice of appeal which 
reaches the Patent and Trademark Office after the due 
date, is not considered to be timely filed, even though 
mailed prior to the due date with a certificate of mailing 
under 37 CFR §1.8. 

A notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit may be filed in the Patent and 
Trademark Office in any of the following ways: 

A. By mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and 
Trademark Office by the due date: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) un- 
der 37 CFR §1.10 addressed as follows, in which case 
the notice of appeal is deemed filed on the date of the 


Express Mail certificate: 
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Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand to the Office of the Solicitor. 


A notice of appeal to the U.S. Court of + yo for 
the Federal Circuit should not be mailed to the Solici- 
tor’s mail service address. 


JOSEPH F. NAKAMURA, 
June 8, 1987. Solicitor. 


[1079 OG 72] 


(37) Appeals to CAFC 


In every case of an appeal to the CAFC from a deci- 
sion of the Board of Patent Appeals and Interferences or 
the Trademark Trial and Appeal Board, a copy of the 
notice of appeal should be separatel oo to the 
Office of the Solicitor at the time 1 notice is 
filed with the Commissioner. The So icitor’s copy 
should be sent in an envelope addressed as follows: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attn: Office of the Solicitor 


In lieu of mailing, the copy for the Solicitor may be 
hand-delivered to the Office of the Solicitor. Sending a 
copy of the notice of appeal to the Solicitor’s Office will 
prevent or reduce phe sam in docketing appeals in the 
CAFC. 


DONALD W. PETERSON, 
Deputy Commissioner 
of Patents and Trademarks. 


[1081 OG 14] 


July 17, 1987. 


(38) Sale of Copies of Reexamination Requests 

ies of reexamination requests, all cited references, 
adil the file wrapper and contents of the patent file for 
which reexamination is requested are available at a 
charge of $0.30 per page. Orders for such copies must 
indicate the control number assigned the reexamination 
request. Orders should be addressed to the Commission- 
er of Patents and Trademarks, Washington, D.C. 20231, 
Attention: Customer Services Division. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


July 31, 1981. 
and Trademarks. 


[1010 0.G. 4] 


(39) 


Electronic Patent Data 
Dissemination Guidelines 


Introduction 


The U.S. Patent and Trademark Office (PTO) has un- 
dertaken a program to fully automate its operations. As 
a result of the automation, new forms of patent data will 
be created and new techniques will become available to 
facilitate the end use of one of the largest technical in- 
formation resources of the nation, the files of U.S. and 
foreign patents. To fulfill its mission to disseminate such 
information and to aid in the management of the elec- 
tronic information resources, the PTO has formulated 
the following general principles and guidelines regarding 
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electronic, digital patent data dissemination and distribu- 
tion. 

To the extent that formal regulations will be necessary 
to carry out these cameras separate formal rulemaking 
procedures will be undertaken. The purpose of this no- 
tice is to inform the public as early as possible of the 
— present policies in automating its patent opera- 


neThe public is urged to consider and submit comments 
on these guidelines. Please address comments to: 


J. Howard Bryant 

Administrator for Automation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Background 


In response to P.L. 96-517, the PTO prepared and 
submitted to Congress on Dec. 13, 1982, its plan for the 
complete automation of its operations by 1990. The man- 
date to develop the plan stemmed from the recognition 
that problems of increasing magnitude threaten the ef- 
fectiveness of the U.S. patent system. These problems 
relate to the increasing difficulty of maintaining the in- 
tegrity of the all-paper hand-file and retrieval search 
files on which patent examinaiion depends. Surveys indi- 
cate that at any one time, about seven percent of the 
search files are missing or misfiled. The process of 
matching the 20,000 documents of correspondence and 
other items that arrive in the PTO daily to the 240,000 
pending patent applications is prone to a high rate of er- 
ror. The already enormous data base in the patent exam- 
ining search files alone — more than 25,000,000 docu- 
ments— is projected to double by the end of the 
century. The solution to these problems is the applica- 
tion of computer technology to the functions of the 
PTO. The automation pian was developed around the 
concept of an essentially paperless office, using comput- 
er processable, electronic data bases to replace the 
existing paper files. Data will be converted to computer 
Fagen sig form from applications and patent search 

using a variety of technical methods — optical 
character recognition, digital facsimile scanning, and 
word processing. Once the electronic data base is creat- 
ed, patent examiners and other PTO personnel will use 
it to perform searches, conduct examinations, and pre- 
pare office actions. A specially configured electronic 
workstation will be used to support these functions. The 
electronic data base also will provide the data to print 
the Official Gazette and to make copies of patents for 
sale to the public. 

Automation is being accomplished in three stages, be- 
ginning with the installation of a proof-of-concept sys- 
tem to prove and refine the application of the technolo- 
gy to the patent process. Once proven, the test 
installation will be expanded in the second stage to sup- 
port all of the internal functions of the PTO. In the 
third stage, public access to patent information will be 
expanded, and electronic intercounections between co- 
operating foreign patent offices will be established. 

Considerable progress has been made in implementing 
the automation plan. A $300 million contract has been 
awarded to the Planning Research Corp., teamed with 
the Chemical Abstracts Service (a not-for-profit arm of 
the American Chemical Society) to provide computer 
software and equipment, together with supporting 
services, for an Automated Patent System (APS). Instal- 
lation of the Automated Patent System for Stage 1 will 
begin late in 1984 and its evaluation will be completed in 
the summer of 1985. Part of the electronic data base — 
the text of patents from 1970 to the present — is avail- 
able as a by-product of patent printing. Two pending 
procurement actions will provide for the conversior. into 
computer processable form of the remainder of the 
backfile of U.S. patents and all future applications. 
Agreements have been reached with the European and 
Japanese Patent Offices to exchange electronic patent 
data bases. In brief, the most significant initial steps lead- 
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ing to the automation of the PTO have been carried out 

as planned. 

As a result of the automation program, the PTO plans 
to create or obtain and maintain the orm + electronic 
data bases in its Automated Patent System(. 3 
1. All U.S. patents, patent application files, and related 

patent data such as bibliographic, classification, status, 

and ownership information; 

. A comprehensive collection of foreign patent docu- 
ments and related patent data such as bibliographic and 
classification information, captured by the or 
obtained through exchanges with other patent offices, 
a organizations, or other entities. 

3. A collection of selected non-patent technical literature. 
These data bases will be accessed using electronic 

workstations with dual, high-resolution displays, and 

software that provides the capability to use index and 
full text search techniques. These search techniques in- 

clude the ability to search according to the current U.S. 

Patent Classification System, and an international patent 

classification system. The patent examiners will be 

provided with access to selected commercial search data 
bases using their electronic workstations. 

The PTO considered several approaches to the dis- 
semination of patent data, and adopted the following 
general principles and guidelines. 

I. Dissemination Goals and Objectives 

It is the goal of the PTO to achieve effective, wide- 
spread dissemination of patent information to all seg- 
ments of the U.S. public. 

A. This will be accomplished directly by providing elec- 
tronic data base search and retrieval services in 
public search facilities located in the PTO and other 
locations which may be established by the Govern- 
ment. To the extent technically feasible and economi- 
cally viable, services also will be provided in cooper- 
ation with Patent Depository Libraries (PDLs), under 
provisions of 35 U.S.C. 13. PDLs are Federal, state 
and local government or non-commercial university 
libraries designated by the PTO to offer public, non- 
profit access to patent collections. 

. The PTO will pursue its dissemination goal indirectly 
by encouraging the private sector to offer commer- 
cial patent search and retrieval services outside the 
public search facilities and PDLs. The PTO will seek 
to avoid competition with private sector firms in pro- 
viding such services to the public. 

II. Direct Dissemination to the Public 

A.The PTO will seek to provide the following in the 
public search facilities: 

1. Electronic access to all the capabilities of the Auto- 
mated Patent System (APS) that will be available 
to patent examiners, excluding pending and aban- 
doned applications not accessible under 35 U.S.C. 
122, at user fee rates based on the marginal cost of 
providing the access; and 

2. Access at commercial rates, to commercial data 
bases that are available to the patent examiners. 

B. To the extent that it is technically feasible and eco- 
nomically viabie, the PTO will seek to provide in the 
PDLs access to the capabilities of the Automated Pa- 
tent System, excluding pending and abandoned appli- 
cations not accessible under 35 U.S.C. 122, at user fee 
rates based on the marginal cost of providing those 
services. 

III. Distribution to Commercial Data Base Vendors 
The PTO will pursue its dissemination goals indirectly 

by making its electronic patent data available to com- 
mercial data base vendors that provide commercial 
search and retrieval services to the public. The PTO 
will provide its data to such commercial data base ven- 
dors under the following conditions: 

A.All U.S. patent data created by the PTO will be 
made available in bulk form, that is on magnetic tape 
or another suitable medium. 

B. In general, the PTO will not distribute the data re- 
ceived from another patent office but will seek to 
have contractual arrangements established directly 
between the other patent office and the commercial 
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data base vendor. The PTO will not act as a service 
agent or representative of another office unless there 
is a special need that cannot be met otherwise. 

C. Fees charged to commercial data base vendors for 
bulk U.S. patent data will be based on the marginal 
cost of providing such distribution services plus a fair 
market value charge for the data, as set by the PTO. 

D.Normaliy, arrangements with commercial data base 
vendors will be non-exclusive. Bulk resale of PTO 
data by commercial data base vendors will be prohib- 
ited by the terms of the bulk sale agreement. 

IV. Exchange of International Data 

Internatio’ electronic patent data exchanges be- 
tween the PTO and other patent offices will be made 
when deemed to be advantageous. Dissemination of data 
obtained through data exchanges will be based on the 
following guideline: all data obtained by exchanges from 
other patent offices will be obtained under agreements 
that will it the data to be incorporated into the Au- 
tomated Patent System (APS). If the data cannot be in- 

a 5 en into the Automated Patent System (APS), it 
ill be governed by these guidelines as they apply to 

commercial data bases. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


June 8, 1984. 
[1044 O.G. 11] 


(40) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


[Docket No. 70470-7070] 


Electronic Data Dissemination 
Policies and Guidelines 


Agency: Patent and Trademark Office, Commerce. 
Action: Proposed Amendment of Electronic Patent Data 
Dissemination Policies and Guidelines: Request for Pub- 
lic Comment. 
Summary: The U.S. Patent and Trademark Office (PTO) 
issues this notice to request comments on policies and 
guidelines for the dissemination and distribution of elec- 
tronic patent and trademark data by the PTO. The pur- 
poses of this notice are (1) to inform the public of the 
PTO’s intention to amend its pricing policy for data base 
products, and to expand the scope of its dissemination 
policies and guidelines to encompass patent and trade- 
mark electronic data; (2) to explain the current situation 
with regard to public access to automated patent and 
trademark search rooms and libraries; and (3) to solicit 
public comments on the intended proposals. The pro- 
posed pricing would amend the policies and guidelines 
published in 49 FR 24585 on June 14, 1984. 
ag _ ents should be submitted no later than Sept. 
1, J 
Address: Comments should be addressed to: Donald J. 
Quigg, Assistant Secretary and Commissioner of Patents 
and Trademarks, U.S. Patent and Trademark Office, 
Washington, D.C. 20231. 
For Further Information Contact: Bradford R. Huther at 
703-557-1572. 
Supplementary Information: This notice follows the form 
of a notice of proposed rulemaking in that the text of 
the amendment of policies and guidelines is accompa- 
nied by this Supplementary Information section contain- 
ing introductory and background material. 

The Patent and Trademark Office has determined that 
this notice is not a major rule within the meaning of sec- 
tion 1(b) of Executive Order 12291. Therefore, a Regu- 
latory Impact Analysis has not nor will be prepared. Be- 
cause a notice of proposed rulemaking and an 
opportunity for public comment are not required to be 
given for this amended policy statement by the Adminis- 
trative Procedure Act under 5 U.S.C. 553(b)(A), no ini- 
tial or final Regulatory Flexibility Analysis has to be or 
will be prepared. This notice does not contain a collec- 
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tion of information for purposes of the Paperwork Re- 
duction Act. 

It is the intention of the PTO to revise immediately its 
pricing policy for the sale of its data base products in 
compliance with OMB Circular A-130 entitled “Man- 
agement of Federal Information Resources.” Under the 
revised pricing policy, PTO would recover only the 
marginal cost (i.e., that amount that is sufficient to cover 
the costs of reproduction and dissemination). This will 
result in a lowering of most fees charged for data base 
products. It is also the intention of the PTO to explain 
the situation under Public Law 99-607, the 1986 legisla- 
tion authorizing appropriations for the PTO, with re- 
gard to public access to the patent or trademark search 
rooms and libraries, and to solicit public comments on 
alternatives for funding public access to those search 
rooms and libraries. Such comments will be considered 
by the PTO in formulating further modifications to the 
PTO’s current information guidelines and policies, 
which modifications will be published at a later date in 
the form of a separate proposed rulemaking. 


Background 


In response to Public Law 96-517, the 1980 legislation 
which amended patent and trademark laws, the PTO 
prepared and submitted a plan for the automation of its 
operations to Congress on Dec. 13, 1982. The plan cen- 
tered on two basic concepts: the creation of electronic 
data bases that (1) would replace the PTO’s all-paper 
patent and trademark files, and thereby improve their in- 
tegrity and quality; and (2) would support searches, ex- 
aminations, office actions and other office functions 
through electronic workstations which would provide 
text and image retrieval capabilities and perform other 
automation functions. 

Active Federal trademark registrations have been con- 
verted to an electronic data base of textual and digital 
image data. A computer system has been installed to en- 
able examiners to search the data base for textual data 
and codes describing designs, and within calendar year 
1987 will be fully operational to retrieve and dispiay all 
information as a substitute for paper file searches. 

An Automated Patent System (APS) is being installed 
for test and evaluation purposes, using one patent exam- 
ining group as an operational testbed. Major operational 
components of APS — large scale oe iaieead with saa 
ventional magnetic storage devices, igh-speed 
area data communications network, and rv lleow 
workstations equipped with dual resolution display 
graphics control devices and laser printers —- were 
interconnected on July 1, 1986, to enable system test and 
evaluation to begin in the testbed group. Optical disk 
storage units were subsequently installed to house the 
test data base of digital images of U.S. and foreign pa- 
tents. Other equipment that will be needed to simulate 
the system’s performance under full workload conditions 
will be installed and evaluated during 1987. 

The text of U.S. patents issued since 1975 was entered 
in the system to provide the data base for use with full 
text searching capabilities of APS. Images of all U.S. 
and selected foreign patents in the testbed group’s 
search files have been converted to digital form and are 
being placed on optical disks for use in electronic classi- 
fication and combined text classification searches. Work 
has begun to digitize the entire backfile of U.S. patents. 
Through exchange agreements with the European and 
Japanese Patent Offices, European patents issued since 
1920 and all Japanese patents have been or will be con- 
verted to a common facsimile standard and key patents 
will be entered for on-line retrieval. 

Text search capabilities of APS are now being made 
available to all PTO examiners. A decision on the de- 
ployment of the digital image retrieval and other elec- 
tronic searching capabilities is planned to be made in 
1988. Additional system capabilities for office automa- 
tion and other administrative support will be added to 
those already installed in the testbed over the next sev- 
eral months to supplement the search and retrieval capa- 
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bilities. Examiners will be provided with access to com- 
mercial data bases, such as industry-specific data bases, 
through APS, from the electronic workstations. 

At the present time, neither the trademark nor the pa- 
tent automated systems has been deployed to the public 
search rooms. It is expected that the trademark automat- 
ed system could be ready for public deployment prior to 
the end of the current authorization cycle, which is 
Sept. 30, 1988. According to the 1987 edition of the Au- 
tomation Master Plan, full deployment of the automated 

tent system to the public search room is scheduled for 
Fiscal year 1991. Public evaluation of the automated pa- 
tent system is scheduled to begin in fiscal year 1987. 

Under the provisions of Public Law 99-607, which 
authorizes appropriations through Sept. 30, 1988, “The 

ioner of Patent and Trademarks may not im- 
pose a fee for use o See patent or trademark search 
rooms and libraries. The costs of such rooms and librar- 
ies shall come from amounts appropriated by Congress.” 
In anticipation of the need to propose authorizing legis- 
lation for fiscal years 1989 through 1991, comments are 
being requested regarding three potential funding alter- 
<— to support the automated public search rooms. 

ey are: 


(1) Use of taxpayer revenues. The costs of sup- 
porting the automated public search rooms 
could be covered by funds appropriated s 
cifically for that purpose by Congress. No 
statutory changes wold be required for this 
option. Presently, the paper search rooms are 
being supported with ap) Sporyeyy funds. Un- 
der current funding levels and, in the absence 
of authority to charge fees for this 
the public’s access to automated searc 
would be restricted. 

Use of general fee revenues. The marginal 
costs of supporting the automated public 
search rooms could be apportioned as a cost 
of prosecuting an application or derived from 
the total available fee revenues collected by 
the PTO. Under this alternative, the costs for 
the automated public search rooms would be 
borne by all users of the patent and trademark 
systems. The user charge prohibition in Public 
Law 99-607 would have to be modified to 

permit this option. 

Establish specific user charges for access to 
the public search rooms. Under this alterna- 
tive such charges for access to the automated 
trademark and patent systems in the public 
search rooms would be consistent with the 
guidelines of OMB Circular A-130, and 
would be established through the rulemaking 
process. The marginal costs for the public 
search rooms under this alternative would be 
borne only by those who actually use the pub- 
lic search rooms. The user charge prohibition 
in Public Law 99-607 would have to be re- 
scinded to permit this option. 


ELECTRONIC DATA DISSEMINATION 
POLICIES AND GUIDELINES 


urpose, 
rooms 


The Patent and Trademark Office proposes to amend 
its notice entitled Electronic Patent Data Dissemination 
Policies and Guidelines, published in 49 FR 24585 on 
June 14, 1984, as follows: 


The title of the guidelines would be changed to read 
Electronic Data Dissemination Policies and Guidelines. 


Guideline III, paragraphs C and D would be amended 
to read: 


C. Fees charged to commercial data base vendors 
for bulk data developed by the PTO will be 
based on the marginal cost of providing such 
distribution services. 
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D. Normally, arrangements with commercial data 
base vendors will be non-exclusive. Bulk re- 
sale of PTO data by commercial data base 
vendors will be permitted subject to the terms 
of each bulk data sales agreement. 


A new Guideline V, entitled Data Base Product Pric- 
ing would be added as follows: 


V. Data Base Product Pricing. 


Fees charged to the public for U.S. patent and 
trademark data products will be based on the 
marginal cost of providing such products. 


RENE D. TEGTMEYER, 
Aug. 17, 1987. Assistant Commissioner 
for Patents. 


[1082 TMOG 9] 


Computer Aided Search for Class 364 
Subclasses 200 and 900 


In 1975 the Patent and Trademark Office installed an 
experimental computer search system for searching the 
computer and digital data processing system arts classi- 
fied in Class 364/200 and 900. This system, known as 
Computer Controlled Microform Search System 
(CCMSS), functioned until 1983 when it could no long- 
er be kept operational. 

A new computer aided search system, Com 
Aided Search and Patent Image Retrieval (CASPIR. 
has been installed and is available to the public. Th 
new system possesses features similar to the previous 
system in that each subclass is searchable using a topic 
index list of approximately 400 terms, which may be 
combined with Boolean logic into a search question. 
The user is able to view from 5 to 12 pages of docu- 
ments meeting the search strategy under computer con- 
trol of a microfilm viewer. 

CASPIR has all of the original data base of the 
CCMSS (which covered patents dated 1950-1981). In 
addition, its data base, coded and filmed, been 
updated through Sept., 1984. 

It is anticipated that CASPIR will be updated accord- 
ing to the following schedule. Once a month the codes 
assigned to new documents will be entered into the data 
base by Patent and Trademark Office personnel. Docu- 
ments thus entered will not be available on the micro- 
film viewer but will show up on the data terminal in re- 
sponse to search questions. Users would need to consult 
search room paper files to see the documents. To assure 
efficient filming and maximum use of the film strips, the 
filming of coded documents will take place on a quarter- 
ly basis — Jan., Apr., July and Oct. Following this pro- 
patina the coded data base should not be more than 
one to two months behind current patent issue dates and 
the filmed copies of coded documents should not be 
more than three to four months behind current patent is- 
sue dates. 

Terminals are currently available for public use in 
Crystal Piz. 2, Room 5C-22. Reservations for ‘erminal 
use may be made by calling 703-557-3651 during nor- 
mal business hours. Patent and Trademark Office per- 
sonnel are available to assist the user in terminal opera- 
tion. Effective Mar. 11, 1985 these public terminals will 
be moved to the Public Search Room in Crystal Piz. 
CP3-1A-3. Reservations for use may then be made by 
contacting Mr. Bernard Thomas at 703-557-2276. 


EARL LEVY, 
Director, Group 230 
Patent and Trademark Office. 


(41) 


‘SPIR), 


Feb. 5, 1985. 
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Availability of Concordance — 
Fifth Edition 


The Patent and Trademark Office announces the 
availability of the “Concordance Fifth Edition-1985 
United States Patent Classification to International Pa- 
tent Classification” which relates the U.S. Patent Classi- 
fication, as revised through Feb. 29, 1984, (Classification 
Order No. 929) to the Fourth Edition of the Internation- 
al Patent Classification, 1984, as published for the World 
Intellectual Organizations by Carl Heymanns 
Verlag K. G., Munich. 

ies of the Concordance are for sale by the Super- 
intendent of Documents, U.S. Government: Printing Of- 
fice, Washington, D.C. 20402, Stock Nymber 003-004 
00611-1. The price for this publication is $6.50 for U.S. 
and $8.15 for foreign mailing. 


WILLIAM S. LAWSON, 
July 3, 1985. Administrator for 
Documentation. 


[1057 OG 20] 


ee SO eee 
ourth Edition of the International 
Classification 


(43) 


The Assembly of the IPC Union has decided to make 
available copies of the magnetic tapes of the IPC 
through the a Bureau of the World Intellec- 
tual ig ny tee 

The IPC Assembly — the following decisions: 


“The International Bureau should put at the disposal 
of the Industrial Property Offices of any country mem- 
ber of the IPC Union which so wishes the magnetic 
tape. . .of the IPC at cost, provided that any such Office 
ss a tape accepts the three conditions set forth. . 
-below: 


(i) the tape is used by those Offices. . 
poses of carrying out their functions, 

(ii) no reproduction of the tape or its contents, in 
whole or in part, is made in the form of paper 
copies or microfiches, except in the case of on- 
line printouts, and 

(iii) the tapes or copies thereof, in whole or in part, 
are not made available to any third party.” 


for the pur- 


The Committee of Experts of the IPC Union decided 
that the tape (in English or French language) would be 
made available to Industrial Property Offices of 
countries being members of the IPC Union at the price 
of 1,000 Swiss francs. 

In order to carry out its function of disseminating pa- 
tent information contained on IPC tapes, the U.S. Patent 
and Trademark Office may need the assistance of quali- 
fied U.S. public Po aor gen or private companies. Ac- 
cordingly, the ce will consider requests from such 
organizations or companies interested in di ting 
such information. 

The Committee also decided that, subject to the con- 
ditions enumerated in (ii) and (iii) above, the tapes 
would be made available for the following prices to any 
public organization or private company authorized by its 
government: 


® for internal use only, at the price of 5,000 Swiss 
francs; and 

* for exploitation of the tape on a commercial basis, at 
the price of 30,000 Swiss francs. 


The Patent and Trademark Office will authorize Unit- 
ed States public organizations and private companies to 
purchase the tape under these conditions and at the 
agreed upon prices quoted. 
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For further information contact: 


Office of International Patent Classification 
Crystal Square, Bldg. 4, Room 108 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 

Tel: (703) 557-3756 


WILLIAM S. LAWSON, 
Administrator for 
Documentation. 


Feb. 1, 1985. 


[1052 OG 56] 


(44) Simultaneous Issue of Patents 

Applicants and their attorneys who desire the simulta- 
neous issue of allowed applications must submit the re- 
quest to: 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of Publications 

CP-2, Room 5C26 


uest must contain the following information 
oun om allowed application for which simultaneous 
issue is requested: 


(1) serial number 

(2) filing date 

(3) name(s) of inventor(s) 
(4) title of invention 

(5) date of allowance 


Separate copies of the — must accompany each 
Issue Fee Transmittal (PTO-85b). 
Questions aS this practice may be directed to 


Mr. Stanley J. Bania, 
Area Code (703) 557-3794. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Director, Office of Publications, 


Aug. 25, 1978. 


[974 O.G. 16] 


RECORDS AND FILES 


Assignee Names 


Effective April 1, 1976, only the first appearing name 
of an assignee be printed on the patent where multi- 
ple names for the same stag are identified on the Base 
Issue Fee Transmittal form, POL-85b. Such multiple 
names may occur when both a legal name and an “also 
known as” or “doing business as” name is also included. 
This printing practice will not, however, affect the 
existing practice of recording assignments with the Of- 
fice in the Assignment Division. The assignee entry on 
form POL-85b should still be completed to indicate the 
assigument data as recorded in the Office. For example, 
the assignment filed in the Office and therefore the POL 
-85b assignee entry might read “Smith Company doing 
business as (d.b.a.) Jones Company.” The assignee entry 
on the printed patent will read “Smith Compan 

For purposes of compi a ant publishing the 1976 
Annual Index of Patentees, change will be retroac- 
tive to patents issuing on January 6, 1976. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


(45) 


Dec. 17, 1975. 


[942 O.G. 186] 
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(46) Submission of Uniform Assignee Names 
on the Issue Fee Payment Form PTOL-85b 


The Patent and Trademark Office is experiencing 
— when computer-sorting assignee names for the 

atentee Index because of the non-uniform use of the 
names of certain companies and corporations on the is- 
sue fee payment form PTOL-85b. The use of different 
spellings or nomenclature for the same company re- 
quires the Office to expend time and effort to determine 
whether the various name forms are in fact for the same 
company. If such inconsistencies are not corrected, pa- 
tents to the same com pany will appear in different loca- 
tions in the Patentee Index. An example of inconsistent 
use is “ABC Company, Ltd.” and “ABC Co., Limited.” 

Therefore, persons who list assignee names on issue 
fee payment form PTOL-85b should ensure that the 
same company name form is used for all patents issuing 
to a particular company. 


RICHARD J. SHAKMAN, 
Assisiant Commissioner 
for Administration. 


Nov. 17, 1977. 


[965 O.G. 8] 


(47) Assignments Affecting Applications 


of Joint Invento.’s 


Over the past several years, the Assignment Branch of 
the Patent and Trademark Office has been charging a 
single fee for recording the assignment of a patent or pa- 
tent application of joint inventors when separate assign- 
ment documents are executed by the joint inventors and 
then filed together for recording. 

This practice is in error because it conflicts with 37 
CFR 1.21 Miscellaneous Fees and Charges (h) Record- 
ing of Documents which states: 

(1)For recording each assignment, agreement or 

other paper relating to the property in a pa- 
tent or applications $20.00. 

Effective Nov. 1, 1984, the Assignment Branch will 
charge in accordance with the above regulation, the fee 
of $20.00 for each assignment document of the joint in- 
ventors which relates to the patent or patent applica- 
tions. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Oct. 1, 1984. 


[1047 O.G. 49] 


(48) Title of Invention Carried on Office Records 


The Patent and Trademark Office is experiencing an 
increased incidence in the number of newly filed appli- 
cations in which the title of the invention is inconsistent 
within the papers. This has resulted in applicants re- 
questing correction of the official filing receipt in many 
instances to indicate the title preferred by applicants. 

Hereafter, whenever the title of the invention appears 
inconsistent within the papers of a newly filed applica- 
tion for patent, the records of the Office will carry the 
title as indicated on the first page of the specification 
and no corrected filing receipt will be issued to indicate 
another title. Note that 37 CFR 1.72(a) indicates that the 
title of the invention should appear as a heading on the 
first page of the specification. 

It should also be noted that applicant may amend the 
title under 37 CFR 1.115 if any changes are subsequent- 
ly desired before issuance of a patent. 


BRADFORD R. HUTHER, 
Acting Assistant Commissioner 
for Administration. 


[962 O.G. 23] 


Aug. 31, 1977. 
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Netlog £0 Tatas Senenees Metis 
Maintenance Fees 
Cann ber halean ood toon ae 


37 CFR 1.363, effective Nov. 1, 1984, provides for a 
“fee address” to be entered in the ice patent file 
records for use in all correspondence relating to mainte- 
nance fees. The “fee address” is in addition to the “cor- 
respondence address” under 37 CFR 1.33 which will 
continue to be used for all reexamination and interfer- 
ence p . If no separate “fee address” is specified, 
the “correspondence address” will also be used for 
maintenance fee correspondence. 

In order to simplify changes in address by 
owners having several! patents, and data input by the Pa- 
tent and Trademark Office, a “payor number” will be 
assigned to each “fee address” when a “fee address” is 
presented to the Office in a patent or earlier upon re- 
quest. A request for a “payor number” before a mainte- 
nance fee is paid or due will permit a patent owner to 
request that the “fee address” or bo gow number” be re- 
corded in the “Office records of the patents owned on 
which maintenance fees are due so that all notices relat- 
ing to maintenance fees will be sent to the “fee address”. 

The Patent and Trademark Office has established a 
procedure for assigning a “payor number” upon request 
by a patent owner or a party responsible for paying 
maintenance fees. Such a party may be, for example, the 
finance office of a corporation or of a separate organiza- 
tion specializing in maintenance fee payments. Under the 
procedure, a patent owner or other party may request a 

“payor number” for a particular “fee pe Pond by writ- 
ing to: Commissioner of Patents and Trademarks, Box 
M. Fee, Washington, D.C. 20231. Each request for a 
“payor number” should include: 


— the “fee address” to be used by the Office, and 
— the telephone number of the fee addressee to be 
used to resolve problems. 


(49) 


After receipt of a “payor number”, it may be used to 
indicate to the Patent and Trademark Office the “fee ad- 
dress” to be used in particular patents on which mainte- 
nance fees will become due and in applications in which 
issue fees have been or are being paid. Any request for 
entry of a “payor number” or “fee address” in the Of- 
fice records of a patent, however, must be signed by the 
patent owner or his or her attorney or agent of record. 

After a — number” has been assigned, it should 
be used in all future maintenance fee payments and relat- 
ed correspondence. However, where a yor number” 
has not. been previously entered i in the Office records for 
a patent, the mere indication of a “payor number” at the 
time of payment of the maintenance fee, without the sig- 
nature‘of the patent cwner or the owner’s attorney or 
agent of record, will not serve to make the “payor num- 
ber” of record in the Office for that patent. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Oct. 19, 1984. 


[1048 O.G. 48] 


(50) New System To Monitor Patent Applications 


During this summer the Patent and Trademark Office 
will begin implementation of a new office-wide comput- 
er system, the Patent Application Locator and Monitor 
System (PALM 3), for monitoring the location and sta- 
tus of pending patent applications. The system will also 
have the ability to print data on certain form letters such 
as the Notice of Allowance, using computer-controlled 
printers located in the Examining Groups. This will per- 
mit the Notice of Allowance to be printed and mailed 
by the Groups shortly after the Examiner has decided 
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that an application is in condition for allowance. Under 
the new ion the Notice of Allowance will be mailed 
prior to completion of final i 

Clerical staff. In those applications where an Examiner’s 
Amendment is required, it will normally be mailed as an 
attachment to the Notice of Allowance. 

When existing es backlogs have been eliminated, 
this accelerated mailing should reduce the time between 
allowance by the examiner and issuance of the | am 
rcun pmcuinesugmaecnsedinnsen ts cxdties 

ents su it to 
hte of Misnases wey vant tr tate aan ae 
a eee, Coren ss 
tents. In addition, it is possible that, as a result of 
additional p withdrawal or correction of the 


processing, 
Notice for a given copiecien may be required. For in- 


stance, might be reopened as a result of the 
Quality Review Program. In situations where the Base 
Issue Fee has been paid and the Notice of Allowance is 
a withdrawn, the applicant may request that 

refund be made or that the fee be credited to a Depos- 
it Account. 

Applicants will continue to receive a three part No- 
tice of Allowance packet, but, as a result of automated 
prin’ the Notice will be produced in a slightly re- 
vised format. This new format will have the following 
application data printed thereon: 


—Serial Number 

—Filing Date 

—Total Claims Allowed 

—Date of Mailing 

—Examiner Name and Group Art Unit 

—First Named Applicant 

—Title of the Invention 

—Base Issue Fee Due (Utility Applications Only) 
—Attorney’s Docket Number 

—Class and Subclass Where Issued 


Copy (a) of the new Notice of Allowance will be 
used as applicant’s record copy in the current manner. 
y (b) will continue to be used as a transmittal for the 
fee with copy (c) required when a charge to a deposit 
account is authorized. The new version of copy (c) will 
also have a section to notify the Office of a change in an 
inventor’s address. Note that this address change need 
not be signed by the inventor. This procedure eliminates 
the need for the separate Inventor’s Address Change 
form (PTOL-231) now in use. 

One other change to current practice will also be 
implemented as a result of the new system. Beginning 
with patents issuing in the late fall of this year, advance 
orders for patent copies will only be sent to the corre- 
spondence address of record in the application. This 

practice will permit computer generation of mailing la- 
bels for the orders and thereby eliminate the me for 
the separate, pink Advance Order form (PTO-721) now 
in use. Requests for advance orders will now be made in 
a special section of copy (b) of the Notice of Allowance. 
During the transition from the old order method to the 
new, it will be necessary to send some advance orders to 
the correspondence address of record in the application 
rather than some other address as has been requested on 
an earlier submitted Advance Order Form. 

While the major impacts on the public will be limited 
to those discussed above, one other minor matter should 
be mentioned. It is anticipated that, due to the absence 
of data in the master data base, some information occa- 
sionally may not be printed on the Notice of Allowance 
or on other form correspondence. However, this does 
not necessarily mean that a corrected Notice or form 
letter is required. Furthermore, since the data base is not 
used for printing of the patent grant, the missing infor- 
mation should a on the final issued patent if it is in 
the application file wrapper. This problem is expected to 
diminish as the implementation of the system proceeds 
and the data base becomes more ca¢nplete. The coopera- 
tion of applicants and their representatives during this 
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system implementation is sincerely appreciated by the 
Patent and Trademark Office. 


SIDNEY A. DIAMOND, 
June 16, 1980. Commissioner po Patents 
nd Trademarks. 


[997 O.G. 9] 


(51) Policy Regarding Storage, Retention and 
Availability of the Foreign wanes Dosumattan ta the 
Numeric Collection of the Patent & Trademark Office* 


The U.S. Patent and Trademark Office (PTO) main- 
tains the largest collection of foreign patent documents 
in the United States. This collection is a major technical 
information resource that supports the patent examuca- 
tion function as well as the PTO’s mission of disseminat- 
ing technical information. The collection is divided into 
two parts—the classified collection which is distributed 
among the examiners’ search files, and the numeric col- 
lection which is maintained by the PTO’s Scientific - 
brary. A large portion of the numeric collection is in 
per form, but it also includes considerable micro’ 
with some overlap between the two forms. Some of the 
documents are republished versions of earlier publica- 
tions (e.g., unexamined and examined applications). One 
of the PTO’s objectives has been to reduce the bulky pa- 
per foreign patent files in the numeric collection by re- 
placing them, where possible, with good quality micro- 
film and by eliminating duplicates. A number of other 
considerations bear on the management of this collec- 
tion. Because of the importance of the collection, the 
PTO has established a policy intended to ensure the ef- 


fective storage, retention, and availability of the foreign 
patent documents in its numeric collection. The — 
of this notice is to inform the public of this policy which 
is set torth below. 

The public is invited to consider and submit com- 
ments on the policy. Please address comments to: 


William S. Lawson 

Administrator for Documentation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


General Policy 


The U.S. Patent and Trademark Office (1) is the Na- 
tional repository for all foreign patent documents, ex- 
cept design patents; (2) will maintain, in numerically 
retrievable collections, as many as possible of these doc- 
uments for which there is or may be a reasonable level 
of need, and (3) will make these documents conveniently 
accessible to the PTO and to the public. 


Implementation 


1. The Scientific Library is responsible for policy 
implementation. 

2. At least all post-1920 foreign patent documents 
needed to meet “Minimum “umentation” require- 
ments of the Patent Cooperation Treaty will be housed 
os the Scientific Library in either paper or microfilm 
orm. 

3. All paper copies of foreign patent documents not 
needed to meet “Minimum Documentation” require- 
ments will be housed either in the Scientific Library or 
other storage space in accordance with usage activity. 
The documents with greater activity will be housed in 
the Scientific Library until space therein is exhausted 
and the remaining documents will be housed in the oth- 
er storage space. 

4. All foreign journals (official gazettes) will be 
housed in the Scientific Library. 
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5. All paper copies of foreign patent documents 
needed for copy request fulfillment will be stored in a 
form accessible for prompt retrieval. 

6. Whenever feasible, eed. phe wn of foreign gga 
documents will be replaced quality micro 

7. 16mm roll iectien s be the microform pre- 
ferred for PTO use and archival storage. If 16mm mi- 
crofilm is not available or is unacceptable, the Library 
may decide, on a case-by-case basis, whether a different 
microform shouid be obtained. 

8. All microfilm of foreign patent documents in- 
tended for use by the PTO and the public will be 
housed in the Scientific Library. All archival microfilm 
will be housed in a facility that is suitable for the preser- 
vation and protection of the microfilm and for needed 
access. 

9. Paper copies of foreign patent documents will be 
disposed of if good quality microfilm of the correspond- 
ing documents is available in the Library, good quality 
archival microfilm is available in the PTO, and the PTO 
has the legal rights to sell paper copies made from the 
microfilm and to reproduce the microfilm for internal 
use; paper copies for which there is little or no demand 
may be disposed of despite the availability of only mar- 
ginal-quality microfilm. Paper copies for which good 
quality microfilm is available in the Library, but for 
which the other conditions noted above are not met, 
will be retained, although they need not be stored in a 
form accessible for prompt retrieval. However, such 
documents will be stored in accordance with a proce- 
dure designed to ensure preservation of the documents, 
ee records of stored material and efficient utiliza- 
tion of space. 

10. Where an application has been republished, a deci- 
sion will be made on a “countrs-by-country” basis as to 
whether the duplicate version or versions of the initial 
document will be retained. The basis for this decision 
will be the current or anticipated utility of the duplicate 
documents to the PTO and the public. 

11. Collections of paper copies that are not needed by 
the PTO will be disposed of promptly. Such collections 
will first be offered, for a limited time, to developing 
countries through the World Intellectual Property Orga- 
nization. Collections which cannot be disposed of in this 
manner may then be disposed of, preferably by offering 
them for sale, as part of some exchange, or as gifts. 
However, if unneeded paper copy collections cannot be 
disposed of in a beneficial manner within a reasonable 
period of time, they will be discarded. 

12. Requests for copies of foreign patent documents 
from within the PTO and from the public will be ful- 
filled promptly. 

13. Fees to the public for copies of foreign patent doc- 
uments will be set at a level commensurate with full cost 
recovery and with the provision of prompt, efficient 
copy service. 

14. As the complete text of foreign patent documents 
is captured in electronic form and becomes retrievable, 
numerically and otherwise, to the PTO and to the pub- 
lic, in the automated patent system, paper copies will be 
disposed of and the retention of microfilm reconsidered. 

15. It is recognized that this policy does not provide 
for all possible circumstances regarding the foreign pa- 
tent document collection and there may be limited in- 
stances where some deviation from the policy is justi- 
fied. In such cases, the deviation will be justified in 
writing by the Program Manager of the Scientific Li- 
brary and a - gree by the Administrator for Documen- 
tation and the Assistant Commissioner for Patents. 


WILLIAM S. LAWSON, 
Administrator for Documentation. 


[1052 OG 3] 


Nov. 26, 1984. 


“The PTO also maintains a very large, technologically classified collection 
of a patent documents. This policy does not apply to the classified 
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FEES AND PAYMENT OF MONEY 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 
Summary: The Patent and Trademark Office is amending 
the rules of practice in patent and trademark cases to es- 
tablish fee related procedures and fees in amounts which 
would comply with the requirements of either Public 
Law 96-517 or H.R. 6260, dependent upon which is ef- 
fective on Oct. 1, 1982. This action is necessary at this 
time in view of the requirements to establish fees and 
procedures contained in Public Law 96-517 and the re- 
opener which would also be — under H.R. 
260 enacted as a Public Law. This tule is being is- 
sued in two sections with the first section relating to pa- 
tent fees and the second section relating to trademark 
fees. This final rule is also being issued in alternative 
form so that the proper fees and procedures will become 
effective on Oct. 1, 1982, under either Public Law 96- 
517 or the Public Law which results from enactment of 
H.R. 6260. Thus, if Public Law 96-517 remains fully ef- 
fective on Oct. 1, 1982, the rule changes contained here- 
in which are common to Public Law 96-517 and H.R. 
6260, as well as those specific to Public Law 96-517, 
contained in Alternative A of each section, will become 
effective. Upon enactment of H.R. 6260 as a Public Law 
prior to Oct. 1, 1982, the rule changes contained herein 
which are common to Public Law 96-517 and H.R. 
6260, as well as those specific to H.R. 6260, contained in 
Alternative B of each section, will become effective. 
Thus, the intended effect of this action is to adopt rules 
which will be effective on Oct. 1, 1982, establishing pa- 
tent and trademark fees and procedures regardless of 
whether Public Law 96-517 remains fully effective or 
whether H.R. 6260 has been enacted. 
Effective Date: Oct. 1, 1982. However, prior to Oct. 1, 
1982, the Department of Commerce will publish a docu- 
ment confirming the amendments under either Alterna- 
tive A or Alternative B set forth herein depending upon 
enactment of H.R. 6260 as a Public Law. 
For Information Contact: As to the patent rules 
contact R. Franklin Burnett by telephone at (703) 557- 
3054 or by mail addressed to the Commissioner of Pa- 
tents and Trademarks, Attention: R. Franklin Burnett, 
Rm. 3-11A13, Washington, D.C. 20231. 
For Further Information Contact: As to the trademark 
rules contact Miss Maude Williams by telephone at (703) 
557-2222 or by mail addressed to the Commissioner of 
Patents and Trademarks, Attention: Miss Maude 
Williams, Rm. 3-11C17, Washington, D.C. 20231. 
Supplementary Information: 


(52) 


SECTION I—REVISION OF PATENT FEES 


Background 

A notice of proposed rulemaking was published in the 
Federal Register on June 28, 1982, at 47 FR 28042-28063 
and in the Official Gazette on June 29, 1982, at 1019 
O.G. 57-120. An oral hearing was held on July 9, 1982. 
Fourteen written letters and statements were submitted. 
Five persons testified at the oral hearing. Full consider- 
ation has been given to all of the letters, statements, and 
testimony. 


Objectives of Rule Changes 


These rule changes are designed primarily to imple- 
ment the Patent and Trademark ice fees which are 
provided for by Public Law 96-517, or which would be 
set in, or provided for by, the Public Law resulting from 
H.R. 6260. 
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Public Law 96-517 


Public Law 96-517 presently requires that fees be es- 
tablished by the Commissioner for the processing of pa- 
tent applications from filing through issuance or aban- 
donment, for maintaining a patent in force, and for 
providing all other services and materials related to pa- 
tents. Public Law 96-517 requires that by Oct. 1, 1982, 
fees for the processing of patent applications, other than 
design patents, be set by the Commissioner to recover in 
aggregate 25 per centum of the estimated average cost 
to the Office of such processing. Similarly, fees for pro- 
cessing design patents are to be set to recover in aggre- 

te 50 per centum of the estimated average cost to the 

ice of such processing. By Oct. 1, 1982, fees for all 
other services or materials related to patents are to be 
set to recover the estimated average cost to the Office 
of performing the service or furnishing the material. 

blic Law 96-517 also requires that fees be set for 
maintaining all patents filed on or after Dec. 12, 1980, 
other than design patents, in force. It also requires that 
maintenance fees must recover 25 per centum of the esti- 
mated cost to the Office of processing patent applica- 
tions, other than design patent applications, by the fif- 
teenth fiscal year following Dec. 12, 1980. Under Public 
Law 96-517, the maintenance fees are due 3'/2, 7'/2, and 
11'/2 years after grant of the patent. 

Public Law 96-517 is presently effective and this rule 
change is designed to implement the fee provisions of 
that law if it remains fully effective on Oct. 1, 1982. The 
changes which will become effective on Oct. 1, 1982, 
under Public Law 96-517 (without enactment of H.R. 
6260) are (1) the rule changes common to Public Law 
96-517 and H.R. 6260, and (2) the rule changes under 
only Public Law 96-517, which appear in Alternative A. 


H.R. 6260 


On June 8, 1982, the House of Representatives 

H.R. 6260. H.R. 6260 would establish a number of statu- 
tory fees which the Commissioner is required to charge. 
Among the more significant of these are fees for filing a 
aoe application, issuing, and maintaining a patent in 
orce. The fees for filing a patent application and issuing 
a patent would be set forth in §41(a) of Title 35, United 
States Code, as proposed to be amended by H.R. 6260. 
Certain other fees, such as appeal fees, the fee for filing 
a disclaimer, and fees for filing petitions seeking to re- 
vive an abandoned application and for extensions of 
time, would also be set in §41(a) of Title 35, United 
States Code. Section 41(b) of Title 35, United States 
Code, as pro’ to be amended by H.R. 6260, would 
set forth the fees for maintaining a patent in force. These 
fees would be due 3'/2, 7'/2, and i1'/2 years after grant 
of the patent or within a grace period of six months 
thereafter. Section 41(c) of Title 35, United States Code, 
as proposed to be amended by H.R. 6260, would pro- 
vide for the acceptance of maintenance fees after the 
statutory F ving period under certain conditions and with 
certain effects. 

H.R. 6260 would also provide for the reduction by 50 
per centum in the fees paid under §41(a) and (b) of Title 
35, United States Code, by independent inventors, small 
business concerns, and nonprofit organizations, who 
meet the definitions established, and to be established 
therefor. 

Section 41(d) of Title 35, Untied States Code, as pro- 

to be amended by H.R. 6260, would also provide 
that the Commissioner establish fees for all other pro- 
cessing, services, or materials related to patents which 
are not covered in §41(a)}-(c) of Title 35, United States 
Code, to recover the estimated average cost to the Of- 
fice of the processing, services, or materials. 

The changes which will become effective on Oct. 1, 
1982, upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, are (1) the rule changes common to Pub- 
lic Law 96-517 and H.R. 6260, and (2) the rule changes 
under H.R. 6260, which appear in Alternative B. H.R. 
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6260 includes other provisions which would be the sub- 
ject of other proposals for rulemaking. 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking places into the appropriate sections 
of Title 37, Code of Federal Regulations, the various 
fees which are due on filing, during the pendency of a 
patent eagteete. or during the term of a patent. A 
number of significant changes are made in order to im- 
plement either Public Law 96-517 or H.R. 6260. 

Under H.R. 6260, and Alternative B of this rule 
making, fees under §41(a) and (b) of Title 35, United 
States Code, would be reduced by 50 per centum for in- 
dependent inventors, small business concerns, and non- 
profit organizations. H.R. 6260 would give the Commis- 
sioner authority to establish regulations defining 
independent inventors and nonprofit organizations. H.R. 
6260 defines small business concerns by reference to §3 
of the Small Business Act and regulations established by 
the Small Business Administration. This rulemaking, in 
Alternative B, implements the fee system which would 
be established by H.R. 6260 and lists all applicable fees. 


Another significant change relates to fees established 
under Public Law 96-517 and which would be estab- 
lished by H.R. 6260 for petitions for extensions of time 
to take actions required by the Commissioner in an a 
plication. H.R. 6260 would establish a fee of $50 for fil- 
ing a petition for a first one-month extension of time, an 
additional fee of $100 for filing a petition for a second 
one-month extension of time which would expire two 
months after the end of the time period set for taking 
action, and an additional fee of $200 for filing a petition 
for a third one-month extension of time which would ex- 
pire three months after the end of the time period set for 
taking action. A fourth one-month extension with an ad- 
ditional fee of $200 could be requested if additional time 
was available under the statute. Under H.R. 6260, the 
Commissioner would have authority to issue regulations 
providing when, within any maximum time period per- 
mitted by statute, petitions for extensions of time, and 
the required fee therefor, may be filed. The Commission- 
er would also not be precluded by H.R. 6260 from 
waiving the fee for filing a petition for an extension of 
time where the Office extends the period due to equity 
considerations or sufficient cause. This rulemaking im- 
plements the extension of time provisions of H.R. 6260 
by permitting —e in the majority of situations to 
file the petition for an extension of time and the fee at 
the time of and along with the filing of the response for 
which a non-statutory or shortened statutory time peri- 
od has been set. This will reduce the amount of paper- 
work involved and should significantly reduce the ex- 

of applicants and the Office since resources now 
devoted to the separate processing of petitions for exten- 
sions of time will no longer be required to be expended 
thereon. The fees are set to provide a proper control on 
the number of extensions of time given. The same proce- 
dures relating to extensions of time which would be es- 
tablished under Alternative B and H.R. 6260 will also be 
established under Alternative A and Public Law 96-517. 
Thus, whether the rules are effective on Oct. 1, 1982, 
under Public Law 96-517 and Alternative A, or under 
H.R. 6260 and Alternative B, the same procedures for 
obtaining extensions of time will be in effect with the 
only differences being in the amount of the fees. 

Another significant change relates to the implementa- 
tion of the fee for revival of an unintentionally aban- 
doned application which would be authorized under 
H.R. 6260. H.R. 6260 would establish two different fees 
for filing petitions with different standards to revive 
abandoned patent applications. The same two fees 
would be applicable to petitions to accept the delayed 
payment of the fee for issuing a patent. Under H.R. 
6260, a fee of $50 is established in §1.17(1) for filing a 
petition for revival under §§133 or 151 of Title 35, Unit- 
ed States Code, in accordance with standards presently 
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in effect where the delay resulting in the abandonment, 
or the delay in payment of the issue fee, was unavoid- 
able. Under H.R. 6260, a fee of $500 is established in 
§1.17(m) for filing each petition for revival, or for ac- 
ceptance of the delayed —. of an issue fee, where 
the abandonment or the failure to pay the issue fee was 
unintentional. A mere statement that abandonment was 
unintentional plus the $500 fee is all that is required in 
this case for this puree. Under H.R. 6260 and this 
rulemaking an applicant would have a choice of which 
petition and fee to file seeking revival depending on the 
circumstances involved. The changes discussed in this 
paragraph cannot be made effective without enactment 
of H.R. 6260 as a Public Law. 

The rulemaking also provides for fees for filing cer- 
tain petitions which have, in some cases, heretofore, 
been decided without a charge. These fees are estab- 
lished under Public Law 96-517 and are provided for by 
the amendment of §41(d) of Title 35, United States 
Code, which would be introduced by H.R. 6260. Under 
§41 of Title 35, United States Code, as amended by Pub- 
lic Law 96-517 or as it would be amended by H.R. 
6260, fees are authorized for the processing of various 
petitions desiring certain actions to be taken regarding 
patent applications, for the recording of assignments, for 
reexamination of patents, and for the processing of inter- 
national applications under the Patent Cooperation Trea- 
ty. In general, fees are not being required for those peti- 
tions which are supervisory in nature. For example, 
where applicants are petitioning from an\allegedly im- 
proper action of the examiner, it is felt that such peti- 
tions should be processed and decided without charge 
since they are not asking for any special privilege but 
are attempting to correct an allegedly incorrect Office 
holding. The changes discussed in this paragraph wili be 
in effect on Oct. 1, 1982, whether the rules become ef- 
fective under Public Law 96-517 and Alternative A, or 
under H.R. 6260 and Alternative B. 

Many of the fees currently set forth in §1.21 are being 
increased to reflect the cost of currently performing that 
service. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this proposal un- 
der three different categories. Those changes which are 
common to Public Law 96-517 and H.R. 6260 appear 
first and are numbered 1-54. Those changes which re- 
late only to Public Law 96-517 ap: as Alternative A 
and are numbered 55-62. Those changes which are de- 
pendent upon enactment of H.R. 6260 appear as Alter- 
native B and are numbered 63-71. The changes common 
to Public Law 96-517 and H.R. 6260 will become effec- 
tive on Oct. 1, 1982, whether or not H.R. 6260 is 
enacted as a Public Law. 


see e8 


Upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, Alternative B will become effective on 
Oct. 1, 1982, in which case Alternative A will not be- 
come effective. 


Rule Changes Common To Public Law 
96-517 and H.R. 6260 


The following sections are changed, effective Oct. 1, 
1982, under either Public Law 96-517 or H.R. 6260: 

Section 1.11 is amended to change the reference for 
the reexamination request fee to §1.20(c). 

Section 1.12 is amended to break the section into four 
paragraphs. Paragraph (a) maintains current practice but 
adds specific reference to §1.19(a)(5) which sets the cost 
of copies. 

Paragraph (b) maintains current wording except for 
inserting “patent” after “abandoned” and changing “his” 
to “applicant’s”. Paragraph (c) includes new language 
relating to obtaining copies of assignment records not 
open to the public. Access can be obtained only with 
the applicant’s permission or by petition with fee to the 





JANUARY 5, 1988 


Commissioner for such access in particular situations. 
No change in the showing required by petition to obtain 
access is intended by this amendment. Paragraph (d) 
contains present language except for reference to the 
specific rule which sets forth the charge for time 
consumed in making assignment searches. 

agraph (e) of §1.14, sets forth the two ways 
in which access can be obtained to patent applications 
which are not open to the public. The two ways are (1) 
by petitioning and paying the petition fee and approval 
of the Commissioner of such petition and (2) by 
obtaining written _—- from the applicant. 

New §1.19 provides fees for copies of various docu- 
ments supplied by the Office. The fees have been 
gonme into LA os anon New paragraph (a) provides 
ees for uncertified copies. Subparagraphs (a)(1) and (2) 
indicate the prices of printed _ copies. Sub- 
paragraph (a)(3) provides a single fee for a copy of an 
application, as filed, for each 50 pages, or fraction there- 
of. This practice should make it much easier to deter- 
mine the amount of the required fee. Subparagraph 
(a)(4) sets a single fee for a copy of each 100 pages, or 
fraction thereof, of a patent file wrapper. Subparagraph 
(a)(5) provides for a charge of 30 cents per page for 
copies of Office records other than those covered by 
subparagraphs (a)(1) through (4). Subparagraph (a)(6) 
provides a fee for a microfiche copy of a microfiche. 

Paragraph (b) of §1.19 sets fees for certified copies of 
Office documents. Subparagraph (b)(1) sets a fee for cer- 
tifying Office records. Subparagraph (b)(2) provides a 
single fee for searching assignment records, preparing an 
abstract of the title and certification thereof. Sub- 
paragraph (b)(3) provides a fee for comparing copies not 
prepared by the Office prior to certification in order to 
provide basis for certification. Paragraph 1.19(c) sets the 
fees for subscribing to all of the patents issued annually 
in particular subclasses. This charge is in addition to the 
normal copy charge under §1.19(a)(1) and (2). Para- 
graph 1.19(d) sets the fee for — patent copies to 
libraries under 35 U.S.C. 13. Paragraph 1.19(e) provides 
fees for lists of United States patents in particular 
subclasses. 

Section 1.21 is amended te contain those miscella- 
neous fees which do not relate to the topics covered in 
§§1.16-1.20. All of the fees in §1.21 are established under 
the authority given the Commissioner by 35 U.S.C. 
41(d) as amended by Public Law 96-517 or as proposed 
in H.R. 6260. Paragraph 1.21{a) establishes fees for ad- 
mission to the examination for registration to practice, 
registration, reinstatement and issuance of ificates of 
good standing of patent attorneys and agents. Sub- 
paragraph 1.21(b)(1) sets forth the fee for establishing 
and reinstating deposit accounts, while subparagraph 
1.21(b)(2) sets forth the fee due when the balance at the 
end of each month is below $40. Paragraph 1.21(c) sets 
the fee for filing a disclosure document. Paragraph 
1.21(d) sets the fee for renting a delivery box. Paragraph 
1.21(e) sets the fee for an international-type search re- 
port. Although all national applications now receive 
what is known as an international-type search, if a re- 
port thereof is desired in addition to an Office action, 
the fee set in §1.21(e) is required. Paragraph 1.21(f) sets 
a fee for searching Office records for purposes not oth- 
erwise specified. Paragraph 1.21(g) sets the fee for to- 
kens for copying machines. Paragraph 1.21(h) sets the 
fee for recording assignments, agreements, and other 
documents. Paragraph 1.21(i) sets forth the fee for pub- 
lishing a notice of availability of a patent for licensing or 
sale in the Official Gazette. Paragraph 1.21(j) sets the fee 
for the Office providing a duplicate or replacement of a 
permanent Office user pass. Paragraph 1.21(k) indicates 
that the Commissioner may specify charges for items 
and services not otherwise specified at a level to recover 
the actual cost of providing such an item or service by 
the Office. 

Section 1.24 is revised so that the denomination of 
coupons sold by the Office will be in more convenient 
amounts. 

Section 1.25 is amended to provide, in paragraph (a), 
a reference to the fee for establishing a deposit account 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 25 
(52) 


and a service charge if the end of the month balance is 
below $40.00. Paragraph (b) is amended by revising the 
present sentence to refer to post-issuance fees and by 
adding a second sentence which would specifically pro- 
vide in the regulations for the possibility of an applicant 
giving a general authorization to charge any fee due un- 
der §§1.16-1.18 in a particular application to a deposit 
account during the entire pendency of the application. 
This general authorization would not apply after the pa- 
tent issues, ¢.g., to maintenance fees. The last sentence 
of paragraph &) permits fees during reexamination to be 
charged to a deposit account by 

with the request for reexamination. 

Section 1.26 is amended to provide is nent (a) 
that a withdrawal of a request for an oral hearing will 
not entitle appellant to a refund. Paragraph 1.26(a) raises 
the amount which will not be refunded without specific 
request from fifty cents to one dollar. Paragraph (b) re- 
lating to refunds of international search fees during sub- 
sequent examination of a national application is deleted 
since such refunds are now covered by reductions in the 
appropriate fees paid under §1.445 rather than solely by 
direct refunds. Paragraph (c) is amended to bring the 
spelling of “requester” into conformance with that used 
in other sections of the regulations. 

Section 1.45 is amended to provide in paragraphs (b) 
and (c) for a petition and petition fee to be filed to cor- 
rect misjoinder of inventorship situations in pending ap- 
plications. The fee will cover the additional time re- 
quired by the Office to process such applications. 

Section 1.47 is amended to provide for petitions and 
fees for filing applications signed by less than all inven- 
tors, or a person not the inventor. 

Section 1.51 is amended to refer to the filing fees in 
new §1.16 and to add a new paragraph (c) indicating 
that applicants may file authorizations to charge fees re- 
quired under any of §§1.16—-1.18 to deposit accounts. 

Section 1.52 is amended to add a reference in para- 
graph (a) to new paragraph (d). New paragraph (d) pro- 
vides in the rules for filing an application in a language 
other than English if a verified English translation and 
fee under §1.17(k) are timely submitted. 

Section 1.55 is amended in paragraph (b) to require a 
petition and fee for processing priority papers submitted 
after the issue fee is paid. 

Section 1.75 is amended to add a reference to §1.16 
and a sentence referrinz to the fee for multiple depen- 
dent claims set forth in §1.16(d). 

Section 1.85 is amended to delete the sentence relating 
to mounting of informal drawings. 

Section 1.86 is removed to delete the reference to the 
Office draftsman making drawings since such service is 
no longer available. 

Section 1.102 is amended by revising paragraph (a) 
and adding new paragraphs (c) and (d). Revised para- 
graph (a) refers to paragraph (b) and added paragraphs 
(c) and (d). Paragraph (c) requires a petition but no fee 
where the basis for the petition to make special is the 
applicant’s age or health or the impact of the invention 
on improving the environment or conservation of ener- 

y. Paragraph (d) requires a petition and the fee set 
orth in §1.17(i) for petitions to make special on grounds 
other than those above. 

Section 1.103 is amended in paragraph (a) to provide 
for filing a petition and the fee set forth in §1.17(i) for a 
suspension of action except that no fee would be re- 
quired where the reason for the suspension is the fault of 
the Patent and Trademark Office. Paragraph (b) is 
amended to clearly indicate that suspensions are directed 
to actions by the Office and not responses by the appli- 


ing an authorization 


cant. 

Section 1.104, paragraph (d) is amended to change the 
fee reference to correspond to §1.21(e). 

Section 1.134 is added to indicate that unless applicant 
is notified of any non-statutory or shortened statutory 
period in an Office action, a maximum period for re- 
sponse of six months is allowed. 

Section 1.135 is amended to provide that if no re- 
sponse is filed within the time set in the Office action 
under §1.134 or as it may be extended under §1.136, the 
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application will be abandoned unless an Office action in- 
dicates that another consequence, such as disclaimer, 
will take place. vo oy hh (b) is amended to include a 
reference to grap (a). Paragraph (c) is amended to 
add that app t’s reply must be a bona fide attempt to 
respond as well as to advance the case to final action in 
order for applicant to be given an opportunity to supply 
any omission. 

Section 1.136 is amended to revise the title and pro- 
vide for two distinct procedures to extend the period for 
action or response in particular situations. The proce- 
dure which is available for use in a icular situation 
will depend upon the circumstances. Paragraph 1.136(a) 
permits an applicant to file a petition for extension of 
time and a fee as in §1.17(a), (6), (c), or (d) up to four 
months after the end of the time period set to take ac- 
tion except (1) where prohibited by statute, (2) in inter- 
ference proceedings, or (3) where anepoent has been no- 
tified otherwise in an Office action. The petition and fee 
can be filed prior to or with the response. The filing of 
the petition and fee will extend the time period to take 
action up to four months dependent on the amount of 
the fee paid except in those circumstances noted above. 
Paragraph 1.136(a) will effectively reduce the amount of 
paperwork required by applicants and the Office since 
the extension will be effective upon filing of the petition 
and payment of the appropriate fee and without ac- 
knowledgment or action by the Office and since the pe- 
tition and fee can be filed with the response. Paragraph 
(b) provides for requests for extensions of time upon a 
showing of sufficient cause when the procedure of para- 
graph (a) is not available. Although the petition and fee 
procedure of §1.136(a) will normally be available within 
4 months after a set period for response has expired, an 
extension request for cause under §1.136(b) must be filed 
during the set period for response. The sentence in para- 
graph (b) relating to who may grant an extension under 


er (b) is eliminated thereby providing additional 


lexibility to designate persons to act on requests under 
paragraph (b). Extensions of time in interference pro- 
ceedings are governed by §1.245. 

Section 1.165, paragraph (b) is amended to delete 
therefrom the last sentence which refers to a fee for 
mounting copies. Since little or no need has been found 
for this provision in the rules, it is deleted. 

Section 1.171, as amended, adds a reference to §1.19 
(b)(2) which sets forth the fee for title reports. 

Section 1.177 is amended to require a petition and fee 
as set forth in §1.17(i) where it is desired that divisions 
of a reissue issue on different dates. 

Section 1.181 is amended to indicate in graph (d) 
that if a petition to the Commissioner is filed under the 
provisions of a section which requires a petition fee and 
the required fee is not paid, the petition will be 
dismissed. The amendment to paragraph (g) deletes the 
reference to §1.183. 

Section 1.122 is amended to add a sentence requiring 
any petition filed under this section to be accompanied 
by the petition fee set forth in §1.17(h). 

Section 1.183 is amended to specifically refer to the 
inherent authority of the Commissioner to suspend or 
waive the rules at the Commissioner’s initiative. The 
amendment also indicates the Commissioner’s authority 
to designate others to act for the Commissioner in ap- 
propriate circumstances. The rule language also requires 
the payment of the petition fee set forth in §1.17(h) if a 
petition to suspend or waive the rules is filed. 

Section 1.191 is amended to change the fee reference 
for filing a notice of appeal to §1.17(e) and delete the 
word “primary” since some actions which are subject to 
appeal are not made by a “primary” examiner. 

Section 1.192, paragraph (a), is amended to refer to 
the fee for filing an appeal brief set forth in §1.17(f). 
The present language requiring a showing of sufficient 
cause for extensions of time for filing the brief and an in- 
dication that an oral hearing is desired at the time of fil- 
ing the brief are removed from paragraph 1.192(a). Un- 
der the amendment to paragraph 1.192(a), the provisions 
of §1.136 will apply to extensions of time for filing the 
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brief. ime for requesting an oral hearing is now set 
in §1. 4 

ion 1.194 is amended to revise Le Wom (b) and 
(c) to refer to the fee for oral hearing in §1.17(g) and to 
indicate in paragraph (b) that any request for an oral 
hearing must be made within one month after the’ mail- 
ing date of the examiner’s answer. 

Section 1.197, ph (b), is amended to modify 
the last sentence relating to extensions of time to make 
the provisions of §1.13 a thereto. Paragraph 
1.197(b) is also amended to limit requests for rehearing, 
reconsideration or modification of a Board decision to 
one. This will not significantly change present practice 
since such requests are now required to be filed within 
thirty days from the date of the original decision. 

Section 1.231, paragra h (a)(1), is amended to change 
the reference to the fee for filing a request for reexami- 
nation to §1.20(c). 

Sections 1.245 and 1.246 are amended to indicate that 
the provisions of §1.136 do not apply to time periods in 
interferences. 

Section 1.263 is amended to add a reference to the fee 
for filing a disclaimer contained in §1.20(d). 

New section 1.268 is added to provide a rule relating 
to the filing of interference settlement agreements. The 
tule generally follows 35 U.S.C. 135(c) and provides for 
filing of petitions and fees in paragraphs 1.268(b) and (c). 

Section 1.292, paragraph (a), is amended to require 
the ay tage of the fee set forth in §1.17(j) with any pe- 
tition for the institution of exa use proceedings. 

Section 1.304, graph (a), is amended to provide 
for extension of the time period for filing an appeal or 
civil action to be subject to the provisions of §1.136 and 
refer to the Court of Ap for the Federal Circuit 
rather than to the Court of Customs and Patent Appeals. 

Section 1.311 is amended to designate the present sec- 
tion as graph (a) and revise it in several ways. Para- 
graph (a) indicates that the notice of allowance will be 
sent to the correspondence address as indicated under 
$1.33. The issue fee (§1.18) is indicated as being due 3 
months from the date of mailing of the notice of allow- 
ance. Paragraph 1.311(b) permits an authorization to be 
filed either before or after the mailing of the notice of 
allowance to charge the issue fee to a deposit account. 

Section 1.312 is amended to divide the section into 
two paragraphs and require a petition and payment of 
the fee under §1.17(i) for any amendment filed after pay- 
ment of the issue fee. 

Section 1.313 is amended to provide in paragraph (a) 
clear basis for the Office withdrawing applications from 
issue on its own initiative or “oe petition by applicant 
accompanied by the petition fee set forth in §1.17(i). 
Any accompanying amendment must comply with the 
requirements of §1.312. Paragraph (b) clarifies when an 
application will be withdrawn from issue after assign- 
ment of the issue date and patent number. 

Section 1.514 is amended to revise the wording to 
eliminate reference to a portion of the issue fee and adds 
reference to the possibility that an application in which 
the issue fee was paid can be withdrawn from issue un- 
der §1.313 or the issuance thereof deferred pursuant to a 
— by the applicant and the payment of the petition 
ee under 1.170). 

Section 1.321 is amended to include references in both 

graphs (a) and (b) to the statutory disclaimer fee in 

1.20(d) and delete the reference to §1.21. 

Section 1.324 is amended to include reference to the 
fee in §1.20(b) and change the word “application” to 
“petition”. 

Section 1.331, paragraph (a), is amended to add a new 
sentence which gives the citation of the fee for record- 
ing assignments and to indicate that instruments record- 
ed on the Government register under Part 7 of Title 37, 
Code of Federal Regulations, do not require payment of 
such fee. 

Section 1.332 is amended to refer to the fee in §1.21 
(h) for recording an assignment. 

Section 1.334 is amended to divide the rule into three 
paragraphs and also require an address of the assignee so 
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that correspondence can be directed to the assignee if 
required. New paragraph (c) provides for filing a peti- 
tion and the fee set in $1.17) seeking to have the patent 
issue to the assignee where such assignment has not been 
recorded at the time the issue fee is paid. 

Section 1.341, ay co (h), is amended to refer to 
the fee set forth in §1.21(a)(2) for registration of an at- 
torney or agent. 

Section 1.347 is amended to add a sentence referring 
to the fee set forth in §1.21(a)(3) for reinstatement of an 
attorney or agent. 

Section 1.445 is amended to increase the PCT trans- 
mittal fee and search fee to a level needed to cover the 
cost of ‘orming the required functions. Paragraph 
1.445(a)(2) is also amended to provide, in effect, for a re- 
duction in the international search fee due to the United 
States Patent and Trademark Office as an International 
Searching Authority where a corresponding United 
States national application with fee has been filed. In ad- 
dition, graph 1.445(a)(4) is amended to credit the na- 
tional fee required under §1.16(a)-(d) where an interna- 
tional search fee has been paid on the corresponding 
international application to the United States as an Inter- 
national Searching Authority. Where the amount of the 
credit is in excess of that required for the national fee a 
request for a refund of the excess under §1.446(b) may 
be filed at the time of paying the national fee. The = 

lemental search fee for inventions in addition to the 
t, where lack of unity of invention has been found, is 
reduced since ty! pen fee is more than is required to 
cover the costs. The national fee amount is the same as 
the national application filing fees in §1.16(a)-(d). 

Section 1.446(b) is revised to it a refund of a por- 
tion of the search fee to the extent set forth in 
§1.445(a)(4), if such refund is requested at the time of 
paying the national fee. 

Section 1.451 is amended in paragraph (b) to revise 
the citation of the fees for a certified copy. 

Section 1.510 is amended to cite the section which 
sets forth the fee for requesting reexamination. There is 
no change in the amount of this fee. 


eseee8 


Alternative B—Rule Changes Under H.R. 6260 


The following sections will become effective on Oct. 
1, 1982, upon enactment of H.R. 6260 as a Public Law 
prior to that date: 

Section 1.16 in Alternative B establishes in the regula- 
tions those statutory fees which would be charged by 
the Commissioner for filing patent applications under 
H.R. 6260. Section 1.16 also includes additional filing 
fees set in 35 U.S.C. 41(a)(1) to cover the cost of exam- 
ining complexities presented by certain applications, e.g., 
applications containing more than a specified number of 
claims and any application containing a multiple depen- 
dent claim. Section 1.16 also provides that fees will be 
charged when the number of claims is increased above 
the specified number or when a multiple dependent 
claim is first presented, whether on filing or at a later 
point in processing. 

Under 35 U.S.C. 41(a) as it would be amended by 
H.R. 6260, the filing fee for an original patent, except in 
design or plant cases, is $300. In addition, on filing or on 
presentation at any other time, $30 is due for each claim 
in independent form which is in excess of three, $10 is 
due for each claim (whether independent or dependent) 
which is in excess of twenty, and $100 is due for each 
application containing a multiple dependent claim. The 
latter fee is a one-time charge per application due the 
first time a multiple dependent claim is presented for ex- 
amination. For the purpose of computing fees, a multiple 
dependent claim as referred to in e112 of Title 35, Unit- 
ed States Code, or any claim depending therefrom, is 
considered as separate dependent claims in accordance 
with the number of claims to which reference is made. 

The fees in §1.16 are reduced by 50 per centum for 
applications filed by small entities, i.e., independent in- 
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ventors, nonprofit organizations and small business con- 
cerns, in accordance with H.R. 6260. Therefore, two 
fees are listed under each paragraph. 

New §1.16 relates to application filing fees. Paragraph 
(a) sets a basic filing fee of $300 which will be required 
in all original patent applications. The term “original” as 
used in the regulations means “non-reissue”. An “origi- 
nal” application can be a first filing, a division, a contin- 
uation, or a continuation-in-part ——_ Paragraph 
1.16(b) provides for an additional fee of $30 for each in- 
dependent claim in excess of 3 in an original application. 
New paragraph 1.16(c) provides for an additional fee of 
$10 for each claim in excess of 20, whether independent 
or dependent. A multiple dependent claim is considered 
to be that number of claims to which direct reference is 
made. Also, any claim which refers to a multiple depen- 
dent claim is considered for fee calculation purposes to 
be the number of claims to which direct reference is 
made in the multiple dependent claim. Paragraph 1.16(d) 
provides for a new fee of $100 in each application which 
contains one or more gy dependent claims. The 
note following paragraph 1.16(d) is intended to clearly 
indicate that the applicant, attorney, or agent may pay 
any additional fees required under paragraphs (b), (c) 
and (d) of §1.16, or cancel such claims without payment 
of such additional fees, either at the time of filing or by 
the time a response is due to any notice of fee deficiency 
mailed by the Office. If the fees are not paid or the 
claims cancelled by the end of the period set for re- 
sponse to the notice of fee deficiency, the application 
will be held abandoned. New paragraph 1.16(e) 
establishes the amount of the surcharge for filing the ba- 
sic filing fee or oath or declaration on a date later than 
the filing date of the application. This fee is being estab- 
lished at this time, but will only be made effective when 
the statutory authority for the late filing of the fee or 
the oath or declaration becomes effective under 35 
U.S.C. 111, as it would be amended by H.R. 6260. New 
paragraph 1.16(f) provides for a filing fee of $125.00 for 
a design application. 

Paragrap 


1.16(g) and (h) incorporate into the regu- 
lations the filing fees for plant and reissue applications. 


a 1.16(i) and (j) set forth the additional 
claim fees required in reissue applications based on 
claims in excess of those in the original patent. 

New §1.17 relates to patent application processing fees 
which are normally due during the time a patent appli- 
cation is pete New paragraphs (a), (b), (c) and (d) 
provide for the payment of an extension fee for 
obtaining an automatic extension of time upon filing a 
petition as provided for in §1.136(a). The extension fee 
can be paid during the period for which an extension of 
time to respond is desired, or after the original period 
for response has expired, provided that any maximum 
statutory period which may apply has not expired. The 
fees set forth in §1.17 are the total fees required under 
§1.136(a) for the periods indicated and any extension fee 
previously paid to extend a icular period is credited 
toward the total extension fee required. Paragraph (e) 
sets forth the fee for filing a notice of appeal to the 
Board of Appeals. Paragraph (f) sets forth the fee for 
filing an appeal brief for appellant. Paragraph (g) pro- 
vides for a new fee for requesting an oral hearing before 
the Board of Appeals. Paragraphs (h) and (i) set forth 
fees which will be required with petitions to the Com- 
missioner under those sections of the regulations which 
specifically indicate that such petition fees are required. 
The amount of the fees are set at two levels based on 
the degree of complexity of the petitions in order to re- 
cover the estimated average cost to the Office of pro- 
cessing the petitions. Paragraph (j) provides for a fee to 
be paid with any petition for institution of a public use 
proceeding to cover the estimated average cost of such 
a proceeding. Paragraph (k) sets forth a new fee for pro- 
cessing an application filed with a non-English language 
specification. The fee will cover the additional process- 
ing costs involved in such applications. New paragraph 
(1) incorporates into the regulations the fee which will 
be charged for filing a petition to revive or to accept 
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late payment of the issue fee where the delay was un- 
avoidable. New paragraph (m) incorporates into the cog 
ulations the fee which will be established in 35 U.S.C. 
41(a)7, as amended by H.R. 6260, to be charged for a 
petition for the revival of an unintentionally doned 
application for patent or for the unintentionally delayed 
payment of an issue fee. 

Since paragraphs 1.17(h), (i), (j) and (k) are established 
under the authority given the Commissioner under 35 
U.S.C. 41(d) as it would be amended by H.R. 6260, only 
one level of fee is set. H.R. 6260 only provides for the 
reduction of fees charged to small entities of those fees 
establisied in 35 U.S.C. 41(a) and (b). 

New §1.18 sets the amount of the issue fees specified by 
H.R. 0260. New paragraph (a) establishes an issue fee of 
$500.00 for all original and reissue patents except for de- 
signs and plants. New paragraph (b) sets the amount of 
the issue fee for a design patent. New pene (c) sets 
forth the issue fee for a plant patent. All fees in §1.18 will 
be reduced by 50 per centum for small entities. 

New §1.20 sets fees for various post-issuance functions 
sane by the Office. New paragraph (a) sets forth a 

ee for providing a certificate of correction of an appli- 
cant’s mistake. New paragraph (b) sets a fee to accompa- 
ny a petition to correct inventorship in a patent under 
§1.324. New paragraph (c) transfers the $1,500.00 fee for 
requesting reexamination from present §1.21(x) to this 
new section. New paragraph (d) provides for a fee for 
filing a disclaimer under §1.321. Maintenance fees re- 
quired by Public Law 96-517 and which would be set in 
H.R. 6260 are placed in this section. Specific mainte- 
nence fees, which are required by Public Law 96-517, 
for those patents resulting from applications filed on and 
after Dec. 12, 1980 and up to the date of enactment of 
H.R. 6260 are being established at this time in para- 
graphs 1.20(e)}(g). New paragraphs 1.20(h)-(j) incorpo- 
rate into the regulations the maintenance fees which 
would be provided in 35 U.S.C. 41(b) by H.R. 6260. 
The fees in paragraphs 1.20(a){(c) are only set at one 
level because they are established under 35 U.S.C. 41(d). 
The fees in paragraphs 1.20(e)(g) are only set at one 
level because they are established under Public Law 96- 
517 and are not subject to reduction for small entities. 
The details implementing the payment of maintenance 
fees are not being established at this time. 

Section 1.66 is amended to provide for the use of an 
apostille of a foreign official to attest to oaths or affirma- 
tions made in foreign countries in accordance with 35 
U.S.C. 115 and 261, as amended by H.R. 6260. 

Section 1.137, as amended, designates the existing sec- 
tion as part of paragraph (a), adds a reference to the 
new fee under §1.17(1) for a petition for revival where 
the delay which resulted in abandonment was unavoid- 
able, indicates that the petition must be promptly filed, 
and states when the showing that the delay was un- 
avoidable must be verified. New paragraph 1.137(b) pro- 
vides for filing a statement and a fee under §1.17(m) for 
revival of an application which was unintentionally 
abandoned, and also indicates when such petitions can 
be filed. Paragraph (c) requires that any petition for re- 
vival under paragraph (a) of §1.137 be promptly filed 
and that a terminal disclaimer, equivalent to the period 
of abandonment of the application, be filed with any pe- 
tition under paragraph (a) filed more than six months af- 
ter the date of abandonment. 

Section 1.155 is amended to refer in paragraph (a) to 
§1.18(b) which sets forth the issue fee for a design applica- 
tion. Paragraph 1.155(b), as amended, includes a reference 
to the fee for delayed payment of the issue fee set forth in 
§1.71(1) where the delay in payment was unavoidable, in- 
dicates that the petition must be promptly filed, and states 
when showings that the delay was unavoidable must be 
verified. New paragraph 1.155(c) provides for acceptance 
of the late payment of the issue fee where the delay was 
unintentional upon petition and payment of the fee set 
forth in §1.17(m). New paragraph 1.155(c) also indicates 
when such petitions can be filed. Paragraph 1.155(d) is 
added to require a terminal disclaimer equivalent to the 
period of abandonment of the application where petition 
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under paragraph (b) of §1.155 is not filed within six 
months of the date of abandonment. 

Section 1.316 is amended to implement the statutory 

rovisions of 35 U.S.C 41(a) with regard to petition fees 
‘or revival of applications abandoned for failure to pay 
the issue fee. om. gare (b) is amended to provide for 
petitions for revival with the fee in §1.17(1) where the 
delay in payment was unavoidable, to indicate that the 
petition must be poueey filed, and to state when show- 
ings that the delay was unavoidable must be verified. 
Paragraph (c) is added to provide for petitions for reviv- 
al with the fee in §1.17(m) where the delay was uninten- 
tional. New panaues (c) also indicates when such peti- 
tions can be filed. Paragraph (d) is added to require a 
terminal disclaimer equivalent to the period of abandon- 
ment of the application where a petition under para- 
graph (b) of §1.316 is not filed within six months of the 
date of abandonment. 

Section 1.317 is amended to implement the statutory 

rovisions of 35 U.S.C. 41(a) with regard to petition fees 
‘or patents lapsed for failure to pay the remaining bal- 
ance of the issue fee. Paragraph &) is amended to show 
that it applies only to patents in which the issue fee was 
paid prior to Oct. 1, 1982. Issue fees paid on or after 
that date will be in accordance with Eris. a 
(b) is amended to provide for petitions with the fee in 
§1.17(1) where the delay in payment was unavoidable, 
to indicate that the petition must be promptly filed, and 
to state when showings that the delay was unavoidable 
must be verified. Paragraph (c) is added to provide for 
petitions with the fee in §1.17 (m) where the delay was 
unintentional. New paragraph (c) also indicates when 
such petitions can be filed. Paragraph (d) is added to re- 
quire a terminal disclaimer equivalent to the period of 
lapse of the patent where a petition under paragraph (b) 
: §1.317 is not filed within six months of the date of 
lapse. 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on a number of the 
sections. All of the comments, including the written 
comments and the oral testimony, were considered in 
adopting the changes set forth herein. 

Written comments were received from three patent 
law groups and eleven individuals. The three patent law 
groups were (1) the American Patent Law Association 
whose membership includes several thousand lawyers in- 
volved in the practice of law before the U.S. Patent and 
Trademark ice; (2) the Patent, Trademark and Copy- 
right Section of the Virginia State Bar; and (3) the Pa- 
tent, Trademark and Copyright Law Section of The Bar 
Association of the District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two patent law groups and by 3 individuals on 
their own behalf 

These comments appear below along with responses 
thereto. 

Comments received relating to §§1.9, 1.27 and 1.28 
and the forms of Part 3 are not discussed in substance in 
this rule change since additional time for submitting 
written comments is provided until Aug. 13, 1982. All 
comments presented to these rules will be discussed in a 
later rule promulgation. 

Comment: 

One person argued that it is unreasonable to require 
fees to lengthen a shortened statutory peziod. 
Reply: 

A shortened statutory time is provided for by statute. 
The shortened period helps reduce — pendency time 
and speed the disclosure of technology and information 
about patent rights. Many applicants can reply within 
the present three month shortened period which has 
been in effect for over fifteen years. The fee for 
extending the time provides a positive method for appli- 
cants to obtain an extension of time while still expediting 
the prosecution of their applications. 
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Comment: 
Another person commented that H.R. 6260 should be 
; eh in that the fee levels are too high. 


PP he 

e consideration of the merits of H.R. 6260 is not 
before the Office in this rule change. 

Comment: 

Three patent bar groups and two individuals present- 
ed comments relating to the effect of the new extension 
of time fees in §1.17 and the effect thereof on the cur- 
rent practice of granting an automatic one-month exten- 
sion of time if a timely first response to a final rejection 
is — by the applicant. 


Reply: 

The Office plans to terminate the automatic one- 
month extension of time — on Oct. 1, 1982. It is 
felt that the extensions of time which are readily avail- 
able under §§1.17 and 1.136 will meet the needs of appli- 
cants. The amount of the fees required to obtain an ex- 
tension will be the same for periods of response before 
and after final rejection. 

Comment: 

One suggestion was made to it the of an 
appeal without the appeal fee where the Office not 
— on a timely response after final rejection by appli- 


Reply: 

2, a procedure is not possible under the provisions 
of H.R. 6260 since it calls for the appeal fee “On filing 
an appeal” in §41(a)6. 

Comment: 

Two comments were received requesting that the 
rules be changed to make the due date for paying the 
fee for an oral hearing on appeal after the examiner’s an- 
swer on appeal. 

Reply: 

A change in the rules has been made to provide that 
the fee for an oral hearing is due no later than one 
month after the date of mailing of the examiner’s an- 
swer. 

Comment: 

Two comments were received requesting that no 
charge for revival of an abandoned application be made 
where the abandonment resulted from the non-receipt of 
an Office action by the applicant. 

Reply: 

It is present Office practice to remail any Office ac- 
tion which is not received at applicant’s correspon- 
dence address and start anew the response period. This 
—* will continue in the future under the revised 

es. 


Comment: 

Three patent bar groups and two individuals indicated 
that the proposed deletion of the refund provisions due 
to PCT search reports in §1.26(b) and §1.446(b) 
would make the cost of filing under the Patent Coopera- 
tion Treaty ew high and does not recognize 
the benefit o' earlier search on a corresponding _— 
cation. 

Reply: 

sg view of these comments, proposed §1.445(a) (2) 
and (4) and §1.446(b) have been amended to provide a 
credit of $250 where there is a corresponding applica- 
tion. 

Comment: 

One individual requested that the multiple dependent 
claim practice set forth in §1.75(c) be changed to permit 
one multiple dependent claim to refer to another multi- 
ple dependent claim as permitted uader European prac- 
ti 


ice. 
Reply: 

This suggestion cannot be adopted since it is contrary 
to 35 U.S.C. 112 and cannot therefore be changed by 
rule. 

Comment: 

One suggestion was made to change “official” to “Of- 

fice” in §1.135(b). 
Reply: 
The suggestion has been adopted. 
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Comment: 
One suggestion was made to allow refund of the oral 
hearing fee if an oral hearing is not held. 


m2 
suggestion was not adopted since such refund is 
not appropriate in view of the fact that the fee is stated 
to be “for requesting an oral hearing” and not the actual 
conduct thereof. 

Comment: 

Three patent bar groups raised the question as to 
whether an applicant would be permi to revive an 
unintentionally abandoned application under §1.137(b) 
after having been unsu in the unavoidable ap- 
proach sow §1.137(a) and suggested that this be made 
= when the proposed rules are promulgated. 


Reply: 

Yes, an applicant under certain conditions could use 
§1.137(b) after having been unsuccessful in the unavoid- 
able approach under $1.1370). 

Comment: 

Several comments related to the possibility of reviving 
applications unintentionally abandoned up to 15 years 
- 


Reply: 

ag view of the comments received, §1.137(b) is being 
implemented to provide only for the revival of applica- 
tions which were unintentionally abandoned for a rea- 
sonable but limited period of time. This should create no 
substantial problems in regard to intervening rights situ- 
ations. It would permit some greater flexibilgy than that 
originally proposed but should have no significant effect 
on the current case backlog, pendency or number of in- 
terferences pending. 

Comment: 

One comment was received pointing out that the 
availability of an “unintentional abandonment” revival 
under §1.137(b) should not result in stricter holdings in 
“unavoidable abandonment” revival petitions under 
§1.137(a). 

Reply: 

The Office plans to continue to use the current crite- 
ria used to decide petitions to revive applications un- 
avoidably abandoned. 

Comment: 

One written comment questioned whether the Com- 
missioner has statutory authority to revive uninten- 
oy abandoned applications. 


Reply: 

ff Congress did not intend the Commissioner to have 
such authority there would have been no reason to es- 
tablish fees in §41(a)7 in H.R. 6260. The legislative histo- 
ry of H.R. 6260, House Report No. 97-542 (Committee 
on the Judiciary), also makes the Congressional intent 
clear. The provisions in H.R. 6260 relating to uninten- 
tional abandonment are substantive in addition to setting 
the fee. 

Comment: 

One letter questioned what is intended by the state- 
ment in §1.137(b) that the Commissioner may require ad- 
ditional information where there is a question whether 
bo —" was unintentional. 

2, 

‘Additional information would be required only where 
there is an indication that the abandonment was inten- 
tional, for example, where an express abandonment has 
been filed. The record should be clear how such an ex- 
press abandonment was unintentional if the petition is to 
be granted. 

Comment: 

One comment raised the question as to whether in a 
petition to revive on grounds that the delay was un- 
avoidable under §1.137(a), it would be sufficient that a 
registered attorney’s statement be submitted which 
merely recites facts as related to him or her by another. 
Reply: 

Statements must be made, where possible, by the per- 
son having direct personal knowledge of the facts. No 
change in the “showing” required or the persons making 
them is intended in such petitions. The rule merely clari- 
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fies that a statement by a registered attorney or agent 
need not be in the form of an oath or declaration. 
Comment: 

One comment suggested that ae be changed to 
provide for the situation where there was a lapse in a 
patent due to the unintentional delay in paying a balance 
of issue fee due. 


Reply: 

ection 1.317 has now been changed to provide for 
this lapse situation. 
Comment: 

Three patent bar groups and one individual indicated 
that a credit of the amount equal to the international 
search fee be made where both a U.S. national and inter- 
national seach are made by the United States Patent and 
Trademark Office. 


—, 
ile a complete credit is not considered proper in 
view of additional processing work (including searching) 
required in the second application, a credit of $250 has 
been provided in revising §1.445(a) (2) and (4). 
Comment: 

One person commented that the term “patent” should 
be inserted after “abandoned” in §1.12(b). 


Reply: 
The suggestion has been adopted. 


DISCUSSION OF SIGNIFICANT DIFFERENCES 
BETWEEN PROPOSED AND FINAL RULES 


A number of other changes which have been made as 
a result of the comments received and further review of 
the proposed rulemaking are identified below. 

Implementation of the changes to §1.9, new §§1.27 
and 1.28, and the deletion of Part 3 are being deferred 
for further comments by Aug. 13, 1982. See the discus- 
sion below. 

Snbparagraph (a) (5) of §1.19 has been changed from 
that proposed by referring to subparagraphs (1) through 
(4) rather than (3) and (4) in order to clarify that copies 
of patents cannot be ordered at the rate set in 
subparagraph (a) (5). Instead, copies of patents must be 
ordered under paragraphs (a) (1) and (2) of §1.19. 

Section 1.24 has been changed from that proposed to 
provide for the sale of 40-cent coupons. Coupons in this 
denomination may be useful in view of the charge of 
forty cents for a printed copy of a registered mark in 
§2.6(m) of Alternative A of the trademark rules. 

Sections 1.137, 1.155 and 1.316 have been changed 
from that proposed in Alternative B to further specify 
the conditions under which unintentionally abandoned 
applications can be revived. 

Sections 1.192 and 1.194 have been changed from that 
proposed so as to allow a request for an oral hearing 
and the payment of the required fee therefor to be made 
one month after the date of the examiner’s answer. 
Previously, appellant was required to indicate a desire 
for an oral hearing at the time of filing the brief. The 
sections will now permit appellant to consider the exam- 
iner’s answer before deciding whether to request an oral 
hearing and pay the required fee. 

Section 1.317 has been changed in Alternative B to 
provide for the situation where there was a lapse in a 
patent due to the unintentional delay in paying a balance 
of issue fee due. 

Section 1.445(a) (2) and (4) have been changed from 
that proposed to provide for a reduction in the interna- 
tional search fee where there has been a corresponding 
United States national application and a credit to the na- 
tional fee where an international search fee has been 
paid in a corresponding international application and the 
international search has been made by the United States 
Patent and Trademark Office. 

Section 1.446(b) has been changed from that proposed 
to permit a refund of a portion of the search fee to the 
extent set forih in §1.445(a) (4), if such refund is request- 
ed at the time of paying the national fee. 
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IMPLEMENTATION OF PATENT FEE REVISION 


The effective date of the patent fee revisions con- 
tained in this rulemaking is Oct. 1, 1982. 


see oe 


The changes which will become effective on Oct. 1, 
1982, upon enactment of H.R. 6260 as a Public Law pri- 
or to Oct. 1, 1982, are (1) the rule changes common to 
Public Law 96-517 and H.R. 6260, and (2) the rule 
changes under H.R. 6260, which “p in Alternative 
B. The rule changes common to Public Law 96-517 and 
H.R. 6260 will become effective on Oct. 1, 1982, wheth- 
ge a. 6260 is enacted as a Public Law prior to 


esee2% 


Upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, the rule changes in Alternative B will 
become effective on Oct. 1, 1982, in which case the rule 
changes in Alternative A will not become effective on 
Oct. 1, 1982. 

Any fee which is due and payable on or after Oct. 1, 
1982, must be paid in the amount and in accordance with 
the procedures contained in this rulemaking. For purposes 
of determining the amount of the fee to be paid, the date of 
mailing indicated on a proper Certificate of Mailing under 
§1.8 will be considered to be the date of receipt in the Of- 
fice. In order to ensure clarity in the implementation a 
discussion of the implementation of specific sections is 
set forth below: 


IMPLEMENTATION OF SPECIFIC SECTIONS 


The various sections will be implemented in the man- 
ner set forth below: 


§1.16 National application filing fees. 


Any national patent application filing fees paid on or 
after Oct. 1, 1982, must be paid in the amounts set forth 
in this section. Any additional fees which become due 
under §1.16 in as applications on or after Oct. 1, 
1982, or which have not been paid prior to Oct. 1, 1982, 
must be paid in the amounts set forth in this section 
even though the application was filed prior to Oct. 1, 
1982. For example, if an application filed prior to Oct. 1, 
1982, is amended on or after Oct. 1, 1982, to include a 
multiple dependent claim for the first time, the fee set 
forth in §1.16(d) must be paid. 

The surcharge in §1.16(e) of Alternative B is being es- 
tablished at this time, but will only be made effective 
when the statutory authority for the late filing of the fee 
or the oath or declaration becomes effective under 35 
U.S.C. 111, as it would be amended by H.R. 6260. The 
statutory authority for the late filing of the fee or the 
oath or declaration becomes effective six months after 
enactment of H.R. 6260 as a Public Law. 


§1.17 Patent application processing fees. 


Any patent application processing fees paid on or af- 
ter Oct. 1, 1982, must be paid in the amounts set forth in 
this section. 

The extension fees which must accompany a petition 
for an extension of time become effective on Oct. 1, 
1982, and apply to any application for which the period 
for responding, i.e., taking action, expires on Oct. 1, 
1982, or thereafter. If a response or action by the appli- 
cant was due before Oct. 1, 1982, and was not filed 
timely or an extension of time until Oct. 1, 1982, or 
thereafter, was not obtained, then §1.136(a) cannot be 
used to obtain an extension. Any response or action re- 
quired before Oct. 1, 1982, cannot have its time extended 
by using §1.136(a). If one or more previous extensions 
have been granted prior to Oct. 1, 1982, extending the 
time for taking action until Oct. 1, 1982, or thereafter, 
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the fees which are due for additional extensions under 
§1.136(a) will be as set forth in §1.17(a)}-(d) under either 
Alternative A or B. 


se¢ee8 


The previous practice of extending the oa stat- 
utory period an additional month upon the of a 
timely first response to a final dieelion is being veg Se 
tinued effective with any first response to a final rejec- 
tion filed on or after Oct. 1, 1982. Applicants can obtain 
additional time for response after that date by paying the 
appropriate fee for the same. An object of the previous 

ractice, as expressed in §714.13 of the Manual of Patent 
Docadelen Procedure, was to obviate the necessity for 
appeal or filing a continuing application merely to gain 
time to consider the examiner’s position in reply to a re- 
ger timely filed after final rejection. Under §1.136(a) 
object of the previous practice can be achieved 
without continuing the previous practice. Thus, under 
— .136(a) an applicant can file a timely first response to a 
inal rejection within the initial period without having to 
file an appeal or a continuing application if the examin- 
er’s response is not received prior to the expiration of 
the initial period for res . If the timely first re- 
sponse places the application in ' condition for allowance 
no additional response and no extension fee from appli- 
cant is required. If the examiner’s advisory action indi- 
cates the timely first response did not place the applica- 
tion in condition for allowance the applicant may then 
consider the examiner’s ition to determine whether 
further prosecution is desirable. If further prosecution is 
not desired the application can be abandoned without 
further response or expense. If further prosecution is de- 
sired, the applicant can petition and pay the necessary 
fee to extend the time to the extent appropriate up to 
the maximum permitted by statute. The availability of 
this flexibility under §1.136(a) eliminates the necessity 
for the previous practice. Further, under H.R. 6260 ex- 
tensions of time would be granted in most instances by 
virtue of the payment of fees rather than without fees as 
in the previous practice. The elimination of the previous 
peeie after final rejection is thus consistent with the 
etter and spirit of H.R. 6260 

After an applicant has petitioned and paid the exten- 
sion fees of $550 for response within the fcurth month 
pursuant to §1.136(a), any further extensions which are 
pa under the statute must be obtained under 
§1.136(b) 

A petition for extension of time under §1.136(a) may 
incorporate by reference a previously filed response 
without including an additional copy of the response in 
circumstances where the response was received late and 
the petition is filed to extend the time so that the re- 
sponse will be considered timely 

The ap fees set forth in Y 61. 17(e)}(g) are due for 
notices of appeal or briefs filed, or requests for oral 
hearings filed, on or after Oct. 1, 1982. If more than one 

appeal occurs in an application, the fees are due for each 
notice of appeal, each brief, and each request filed for an 
oral hearing as long as a decision on the merits by the 
Board of Appeals resulted from the first notice of ap- 
peal, brief, and request for an oral hearing. If the exam- 
iner reopens prosecution in the application after appeal 
and prior to the decision by the Board of Appeals then 
the fee for the notice of appeal, brief, and request for an 
oral hearing will apply to a later appeal which does re- 
sult in a decision by the Board of Appeals. No refund of 
any appeal fees is permitted since such are due on filing 
or on requesting an oral hearing. No fee is required for a 
reply brief. 

The fees for petitions set forth in §1.17(h)-(j) one ) 
apply to any such petition filed on or after Oct. 1 
The fee set forth in §1.17(m) of Alternative B adh Fn “4 
ply, with enactment of H.R. 6260 prior to Oct. 1, 1982, 
to petitions (1) for revival of an unintentionally aban- 
doned application or (2) for the unintentionally delayed 
payment of the fee for issuing a patent. Section 1.137(b) 
of Alternative B would apply to applications uninten- 
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tionally abandoned a failure to prosecute, of failure 
to respond to an ice action. Sections 1.155(c) and 
1.316(c) of Alternative B would apply to applications in 
which the payment of the fee for issuing a patent is un- 
intentionally delayed. These sections would be 
implemented, with enactment of H.R. 6260 prior to Oct. 
1, flo82, by making them effective as to any applications 
which would be covered by the literal language of the 
sections. In addition, and for a transition period between 
Oct. 1, 1982, and Dec. 31, 1982, a petition to revive an 
unintentionally abandoned application would be ited 
if (i) the application received a decision on a petition to 

revive the "Neon on or after Oct. 1, 1981, and be- 
fore July 30, 1982, or (ii) a petition was filed or renewed 
on or after Oct. 1, 1981, and before July 30, 1982, pro- 
vided in the case of both () and (i) that a petition to re- 
vive was filed within one year of the date of abandon- 


ment. The dates in question were chosen so as to permit 
Soo See Benes ie he aiven on =e Sh aaa 


tion as possible to benefit applicants whose applications 
have previously been unintentionally chentiaed, but 
uirements for a 

abandonment 


who could not meet the previous 
showing that the delay resulting in 
was unavoidable. The dates were also chosen to prevent 
an applicant whose application has been abandoned for 
an unduly long period from attempting to take advan- 
tage of this new provision, possibly to the detriment of 
individuals or companies who had begun to make, use, 
or sell the subject matter of the application aaa - 
date of abandonment of the application. By oo 
dates the ibility of reviving the application 
plicant in has, in effect, abandoned the invention > 
der 35 U.S.C. 102(c) is minimized. Implementing these 
sections in the manner set forth would be appropriate 
and proper in view of the legislative history of H.R. 
penny contained in House Report No. 97-542 (Commit- 
tee on the Judiciary), which indicates that the Commis- 

sioner can establish time limits within which petitions to 
revive or to accept late payment of issue fees can be 
filed. Thus, it is entirely proper to limit such petitions in 
the manner set forth in order to prevent abuses from oc- 
curring. To ensure that abuses do not occur, §§1.137(b), 
i. 155(, 1.316(c), and 1.317(c) s ically indicate that 
waivers of the time periods involved will not be consid- 
ered via petitions under §1.183. 

The fee set forth in §1. wit is required for any appli- 
cation filed on or after Oct. 1, 1982, with a specification 
in a non-English language. 


§1.18 Patent issue fees. 


Any patent issue fee paid on or after Oct. 1, 1982, 
must be paid in the amounts set forth in this section 
even if the notice of allowance was mailed prior to Oct. 
1, 1982, and indicates different amounts due. If the issue 
fee is paid prior to Oct. 1, 1982, any balance of issue fee 
due must be paid in accordance with §1.317. 


§1.19 Document supply fees. 


The document supply fees set forth in this section will 
apply to all orders and requests received by the Patent 
and Trademark Office on or after Oct. 1, 1982. 


§1.20 Post-issuance fees. 


The post-issuance fees set forth in §1.20(a)(d) apply 
to any petitions, requests, or actions filed on or 

Oct. 1, 1982. The amounts of the maintenance fees are 
included in §1.20. 

Maintenance fees will be required for any patent actu- 
ally applied for on or after Dec. 12, 1980, whether or 
not the patent is entitled to the benefit of an earlier fil- 
ing date under 35 U.S.C. 120 or a right of priority under 
35 U.S.C. 119. For reissue patents, the controlling date 
would be the filing date of the original patent. For ex- 
ample, maintenance fees would only be required where 
the application for the original patent was filed on or af- 
ter Dec. 12, 1980. As to patents resulting from interna- 
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tional applications filed under the Patent Cooperation 
Treaty, maintenance fees will be required on all patents 
resulting from international applications having PCT fil- 
ing dates on or after Dec. 12, 1980. 

The details papers pape of the maintenance 
fees are not being established at this time since such fees 
will not be due for some time and additional consider- 
ation of the problems thereof is required. 


§1.21 Miscellaneous fees and charges. 


The miscellaneous fees and charges set forth in this 
section will apply to all orders and requests received by 
= — ani 


Trademark Office on or after Oct. 1, 


§1.445 International application filing and processing fees. 


Any international application filing and processing 
fees paid on or after Oct. 1, 1982, must be paid in the 
amounts set forth in this section. 


Implementation Of Certain Sections Deferred For Further 
Comments 


In view of the comments and the recommendations 
received et the hearing on July 9, 1982, the period for 
written comments on §1.9(c), (d), (e), and (f), and on §§ 
1.27 and 1.28, has been extended until Aug. 13, 1982 (see 
47 FR 32458, July 27, 1982). Comments received at the 
hearing on July 9, 1982, expressed the view that there is 
no necessity to publish rules on §1.9(c), (d), (e), and 
(f), and on §§1.27 and 1.28, by August 2, 1982, and that 
further time for consideration and comment was neces- 
sary. Persons commenting stated a belief that the pres- 
sure of time does not apply to §§1.27 and 1.28 as it does 
apply to the fee rulemaking. Accordingly, the period for 
written comments on these sections is extended until 
Aug. 13, 1982. After receiving written comments by 
Aug. 13, 1982, the changes to §1.9 and proposed §§1.27 
and 1.28 will be adopted as final rules with such modifi- 
cations as are found to be appropriate after review of 
the comments. These rule changes, with any appropriate 
modifications thereof, must become effective on Oct. 1, 
1982, with enactment of H.R. 6260 prior to Oct. 1, 1982. 
Accordingly, adoption of the changes to §1.9 and new 
§§1.27 and 1.28 is being deferred at this time to permit 
additional written comments by Aug. 13, 1982. Howev- 
er, these rule changes will be adopted, with any appro- 
priate modifications, as soon as possible after receipt of 
the additional written comments. No additional proposal 
will be published and no additional hearing will be held 
prior to adoption of final rules on the changes to §1.9 
and on new §§1.27 and 1.28. 

As a result of additional comments presented during 
the hearing on the proposed trademark fees, the period 
for written comments on the deletion of Part 3 was also 
extended until Aug. 13, 1982, to provide an additional 
opportunity for interested persons to comment on this 
proposed change. Since it is not essential that this dele- 
tion be published by Aug. 2, 1982, it is appropriate to 
extend the period for comments. No additional proposal 
will be published and no additional hearing will be held 
prior to a decision on whether or not to delete Part 3 as 


proposed. 
SECTION II—REVISION OF TRADEMARK FEES 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on June 28, 1982, at 47 FR 28063-28065 
and in the Official Gazette on June 29, 1982, at 1019 
TMOG 110-119. An oral hearing was held on July 9, 
1982. Three written letters and statements were submit- 
ted. Three persons testified at the oral hearing. Full con- 
sideration has been given to ali of the letters, statements, 
and testimony. 
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Objectives of Rule Changes 


These amendments establish fees for the filing and 
processing of an application for the registration of a 
k or other mark, and for providing all other 
a and materials relating to trademarks and other 
marks. 


Public Law 96-517 


Public Law 96-517 authorizes the Commissioner to 
establish fees for the filing and processing of an applica- 
tion for the registration of a trademark or other mark, 
and for providing all other services and materials relat- 
ing to trademarks and other marks. Public Law 96-517 
requires that by Oct. 1, 1982, fees for the filing and pro- 
cessing of an application for the registration of a trade- 
mark or other mark be set to recover in the aggregate 
50 — of the estimated average cost to the Office of 
such processing. Also by Oct. 1, 1982, fees for providing 
all other services and materials relating to trademarks 
and other marks are to be set to recover the estimated 
average cost to the Office of performing the service or 
furnishing the material. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed 
H.R. 6260. This bill would amend the fee provisions to 
be implemented on Oct. 1, 1982. H.R. 6260 would repeal 
the provisions in Public Law 96-517 requiring that filing 
and processing fees be set to recover in the aggregate 50 
percent of the estimated average cost of such processing 
to the Office, and that fees for providing all other 
services and materials relating to trademarks and other 
marks be set to recover the estimated average cost to 
the Office of performing the service or furnishing the 
material. In passing H.R. 6260, the House of Representa- 
tives recommended a fee schedule to the Commissioner 
for fiscal year 1983. The fees set in Alternative B adopt 
the House recommendation. 

This rule change, therefore, is also designed in the al- 
ternative to implement the fee esate ape as they would 
be amended by H.R. 6260. The rule change contains 
changes which are common to Public Law 96-517 and 
H.R. 6260, as well as alternative rule changes which are 
specific to Public Law 96-517 (Alternative A) and to 
H.R. 6260 (Alternative B). 


DISCUSSION OF SIGNIFICANT CHANGES 


This rulemaking places into the appropriate sections 
of Title 37, Code of Federal Regulations, the various 
fees which are due on filing, during the pendency of a 
trademark application, or during the life of a registra- 
tion. 

Rule changes for implementing provisions of Public 
Law 96-517 or H.R. 6260 other than the fee provisions 
have not been included. Rule changes for implementing 
provisions other than the fee provisions will be 
published in a later rulemaking proposai. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED 


The sections changed are grouped in this document 
under three different categories. Those changes which 
are common to Public Law 96-517 and H.R. 6260 ap- 
pear first and are numbered 72-76. The change which 
relates only to Public Law 96-517 appears as Alterna- 
tive A and is numbered 77. The change which is depen- 
dent upon enactment of H.R. 6260 appears as Alterna- 
tive B and is numbered 78. The changes common to 
Public Law 96-517 and H.R. 6260 will become effective 
on Oct. 1, 1982, whether or not H.R. 6260 is enacted as 
a Public Law. 


see ee 


Upon enactment of H.R. 6260 as a Public Law prior 
to Oct. 1, 1982, Alternative B will become effective on 
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Oct. 1, 1982, in which case Alternative A will not be- 
come effective. 

The specific rules for which c es are made are 
§§2.6, 2.85, 2.101, 2.146, 2.162 and 2.167. 


Rule Changes Common to Public Law 
96-517 and H.R. 6260 


Section 2.85, ph (e), is amended to delete ref- 
erence to late filed fees for oppositions and affidavits. 
The manner in which such fees shall be handled is de- 
scribed in the pertinent sections for affidavits and oppo- 
sitions. 

Section 2.101, paragraph (c), is amended to delete the 
reference to a service charge which will no longer be 
charged for late-filed fees for itions. 

Section 2.146, paragraph (b), is amended to add a fee 
for filing a petition to the Commissioner. Paragraph (f) 
of — section which indicates that no fee is required is 
deleted. 

Section 2.162, paragraph (d), is amended to remove 
the reference to a service charge for late-filed fees on §8 


affidavits. 

Section 2.167, paragraph ), is added to establish pro- 
cedures relating to the fee for affidavits under §15, 15 
U.S.C. 1065, and to state the Office’s action when no fee 


or an insufficient fee is filed. 


see 


Alternative B—Rule Change Only Under H.R. 6260 


Section 2.6 is revised to establish the fees recommend- 
ed by the House of Representatives under H.R. 6260 for 
filing and processing applications for the registration of 
trademarks or other marks and for providing services 
and materials relating to trademarks or other marks. The 
$10 fee recommended by the House for certified copies 
appears in paragraphs (n) and (0) as a fee of $6.50 for a 
copy of a registered mark showing title and/or status 
and a fee of $3.50 for certification. 


RESPONSE TO COMMENTS ON THE RULES 


Specific comments were received on several of the 
sections. All of the comments included in the written 
submissions and the oral testimony were considered in 
adopting the changes set forth herein. 

Written comments were received from three individu- 
als. Oral comments were presented at the hearing on be- 
half of a patent and trademark law group, the American 
Patent Law Association, and an organization of trade- 
mark owners and lawyers, the United States Trademark 
Association. One individual spoke on behalf of a law 
firm and expanded upon the points raised in his 
previously submitted written comments. 

These comments appear below along with responses 
thereto, where appropriate. 

Comment: 

The representative of the trademark association spoke 
favorably about the proposal presented. The organiza- 
tion opposed 100% recovery of trademark costs from 
user fees. It was felt that such an approach reflected a 
misconception that trademarks benefit only their owners 
and not consumers and the economy as a whole. The 
speaker solicited the assistance of the Patent and Trade- 
mark Office in altering this viewpoint. 

Comment: 

The representative of the bar group questioned the 
fairness of the Office in eee the fees under Al- 
ternative B. It appeared that the Office had accepted the 
USTA pro; only where they were higher. In all 
cases where the USTA recommendations were lower 
than those proposed, the difference was split. The filing 
fee was singled out as the most unfair fee. 

Reply: 

In Alternative B, the rules adopt the fee levels recom- 
mended by the House Committee on the Judiciary in 
House Report No. 97-542. The Report recognizes that 
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the Office needs to recover a certain amount of fee in- 
come over the next three years. The application filing 
fee is expected to furnish more than 60% of the estimat- 
ed annual income. It could not be reduced further with- 
out endangering operations. The reduction from $200.00 
to $175.00 per class was covered to a large extent by 
higher fees for other services. 
Comment: 

The philosophy of H.R. 6260 is to recover no more 
than 100%. Final fees should recover this level and no 
more. 


a 
jecting processing costs three years in advance can 
never be absolutely accurate. The Office must have suf- 
ficient funds to process anticipated workloads under the 
fees set during fiscal years 1983-1985 when costs are 
expected to be somewhat higher than present costs. 
Comment: 

One suggestion involved retaining Part 4 of 37 CFR, 
at least for the present. Occasional ‘users of the registra- 
tion system find it to be a readily available reference. 
Certain information in the forms is available from no 
other source. The speaker believed the time pressures to 
implement the fee changes precluded proper consider- 
ation of the merits of Part 4. 


. 
period for comment on deletion of Part 4 has 
been extended to August 13, 1982 to allow for additional 
public comment and internal consideration. 

Comment: 

The suggestion was made that references to affidavits 
and oppositions should be eliminated from §2.85(e) as the 
handling of late filed fees for these items is already cov- 
ered directly in §§2.101(c), 2.162(d) and 2.167(g). 


TF Rie 
is suggestion was implemented. 
Comment: 

A suggestion was made that §§2.101(c), 2.162(d) and 
2.167(g) dealing with oppositions and affidavits under 
Section 8 and Section 15 be amended to require pay- 
ment of all late filed fees within the time pericd speci- 
fied in the notification by the Office. 

Reply: 

All of the sections state that the affidavit or opposi- 
tion “will not be refused if the required fee(s). . . are 
filed in the Patent and Trademark Office within the time 
limit set forth in the notification of this defect by the Of- 
fice.” This language is considered sufficient to require 
payment of all fees or have the opposition, affidavit or 
declaration refused. 

Comment: 

One suggestion was made to either cite §2.6 in all sec- 
tions being changed relative to fees or to cite it in none. 
Reply: 

Citations of §2.6 have been added to §2.101(c) and 
§2.146(b) to conform to §2.162(d) and §2.167(g). 
Comment: 

It was suggested that the fee for a combined section 8 
and 15 affidavit needed to be specified in the rules. 


Reply: 
er fm 2.6 has been changed to provide this com- 
ed fee. 


DISCUSSION OF SIGNIFICANT DIFFERENCES 
BETWEEN PROPOSED AND FINAL RULES 


A number of changes which were made as a result of 
the comments received and further review of the pro- 
posed rulemaking are identified below. 

Deletion of Part 4 has been deferred for further com- 
ments by Aug. 13, 1982 (see 47 FR 32458, July 27, 
1982). As elimination of Part 4 is not essential to the set- 
ting of fees, and does not have to be in place 60 days be- 
fore implementation, it was decided to ask for further 
public comment. 

Section 2.85(e) has been revised to eliminate the refer- 
ences to oppositions and affidavits. Because the handling 
of late filed fees for these items is specified elsewhere, 
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these references in §2.85(e) were redundant and confus- 


ing. 

Both alternatives of §2.6 have been revised to add a 
fee for a combined affidavit under sections 8 and 15 of 
the Act. In order to prevent possible confusion by users 
of the Trademark system, it was included separately. 


IMPLEMENTATION OF TRADEMARK FEE 
REVISION 


The effective date of the traiemark fee revisions con- 
tained in this rulemaking is Oct. 1, 1982. 


see et 


The changes which will become effective on October 
1, 1982, upon enactment of H.R. 6260 as a Public Law 
prior to Oct. 1, 1982, are (1) the rule changes common 
to Public Law 96-517 and H.R. 6260, and (2) the rule 
changes under H.R. 6260, which appear in Alternative 
B. The rule changes common to Public Law 96-517 and 
H.R. 6260 will become effective on Oct. 1, 1982, wheth- 
> aghaad a? 6260 is enacted as a Public Law prior to 


see 48 


Upon enactment of H.R. 6260 as a Public Law prior 
to October 1, 1982, the rule changes in Alternative B 
will become effective on Oct. 1, 1982, in which case the 
rule changes in Alternative A will not become effective 
on Oct. 1, 1982. 


Any fee which is due and payable on or after Oct. 1, 1982, 
must be paid in the amount and in accordance with the 
procedures contained in this rulemaking. For purposes of 
determining the amount of the fee to be paid, the date of 
mailing indicated on a proper Certificate of Mailing under 
§1.8 will be considered to be the date of receipt in the Of- 
fice. In order to ensure clarity in the implementation a 
discussion of the implementation of Section 2.6 is set 
forth below: 


IMPLEMENTATION OF SECTION 2.6 


Fees set forth in Section 2.6 must be paid in the 
amounts set forth in this section on or after Oct. 1, 1982. 
Any additional fees which become due under §2.6 in 
— applications on or after Oct. 1, 1982, or which 

ve not been paid prior to Oct. 1, 1982, must be paid in 
the amounts set forth in this section even though the ap- 
plication was filed prior to Oct. 1, 1982. For example, if 
an application filed prior to Oct. 1, 1982, is amended on 
or after Oct. 1, 1982, to include additional classes, the 
fee set forth in §2.6(a) must be paid per class added. 


IMPLEMENTATION OF CERTAIN SECTIONS 
DEFERRED FOR FURTHER COMMENTS 


As a result of additional comments presented during 
the hearing on the proposed trademark fees, the period 
for written comments on the deletion of Part 4 has also 
been extended until August 13, 1982, to provide an addi- 
tional opportunity for interested persons to comment on 
this proposed change (see 47 FR 32458, July 27, 1982). 
Since it is not essential that this deletion be published by 
Aug. 2, 1982, it is appropriate to extend the period for 
comments. No additional proposal will be published and 
no additional hearing will be held prior to a decision on 
whether or not to delete Part 4 as proposed. 


OTHER CONSIDERATIONS RELATING TO 
PATENT AND TRADEMARK FEE REVISIONS 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 
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This rule change is in conformity with the require 
ments of the Regulatory Flexibility Act (Public Law 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Public Law 96-517 and H.R. 6260 have 
both taken into consideration the impact they may have 
on small entities. The fees under Public Law 96-517 are 
set to recover 50% of patent and trademark processing 
costs rather than full costs and generally the rate of in- 
crease in the fees is less than that of inflation since the 
last increase in fees in 1965. Further, the rules 
implementing Public Law 96-517 take into consideration 
small entities by setting a lower —_ filing fee than is- 
sue fee to recover the required level of patent process- 
ing costs. The lower filing fee — a small entity to 
file a patent application for a relatively low cost and not 
have to pay the higher ce of fees required to 
achieve Public Law 96-517 recovery levels until exami- 
nation is complete and it is known that a patent will is- 
sue. Under H.R. 6260 and this rulemaking, small entities 
would be able to pay reduced fees for filing patent appli- 
cations and for the issuance and maintenance in force of 
patents. In general, the rule change will also expedite 
proceedings before the Patent and Trademark Office, 
os existing procedures where they can be simpli- 


The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
cap regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not im a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
Seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to requests for 
extensions of time, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inven- 
tions and patents, Lawyers, Nonprofit organizations, 
Small businesses, Trademarks. 


AMENDMENT OF REGULATIONS 


For the reasons indicated above and pursuant to the au- 
thority given to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6, and under Sections 31 and 41 of the 
Trademark Act of July 5, 1946, 15 U.S.C.§§1113, and 
1123, Parts 1 and 2 of Title 37, Code of Federal Regula- 
tions, are amended as set forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 14, 1982. 


[Note: H.R. 6260 became Public Law 97-247 on Aug. 27, 
1982. Rules that became effective Oct. 1, 1982 are those 
rules common to Public Law 96-517 and H.R. 6260 and 
those set forth in Alternative B. The adopted rules are 
reproduced in the notice eniitled “Revision of Patent and 
Trademark Fees Confirmation,” published at 1022 O.G. 
21, which is reprinted immediately following this notice.] 


[1021 O.G. 19] 
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[Docket No. 2714-129] 
Revision of Patent and Trademark Fees Confirmation 


Agency: Patent and Trademark Office, Commerce. 
Action: Confirmation of rules. 

Summary: This document confirms certain rule changes 
for patent and trademark fees and fee-related procedures 
which take effect on Oct. 1, 1982. These rule changes 
implement H.R. 6260 which was enacted as Public Law 
97-247 on Aug. 27, 1982. 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: As to the patent rules 
contact: R. Franklin Burnett, by telephone at (703) 557- 
3054 or by mail addressed to the issioner of Pa- 
tents and Trademarks, Attention: R. Franklin Burnett, 
Rm. 3-11A13, Washington, D.C. 20231. 

As to the trademark rules contact: Miss Maude 

Williams, by telephone at (703) 557-2222 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Attention: Miss Maude Williams, Rm. 3-11C17, Wash- 
ington, D.C. 20231. 
Supplementary Information: The Patent and Trademark 
Office is required by law to publish a notice in the Fed- 
eral Register of its fees at least 60 days before the effec- 
tive date thereof (35 U.S.C. 41(g)). Thus, on July 30, 
1982 a final rule document was published at 47 FR 
33086 setting forth rule changes for patent and trade- 
mark fees and procedures which take effect on Oct. 1, 
1982. The document was based on the public law in ef- 
fect at that time, Public Law 96-517, and on H.R. 6260, 
which was then pending but is now Public Law 97-247. 
The final rule document published on July 30, 1982, in 
the Federal Register sets out— 


(1) rules that are common to both Pub. L. 96-517 and 
H.R. 6260 (now Pub. L. 97-247); 

(2) Alternative A which contains rule changes 
implementing Pub. L. 96-517 alone; and 

(3) Alternative B which contains rule changes 
implementing H.R. 6260 (now Pub. L. 97-247). 


H.R. 6260 was enacted as Public Law 97-247 on Aug. 
27, 1982, and the Patent and Trademark Office hereby 
confirms that the rule changes common to both Pub. L. 
96-517 and H.R. 6260 and Alternative B are those 
which go into effect on Oct. 1, 1982. The rules under 
Alternative A are hereby withdrawn. Additional rule 
changes required by Public Law 97-247 will be made 
the subject of separate rulemakings. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inven- 
tions and patents, Lawyers, Nonprofit organizations, 
Small businesses, Trademarks. 


AMENDMENT OF REGULATIONS 


For the reasons set out in the preamble, 37 CFR Parts 
1 and 2 are confirmed as being amended by the final 
tule published on July 30, 1982 at 47 FR 33086 as set 
forth below. 


GERALD J. MOSSINGHOFF, 

Sept. 14, 1982. Commissioner of Patents 
and Trademarks. 
1. The rule changes made in Alternative A relating to 
patents which begin at 47 FR 33107 and in Alternative 
A relating to trademarks which begin at 47 FR 33112 

ey hereby withdrawn. 

Confirmed as effective Oct. 1, 1982 are the rule 
‘tae published July 30, 1982 common to Public Law 
96-517 and H.R. 6260 (now Public Law 97-247) and Al- 
ternatives B. The rule changes relating to patents com- 
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mon to Public Law 96-517 and H.R. 6260 (now Public 
Law 97-247) were published on July 30, 1982 at 47 FR 
33099. The rule changes relatin, ye tents under Alter- 
—_ B were published at 33108. The rule 
es relating to trademarks pln to Public Law 
96-5 7 and H.R. 6260 (now Public Law 97-247) were 
published on July 30, 1982 at 47 FR 33111. The rule 
changes relating to trademarks under Alternative B 
were published at 47 FR 33112. Corrections to the a7 
30, 1982 ublication were published on Aug. 4 and 5 


1982 at 47 FR 33688 and 33959. 
(Text of adopted rules ag 7 37 CFR, revised July 


(54) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3 and 4 
[Docket No. 2827-167 ] 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 
Summary: The Patent and Trademark Office is amending 
the rules of practice in patent and trademark cases to es- 
tablish procedures for the payment of fees under §41 (a) 
and (b) of Title 35, United States Code, which are re- 
duced by 50 per centum for independent inventors and 
— organizations as required by the public law re- 
sulting from H.R. 6260. This action is necessary at this 
time in order that the procedures for paying the reduced 
fees will be effective on Oct. 1, 1982, the effective date 
of the changes in the amounts of Patent and Trademark 
Office fees established by the public law resulting from 
H.R. 6260. This final rule also deletes Parts 3 and 4 
which contain outdated sample forms and corrects a ref- 
erence to a section which appears in §1.451 
Effective Date: Oct. 1, 1982 
For Further Information Contact: As to the patent rules 
contact R. Franklin Burnett by telephone at (703) 557- 
3054 or by mail addressed to the ioner of Pa- 
tents and Trademarks, Attention: R. Franklin Burnett, 
Rm. 3-11A13, Washington, D.C. 20231. 

As to the trademark rules contact Miss Maude 
Williams by telephone at (703) 557-2222 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Attention: Miss Maude Williams, Room 3—-11C17, Wash- 


ington, D.C. 20231 

Supplementary : Notices of proposed rule- 
making relating to the revision of patent and trademark 
fees were published in the Federal Register on June 28, 
1982, at 47 FR 28042-28065 and in the Official Gazette 
on June 29, 1982, at 1019 O.G. 57-120. Oral hearings 
were held on July 9, 1982. Full consideration has been 
given to all of the letters, statements, and testimony re- 
ceived at the time. A final rule on “Revision of Patent 
and Trademark Fees” was published on July 30, 1982 at 
47 FR 33086-33112 with corrections in the printing 

thereof being published on Aug. 4, 1982, at 47 FR 33688 
and Aug. 5, 1982, at 47 FR 33959. The final rule was 
also published in the Official Gazette on Aug. 10, 1982, 
at 1021 O.G. 19-94. In view of comments received at 
the hearings, additional time for comment on the rules 
covered by this change was given until Aug. 13, 1982. 
The notice extending the time for comment was 
published on July 27, 1982 at 47 FR 32458. 

This final rule is being adop ted as soon as possible af- 
ter the enactment of the public law resulting from H.R. 
6260. The Patent and Trademark Office has determined 
that the requirement of 5 U.S.C. 553 (d) for publication 
not less than 30 days before its effective date does not 
apply to this final rule since it will reduce patent fees for 
independent inventors and nonprofit organizations. 


Objectives of Rule Changes 


These rule changes are designed to implement the Pa- 
tent and Trademark Office fees and procedures which 
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are provided for by the public law resulting from H.R. 
6260. 


Public Law Resulting From H.R. 6260 


The public law resulting from H.R. 6260 provides that 
funds available under the act “shall be used to reduce by 
50 centum the pn eney of fees under section 41 (a) 

and (b) of Title 35, United States Code” by independent 
Pes ty small business concerns, and non) _— organi- 
zations. The public law resulting from H.R. 6260 gives 
inlay vy in sd authority to od nen regulations de- 
in t inventors and nonprofit organiza- 
tions. The public law me ave Rone fom HR. 6260 defines 
small business concerns by ce to §3 of the Small 
Business Act and regulations established by the Small 
meguiatices Guinn setisidioes (osOeme eed senpeod 
regulations in ent inventors and nonprofit 
organizations. The Small Business Administration is 
Ss meapieal eae Sonatarmantigaee we un 
re) fees un e ic law 
rsa gy from FLR. 6260. This also 
es the procedures which will will be followed by in- 
anpetbens inventors and nonprofit organizations when 
paying the reduced fees.The procedures to be followed 
by small business concerns when paying the reduced 
fees will be established in a separate rule. 


Discussion of Specific Sections 


The following sections are changed by this final rule, 
effective Oct. 1, 1982: 

Section 1.9, as amended, adds paragraphs (c), (e), and 
(f) which define “independent inventor” and “nonprofit 
organizations” as used in Title 37, Code of Federal Reg- 
ulations, Chapter I. Each of these along with “small 
business concern” is identified as a “small entity” for 
purposes of paying fees which are set under §41 (a) and 
(b) of Title 35, United States Code, as amended by the 

ublic law resulting from H.R. 6260. Paragraph (d) of 
§1.9 relates to the definition of small business concern 
which is being established by the Small Business Admin- 
istration. Accordingly, proposed paragraph 1.9(d) is not 
being promulgated at this time. 

The public law resulting from H.R. 6260 authorizes 


the Commissioner to establish regulations a 
pendent inventors and nonprofit organizations. ion 


1.9(c) defines an ind dent inventor as any inventor 
who (1) has not assigned, granted, conveyed, or li- 
censed, and (2) is under no obligation under contract or 
law to assign, grant, convey, or license, any rights in the 
invention to any person who could not likewise be clas- 
sified as an independent inventor if that had 
made the invention, or to any concern. which would not 
qualify as a small business concern or a nonprofit orga- 
nization. Once an individual sole inventor, or one of sev- 
erai joint inventors, has assigned, granted, conveyed, or 
licensed, or comes under an obligation to assign, grant, 
convey, or license, any rights to the invention to anyone 
who could not likewise obtain status as a small entity, 
the inventor(s) will no lon, —_ be entitled to pay fees in 
the amounts established for an independent inventor 
(§1.9(c)). Section 1.9 (c) will permit an individual inven- 
tor to make an assignment, grant, conveyance, or license 
of partial rights in the invention to another individual or 
individuals who could qualify as an independent inven- 
tor or inventors if they made the invention. In addi- 
tion,§1.9 (c) will permit an individual inventor to make 
an assignment, grant, conveyance, or license of partial 
rights in the invention to a small business concern or 
nonprofit organization. Under the circumstances de- 
scribed in the previous two sentences the individual in- 
ventor could still qualify as an independent inventor. 
However, if the independent inventor assigned, granted, 
conveyed, or licensed, or came under an obligation to 
assign, grant, convey, or license, any rights to the inven- 
tion to any individual or organization which could not 
qualify as a small entity (§1.9 (f)), then the inventor 
would no longer qualify as an independent inventor. 
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py nee section 1.9 (d) relating to the definition of a 
—_ usiness concern is not being promulgated at this 


yo 1.9(e) defines a nonprofit organization by uti- 
lizing and broadening the ition contained in 35 
U.S.C. 201 (i). The term “university or other institution 
- er education” as used in §1.9 (e) means an educa- 

osornywn which (1) admits as regular students 
ay ae | eS a certificate of graduation from a 
provi education, or the recognized 
squalene of po ta a ificate, (2) is legally authorized 
within the jurisdiction in which it operates to provide a 
program or education beyond secondary education, (3) 
= an educational program for which it awards a 
helor’s degree or provides not less than a two-year 
program which is table for full credit toward such 
a degree, (4) is a public or other nonprofit institution, 
and (5) is accredited by a nationally recognized 
accrediting agency or association. The definition of 
a or other institution of higher education” as 
erein essentially follows the definition of “in- 
pt of higher education” contained in 20 U.S.C. 
1141(a). Institutions which are strictly research facilities, 
man ig facilities, service organizations, etc., are 
not intended 4 be included within the term “other insti- 
tution of higher education” even though such institu- 
tions may ‘orm an educational function or publish the 
results of their work. 

Section 1.9(f) identifies an independent inventor, a 
small business concern, or a nonprofit organization as a 

“small entity ty tue bo Valeo ones fees set under §41 
(a) and (b) of Title nited States le, as amended by 
the public law resulting from H.R. 6260. Fees established 
under §41 (c) or (d) of Title 35, United States Code, will 
not be reduced for small entities since such a reduction is 
not permitted or authorized by the public law resulting 
from H.R. 6260. a (c), (e), and (f) of §1.9 should 
be read together with §§1.27 and 1.28 which deal with 
establishing status as a small entity and the effect thereof. 

New §1.27 provides in paragraph (a) that any person 
seeking to establish as a small entity, as defined in §1.9 (f) 
for the purpose of paying reduced fees, must file a state- 
ment to that small entity. Paragraph 1.27(b) provides spe- 
cifically for inventors filing statements claiming status as 
independent inventors. Paragraph 1.27 (c) relating to 
claiming status as a small business concern is not being 
ey romulgated at this time, but will be subject of a separate 

le. Paragraph 1.27 (d) provides for claiming status 
asa nonprofit organization. Under §1.27, as long as all of 
the rights remain in small entities, the fees established for 
a small entity can be paid. This includes circumstances 
where the rights were divided between an ind dent in- 
ventor, a small business concern and a nonprofit organiza- 
tion or any combination thereof. 

New §1.28 provides guidance as to the effect of fail- 
ure to establish, or notify the Office of any change from, 
small entity status. Paragraph 1.28 (a) provides that once 
status as a small enti been established in an appli- 
cation or patent, wihout the filing of a further verified 
statement pursuant to §1.27, unless the Office is notified 
of a change in status. Under paragraph 1.28 (a), status as 
a small entity in one application or patent does not af- 
fect any other application or patent except in applica- 
tions filed under a1. 60 where a reference is made to a 
verified statement in a parent application. Paragraph 
1.28 (b) requires that notification of any change in status 
resulting in loss of entitlement to small entity status be 
filed in the earliest of the issue fee or any maintenance 
fee due after the date on which status as a small entity is 
no longer appr = Section 1.28 also provides guid- 
ance as to ect of improperly establishing status as 
a small entity. The intent of the reduced fees for small 
entities is to soften the impact of the fee increases under 
§41(a) and (b) of Title 35, United States Code, as such 
sections are amended by the public law resulting from 
H.R. 6260, upon those who are least able to absorb the 
increased fees without overall damage to their ability to 
participate in the patent system through the filing, issu- 
ing and maintaining of patents. Accordingly, any at- 
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tempt to improperly establish status as a small entity will 
be viewed as a serious matter by the office —— 
graph 1.28(d) indicates that any, attempt to fraudul 
establish status as a small entity or C avae ae 
entity will be considered as a fraud practiced or 
attempted on the Office. In addition, improperly and 
through gross negligence establishing status as a small 
entity or paying fees as a small entity will be considered 
as a fraud practiced or attempted on the Office. Normal- 
ly, the Office will not uestion a claim to status as a 
small entity. However, if the Office must resolve such 
an issue in a question before it, the Office will 
look to the actual or practical status ot the individual or 
oganization claiming status as a small entity rather than 
the professed or apparent status. 

Soon 26S eee ee ), is amended to correct a 
reference to another section of the regulations. 

Parts 3 and 4 are removed to eliminate all of the pa- 
tent and trademark forms from the Code of Federal 
Regulations. The Patent and Trademark Office has pre- 

ed a booklet entitled “Patent and Trademark Forms 

klet” which is available for sale to the public from 
the Superintendent of Documents and which includes 
full size copies of substantially all the forms in the Code 
of Federal Regulations in view of the difficulty of keep- 
ing such forms is not mandatory. 


Discussion of Significant Differences Between Proposed and 
Final Rules 


A number of changes which have been made to §§1.9, 
1.27 and 1.28 as a result of the comments received and 
ene review of the proposed rulemaking are identified 
below. 

Paragraph (c) of §1.9 has been changed from that pro- 
posed to simplify the definition by —— the words 
“including @) the right to make, use, or 


the inven- 
tion, and (ji) the right to exclude others from making, 
using, or selling the invention”. No change in substance 
is intended by removing these words since the phrase 
“any rights in the invention” obviously is inclusive of all 
rights regardless of how they are, or would be, trans- 
ferred. The words “or otherwise” have also been re- 
moved to simplify the definition without a change in 


substance. 

Paragraph (d) of §1.9 is not being promulgated by this 
rule change. 

Paragraph (e) of §1.9 is changed from that proposed 
by adding the words “located in any country” in item 
(e) (1) to clarify the fact that a university or other insti- 
tution of higher education can qualify regardless of loca- 
tion. Paragraph (e) is also changed from that proposed 
by adding an item (4) to clarify that a nonprofit organi- 
zation if it could q as a nonprofit organization un- 
der item (2) or (3) of paragraph (e) “if it were located in 
this country.” Thus, under paragraph (e) of §1.9 non- 
profit organizations will be treated the same for pur- 
poses of paying fees regardless of location. 

Paragraph (a) of §1.27 has been changed from that 
proposed by substituting the words “any fee paid as a 
small entity”. This change is intended to clarify the fact 
that a verified statement is not required with every fee. 

Paragraph (b) of §1.27 has been c' — from that 
proposed to clarify who is to file the verified statement. 
The verified statement for a small business concern or 
nonprofit organization is to be filed by “the owner of 
the small business concern, or an official of the small 
business concern or nonprofit organization empowered 
to act on behalf of the small business concern or non- 
profit organization . . .” The term “official” as used in 
paragraph (b) is intended to include any Officer, employ- 
ee, or part-owner empowered to act on behalf of a small 
business concern or nonprofit organization. For example, 
an officer or employee of a corporation empowered to 
act for the corporation by its board of directors would 
be qualified to sign such a verified statement. 

Paragraph (c) of §1.27 relating to claiming status as a 
small business concern is not being promulgated at this 
time, but will be the subject of a separate final rule. 
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Ih (d) of §1.27 has been changed from that 
vn dheeah tat Gan Gane Ge cate 
been c’ from that proposed by addin 
erence to §1.9 (eX4). 

h (a) etiam. 

y the words “or patent” in the first 

and third sentences since the failure to establish status as 

a small entity could occur in a patent as well as in an 

lication. An 2x to the requirement for a veri- 

ied statement las been inserted into paragraph (2) 

of §1.28 for applications filed under $1.60 where the sta- 
tus as a small entity has 


h (a) of proposed #8, the application under 
TiaD “cent lechede @ safetenen 10 0 veeiied Shetemant 
S29 ee ee 6 ey eae 
proper and desired.” 

Pay my (b) of $1.28 has been completely rewritten 
to remove the t that the 
pe teh ge a change in status resulting in loss of enti- 
tlement to small entity status must be filed prior to pay- 
ing the next fee due. paragraph (b) of §1.28 pro- 
vides that after establishment of entity status, “fees 
as a small entity may thereafter be in that applica- 
tion or patent without regard to a change in status until 
the issue is due or any maintenance fee is due.” Para- 
graph (b) of §1.28 is also changed from that proposed by 
removing the sentence stating that payment of any fee as 
a small entity serves “as a representation that such pay- 
ment as a small entity is proper at the time the payment 
is made.” This change does not sanction the payment of 
improper fees, but is no longer necessary in view of an- 
other change in Lear pe (b) which specifically pro- 
vides that notification of any change in status resulting 
in loss of entitlement to rhe | entity status “must be filed 
in the application or patent 7 to paying, or at the 
time of paying, the earliest of the issue fee or any main- 
tenance fee due after the date on which status as a small 
entity is no longer priate pursuant to §1.9.” The ef- 
fect of the changes to paragraph (b) of 
§1.28 is to permit status to be established and then 
checked only (1) at the payment of the issue fee and (2) 
at the time of payment of each maintenance fee. This 
means that only four checks are required during the 
pendency and term of a patent after initial establishment 
of small entity status if such establishment was prior to 
payment of the issue fee. The last sentence of paragraph 
(b) has been changed from that proposed by inserting 
ped words “of change in status” after “notification” for 
clarity. 
Paragraph (c) of §1.28 has been changed from that 
) to require a verified statement explaining how 
the error in good faith occurred only in situations where 
the error occurred. This change from ph (c) as 
proposed will reduce paperwork and will provide a 
three-month grace period to correct errors with no ex- 
planations required for correction during that three- 
month period. The change has also been made to allevi- 
ate concerns about paragraph (d) of §1.28 which is being 
adopted as proposed. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the oral testi- 
mony and the written comments, were considered in 
adopting the changes set forth herein. 

Written comments on the patent rules and forms af- 
fected by this final rule were received from three patent 
law groups and thirteen individuals. The three patent 
law groups were (1) the American Patent Law Associa- 
tion; (2) the Patent, Trademark, and Copyright Section 
of the Virginia State Bar; and (3) the Pateat, Trademark 
and Copyright Law Section of the Bar Association of 
the District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two patent law groups. 

The comments appear below along with replies thereto. 





1086 TMOG 38 
(54) 


Comment: 

One comment suggested ihat the definition of “inde- 

— inventor” be simplified. 
Reply: 

definition of “independent inventor” has been 
simplified without a — in substance by removin 
the words “including (i) the right to make, use, or se! 
the invention, and (11) the right to exclude others from 
making, using, or selling the invention.” 
Comment: 

One comment suggested that there is no need to in- 
clude any more than a simplified statement that a “non- 
profit organization includes a university or other institu- 
tion of higher education” 


Reply: 
The suggestion has not been oteaees since it is the in- 
tent of the rules to delineate as clearly as possible what or- 
izations can qualify as nonprofit organizations without 
ving to expend undue resources deciding each request 
on a case-by-case basis. 
Comment: 

One comment suggested that §1.9(e) discriminates 
against foreigners and thus violates the principle of na- 
tional equality set forth in the Stockholm text of the 
Paris Convention for the Protection of Industrial Prop- 


erty. 
Reply: 

Section 1.9(e), as promulgated, defines a nonprofit or- 
ganization in such a way that it is clear that foreigners 
are not excluded. 

Comment: 

One comment questioned whether or not government 
organizations can qualify as nonprofit organizations and 
more specifically, whether or not a government research 
facility can qualify under the broad definition of a non- 
profit scientific or educational organization. Another 
comment recommended that §1.9(e) be expanded to in- 
clude the U.S. Government in the definition of a “non- 
wee organization.” 

eply: 

Government organizations as such, whether domestic 
or foreign, cannot qualify as nonprofit organizations as 
defined in §1.9(e). Section 1.9(e) was based ag 35 
U.S.C. 201(i), as established by Public Law 96-517. The 
limitation to “an organization of the type described in 
section 501(c)(3) of the Internal Revenue Code of 1954 
(26 U.S.C. 501(c)(3)) and exempt from taxation under 
section 501(a) of the Internal Revenue Code (26 U.S.C. 
501(a))” would by its nature exclude the U.S. govern- 
ment and its agencies and facilities, including research 
facilities and government corporations. State and foreign 
governments and governmental agencies and facilities 
would be similarly excluded. Section 1.9(e) is not intend- 
ed to include within the definition of a nonprofit organi- 
zation government organizations of any kind located in 
any country. A university or other institution of higher 
education located in any country would qualify, howev- 
er, as a “nonprofit organization” under §1.9(e) even 
though it has some government affiliation since such in- 
stitutions are specifically included. 

Comment: 

One comment was directed to, and opposed, Public 
Law 96-517 and H.R. 6260 rather than the specific pro- 
visions of §§1.9, 1.27 and 1.28 on the ground that the 
concept of a self-supporting agency is ill-conceived, 
shortsighted and wrong. 

Reply: 

Public Law 96-517 and H.R. 6260 are not issues for 
consideration in this rule change. 
Comment: 

One comment asserted that the imposition of different 
fees depending upon the status of an applicant is unwise, 
unworkable, and will not “improve the efficiency of the 
Patent Office”, while another comment urged the Office 
to “disavow the proposal for a two-tier fee system and 
adopt a different approach to assuring that patent and 
trademark fees are set so that individual inventors and 
small businesses can continue to obtain the protection of 
the patent and trademark system.” Another comment 
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supported the two-tier fee system, particularly as related 
to universities. 


TPR 

e imposition of different fees is a legislative man- 
date imposed by the public law resulting from H.R. 
6260 and is not an issue for consideration in this rule 
change. 

Comment: 

Four comments expressed concern that small entity 
status is required to be confirmed each time a fee as a 
small entity is paid. Alternative procedures which in- 
volve (1) confirming status at the time of filing and at 
the time the issue fee is paid, or (2) allowing a statement 
of — to hold for a period of time were recom- 
mended. 


Reply: 

The last sentence in §1.27(a) states that “[s]uch a veri- 
fied statement need only be filed once in an application 
or patent and remains in effect until changed.” It was 
not intended that such statements would be required 
each time a fee is paid. In order to clarify §1.27(a), the 
first sentence has been changed to require the statement 
= to or with the first fee paid as a small entity. 

ereafter, notice is only required where a change in 
status occurs. In addition, §1.28(b) has been rewritten to 
provide that “[o]nce status as a small entity has been es- 
tablished in an application or patent, fees as a small enti- 
ty may thereafter be paid in that application or patent 
without regard to a change in status until the issue fee is 
due or any maintenance fee is due.” 

Comment: 

One comment suggested that a paragraph 1.27(e) be 
added which would require confirmation of small wom 4 
status at the time of paying the patent issue fee and eac! 
maintenance fee and that this done by a statement 
which “ey the applicant’s small entity status as of 
the close of the last fiscal year next preceding the date 
of the statement. 

Reply: 

e suggested nore hh has not been added. Howev- 
er, paragraph (b) of §1.29 has been completely rewritten 
to permit status to be established and then checked only 
(1) at the payment of the issue fee and (2) at the time of 
payment of each maintenance fee. Instead of requiring 
papers to be filed confirming status as suggested in the 
comment, the rules as adopted require that “alot 
fication of any change in status resulting in loss of enti- 
tlement to small entity status must be filed in the appli- 
cation or patent prior to paying, or at ihe time of pay- 
ing, the earliest of the issue fee or any maintenance fee 
due after the date on which status as a small entity is no 
— appropriate pursuant to §1.9.” ——— (b) of 
§1.28, as promulgated, is considered preferable to the 
suggested paragraph (e) of §1.27 since it will eliminate 
the filing of a confirming statement where there has 
been no change in status as a small entity. This reduces 
unn paperwork. 

Comment: 

One comment suggested that verified statements of 
small entity status need not be filed in Rule 60 applica- 
tions. 


Reply: 
The suggestion was adopted and is reflected by the 


change in §1.28(a). In such applications, it will be suffi- 
cient to include a reference to a verified statement 
establishing small entity status in a parent application if 
status as a small entity is still proper and desired. 
Comment: 

One comment suggested that proposed paragraph 
1.28(b) be amended by inserting the words “believed to 
= “small entity is” in the second sentence. 

eply: 

aragraph (b) of §1.28 as promulgated does nct con- 
tain the sentence to which the suggestion is directed. 
Comment: 

One comment suggested that paragraph (c) of §1.28 be 
amended by deleting the word “verified” so that a state- 
ment explaining how an error in good faith occurred can 
be made “on the basis of information and belief.” 
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Reply: 

The suggestion has not been adopted. However, para- 
graph (c) of §1.28 as promulgated permits the correction 
of errors without a verified statement if the correction is 
accomplished within three months after the date the er- 
ror occurred. 

Comment: 

Three comments expressed concern about the provi- 
sion dealing with fraud on the Patent and Trademark 
Office because of some questionable act in connection 
with paying fees as a small entity and indicated that 
some have raised a question as to the Office’s 
authority to designate the payment of a lesser fee as 
fraud. The comments suggested that proposed §1.28 be 
withdrawn and turned over to an ad hoc group of Pa- 
tent and Trademark Office officials and practitioners for 
immediate examination and timely comment. 


Reply: 

The period for comments was extended until Aug. 13, 
1982, as an alternative to, and in response to, the sugges- 
tion that §1.28 be withdrawn and turned over to an ad 
hoc committee. The extended period for comments has 
now expi and all comments which have been re- 
ceived have been carefully considered. In response to 
the statement that some have raised a question 
—— . the Office’s authority to designate payment of 
a lesser fee as fraud, no authority has cited which 
would establish or suggest that the Office does not have 
the authority to adopt this section. Paragraph (d) of 
§1.28 has been strictly limited to those situations in 
which there is an attempt to fraudulently establish enti- 
ty, or improperly and through gross negligence establish 
status or pay fees as a small entity. Paragraph (d) of 
§1.28 is clearly within the rule-making authority provid- 
ed to the Commissioner pursuant to 35 U.S.C. 6 to pro- 
tect the integrity of the — established by the public 
law resulting from H.R. 6260, whereby fees are reduced 
for small entities. In order to alleviate the concerns 
expressed about ph (d) of §1.28, paragraph (c) of 
§1.28 has been c! on ey mag nahin yo 
verified statement explaining how error in good faith 
occurred only in situations where the error is not cor- 
rected within three months of the date on which the er- 
ror occurred. This three-month period to correct 
errors with no explanations required for correction dur- 
ing that three-month period should reduce the concern 
about paragraph (d) of §1.28. 

Comment: 

One comment by an attorney (1) objected to and re- 
quested removal of the second sentence of §1.28(d) be- 
cause he has to rely on the information provided by the 
client and does not have the facilities to check the reli- 
ability of information the client provides relating to the 
client’s status as a small entity, and (2) raised the ques- 
tion as to how much investigation any attorney or other 
individual must make in o to avoid being guilty of 
“gross negligence” under §1.28(d). 


me 
e rules do not authorize an attorney to sign a veri- 
fied statement establishing status as a small entity on be- 
half of a client. The client has to sign the verified state- 
ment. Paragraph (b) of §1.27 requires that any verified 
statement filed on behalf of an independent inventor 
must be signed by the ind dent inventor except as 
provided in §§1.42, 1.43, or 1.47. Paragraph (d) of §1.27 
requires that any verified statement filed on behalf of a 
nonprofit organization must be signed by an official of 
the nonprofit organization empowered to act on behalf 
of the organization. The intent of paragraphs (b) and (d) 
of §1.27 is that the verified statement be signed by the 
person in the best position to know the facts as to 
whether or not status as a small entity can be properly 
established. Insofar as the attorney’s irresponsibilities and 
duty to investigate are concerned, these do not differ 
from those presently owed the Office under §§1.56, 
1.346, and 1.555. 
Comment: 

One comment suggested that ph (d) of §1.28 
be replaced by a provision under which a “stiff fine” 
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would be assessed against “a wrongdoer who has not 
paid fees in good faith.” 


7— 
ie suggestion has not been adopted. Assessing a fine 
as the only penalty against “a wrongdoer. who not 
paid fees in good faith” might tend to encourage the 
eee of incorrect fees on the theory that it is unlike- 
y that such a matter would be brought to the attention 
of the Office. 
“——"Y the 
ee comments op proposed deletion of 

Sun the Ge manasa teh oes taieenee 
to-date set of forms and (2) there does not seem to be a 
| er g need to delete the forms. 

epty: 

e Patent and Trademark Office has p ed a 
booklet entitled “Patent and Trademark Forms klet” 
which includes full size copies of substantially all of the 
forms in Part 3. Since the forms currently in Part 3 are 
not “up-to-date” as was suggested in the comment, no 
present need is seen to maintain Part 3. 


Response to Comments on the Trademark Rules 


Specific comments were received on the proposed de- 

letions of Part 4. All of the comments included in the 
= submissions and the oral testimony were consid- 
ered. 
Written comments were received from four individu- 
als. Oral comments restating previously submitted writ- 
ten comments on Part 4 were presented by one 
individual on behalf of his law firm. 

These comments appear below along with replies 


Comment: 

One comment stated that there are rules in Part 4 
which are not set forth elsewhere. Such guidelines and 
information include, among others, the types of com- 
merce on which an application may be based and a re- 
quirement for the use of bond paper for typed draw- 


ings. 
— 

art 4 does not really carry the effect of rules because 
the forms are not mandatory, but are merely illustrative. 
The information referred to by this individual can be 
found elsewhere, such as in the Trademark Manual of 
Examining Procedure. Furthermore, despite the fact that 
the forms do not carry the force of rules, any correction 


wires the cumbersome and 
tt are associated with a 


or modification to them r 
time-consuming processes 
rules change. 

Comment: 

Several comments reflected the opinion that some at- 
torneys, particularly those who do not specialize in 
trademark matters, may rely on the forms that appear in 
Part 4. It was believed that these individuals may not 
have or be aware of the compilation of forms identified 
as the “Patent and Trademark Office Forms Booklet.” 
In the absence of such forms in Part 4, these individuals 
may devise their own application formats. Such a prac- 
tice would result in increased informalities which, in 
turn, would result in unn correspondence and 
delayed prosecution. In addition, the commenters be- 
lieved that the number of written and oral inquiries to 
the Office of the Director of the Trademark Examining 
Operation would increase dramatically. 

Reply: 

The Office of the Director of the Trademark Examin- 
ing Operation currently has a general information tele- 
phone line to answer inquiries and to accept requests for 
trademark application forms and related literature. While 
the Office of the Director indicates the availability of 
the forms booklet to many callers, copies of the appro- 
priate trademark application form are sent to those indi- 
viduals who request them. It is more likely that an indi- 
vidual who is unaware of the trademark application 
form would call the Office of the Director to request an 
application form than create one for the partic pur- 


pose. 
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Comment: 

One individual, aware of the Office’s plans for auto- 
mation of the trademark program, saw the present dele- 
tion of the forms to be inappropriate. This individual felt 
that the deletion of the forms at this point would signal 
to the user community that the Office no longer had any 
interest in receiving applications in any particular for- 
mat. To take such a tion within a year or two of the 
introduction of a rigidly standardized application format 
was, in the opinion of this commenter, unwise. The 
adoption of a machine-readable application form would 
require greater, rather than diminished, reliance on a 
prescribed format. 


Reply: 

Within the next year or two, the Office will begin 
experimenting with the use of optical character recogni- 
tion (OCR) ag oe to automate the current data cap- 
ture processes. Trademark application formats that are 
compatible with this equipment are likely to require —_ 
cial sizing and printing and, as such, are not acceptable 
for reduced size printing in the Code of Federal Regula- 
tions. If the existing forms were to be maintained in Part 
4, they would remain available for use by applicants. As 
a result, the implementation of the new anientiond ap- 
plication formats would be made more difficult. 
Comment: 

One commenter believed that since the next reprinting 
of Volume 37 of the Code of Federal Reguiations will 
be in July, 1983, there is no pressing need to eliminate 
Part 4 at this time. This individual felt that users of the 
trademark registration system should be given additional 
opportunity to consider the significance of removing 
Part 4. 

Reply: 

Only four comments have been received on the dele- 
tion of Part 4. The elimination of Part 4 at this time will 
guarantee that the forms do not appear in the 1983 re- 


printing of the CFR. Of course, they will appear in the 
1982 version of the CFR booklet and will be available 


until the new edition is published. In this matter, future 
access to these forms will be limited and those requiring 
help may contact the Office and receive the proper 
trademark forms. 


Implementation of §§1.9, 1.27, and 1.28 


Status as a small entity can be established in any appli- 
cation or patent for which a fee is due on or after Oct. 
1, 1982, and in which small entity status is available and 
desired. 


Other Considerations Relating to Patent and Trademark 
Fee Revisions 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conversation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Public Law 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et. seg. ). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small entities 
(Regulatory Flexibility Act. Pub. L 96-354) for several 
reasons. The public law resulting from H.R. 6260 has 
taken into consideration the impact the increase in fees 
may have on small entities. Under the public law resulting 
from H.R. 6260 and this rulemaking, small entities will be 
able to pay reduced fees for filing patent applications and 
for the issuance and maintenance in force of patents. In 
general, the rule change will also expedite proceedings 
before the Patent and Trademark Office, changing 
existing procedures where they can be simplified. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


Federal, State, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not im a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. 
Seq., since no significant additional record keeping or re- 
porting requirements are place upon the public. 


List of Subjects in 37 CFR Parts 1, 3 and 4 


Administrative practice and procedure, Colleges and 
universities, Courts, Fraud, Inventions and patents, Non- 
profit organizations, Smal! businesses, Trademarks. 

(Text of adopted rules appears in 37 CFR, revised 
July 1, 1983.) 


GERALD J. MOSSINGHOFF, 
Aug. 26, 1982. Commissioner of Patents 
and Trademarks. 
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Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent and trademark cases to es- 
tablish a definition and procedures for the payment of fees 
under section 41(a) and (b) of Title 35, United States 
Code, by small business concerns as required by Pub. L. 
97-247. This action adopts the definition of a “small busi- 
ness concern” for purposes of paying patent fees estab- 
lished by the Small Business Administration and is neces- 
sary at this time in order that the procedures for paying 
reduced fees will be effective on Oct. 1, 1982, the effec- 
tive date of the changes in the amounts of Patent and 
Trademark Office fees established by Pub. L. 97-247. 
Effective Date: Oct. 1, 1982 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: R. 
— Burnett, Room 3-11A13, Washington, D.C. 
Supplementary Information: A notice of proposed 
rulemaking was germ in the Federal Register on June 
28, 1982, at 47 FR 28042-28063 aud in the Official Gazette 
on June 29, 1982, at 1019 O.G. 57-120. Oral hearings were 
held on July 9, 1982. Full consideration has been given to 
all of the letters, statements, and testimony received at the 
time. A final rule on “Revision of Patent and Trademark 
Fees” was published on July 30, 1982 at 47 FR 33086- 
33112 with corrections in the printing thereof being 
published on Aug. 4, 1982, at 47 FR 33688 and on Aug. 5, 
1982 at 47 FR 33959. The final rule was also published in 
the Official Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. 
In view of comments received at the hearings, additional 
time for comment on certain rules, including those cov- 
ered by this change, was eee until Aug. 13, 1982. The 
notice extending the time for comment was published on 
July 27, 1982 at 47 FR 32458. A final rule relating to defi- 
nitions of “independent inventor” and “nonprofit organi- 
oo was published on Sept. 10, 1982 at 47 FR 40134— 


Objectives of Rule Changes 
These rule changes are designed to implement the Pa- 


tent and Trademark Office fees and procedures which 
are provided for by Pub. L. 97-247. 
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Public Law 97-247 


Pub. L. 97-247, signed Aug. 27, 1982, provides that 
funds available under the act “shall be used to reduce by 
50 per centum the = yment of fees under section 41(a) 
and Po) of title 35, United States Code” by independent 

business concerns, and nonprofit organi- 

zations. The Commissioner has established regulations 

independent inventors and nonprofit organiza- 

ib. L. 97-247 defines small business concerns by 
reference to Section 3 of the Small Business Act and 
regulations established by the Small Business Adminis- 
tration. The Small Business Administration has now es- 
tablished the definition of a small business concern for 
the purpose of paying reduced fees under Pub. L. on 
247. That definition is hereby incorporated into the 
tent rules of practice in §1.9(d). rulemaking 
establishes the procedures which will be followed by 
small business concerns when paying the reduced fees. 


Discussion of Specific Sections 


The following sections are changed by this final rule, 
effective Oct. 1, 1982: 

Section 1.9, as amended, adds ———- (d) which de- 
fines small business concern as used in Title 37, Code of 
Federal Regulations, Chapter I. A small business con- 
cern is identified as a “small entity” for purposes of pay- 
ing fees which are set under section 41(a) and (b) of Ti- 
tle 35, United States Code, as amended by Pub. L. 97- 
247 


Section 1.9(d) defines a small business concern by ref- 
erence to and incorporation of §121.3-18 of Title 13, 
Code of Federal Regulations. A small business concern 
is defined therein as any business concern (1) whose 
number of employees, including those of its affiliates, 
does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no 
obligation under contract or law to assign, grant, con- 
vey, or license, any rights in the invention to any person 
who could not be classified as an independent inventor 
if that person had made the invention, or to any concern 
which would not qualify as a small business concern or 
a nonprofit organization under this section. The section 
further defines affiliates of concerns and defines also the 
terms “employees” and “number of employees.” Con- 
cerns are affiliates of each other when either, directly or 
indirectly, one concern controls or has the power to 
control the other, or a third party or parties controls or 
has the power to contro! both. The number of a. 
ees a business concern has is determined by coun ao 
number of persons of the concern and its 
employed on a full-time, part-time or temporary basis 
during bo cage fiscal year of the concern and of its 
affiliates. The number of employees is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Business concerns lo- 
cated in any country which meet the small business defi- 
nition and which comply with the applicable procedures 
can qualify as a “small business concern”. Under the 
definition, a small business concern would no longer 
qualify as a small business concern if any rights were 
a ed to any individual or concern which could not 

ify as a small entity | oe og to §1.9(f), or if the 
pon came under an obligation to assign any rights to 
any individual or concern which could not qualify as a 
small entity. 

Section 1.9(d) also incorporates paragraph (b) of 13 
CFR 121.3-18 which provides for appeals to the Small 
Business Administration from Patent and Trademark Of- 
fice adverse initial size determinations. 

Paragraph 1.27(c) provides for claiming status as a 
small business concern. Any person seeking to establish 
status as a small entity, for the purpose of paying re- 
duced fees, must file a statement to that effect prior to 
or with the payment of the first fee paid as a small enti- 
ty. Under §1.27, as long as all of the rights remain in 
small entities, the fees established for a small entity can 
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be paid. This includes circumstances where the rights 
were divided between an independent inventor, a small 
business concern and a nonprofit organization or any 
combination thereof. 

A number of changes which have been made to §§1.9 
and 1.27 as a result of the comments received and fur- 
ar —— of the proposed rulemaking are identified 


"Ties (d) of §1.9 has been changed from that pro- 
80 as to incorporate into §1.9(d), the definition es- 
tablished by the Small Business Administration in §121.3 
-18 of Title 13, Code of Federal Regulations. The defi- 
nition differs from that Pp in specifying the 
number of employees constituting a small business con- 
cern and s g that the concern must be one which 
has not assi; granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, 
grant, convey or license any rights in the invention to 
any person or concern which could not be classified as 
an independent inventor, small business concern, or non- 


~_ organization. 
ed from that 


graph (c) of §1.27 has been c 

yuaptee who is to file the v statement. he 
verified statement for a small business concern is to be 
signed by “the owner or an official of the small business 
concern empowered to act on behalf of the concern.” The 
term “official” as used in paragraph (c) is intended to in- 
clude any officer, employee, or part-owner empowered to 
act on behalf of a small business concern. For example, an 
officer or employee of a corporation empowered to act 
for the corporation by its board of directors would be 
qualified to sign such a we statement. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the oral testi- 
mony and the written comments, were considered in 
adopting the changes set forth herein. 

Written comments on the rules affected by this final 
rule were received from three patent law groups and a 
number of individuals. The three patent law groups 
were (1) the American —. Law Association; (2) the 
Patent, Trademark, and Copyright Section of the Vir- 
ginia State Bar; and (3) the Patent, Trademark and 
Copyright Law Section of the Bar Association of the 
District of Columbia. 

Oral comments were presented at the hearing on be- 
half of two patent law groups. 

The comments appear below along with replies thereto. 
Comment: 

Two comments urged that in view of the “exceeding- 
ly complex” definitions of a “small business” in 13 CFR 
121.3, the patent system and those associated with it 
would be best served by setting forth clear guidelines as 
to whether or not a business qualifies as a small business 
without reference to the Small Business Act and without 
incorporation by reference of “the too many pages of 
SBA regulatory definition.” 


Reply: 

Pub. L. 97-247 specifically refers to section 3 of the 
Small Business Act and regulations established by the 
Small Business Administration for determining whether 
or not a business concern qualifies as a oni business 
concern. Pub. L. 97-247 therefore does not permit the 
establishment of guidelines without reference to the 
Small Business Act and regulations established by the 
Small Business Administration. Section 1.9(d), however, 
does incorporate the defi nition as established in §121.3- 
18 of Title 13, Code of Federal Regulations. This wilt 
enable persons to utilize §1.9(d) without also referring to 
a copy of Title 13, CFR. 

Comment: 

One comment argued that §1.27 should be corrected 
or clarified to indicate that a small business concern 
would be entitled to the 50 percent fee reduction even 
though it may grant a non-exclusive or even an exclu- 
sive license to some non-small entity. 
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Reply: 

The suggestion has not been adopted. Section 1.27 re- 
quires that the concern qualify as a small business con- 
cern as defined in §1.9(d). Section 1.9(d) defines a small 
business concern by incorporating 13 CFR 121.3-18, 
which in turn defixes = small business concern as one 
not exceeding a particular size “which has not assigned, 
granted, conveyed, or licensed, and is under no obliga- 
tion under contract or law to assign, grant, convey or li- 
cense, any rights iu the invention to any person who 
could not be classified as an independent inventor if that 

had made the invention, or to any concern which 
would not qualify as a small business concern or a non- 
rofit = under this section.” The intent of 
both 13 CFR 121.3-18 and 37 CFR 1.9(d) and 1.27(c) is 
to limit the payment of reduced fees under section 41 (a) 
and (b) of Title 35, United States Code, to those situa- 
tions in which all of the rights in the invention are 
owned by small entities, ic., independent inventors, 
small business concerns, or nonprofit organizations. To 
do otherwise would be clearly contrary to the intended 
purpose of the legislation which contains no indication 
that fees are to be reduced in circumstances where 
rights are owned by non-small entities. Adopting the 
suggestion might, for example, permit a non-small entity 
to transfer patent rights to a small business concern 
which would pay the reduced fees and grant an exclu- 
sive license to the non-small entity. 
Comment: 

One comment suggested that the specific Small Busi- 
ness Administration regulations which are applicable be 
specified in §1.9(d). 


eply: 

The definition of a small business concern as estab- 
lished by the Small Business Administration is now in- 
corporated into §1.9(d). 


Implementation of §§1.9 and 1.27 


Status as a small entity can be established in any appli- 
cation or patent for which a fee is due on or after Oct. 
1, 1982, and in which the individual inventor, small busi- 
ness concern, or nonprofit organization meets the quali- 
fications established for small entity status. 


Other Considerations Relating to Patent and Trademark 
Fee Revisions 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980 (44 U.S.C. 3501 et seq.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Pub. L. 97-247 has taken into consideration 
the impact the increase in fees may have on small enti- 
ties. Under Pub. L. 97-247 and this rulemaking, small 
entities will be able to pay reduced fees for filing patent 
applications and for the issuance and maintenance in 
force of patents. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
— regions. There will be no significant adverse ef- 

ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 

enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq., 
since no significant additional record keeping or report- 
ing requirements are placed upon the public. 
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List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Small businesses. 


Amendment of Regulations 


For the reasons indicated above and pursuant to the 
authority give: to the Commissioner of Patents and 
Trademarks by 35 U.S.C. 6, and Pub. L. 97-247, Part 1 
of Title 37, Code of Federal Regulations, is amended as 
set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. Section 1.9 is amended by adding a new paragraph 
(d) to read as follows: 


§1.9 Definitions. 


seee8 


(d) A small business concern as used in this chapter 
means any business concern as defined by the Small 
Business Administration in 13 CFR 121.3-18, published 
on September 30, 1982 at 47 FR 43273. For the conve- 
nience of the users of these regulations, that definition 
states: 


§121,3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code 


(a) Pursuant to Pub. L. 97-247, a small business con- 
cern for purposes of paying reduced fees under 35 U.S. 
Code 41 (a) and (b) to the Patent and Trademark Office 
means any business concern (1) whose number of em- 
ployees, including those of its affiliates, does not exceed 
500 persons and (2) which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section. For the purpose of this sec- 
tion concerns are affiliates of each other when either, di- 
rectly or indirectly, one concern controls or has the 
power to control the other, or a third party or parties 
controls or has the power to control both. The number 
of employees of the business concern is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Employees are those 
ont ay employed on a full-time, part-time or temporary 

is during the previous fiscal year of the concern. 

(b) If the Patent and Trademark Office determines 
that a concern is not eligible as a small business concern 
within this section, the concern shall have a right io ap- 
peal that determination to the Small Business Adminis- 
tration. The Patent and Trademark Office shall transmit 
its written decision and the pertinent size determination 
file to the SBA in the event of such adverse determina- 
tion and size oon. Such appeals by concerns should be 
submitted to the SBA at 1441 L Street, NW., Washing- 
ton, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which 
it is claimed that the Patent and Trademark Office initial 
size determination on the concern was in error; and the 
facts and arguments supporting the concern’s claimed 
status as a small business concern under this section. 


2. Section 1.27 is amended by adding a new paragraph 
(c) to read as follows: 


§1.27 Statement of status as small entity. 


(c) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a small business concern 
must (1) be signed by the owner or an official of the 
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small business concern empowered to act on behalf of 
the concern; (2) aver that the concern qualifies as a 
small business concern as defined in §1.9(d); and (3) aver 
that exclusive rights to the invention have been con- 
veyed to and remain with the small business concern, or 
if the rights are not exclusive, that all other rights be- 
long to small entities as defined in §1.9. Where the rights 
of the small business concern as a small entity are not 
exclusive, a verified statement must also be filed by the 
other — entities having rights averring to their status 
as such. 


GERALD J. MOSSINGHOFF, 
Sept. 23, 1982. Commissioner of Patents 
and Trademarks. 
[FR Doc.82-26941 Filed 9-29-82; 8:45 am] 
BILLING CODE 3610-16-M 


SMALL BUSINESS ADMINISTRATION 
13 CFR Part 121 


Definition of Small Business for Paying Reduced Patent 
Fees Under Title 35, United States Code 


Agency: Small Business Administration. 

Action: Final rule. 

Summary: The Small Business Administration in con- 
junction with the Patent and Trademark Office is 
establishing a definition of small business for the ote 
of paying patent fees under section 41 (a) and © o of Ti- 
tle 35, United States Code, which are reduced by 50 
centum for small business concerns as required by Pub. 
L. 97-247. The definition would be implemented by the 
Patent and Trademark Office, which recently 
published its regulations on the fee reduction procedures 
(47 FR 40134, Sept. 10, 1982). 


Effective Date: Oct. 1, 1982. 
For Further Information Contact: 

R. Franklin Burnett (703) 557-3054. 

Harvey Bronstein (202) 653-6373. 

Supplementary Information: Pub. L. 97-247 provides that 
funds available under the Act to the Patent and Trade- 


mark Office “shall be used to reduce by 50 per centum 
the payment of fees under Section 41 (@) and %) of Title 
35, United States Code, by small business concerns as 
defined in Section 3 of the Small Business Act and by 
regulations established by the Small Business Adminis- 
tration.” 

A notice of proposed rulemaking relating to the defi- 
nition of a small business was published in the Federal 
Register on Aug. 31, 1982 (47 38331). The ——- 
being issued is the same as that which was proposed. In 
order to be a small business, the number of employees of 
the concern, including those of its affiliates, may not ex- 
ceed 500 persons. Concerns are affiliates of each other 
when either, directly or indirectly, one concern controls 
or has the power to control the other, or a third party 
or parties controls or has the power to control both. 
The number of employees of a business concern is deter- 
mined by counting the number of persons of the concern 
and its affiliates employed on a full-time, part-time or 
temporary basis during the previous fiscal year of the 
concern and of its affiliates. The number of employees is 
the average over the fiscal year of the persons employed 
during each of the pay periods of the fiscal year. 

The definition requires a small business for this 
purpose to be one “which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey, or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that person had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section.” 


Discussion of Comments 


One comment from the American Patent Law Associ- 
ation, whose membership includes several thousand law- 
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yers involved in the practice of law before the U.S. Pa- 
tent and Trademark Office, expressed “no comment 
regarding the definition” and expressed “[t]hanks for all 
that’s been done toward a hopefully workable defini- 
tion.” The remaining comments were from individual 
patent attorneys rather than comments on behalf of any 
or tion. 
© comments raised questions about the intended 

aa the term “license.” It was suggested that clarifi- 
cation is needed as to what is included within the sco) 
of the term. One comment susggested that, “[aJt 
very least, the record should reflect that the definition is 
not intended to reach implied licenses to use and resell 
patented articles purchased from a small business.” The 
comment is correct insofar as it suggests that such “im- 
plied licenses” are not intended to be included within 
the scope of the term. Likewise, an order by the appli- 
cant to a firm to build a proto-type machine or product 
for the applicant’s own use is not considered to consti- 
tute a license for purposes of the definition. 

Another suggestion was that the regulation be 
reworded to deny small business status where revenue 
above a certain dollar amount was received from licens- 
ing rights under the invention to a concern which could 
not qualify as a small entity. It was also suggested that the 
term “exclusive license of any of the rights in the inven- 
tion” be used instead of the term “license.” The latter two 
suggestions have not been adopted. Adoption of these 
suggestions would cause the regulation to become more 
complicated, and does not appear necessary to aid small 
concerns in accord with the purposes of the legislation. In 
addition, it could substantially broaden the number of 
concerns which could qualify with a resulting excessive 
loss of revenue to the Patent and Trademark ice. It is 
not seen likely that the restriction on licensing would un- 
duly or adversely affect the ability of the small business 
concern to participate in the patent system. 

Another comment which was made related to a firm 
which is a subsidiary of a university or other nonprofit 
organization. The suggestion was made that the number 
of employees of the university or other = affili- 
ate be excluded from consideration in 
whether or not the business concern qualifies as a capes 
business concern. The suggestion has not been adopted 
since the situation raised is already treated under the 
definition of nonprofit organization established by the 
Patent and Trademark ice on Sept. 10, 1982, at 47 
FR 40134-40140. Under that Patent and Trademark Of- 
fice regulation, a wholly owned subsidiary of a nonprof- 
it or university is considered a of the university or 
nonprofit and thus is already eligible for the fee reduc- 
tion. 

One comment suggested that the regulation contain 
language specifying that concerns meeting its require- 
ments are also ind dently owned and operated and 
not dominant in their field of operation under the Small 
Business Act. It is not necessary to include this language 
since this regulation already contains an affiliation test 
for this purpose; and it is generally unlikely that a small 
concern would be found to be dominant. The legislative 
history of the Small Business Act indicates that “The 
mere fact that a small business makes a particular prod- 
uct or item and is dominant in its field with respect to 
the particular product or item is not intended to disqual- 
ify it from the benefits of this Act * * * “(House Report 
494, 83rd Congress, Ist Session 1953). SBA Size Appeals 
Board precedents have consistently stated that domi- 
nance under the Act and the SBA regulations is not 
viewed in narrow industry subdivisions. It, therefore, 
does not appear that concerns defined as small business 
under this provision would be dominant within the 
meaning of the Small Business Act. 

Another comment suggested that foreign concerns 
should not be eligible as small business under this provi- 
sion. Since this patent legislation was enacted by the 
Congress with knowledge of the Paris Convention for 
the Protection of Industrial Property, there is no indica- 
tion that Congress intended that foreign small business 
not be eligible for the fee reduction. It is the view of the 
Patent and Trademark Office that excluding foreign 
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small concerns would violate U.S. treaties in the patent 
area. 

This comment also questioned whether the Patent and 
Trademark Office should make initial size determina- 
tions, or whether they could more appropriately be 
made by SBA. Since the fee reduction procedure is part 
of the patent application and of other Patent and Trade- 
mark ice actions and may involve Patent law ques- 
tions, it would be administratively infeasible to have ini- 
tial size determinations made by the SBA. The Patent 
and Trademark Office recently issued regulations (Sept. 
10, 1982, 47 FR 40134) which set forth the fee reduction 
procedures. 


Other Considerations Relating to the Rulemaking 


Environmental, energy, and other considerations: The 
rule will not have a significant impact on the quality of 
the human environment or the conservation of energy 
resources. 

Small business concerns will be benefited by the rule. 
The proposed rule will not have a significant economic 
impact on a substantial number of small entities (Regula- 
tory Flexibility Act, Pub. L. 96-354). Public Law 97- 
247 has taken into consideration the impact it may have 
on small entities and has reduced the fees, therefore, by 
50 per centum. 

The Small Business Administration has determined 
that this rule is not a major rule under Executive Order 
12291. The annual effect on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, Fed- 
eral, State, or local government agencies, or geographic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of United States-based enter- 
prises to compete with foreign-based enterprises in do- 
mestic or export markets. 

rule will not impose burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. 


List of Subjects in 13 CFR Part 121 
Small businesses, Inventions and patents. 
PART 121—SMALL BUSINESS SIZE STANDARDS 


Accordingly, pursuant to Section 3 of the Small Busi- 
ness Act and Pub. L. 97-247, Part 121 of Title 13 of the 
Code of Federal Regulations is amended by adding 
§121.3-18 to read as follows: 


§121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code. 


(a) Pursuant to Pub. L. 97-247, a smaii business con- 
cern for purposes of paying reduced fees under 35 U.S. 
Code 41 (a) and (b) to the Patent and Trademark Office 
means any business concern (1) whose number of em- 
ployees, including those of its affiliates, does not exceed 
500 persons and (2) which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under 
contract or law to assign, grant, convey or license, any 
rights in the invention to any person who could not be 
classified as an independent inventor if that person had 
made the invention, or to any concern which would not 
qualify as a small business concern or a nonprofit orga- 
nization under this section. For the pu of this sec- 
tion concerns are affiliates of each other when either, di- 
rectly or indirectly, one concern controls or has the 
power to control the other, or a third party or parties 
controls or has the power to control both. The number 
of employees of the business concern is the average over 
the fiscal year of the persons employed during each of 
the pay periods of the fiscal year. Employees are those 
persons employed on a full-time, part-time or temporary 
basis during the previous fiscal year of the concern. 
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(b) If the Patent and Trademark Office determines 
that a concern is not eligible as a small business concern 
within this section, the concern shall have a right to ap- 
peal that determination to the Small Business Adminis- 
tration. The Patent and Trademark Office shall transmit 
its written decision and the pertinent size determination 
file to the SBA in the event of such adverse determina- 
tion and size appeal. Such a by concerns should be 
submitted to the PSBA at 1441 L Street, NW., Washing- 
ton, D.C. 20416 (Attention: SBA Office of General 

Counsel). The appeal should state the basis upon which 
it is claimed that the Patent and Trademark ce initial 
size determination on the concern was in error and the 
facts and arguments supporting the concern’s claimed 
status as a small business concern under this section. 


ROBERT B. WEBBER, 
Sept. 23, 1982. Acting Administrator. 
[FR Doc, 82-20940 Filed 9-29-82; 8:45 am] 
BILLING CODE 8025-01-M 


[1023 O.G. 23] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No, 31-201-229] 


Revision of Patent Practice 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part 1 of 37 CFR, 
to clarify the practice under certain sections of Public 
Law 97-247 of 1982 and io make certain other changes 
and clarifications in prectice which have been found de- 
sirable after some experience. The rulemaking changes 
the practice under §§1.27 and 1.28 with regard to subse- 
quently establishing small entity status and qualifying for 
a refund of fees paid in full. The changes in other rules 
clarify and improve the practice in certain areas. 
Effective Date: Apr. 1, 1984 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: This rule change is designed 
primarily to 1) clarify the small entity status of indepen- 
dent inventors, small business concerns and nonprofit or- 
ganizations having funding «greements with a federal 
governmental agency as defined in 35 U.S.C. 202(c) (4); 
2) rewrite §1.28 to | ap a system for obtaining a re- 
fund of a portion of a fee paid in full when small entity 
status is established within two months of the date of 
such payment; 3) provide that a separate statement 
establishing small entity status is not required in an ap- 
plication filed under §1.62 when such status has been es- 
tablished in the parent application; and 4) modify certain 
other rules to clarify practice. 

New §1.21(1) establishes a fee for processing and 
retaining any application which is abandoned for failing 
to complete the application —— to §1.53(d). This 
new paragraph, as well as the changes to §§1.53 and 
1.78, indicate that in order to obtain benefit of a prior 
U.S. application, either the basic filing fee or the pro- 
cessing and retention fee of §1.21(1) must be paid. Sec- 
tion 1.53(d) further establishes that the application will 
be disposed of if the required fee is not paid within a set 
period. Section 1.56(b) requires submission of copies of 
foreign patent documents, non-patent publications, or 
other non-patent items of information disclosed pursuant 
to the duty to disclose. New §1.191(d) pre that 
§1.136 applies in patent applications and that §1.550(c) 
applies in reexamination proceedings to all time periods 
pe forth i in §§1.191-1.194, 1.196 and 1.197. 
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Discussion of —_: Rules and Significant Diff 

Between Proposed and Final Rules: Section op ato 
graph (a) is amended to remove a reference to ’ iiss, 38, 
which is no longer appropriate and to clarify how letters 
to the Office are to be identified. 

Section 1.6 is amended as proposed to may the man- 
ner in which letters and a including fees, filed in 
accordance with §1.10 “Express ” are date 
stamped when received in the Patent and Trademark 
Office. Such letters and Pe, which comply with 
§1.10, will be stamped with date of deposit as “Ex- 

press Mail” with the United States Postal Service unless 
the date of deposit is a Saturday, Sunday or federal holi- 
day within the District of Columbia, in which case the 
date stamped will be the next succeeding day which is 
not a Saturday, Sunday, or a federal holiday within the 
District of Columbia. No papers are received in the Pa- 
tent and Trademark Office on Saturdays, Sundays, or 
federal holidays within the District of Columbia. 

Section 1.10, > eee (a) and (c), are amended to 
clarify that leposited as “Express Mail” on a Sat- 
urday, Sunday, re r Federal holiday within the District 
of Columbia will be stamped with the date of the next 
succeeding day which is not a Saturday, Sunday, or a 
federal holiday within the District of Columbia. A cross 
reference to §1.6(a) has also been added to the rule. This 
change was not contained in the notice of proposed 
rulemaking but is being made to avoid confusion and to 
ensure that the Office’s practice in date-stamping of pa- 
pers is clearly understood. The change was suggested by 
a comment received on the proposed rules. 

Section 1.14 is amended as proposed to revise para- 
graph (b) to clarify that only complete patent applica- 
tions as defined in §1.51(a) which become abandoned 
will be retained for a period of twenty years from the 
filing date. Incomplete applications will be retained as 
provided in §§1.21 and 1.53. 


Section 1.19, paragraph (b)(3), is amended as proposed 
to clarify that only copies made from Office records, but 
not prepared by the Office, will be compared with the 
original prior to certification of the copies. The Office 
will not compare copies made from some other copy or 
record with Office records for purposes of certification. 
The stated charge of ten cents per page would not be 


sufficient to make a word-by-word comparison. The re- 
quirements of the public appear to still be served by lim- 
iting the use of the comparison fee to Office records. 

Section 1.21 is amended as proposed to revise para- 
— (b) (2) b= — a new paragraph (1). The 

hange in ph (b) (2) is in accord with the change 
in §1.25 (a). am "paragraph (1) provides a fee for pro- 
cessing and retaining any application which is aban- 
doned pursuant to §1.53(d). Such applications have re- 
ceived a filing date pursuant to 35 U.S.C. 111 but have 
been abandoned for failure to complete the application 
by filing the oath or declaration, filing fee or surcharge 
GI. 16(0). The fee covers the handling, filming, process- 
ing, data input and storage required to retain an applica- 
tion. The fee is not due in any application in which the 
basic filing fee was paid. 

Section 1.25 is amended as proposed to revise para- 
graph (a) to set the minimum dcposit for a deposit ac- 
count at $1000 and to clarify that an amount sufficient 
to cover all fees as well as services, copies, etc., request- 
ed must always be on deposit. This minimum amount is 
considered necessary and proper in view of the substan- 
tial increase in the amounts of fees being charged to de- 
posit accounts and the processing costs of handling 
overdrawn accounts. Paragraph (b) clarifies that fn 
may be charged against a deposit account only where 
sufficient funds are on deposit to cover the entire 
amount of the fees. Paragraph (b) also clarifies that an 
authorization to charge a fee to a deposit account will 
not be considered payment on the date the authorization 
to charge is effective as to that fee unless sufficient 
funds are present in the account to cover the fee. 

Section 1.27 is amended as proposed to revise para- 
graphs (b), (c) and (d) to provide clearly that an inde- 
pendent inventor, small business concern, or nonprofit 
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organization, which is otherwise qualified as a small en- 
tity for Peper of paying reduced patent fees under 37 
CFR 1.9 and 1.27, is not disqualified therefrom because 
of a license to a federal agency pursuant to 35 U.S.C. 
202(c) (4). Section 1.27 is amended to state that such a 
license does not constitute a license or a conveyance of 
rights which would preclude qualifying for small entity 
status. The amendment is necessary for clarification and 
to avoid frustrating the intent of Public Law 97-247 and 
Public Law 96-517 when taken together. 

The text of Title 35, United States Code, §202(c) (4) 
reads as follows: 


§202. Disposition of rights 


(c) Each funding agreement with a small business firm 
or nonprofit organization shall contain appropriate pro- 
visions to effectuate the following: 


(4) With respect to any invention in which the con- 
tractor elects rights, the Federal agency shall have 
a nonexclusive, nontransferable, irrevocable, paid-up 
license to practice or have practiced for or on be- 
half of the United States any subject invention 
throughout the world, and may, if provided in the 
funding agreement, have additional rights to 
sublicense any foreign government or international 
organization pursuant to any existing or future trea- 
ty or agreement. 


Section 1.28 is amended as proposed to revise para- 
graph (a) to clarify that a te verified statement is 
not required to be filed in a file wrapper continuing ap- 
plication filed pursuant to §1.62, if status as a small enti- 
ty has been established in the parent application and is 
sl roper. — 1.28(a) also permits a refund of a fee 

ely paid in the full amount if within two months of 
= date of the full timely payment: (1) small entity sta- 
tus is properly established, and (2) a refund is requested. 
Under §1.28(a), no request for a refund filed later than 
two months after the date on which a full fee has been 
paid will be entertained even if additional time is sought 
to file the request. The two-month period referred to in 
§1.28(a) is not a period for response under §1.136 and 
cannot be extended. Section 1.28(a) provides for, in 
somewhat modified form, the practice presently in effect 
pursuant to a waiver of §1.28 published at 1023 O.G. 77 
on Oct. 26, 1982 and extended at 1027 O.G. 115 on Feb. 
15, 1983. The revised refund procedures in §1.28(a) will 
apply to any fees timely paid in full on or after the ef- 
fective date of the final rule. The refund procedures set 
forth in the Patent and Trademark Office Official Ga- 
zette Notice entitled “Filing of Verified Statements 
Claiming Small Entity Status” published at 1023 O.G. 77 
on October 26, 1982, and the Official Gazette Notice en- 
titled “Requirement for Filing Verified Siatements 
Claiming Small Entity Status” published at 1027 O.G. 
115 on Feb. 15, 1983, continue in effect until the effec- 
tive date of the final rule. 

Section 1.52(d) is amended as proposed to clarify that 
the verified English translation of a non-English lan- 
guage application and the fee set forth in §1.17(k) can be 
iled with the application or within such time as may be 
set by the Office. 

Section 1.53, paragraphs (b) and (d), are amended to 
clarify in paragraph (b) that the application for patent 
must be filed in the name of the actual inventor or in- 
ventors by giving all their names as required by §1.41. 
Paragraph 1.53(d) states that if a correspondence address 
is provided, notice will be provided to that address 
where the appropriate filing fee or oath or declaration 
does not accompany the application. Paragraph 1.53(d) 
also provides that if the required filing fee is not paid, or 
the processing and retention fee is not paid, within one 
year of the date of mailing of notification pursuant to 
paragraph 1.53(d) or within one year from the filing 
date if no correspondence address is included in the ap- 
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plication, the application will be disposed of. The para- 
graph further indicates that no copies will be provided 
or certified by the Office of an ee which has 
been disposed of or in which neither the basic filing 
fee nor the ponceias fee has been paid. Finally, para- 
graph 1.53(d) — that if no correspondence ad- 
dress is included in the application, a will have 
two months from the filing date to file the fee, oath or 
declaration and to pay the surcharge set forth in § 
1.16(e) in order to prevent abandonment of the applica- 
tion. 

Section 1.55, paragraph (b), is amended as proposed to 
correct an error in referring to paragraph (a) of this sec- 
tion. 

Section 1.56 is amended as proposed to revise para- 
ora hh (b) and add a new paragraph (j). Paragraph 

35Gb) requires that a copy of each foreign patent docu- 
ment, non-patent publication, or other non-patent item 
of information in written form being disclosed pursuant 
to §1.56 accompany such disclosures unless the copy is 
not in the ion of the person making the disclo- 
sure. In such a situation, a statement to that effect is re- 
quired. Paragraph 1.56(b) also adds “or her” to refer to 
both genders. New graph 1.56(j) states that appli- 
cant will be notified if a copy or statement required pur- 
suant to §1.56(b) is not submitted and that applicant will 
be given a time period within which to file the copy or 
a statement that the copy is not in the possession of the 
person making the disclosure. Such a time period would 
be extendable under §1.136. Failure to respond in a 
proper and timely manner would result in abandonment 
of the application. 

Section 1.59 is amended as proposed to clarify that 
the Office will furnish copies of papers received in the 
Office at the usual cost only if the basic filing fee or the 
processing and retention fee has been paid. 

Section 1.60 is amended to break the section into para- 
graph (a) and new paragraph (b). — hh (a) adds a 
reference to amended §1.78(a) to clarify the conditions 
under which continuation or divisional applications may 
be filed. New paragraph 1.60(b) provides that the sign- 
ing of the oath or declaration can be omitted if the prior 
application was complete as set forth in §1.51(a). New 
paragraph 1.60(b) also requires that a true copy of the 
prior complete application be filed. The final rule also 
clarifies that the copy of the oath or declaration filed 
must show the applicant’s signature or contain an indica- 
tion it was signed. Paragraph 1.60(b) also provides that 
only amendments reducing the number of claims or add- 
ing a reference to the = application will be entered 
before calculating the filing fee and granting the filing 


date. 
Section 1.62 is amended as proposed to revise para- 
aphs (a) and (d). Paragraph 1.62(a) provides that the 
ile wrapper continuing procedure is applicable only to 
prior complete applications under §1.51(a). Paragraph 
1.62(d) clarifies that the filing fee referred to is the basic 


filing fee. 
Section 1.78 is amended as Dna mmc to change the ti- 


tle to more explicitly define the contents of the section. 
Paragraph 1.78(a) specifies that in order for an applica- 
tion to claim the benefit of a prior filed copending na- 
tional application, the prior application must be com- 
plete as set forth in §1.51(a) or be entitled to a filing 
date as set forth in §1.53(b) and include the basic filing 
fee set forth in §1.16, or be entitled to a filing date as set 
forth in §1.53(b) and have paid the processing and reten- 
tion fee set forth in §1.21(1) within the time period set 
forth in §1.53(d). 

Section 1.121 is amended as proposed to revise para- 
graph (e) to specify how amendments to the description 
and claims are to be made in reissue applications. 

Section 1.123 is amended as proposed to clarify that 
the sketch showing proposed amendments to the draw- 
ing with its cover letter should be a separate paper. 

Section 1.135 is amended as proposed to remove para- 
graph (d) since it is not n in view of the ability 
to obtain extensions of time under §1.136(a) by petition 
and payment of fee. 
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Section 1.136 is amended as proposed to clarify in 
paragraphs (a) and (b) that the extension of time practice 
under this section does not apply in interference pro- 
ceedings or in reexamination proceedings. Extension of 
time practice in interference proceedings, including ex- 
tension of time for appeal or civil action (§1.304), is sub- 
ject to §1.245. Extension of time practice in reexamina- 
tion pr i including extension of time for appeal 
or civil action (§1.304), is subject to §1.550(c). 

Section 1.191 is amended as . oposed to add a new 
paragraph (d) to provide that the time periods for appeal 
and review set forth in §§1.191-1.194, 1.196 and 1.197 
are subject to the — of §1.136 for patent applica- 
tions or §1.550(c) for reexamination p: ings. 

Section 1.192 is amended as p to revise para- 
graph (a) to delete the reference to §1.136 since it is pro- 
vided for in new §1.191(d). ; 

Section 1.197 is amended as proposed to revise 
paragraph (b) to delete the reference to §1.136 since it is 
provided for in new §1.191(d). 

Section 1.304 is amended as proposed to clarify that 
extensions of time periods set forth therein are subject to 
the provisions of §1.245 for interferences or §1.550(c) 
where reexamination proceedings are involved rather 
than to §1.136 which applies in all other cases. 

Section 1.550 is amended as pro to revise para- 
pe ae (c) to clarify that the time for taking any action, 
including appeal, by a patent owner in a reexamination 
proceeding is governed solely by this section. 

Section 1.555 is amended to revise paragraphs (a) and 
(b). In paragraph 1.555(a) “prior art” statement has been 
changed to “information disclosure” statement to con- 
form to the language of §1.98. Paragraph 1.555(b) re- 
quires that disclosures pursuant to this paragraph be ac- 
companied by a copy of each foreign patent document 
or non-patent printed publication which is being dis- 
closed and which is in the possession of the person mak- 
ing the disclosure. 


Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. Thirty-five letters presenting written comments 
were received. No oral testimony was presented at the 
public hearing conducted on Oct. 18, 1983. All of the 
comments were considered in adopting the changes set 
— herein. Comments appear below with responses 

ereto. 


Comments from Associations 
Comment: 

The American Patent Law Association commented 
that they were in full accord with most of the proposed 
changes. They submitted comments and suggestions 
from some members. The Patent, Trademark and Copy- 
right Section of the American Bar Association did not 
render an official section position on the proposed rule 
changes but polled its members and found the majority 
of the member responding either to favor the proposed 
rule changes or to view them as acceptable. They also 
submitted comments and suggestions from some mem- 
bers. The United States Trademark Association com- 
mented on the proposed rules concerning deposit ac- 
counts. 

Reply: 

The efforts and input of these organizations are appre- 
ciated. Specific comments and suggestions from individ- 
ual members of the organizations are covered below. 


Comments from Individuals 
Comment: 

One comment was received that the proposed 
amendment to §1.6 was unnecessary and possibly im- 
proper. 

Reply: 

The amendment to §1.6 has been adopted as proposed. 
The amended rule sets out the Patent and Trademark 
Office practice which has been in effect. No papers are 
stamped as having arrived in the Office on Saturday, 
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Sunday, or a federal holiday within the District of Co- 
lumbia no matter how the papers are filed. Article 4, 
C(3) of the Paris Convention says that the iod of 
priority shall be extended until the first oa 
working day “when the Office is not open for the fil- 
ing of applications in the country where protection is 
claimed”. To t papers through use of “Express 
Mail” or some other way on Saturdays, Sundays or 
federal holidays within the District of Columbia would 
raise the possibility that the Office would be viewed as 
open for the filing of papers on such days and thereby 
remove the current ability to file a priority claiming 
application on the first working day if the priority year 
ended on a non-working day. The final rule avoids this 
implication. 

Comment: 

One comment indicated that the change to §1.6 should 
not be — retroactively to papers filed before the 
oe guage was placed in the rule. 

eply: 

Any such fact situation will be reviewed through the 
normal petition procedure. 

Comment: 

One comment suggested that §1.10 be amended rather 
than §1.6 with regard to Bas deposited as “Express 
Mail” on a Saturday, Sunday, or federal holiday within 
the District of Columbia. 


* Peis 

is comment has been adopted in that both §§1.6 
and 1.10 have been amended to avoid any possible con- 
fusion. 

Comment: 

One comment suggested that §1.19(b) (3) be changed 
to permit the Office to certify material not copied from 
the records of the Office when reproduction of Office 
records is not feasible or possible. 

Reply: 

This comment has not been adopted. The Office will 
only certify that material is a copy of an Office record 
if, in fact, the material was reproduced from the Office 
record. 

Comment: 

One person commented that the $100 processing and 
yo sp fee under §1.21 was excessive and unnecessary. 
Reply: 

The fee is considered proper and necessary in view of 
the cost to the Office in handling, filming, processing 
and storage required to retain an ——— which has a 
filing date but in which no basic filing fee has been paid. 
If this expense is not covered by the applicant, it must 
be recovered from other sources. 

Comment: 

Twenty-seven comments were received on the pro- 
posal to amend §1.25 to raise to $1000 the minimum bal- 
ance required in a deposit account. The amount is also 
referred to in §1.21(b) (2). These comments generally 
suggested that the $1000 amount was too high for ac- 
count holders who did not use their accounts for charg- 
es other than small fees such as for patent copies. Sever- 
al comments received acknowledged that the minimum 
balance for deposit accounts should be raised and 
suggested various amounts less than the proposed $1000. 
Several comments suggested a separate account catego- 
ry for persons who do not use their accounts for other 
than small fees. Two comments suggested that the Of- 
fice accept credit cards for payment of fees. 

Reply: 

These comments and suggestions have not been 
adopted. The fees for filing, processing and issuing of 
patent and trademark applications have increased so as 
to make the present $40 minimum balance for deposit 
accounts totally inadequate. A number of persons 
objecting to the $1000 minimum balance acknowledged 
that they used their deposit accounts as a safeguard 
pany failure to calculate or to submit proper fees by a 
check. An account with a very low balance obviously 
cannot be effective as a safeguard when a patent filin; 
fee is $300 and a patent issue fee is $500. Dealing wi 
overdrawn accounts causes administrative problems for 
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the Patent and Trademark Office. An authorization to 
charge an account without sufficient funds to cover a 
charge will not be effective as payment and may result 
in loss of rights to an applicant. Also, unn - 
will be incurred by an applicant if ponyneen oo 
ice in an account results in abandonment of an ap- 
plication and the necessity of filing a petition to revive 
under 37 CFR 1.137(b) with the requisite $500 fee. Ex- 
perience has shown that many single practitioners and 
small firms have failed to have sufficient funds in their 
accounts when needed. The increase of the minimum 
balance in deposit accounts to $1000 is seen to be neces- 
sary and proper. A failure to raise the minimum balance 
in deposit accounts to $1000 would serve as an incorrect 
indication that the Patent and Trademark Office views a 
minimum balance of less than $1000 as acceptable. If it 
is not possible for a small firm or individual to maintain 
a minimum balance of $1000, the deposit account could 
still be retained and used by paying the service charge 
set forth in §1.21(b) (2) for any month in which the bal- 
ance at the end of the month is below $1000. The use of 
credit cards is not considered viable since legislation 
would be required to do so. 
Comment: 

Two comments were received suggesting that a li- 
cense to a federal agency in an invention made by a fed- 
eral employee should not preclude the employee from 
qualifying as a small entity and that §1.27 should be 
amended to cover this situation. 

Reply: 

ese comments have not been adopted. Such an 
amendment was not proposed and the public has not 
had an opportunity to comment on it. 
Comment: 

One comment suggested that the time for filing a veri- 
fied statement claiming small entity status to obtain a re- 
fund of a filing fee pursuant to $1.28 should run from 
the date of mailing of the filing receipt due to difficulty 
in identifying the new application before the filing re- 
ceipt is received. Three ms suggested that the peri- 
od for establishing entity status and requesting a 
refund should be three months rather than two months 
as proposed. 

Reply: 

ese comments have not been adopted. An applica- 
tion may be identified before the filing receipt is issued 
in a number of ways including title, inventor’s name, fil- 
ing date and attorney docket number. Also, a postcard 
may be included with filing of the application to learn 
the application serial number. The two month period for 
obtaining a refund is seen to be adequate since the small 
entity practice is no longer new and the public has had 
time to become familiar with it. It allows sufficient time 
to have a small entity statement executed and sent to the 
Patent and Trademark Office. 
Comment: 

One comment suggested that it should be made clear 
that an application filed in a foreign language (§1.52(d)) 
without including a signed oath or dochealion can re- 
ceive a filing date under the provisions of §1.53(b). 
Reply: 

The regulations permit and this reply makes it clear 
that an application filed in a language other than Eng- 
lish can receive a filing date by complying with § 
1.53(b). : 

Comment: 

Three comments were received suggesting that the 
proposed language not be added to §1.53(b). One com- 
ment alleged that the requirement to name the inventors 
upon filing a patent application is not required or even 
authorized by statute. 


Reply: 

35 U.S.C. 111 says that application for patent “shall 
be made, or authorized to be made, by the inventor”. 
The rules of practice (§1.41(a)) contain the same require- 
ment. The amendment to §1.53(b) is only clarifying the 
rules by also placing the requirement in that section. 
Further, United States patent practice has long required 
that the inventors be named at the time of filing. 
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rson commented that the language of §1.53(d) 
should be changed to reflect that only one of the filing 
fee or processing and retention fee must be paid to pre- 
vent the application being disposed of. 


"Fh , 
e language of the rule is seen to be unambiguous in 
this regard. 

poe ted that th f §1.53(d) 

i person commen t the e of §1. 

should be changed to establish a time Svithin why 
processing and retention fee may be paid to prevent the 
application being disposed of when no correspondence 
address has been provided. 


Reply: 
The suggestion has been adopted. 


Comment: 

One person suggested that §1.56(b) which states that 
copies of discl documents must be filed is inconsis- 
tent with §1.56(j) which provides that such — must 
be filed unless they are not in the possession of the per- 
son making the disclosure. 

Reply: 
The language of §1.56(b) has been modified to clarify 
this point. 
Comment: 
ms commented that the requirement of 
tt copies of disclosed documents be supplied 
burden. One person commented sim- 
ilarly on the requirement of §1.555 that copies of dis- 
closed documents be supplied. Another person suggested 
that the proposed amendment to §1.56(b) would require 
submission of a complete document even if only a small 
portion were relevant. 
Reply: 

The Office agrees with another person who com- 
mented that the “requirement that disclosers in applica- 
tion and reexamination proceedings provide copies of 
disclosed documents which they have is fair and reason- 
able and should aid the Examiner in making an informed 
as possible decision in any given proceeding”. The por- 
tion of a document required to be submitted under 
§1.56(b) is the portion which is material to the examina- 
tion of the application under §1.56(a). 

Comment: 

One person commented that the pro: amendment 
to §1.78(a) would appear to require that a petition for 
correction of inventorship under §1.48 be filed in a par- 
ent ge ya as well as in the continuing application in 
which the inventorship was corrected. 

Reply: 

The amendment to §1.78 does not change the practice 
regarding the filing of petitions under §1.48. 

Comment: 

One person commented that §1.123 is unclear as 
amended in not referring to the paper requesting that 
amendments to the drawing be made. 

Reply: 

‘1he Patent and Trademark Office no longer makes 
amendments to the drawings. Applicants must submit 
new drawings with the changes or use bonded 
draftsmen to make the amendments. A paper requesting 
that the Office make the amendments is therefore inap- 
propriate. 

Comment: 

Four persons commented that §1.135(d) should not be 
deleted since they thought it desirable to be able to rati- 
fy unsigned papers without paying any fee. 

Reply: 

The statute and rules now provide for obtaining ex- 
tensions of time through simple petition and payment of 
fee and for revival through a simple statement that the 
abandonment was unintentional and the payment of a 
fee. Further, a filing date can now be obtained on filing 
an application without the oath or declaration. The han- 
dling of unsigned papers by the Patent and Trademark 
Office causes administrative problems and expense to the 
Office and delays the processing of applications. The 
emergency-type situations involving loss of rights which 
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the previous practice was intended to cover have been 
oeenetieny eliminated by the changes in the law and 
es. 
Comment: 
One person commented that §1.191(d) was undeci- 
— in that it refers to a number of other rules. 


eply: 
This section was intended to serve as a point of sum- 
marization for the applicable extension of time rules in 
appeals before the Board of Appeals. The section is seen 
to adequately serve that purpose. 
Comment: 
One m commented that the final sentence of 
§1.55500) needs clarification. 


eply: 

This sentence was not changed by the proposed rules 
and is seen to be clear as written. 
Comment: 

One person commented that proposed §1.555(b) re- 
_ copies and does not make any exceptions or quali- 

cations on this requirement. 
Reply: 

e language of §1.555(b) has been clarified to require 
filing of a copy of each forei tent document or non- 
patent printed publication which is being disclosed and 
which is in the possession of the person making the dis- 
closure. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354). Public 
Laws 96-517 and 97-247 have both taken into consider- 
ation the impact they may have on small entities. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to filing of small 
— statements in applications filed under §1.62 will be 
reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and Public Law 97-247, the Patent and 
Trademark Office is amending Title 37 of the Code of 
Federal Regulations as set forth below. 


37 CFR, Part 1, is amended as follows: 
1. Section 1.5 is amended by revising paragraph (a) to 
read as follows: 


§1.5 Identification of application, patent or registration. 


(a) When a letter concerns an application for patent, it 
should state the name of the applicant, the title of the in- 
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vention, the serial number or international a) ue 
number of the oe the date of filing 

and, if known, art unit or other unit within 
the Patent and Tretevel Office responsible for consid- 
ering the letter and the name of the examiner or other 
person to which it has been assigned. 


see 


2. Section 1.6 is amended by revising paragraph (a) to 
read as follows: 


§1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent 
and Trademark Office are stamped with the date of re- 
ceipt except where such letters and papers are filed in 
accordance with §1.10. Any such letters and papers filed 
in accordance with §1.10 will be stam with the date 
of deposit as “Express Mail” with the United States 
Postal Service unless the date of patna is a Saturday, 
Sunday, or federal holiday within the District of Calum 
bia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or fed- 
eral holiday within the District of Columbia. No papers 
are received in the Patent and Trademark Office on Sat- 
urdays, Sundays or federal holidays within the District 
of Columbia. 


see 


3. Section 1.10 is amended by revising paragraphs (a) 
and (c) to read as follows: 


§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and 
Trademark Office can be filed utilizing the “Express 
Mail Post Office to Addressee” service of the United 
States Postal Service and be considered as having been 
filed in the Office on the date the paper or fee is shown 
to have been deposited as “Express Mail” with the Unit- 
ed States Postal Service unless the date of deposit is a 
Saturday, Sunday, or federal holiday within the District 
of Columbia. See §1.6(a). 


(c) The Patent and Trademark Office will accept the 
certificate of page “Express Mail” and accord the 
paper or fee the cate date under 35 U.S.C. 21(a) 
(unless the certificate date is a Saturday, Sunday, or fed- 
eral holiday within the District of Columbia—see 
§1.6(a)) without further proof of the date on which the 
mailing by “Express Mail” occurred unless a question is 
present regarding the date of mailing. If more than a 
reasonable time has elapsed between the certificate date 
and the Patent and Trademark Office receipt date or if 
other questions regarding the date of mailing are pres- 
ent, the person mailing the paper or fee may be required 
to file a copy of the Son Mail” receipt showing the 
actual date of mailing and a statement from the person 
who mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement if made by a person not 


ae to practice before the Patent and Trademark 


4. Section 1.14 is amended by revising paragraph (b) 
to read as follows: 


§1.14 Patent applications preserved in secrecy. 
see 
(b) Except as provided in §1.11(b) abandoned i 
tions are likewise not o to public inspection, excep’ 


that if an application referred to in a U.S. patent, rg - 
an application which is open to inspection pursuant to 
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§$1.139, is abandoned and is available, it may be 
inspected or copies obtained by any person on written 
request, without notice to the applicant. Complete “a 
cations (§1.51(a)) which are abandoned may 
destroyed after 20 years from their filing date, ate. 
those to which particular attention has been called and 
which have been marked for preservation. Abandoned 
applications will not be returned. 


seee8 


5. Section 1.19 is amended by revising paragraph (b) 
(3) to read as follows: 


§1.19 Document supply fees. 


@®*** 


(3) For eogeing copies, made from Patent 
and Trademark Office records but not 
pr by the Patent and Trademark 
ice, with the original, prior to certifi- 

cation of the copies, per page 


see 


6. Section 1.21 is amended by revising paragraph (b) 
@) and by adding a new paragraph (1) to read = fol- 
lows: 


§1.21 Miscellaneous fees and charges. 


see 


(b)* ** 


(2) Service charge for each month when the 
balance at the end of the month is below 


(1) For processing and retaining any appli- 
cation abandoned pursuant to §1.53(d) 
unless the required basic filing fee has 
been paid 


7. Section 1.25 is revised to read as follows: 
§1.25 Deposit accounts. 


(a) For the convenience of attorneys, agents, and the 
general public in paying any fees due, in ordering 
services offered by the Office, copies of records, etc., 
deposit accounts may be established in the Patent and 
Trademark Office upon payment of the fee for 
establishing a deposit account (§1.21(b)(1)). A minimum 
deposit of $1000 or more, depending on the activity of 
the individual account, is required. At the close of each 
month’s business, a statement will be rendered. A remit- 
tance must be made promptly upon receipt of the state- 
ment to cover the value of items or services charged to 
the account and thus restore the account to its estab- 
lished normal deposit value. An amount sufficient to 
cover all fees, services, copies, etc., requested must al- 
ways be on deposit. A service charge (§1.21(b)(2)) will 
be assessed for each month that the balance at the end 
of the month is below $1000. 

(b) Filing, issue, appeal, international-type search re- 
port, international application processing, petition, and 

t-issuance fees may be charged against these accounts 

if sufficient funds are on deposit to cover such fees. A 
gm authorization to charge all fees, or only certain 
ees, set forth in §§1.16 to 1. is to a deposit account con- 
taining sufficient funds may be filed in an individual ap- 
plication, either for the entire pendency of the applica- 
tion or with respect to a particular paper filed. An 
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authorization to charge to a deposit account the fee for 
a request for reexamination pursuant to §1.510 and any 
other fees required in a reexamination proceeding in a 
patent may also be filed with the request for reexamina- 
tion. An authorization to charge a fee to a deposit ac- 
count will not be considered payment of the fee on the 
date the authorization to charge the fee is effective as to 
the particular fee to be charged unless sufficient funds 
are present in the account to cover the fee. 

8. Section 1.27 is amended by revising paragraphs (b), 
(c) and (d) to read as follows: 


§1.27 Statement of status as small entity. 


se ee & 


(b) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of an independent inventor 
must be signed by the independent inventor except as 
provided in §§1.42, 1.43, or 1.47 of this part, and must 
aver that the inventor qualifies as an independent inven- 
tor in accordance with §1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must 
file a verified statement ry status as an indepen- 
dent inventor in order to qualify as a small entity. 
Where any rights have been assigned, granted, con- 
veyed, or licensed, or there is an obligation to assign, 
grant, convey, or license, any rights to « small business 
concern, a nonprofit organizatior, or any other individu- 
al, a verified statement must be filed by the individual, 
the owner of the small business concern, or an official of 
the small business concern or nonprofit organization 
empowered to act on behalf of the small business con- 
cern or nonprofit organization averring to their status. 
For purposes of a verified statement under this para- 

raph, a license to a federal agency resulting from a 
unding agreement with that agency pursuant to U.S.C. 
202(c)(4) does not constitute a license as set forth in §1.9 
of this part. 

(c) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a small business concern 
must (1) be signed by the owner or an official of the 
small business concern empowered to act on behalf of 
the concern; (2) aver that the concern qualifies as a 
small business concern as defined in §1.9(d); and (3) aver 
that exclusive rights to the invention have been con- 
veyed to and remain with the small business concern, or 
if the rights are not exclusive, that all other rights be- 
long to small entities as defined in §1.9. Where the rights 
of the small business concern as a small entity are not 
exclusive, a verified statement must also be filed by the 
other small entities having rights averring to their status 
as such. For purposes of a verified statement under this 
paragraph, a license to a federal agency resulting from a 
funding agreement with that agency pursuant to 35 
U.S.C. 202(c)(4) does not constitute a license as set forth 
in §1.9 of this part. 

(d) Any verified statement filed pursuant to paragraph 
(a) of this section on behalf of a nonprofit organization 
must (1) be signed by an official of the nonprofit organi- 
zation empowered to act on behalf of the organization; 
(2) aver that the organization qualifies as a nonprofit or- 
ganization as defined in §1.9(e) of this part specifying 
under which one of §1.9(e)(1), (e)(2), (e)(3), or (e)(4) of 
this part the organization qualifies; and (3) aver that ex- 
clusive rights to the invention have been conveyed to 
and remain with the organization or if the rights are not 
exclusive, that all other rights belong to small entities as 
defined in §1.9 of this part. Where the rights of the non- 
profit organization as a small entity are not exclusive, a 
verified statement must also be filed by the other small 
entities having rights averring to their status as such. 
For purposes of a verified statement under this para- 
graph, a license to a federal agency resuiting from a 
funding agreement with that agency pursuant to 35 
U.S.C. 202(c)(4) does not constitute a conveyance of 
rights as set forth in this paragraph. 

9. Section 1.28 is amended by revising paragraph (a) 
to read as follows: 
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§1.28 Effect on fees of failure to establish status, or 
change status, as a small entity. 


(a) The failure to establish status as a small entity 
(§§1.9(f) and 1.27 of this part) in any application or pa- 
tent prior to paying, or at the time of paying, any fee 

recludes payment of the fee in the amount established 
or small entities. A refund pursuant to §1.26 of this 
part, based on establishment of small entity status, of a 
portion of fees timely paid in full prior to establishing 
status as a small entity may only be obtained if a verified 
statement under §1.27 and a request for a refund of the 
excess amount are filed within two months of the date 
of the timely payment of the full fee. The two-month 
time period is not extendable under §1.136. Status as a 
small entity is waived for any fee by the failure to estab- 
lish the status prior to paying, at the time of paying, or 
within two months of the date of payment of, the fee. 
Status as a small entity must be specifically established 
by a verified statement filed in each application or pa- 
tent in which the status is available and desired, except 
those applications filed under §1.60 or §1.62 of this part 
where the status as a small entity has been established in 
a parent application and is still proper. Once status as a 
small entity has been established in an application or pa- 
tent, the status remains in that application or patent 
without the filing of a further verified statement pursu- 
ant to §1.27 of this part unless the Office is notified of a 
change in status. Status as a small entity in one applica- 
tion or patent does not affect any other application or 
patent, including applications or patents which are di- 
rectly or indirectly dependent upon the application or 
patent in which the status has been established, except 
those filed under §1.60 or §1.62 of this part. Applica- 
tions filed under §1.60 or §1.62 of this part must include 
a reference to a verified statement in a parent applica- 
tion if siatus as a small entity is still proper and desired. 


ese ee 


10. Section 1.52 is amended by revising paragraph (d) 
to read as follows: 


§1.52 Language, paper, writing, margins. 


see te 


(d) An + gerapee may be filed in a language other 


than English. A verified English translation of the non- 
English language application and the fee set forth in 
§1.17(k) are required to be filed with the application or 
within such time as may be set by the Office. 

11. Section 1.53 is amended by revising paragraphs (b) 
and (d) to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


eee te 


(b) The. filing date of an application for patent is the 
date on which (1) a specification containing a descrip- 
tion pursuant to §1.71 and at least one claim pursuant to 
§1.75, and (2) any drawing required by §1.81(a), are filed 
in the Patent and Trademark Office in the name of the 
actual inventor or inventors as required by §1.41. No 
new matter may be introduced into an application after 
its filing date (§1.118). 


eseeee 


(d) If the application which has been accorded a filing 
date pursuant to paragraph (b) of this section does not 
include the appropriate filing fee or an oath or declara- 
tion by the applicant, applicant will be so notified, if a 
correspondence address has been provided, and given a 
period of time within which to file the fee, oath, or dec- 
laration and to pay the surcharge as set forth in §1.16(e) 
in order to prevent abandonment of the application. If 
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the required filing fee is not timely paid, or if the pro- 
cessing and retention fee set forth in §1.21(1) is not paid 
within one year of the date of mailing of the notification 
required by this paragraph, the application will be dis- 
posed of. No copies will be provided or certified by the 
Office of an application which has been dis of or 
in which neither the — basic filing fee nor the 
processing and retention fee has been paid. The notifica- 
tion pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to paragraph (c) 
of this section. If no correspondence address is included 
in the application, applicant has two months from the 
filing date to file the fee, oath or declaration and to pay 
the surcharge as set forth in §1.16(e) in order to prevent 
abandonment of the application or one year from the fil- 
ing date to pay the processing and retention fee set forth 
in §1.21(1) to prevent disposal of the application. 


e*eeee 


12. Section 1.55 is amended by revising paragraph (b) 
to read as follows: 


§1.55 Claim for foreign priority. 


(b) An applicant may under certain circumstances 
claim priority on the basis of an application for an in- 
ventor’s certificate in a country granting both inventor’s 
certificates and patents. When an applicant wishes to 
claim the right of priority as to a claim or claims of the 
application on the basis of an application for an inven- 
tor’s certificate in such a country under 35 U.S.C. 119, 
last paragraph (as amended July 28, 1972), the applicant 
or his or her attorney or agent, when submitting a claim 
for such right as specified in paragraph (a) of this sec- 
tion, shall include an affidavit or declaration including a 
specific statement that, upon an investigation, he or she 
has satisfied himself or herself that to the best of his or 
her knowledge the applicant, when filing his or her ap- 
plication for the inventor’s certificate, had the option to 
file an application either for a patent or an inventor’s 
certificate as to the subject matter of the identified claim 
or claims forming the basis for the claim of priority. 

13. Section 1.56 is amended by revising paragraph (b) 
and by adding a new paragraph (j) to read as follows: 


§1.56 Duty of disclosure; fraud; striking or rejection of 
applications. 


see 4% 


(b) Disclosures pursuant to this section must be ac- 
companied by a copy of each foreign patent document, 
non-patent publication, or other non-patent item of in- 
formation in written form which is being disclosed or by 
a statement that the copy is not in the possession of the 
person making the disclosure and may be made to the 
Office through an attorney or agent having responsibili- 
ty for the preparation or prosecution of the application 
or through an inventor who is acting in his or her own 
behalf. Disclosure to such an attorney, agent or inventor 
shall satisfy the duty, with respect to the information 
disclosed, of any other individual. Such an attorney, 
agent or inventor has no duty to transmit information 
which is not material to the examination of the applica- 
tion. 
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(j) If any disclosure pursuant to this section does not 
include a copy of each foreign patent document, non-pa- 
tent publication, or other non-patent item of information 
in written form which is being disclosed or a statement 
that a copy thereof is not in the possession of the person 
making the disclosure, applicant will be so notified and 
given a period of time within which to file the copy or a 
statement that a copy is not in the possession of the per- 
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extended under §1.136. 
14. Section 1.59 is revised to read as follows: 


§1.59 Papers of application with filing date not to be re- 
turned. 


date pursuant to §1.53 will not be returned for any pur- 
pose whatever. I 7 have not preserved copies 
of the papers, the Office will furnish copies at the usual 
cost of any application in which either the required ba- 
sic filing fee (§1.16) or the processing and retention fee 
(§1.21(1)) has been paid. 

15. Section 1.60 is revised to read as follows: 


§1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


Papers in an f lication which has received a filing 


(a) A continuation or divisional application (filed un- 
der the conditions specified in 35 U.S.C. 120 or 121 and 
§1.78(a)), which discloses and claims only subject matter 
disclosed in a prior application may be filed as a sepa- 
rate application before the patenting or abandonment of 
or termination of proceedings on the prior application. 

(b) An applicant may omit signing of the oath or dec- 
laration in a continuation or divisional application if (1) 
the prior application was a complete application as set 
forth in §1.51(a) and (2) applicant files a true copy of the 
prior complete application as filed including the specifi- 
cation (including claims), drawings, oath or declaration 
showing the applicant’s signature or an indication it was 
signed, and any amendments referred to in the oath or 
declaration filed to complete the prior application. The 
copy of the prior application must be accompanied by a 
statement that the application papers filed are a true 
he of the prior application and that no amendments 
referred to in the oath or declaration filed to complete 
the prior application introduced new matter therein. 
Such statement must be by the applicant or applicant’s 
attorney or agent and must be a verified statement if 
made by a person not registered to practice before the 
Patent and Trademark ice. Only amendments reduc- 
ing the number of claims or adding a reference to the 
a application (§1.78(a)) will be entered before calcu- 

ting the filing fee and granting the filing date. 

16. Section 1.62 is amended by revising paragraphs (a) 
and (d) to read as follows: 


§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 
application, which uses the specification, drawings and 
oath or declaration from a prior complete application 
(§1.51(a)) to be abandoned, may be filed before the pay- 
ment of the issue fee, abandonment of, or termination of 
proceedings on the prior application. The filing date of an 
application filed under this section is the date on which a 
request is filed for an application under this section in- 
cluding identification of the Serial Number, filing date, 
and applicant’s name of the prior complete application. 


seee% 


(d) If an application which has been accorded a filing 
date pursuant to paragraph (a) of this section does not 
include the appropriate basic filing fee pursuant to para- 
graph (b) of this section, or an oath or declaration by 
the applicant in the case of a continuation-in-part appli- 
cation pursuant to paragraph (c) of this section, appli- 
cant will be so notified and given a period of time with- 
in which to file the fee, oath, or declaration and to pay 
the surcharge as set forth in §1.16(e) in order to prevent 
abandonment of the application. The notification pursu- 
ant to this paragraph may be made simultaneously with 
any notification of a defect pursuant to paragraph (a) of 
this section. 
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17. Section 1.78 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.78 Claiming benefit of earlier filing date and cross-ref- 
erences to other applications. 


(a) An application may claim an invention disclosed in 
the same applicant’s prior filed copending national appli- 
cation or international application designating the United 
States of America. In order for an application to claim 
the benefit of a prior filed copending national applica- 
tion, the prior application must be (1) complete as set 
forth in §1.51, or (2) entitled to a filing date as set forth 
in §1.53(b) and include the basic filing fee set forth in 
§1.16; or (3) entitled to a filing date as set forth in 
§1.53(b) and have paid therein the processing and reten- 
tion fee set forth in §1.21(1) within the time period set 
forth in §1.53(d). Any application claiming the benefit of 
a prior filed copending national or international applica- 
tion must contain or be amended to contain in the first 
sentence of the specification following the title a refer- 
ence to such prior application, identifying it by serial 
number and filing date or international application num- 
ber and international filing date and indicating the rela- 
tionship of the applications. Cross-references to other re- 
TRY = may be made when appropriate. (See 

1.1 ; 


see ee 


18. Section 1.121 is amended by revising paragraph (e) 
to read as follows: 


§1.121 Manner of making amendments. 
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(e) In reissue applications, both the descriptive portion 
and the claims are to be amended by either (1) submit- 
ting a copy of a portion of the description or an entire 
claim with all matter to be deleted from the patent being 
placed between brackets and all matter to be added to 
the patent being underlined, or (2) indicating the exact 
word or words to be stricken out or inserted and the 
precise point where the deletion or insertion is to be 
made. Any word or words to be inserted must be 
underlined. See §1.173. 


e*eee 


19. Section 1.123 is revised to read as follows: 
§1.123 Amendments to the drawing. 


No change in the drawing may be made except by 
permission of the Office. Permissible changes in the con- 
struction shown in any drawing may be made only by 
bonded draftsmen, at applicant’s expense, or by the sub- 
mission of substitute drawings by applicant. A sketch in 
permanent ink showing proposed changes, to become 
part of the record, must be filed for approval by the ex- 
aminer and should be a separate paper. 

20. Section 1.135 is amended by removing paragraph 
(d). 
21. Section 1.136 is revised to read as follows: 


§1.136 Fi'ing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a) If an applicant is required to respond within a non- 
statutory or shortened statutory time period, applicant 
may respond up to four months after the time period set 
if a petition for an extension of time and the fee set in 
§1.17 are filed prior to or with the response, unless (1) 
applicant is notified otherwise in an Office action or (2) 
the application is involved in an interference declared 
pursuant to §1.207. The date on which the response, the 
petition, and the fee have been filed is the date of the re- 
sponse and also the date for purposes of determining the 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


amg of extension and the corresponding amount of the 
ee. The expiration of the time period is determined by 
the amount of the fee paid. In no case may an applicant 
respond later than the maximum time period set by stat- 
ute, or be grarited an extension of time under paragraph 
(b) of this section when the provisions of this paragraph 
are available. See §1.245 for extension of time in inter- 
ference proceedings and §1.550(c) for extension of time 
in reexamination proceedings. 

(b) When a response with petition and fee for exten- 
sion of time cannot be filed pursuant to paragraph (a) of 
this section, the time for response will be extended only 
for sufficient cause, and for a reasonable time specified. 
Any request for such extension must be filed on or be- 
fore the day on which action by the applicant is due, but 
in no case will the mere filing of the request effect any 
extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the 
maximum time period set by statute or be granted when 
the provisions of paragraph (a) of this section are avail- 
able. See §1.245 for extension of time in interference 
proceedings and §1.550(c) for extension of time in reex- 
amination proceedings. 

22. Section 1.191 is amended by adding a new para- 
graph (d) to read as follows: 


§1.191 Appeal to Board of Appeals. 


see e & 


(d) The time periods set forth in §§1.191 through 
1.194, 1.196 and 1.197 are subject to the provisions of 
§1.136 for patent applications or §1.550(c) for reexami- 
nation proceedings. 

23. Section 1.192 is amended by revising paragraph (a) 
to read as follows: 


§1.192 Appellant’s brief. 


(a) The appellant shall, within 2 months from the date 
of the notice of appeal under §1.191 in an application, 
reissue application, or patent under reexamination, or 
within the time allowed for response to the action 
appealed from, if such time is later, file a brief in tripli- 
cate. The brief must be accompanied by the requisite fee 
set forth in §1.17(f) and must set forth the authorities 
and arguments on which the appellant will rely to main- 
tain the appeal. The brief must include a concise expla- 
nation of the invention which should refer to the draw- 
ing by reference characters, and a copy of the claims 
involved. 
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24. Section 1.197 is amended by revising paragraph 
(b) to read as follows: 


§1.197 Action following decision. 
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(b) A single request for rehearing or reconsideration, 
or modification of the decision, may be made if filed 
within thirty days from the date of the original decision, 
unless that decision is so modified as to become, in ef- 
fect, a new decision, and the Board of Appeals so states. 
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25. Section 1.304 is amended by revising paragraph (a) 
to read as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal 
to the U.S. Court of Appeals for the Federal Circuit 
(§1.302) or for commencing a civil action (§1.303) is sixty 
days from the date of the decision of the Board of Appeals 
or the Board of Patent Interferences. If a request for re- 
hearing or reconsideration, or modification of the deci- 
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sion, is filed within the time providea pursuant to 
§1.197(b) or §1.256(b), the time for filing an appeal or 
commencing a civil action shall expire at the enc of the 
sixty-day period or thirty days after action on the re- 
quest, whichever is later. The time periods set forih 
herein are subject to the — of §1.136 or 
§1.550(c) as to decisions of the Board of Appeals, or 
§1.245 as to decisions of the Board of Patent Interfer- 
ences. 
s*e# ee 

26. Section 1.550 is amended by revising paragraph (c) 

to read as follows: 


§1.550 Conduct of reexamination proceedings. 


see et 


(c) The time for taking any action by a patent owner 
in a reexamination proceeding will be extended only for 
sufficient cause, and for a reasonable time specified. Any 
request for such extension must be filed on or before the 
day on which action by the patent owner is due, but in 
no case will the mere filing of the request effect any ex- 


tension. 
see 4 


27. Section 1.555 is amended by revising paragraphs 
(a) and (b) to read as follows: 


§1.555 Duty of disclosure in reexamination proceedings. 


(a) A duty of candor and good faith toward the Pa- 
tent and Trademark Office rests on the patent owner, on 
each attorney or agent who represents the patent owner, 
and on every other individual who is substantively in- 
volved on behalf of the patent owner in a reexamination 
proceeding. All such individuals who are aware, or be- 
come aware, of patents or printed publications material 


to the reexamination which have not been previously 
made of record in the patent file must bring such patents 
or printed publications to the attention of the Office. An 
information disclosure statement, preferably in accor- 
dance with §1.98, should be filed wihin two months of 
the date of the order for reexamination, or as soon 
thereafter as possible in order to bring such patents or 
printed publications to the attention of the Office. 

(b) Disclosures pursuant to this section must be ac- 
companied by a copy of each foreign patent document 
or non-patent printed publication which is being dis- 
closed or by a statement that the copy is not in the pos- 
session of the person making the disclosure and may be 
made to the Office through an attorney or agent having 
responsibility on behalf of the patent owner for the reex- 
amination proceeding or through a patent owner acting 
in his or her own behalf. Disclosure to such an attorney, 
agent or patent owner shall satisfy the duty of any other 
individual. Such an attorney, agent or patent owner has 
no duty to transmit information which is not material to 
the reexamination. 


eee et 


GFRALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Nov. 30, 1983. 


[1038 O.G. 275] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 40442-49092] 


Final Rules for Patent Maintenance Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of final rulemaking 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part I of Title 37, 
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Code of Federal Regulations, to provide rules and pro- 
cedures for the payment of patent maintenance fees. 
Public Law 96-517, enacted on Dec. 12, 1980 and Pub- 
lic Law 97-247, enacted on Aug. 27, 1982, provided for 
the payment of maintenance fees at intervals of 34, 74 
and 114 years from the date of grant of the patent for 
maintaining in force an original patent, a reissue patent 
of an invention, and under Public Law 96-517, a plant 
patent and reissues thereof. The changes provide specific 
rules and procedures which will assist patentees in 
avoiding the inadvertent expiration of a patent for fail- 
ure to pay the appropriate maintenance fee. 
Effective Date: Nov. 1, 1984 
For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail to his attention 
and addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to 1) establish a set of rules and procedures for 
the payment of patent maintenance fees; and 2) effect 
the provisions of Public Laws 96-517 and 97-247 with 
respect to payment of maintenance fees. The proposed 
rules were published on Apr. 24, 1984, in Vol. 49 of the 
Federal Register, pages 17692 through 17698; and on 
May 8, 1984, at Vol. 1042 of the Official Gazette, pages 
22 through 38. A public hearing was held on the pro- 
rule changes on June 26, 1984. 

A public briefing on the Office’s maintenance fee pay- 
ment plans was announced at 49 Federal Register 2806 
on Jan. 23, 1984, and at 1038 Official Gazette 293 on Jan. 
31, 1984. The public briefing was held on Feb. 22, 1984. 


Discussion of Specific Rules 


Section 1.1., is amended as proposed to add a new 
paragraph (d) to provide a “Box M. Fee” in the Patent 
and Trademark Office to which all maintenance fee cor- 
respondence and payments should be directed. Changes 
in small entity status in patents and changes in the “fee 
address” under §1.363, as well as payments of mainte- 
nance fees should be directed to “Box M. Fee”. 

Section 1.9, paragraph (d) is amended as proposed to 
make a change in citation and title of the rule of the 
Small Business Administration which relates to the small 
business size standard for paying reduced patent fees. 
This change was published in the Federal Register as a 
final rule on Feb. 9, 1984 at 49 Fed. Reg. 5024-5048. 
The wording of the rule itself was not changed. This 
change is made to bring the wording of title 37, Code of 
Federal Regulations into conformance with title 13, 
Code of Federal Regulations. 

Section 1.17, is amended as proposed to establish in 
paragraph (h) a fee of $120 for review of a decision re- 
fusing to accept and record payment of a maintenance 
fee filed prior to the expiration of a patent. Paragraph 
(h) of §1.17 is also amended to establish a fee of $120 for 
reconsideration of a decision on petition refusing to ac- 
cept the delayed payment of a maintenance fee in an ex- 
pired patent. 

Section 1.19, is amended as proposed to add new 
paragraphs (f) and (g). New paragraph (f) provides for 
a $10.00 fee for a microfiche copy of a patent file wrap- 
per record. Microfiche copies of these patent files have 
recently become available for patents issued after Jan. 1, 
1984. No fee had previously been set by rule for this ser- 
vice. This fee is not directly related to maintenance fees 
but is set at this time for convenience. New paragraph 
(g) establishes a $3.00 fee for providing an uncertified 
statement indicating either the status of payment of 
maintenance fees due on a patent or the expiration of a 
patent. This charge does not apply to any receipt nor- 
mally provided to the fee addressee as a result of the 
payment of a maintenance fee, but does apply in any 
other instance when written evidence of the status of 
payment of maintenance fees on a patent is requested, 
whether by the patentee or a member of the public. 

Section 1.20, is amended as proposed to add new 
paragraphs (k), (1) and (m). New paragraph (k) provides 
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for a $100.00 surcharge for paying a maintenance fee 
during the 6-month grace period following the expira- 
tion of three years and six months, seven years and six 
months, and eleven years and six months after the date 
of the original grant of a patent based on an application 
filed on or after Dec. 12, 1980 and before Aug. 27, 1982. 
Since Public Law 96-517 did not provide for small enti- 
ties, the surcharge amount of $100 applies to all such pa- 
tents. New or (1) provides for a $100 surcharge 
for patentees other than a small entity and a $50 sur- 
charge for small entity patentees when paying a mainte- 
nance fee during the 6-month grace period following the 
expiration of three years and six months, seven years 
and six months, and eleven years and six months after 
the date of the original grant based on an application 
filed on or after Aug. 27, 1982. This surcharge of $100 is 
subject to a 50% reduction for smail entities pursuant to 
Public Law 97-247. New paragraph (m) provides for a 
$500 surcharge for accepting payment of a maintenance 
fee after expiration of a patent for non-timely payment 
of a maintenance fee. This $500 surcharge applies only 
under Public Law 97-247 where the patent is based on 
an application filed on or after Aug. 27, 1982 and where 
the delay in payment is shown to the satisfaction of the 
Commissioner to have been unavoidable. The require- 
ment that the delay be “unavoidable” is the same as that 
for reviving an abandoned application under 35 U.S.C. 
133. However, the amount of evidence required will de- 
pend upon when the showing that the delay was “un- 
avoidable” is made. This surcharge does not apply to 
patents based on applications filed prior to Aug. 27, 
1982 since acceptance of a maintenance fee after expira- 
tion of a patent for non-timely payment is not possible 
under Public Law 96-517. Since this surcharge is pro- 
vided for under 35 U.S.C. 41(c), it is not subject to a 
50% reduction for small entities. The surcharge in para- 
graph (m) is not in addition to the surcharge in para- 
graph (1), but is in lieu thereof. 

Section 1.33 is amended as proposed to add a new para- 
graph (d) which allows a “correspondence address” or 
change thereto to be filed during the enforceable life of 
the patent. The “correspondence address” will be used in 
correspondence relating to maintenance fees unless a sep- 
arate “fee address” has been specified. Paragraph (d) also 
includes a reference to §1.363 relating to the “fee address” 
to be used for maintenance fee purposes. 

New §1.362 is added to provide for times for payment 
of maintenance fees. New paragraph (a) sets forth the 
requirement that maintenance fees as set forth in 
§1.20(e)-(j) must be paid in order to maintain a patent in 
force if the application maturing into a patent was filed 
on or after Dec. 12, 1980 and is subject to the payment 
of maintenance fees. The maintenance fee amounts set in 
§1.20(e)-(g) are subject to adjustment in accordance with 
the provisions of Public Law 96-517. The maintenance 
fee amounts set in §1.20(h)-(j) are subject to adjustment 
in accordance with the provisions of Public Law 97-247 
on Oct. 1, 1985, and every third year thereafter, to re- 
flect fluctuations occurring during the previous three 
years in the Consumer Price Index, as determined by the 
Secretary of Labor. Other patent fees are also subject to 
similar adjustments. 

New paragraph (b) of §1.362 stipulates that no mainte- 
nance fees are due for plant patents if the plant patent 
application was filed on or after Aug. 27, 1982 or for 
any design patents. Maintenance fees are not required 
for a reissue patent if the patent being reissued did not 
require maintenance fees. New paragraph (c) defines the 
pertinent application filing dates for purposes of deter- 
mining whether maintenance fees are applicable. Para- 
graph (c) (1) establishes that for national applications not 
claiming benefit of an earlier application, the actual 
United States filing date controls. Paragraph (c) (2) 
establishes that for national applications claiming benefit 
of an earlier foreign application under 35 U.S.C. 119, the 
United States filing date controls. Paragraph (c) (3) pro- 
vides that for continuing national applications claiming 
benefit of a prior application under 35 U.S.C. 120, the 
actual United States filing date of the continuing appli- 
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cation is the controlling date. Paragraph (c) (4) provides 
that for a reissue application, the United States filing 
date of the application which matured into the original 
patent — which the reissue application is based will 
control. Paragraph (c) (5) establishes that for an interna- 
tional application which has entered the United States as 
a Designated Office under 35 U.S.C. 371, the interna- 
tional filing date granted under Article 11(1) of the Pa- 
tent Cooperation Treaty controls. This is consistent with 
35 U.S.C. 363. 

Paragraph (d) of new §1.362 sets forth the time peri- 
ods when maintenance fees can be paid without a sur- 
charge. Those periods, referred to generally as the “win- 
dow period,” are the six-month periods preceding each 
due date, i.e., 3 years through 3 years and six months, 7 
years through 7 years and six months, and 11 years 
through 11 years and six months after grant of the pa- 
tent. The “due dates” are defined in 35 U.S.C. 41(b). A 
maintenance fee paid on the last day of a window period 
can be paid without surcharge. The last day of a win- 
dow period is the same date (anniversary date) the pa- 
tent was granted 3 years and six months, 7 years and six 
months, or 11 years and six months after grant of the pa- 
tent. Paragraph (d) has been modified from the proposal 
to add “and” between items (2) and (3) and change the 
comma at the end of the paragraph to a period. 

Paragraph (e) of new §1.362 sets forth the grace peri- 

during which maintenance fees, under either Public 
Law 96-517 or Public Law 97-247, may be paid with 
the surcharge under §1.20(k) or (1). The grace periods 
are the six-month periods immediately following each 
due date, i.e., after 3 years and six months and up to 4 
years, after 7 years and six months and up to 8 years, 
and after 11 years and six months and up to 12 years af- 
ter grant of the patent. A maintenance fee may be paid 
with the surcharge on the same date (anniversary date) 
the patent was granted in the 4th, 8th, or 12th year after 
grant to prevent the patent from expiring. 

Paragraph (f) of new §1.362 specifies that where the 
last day for paying a maintenance fee falls on a Satur- 
day, Sunday, or a federal holiday within the District of 
Columbia, the maintenance fee may be paid on the next 
succeeding day which is not a Saturday, Sunday, or fed- 
eral holiday. For example, if the “window pericd” pro- 
vided by paragraph (d) for paying a maintenance fee 
without surcharge ended on a Saturday, Sunday, or a 
federal holiday within the District of Columbia, the 
maintenance fee can be paid without surcharge on the 
next succeeding day which is not a Saturday, Sunday, or 
federal holiday. Likewise, if the grace period provided 
by paragraph (e) for paying a maintenance fee with sur- 
charge ended on a Saturday, Sunday, or a federal holi- 
day within the District of Columbia, the maintenance 
fee could be paid with surcharge on the next succeeding 
day which is not a Saturday, Sunday, or federal holiday. 
In the latter situation, the failure to pay the maintenance 
fee and surcharge on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday will result in 
the patent expiring on a date (4, 8, or 12 years after the 
date of grant) earlier than the last date on which the 
maintenance fee and surcharge could be paid. This situa- 
tion results from the provisions of 35 U.S.C. 21, but 
those provisions do not extend the expiration date of the 
patent if the maintenance fee and any required surcharge 
are not paid when required. For example, if the grace 
period ended on Saturday, the maintenance fee and sur- 
charge could be paid on the next succeeding business 
day, e.g. Monday, but the patent will have expired at 
midnight on Saturday if the maintenance fee and sur- 
— were not paid on the following Monday. Para- 
graph (f) has been modified from the proposal to explic- 
itly refer to “any necessary surcharge” for clarity since 
the ability to pay on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday within the 
District of Columbia applies to the maintenance fee, in- 
cluding any necessary surcharge. 

Paragraph (g) of new §1.362 establishes that if the 
proper fees are not received within the time period spec- 
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ified in ay oye (d), (e), or (f) the pateni expires at 
the end of the period set forth in paragraph (e). 
Paragraph (g) specifies that a patent which expires 
for the failure to pay the maintenance fee will expire at 
the end of the same date (anniversary date) the patent 
was granted in the 4th, 8th, or 12th year after grant. 

New §1.363 is added as proposed to provide for a “fee 
address” for maintenance fee purposes. New paragraph 
(a) specifies that the correspondence address used during 
prosecution of the application will be used unless 1) a 
“fee address” is provided for maintenance fee purposes 
when submitting the issue fee, 2) a correspondezce ad- 
dress change for all p is filed after payment of 
the issue fee, or 3) a “fee address” or a change in the 
“fee address” is filed after payment of the issue fee. 


Paragraph (b) of new §1.363 specifies that an assign- 
ment does not result in a change of address for mainte- 
nance fee purposes. Due to the possible expiration of a 
patent for failure to timely pay the appropriate mainte- 
nance fee, patentees should ensure that the Patent and 
Trademark Office ** properly notified of the proper “fee 
address” to which maintenance fee communications 
are to be directed. Under both Public Law 96-517 and 
Public Law 97-247 the burden is on the patentee to 
timely pay maintenance fees. The Patent and Trademark 
Office will attempt to assisi patentees through appropri- 
ate courtesy notices. However, the failure to receive one 
or more notices will not relievé the patentee of the obli- 
gation to timely pay the appropriate maintenance fee to 
prevent the patent from expiring by operation of law if 
the maintenance fee is not paid. Section 1.363 does not 
provide for maintenance fee correspondence to be di- 
rected to more than one address. 

New §1.366 is added to establish the guidelines and 
procedures for submission of maintenance fees, including 
any necessary surcharges. New Lay op (a) states that 
the patentee may pay maintenance fees and any neces- 
sary surcharges or any person or organization may pay 
maintenance fees and any necessary surcharges on be! 
of the patentee without filing in the Patent and Trade- 
mark Office evidence of authorization by the patentee to 
pay maintenance fees. This will enable patentees to pay 
the maintenance fees and any necessary surcharges 
themselves or authorize some person or organization to 
pay maintenance fees and any necessary surcharges on 
their behalf. No verification of the authority to pay 
maintenance fees and any necessary surcharges in a par- 
ticular patent will be made by the Patent and Trademark 
Office. While anyone may pay the maintenance fees and 
any necessary surcharges on a patent, any Patent and 
Trademark Office notices relating to maintenance fees 
will be mailed to the “fee address” set forth in §1.363. 
Paragraph (a) has been modified from the proposal to 
explicitly refer to “any necessary surcharges” for clarity. 

pene (b) of new §1.366 specifies that a mainte- 
nance fee and any necessary surcharge for a patent must 
be submitted in the amount due on the date the mainte- 
nance fee and any necessary surcharge are paid, and at 
the proper time, i.e., within the periods set forth in 
1.362. Paragraph (b) has been modified from the pro- 

by changing “proper amount” to “amount due on 
the date the maintenance fee and any necessary sur- 
charge are paid.” This change results from adoption of a 
suggestion that a maintenance fee payment made during 
the window period should not require adjustment if the 
maintenance fees are thereafter increased to reflect in- 
creases in the Consumer Price Index. Under paragraph 
(b) as adopted herein, if the amount of the maintenance 
fee is correct on the date it is paid and credited to the 
patent, a later change in the maintenance fees to reflect 
changes in the Consumer Price Index will not require a 
modification in the amount paid. However, in order for 
the maintenance fee to be considered paid it must be 
submitted in accordance with §1.366. Paragraph (b) has 
also been modified from the proposal to explicitly refer 
to §1.362(f) for purposes of clarity where the last day 
for paying a maintenance fee with or without a sur- 
charge falls on a Saturday, Sunday, or a federal holiday 
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within the District cf Columbia. In such circumstances, 
the fee with any necessary surcharge may be paid on the 
next succeeding day which is not a Saturday, Sunday, or 
federal holiday. The maintenance fee and any n 
surcharge may be paid in the manner set forth in §1.23, 
i.e., it should be in United States specie, Treasury notes, 
national bank notes, post office money orders, or by cer- 
tified check. As indicated in §1.23, if the maintenance 
fee payment is sent in any other form, the Office may 
delay or cancel the credit until collection is made. For 
example, a personal or other uncertified check drawn on 
a United States bank which is not immediately negotia- 
ble, e.g., because of lack of signature or insufficient 
funds, will not constitute payment of a maintenance fee. 
However, a personal check drawn on a United States 
bank can be used if it is immediately negotiable. Any re- 
mittance from foreign countries must be payable and im- 
mediately negotiable in the United States for the full 
amount of the maintenance fee required. 

Paragraph (b) of new §1.366 also provides that main- 
tenance fees may be paid by an authorization to charge 
a deposit account established pursuant to §1.25. The au- 
thorization to charge the deposit account must be sub- 
mitted within the periods set forth in §1.362 and must be 
limited to maintenance fees payable on the date of sub- 
mission. The authorization to charge the deposit account 
can not, under paragraph (b), be submitted prior to the 
third, seventh, or eleventh year after the grant of the pa- 
tent. If an authorization to charge a deposit account 
were submitted to pay the maintenance fee due at three 
years and six months after grant, a new authorization to 
charge a deposit account or other form of payment will 
have to be submitted at the appropriate time for each of 
the maintenance fees due at 7 years and six months and 
11 years and six months. Paragraph (b) also specifies 
that any payment or authorization filed at any time oth- 
er than that set forth in §1.362(d), (e) or (f) will not 
serve as a payment of the maintenance fee, except inso- 
far as a delayed payment of the maintenance fee is ac- 
cepted by the Commissioner pursuant to §1.378. Para- 
graph (b) also specifies that a payment of less than the 
required amount, a payment in a manner other than that 
set forth in §1.23, or the filing of an authorization to 
charge a deposit account having insufficient funds, will 
not constitute payment of a maintenance fee on a patent. 
The authorization is required to authorize the immediate 
charging of the fee to the deposit account. An authoriza- 
tion would be improper if it only authorized the fee to 
be charged at a later date, e.g., on the last possible day 
of payment without surcharge. Such an authorization 
would not serve as payment of the maintenance fee. 
Any payment which fails to result in the entire proper 
amount of the maintenance fee being present on the due 
date will not constitute payment of the maintenance fee. 
Paragraph (b) also specifies that the certificate of mail- 
ing procedures of §1.8 or the mailing by “Express Mail” 
provisions of §1.10 may be utilized in paying mainte- 
nance fees. The specific requirements of either §1.8 or 
§1.10 must be fully complied with if either is used. 

Paragraph (c) of new §1.366 establishes the data nec- 
essary and desired when submitting maintenance fee 
payments and any necessary surcharges. New paragraph 
(c) specifies that maintenance fee payments and any nec- 
essary surcharg2s must include at least the i) patent 
number and 2) United States application serial number. 
Paragraph (c) has been modified from the proposal to 
explicitly refer to “any necessary surcharges” for clarity 
since the identifying information must also be supplied 
when submitting surcharges. The wording of §1.366(c) 
has also been changed from the proposal to clarify that 
the required application serial number is that of the ap- 
plication upon which the patent issued. This change 
from the proposal makes clear that the serial number re- 
quired to be submitted is not that of a prior parent appli- 
cation but rather, the actual application which matured 
into the patent for which maintenance fees are to be 
paid. If the maintenance fee is being paid on a reissue 
patent, the serial number required is that of the reissue 
application. Since this required information will be used 
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as a cross-check to ensure that the maintenance fee is 
properly credited, the application serial number must 
correspond to the patent which issued therefrom. If less 
than the required information is submitted, the Office 
will not credit the payment. Additionally, if notice is re- 
quired that the proper identifying data has not been sub- 
mitted, it would result in requiring the payment of a sur- 
charge if the necessary data is submitted after the 
“window period” closes. If the required information is 
not submitted until after the end of the grace period, the 
patent would have expired because of the failure to 
roperly identify the patent to which the maintenance 
ee payment is to be credited prior to the expiration of 
the grace period. The patentee in such a circumstance 
could proceed under §1.378, if appropriate, or could file 
a petition under §1.377 within the period set therein 
seeking to have the maintenance fee accepted as timely 
even though all of the proper identifying data was not 
present prior to the expiration of the grace period. 

Paragraph (d) of new §1.366 specifies that the follow- 
ing information should also be submitted for each patent 
on which a maintenance fee or surcharge is paid: 1) 
whether it is the 33, 74, or 114 year fee, 2) whether 
small entity status is being changed or claimed with the 
payment, 3) the amount of the maintenance fee and any 
surcharge being submitted, 4) any assigned payor num- 
ber, 5) patent issue date and 6) United States application 
filing date. Paragraph (d) has been modified from the 
proposal to explicitly refer to “any necessary sur- 
charges” for clarity. Paragraph (d) has also been 
changed from the proposal to emphasize that when the 
payment is being made on a reissue patent the required 
patent number and application serial number are those of 
the reissue patent and reissue application. Where the 
payment is a maintenance fee and any necessary sur- 
charge on a reissue patent, in addition to the information 
requested for all payments, paragraph (d) as adopted 
herein also requests certain identifying data relating to 
the original patent, i.e., original patent number, original 
patent issue date, and original United States application 
filing date. The reason for requesting the original patent 
number, original patent issue date, and original United 
States application filing date is that the original filing 
and issue dates are the dates which control if and when 
maintenance fees must be paid to prevent the reissue pa- 
tent from expiring. The reference to a payor number has 
been added. A payor number will be assigned to each 
“fee address” in order to facilitave data input and subse- 
quent changes in the location of the “fee address.” De- 
tails of the “payor number” system will be announced to 
the public in a future Official Gazette notice. Although 
the submission of the information requested in paragraph 
(d) is not mandatory, it would expedite the processing of 
the maintenance fee payments. 

The final rule thus requires less mandatory informa- 
tion, i.e., the patent number and U.S. application serial 
number, than would have been required by the proposed 
rule. The required information is considered to be the 
least that is required to make a cross-check and thus as- 
sure that the maintenance fee is being credited to the 
proper patent. The patent issue date and the application 
filing date, which were included in the proposed rule as 
mandatory information, are included in the final rule as 
desirable, but not mandatory, information The effect of 
this change is that an error in either the patent issue date 
or the application filing date, or both, by the person 
paying the maintenance fee would not result in a refusal 
to accept the maintenance fee and to credit the payment 
thereof to the patent, if the patent number and United 
States application serial number were correct, i.e., in 
agreement. However, if any error included either the pa- 
tent number or the United States application serial num- 
ber such that they were not in agreement the payment 
would not be accepted and credited until correction was 
made. The date of the correction would be the date the 
maintenance fee payment is credited as being made. 

Paragraph (e) of new §1.366 specifies that mainte- 
nance fee payments and any surcharges relating thereto 
must be submitted separate from any other payments for 
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fees or charges, whether submitted in the manner set 
forth in §1.23 or by an authorization to charge a deposit 
account. Maintenance fee payments and surcharge pay- 
ments relating thereto which are co-mingled with pay- 
ments for other fees or charges, e.g., application filing 
fees, issue fees, petition fees, document supply fees, etc., 
will not be accepted. The maintenance fees require pro- 
cessing by a separate area of the Office and are not pro- 
cessed in the same manner as other fees and charges. 
Maintenance fees for a number of patents can be submit- 
ted together in one submission and one payment. Para- 
graph (e) specifies that if maintenance fee payments for 
more than one patent are submitted together, they 
should be submitted on as few sheets as possible, listing 
the patent numbers in increasing patent number order. If 
the payment submitted, which can be made as a single 
payment, is insufficient to cover the maintenance fees 
and any surcharges for all the listed patents, the pay- 
ment will be applied in the order the patents are listed. 
In such a circumstance where the fees are insufficient, 
the maintenance fee and any surcharge for one or more 
of the last listed patents will not be paid. 

Paragraph (f) of new §1.366 serves as a reminder to 
patentees of the necessity to check for the loss of small 
entity status prior to paying each maintenance fee on a 
patent. This is already a requirement of §1.28(b). Para- 
graph (f) provides that notification of any change in sta- 
tus resulting in loss of entitlement to small entity status 
must be filed in a patent prior to paying, or at the time 
of paying, the earliest maintenance fee due after the date 
on which status as a small entity is no longer appropri- 
ate. If status as a small entity has been previously estab- 
lished by filing a statement and such status is checked 
and is found to be proper, no notification is required. It 
is not necessary to file new verified statements claiming 
small entity status at this point if the status as a small en- 
tity has been established and is still proper even if rights 
have been transferred to a small entity who has not 
previously filed a verified statement. The requirement is 
to notify the Patent and Trademark Office of the loss of 
entitlement and to pay the maintenance fee in the proper 
amount for other t a small entity where appropriate. 
The refund provisions of §1.28(a) for later submitted 
small entity statements will apply to maintenance fees. 

— (g) of new §1.366 provides that mainte- 
nance fees and surcharges pgs | thereto will not be re- 
funded except in accordance with §§1.26 and 1.28(a). A 
patentee cannot obtain a refund of a maintenance fee 
which was due and payable on the patent. Any dupli- 
cate payment will be refunded to the fee address. 

New §1.377 is added as proposed to provide a mecha- 
nism for review of a decision refusing to accept and 
record payment of a maintenance fee filed prior to the 
expiration of a patent. Paragraph (a) of new §1.377 
specifies that a patentee who is dissatisfied with the re- 
fusal of the Patent and Trademark Office to accept and 
record a maintenance fee which was filed prior to the 
expiration of the patent may petition the Commissioner 
to accept and record the maintenance fee. This petition 
may be used, for example, in situations where an error is 
present in the identifying data required by §1.366(c) 
with the maintenance fee payment, i.e., either the patent 
number or the application serial number are incorrect. A 
petition under §1.377 would not be appropriate where 
there is a complete failure to include at least one correct 
mandatory identifier as required by §1.366(c) for the pa- 
tent since no evidence would be present as to the patent 
on which the maintenance fee was intended to be paid. 
If the maintenance fee payment with an incorrect man- 
datory identifier was made near the end of the grace pe- 
riod, the patent might expire since the Office would not 
credit the fee to a patent. For patents based on applica- 
tions filed between Dec. 12, 1980 and Aug. 27, 1982, 
there is no provision for acceptance of a maintenance 
fee after the grace period such as in §1.378 and so the 
filing of a petition under §1.377 would provide an ave- 
nue for seeking relief. A petition under §1.377 would not 
be appropriate where the patentee paid a maintenance 
fee on one patent when the patentee intended to pay the 
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maintenance fee on a different patent but through error 
identified the wrong patent by patent number and appli- 
cation serial number. Likewise, a petition under §1.377 
would not be appropriate where the entire maintenance 
fee payment, including any necessary surcharge, was not 
filed prior to expiration of the patent. 

Paragraph (b) of new §1.377 specifies that any petition 
under new §1.377 must be filed within 2 months of the 
action complained of, or within such other time as may 
be set in the action complained of. The petition must be 
accompanied by the petition fee of $120 provided for in 
the amendment to §1.17(h). Paragraph (b) also provides 
that the petition may include a request that the petition 
fee be refunded if the refusal to accept and record the 
maintenance fee is determined to have resulted from an 
error by the Patent and Trademark Office. 

Paragraph (c) of new §1.377 specifies that any petition 
filed under the scction must comply with the require- 
ments of paragraph (b) of §1.181 and must be signed by 
an attorney or agent registered to practice before the 
Patent and Trademark Office, or by the patentee, the as- 
signee, or other party in interest. A person or organiza- 
tion whose only responsibility insofar as the patent is 
concerned is the payment of a maintenance fee is not a 
party in interest for purposes of paragraph (c) of §1.377. 
The petition must be in the form of a verified statement 
if made by a person not registered to practice before the 
Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and 
Trademark Office, the petition must include the authori- 
ty of the person signing the petition as patentee, assign- 
ee, or other party in interest. 

New §1.378 is added as proposed to establish the 
procedure for acceptance of the delayed payment of a 
maintenance fee in an expired patent in order to rein- 
state that patent. This procedure is only available un- 
der Public Law 97-247 where the application on 
which the patent is based was filed on or after Aug. 
27, 1982. If the maintenance fee is due under Public 
Law 96-517, i.e., the application on which the patent 
is based was filed on or after Dec. 12, 1980, and be- 
fore Aug. 27, 1982, the delayed payment of the mainte- 
nance fee is not provided for by statute and cannot be 
accepted after expiration of the patent, and the patent 
cannot be reinstated. 

Paragraph (a) of new §1.378 provides that the Com- 
missioner may accept the payment of any maintenance 
fee due on a patent based on an application filed on or 
after Aug. 27, 1982, after expiration of the patent if, 
upon petition, the delay in payment of the maintenance 
fee is shown to the satisfaction of the Commissioner to 
have been unavoidable. The surcharge set forth in 
§1.20(m) must be paid as a condition of accepting pay- 
ment of the maintenance fee. No separate petition fee is 
required for this petition. If the Commissioner accepts 
payment of the maintenance fee upon petition, the patent 
shall be considered as not having expired, but will be 
subject to the intervening rights provisions of 35 U.S.C. 
41(c) (2). 

Paragraph (b) of new §1.378 specifies the require- 
ments of a petition for acceptance of the delayed pay- 
ment of a maintenance fee filed within six months of the 
expiration of the patent. Under paragraph (b), the peti- 
tion must include the required maintenance fee set forth 
in §1.20(h)-(j); the surcharge set forth in §1.20(m); and a 
showing that the delay was unavoidable since reasonable 
care was taken to ensure that the maintenance fee would 
be paid timely. The showing must enumerate the steps 
taken to ensure timely payment of the maintenance fee. 
In view of the requirement to enumerate the steps taken 
to ensure timely payment of the maintenance fee, an ar- 
gument that the patentee was ignorant of the require- 
ment to pay maintenance fees will not constitute a show- 
ing of unavoidable delay. Evidence that despite 
reasonable care on behalf of the patentee and/or the pat- 
entee’s agents, and reasonable steps to ensure timely 
payment, the maintenance fee was unavoidably not paid, 
could be submitted in support of an argument that the 
delay in payment was unavoidable. For example, an er- 
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ror in a docketing system could possibly result in a find- 
ing that a delay in payment was unavoidable if it were 
shown that reasonable care was exercised in designing 
and operating the system and if it were shown that the 
patentee took reasonable steps to ensure that the patent 
was entered into the system to ensure timely payment of 
the maintenance fees. 

Paragraph (c) of new §1.378 specifies the requirements 
of a petition for acceptance of the delayed payment of a 
maintenance fee filed more than six months after the ex- 
piration of a patent. These requirements are much more 
stringent in view of the heavy burden of proof that the 
delay was unavoidable. The legislative history of Public 
Law 97-247, House Report No. 97-542 (Committee on 
the Judiciary), indicates that “[a]fter the expiration of a 
reasonable period of time, the patentee would bear a 
heavy burden of proof that the delay was unavoidable.” 
The six month period provided for petition under para- 
graph (b) is considered to be a reasonable period of time 
within which to seek reinstatement of a patent which ex- 
pired for failure to pay the maintenance fee. Any peti- 
tion filed more than six months after expiration must 
meet the more stringent requirements of paragraph (c). 
Under paragraph (c), the petition must include the same 
elements as in paragraph (b) and, in addition, must dem- 
onstrate that the failure to pay the maintenance fee was 
unavoidable due to circumstances outside of the control 
of the patentee and those acting on behalf of the paten- 
tee in paying the maintenance fee. The showing in a pe- 
tition under paragraph (c) must be sufficient in scope 
and content to meet the heavy burden of proof required 
to show that a delay in payment of the maintenance fee 
of more than six months after expiration of the patent 
was unavoidable. In contrast to a petition under para- 
graph (b), a showing in a petition under paragraph (c) of 
an error in a docketing system will not be sufficient to 
find that the delay was unavoidable. Instead, a petition 
filed under paragraph (c) must demonstrate that the cir- 
cumstances resulting in the delay were entirely outside 
the control of the patentee and those acting on behalf of 
the patentee in paying the maintenance fee, e.g., serious 
efforts without success to raise the funds required to pay 
the maintenance fee. 

Paragraph (d) of new §1.378 requires that a petition 
filed under §1.378 be signed by an attorney or agent reg- 
istered to practice before the Patent and Trademark Of- 
fice, or by the patente>, the assignee, or other party in 
interest. A person or organization whose only responsi- 
bility insofar as the patent is concerned is the payment 
of a maintenance fee is not a party in interest for pur- 
poses of paragraph (d) of §1.378. Under paragraph (d), 
the petition must be in the form of a verified statement if 
made by a person not registered to practice before the 
Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and 
Trademark Office, the petition must include the authori- 
ty of the person signing the petition as patentee, assign- 
ee, or other party in interest. 

Paragraph (e) of new §1.378 provides a mechanism for 
obtaining reconsideration of a decision refusing to ac- 
cept a maintenance fee upon petition filed pursuant to 
paragraph (a). This mechanism is a petition for reconsid- 
eration which may be filed within two months of, or 
such other time as set in the decision refusing to accept 
the delayed payment of the maintenance fee. In contrast 
to petitions filed under paragraph (a), the petition for re- 
consideration filed under paragraph (e) of new §1.378 
will require the separate petition fee set forth in the 
amendment to §1.17(h). Paragraph (e) also provides that 
after the decision on the petition for reconsideration, no 
further reconsideration or review of the matter will be 
undertaken by the Commissioner. Paragraph (e) also 
provides for refund of the maintenance fee and the sur- 
charge set forth in §1.20(m) if the delayed payment of 
the maintenance fee is not accepted. The refund will be 
made following the decision on the petition for reconsid- 
eration, or after the expiration of the time for filing such 
a petition for reconsideration, if none is filed. Paragraph 
(e) specifies that the fee for filing the petition for recon- 
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cept and record the maintenance fee is determined to re- 
sult from an error by the Patent and Trademark Office. 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Eight letters submitting written 
comments were received. Oral testimony was presented 
by two persons (one person testified on behalf of the 
American Intellectual Property Law Association) at the 
public hearing conducted on June 26, 1984. All of the 
written and oral comments were considered in adopting 
the changes set forth herein. The comments submitted 
appear below along with responses thereto. 

mment: 

One comment suggested that the surcharge set at 37 
CFR 1.20(m) for accepting a maintenance fee after expi- 
ration of the patent should be reduced from $500.00 to 
$50.00 and that this amount should be reduced by 50 
percent for small entities. 

Reply: 

The su 
set at 37 C 


estion has not been adopted. The surcharge 
1.20(m) is considered to be appropriate in 


view of the importance of the relief being obtained. Be-. 


fore a surcharge under 37 CFR 1.20(m) is due the patent 
will have already expired due to the failure to pay a 
maintenance fee within a one-year period provided for 
the payment. Setting a lower amount as the surcharge 
would tend to denigrate the importance of the relief 
obtained by the acceptance of a maintenance fee after 
expiration of a patent. Further, a lower surcharge 
amount is not justified in view of the ample opportunity 
for payment of the maintenance fee which is presented 
by the one-year period in which payment can be made 
and the fact that the public is now on notice that main- 
tenance fees are due and payable. Further, the Patent 
and Trademark Office will provide courtesy notices re- 
garding the need to pay maintenance fees at a plurality 
of points in time before the patent expires. Such a notice 
now appears on the patent grant and presently plans are 
to print such a courtesy notice on the Notice of Allow- 
ance and the Issue Fee Receipt. Notices will be printed 
in the Official Gazette listing the patent number ranges 
of patents on which maintenance fees can be paid and a 
notice will be mailed to the patentee during the grace 
period if the maintenance fee is not paid. Therefore, rel- 
atively few patentees should fail to pay the maintenance 
fee before expiration of the patent due to unavoidable 
circumstances. The surcharge set at 37 CFR 1.20(m) is 
established pursuant to 35 U.S.C. 41(c) and therefore the 
small entity provisions of Public Law 97-247 do not ap- 
ply to this fee. Also, Public Law 97-247 provides that 
the surcharge set at 37 CFR 1.20(m) could be in addi- 
tion to any surcharge established for payment of the 
maintenance fee during the grace period as set at 37 
CFR 1.20(1). The Patent and Trademark Office has es- 
tablished a separate surcharge set at 37 CFR 1.20(m) not 
in addition to the surcharge set at 37 CFR 1.20(1), but in 
lieu thereof. The amount set at 37 CFR 1.20(m) is not 
seen to be excessive. 

Comment: 

Two comments suggested that the small entity re- 
duced fee provisions of Public Law 97-247 should have 
been applied to maintenance fees required under Public 
Law 96-517. 

Reply: 

The maintenance fee amounts under Public Law 96- 
517 set at 37 CFR 1.20(e)-(g) were previously set and 
are not part of the present rulemaking. It should be not- 
ed, however, that Public Law 96-517 did not provide 
for reduction of fees for small entities. Reductions of 
fees for small entities were established in Public Law 
97-247 only for fees under 35 U.S.C. 41(a) and (b) there- 
of. The maintenance fee levels in 37 CFR 1.20(e)-(g), 
however, were established under 35 U.S.C. 41(c) of 
Public Law 96-517 rather than 35 U.S.C. 41(a) or (b) of 
Public Law 97-247. Therefore, the fee amounts 
previously set at 37 CFR 1.20(e)-(g) are not seen to be 
subject to reduction for small entities. 
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Comment: 

One comment suggested that the Office permit any of 
the maintenance fees to be paid in advance, either at the 
time of paying the issue fee or during any of the win- 
dow periods. Another comment suggested that the Of- 
fice should accept a fee payment earlier than the win- 
dow period if the fee has no possibility of being changed 
- hs changes in the Consumer Price Index. 

eply: 

ese suggestions have not been adopted. The second 
comment listed above points out the problem with re- 
gard to the suggestion in the first comment. Public Law 
97-247 provided for adjustments of the maintenance fees 
every third year to reflect any fluctuations occurring 
during the previous three years in the Consumer Price 
Index, as determined by the Secretary of Labor. 
Allowing maintenance fees to be paid in advance would 
reclude such adjustments to these maintenance fees un- 
ess very burdensome administrative steps were 
implemented to require adjustments in the fee amount 
previously paid when the maintenance fees are adjusted 
at a later time. Requiring maintenance fees to be paid in 
a consistently time-ordered basis as in §1.362 will also be 
helpful administratively and for budgeting purposes. As 
to the second comment above, it is not seen that there 
would be substantial benefit to the public since the peri- 
od would be short during which a maintenance fee 
could not change due to changes in the Consumer Price 
Index. Thus, the patentee would only be able to make 
the maintenance fee payment a short time before the pe- 
oe which payment may be made pursuant to 
Comment: 

Two comments suggested that a maintenance fee pay- 
ment made during the window period should not require 
adjustment if the maintenance fees are thereafter in- 
creased toreflect increases in the Consumer Price Index. 
Reply: 

These comments have been adopted by an appropriate 
change in paragraph (b) of §1.366. Maintenance fees 
which are paid during the window period in the amount 
required on the date of payment will be accepted as 
proper and full payment. If the maintenance fees change 
after such a proper payment, no adjustment in the 
amount will be required or permitted. Thus, if the main- 
tenance fee increases before the close of the window pe- 
riod, the patentee will not be required to make up any 
deficiency between the amount properly paid during the 
window period and the new increased fee. Likewise, if 
the maintenance fee decreases before the close of the 
window period, no refund will be permitted of part of 
the maintenance fee properly paid in the amount due 
when the payment was made. Payments must be made 
in the amount proper on the date of payment. For exam- 
ple, if payment is made during the grace period, the pay- 
ment must be made in the amount then required irre- 
spective of the amount of the maintenance fee which 
would have been due if payment had been made during 
the window period. 

Comment: 

Three comments were directed to the proposed re- 
quirements in §1.366(c) for data identifying the patent 
upon which maintenance fee payments are being made. 
One comment indicated that many computer annuity 
systems now existing have a data base designed to ac- 
cept only two identifying numbers. This comment and 
one other comment suggested that the patent number 
and issue date be required to be submitted with the 
maintenance fee to identify the patent number. Another 
comment suggested that the required identifying data be 
the patent number, issue date, name of the inventor and 
title of the invention. 

Reply: 

The suggested changes to the proposed rule have 
been adopted in part. The requirement for identifying 
data to uniquely identify the patent for which mainte- 
nance fees are being paid is an important one. The Pa- 
tent and Trademark Office and the public must be able 
to determine with certainty which patents are in force 
and which patents have expired because the maintenance 
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fees were not paid. The comments seem to recognize 
that at least two identifiers are necessary so that a cross- 
check can be made to avoid errors. The suggested use of 
the issue date with the — number would not provide 
a reliable cross-check. In excess of one thousand patents 
usually issue on each issue date. Therefore a mistake in 
the last four digits in the patent number supplied with 
the maintenance fee payment would often not be 
detected by use of the issue date as a cross-check. The 
Patent and Trademark Office has determined that the 
two best identifying data units for use as a cross-check 
are the patent number and the application serial number. 
These identifiers are unique since each is specific to one 
patent or application and are thus required to be provid- 
ed with a maintenance fee payment by the final rule. 
The application serial number and the patent number are 
botk listed on the issued patent and in the Official Ga- 
zette and therefore should be readily available to pa- 
tentees. 

Comment: 

One comment suggested that no petition fee should be 
charged for filing a petition under 37 CFR 1.377 seeking 
review of a decision refusing to accept and record pay- 
ment of a maintenance fee filed prior to expiration of a 
patent. The comment further suggested that, if a fee is 
charged, the filing of a petition thereunder should be 

resumed to be a request for a return of the petition fee 
if it is determined that the refusal to accept and record a 
maintenance fee payment was due to Patent and Trade- 
mark Office error. 
Reply: 

The suggestion that no petition fee be charged has not 
been adopted. The petition fee, although required in ad- 
vance, will be retained by the Patent and Trademark Of- 
fice only in those instances where the refusal to accept 
and record the fee resulted from an error on the of 
someone other than the Patent and Trademark Office. In 
those instances where the refusal to accept and record 
the fee resulted from a Patent and Trademark Office er- 
ror the Office intends to refund the petition fee, either 
based upon the request included in the petition or upon 
the initiative of the Office. The reason for including a re- 
quest for a refund, where appropriate, in the petition is to 
ensure that such request is not inadvertently overlooked. 
In view of the expense involved, it would be inappropri- 
ate to process a petition without a petition fee where the 
error necessitating the petition was made by the petitioner 
or someone acting on behalf of the patentee. 

Comment: 

One comment suggested that the term “unavoidable” 
should be more specifically defined in 37 CFR 1.378(b) 
(3) and (c) (3), if possible. 

Reply: 

As stated in this rulemaking, the requirement that the 
delay in payment of the maintenance fee be “unavoid- 
able” is the same as that for reviving an abandoned ap- 
plication under 35 U.S.C. 133. This standard has been in 
effect for many years and should be well understood by 
the public. The rule is seen to be adequate as written, es- 
pecially in view of the discussion in this rulemaking 
which includes several specific examples based on when 
the petition to accept the delayed payment of a mainte- 
nance fee is filed. 

Comment: 

One comment suggested that Public Law 97-247 
should be “liberally interpreted” to permit acceptance of 
delayed payments of maintenance fees required under 
Public Law 96-517. Proposed 37 CFR 1.378 was limited 
to patents issuing on applications filed on or after Aug. 
27, 1982, the effective date of Public Law 97-247. 

Reply: 

The final rule has not been changed from the propos- 
al. The remedy ~~ by the comment cannot be 
provided in view of the language of 35 U.S.C. 41(c) (1) 
which applies only to maintenance fees required by 35 
U.S.C. 41(b) of Public Law 97-247. Section 17(a) of 
Public Law 97-247 clearly states “the maintenance fees 
provided for in section 3(b) of this Act shall not apply 
to patents applied for prior to the date of enactment of 
this Act.” 
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Comment: 

Several of the comments received were directed to 
proposed statutory changes which were said to be desir- 
able in the area of maintenance fees. 


a «3 

ese comments were not suggesting that the pro- 
posed rules were not in compliance with the present 
statutes, but rather that the statutes themselves should be 
changed. These comments are beyond the scope and 
purpose of this rule change. 


Implementation of Maintenance Fee Payment Procedures 


The Patent and Trademark Office is presently develop- 
ing its internal working procedures for processing mainte- 
nance fee payments and for notifying the public as to the 
status of maintenance fee payments on particular patents. 
The first maintenance fees become due early in 1985. In 
order to be as helpful as possible in informing the public 
as to the Patent and Trademark Office’s current plans it is 
useful to outline the basic procedures the Patent and 
Trademark Office intends to adopt to process mainte- 
nance fees so that the interrelationship with the rules is 
understood. These basic procedures are subject to change 
as experience and circumstances dictate. 


Notices by the Patent and Trademark Office 


Under the statutes, the Patent and Trademark Office 
has no duty to notify pacentees when their maintenance 
fees are due. It is the responsibility of the patentee to as- 
sure that the maintenancé fees are paid to prevent expi- 
ration of the patent. The Patent and Trademark Office 
will, however; provide some ‘noticés as reminders that 
maintenance fees are due, but the notices, errors in the 
notices, or the lack of notices, will in no way relieve a 
patentee from the responsibility to make timely payment 
of each maintenance fee to prevent the patent from ex- 
piring by operation of law. The notices provided by the 
Patent and Trademark Office will be merely courtesy in 
nature and intended to aid patentees. These notices, er- 
rors in these notices, or the lack of notices, will in no 
way shift the burden of monitoring thetime for paying 
maintenance fees on patents from the patentee to the Pa- 
tent and Trademark Office. 


Preprinted Standard Notice Wording 


The patent grant currently includes a reminder that 
maintenance fees may be due. The Notice of Allowance 
and Issue Fee Receipt are presently planned to be re- 
vised to contain reminder notice wording that mainte- 
nance fees may be due. 


Official Gazette Notice 


A notice will appear in each issue of the Official Ga- 
zette which will indicate which patents have been 
granted 3, 7 and 11 years earlier, that the window peri- 
od has opened and that maintenance fee payments will 
now be accepted for these patents. 

Another Official Gazette notice published after expira- 
tion of the grace period will indicate any patent which 
has expired due to non-payment of maintenance fees and 
any patents which have been revived under 35 U.S.C. 
41(c). An annual compilation of such expirations and re- 
vivals will also be published. 


Courtesy Reminder Notice 


Since patentees are expected to maintain their own 
record systems and since most patentees are expected to 
pay their maintenance fees during the “window period” 
to prevent payment of a surcharge, the Office will not 
send any reminder notices to patentees at the fee address 
until after the grace period has begun. This will reduce 
and simplify the mailing of notices but still give paten- 
tees an opportunity to pay their maintenance fees with 
surcharge during the grace period before expiration of 
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their patents. Such notices will be mailed to the fee ad- 
dress as set forth in §1.363. 


Action Notices 


The Office will issue a receipt for payment of mainte- 
nance fees after entry of the maintenance fee payment. 
Such a receipt will provide an opportunity for the pat- 
entee to check if the Office has properly credited the 
payment. The original document submitted by the paten- 
tee when paying the maintenance fee will also be appro- 
priately marked and returned to the fee address. If actu- 
al experience indicates that they are not needed, the 
receipt notices and/or the return of the original docu- 
ment may be discontinued. 

The patentee will also be notified by mail at the fee 
address as set forth in §1.363 of any expiration or revival 
of the patent. 


Fee Address 


The patentee may provide the Patent and Trademark 
Office with a fee address under §1.363, which address 


Commissioner of Patents and Trademarks 
Box M. Fee 
Washington, D.C. 20231 


Dear Sir: 
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may be different from the correspondence address under 
§1.33, when submitting the issue fee or in a separate lat- 
er-filed paper. The fee address will be used by the Of- 
fice for all correspondence directed to the patentee con- 
cerning maintenance fees. If no separate fee address is 
provided by the patentee under §1.363, the correspon- 
dence address under §1.33 will also be used for mainte- 
nance fee purposes. 


Payment of Maintenance Fees 


Transmittals of maintenance fees may be limited to a 
single patent or may involve several patents. If a trans- 
mittal involves several patents they should be listed in 
increasing numerical order. The following format is 
suggested for use when paying maintenance fees and any 
necessary surcharges. Although only the mandatory 
identification elements consisting of the patent number 
and United States application serial number, set forth in 
§1.366(c) are required, the items referred to in §1.366(d) 
should also be included to expedite processing of main- 
tenance fees and any necessary podidieen In addition, 


February 22, 1987 


Enclosed is a check drawn for the amount of $1,500 for the payment of the maintenance fees on the following pa- 


tents. 


Serial Paieni 


Number 


Patent 
Number 


Application 
Filing Date 


Small 
Entity 


Amount Fee 


Paid 


Payment 


Year Surcharge 


P.P.5,188 
Re. 31,522 
*(4,374,741) 

4,429,419 
4,429,433 
4,429,439 
**4,432,000 


380,062 
481,494 


Feb. 7, 1984 May 20, 1981 
Feb. 14, 1984 April 1, 1983 
(Feb. 22, 1983) (July 21, 1981) 
Feb. 7, 1984 Jan. 15, 1982 
Feb. 7, 1984 Aug. 27, 1982 
Feb. 7, 1984 Jan. 17, 1983 Yes 
Feb. 14, 1984 Aug. 26, 1981 — 
Subtotals 
Total Amount Paid 


200.00 170/176 
200.00 170 
400.00 173 
200.00 273 
200.00 _ 170 

1,400.00 $100.00 

$1,500.00 


339,620 
412,101 
458,474 
380,681 


The Commissioner is hereby authorized to charge any deficiency in the required fee or to credit any overpayment to 


Account No. 12-3456. 


Respectfully submitted, 
John Doe 
(703) 557-3054 


*Note: Information from original patent is included in parenthesis for the reissue patent for which payment is being made. 


**Note: Application filing Date is the PCT International Filing Date. 


the indication of the fee code used by the Patent and 
Trademark Office would assist in proper financial 
crediting within the Office. It is also suggested that the 
telephone number of the person submitting the payment 
be supplied. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or conservation of en- 
ergy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). Public 
Law 97-247 has taken into consideration the impact it 
may have on small entities. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 


less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no siginificant adverse ef- 
fects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The maintenance fee payment information collection 
requirement contained in the final rules has been submit- 
ted to OMB for review under Section 3504(h) of the Pa- 
perwork Reduction Act. Comments relating to this re- 
quirement should be directed to the Office of 
Information and Regulatory Affairs of OMB, Attention: 
— Officer for Commerce, Patent and Trademark Of- 
ice. 


List of Subjects in 37 CFR Part I 


Administrative practice and procedure, Authority dele- 
gations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 
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Notice is hereby given that | to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, Pub. L. 96-517 and Pub. L. 97-247, the 
Patent and Trademark Office is amending Title 37 of the 
Code of Federal Regulations as set forth below. 


Part I [Amended] 


37 CFR, Part I, is amended as follows: 
1. Section 1.1 is amended by adding a new paragraph 
(d) to read as follows: 


§1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


(d) Payments of maintenance fees in patents and other 
communications relating thereto should be additionally 
marked “Box M. Fee.” 


§1.9 [Amended] 


2. Paragraph (d) of §1.9 is amended by changing the 
citation “13 CFR 121.3-18, published on Sept. 30, 1982 
at 47 FR 43273.” to “13 CFR 121.12.” and by changing 
the words “§121.3-18 Definition of small business for 
paying reduced patent fees under Title 35, U.S. Code” 
to “§121.12 Small business for paying reduced patent 
fees.” 

3. Section 1.17 is amended by adding to the end of 
paragraph (h) the following: 


§1.17 Patent application processing fees. 


see 


(h)*** 


- §1.377 - for review of decision refusing to accept and 
record payment of a maintenance fee filed prior to expi- 
ration of patent 


- §1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee 
in expired patent 

4. Section 1.19 is amended by adding new paragraphs 
(f) and (g) to read as follows: 


§1.19 Document supply fees. 


ese ee 


(f) Microfiche copy of patent file record .... $10.00 

(g) Uncertified statement as to status of the payment 
of maintenance fees due on a patent or expiration of a 
patent $ 3.00 

5. Section 1.20 is amended by adding new paragraphs 
(k), (1), and (m) to read as follows: 


§1.20 Post-issuance fees. 


ese ee 


(x) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or af- 
ter Dec. 12, 1980 and before Aug. 27, 1982 ... $100.00 

(1) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of three 
years and six months, seven years and six months, and 
eleven years and six months after the date of the original 
grant of a patent based on an application filed on or af- 
ter Aug. 27, 1982: 


By a small entity (§1.9 (f)) 
By other than a small entity 
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(m) Surcharge for accepting a maintenance fee after 
expiration of a patent for non-timely payment of a main- 
tenance fee on a patent based on an application filed on 
or after Aug. 27, 1982, where the delay in payment is 
shown to the satisfaction of the Commissioner to have 
been unavoidable $500.00 

6. Section 1.33 is amended by adding a new paragraph 
(d) to read as follows: 


§1.33 Correspondence respecting patent applications, reex- 
amination proceedings, and other proceedings. 


see et 


(d) A “correspondence address” or change thereto 
may be filed with the Patent and Trademark Office dur- 
ing the enforceable life of the patent. The “correspon- 
dence address” will be used in any correspondence relat- 
ing to maintenance fees unless a separate “fee address” 
has been specified. See §1.363 for “fee address” used 
solely for maintenance fee purposes. 

7. A new center heading and §1.362 is added to 
Subpart B to read as follows: 


Maintenance Fees 
§1.362 Time for payment of maintenance fees. 


(a) Maintenance fees as set forth in §1.20(e)-(j) are re- 
quired to be paid in all patents based on applications 
filed on or after Dec. 12, 1980, except as noted in para- 
graph (b) of this section, to maintain a patent in force 
beyond 4, 8 and 12 years after the date of grant. 

(b) Maintenance fees are not required for plant patents 
based on applications filed on or after Aug. 27, 1982 or 
for any design patents. Maintenance fees are not re- 
quired for a reissue patent if the patent being reissued 
did not require maintenance fzes. 

(c) The application filing dates for purposes of pay- 
ment of maintenance fees are as follows: 

(1) For an application not claiming benefit of an earli- 
er application, the actual United States filing date of the 
application. 

(2) For an application claiming benefit of an earlier 
foreign application under 35 U.S.C. 119, the United 
States filing date of the application. 

(3) For a continuing (continuation, division, continua- 
tion-in-part) application claiming the benefit of a prior 
patent application under 35 U.S.C. 120, the actual Unit- 
ed States filing date of the continuing application. 

(4) For a reissue application, the United States filing 
date of the origina! non-reissue application on which the 
patent reissued is based. 

(5) For an international application which has entered 
the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under 
Article 11(1) of the Patent Cooperation Treaty which is 
considered to be the United States filing date under 35 
U.S.C. 363. 

(d) Maintenance fees may be paid in patents without 
— during the periods extending respectively 
rom: 

(1) 3 years through 3 years and 6 months after grant 
for the first maintenance fee, 

(2) 7 years through 7 years and 6 months after grant 
for the second maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant 
for the third maintenance fee. 

(e) Maintenance fees may be paid with the surcharge 
set forth in §1.20(k) or (1) during the respective grace 
periods after: 

(1) 3 years and 6 months and through the day of the 
4th anniversary of the grant for the first maintenance 
fee, 

(2) 7 years and 6 months and through the day of the 
= anniversary of the grant for the second maintenance 
ee, and 
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the day of the 


(3) 11 years and 6 months and throu 
ird maintenance 


12th anniversary of the grant for the 
fee. 

(f) If the last day for paying a maintenance fee with- 
out surcharge set forth in paragraph (d) of this section, 
or the last day for paying a maintenance fee with sur- 
charge set forth in paragraph (ec) of this section, falls on 
a Saturday, Sunday, or a federal holiday within the Dis- 
trict of Columbia, the maintenance fee and any neces- 
sary surcharge may be paid under paragraph (d) or para- 
graph (e) respectively on the next succeeding day which 
is not a Saturday, Sunday, or federal holiday. 

(g) Unless the maintenance fee and any applicable sur- 
chore is paid within the time periods set forth — 
graphs (d), (e) or (f) of this section, the patent will ex- 
pire as of the end ofthe grace period set forth in 
paragraph (e) of this section. A patent which expires for 
the failure to pay the maintenance fee will expire at the 
end of the same date (anniversary date) the patent was 
granted in the 4th, 8th, or 12th year after grant. 

8. A new §1.363 is added to Subpart B to read as fol- 
lows: 


§1.363 Fee address for maintenance fee purposes. 


(a) All notices, receipts, refunds, and other communi- 
cations relating to payment or refund of maintenance 
fees will be directed to the correspondence address used 
during prosecution of the application as indicated in 
§1.33(a) unless: 


(1) a “fee address” for purposes of payment of mainte- 
nance fees is set forth when submitting the issue fee, or 

(2) a change in the correspondence address for all 
purposes is filed after payment of the issue fee, or 

(3) a “fee address” or a change in the “fee address” is 
filed for purposes of receiving notices, receipts and oth- 
er correspondence relating to the payment of mainte- 
nance fees after the payment of the issue fee, in which 
instance, the latest such address will be used. 


(b) An assignment of a patent application or patent 
does not result in a change of the “correspondence ad- 
dress” or “fee address” for maintenance fee purposes. 

9. A new §1.366 is added to Subpart B to read as fol- 
lows: 


§1.366 Submission of maintenance fees. 


(a) The patentee may pay maintenance fees and any 
necessary surcharges, or any person or organization may 
pay maintenance fees and any necessary surcharges on 
behalf of a patentee. Authorization by the patentee need 
not be filed in the Patent and Trademark Office to pay 
maintenance fees and any necessary surcharges on behalf 
of the patentee. 

(b) A maintenance fee and any necessary surcharge 
submitted for a patent must be submitted in the amount 
due on the date the maintenance fee and any necessary 
surcharge are paid and may be paid in the manner set 
forth in §1.23 or by an authorization to charge a deposit 
account established pursuant to §1.25. Payment of a 
maintenance fee and any necessary surcharge or the au- 
thorization to charge a deposit account must be submit- 
ted within the periods set forth in §1.362(d), (e) or (f). 
Any payment or authorization of maintenance fees and 
surcharges filed at any other time will not be accepted 
and will not serve as a payment of the maintenance fee 
except insofar as a delayed payment of the maintenance 
fee is accepted by the Commissioner in an expired pa- 
tent pursuant to a petition filed under §1.378. Any au- 
thorization to charge a deposit account must authorize 
the immediate charging of the maintenance fee and any 
necessary surcharge to the deposit account. Payment of 
less than the required amount, payment in a manner oth- 
er than that set forth in §1.23, or the filing of an authori- 
zation to charge a deposit account having insufficient 
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funds will not constitute payment of a maintenance fee 
or surcharge on a patent. The certificate of mailing pro- 
cedures of either §1.8 or §1.10 may be utilized in paying 
maintenance fees and any necessary surcharges. 

(c) In oe maintenance fees and any necessary 
surcharges, identification of the patents for which main- 
tenance fees are being paid must include the following: 


(1) the patent number, and 
(2) the serial number of the United States application 
for the patent on which the maintenance fee is being 


paid. 


(d) Payments of maintenance fees and any surcharges 
should identify the fee being paid for each patent as to 
whether it is the 34, 74 or 114 year fee, whether small 
entity status is being changed or claimed, the amount of 
the maintenance fee and any surcharge being paid, any 
assigned payor number, the patent issue date and the 
United States application filing date. If the maintenance 
fee and any necessary surcharge is being paid on a reis- 
sue patent, the payment must identify the reissue patent 
by reissue patent number and reissue application serial 
number as required by paragraph (c) of this section and 
should also include the original patent number, the origi- 
nal patent issue date and the original United States appli- 
cation filing date. 

(e) Maintenance fee payments and surcharge payments 
relating thereto must be submitted separate from any 
other payments for fees or charges, whether submitted 
in the manner set forth in §1.23 or by an authorization 
to charge a deposit account. If maintenance fee and sur- 
charge payments for more than one patent are submitted 
together, they should be submitted on as few sheets as 
possible with the patent numbers listed in increasing pa- 
tent number order. If the payment submitted is insuffi- 
cient to cover the maintenance fees and surcharges for 
all the listed patents, the payment will be applied in the 
order the patents are listed, beginning at the top of the 
listing. 

(f) Notification of any change in status resulting in 
loss of entitlement to small entity status must be filed in 
a patent prior to paying, or at the time of paying, the 
earliest maintenance fee due after the date on which sta- 
tus as a small entity is no longer appropriate. See 
§1.28(b). 

(g) Maintenance fees and surcharges relating thereto 
will not be refunded except in accordance with §§1.26 
and 1.28(a). 

10. A new §1.377 is added to Subpart B to read as fol- 
ows: 


§1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


(a) Any patentee who is dissatisfied with the refusal of 
the Patent and Trademark Office to accept and record a 
maintenance fee which was filed prior to the expiration 
of the patent may petition the Commissioner to accept 
and record the maintenance fee. 

(b) Any petition under this section must be filed with- 
in 2 months of the action complained of, or within such 
other time as may be set in the action complained of, 
and must be accompanied by the fee set forth in 
§1.17(h). The petition may include a request that the pe- 
tition fee be refunded if the refusal to accept and record 
the maintenance fee is determined to result from an er- 
ror by the Patent and Trademark Office. 

(c) Any petition filed under this section must comply 
with the requirements of paragraph (b) of §1.181 and 
must be signed by an attorney or agent registered to 
practice before the Patent and Trademark Office, or by 
the patentee, the assignee, or other party in interest. 
Such petition must be in the form of a verified statement 
if made by a person not registered to practice before the 
Patent and Trademark Office. 
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11. A new §1.378 is added to Subpart B to read as fol- 
lows: 


§1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent based on application 
filed on or after Aug. 27, 1982. 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent based on an application 
filed on or after Aug. 27, 1982, after expiration of the 
patent if, upon petition, the delay in payment of the 
maintenance fee is shown to the satisfaction of the Com- 
missioner to have been unavoidable and if the surcharge 
required by §1.20(m) is paid as a condition of accepting 
payment of the maintenance fee. If the Commissioner 
accepts payment of the maintenance fee upon petition, 
the patent shall be considered as not having expired, but 
will be subject to the conditions set forth in 35 U.S.C. 
41(c) (2). 

(b) Any petition to accept the delayed payment of a 
maintenance fee filed under paragraph (a) of this section 
within six months of the expiration of the patent must 
include: 


(1) the required maintenance fee set forth in §1.20(h)- 


(2) the surcharge set forth in §1.20(m); and 

(3) a showing that the delay was unavoidable since 
reasonable care was taken to ensure that the mainte- 
nance fee would be paid timely. The showing must enu- 
merate the steps taken to ensure timely payment of the 
maintenance fee. 


(c) Any petition to accept the delayed payment of a 
maintenance fee filed under paragraph (a) of this section 
more than six months after the expiration of the patent 
must include: 


(1) the required maintenance fee set forth in §1.20(h)- 


(2) the surcharge set forth in §1.20(m); and 

(3) a showing that the delay was unavoidable since 
reasonable care was taken to ensure that the mainte- 
nance fee would be paid timely and the failure to timely 
pay the maintenance fee was due entirely to circum- 
stances outside of the control of the patentee. The show- 
ing must enumerate the steps taken to ensure timely pay- 
ment of the maintenance fee and the circumstances 
which were outside of the control of the patentee and 
those acting on behalf of the patentee in paying the 
maintenance fee. The showing must be sufficient in 
scope and content to meet the heavy burden of proof re- 
quired to show that a delay in payment of the mainte- 
nance fee of more than six months after expiration of the 
patent was unavoidable. 


(d) Any petition under this section must be signed by 
an attorney or agent registered to practice before the 
Patent and Trademark Office, or by the patentee, the as- 
signee, or other party in interest. Such petition must be 
in the form of a verified statement if made by a person 
not registered to practice before the Patent and Trade- 
mark Office. 

(e) Reconsideration of a decision refusing to accept a 
maintenance fee upon petition filed pursuant to paragraph 
(a) of this section may be obtained by filing a petition for 
reconsideration within two months of, or such other time 
as set in, the decision refusing to accept the delayed pay- 
ment of the maintenance fee. Any such petition for recon- 
sideration must be accompanied by the petition fee set 
forth in §1.17(h). After decision on the petition for recon- 
sideration, no further reconsideration or review of the 
matter will be undertaken by the Commissioner. If the 
delayed payment of the maintenance fee is not accepted, 
the maintenance fee and the surcharge set forth in 
§1.20(m) will be refunded following the decision on the 
petition for reconsideration, or after the expiration of the 
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time for _— such a petition for reconsideration, if none 
is filed. The fee set forth in §1.17(h) for filing the petition 
for reconsideration will not be refunded unless the refusal 
to accept and record the mairtenance fee is determined to 
result from an error by the Patent and Trademark Office. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 30, 1984. 


[1046 O.G. 28] 


(58) Revision of Patent and Trademark Fees 

The purpose of this notice is to remind the public of 
changes in patent and trademark fees, effective Oct. 1, 
1982, pursuant to Public Law 97-247, enacted Aug. 27, 
1982. A final rule on “Revision of Patent and Trade- 
mark Fees” was published on July 30, 1982, at 47 FR 
33086-33112 with corrections in the printing thereof be- 
ing published on Aug. 4, 1982, at 47 FR 33688 and on 
Aug. 5, 1982, at 47 FR 33959. The final rule was also 
published in the Patent and Trademark Office Official 
Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In view 
of the enactment of Public Law 97-247, the “Alterna- 
tive A—Rule Changes Under Only Public Law 96-517” 
relating to both patents and trademarks will not become 
effective. Instead, the “Rule Changes Common To Pub- 
lic Law 96-517 and H.R. 6260” and “Alternative B— 
Rule Changes Under H.R. 6260” will become effective 
for other patents and trademarks on Oct. 1, 1982. H.R. 
6260 is now Public Law 97-247. 

The Patent and Trademark Office has recieved a num- 
ber of questions regarding the implementation of the 
changes in fees. The final rule published in the Federal 
Register on July 30, 1982, and in the Official Gazette on 
Aug. 10, 1982, contains implementing instructions which 
should be carefully read and followed. The final rule in- 
cludes in the implementing instructions the following. 


“Any fee which is due and payable on or after Oct. 1, 
1982, must be paid in the amont and in accordance 
with the procedures contained in this rulemaking. For 
purposes of determining the amount of the fee to be 
paid, the date of mailing indicated on a proper Certifi- 
cate of Mailing under §1.8 will be considered to be the 
date of receipt in the Office.” 


A “Certificate of Mailing under §1.8” is not “proper” 
for items which arespecifically excluded from the provi- 
sions of §1.8. Section 1.8 of Title 37, Code of Federal 
Regulations, should be consulted for those items for 
which a Certificate of Mailing is not “proper.” Such 
items include, inter alia, the filing of national and inter- 
national applications for patent and the filing of trade- 
mark applications. Any application for patent or trade- 
mark filed, i.e., received in the Office, on or after Oct. 1, 
1982, must include the fees which are effective on Oct. 
1, 1982, since §1.8 does not apply to, and specifically ex- 
cludes from its provisions, the filing of applications for 
patents and trademarks. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 


Sept. 14, 1982. 
and Trademarks. 


[1022 O.G. 59] 


Filing of Verified Statements Claiming 
Small Entity Status 


(59) 


In view of the fact that the rules implementing the 
definition of small business concern were not published 
in the Federal Register until Sept. 30, 1982, any verified 
statement claiming small entity status will be accepted as 
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timely filed if (1) the first fee in a patent application has 
been paid on or after Oct. 1, 1982, but before Feb. 27, 
1983, in the amount established for a non-small entity 
and (2) such verified statement is filed within 3 months 
of the date of payment of the first fee in a — appli- 
cation paid on or after Oct. 1, 1982, but before Feb. 27, 
1983. If such a verified statement is timely filed within 
three months of the date of payment of the first fee paid 
on or after Oct. 1, 1982, but before Feb. 27, 1983, the 
statement will be treated as though it were present on 
the date the fee was paid. The correct amount of the fee 
will be determined and any excess will be refunded oy 
request. Section 1.28(a) of 37 CFR is waived until Feb. 
27, 1983 to the extent it is inconsistent with this practice. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


Oct. 15, 1982. 


[1023 O.G. 77] 


(60) Effect on Small Entity Status of License 


Pursuant to 35 USC 202(c)(4) 


Public Law 96-517 added a new chapter 38 to Title 
35 of the United States Code entitled “Patent Rights in 
Inventions Made With Federal Assistance.” Under the 
provisions of the statute, each funding agreement be- 
tween a Federal agency and an individual, small business 
firm or nonprofit organization must provide, inter alia, 
that “. . . the Federal agency shall have a nonexclusive, 
nontransferable, irrevocable, paid up license to practice 
or have practiced for or on behalf of the United States 
any subject invention . . .” See 35 U.S.C. 202(c)(4). 

Under provisions of 37 CFR 1.9 and 1.27, an indepen- 
dent inventor, small business concern or nonprofit orga- 
nization cannot qualify for reduced patent fees if it has 
assigned, granted, conveyed or licensed or is under an 
obligation under contract or law to assign, grant, con- 
vey or license any rights in the invention to other than 
an individual who could be classified as an independent 
inventor if that person had made the invention, a small 
business concern or a nonprofit organization. The Feder- 
al agencies do not qualify as nonprofit organizations for 
paying reduced patent fees under the rules. Applying 
this construction to the licensing of an invention to a 
Federal agency by an independent inventor, small busi- 
ness concern or nonprofit organization pursuant to a 
funding agreement under 35 U.S.C. 202(c)(4) would pre- 
clude their qualifying for paying reduced fees. This, 
however, would frustrate the intent of Public Law 97- 
247 and Public Law 96-517 when taken together. 

This notice will serve as clarification that an indepen- 
dent inventor, small business concern or nonprofit orga- 
nization, which is otherwise qualified as a small entity 
for purposes of paying reduced patent fees under 37 
CFR 1.9 and 1.27, is not disqualified therefrom because 
of a license to a Federal agency pursuant to 35 U.S.C. 
202(c)(4). A license to a Federal agency resulting from a 
funding agreement with that agency pursuant to 35 
U.S.C. 202(c)(4) does not constitute a license for pur- 
poses of 37 CFR 1.9 or a transfer of rights for purposes 
of 37 CFR 1.27. Any other license or rights to a Federal 
agency will, of course, preclude qualification as a small 
entity for purposes of paying reduced fees. 

Applicants who have previously paid fees which were 
not reduced for small entity status because of a license 
to a Federal agency pursuant to 35 U.S.C. 202(c)(4) may 
claim a refund by filing the proper verified statement as 
required by 37 CFR 1.27 and by making reference to 
this notice. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Jan. 14, 1983. 


[1027 OG 71] 
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(61) Department of Commerce 
Patent and Trademark Office 
37 CFR Part I 


[Docket No. 50725-5025] 
Revision of Patent Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark office is amending 
the rules of practice in patent cases, Part I of title 37, 
Code of Federal Regulations to adjust fee amounts. This 
action is necessary at this time because operating costs 
have increased over the past three years and the Com- 
missioner is authorized by §41(f) of title 35, United 
States Code, to adjust fees established in §41 (a) and 
§41(b) of title 35, United States Code, on Oct. 1, 1985, 
and every third year thereafter, to reflect any fluctua- 
tions occurring during the previous three years in the 
Consumer Price Index. Fees for other processing, 
services or materials related to patents as provided by 
§41(d) and §376 of title 35, United States Code, are be- 
ing adjusted to recover the estimated average cost to the 
ice of such processing, services or materials. 
Effective Date: Oct. 5, 1985. 
For Further Information Contact: Frances Michalkewicz 
by telephone at (703) 557-1610 or by mail marked to her 
attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to adjust patent fees because costs have in- 
creased and the Commissioner is authorized to (1) adjust 
statutory patent fees set forth in §41(a) and §41(b) of ti- 
tle 35, United States Code, to ref!ect fluctuations occur- 
ring during the previous three years in the Consumer 
Price Index (CPI), as authorized by §41(f) of title 35, 
United States Code, (2) adjust fees for processing, 
services, or materials related to patents which have been 
established by the Commissioner in accordance with § 
41(d) of title 35, United States Code, to recover the esti- 
mated average cost to the Office of such processing, 
services or materials, and (3) adjust fees for filing and 
processing an application under the Patent Cooperation 
Treaty which have been established by the Commission- 
er to recover the estimated average cost of such pro- 
cessing in accordance with Section 376 of title 35, Unit- 
ed States Code. 

Adjustments to fees for filing and processing a 
trademark application and for other processing, services 
or materials related to trademarks were not proposed at 
this time, pending review of trademark automation cost 
requirements. 

A notice of proposed rulemaking was published in the 

Federal Register on June 21, 1985, at 50 FR 25896- 
25902. Corrections of typographical errors were 
published on July 1, 1985, at 50 FR 27030, and on July 
15, 1985, at 50 FR 28596. The notice also was published 
in the Official Gazette on July 2, 1985, at Vol. 1056, 
pages 6 through 25. An oral hearing was held on July 
18, 1985. Fifteen written letters and statements were sub- 
mitted. One person testified at the oral hearing. Full 
consideration has been given to all of these letters, state- 
ments, and testimony. 
Background Information: Patent and Trademark Office 
fees are authorized by sections 41 and 376 of title 35, 
United States Code. Section 41(a) of title 35, United 
States Code, establishes a number of statutory fees. 
Among the more significant of these are fees for filing a 
patent application and issuing a patent. Certain other 
fees, such as appeal fees, the fee for filing a disclaimer, 
fees for filing petitions seeking to revive an abandoned 
application and for extensions of time also are set in § 
41(a) of title 35, United States Code. Section 41(b) of ti- 
tle 35, United States Code, sets forth the statutory fees 
for maintaining a patent in force if the application was 
filed on or after Aug. 27, 1982. 

The provisions of Public Law 96-517 also authorize 
maintenance fees for applications other than design and 
plant patent applications filed on or after Dec. 12, 1980 
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and before Aug. 27, 1982. These maintenance fees are to 
recover 25 percent of the estimated cost to the Office of 
processing patent applications. 

Section 1 of Public Law 97-247 authorized the reduc- 
tion by 50 percent in the fees paid under §41(a) and 
§41(b) of title 35, United States Code, by independent 
inventors, small business concerns, and nonprofit organi- 
zations, who meet the definitions established. This au- 
thorization will expire on Sept. 30, 1985. Legislation has 
been introduced to authorize this reduction for an addi- 
tional three years. If such authority is not continued, the 
small entity reduction will be rescinded and appropriate 
amendments to the regulations will be made. 

Section 41(f) of title 35, United States Code, provides 
that fees established in §41(b) of title 35, United States 
Code, “may be adjusted by the Commissioner on Oct. 1, 
1985, and every third year thereafter, to reflect any fluc- 
tuations occurring during the previous three years in the 
Consumer Price Index, as determined by the Secretary 
of Labor.” Section 41(f) also provides that changes of 
less than one percent may be ignored. 

Policy for applying the Consumer Price Index: The De- 
partment of Labor’s Consumer Price Index (CPI) is made 
public approximately twenty-one days after the end of the 
month being calculated. The time lag between the initia- 
tion and the completion of the rulemaking process dictat- 
ed that the Mar. through Sept. 1985 inflation rate be pro- 
jected in the original rulemaking proposal. This estimate 
resulted in a cumulative three-year CPI of 11.7 percent 
applied to patent fees. 

Based upon actual data through June 1985 and pro- 
jecting the CPI to Sept. 30, 1985, the Administration’s 
revised projected cumulative CPI for the three-year 
(1982-1985) period is 11.8 percent. The Patent and 
Trademark Office has used the 11.8 percent projection 
in adjusting the fees established in §41(a) and §41(b) of 
title 35, United States Code. The revised CPI projection 
has not caused a change from the proposal in any of the 
§41(a) and §41(b) fees. 

After application of the 11.8 percent projected fluctu- 
ation in the CPI to fees set forth in §41(a) and §41(b), 
amounts for all non-small entity fees were rounded by 
applying standard arithmetical rules so that the amounts 
rounded would be de minimis and convenient to the 
user. Fees of $100 or more were rounded to the nearest 
$10. Fees below $100 were rounded to the nearest even 
number so that all comparable small entity fees would 
be in whole numbers. Section 41(d) of title 35, United 
States Code, provides that the “Commissioner will es- 
tablish fees for all other es services, or materi- 
als related to patents” which are not covered in §41(a) 
and §41(b) of title 35, United States Code, “to recover 
the estimated average cost to the Office of such process- 
ing, services or materials.” 

Section 376 of title 35, United States Code, autho- 
rizes the Commissioner to set fees for patent applica- 
tions filed under the Patent Cooperation Treaty. The 
fees under the Patent Cooperation Treaty are keyed to 
full cost recovery of the processing costs under the 
Treaty. 

The general guidelines used by the Patent and 
Trademark Office in determining the non-statutory fees 
are set forth in OMB Circular A-25. Costs were deter- 
mined from the best available records and included di- 
rect and indirect costs to the Office of carrying out 
the activity. 

Since these non-statutory fees are expected to remain 
in place for the three year fee cycle 1986-1988, the cal- 
culated costs were then adjusted by a mid-cycle inflation 
rate of 6.21 percent derived from the Administration’s 
inflation projection. After application of the projected 
mid-cycle inflation rate, amounts were rounded by ap- 
plying standard arithmetical rules so that the amounts 
rounded would be de minimis and convenient to the 
user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to the near- 
est whole number. Fees under $2 were rounded for con- 
venience. 

The fees established under §41(d) and §376 of title 35, 
United States Code have been modified from the pro- 
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0 For the first fee cycle (1983-1985), fees estab- 
ished under §41(d) and §376 were set in the aggregate 
to recover the estimated average cost to the Office of 
processing, services and materials as defined in PTO 
budget documents. Because of the significant increase in 
fees that was instituted on Oct. 1, 1982, as well as the es- 
tablishment of new fees, the PTO did not have the nec- 
essary experience to accurately predict (nor could it 
control) fee volumes for the first fee cycle. First cycle 
fees were thus set at levels sufficient to maintain finan- 
cial solvency despite possible fluctuations in costs or in 
workload. Fee amounts in most cases also were set at 
convenient integers (e.g., $5 or $10). For the second fee 
cycle (1986-1988), the PTO had proposed to set fees es- 
tablished under §41(d) and §376 using the same method- 
ology. Several comments to the proposed rules 
suggested that the PTO should establish §41(d) and §376 
fees to pag Faery: | recover the estimated average 
cost to the Office of the processing, service or material. 
The fees have been modified to reflect the following: (1) 
PTO experience over the past two and one-half years in 
predicting fee volumes, (2) virtual elimination of the re- 
serve income for fluctuations in cost or workload, and 
(3) greater reliance upon and use of the individual fee 
costs developed by the PTO’s Office of Finance. 

It is intended that the amount of any fee due and pay- 
able on or after Oct. 5, 1985 is the amount set in this 
rulemaking. For purposes of determining the amount of 
the fee to be paid, the date of mailing indicated on a 
proper Certificate of Mailing, where authorized under § 
1.8 of title 37, Code of Federal Regulations, will be con- 
sidered to be the date of receipt in the Office. A “Certif- 
icate of Mailing under §1.8” is not “proper” for items 
which are specifically excluded from the provisions of § 
1.8. Section 1.8 of title 37, Code of Federal Regulations, 
should be consulted for those items for which a Certifi- 
cate of Mailing is not “proper”. Such items include, inter 
alia, the filing of national and international applications 
for patents and the filing of trademark applications. The 
provisions of §1.10 of title 37, Code of Federal Regula- 
tions relating to filing of papers and fees by “Express 
Mail” with certificate, however, do apply to any paper 
or fee (including patent and trademark applications) to 
be filed in the Office. If an application or fee is filed by 
“Express Mail” with a certificate of mailing dated on or 
after Oct. 5, 1985, the amount of the fee to be paid is the 
= established herein if a change is being made in the 
ee. 

It is further intended that the amount due and payable 
for services provided in Fiscal Year 1986 will be the 
amount set in this rulemaking even if the fee becomes 
due prior to Oct. 5, 1985. Such fees include, but are not 
limited to, the annual service charge for subscription 
services (§1.19(c)(1)) and the annual rental for a delivery 
box (§1.21(d)). 

In order to ensure clarity in the implementation of the 
fee proposals, a discussion of specific sections is set forth 
below: 


DISCUSSION OF SPECIFIC RULES 


Section 1.16 National application filing fees 


Section 1.16 is amended to adjust patent application 
filing fees established in §41(a) of title 35, United States 
Code and set forth in paragraphs (a)-(d) and (f)-(j) of 
this section to reflect fluctuations in the Consumer Price 
Index. 

Section 1.16, paragraph (e) is amended to adjust the 
patent application surcharge fee authorized by §111 of 
title 35, United States Code. Paragraph (e) has been 
modified from the proposal to limit the adjustment to 
the surcharge fee to changes which occurred during the 
past three years in the Consumer Price Index. 


Section 1.17 Patent application processing fees 


Section 1.17 is amended to adjust patent application 
processing fees established in §41(a) of title 35, United 
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States Code, and set forth in paragraphs (a)-(g), (1) and 
(m) of this section to reflect fluctuations in the 
Consumer Price Index. The wording of paragraph (1) 
has been broadened to include reference to applicaitons 
abandoned under §371(d) of title 35, United States Code. 
Section 1.17, paragraphs (h)-(k) are amended to adjust 
the patent application processing fees authorized by 
§41(d) of title 35, United States Code, to recover the es- 
timated average cost to the Office of such processing. 
Paragraphs (h)-(k) have been modified from the proposal 
to more precisely recover the estimated average cost to 
the Office of processing petitions to the Commissioner, 
— use proceedings, and non-English language speci- 
cations. 


Section 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees es- 
tablished in §41(a) of title 35, United States Code and set 
forth in paragraphs (a)-(c) of this section to reflect fluc- 
tuations in the Consumer Price Index. 


Section 1.19 Document supply fees 


Section 1.19 is amended to adjust the fees authorized 
by §41(d) of title 35, United States Code for services and 
materials as set forth in paragraphs (a)-(c), (e) and (f) of 
this section to recover the estimated average cost to the 
Office of the specified services and materials. Paragraphs 
(a)-(c) have been modified from the proposal to more 
precisely recover the estimated average cost to the Of- 
fice of supplying the documents specified in these para- 
graphs. Section 1.19 has been modified further to reduce 
the fees specified in paragraphs (e) and (f), which were 
not proposed for adjustment to more precisely recover 
the estimated average cost to the Office of supplying the 
documents. 

Section 1.19, paragraph (a) is amended further to clar- 
ify the services and documents provided. It would pro- 
vide for copies of specific documents at a flat fee. Cop- 
ies of general Office records would be provided at a per 
page fee. Paragraph (a)(4) has been modified from the 
proposal to provide copies of a patent file wrapper and 
its contents at $75 for each 200 pages or a fraction 
thereof. 

Section 1.19, paragraph (b) is amended further to de- 
lete subparagraph (3). A flat fee for comparing and cer- 
tifying copies of documents made from Office records is 
provided in new ant a (i) of this section. 

Section 1.19, paragraph (c) is amended further to pro- 
vide for ten subclasses with the annual service charge. 

Section 1.19 is amended to provide in new paragraph 
(h) a $10 per document flat fee for an uncertified copy 
of a non-United States patent document. This fee would 
apply to copies of foreign patent applications such as 
those which are published at 18 months or when allow- 
able for opposition. 

Section 1.19 is amended to provide in new paragraph 
(i) a flat fee for comparison and certification of each 
copy of a document made from Office records but not 
prepared by the Office. 

Section 1.19 is amended to provide in new paragraph 
(j) a fee for duplicate filing receipts and corrected filing 
receipts due to applicant error. 

Paragraphs (i) and (j) have been modified from the 
proposal to more precisely recover the estimated aver- 
> cost to the Office of supplying the documents speci- 
ied. 


Section 1.20 Post-issuance fees 


Section 1.20, paragraphs (a)-(c) are amended to adjust 
patent post-issuance fees authorized by §41(d) of title 35, 
United States Code, to recover the estimated average 
cost to the Office of such processing. Section 1.20 has 
been modified from the proposal to more precisely re- 
cover the estimated average cost to the Office of the 
post-issuance fees set forth in paragraphs (b)-(c). Section 
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1.20 has been modified further to reduce the fee set 
forth in paragraph (a), which was not proposed for ad- 
justment, to more precisely recover the estimated aver- 
age cost to the ice of providing a certificate of cor- 
rection. 

Section 1.20, paragraphs (d) and (h)-(j), are amended 
to adjust patent post-issuance fees established in §41(a) 
and §41(b) of title 35, United States Code, to reflect 
et . the a vine Index. 7” a 

tion 1.20, paragraphs (e)-(g), are amended to adjust 
4 aon fees authorized by Section 2 of Public Law 
6-517, as modified by Section 404 of Public Law 98- 
622. These fees must be set at a level to eventually re- 
cover 25 percent of the estimated cost to the Office of 
promens patent applications. In order to achieve this 
evel of recovery, these maintenance fees are adjusted to 
reflect fluctuations in the Consumer Price Index. 

Section 1.20, paragraph (k), is amended to adjust the 
patent maintenance surcharge fee authorized by Section 
2 of Public Law 96-517. Paragraph (k) has been modi- 
fied from the proposal to limit the adjustment to the sur- 
charge fee to changes which occurred during the past 
three years in the Consumer Price Index. 

Section 1.20, paragraph (1), is amended to adjust the 
post-issuance fee authorized by §41(b).of title 35, United 
States Code. Paragraph (1) has been modified from the 
proposal to limit the adjustment to the surcharge fee to 
changes which occurred during the past three years in 
the Consumer Price Index. 


Section 1.21 Miscellaneous fees and charges 


Section 1.21 is amended to adjust the miscellaneous 
fees and charges authorized by §41(d) of title 35, United 
States Code and set forth in paragraphs (a)-(f), (h) and 
(i) of this section to recover the estimated average cost 
to the Office of such processing. Section 1.21 has been 
modified from the proposal to more precisely recover 
the estimated average cost to the Office of the miscella- 
neous services for which fees were set forth in para- 
graphs (a)(2)-(a)(6), (b)(1), (d)-(f), (h)(1) and (i). Section 
1.21 has been modified further to reduce the fees speci- 
fied in paragraphs (c) and (h)(2), which were not pro- 
posed for adjustment, to more precisely recover the esti- 
mated average cost to the Office of those services. 

Section 1.21, paragraph (g), is modified from the 
proposal to change the term “copy machine tokens” to 
“CopiShare card.” 

Section 1.21, paragraph (k), is amended to change the 
word “section” to “part” to clarify that any charge not 
provided for in these rules would be made at actual 
cost. 

Section 1.21 is amended to provide in new paragraph 
(m) a $20 fee for processing checks returned “unpaid” 
by a bank. 


Section 1.24 Coupons 


Section 1.24 is amended to adjust the fee for the pur- 
chase of coupons for patents to make it comparable to 
the fee required for the purchase of U.S. patents. 

Section 1.24 is amended to delete reference to forty 
cent coupons which are no longer sold by the Patent 
and Trademark Office. 


Section 1.25 Deposit accounts 


Section 1.25 is amended to establish a restricted sub- 
scription deposit account to be used exclusively for sub- 
scription orders of patent copies as issued. A minimum 
deposit of $300 is required to establish and maintain, 
without payment of a monthly service fee, a restricted 
subscription deposit account. 


Section 1.26 Refunds 


Section 1.26 is amended to change paragraph (c) to 
provide for a refund of $1,300 if the Commissioner de- 
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cides not to institute reexamination proceedings. The 
$1,300 refund would apply to those instances where the 
reexamination fee of $1,770 under §1.20(c) was paid. 
The current $1,200 refund will be made in those cases 
where the current $1,500 reexamination fee was paid. 


Section 1.53 Serial number, filing date, and completion of 
application. 


Section 1.53 is amended to change paragraph (c) to 
reduce to $15 the handling fee charged in the event a 
specification or drawing is not submitted within the time 
period set by the Office. Section 1.53 has been modified 
to more precisely recover the estimated average cost to 
the Office of handling an application with missing parts. 


Section 1.297 Publication of statutory invention registration 


Section 1.297, paragraph (b), is amended to modify 
the statement to be printed on each statut:‘y invention 
registration. The language of the statement is modified 
so as to be more easily understood. 


Section 1.445 International application filing and processing 


fees 


Section 1.445, paragraphs (a)(1)-(a)(4), are amended to 
adjust the fees authorized by §376 of title 35, United 
States Code, for international application processing to 
recover the estimated average cost to the Office of such 

rocessing. The cost of the international search fee set 
orth in paragraph 1.445(a)(2)(i) has been reduced and 
the amount credited by the Office under paragraph 
1.445(a)(2)(ii) is not changed. Paragraphs (a)(1) and 
(a)(3) have been modified from the proposal to more 
precisely recover the estimated average cost to the Of- 
fice of processing international applications. However, 
the amount of the credit under 1.445(a)(4) is somewhat 
a than at present and is the same as in the proposed 
rules. 

Section 1.445(a)(5) is amended to adjust the surcharge 
authorized by §371(d) of title 35, United States Code. 

Paragraph (a)(5) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes 
which occurred during the past three years in the 
Consumer Price Index and to provide for a small and 
large entity amount to be consistent with §1.16(e). 

Section 1.445(a)(6) is amended to adjust the process- 
ing fee for an English translation filed after 20 months 
from the priority date to recover the estimated average 
cost to the Office of such processing. Paragraph (a)(6) 
has been modified from the proposal to more precisely 
recover the estimated average cost to the Office of pro- 
sin - English translation and to be consistent with 

1.17(k). 


Section 1.446 Refund of international application filing and 
processing fees. 


Section 1.446 is amended to delete paragraph (b). The 
substance of the deleted material is included in section 
1.445, paragraph (a)(4). 


Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Fifteen letters submitting written 
comments and eight questions by telephone were re- 
ceived. Oral testimony was presented by one person at 
the public hearing conducted on July 18, 1985. All of 
the written and oral comments were considered in 
adopting the changes set fort! herein. The comments 
submitted appear below along with responses thereto. 
Comment: 

PTO fees are already too high and burdensome to the 
patent community. 
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Reply: 

ere has been no indication that PTO fees are bur- 
densome to the patent community. In 1984, we 
expected to receive 107,000 patent applications and ac- 
tually received 109,539. In 1985, we are currently re- 
oan applications at an annual rate of approximately 

The PTO is adjusting pom processing and patent 
service fees because costs have increased. The Commis- 
sioner may adjust patent statutory fees by changes 
which have occurred during the past three years in the 
Consumer Price Index (CPI). This authority is provided 
by 35 U.S.C. 41(f). The intent of the Congress in index- 
ing the statutory patent fees set in 1982 to the CPI was 
to assure that a precipitous drop in the level of recovery 
did not occur due to inflation. Indexing of statutory pa- 
tent fees was not intended to raise additional revenues 
beyond the rate of inflation. 

The Commissioner also is authorized to adjust non- 
statutory patent fees to recover the estimated average 
cost to the Office of processing, services and materials. 
This authority is provided by 35 U.S.C. 4i(d). As 
previously discussed, several of the proposed fees have 
been modified to more precisely recover the estimated 
average cost to the Office of processing, materials and 
services. 

Comment: 

PTO has failed to abide by the provisions of Public 
Law 96-517 and the accompanying report (House Re- 
port 96-1307). Specifically, the PTO has failed to abide 
by the 50 percent recovery limitation for patent pro- 
cessing fees and the restrictions on the use of fee in- 
come. 

Reply: 

Public Law 96-517, although enacted into law, was 
never fully implemented because the Congress 
H.R. 6260 which was enacted as Public Law 97-247 on 
Aug. 27, 1982. Public Law 97-247 provides for an even- 
tual 100 percent cost recovery through processing and 
maintenance fees except for the subsidy for certain small 
entities, and contains no restrictions on the use of in- 
come from fee revenues. 

This rulemaking adjusts, by the Consumer Price Index 
(CPI), the patent processing (41(a)) and patent mainte- 
nance (41(b)) fees established by Public Law 97-247. 
The CPI adjustment allows the programs supported by 
§41(a) and (b) fees to keep pace with inflation. Any 
growth in the aggregate rate of recovery of fees versus 
costs in this second cycle of fees is due primarily to the 
first time collection of maintenance fee receipts. 

The restrictions on the use of income from fee reve- 
nues, which were included in House Report 96-1307 ac- 
companying Public Law 96-517, were based upon a 50 
percent recovery of patent costs from user fees. Then- 
Commissioner Mossinghoff testified before the Subcom- 
mittee on Courts, Civil Liberties, and Administration of 
Justice, when Congress was considering H.R. 6260, that 
the Administration’s PTO user fee program was pro- 
posed to improve the quality of service at the PTO by 
reducing patent pendency, trademark pendency and au- 
tomating patent and trademark operations. The Commis- 
sioner went on to say that “The major increases in the 
three program areas will be paid for by the sharp in- 
crease in user fees that we are recommending.” The 
Congressional debate on this proposal indicates that the 
Subcommittee approved these innovative fee provisions 
in order to improve the level of patent and trademark 
services provided to users of the Office. 

Comment: 

Fees should relate to the actual “costs of processing 
patent applications” and should not include “overhead” 
expenses. 

Reply: 

The fees applicable to patent filing, issuance and main- 
tenance fees were established by the Congress and set 
forth in 35 U.S.C. §41(a) and (b). Regardless if Congress 
included “overhead” expenses when setting these statu- 
tory patent fees, these fees may be adjusted only to re- 
flect the fluctuations in the CPI every three years. Fees 
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for other processing, services or materials related to pa- 
tents are set by the Commissioner pursuant to 35 U.S.C. 
41(d) to recover the Office’s estimated average cost. The 
legislative history of Public Law 97-247, including the 
accompanying House Report, does not provide guidance 
regarding how “estimated average cost” was to be de- 
termined. These fees were determined under the general 
guidelines of OMB Circular A-25, entitled “User Charg- 
es,” which established general policies for developing an 
equitable and uniform system of charges for certain gov- 
ernment services and property. Circular A-25 provides 
that a reasonable charge should be imposed to recover 
the full cost to the Government of rendering a service 
to an identifiable recipient, who receives a substantial 
benefit not accruing to the general public, e.g., receiving 
a patent. The concept of full cost recovery includes an 
appropriate overhead charge. Therefore, the inclusion of 
overhead expenses in calculating the costs of processing 
patent applications is appropriate. 


Comment: 


The PTO does not include a description of any cost 
containment measure. 
Reply: 

The PTO has taken all possible measures to contain 
costs. During fiscal year 1985, a zero-based analysis was 
conducted of all programs and their associated funding. 
The purpose of the review was to assure that adequate 
resources were available to meet the PTO’s most impor- 
tant priorities while addressing unanticipated costs such 
as, the full absorption of the fiscal year 1985 pay raise, 
new pay scale for patent examiners, higher postal and 
telephone rates, greater use of PTO services, etc. The 
PTO’s annual budget request is thoroughly reviewed by 
the Department of Commerce, by the Office of Manage- 
ment and Budget, and by the Congressional Appropria- 
tions Committees prior to enactment. The PTO is com- 
plying with the President’s Deficit Reduction Program. 
The fiscal year 1986 budget request reflects reductions 
to travel, printing and consultants as required by the 
Deficit Reduction Act of 1984; administrative cost sav- 
ings; and grade reductions and pay cuts. The PTO pro- 
gram to reduce patent pendency, once achieved in 1987, 
will require less resources than are currently expended. 
The Automation program, too, as it achieves its major 
milestones, will deliver cost benefits. 


Comment: 


The PTO has proposed to adjust fees because costs 
have increased but they did not include an explanation 
of how costs were calculated. 

Reply: 

Patent statutory fees, which are set forth in 35 U.S.C. 
41(a) and (b), can be adjusted on Oct. 1, 1985 and every 
three years thereafter to reflect fluctuations which have 
occurred in the Consumer Price Index (CPI). The costs 
of processing a patent application from receipt to issue 
or abandonment were calculated in 1982 at the time the 
present fees were set by statute. The most significant el- 
ements of processing a patent application are compensa- 
tion costs, space and the costs incurred for printing the 
Official Gazette and patent grants. 

As a result of these increases to the major costs in- 
curred in the processing of a patent application, the 
PTO is adjusting the statutory 41(a) and (b) patent fees 
by the full CPI of 11.8 percent in order to recover the 
projected budgeted collections for patent processing for 
the years 1986-1988. 

Non-statutory patent and patent service fees are being 
set to recover the estimated average cost to the Office 
over the next three years (1986-1988) of processing, 
services and materials. Costs for goods and services 
were determined under the general guidelines set forth 
in OMB Circular A-25 entitled “User Charges,” which 
establishes general policies for developing an equitable 
and uniform system of charges for certain Government 
services and property. The cost of all processing, 
services and/or materials associated with each non-statu- 


tory (§41(d)) patent fee was determined. Since these fees 
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are expected to remain in place for three years (1986- 
1988), each cost was adjusted by a mid-cycle inflation 
rate of 6.21 percent which was derived from the Admin- 
istration’s 1986-1988 inflation projection. 


Comment: 


The PTO has proposed to set §41(d) fees at a level 
which exceeds the estimated average cost to the Office. 
PTO’s cost calculations do not support the proposed 
§41(d) fees. 

Reply: 

Fees established pursuant to 35 U.S.C. 41(d) and 376, 
non-statutory patent and patent service fees, are being 
set to recover the estimated average cost to the Office 
over the next three years (1986-1988) of processing, 
services and materials. Costs for goods and services 
were determined under the general guidelines set forth 
in OMB Circular A-25 entitled “User Charges,” which 
establishes general policies for developing an equitable 
and uniform system of charges for certain Government 
services and property. 

The PTO employed cost-finding techniques for deter- 
mining the costs of all processing, services and/or mate- 
rials associated with each non-statutory patent fee. 
These costs were documented by the Director, Office of 
Finance and reviewed by each responsible Assistant 
Commissioner. Since the revised fees are expected to re- 
main in place for the next three years (1986-1988), each 
cost was adjusted by the mid-cycle inflation rate of 6.21 
percent. The fee was then set based upon this inflated 
cost. 

For the first fee cycle (1983-1985), fees established 
under §41(d) and §376 were set in the aggregate to re- 
cover the estimated average cost to the Office of pro- 
cessing, services and materials as defined in PTO budget 
documents. Because of the significant increase in fees 
that was instituted on Oct. 1, 1982, as well as the estab- 
lishment of new fees, the PTO did not have the neces- 
sary experience to accurately predict (nor could it con- 
trol) fee volumes for the first fee cycle. First cycle fees 
were thus set at levels sufficient to maintain financial 
solvency despite possible fluctuations in costs or in 
workload. Fee amounts in most cases also were set at 
convenient integers (e.g., $5 or $10). For the second fee 
cycle (1986-1988), the PTO had proposed to set fees es- 
tablished under §41(d) and §376 using the same method- 
ology. Several comments to the proposed rules 
suggested that the PTO should establish §41(d) and §376 
fees to more precisely recover the estimated average 
cost to the Office of the processing, service or material. 
The fees have been modified to reflect the following: (1) 
PTO experience over the past two and one-half years in 
predicting fee volumes, (2) virtual elimination of the re- 
serve income for fluctuations in cost or in workload, and 
(3) greater reliance upon and use of the individual fee 
costs developed by PTO financial analysts. 

In modifying the proposed fees, the PTO used the 
raw cost data derived for each fee, adjusted that amount 
by the projected mid-cycle inflation rate of 6.21 percent, 
and rounded the adjusted cost by applying standard ar- 
ithmetical rules. Fees of $100 or more were rounded to 
the nearest $10. Fees between $99 and $2 were rounded 
to the nearest whole number. Fees under $2 were round- 
ed for convenience. 

Comment: 

The increase in maintenance fees appears to be driven 
by non-cost considerations. Since they have just begun 
to be collected, there could be no actual cost histories 
on which to base the adjustments. 

Comment: 

The increase in claim fees seem to be proposed with- 
out any seemingly real increase in cost specifically at- 
tributable to these items. 

Reply: 

Patent statutory fees such as claim and maintenance 
fees, which are set forth in 35 U.S.C. 41(a) and (b), may 
be adjusted every three years to reflect changes which 
have occurred in the Consumer Price Index (CPI) for 
the prior three years. The costs of processing, 
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issuing and maintaining patents were calculated in 1982 
at the time the present fees were set by statute. Patent 
maintenance fees as set forth in both Public Laws 96- 
517 and 97-247 are one of several sources of income 
available to the PTO to cover the costs of processing, is- 
suing and maintaining a patent. The most significant ele- 
ments of processing, issuing and maintaining patents are 
personnel compensation, benefits, space and printing 
costs. Since 1982, these costs have risen in an amount 
equal to and in some cases, in an amount exceeding, the 
CPI increase for the individual year. 

As a result of these cost increases, the PTO is adjust- 
ing §41(a) and §41(b) patent fees and the Public Law 
96-517 maintenance fees by the full CPI of 11.8 percent. 
Comment: 

PTO’s proposed adjustments to §41(a) and §41(b) fees 
are higher than the 11.7 percent fluctuation in the 
Consumer Price Index because of the rounding princi- 
ples PTO has applied. 

Reply: 

The intent of the Congress in indexing the statutory 
patent fees, 35 U.S.C. 41(a) and (6), to the CPI was to 
assure that a precipitous drop in the level of recovery 
did not occur due to inflation with regard to the fees set 
in 1982. Indexing of statutory patent fees was not intend- 
ed to be a method of raising additional revenues, nor has 
the PTO used it for that purpose, but rather for adminis- 
trative ease. Rounding will ease the administration of 
these fees by permitting the PTO and users to deal in in- 
crements of ten when the adjusted fee is $100 or greater 
or in even amounts when the fee is below $99. This will 
ease implementation of the 50 percent reduction in fees 
for small businesses, non-profit organizations and indi- 
viduals. Moreover, any surpluses which may result are 
for the short-term only. By applying routine techniques, 
there should be a balancing out of shortfalls and 
surpluses in the long-run. 

Comment: 

The fee for a deferred declaration under 34 U.S.C. 
111 should be changed so that such a fee would only be 
required if the declaration were filed later than three 
months from the actual filing date. 

Reply: 

The suggestion for permitting the declaration to be 
filed up to three months after the actual filing date with- 
out a surcharge has not been adopted. It would place 
administrative burdens on the Office since it would en- 
courage the late filing of oaths or declaration. 

Comment: 


There appears to be nc justification for the significant 
increase to the surchage fees. 
Reply: 

In proposing adjustments to penalty surcharge fees, 
the PTO considered the costs incurred in providing spe- 
cial handling to certain cases, and proposed to set the 
fee at a level that would recover costs and preclude un- 
necessary resort to pertinent procedures but not so high 
as to be burdensome where resort to these procedures is 
necessary. In response to several comments received on 
the proposed surcharge fees, the proposal has been mod- 
ified to limit the adjustments to surcharge fees set forth 
in §1.16(e), §1.20(k), §1.20(1) and §1.445 (a)(5) to changes 
which have occurred during the past three years in the 
Consumer Price Index. 

Comment: 

Patent Cooperation Treaty (PCT) fee increases far ex- 
ceed the 11.7 percent average increase applied to nation- 
al applications. This increase could seriously affect use 
of PCT system. 

Reply: 

The PCT fees set under 35 U.S.C. 376 are based on 
cost recovery and are not adjusted by the Consumer 
Price Index. The fees under §1.445 are set to reflect esti- 
mated average processing costs. A reduction was made 
in the amount of the international search fee if per- 
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formed by the U.S. Patent and Trademark Office. While 
the credit for a prior U.S. search is unchanged and other 
PCT fees are increased, the overall adjustment level of 
PCT fees is generally in line with the CPI. 

Comment: 

The small entity reduction should be adopted for the 
PCT surcharge. 

Reply: 

The final rule has been modified from the proposal 
to provide for small and large entity amounts in 
}1.445(a)(5). This is to correspond to a similar fee in 
§1.16(e). 

Comment: 

The pro fees for a copy of a patent file ioe 
and its contents (1.19(a)(4)) are unfair at the break; 
It would be more equitable to charge $75 for eac 200 
pages or fraction thereof. 

—_ 

2 porate a fee of $75 for up to 200 pages and 
$350 201 pages or more for a copy of a patent file 
wrapper and its contents, the PTO was attempting to 
move to a flat fee for this service. Since there were ob- 
jections to the breakpoint, the final rule has been modi- 
fied from the proposal to reflect a fee of $75 for each 
200 pages or fraction thereof. 

Comment: 

The pro increase in §1.20(c) regarding requests 
for reexamination and the related decreasq in §1.26(c) re- 
lating to refunds where reexamination is not ordered, ap- 
peared to be set from a revenue generating standpoint 
rather than being cost-driven. 

Reply: 

While the comment does not suggest what the fees 
should be, it is noted that the two fees have to be con- 
sidered together. The notice of proposed rulemaking set 
a fee of $1,800 for filing a request for reexamination, 
which was an increase from the previous fee of $1,500. 
This fee has been modified from the pro; and is now 
set at $1770. The refund where reexamination is denied 
was proposed to be raised from $1,200 to $1,300, which 
raises the refund from the amount previously refunded. 
The amount refunded has not changed from the pe se 
al. The relative amounts of the initial fee and the refun 
are set to obtain the necessary recovery of costs from 
reexamination. 

Comment: 

A separate schedule of fees should be instituted for in- 
terference proceedings, but such fees should apply only 
to junior parties, since interferences are conducted pri- 
marily for their benefit. 

Reply: 

The rules already provide for certain fees relating 
to interference proceedings; see §1.644(e) and (f), and 
§1.666(b) and (c). In general, however, the PTO decided 
in 1982 that the costs of interference proceedings should 
be factored into the fees charged in connection with the 
processing and examination of patent applications, be- 
cause (1) an interference is a proceeding instituted by 
the PTO, and (2) it would not be administratively feasi- 
ble to attempt to provide a fee schedule to cover the 
myriad of different situations which may occur in the 
course of an interference. Since these reasons are still 
considered applicable, the suggestion has not been 
adopted. 

Comment: 

The proposed fee for admission to the examination 
(1.21(a)(1)) for registration to practice is too high for 
students who often sit for the exam and it is inappropri- 
= because administering the exam is not a service to 

— but a cost of operating the PTO. 
Reply: 

The fee for admission to the examination for registra- 
tion to practice reflects the costs of conducting the ex- 
amination twice a year nationwide. The significant in- 
crease is due to the fact that the fee had been 
understated in relation to cost during the 1983-1985 fee 
cycle. Fees established in this rulemaking will more pre- 
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cisely recover the estimated average cost to the Office 
of administering and grading the examination and are 
consistent with the cost recovery principles of OMB 
Circular A-25. 

Comment: 

The proposed fee for requesting a regrading of an ex- 
amination (1.21(a)(6)) should be waived if the regrading 
request was necessitated by a PTO error. 

Reply: 

Any fee may be refunded if paid by mistake or paid in 
excess of that required. See 35 U.S.C. 42(d). 

Comment: 

The PTO should retain the present fee for admission 
to the examination to practice before the Office 
(1.21(a)(1)) and increase the fee payable upon registra- 
tion to practice (1.21(a)(2)). 

Reply: 

This suggestion has not been adopted in this 
rulemaking. The fees for admission to the examination 
and for registration to practice have been set to recover 
the cost of those services. 

Comment: 

The proposed fee for reviewing a decision of the Di- 
rector of Enrollment and Discipline (1.21(a)(5)) appears 
to be low in view of the significant amount of time and 
effort involved in a review. 

Reply: 

The fee for this service, as modified, recovers the esti- 
mated average cost to the Office of providing the ser- 
vice. 

Comment: 

The fees for processing an application filed with a 
 aegeag s in a non-English language (1.17(k)) and for 
iling an English translation of an international applica- 
tion later than 20 months after the priority date (1.445 
(a)(6)) appear to be in excess of cost. 

Reply: 

The final rules have been modified from the proposed 
to provide for a fee of $26, the cost of processing appli- 
cations filed with non-English language specifications in 
both domestic and international cases. 

Comment: 


An extension of time to Aug. 16, 1985 for the submis- 
sion of comments was requested. 
Reply: 

The PTO is required by 35 U.S.C. 41(g) to publish a 
notice of fee increases in the Federal Register at least 60 
days prior to the effective date of the fee increase. In or- 
der to have the proposed fee increases become effective 
near the start of the fiscal year, the extension of time 
could not be granted. 

Comment: 


Why were there no proposals to adjust trademark 
fees? 
Reply: 

Adjustments to fees for filing and processing a trade- 
mark eee and for other processing, services or 
materials related to trademarks were not proposed at 
this time, pending review of trademark automation cost 
requirements. 

Comment: 

Do we plan to verify the inflation rate before publica- 
tion of the final rules? 
Reply: 

The projected inflation rate has been verified. The 
Administration’s _ latest projected annual cumulative 
Consumer Price Index for the three year period 1982- 
1985 is 11.8 percent. Application of this index to §41(a) 
and §41(b) fees results in no change from the proposal. 
Other Considerations: The rule change is in conformity 
with the requirements of the Regulatory Flexibility Act 
(Public Law 96-354), Executive Order 12291, and the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
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seq. There are no information collection requirements 
relating to patent fee rules. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Public Law 96-354). 
The principal impact of the major patent fees has al- 
ready been taken into account in Public Law 97-247, 
which provided small entities with a 50 percent reduc- 
tion in the major patent fees. Although that legislation 
will expire on Sept. 30, 1985, legislation has been intro- 
duced to reauthorize the 50 percent reduction in patent 
fees for an additional three years. The rule change ad- 
justs fees to reflect the change in the Consumer Price 
Index and cost of processing services as provided by 
statute (35 U.S.C. 41(d) and 41(f)). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 

phic regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, 41, 111, 157, 302, and 376 and Public 
Laws 96-517, 97-247 and 98-622, the Patent and Trade- 
~— Office is amending 37 CFR Part 1 as set forth be- 
low. 


1. The authority citation for 37 CFR Part 1 contin- 
ues to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.16 is revised to read as follows: 
§1.16 National application filing fees. 


(a) Basic fee for filing each application for an 
original patent, exc’ design or plant cases: 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original 
application, for filing or later | _ of each 
independent claim in excess of 3: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original 
application, for filing or later presentation of each 
claim (whether independent or dependent) in ex- 
cess of 20. (Note that §1.75(c) indicates how mul- 
tiple dependent claims are considered for fee cal- 
culation purposes): 


By a small entity (§1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original 
application, if the application contains, or is 
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amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), 
(c) and (d) are not paid cn filing or on later pre- 
sentation of the claims for which the additional 
fees are due, they must be paid or the claims can- 
celled by amendment, prior to the expiration of 
the time period set for response by the Office in 
any notice of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or 
declaration on a date later than the filing date of 
the application: 


By a small entity (§1. xf) 
By other than a small entity 


(f) For filing each design application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§1. i 
By other than a small en 


(i) In addition to the basic filing fee in a reissue ap- 
plication, for filing or later Papers of each 
independent claim which is in excess of the num- 
ber of independent claims in the original patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue ap- 
plication; for filing or later presentation of each 
claim (whether independent or dependent) in ex- 
cess of 20 and also in excess of the number of 
claims in the original patent. (Note that §1.75(c) 
indicates how multiple dependent claims are con- 
sidered for fee purposes): 


By a small entity (§1.9(f)) 
By other than a small entity 


(Note, see §1.445 for international application fil- 
ing and processing fees). 


(35 U.S.C. 6, 41, 111; Public Law 97-247) 


3. Section 1.17 is amended by revising paragraphs 
(a)-(m) to read as follows: 


§1.17 Patent application processing fees. 


(a) Extension fee for response within first month pur- 
suant to §1.136(a): 


By a small entity (§1. 9) 
By other than a small entity 


(b) Extension fee for response within second month 
pursuant to §1.136(a): 


By a small entity (§1.9(f)) 
By other than a small entity 
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(c) Extension fee for response within third month 
pursuant to §1.136(a): 


By a small entity (§1.9(f)) 
By other than a small 


(d) Extension fee for response within fourth month 
pursuant to §1.136(a): 


By a small entity (§1. 1s) 
By other than a small 


(e) For filing a notice of appeal from the examiner to 
the Board of Patent Appeals and Interferences: 


By a small entity (§1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, 
for filing a brief in support of an appeal: 


By a small entity (§1.9(f)) $65.00 
By other than a small entity 


(g) mes  y ~s a request for an oral hearing before the 
Patent Appeals and Interferences in ap- 
a cad 35 U.S.C. 134: 


By a small entity (§1.9(f)) 
By other than a small entity 


(h) For filing a petition to the Commissioner 
under a section of this part listed below 
which refers to this paragraph 1 


§1.47 — for filing by cther than all the inventors 
or a person not the inventor. 
§1.48 — for correction of inventorship. 
§1.182 — for decision on questions not specifical- 
ly provided for. 
§1.183 —to suspend the rules. 
§1.295 — for review of refusal to publish a statu- 
tory invention registration. 
§1.377 — for review of decision refusing to ac- 
cept and record payment of a maintenance fee 
filed prior to expiration of patent. 
§1.378(e) — for reconsideration of decision on pe- 
tition refusing to accept delayed payment of 
maintenance fee in expired patent. 
§1.644(e) — for petition in an interference. 
§1.644(f) — for request for reconsideration of a 
decision on petition in an interference. 
§1.666(c) — for late filing of interference settle- 
ment agreement. 
§§5.12, 5.13, & 5.14 — for expedited handling of 
foreign filing license. 
535 — for changing the scope of a license. 

5.25 — for retroactive license. 


For filing a petition to the Commissioner 
under a section of this part listed below 
which refers to this paragraph $72 


§1.12 — for access to an assignment record. 

§1.14 — for access to an applicaticn. 

§1.55 — for entry of late priority pa: 

§1.102 — to make application s 

§1.103 — to suspend action in application. 

§1.177 — for divisional reissues to issue separately. 
pl 312 — for amendment after payment of issue 
fee. 

§1.313 — to withdraw an application from issue. 
§1.314 — to defer issuance of a patent. 

§1.334 — for patent to issue to assignee, assignment 
recorded late. 
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§1.666(b) — for access to interference set- 
tlement agreement. 


(j) For filing a petition to institute a public 
use proceeding under §1.292 $860.00 


(k) For processing an application filed with a 
specification in a non-English language (§ 
1.52(d)) $26.00 


()) For filing a petition (1) for the revival of an un- 
avoidably abandoned application under 35 U.S.C. 
133, or 371 or (2) for delayed payment of the is- 
sue fee under 35 U.S.C. 151: 


By a small entity (§1.9(f)) 
By other than a small entity 


(m)For filing a petition (1) for revival of an uninten- 
tionally abandoned application or (2) for the unin- 
tentionally delayed payment of the fee for issuing 
a patent: 


By a small entity (§1.19(f)) 
By other than a small entity 


(35 U.S.C. 6, 41, 157, 376; Public Law 97-247) 
4. Section 1.18 is revised to read as follows: 
§1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue pa- 
tent, except a design or plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing « plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(35 U.S.C. 6, 41, Public Law 97-247) 

5. Section 1.19 is amended by revising paragraphs 
(a)-(c), (e) and (f), and by adding new paragraphs 
(a)(7), and (h)-(j) to read as follows: 

§1.19 Document supply fees. 


The Patent and Trademark Office will supply copies 
of the following documents upon payment of the fees in- 


dicated: 


(a) Uncertified copies of Office documents: 


(1) Printed copy of a patent, including a 
design patent, statutory invention registra- 

tion, or defensive publication document, 
except color plant patent or color statutory 
invention registration $1.50 
(2) Printed copy of a plant patent or statu- 

tory invention registration in color $6.00 
(3) Copy of patent application as filed ... $9.00 
(4) Copy of patent file wrapper and con- 

tents, per 200 pages or a fraction thereof . $75.00 
(5) Copy of Office records, except as oth- 
erwise provided in this section, per page . $.50 
(6) Microfiche copy of microfiche, per 
microfiche 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


(7) Copy of patent assignment record .... $1.50 
(b) Certified copies of Office documents: 


(1) For certifying Office records, per cer- 
tificate 

(2) For a search of assignment records, ab- 

stract of title and certification, per patent . $12.00 


(c) Subscription services: 


(1) Subscription orders for printed copies 
of patents as issued, annual service charge 
for entry of order and ten subclasses .... 
(2) For annual subscription to each addi- 
tional subclass in addition to the ten cov- 
ered by the fee under paragraph (c)(1) of 
this section, per subclass $.70 


(e) List of patents in subclass: 


(1) For list of all United States patents and 
statutory invention registrations in a sub- 
class, per 100 numbers or fraction thereof . 
(2) For list of United States patents and 
statutory invention registrations in a sub- 
class limited by date or number, per 50 
numbers or fraction thereof 


(f) Microfiche copy of patent file record .... 


eseeee 


(h) Uncertified copy of a non-United States 
patent documeni, per document $ 


(i) To compare and certify copies made from 
Patent and Trademark Office records but 


not prepared by the Patent and Trademark 
Office, per copy of document 


(j) Additional filing receipts: 


Duplicate 
Corrected due to applicant error 


(35 U.S.C. 6, 41, 157) 


6. Section 1.20 is amended by revising paragraphs 
(a)-(1) to read as follows: 


§1.20 Post-Issuance fees. 


(a) For providing a certificate of correction of 
applicant’s mistake (§1.323) 


(b) Petition for correction of inventorship in 
patent (§1.324) $1 


(c) For filing a request for reexamination 


(§1.510(a)) 


(d) For filing each statutory disclaimer 
(§1.321): 


By a small entity (§1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue pa- 
tent, except a design or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 4 years; the fee is due by three years 
and six months after the original grant . . $225.00 


(f) For maintaining an original or reissue pa- 
tent, except a design or plant patent, based 
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on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 4 years; the fee is due by three years 
and six months after the original grant . . $225.00 


(f) For maintaining an original or reissue pa- 


tent, except a design or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 8 years, the fee is due by seven years 
and six months after the original grant . . $445.00 


(g) For maintaining an original or reissue pa- 


tent, except a —— or plant patent, based 
on an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982, in force be- 
yond 12 years; the fee is due by eleven 
years and six months after the original 


(h) For maintaining an original or reissue patent, ex- 


cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 4 years; the fee is due by three years and six 
months after the original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


For maintaining an original or reissue patent, ex- 
cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 8 years; the fee is due by seven years and 
six months after the original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


(j) For maintaining an original or reissue patent, ex- 


cept a design or plant patent, based on an applica- 
tion filed on or after Aug. 27, 1982, in force be- 
yond 12 years; the fee is due by eleven years and 
six months after the original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


(k) Sunes for paying a maintenance fee 


during the 6-month grace period following 
the expiration of three years and six 
months, seven years and six months, and 
eleven years and six months after the date 
of the original wy of a patent based on 
an application filed on or after Dec. 12, 
1980 and before Aug. 27, 1982 


Surcharge for paying a maintenance fee during 
the 6-month grace period following the expiration 
of three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an 
application filed on or after Aug. 27, 1982: 


By a small entity (§1.9(f)) 
By other than a small entity 


s*#ee8 


(35 U.S.C. 6, 41, 302; Public Laws 96-517, 97- 
247, 98-622) 


. Section 1.21 is amended by revising paragraphs 
(a)-(i) and (k), and adding a new paragraph (m) to 
read as follows: 
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(a) Registration of attorneys and agents: 


(1) For admission to examination for regis- 
tration to practice, fee payable upon appli- 
cation 

(2) On registration to practice 

(3) For reinstatement to practice 

(4) For certificate of good standing as an 
attorney or agent 

Suitable for framing 

(5) For review of a decision of the Direc- 
tor of Enrollment and Discipline under 
§10.2(c) 

(6) For requesting regrading of an exami- 
nation under §10.7(c) 


(b) Deposit accounts: 


(1) For establishing or reinstating a deposit 
account 

(2) Service charge for each month when 
the balance at the end of the month is be- 


(3) Service charge for each month when 
the balance at the end of the month is be- 
low $300 for restricted subscription deposit 
accounts used exclusively for subscription 
order of patent copies as issued 


(c) Disclosure document: 

For filing a disclosure document 
(d) Delivery box: 

Local delivery box rental, per annum ... . 
(e) International-type search reports: 


For preparing an international-type search 
report of an international-type search made 
at the time of the first action on the merits 
in a national patent application 


(f) Search of Office records: 


For searching Patent and Trademark Of- 
fice records for purposes not otherwise 
specified, per one-half hour or fraction 
thereof 


(g) CopiShare card: 


(h) Recording of documents: 


(1) For recording each assignment, agree- 
ment or other paper relating to the proper- 
ty in a patent or application 

(2) Where a document to be recorded un- 
der paragraph (h)(1) of this section refers 
to more than one patent or application, for 
each additional patent or application .... 


Publication in Official Gazette: 


For publication in the Official Gazette of a 
notice of the availability of an application 
or a patent for licensing or sale, each ap- 
plication or patent 
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$2.00 


§1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the (k) For items and services, that the Commis- 
following fees for the services indicated: sioner finds may be supplied, for which 
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fees are not specified by statute or by this 
pert. such charges as may be determined 

y the Commissioner with respect to each 
nA item or service 


(m)For pape. each check returned ‘ 
paid” by a bank 


(35 U.S.C. 6, 41) 


8. Section 1.24 is proposed to be revised to read as 
follows: 


§1.24 Coupons. 


Coupons in denominations of one dollar for the Bay 
chase of trademark registrations and one dollar and 
cents for the purchase of patents, designs, defensive od 
lications, and statutory invention registrations are sold 
by the Patent and Trademark Office for the convenience 
of the general public; these coupons may not be used for 
any scar puanies . The one dollar coupons are sold in- 
dividually oad in ad io tothe of 50 with stubs for record for 
$50 and the one dollar and fifty cent cou oe are sold 
individually and in books of 50 with stubs for record for 
$75. These coupons are good until used; they may be 
transferred but cannot be redeemed. 


(35 U.S.C. 6) 


9. Section 1.25, paragraph (a), is revised to read as 
follows: 


§1.25 Deposit accounts. 


(a) For the convenience of attorneys, and the general 
public in paying any fees due, in ordering services 
offered by the Office, copies of records, etc., de- 
posit accounts may be established in the Patent 
and Trademark Office u payment of the fee 
for establishing a deposit account (§1.21(b)(1)). A 
minimum deposit of $1,000 is required for paying 
any fees due or in ordering any services offered 
by the Office. However, a minimum deposit of 
$300 may be paid to establish a restricted sub- 
scription deposit account used exclusively for 
subscription order of ee copies as issued. At 
the end of each month, a deposit account state- 
ment will be rendered. A remittance must be 
made promptly upon receipt of the statement to 
cover the value of items or services charged to 
the account and thus restore the account to its es- 
tablished normal deposit. An amount sufficient to 
cover all fees, services, copies, etc., requested 
must always be on deposit. Charges to accounts 
with insufficient funds will not be accepted. A 
service charge (§1.2i(b)(2)) will be assessed for 
each month that the balance at the end of the 
_— is below $1,000. For restricted subscription 

it accounts, a service -—_, (§1. 21(6)(3)) 
be assessed for each month that the balance 
at the end of the month is below $300. 


eeees 
(35 U.S.C. 6) 


10. Section 1.26 is amended by revising paragraph (c) 
to read as follows: 


§1.26 Refunds. 
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(c) If the Commissioner decides not to institute a 
reexamination proceeding, a refund of $1,300 will 
be made to the requester of the proceeding. Reex- 
amination requesters should indicate whether any 
refund should be made by check or by credit to a 
deposit account. 


(35 U.S.C. 6, 41) 


11. Section 1.53 is amended by revising paragraph (c) 
to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


(c) If any application is filed without the specifica- 
tion or drawing required by paragraph (b) of this 
section, applicant will be so notified and given a 
time period with which to submit the omitted 
specification or drawing in order to obtain a fil- 
ing date as of the date of filing of such submis- 
sion. If the omission is not corrected within the 

riod set, the application will be returned 
of; the fee, if submitted, 

ess a $15.00 handling fee. 


- 
or erwise dis 
will | be refunded less 


. Section 1.297, paragraph (b), is revised to read as 
follows: 


§1.297 Publication of statutory invention registra- 
tion. 


(b) Each statutory invention registration published 
will include a statement relating to the attributes 
of a statutory invention registration. The state- 
ment will read as follows: 


A statutory invention registration is not a patent. 
It has the defensive attributes of a patent but does 
not have the enforceable attributes of a patent. 
No article or advertisement or the like may use 
the term patent, or any term suggestive of a pa- 
tent, when referring to a statutory invention reg- 
istration. For more specific information on the 
rights associated roy a statutory invention regis- 
tration see 35 U.S.C. 157. 


(35 U.S.C. 6, 157) 


13. Section 1.445 is amended by revising paragraph 
(a) to read as follows: 


§1.445 International application filing and pro- 
cessing fees 


(a) The following fees and charges are established 
by the Patent and Trademark Office under the 
authority of 35 U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14) $170.00 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 
16) where: 


(i) No corres poatns prior United States 


ya application with fee has been 
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(ii) Corresponding prior United States national (6) For filing an English translation of an in- 
application with fee has been filed $250.00 ternational application later than 
months after the priority date (§1.61(b)) . . $26.00 
we as search fee when required 
see 


CT Art. 17(3)(a) and PCT Rule <a 
40.2), per additional invention 
(35 U.S.C. 6, 376) 


(4) The national fee, that is, the amount set forth as : : F 
the filing fee under §1.16(a) through (4) credited, ‘fection 1.446 is amended by removing paragraph 


pha gee at the time of filing, by = — of 

.00 where an international search fee as re- 

quired by paragraph (a)(2)(i) of this section has =" of international application filing and pro- 
been paid on the corresponding international ap- ‘ 

plication to the United States Patent and Trade- eeeee 

mark Office as an International Searching Au- 

thority. Only one such credit is permitted based (b) [Reserved] 


on a single international search fee. 
. ; (35 U.S.C. 6, 376) 
(5) Surcharge for filing the national fee or oath or 
Guaiion later than 20 months from the priority DONALD J. QUIGG, 
date: July 31, 1985, Acting Commissioner 
of Patents and Trademarks. 
By a small entity (§1.9(f)) 


By other than a small entity [1057 OG 24] 


Public Law 96-517 
96th Congress 


An Act 


To amend the patent and trademark laws. Dec. 12, 1980 


Be it enacted by the Senate and House of/Representatives of the United States of (H.R. 6933] 
America in Congress assembled, That title 35 of the United States Code, entitled “Pa- Patent and 
tents”, is amended by adding after chapter 29 the following new chapter 30: trademark laws, 

amendment. 


“CHAPTER 30-PRIOR ART CITATIONS TO OFFICE AND 
REEXAMINATION OF PATENTS 


“ 


“301. Citation of prior art. 

“302. Request for reexamination. 

“303. Determination of issue by Commissioner. 
. Reexamination order by Commissioner. 
. Conduct of reexamination proceedings. 


. Appeal. 
. Certificate of patentability, unpatentability, 
and claim cancellation. 


“§ 301. Citation of prior art 35 USC 301. 


Any person at any time may cite to the Office in writing prior art consisting of 
patents or printed publications which that person believes to have a bearing on the 
patentability of any claim of a particular patent. If the person explains in writing the 
pertinency and manner of applying such prior art to at least one claim of the patent, 
the citation of such prior art and the explanation thereof will become a part of the 
Official file of the patent. At the written request of the person citing the prior art, 
his or her identity will be excluded from the patent file and kept confidential. 


“§ 302. Request for reexamination 


“Any person at any time may file a request for reexamination by the Office of any 
claim of a patent on the basis of any prior art cited under the provisions of section 
301 of this title. The request must be in writing and must be accompanie- by 
payment of a reexamination fee established by the Commissioner of Patents pursuant 
to the provisions of section 41 of this title. The request must set forth the pertinency 
and manner of applying cited prior art to every claim for which reexamination is re- 
quested. Unless the requesting person is the owner of the patent, the Commissioner 
promptly wi!l send a copy of the request to the owner of record of the patent. 


“§ 303. Determination of issue by Commissioner 35 USC 303. 


“(a) Within three months following the filing of a request for reexamination under 
the provisions of section 302 of this title, the Commissioner will determine whether 





1086 TMOG 76 


(62) 


35 USC 305. 


35 USC 132, 133. 


35 USC 134. 


35 USC 141-145. 


35 USC 307. 


35 USC 252. 


35 USC 41. 
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a substantial new question of patentability affecting any claim of the patent con- 
cerned is raised by the request, with or without consideration of other patents or 
printed publications. On his own initiative, and any time, the Commissioner may de- 
termine whether a substantial new question of patentability is raised by patents and 
—" discovered by him or cited under the provisions of section 301 of this 
title. 

“(b) A record of the Commissioner’s determination under subsection (a) of this 
section will be placed in the official file of the patent and a copy promptly will be 
given or mailed to the owner of record of the patent and to the person requesting 
reexamination, if any. 

“(c) A determination by the Commissioner pursuant to subsection (a) of this sec- 
tion that no substantial new question of patentability has been raised will be final 
and nonappealable. Upon such a determination, the Commissioner may refund a por- 
tion of the reexamination fee required under section 302 of this title. 


“§ 304. Reexamination order by Commissioner 


“If, in a determination made under the provisions of subsection 303(a) of this title, 
the Commissioner finds that a substantial new question of patentability affecting any 
claim of a patent is raised, the determination will include an order for reexamination 
of the patent for resolution of the question. The patent owner will be given a rea- 
sonable period, not less than two months from the date a copy of the determination 
is given or mailed to him, within which he may file a statement on such question, 
including any amendment to his patent and new claim or claims he may wish to 
propose, for consideration in the reexamination. If the patent owner files such a 
statement, he promptly will serve a copy of it on the person who has requested 
reexamination under the provisions of section 302 of this title. Within a period of 
two months from the date of service, that person may file and have considered in 
the reexamination a reply to any statement filed by the patent owner. That person 
promptly will serve on the patent owner a copy of any reply filed. 


“§ 305. Conduct of reexamination proceedings 


“After the times for filing the statement and reply provided for by section 304 of 
this title have expired, reexamination will be conducted according to the procedures 
established for initial examination under the provisions of sections 132 and 133 
of this title. In any reexamination proceeding under this chapter, the patent owner 
will be permitted to propose any amendment to his patent and a new claim or 
claims thereto, in order to distinguish the invention as claimed from the prior art 
cited under the provisions of section 301 of this title, or in response to a decision 
adverse to the patentability of a claim of a patent. No proposed amended or new 
claim enlarging the scope of a claim of the patent will be permitted in a reexamina- 
tion proceeding under this chapter. All a ae under this sec- 
tion, including any ap to the Board of Appeals, will be conducted with special 
dispatch within the ice. 


“§ 306. Appeal 


“The patent owner involved in a reexamination proceeding under this chapter 
may appeal under the provisions of section 134 of this title, and may seek court re- 
view under the provisions of sections 141 to 145 of this title, with respect to any de- 
cision adverse to the patentability of any original or proposed amended or new 
claim of the patent. 


“§ 307. Certificate of patentability, unpatentability, and claim cancellation 


“(a) In a reexamination proceeding under this chapter, when the time for appeal 
has expired or any appeal proceeding has terminated, the Commissioner will issue 
and publish a certificate canceling any claim of the patent finally determined to be 
unpatentable, confirming any claim of the patent determined to be patentable, and 
incorporating in the patent any proposed amended or new claim determined to be 
patentable. 

“(b) Any proposed amended or new claim determined to be patentable and incor- 
porated into a patent following a reexamination proceeding will have the same ef- 
fect as that specified in section 252 of this title for reissued patents on the right of 
any person who made, purchased, or used anything patented by such pro 
amended or new claim, or who made substantial preparation for the same, prior to 
issuance of a certificate under the provisions of subsection (a) of this section.” 

SEc. 2. Section 41 of title 35, United States Code, is amended to read as follows: 


“§ 41. Patent fees 


“(a) The Commissioner of Patents will establish fees for the processing of an ap- 
plication for a patent, from filing through disposition by issuance or abandonment, 
for maintaining a patent in force, and for providing all other services and materials 
— to patents. No fee will be established for maintaining a design patent in 
‘orce. 

“(b) By the first day of the first fiscal year beginning on or after one calendar year 
after enactment of this Act, fees for the actual processing of an application for 
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a patent, other than for a design patent, from filing through dispostion by issuance 
or abandonment, will recover in ag age 25 Pon centum of the estimated average 
cost to the Office of such processing. By the first day of the first fiscal year begin- 
ning on or after one calendar year after enactment, fees for the processing of an ap- 
plication for a design patent, from filing through Fe sapere by issuance or abandon- 
ment, will recover in aggregate 50 per centum of the estimated average cost to the 
Office of such processing. 

“ (c) By the fifteenth fiscal year following the date of enactment of this Act, fees 
for maintaining —_ in force will recover 25 per centum of the estimated cost to 
the Office, for the year in which such maintenance fees are received, of the actual 
processing all applications for patents, other than for design patents, from filing 
through disposition by issuance or abandonment. Fees for maintaining a patent in 
force will be due three years and six months, seven years and six months, and elev- 
en years and six months after the grant of the patent. Unless —— of the applica- 
ble maintenance fee is received in the Patent and Trademark ice on or before the 
date the fee is due or within a grace period of six months thereafter, the patent will 
expire as of the end of such grace period. The Commissioner may require the pay- 
ment of a surcharge as a condition of accepting within such six-month grace period 
the late payment of an applicable maintenance fee. 

“(d) By the first day of the first fiscal year beginning on or after one calendar 
year after enactment, fees for all other services or materials related to patents will 
recover the estimated average cost to the Office of performing the service or fur- 35 USC 13. 
nishing the material. The yearly fee for providing a library specified in section 13 of 
this title with uncertified printed copies of the specifications and drawings for all pa- 
tents issued in that year will be $50. 

“(e) The Commissioner may waive the payment of any fee for any service or mate- 

rial related to patents in connection with an occasional or incidental request made 

by a department or agency of the Government, or any officer thereof. The Commis- 

sioner may provide any applicant issued a notice under section 132 of this title 

with a copy of the specifications and drawings for all patents referred to in that no- 35 USC 132. 
tice without charge. 

“(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery 
specified in this section; however, no patent application processing fee or fee for 
maintaining a patent in force will be adjusted more than once every three years. 

“(g) No fee established by the Commissioner under this section will take effect 
prior to sixty days following notice in the Federal Register.” 

Sec. 3. Section 42 of title 35, United States Code, is amended to read as follows: 


“§ 42. Patent and Trademark Office funding 35 USC 42. 


“(a) All fees for services performed by or materials furnished by the Patent and 
Trademark Office will be payable to the Commissioner. 

“(b) All fees paid to the Commissioner and all appropriations for defraying the 
costs of the activities of the Patent and Trademark ice will be credited to the Pa- 
tent and Trademark Office Appropriation Account in the Treasury of the United 
States, the provisions of section 725e of title 31, United States Code, notwithstand- 
in, 


g. 

“(c) Revenues from fees will be available to the Commissioner of Patents to carry 
out, to the extent provided for in appropriation Acts, the activities of the Patent and 
Trademark Office. 

“(d) The Commissioner may refund any fee paid by mistake or any amount paid 
in excess of that required.” 

SEc. 4. Section 154 of title 35, United States Code, is amended by deleting the 


amended to read as follows: 
“§ 31. Fees 


“(a) The Commissioner of Patents will establish fees for the filing and processing 
of an application for the registration of a trademark or other mark and for all other 
services performed by and materials furnished by the Patent and Trademark Office 
related to trademarks and other marks. Fees will be set and adjusted by the Com- 
missioner to recover in aggregate 50 per centum of the estimated average cost to 
the Office of such processing. Fees for all other services or materials related to 
trademarks and other marks will recover the estimated average cost to the Office of 
performing the service or furnishing the material. However, no fee for the filing or 
processing of an application for the registration of a trademark or other mark or for 
the renewal or assignment of a trademark or other mark will be adjusted more than 
once every three years. No fee established under this section will take effect prior to 
sixty days following notice in the Federal Register. 

“(b) The Commissioner may waive the payment of any fee for any service or ma- 
terial related to trademarks or other marks in connection with any occasional re- 
quest made by a department or agency of the Government, or any officer thereof. 
The Indian Arts and Crafts Board will not be charged any fee to register Govern- 
ment trademarks of genuineness and quality for Indian products or for products of 
particular Indian tribes and groups.” 

SEc. 6. (a) Title 35 of the United States Code, entitled “Patents”, is amended by 
adding after chapter 37 the following new chapter 38: 
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“CHAPTER 38-PATENT RIGHTS IN INVENTIONS MADE 
WITH FEDERAL ASSISTANCE 


“200. Policy and objective. 

“201. Definitions. 

“202. Disposition of rights. 

“203. March-in rights. 

“204. Preference for United States industry. 

“205. Confidentiality. 

“206. Uniform clauses and regulations. 

“207. Domestic and foreign protection of federally owned inventions. 
“208. Regulations governing Federal licensing. 

“209. Restrictions on licensing of federally owned inventions. 
“210. Precedence of chapter. 

“211. Relationship to antitrust laws. 


“§200. Policy and objective. 


“It is the policy and objective of the Congress to use the patent system to pro- 
mote the utilization of inventions arising from federally supported research or de- 
velopment; to encourage maximum participation of small business firms in federally 
supported research and development efforts; to promote collaboration between 
commercial concerns and nonprofit organizations, including universities; to ensure 
that inventions made by nonprofit organizations and small business firms are used in 
a manner to promote free competition and enterprise; to promote the commercial- 
ization and public availability of inventions made in the United States by United 
States industry and labor; to ensure that the Government obtains sufficient rights in 
federally supported inventions to meet the needs of the Government and protect the 
public against nonuse or unreasonable use of inventions; and to minimize the costs 
of administering policies in this area. 


35 USC 201. “§201. Definitions 


“As used in this chapter— 

“(a) The term ‘Federal agency’ means any executive agency as defined in sec- 
tion 105 of title 5, United States Code, and the military departments as defined 
by section 102 of title 5, United States Code. 

“(b) The term ‘funding agreement’ means any contract, grant, or cooperative 
agreement entered into between any Federal agency, other than the Tennessee 
Valley Authority, and any contractor for the performance of experimental, de- 
velopmental, or research work funded in whole or in part by the Federal Gov- 
ernment. Such term includes any assignment, substitution of parties, or subcon- 
tract of any type entered into for the performance of experimental, 
developmental, or research work under a funding agreement as herein defined. 

“(c) The term ‘contractor’ means any person, small business firm, or nonprofit 
organization that is a party to a funding agreement. 

“(d) The term ‘invention’ means any invention or discovery which is or may 
be patentable or otherwise protectable under this title. 

“(e) The term ‘subject invention’ means any invention of the contractor con- 
ceived or first actually reduced to practice i the performance of work under a 
funding agreement. 

“(f) The term ‘practical application’ means to manufacture in the case of a 
composition or product, to practice in the case of a process or method, or to op- 
erate in the case of a machine or system; and, in each case, under such condi- 
tions as to establish that the invention is being utilized and that its benefits are to 
the extent permitted by law or Government regulations available to the public 
on reasonable terms. 

“(g) The term ‘made’ when used in relation to any invention means the con- 
ception or first actual reduction to practice of such invention. 

“h) The term ‘small business firm’ means a small business concern as defined 
at section 2 of Public Law 85-536 (15 U.S.C 632) and implementing regulations 
of the Administrator of the Small Business Administration. 

“(i) The term ‘nonprofit organization’ means universities and other institutions 
of higher education or an organization of the type described in section 501(c)(3) 
of the Internal Revenue Code of 1954 (26 U.S.C. 501(c)) and exempt from taxa- 
tion under section 501(a) of the Internal Revenue Code (26 U.S.C. 501(a)) or any 
nonprofit scientific or educational organization qualified under a State nonprofit 
organization statute. 


35 USC 202. “§202. Disposition of rights 


“(a) Each nonprofit organization or small business firm may, within a reasonable 
time after disclosure as required by paragraph (c)(1) of this section, elect to retain ti- 
tle to any subject invention: Provided, however, That a funding agreement may pro- 
vide otherwise (i) when the funding agreement is for the operation of Government- 
owned research or production facility, (ii) in exceptional circumstances when it is 
determined by the agency that restriction or elimination of the right to retain title to 
any subject invention will better promote the policy and objectives of this chapter 
or (iii) when it is determined by a Government authority which is authorized by 
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statute or Executive order to conduct foreign intelligence or counterintelligence ac- 
tivities that the restriction or elimination of the right to retain title to any subject in- 
vention is necessary to protect the security of such activities. The rights of the non- 
profit organization or small business firm shall be subject to the provisions of 
paragraph (c) of this section and the other provisions of this chapter. 

“(b)(1) Any determination under (ii) of paragraph (a) of this section shall be in 
writing and accompanied by a written statement of facts justifying the determina- 
tion. A copy of each such determination and justification shall be sent to the Com; 
troller General of the United States within thirty days after the award of the appli- 
cable funding agreement. In the case of determinations applicable to funding agree- 
ments with small business firms copies shall also be sent to the Chief Counsel 
for Advocacy of the Small Business Administration. 

“(2) If the Comptroller General believes that any pattern of determinations by a 
Federal agency is contrary to the policy and objectives of this chapter or that an 
agency’s policies or practices are otherwise not in conformance with this chapter, 
the Comptroller General shall so advise the head of the agency. The head of the 
agency s advise the Comptroller General in writing within one hundred and 
twenty days of what action, if any, the agency has taken or plans to take with re- 
spect to the matters raised by the Comptroller General. 

“(3) At least once each year, the Comptroller General shall transmit a report to 
the Committees on the Judiciary of the Senate and House of Representatives on the 
manner in which this chapter is being implemented by the agencies and on such 
other aspects of Government patent policies and practices with respect to federally 
funded inventions as the Comptroller General believes appropriate. 

“(c) Each funding agreement with a small business firm or nonprofit organization 
shall contain appropriate provisions to effectuate the following: 


“(1) A requirement that the contractor disclose each subject invention to the 
Federal agency within a reasonable time after it is made and that the Federal 
=e may receive title to any subject invention not reported to it within 
such time. 

(2) A requirement that the contractor make an election to retain title to any 
subject invention within a reasonable time after disclosure and that the Federal 
Government may receive title to any subject invention in which the contractor 
does not elect to retain rights or fails to elect rights within such time. 

“(3) A requirement that a contractor electing rights file patent applications 
within reasonable times and that the Federal Government may receive title to 
any subject inventions in the United States or other countries in which the con- 
tractor has not filed patent applications on the subject invention within such 
times. 

“(4) With respect to any invention in which the contractor elects rights, the 
Federal agency shall have a nonexclusive, nontransferable, irrevocable, paid-up 
license to practice or have practiced for or on behalf of the United States any 
subject invention throughout the world, and may, if provided in the funding 
agreement, have additional rights to sublicense any foreign government or inter- 
national organization pursuant to any existing or future treaty or agreement. 

“(5) The right of the Federal agency to require periodic reporting on the utili- 
zation or efforts at obtaining utilization that are being made by the contractor or 
his licensees or assignees: Provided, That any such information may be treated by 
the Federal ey as commercial and financial information obtained from a per- 
son and privileged and confidential and not subject to disclosure under section 
552 of title 5 of the United States Code. 

“(6) An obligation on the part of the contractor, in the event a United States 
patent application is filed by or on its behalf or by any assignee of the contrac- 
tor, to include within the specification of such application and any patent issuing 
thereon, a statement specifying that the invention was made with Government 
support and that the Government has certain rights in the invention. 

(7) In the case of a nonprofit organization, (A) a prohibition upon the assign- 
ment of rights to a subject invention in the United States without the approval of 
the Federal agency, except where such assignment is made to an organization 
which has as one of its primary functions the management of inventions and 
which is not, itself, engaged in or does not hold a substantial interest in other or- 
ganizations engaged in the manufacture or sale of products or the use of process- 
es that might Stilize ize the invention or be in competition with embodiments of the 
invention (provided that such assignee shall be subject to the same provisions as 
the contractor); (B) a prohibition against the granting of exclusive licenses under 
United States Patents or Patent Applications in a subject invention by the con- 
tractor to persons other than peer business firms for a period in excess of the 
earlier of five years from first commercial sale or use of the invention or eight 
years from the date of the exclusive license excepting that time before regulatory 
agencies necessary to obtain premarket clearance unless, on a case-by-case basis, 
the Federal agency approves a longer exclusive license. If exclusive field of use 
licenses are granted, commercial sale or use in one field of use shall not be 
deemed commercial sale or use as to other fields of use, and a first commercial 
sale or use with respect to a product of the invention shall not be deemed to end 
the exclusive period to different su uent products covered by the invention; 
(C) a requirement that the contractor share royalties with the inventor; and (D) 
a requirement that the balance of any royalties or income earned by the contrac- 
tor with respect to subject inventions, aiter payment of expenses (including pay- 
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35 USC 203. 


35 USC 205. 
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ments to inventors) incidental to the administration of subject inventions, be utilized 
for the support of scientific research or education. 

“(8) The requirements of sections 203 and 204 of this chapter. 

“(d) If a contractor does not elect to retain title to a subject invention in cases 
subject to this section, the Federal agency may consider and after consultation with 
the contractor grant requests for retention of rights by the inventor subject to the 
provisions of this Act and regulations promulgated hereunder. 

“(e) In any case when a Federal employee is a coinventor of any invention made 

under a funding agreement with a nonprofit organization or small business firm, the 
Federal agency employing such coinventor is authorized to transfer or assign what- 
ever rights it may acquire in the subject invention from its employee to the contrac- 
tor subject to the conditions set forth in this chapter. 
“(f)(1) No funding agreement with a small business firm or nonprofit organization 
shall contain a provision allowing a Federal agency to require the licensing to third 
parties of inventions owned by the contractor that are not subject inventions unless 
such provision has been approved by the head of the ay and a written justifica- 
tion has been signed by the head of the agency. Any such provision s! clearly 
state whether the licensing may be required in connection with the practice of a 
subject invention, a peeled identified work object, or both. The head of the 
agency may not delegate the authority to approve provisions or sign justifications 
required by this paragraph. ‘ 

“(2) A Federal agency shall not require the licensing of third parties under any 
such provision unless the head of the agency determines that the use of the inven- 
tion by others is necessary for the practice of a subject invention or for the use of a 
work object of the funding agreement and that such action is necessary to achieve 
the practical application of the subject invention or work object. Any such determi- 
nation shall be on the record after an opportunity for an agency hearing. Any action 
commenced for judicial review of such determination be brought within sixty 
days after notification of such determination. 

“§203. March-in rights 


“With respect to any subject invention in which a small business firm or nonprofit 
organization has acquired title under this chapter, the Federal agency under whose 
funding a ent the subject invention was made shall have the right, in accor- 
dance with such procedures as are provided in regulations promulgated hereunder 
to require the contractor, an assignee or exclusive licensee of a subject invention to 
grant a nonexclusive, partially exclusive, or exclusive license in any field of use to a 
responsible applicant or applicants, upon terms that are reasonable under the cir- 
cumstances, and if the contractor, assignee, or exclusive licensee refuses such re- 
quest, to grant such a license itself, if the Federal agency determines that such- 

“(a) action is necessary because the contractor or assignee has nc* taken, or is 
not expected to take within a reasonable time, effective steps to achieve practical 
application of the subject invention in such field of use; 

“(b) action is necessary to alleviate health or safety needs which are not rea- 
sonably satisfied by the contractor, assignee, or their licensees; 

“(c) action is necessary to meet requirements for public use een by Fed- 
eral regulations and such requirements are not reasonably satisfied by the con- 
tractor, assignee, or licensees; or 

“(d) action is necessary because the a; ent required by section 204 has not 
been obtained or waived or because a licensee of the exclusive right to use or 
sell any subject invention in the United States is in breach of its agreement 
obtained pursuant to section 204. 


*§204. Preference for United States industry 


“Notwithstanding any other provision of this chapter, no small business firm or 
nonprofit organization which receives title to any subject invention and no assignee 
of any such small business firm or nonprofit organization shall grant to any person 
the exclusive right to use or sell any subject invention in the United States unless 
such person agrees that any products embodying the subject invention or produced 
through the use of the subject invention will be manufactured substantially in the 
United States. However, in individual cases, the requirement for such an agreement 
may be waived by the Federal agency under whose funding agreement the inven- 
tion was made upon a showing by the small business firm, nonprofit organization, or 
assignee that reasonable but unsuccessful efforts have been made to grant licenses on 
similar terms to potential licensees that would be likely to manufacture substantially 
in the United States or that under the circumstances domestic manufacture is not 
commercially feasible. 


“§205. Confidentiality 


“Federal agencies are authorized to withhold from disclosure to the public infor- 
mation disclosing any invention in which the Federal Government owns or may 
own a right, title, or interest (including a nonexclusive license) for a reasonable time 
in order for a patent application to be filed. Furthermore, Federal agencies shall not 
be required to release copies of any document which is part of an application for pa- 
tent — the United States Patent and Trademark Office or with any foreign 
patent office. 
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“§206. Uniform clauses and regulations 


“The Office of Federal Procurement Policy, after receiving recommendations of 
the Office of Science and Technology Policy, may issue regulations which may be 
made applicable to Federal agencies implementing the provisions of sections 202 
through 204 of this chapter and the Office of Federal Procurement Policy shall es- 
tablish standard funding agreement provisions required under this chapter. 


“§207. Domestic and foreign protection of federally owned inventions 35 USC 207. 


“Each Federal agency is authorized to- 
“(1) apply for, obtain, and maintain patents or other forms of protection in the 
United States and in foreign countries on inventions in which the Federal Govern- 
ment owns a right, title, or interest; 
“(2) grant nonexclusive, exclusive, or _——_ exclusive licenses under federally 
owned patent applications, patents, or other forms of protection obtained, royalty- 
free or for royalties or other consideration, and on such terms and conditions, in- 
cluding the grant to the licensee of the right of enforcement pursuant 35 USC 281 et 
. the provisions of chapter 29 of this title as determined appropriate in the pub- seq. 
ic interest; 
“(3) undertake all other suitable and necessary — to protect and administer 
rights to federally owned inventions on behalf of the Federal Government either di- 
rectly or through contract; and 
“(4) transfer custody and administration, in whole or in part, to another Federal 
agency, of the right, title, or interest in any federally owned invention. 


“§208. Regulations governing Federal licensing 


“The Administrator of General Services is authorized to promulgate regulations 
specifying the terms and conditions upon which any federally owned invention, oth- 
er than inventions owned by the Tennessee Valley Authority, may be licensed on a 
nonexclusive, partially exclusive, or exclusive basis. 


“§209. Restrictions on licensing of federally owned inventions 35 USC 209. 


“(a) No Federal agency shall grant any license under a patent or om applica- Development or 
tion on a federally owned invention unless the person requesting the license has sup- marketing plan 
plied the agency with a plan for development and/or marketing of the invention, 


except that any such plan may be treated or bas Federal agency as commercial and 
financial information obtained from a person em ed and confidential and not 
subject to disclosure under section 552 Pot tit title 5 ry re) nited States Code. 

“(b) A Federal agency shall normally _— the po to use or sell any federally Manufacture in 
owned invention in the United States only to a licensee that ag that any prod- US. 
ucts embodying the invention or a A | through the use of the invention will be 
manufactured substantially in the United States. 

“(c)(1) Each Federal agenc: y may grant exclusive or partially exclusive licenses in 
any invention covered by a federally owned domestic patent or patent application 
only if, — public notice and opportunity for filing written objections, it is deter- 
mined 

“(A) tee interests of the Federal Government and the public will best be served 
by the proposed license, in view of the applicant’s intentions, plans, and ability to 
bring the invention to practical application or otherwise promote the invention’s uti- 
lization by the public; 

“(B) the desired practical application has not been achieved, or is not likely expe- 
ditiously to be achieved, under any nonexclusive license which has been granted, or 
which may be granted, on the invention, 

“(C) exclusive or partially exclusive licensing is a reasonable and necessary 
incentive to call forth the investment of risk capital and expenditures to bring the in- 
vention to practical application or otherwise promote the invention’s utilization by 
the public; and 

“(D) the proposed terms and sco; oy of exclusivity are not greater than reasonably 
necessary to provide the incentive for bringing the invention to practical application 
or otherwise promote the invention’s utilization by the public. 

“(2) A Federal agency shall not grant such exclusive or partially exclusive license 
under paragraph dy of this subsection if it determines that the grant of such license 
will tend substantially to lessen competition or result in undue concentration in any 
section of the country in any line of commerce to which the technology to be li- 
ome relates, or to create or maintain other situations inconsistent with the anti- 
trust laws. 

“(3) First preference in the exclusive or partially exclusive licensing of federally Small business 
owned inventions shall go to small business firms submitting plans that are deter- preference. 
mined by the og | to be within the capabilities of the firms and equally likely, if 
executed, to bring the invention to practical application as any plans submitted by 
applicants that are not small business firms. 

“(d) After consideration of whether the interests of the Federal Government or 
United States industry in foreign commerce will be enhanced, any Federal agency 
may grant exclusive or y exclusive licenses in any invention covered by a 
foreign patent application or patent, after public notice and opportunity for filing 
written objections, except that a Federal agency shall not it such exclusive or 
partially exclusive license if it determines that the grant of such license will tend 
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substantially to lessen competition or result in undue concentration in any section of 
the United States in any line of commerce to which the technology to be li 
relates, or to create or maintain other situations inconsistent with antitrust laws. 

“(e) The Federal agency shall maintain a record of determinations to grant exclu- 
sive or partially exclusive licenses. \ 

“(f) Any grant of a license shall contain such terms and conditions as the Federal 
agency determines appropriate for the protection of the interests of the Federal 
Government and the public, including provisions for the following: 

“(1) periodic reporting on the utilization or efforts at obtaining utilization that 
are being made by the licensee with particular reference to the plan submitted: 
Provided, That any such information may be treated by the Federal agency as 
commercial and financial information obtained from a person and privileged and 
confidential and not subject to disclosure under section 552 of title 5 of the Unit- 
ed States Code; ; 

“(2) the right of the Federal agency to terminate such license in whole or in 
part if it determines that the licensee is not executing the plan submitted with its 
request for a license and the licensee cannot otherwise demonstrate to the satis- 
faction of the Federal agency that it has taken or can be ex to take within 
a reasonable time, effective steps to achieve practical application of the inven- 
ticn; 

“(3) the right of the Federal agency to terminate such license in whole or in 
part if the licensee is in breach of an agreement obtained pursuant to paragraph 

) of this section; and 

“(4) the right of the Federal agency to terminate the license in whole or in 

if the agency determines that such action is necessary to meet requirements 
or public use specified by Federal regulations issued after the date of the license 
and such requirements are not reasonably satisfied by the licensee. 


“§210. Precedence of chapter 


“(a) This chapter shall take precedence over any other Act which would require 
a disposition of rights in subject inventions of small business firms or nonprofit orga- 
nizations contractors in a manner that is inconsistent with this chapter, including but 
not necessarily limited to the following: 

“(1) section 10(a) of the Act of June 29, 1935, as added by title I of the Act of 
Aug. 14, 1946 (7 U.S.C. 427i(a); 60 Stat. 1085); 

“(2) section 205(a) of the Act of — * 1946 (7 U.S.C. 1624(a); 60 Stat. 1090); 

(3) section 501(c) of the Federal Mine Safety and Health Act of 1977 (30 U.S.C. 
951(c); 83 Stat. 742); 

“(4) section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966 
(15 U.S.C. 1395(c); 80 Stat. 721); 

“(5) section 12 of the National Science Foundation Act of 1950 (42 U.S.C. 
1871(a); 82 Stat. 360); 

3° section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 


ole section 305 of the National Aeronautics and Space Act of 1958 (42 U.S.C. 
P “1 ection 6 of the Coal Research Development Act of 1960 (30 U.S.C. 666; 74 
tat. 3 
“(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C. 167b; 74 Stat. 
0 ° 


); 
*(10) section 32 of the Arms Control and Disarmament Act of 1961 (22 U.S.C. 
2572; 75 Stat. 634); 
“(11) subsection (e) of section 302 of the Appalachian Regional Development Act 
of 1965 (40 U.S.C. App. 302(e); 79 Stat. 5); 
“(12) section 9 of the Federal Nonnuclear Energy Research and Development 
Act of 1974 (42 U.S.C. 5901); 88 Stat. 1878); 
. hg + gpa 5(d) of the Consumer Product Safety Act (15 U.S.C. 2054(d); 86 
tat. 4 
“(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191); 
. i a 8001(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(c); 90 
tat. 4 
“(16) section 219 of the Foreign Assistance Act of 1961 (22 U.S.C. 2179; 83 Stat. 


806); 

“(17) section 427(b) of the Federal Mine Health and Safety Act of 1977 (30 
U.S.C. 937(b); 86 Stat. 155); 

“(18) section 306(d) of the Surface Mining and Reclamation Act of 1977 (30 
U.S.C. 1226(d); 91 Stat. 455); 

“(19) section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15 
U.S.C. 2218(d); 88 Stat. 1548); 

“(20) section 6(b) of the Solar Photovoltaic Energy Research Development and 
Demonstration Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516); 

“(21) section 12 of the Native Latex Commercialization and Economic Devel- 
opment Act of 1978 (7 U.S.C. 178(j); 92 Stat. 2533); and 

“(22) section 408 of the Water Resources and Development Act of 1978 (42 
U.S.C. 7879; 92 Stat. 1360). 
The Act creating this chapter shall be construed to take precedence over any future 
Act unless that Act specifically cites this Act and provides that it shall take prece- 
dence over this Act. 
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“(b) Nothing in this chapter is intended to alter the effect of the laws cited in 
paragraph (a) of this section or any other laws with respect to the disposition of 
. ts in inventions made in the performance of funding agreements with persons 

er than nonprofit organizations or small business firms. 

“) Nothing in this chapter is intended to limit the authority of agencies to agree 
to the disposition of rights in intentions made in the performance of work under 
funding agreements with persons other than nonprofit organizations or small busi- 
ness firms in accordance with the Statement of Government Patent Policy issued on 
Aug. 23, 1971 (36 Fed. Reg. 16887), agency regulations, or other applicable regula- 
tions or to otherwise limit the authority of agencies to allow such persons to retain 
ownership of inventions. Any disposition of rights in inventions made in accordance 
with the Statement or implementing regulations, including any disposition occurring 
before enactment of this section, are hereby authorized. 

“(d) Nothing in this chapter shall be construed to require the disclosure of intelli- 
gence sources or methods or to otherwise affect the authority granted to the Direc- 
tor of Central Intelligence by statute or Executive order for the protection of intelli- 
gence sources or methods. 


“§211. Relationship to antitrust laws 35 USC 211. 


“Nothing in this chapter shall be deemed to convey to any person immunity from 
civil or criminal liability, or to create any defenses to actions, under any antitrust 
law.” 

(b) The table of chapters for title 35, United States Code, is amended by adding 
immediately after the item relating to chapter 37 the following: 


“38. Patent rights in inventions made with Federal assistance.” 

SEC. 7. AMENDMENTS TO OTHER AcTs.—The following Acts are amended as fol- 
lows: 

(a) Section 156 of the Atomic Energy Act of 1954 (42 U.S.C. 2186; 68 Stat. 947) 
is amended by deleting the words “held by the Commission or”. 

(b) The National Aeronautics and Space Act of 1958 is amended by repealing 
ee (g) of section 305 (42 U.S.C. 2457(g); 72 Stat. 436). 

(c) The Federal Nonnuclear Energy Research and Development Act of 1974 is 


amended by ri ing paragraphs (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g), 


(h), and (i); 88 Stat. 1889-1891). 
SEc. 8. (a) Sections 2, 4, and 5 of this Act will take effect upon enactment. Effective dates. 
(b) Section 1 of this Act will take effect on the first day of the seventh month be- 

ginning after its enactment and will apply to patents in force as of that date or is- 35 USC 41 note. 

sued thereafter. 

(c) Section 3 of this Act will take effect on the first day of the first fiscal year be- 
ginning on or after one calendar year after enactment. However, until section 3 
takes effect, the Commissioner may ¢- the Patent and Trademark Office appro- 

riation account in the Treasury of the United States with the revenues from col- 

fected reexamination fees, which will be available to pay the costs to the Office of 

reexamination proceedings 
(d) Any fee in effect as me the date of enactment of this Act will remain in effect 

until a corresponding fee established under section 41 of title 35, United States 

Code, or section 1113 of title 15, United States Code, takes effect. 

(e) Fees for maintaining a patent in force will not be applicable to patents applied 
~ rior to the date of enactment of this Act. 

) Sections 6 and 7 of this Act will take effect on the first day of the seventh month 
g after its enactment. Implementing regulations may be issued earlier. 
et ete ete ect on the date of enactment of this Act. 

SEc. 9. The Commissioner of Patents and Trademarks shall report to Congress, 

within two years after the effective date of this Act, a plan to identify, and if neces- 

sary develop or have developed, computerized data and retrieval systems equivalent 

to the latest state of the art which can be applied to all aspects of the operation of 

the Patent and Trademark Office, and particularly to the patent search file, the patent 

classification system, and the trademark search file. The — shall specify the cost of 

implementing the plan, how rapidly the plan can be implemented by the Patent and 

Trademark Office, — regard to funding which is or which may be available for 

this purpose in the futur 
Sec. 10. (a) Section 101 of title 17 of the United States Code is amended to add at 

the end thereof the following new language: 

“A ‘computer program’ is a set of statements or instructions to be used direct- 

ly or indirectly in a computer in order to bring about a certain result.” 

, (b) Section 117 of title 17 of the United States Code is amended to read as fol- 

lows: 

17 USC 117. 


“§117, Limitations on exclusive rights: Computer programs 


“Notwithstanding the provisions of section 106, it is not an infringement for the 
owner of a copy of a computer program to make or authorize the making of anoth- 
er copy or adaptation of that computer program provided: 


BEST COPY AVAILABLE 





1086 TMOG 84 


(63) 


15 USC 632. 


35 USC 112. 


OFFICIAL GAZETTE JANUARY 5, 1988 


“(1) that such a new copy or adaptation is created as an essential step in the 
utilization of the computer program in conjunction with a machine and that it is 
used in no other manner, or 

“(2) that such new copy or adaptation is for archival purposes only and that 
all archival copies are destroyed in the event that continued possession of the 
computer program should cease to be rightful. 

“Any exact copies prepared in accordance with the provisions of this section may 
be leased, sold, or otherwise transferred, along with the copy from which such cop- 
ies were prepared, only as part of the lease, sale, or other transfer of all rights in the 
program. Adaptations so prepared may be transferred only with the authorization of 
the copyright owner.” 

Approved Dec. 12, 1980. 


LEGISLATIVE HISTORY: 


HOUSE REPORTS: No. 96-1307, Pt. I (Comm. on the Judiciary) and No. 96— 
1307, Pt. 2 (Comm. on Government Operations). 
CONGRESSIONAL RECORD, Vol. 126 (1980): 

Nov. 17, considered and passed House. 

Nov. 20, considered and passed Senate, amended. 

Nov. 21, House concurred in Senate amendment. 


(63) Public Law 97-247 


97th Congress 
An Act 


To authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 


Be it enacted by the Senate and House of Representatives of the United States of 
America in Congress assembled. That there is authorized to be appropriated for the 
payment of salaries and necessary expenses of the Patent and Trademark Office to 
become available for fiscal year 1983, $76,000,000, and in fiscal years 1984 and 1985 
such sums as may be necessary as well as such additional or supplemental amounts 
as may be necessary, for increases in salary, pay, retirement, or other employee ben- 
efits authorized by law. Funds available under this section shall be used to reduce 
by 50 per centum the payment of fees under section 41 (a) and (b) of title 35, United 
States Code, by independent inventors and nonprofit organizations as defined in 
regulations established by the Commissioner of Patents and Trademarks, and by 
small business concerns as defined in section 3 of the Small Business Act and by 
regulations established by the Small Business Administration. When so specified and 
the the extent provided in an appropriation Act, any amount appropriated pursuant 
to this section and, in addition, a fees as shall be collected pursuant to title 35, 
United States Code, and the Trademark Act of 1946, as amended (15 U.S.C. 1051 et 
seq.), may remain available without fiscal year limitation. 

SEc. 2. Notwithstanding any other provision of law, there is authorized to be ap- 
propriated for the payment of salaries and expenses of the Patent and Trademark 
Office, $121,461,000 for the fiscal year ending September 30, 1982, and such addi- 
tional or supplemental amounts as may be necessary for increases in salary, pay, re- 
tirement, or other employee benefits authorized by law. 

SEc. 3. (a) Section 41(a) of title 35, United States Code, is amended to read as fol- 
lows: 

“(a) The Commissioner shall charge the following fees: 

“1. On filing each application for an original patent, except in design or plant 
cases, $300; in addition, on filing or on presentation at any other time, $30 for each 
claim in independent form which is in excess of three, $10 for each claim (whether 
independent or dependent) which is in excess of twenty, and $100 for each applica- 
tion containing a multiple dependent claim. For the purpose of computing fees, 
a multiple dependent claim as referred to in section 112 of this title or any claim 
depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the ad- 
ditional fees may be rectified in accordance with regulations of the Commissioner. 
aan For issuing each original or reissue patent, except in design or plant cases, 

“3. In design and plant cases: 

“a. On filing each design application, $125. 
“b. On filing each plant application, $200. 
“c. On issuing each design patent, $175. 
“d. On issuing each plant patent, $250. 

“4. On filing each application for the reissue of a patent, $300; in addition, on fil- 
ing or on presentation at any other time, $30. for each claim in independent form 
which is in excess of the number of independent claims of the original patent, and 
$10 for each claim (whether independent or dependent) which is in excess of twenty 
and also in excess of the number of claims of the original patent. Errors in payment 
of the additional fees may be rectified in accordance with regulations of the Com- 
missioner. 
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“5. On filing each disclaimer, $50. 

“6. On filing an appeal from the examiner to the Board of Appeals, $115; in addi- 
tion, on filing a brief in s:pport of the appeal, $115, and on requesting an oral hear- 
ing before the Board of Appeals, $100. 

“7. On filing each petition for the revival of an unintentionally abondoned appli- 
cation for a patent or for the unintentionally delayed payment of the fee for issuing 
each patent, $500, unless the petition is filed under sections 133 or 151 of this title, 35 USC 133, 151. 
in which case the fee shall be $50. 

“8. For petitions for one-month extensions of time to take actions required by the 
Commissioner in an application: 

“a. On filing a first petition, $50. 
“b. On filing a second petition, $100. 
“c. On filing a third or subsequent petition, $200.”. 

(b) Section 41(b) of title 35, United States Code, is amended to read as follows: 

F “(b) The Commissioner shall charge the following fees for maintaining a patent in 
‘orce: 

“1. Three years and six months after grant, $400. 

“2. Seven years and six months after grant, $800. 

“3, Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and 
Trademark Office on or before the date the fee is due or within a grace period of 
six months thereafter, the patent will expire as of the end of such grace period. The 
Commissioner may require the payment of a surcharge as a condition of accepting 
within such six-month grace period the late payment of an application maintenance 
fee. No fee will be established for maintaining a design or plant patent in force.” 

(c) Section 41(c) of title 35, United States le, is amended to read as follows: 

“(c)(1) The Commissioner may accept the payment of any maintenance fee re- 
quired by subsection (b) of this section after the six-month grace period if the delay 
is shown to the satisfaction of the Commissioner to have been unavoidable. The 
Commissioner may require the payment of a surcharge as a condition of accepting 
payment of any maintenance fee after the six-month grace period. If the Commis- 
sioner accepts payment of a maintenance fee after the six-month grace period, the 
patent shall be considered as not having expired at the end of the grace period. 

“(2) No patent, the term of which has been maintained as a result of the accep- 
tance of a payment of a maintenance fee under this subsection, shall abridge or af- 
fect the right of any person or his successors in business who made, purc! or 
used after the six-month grace period but prior to the acceptance of a maintenance 
fee under this subsection anything protected by the patent, to continue the use of, or 
to sell to others to be used or sold, the specific thing so made, purchased, or used. 
The court before which such matter is in question may provide for the continued 
manufacture, use or sale of the made, purchased, or used as specified, or for the 
manufacture, use or sale of which substantial preparation was made after the six- 
month grace period but before the acceptance of a maintenance fee under this sub- 
section, and it may also provide for the continued practice of any process, practiced, 
or for the practice of which substantial preparation was made, after the 
six-month grace period but prior to the acceptance of a maintenance fee under this 
subsection, to the extent and under such terms as the court deems equitable for the 
protection of investments made or business commenced after the six-month grace 
period but before the acceptance of a maintenance fee under the subsection.” 

(d) Section 41(d) of title 35, United States Code, is amended to read as follows: 

“(d) The Commissioner will establish fees for all other processing, services, or 
materials related to patents not specified above to recover the estimated average 
cost to the Office of such processing, services, or materials. The yearly fee for pro- 
viding a library specified in section 113 of this title with uncertified printed copies 35 USC 13. 
of the specifications and drawings for all patents issued in that year will be $50.” 

(e) Section 41(f) of title 35, United States Code, is amended to read as follows: 

“(f} The fees established in subsections (a) and (b) of this section may be adjusted Adjusted fees. 
by the Commissioner on October 1, 1985, and every third year thereafter, to reflect 
any fluctuations occuring during the previous three years in the Consumer Price In- 
dex, as determined by the Secretary of Labor. Changes of less than 1 per centum 
may be ignored,”. 

(f) Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 
U.S.C. 1113), is amended by deleting “Fees will be set and adjusted by the Commis- 
sioner to recover the aggregate 50 per centum of the estimated average cost to the 
Office of such processing. Fees for all other services or materials related to trade- 
marks and other marks will recover the estimated average cost to the Office of per- 
forming the service or funished the material.”. 

(g) Section 42(c) of the title 35, United States Code, is amended by adding the fol- 
lowing sentence at the end thereof: “Fees available to the Commissioner under 
section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), shall be 
used exclusively for the processing of trademark registrations and for other services 
and materials related to trademarks.”. 

Sec. 4. Section 3(a) of title 35, United States Code is amended (1) by deleting the 
phrase “not more than fifteen”; and (2) by inserting the phrase “appointed under 
section 7 of this title” immediately after the phrase “examiners-in-chief”’. 

Sec. 5. Section 111 of title 35, United States Code, is amended to read as follows: 

“Sec. 111. Application for patent shall be made, or authorized to be made, by the 
inventor, except as otherwise provided in this title, in writing to the Commissioner. 
Such application shall include (1) a specification as prescribed by section 112 of this 
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title; (2) a drawing as prescribed by section 113 of this title; and (3) an oath by the 
applicant as prescri by sectil15 of this title. The application must be accom- 
panied by the fee required by law. The fee and oath may be submitted after the 
specification and se required drawing are submitted, within such period and under 
such conditions, including the payment of a surcharge, as may be — by the 
Commissioner. Upon failure to submit the fee and oath within such prescribed peri- 
od, the applicaticn shall be regarded as abandoned, unless it is shown to the satisfac- 
tion of the Commissioner that the delay in submitting the fee and oath was unavoid- 
able. The filing date of an application shall be the date on which the specification 
and any required drawing are received in the Patent and Trademark Office.”. 

SEc. (a) Section 116 of title 35, United States Code, is amended (1) by deleting 
the phrase “Joint inventors” from the title and inserting in its place “Inventors”; and 
(2) in the third paragraph, by deleting the phrase “a person is joined in an applica- 
tion for patent as joint inventor through error, or a joint inventor is not included in 
an application through error” and inserting in its place the phrase “through error a 
person is named in an application for patent as the inventor, or through error an in- 
ventor is not named in an application”. 

(b) Section 256 of title 35, United States Code, is amended to read as follows: 


*§256. Correction of named inventor 


“Whenever through error a person is named in an issued patent as the inventor, 
or through error an inventor is not named in an issued patent and such error arose 
without any deceptive intention on his part, the Commissioner may, on application 
of all the parties and assignees, with proof of the facts and such other requirements 
as may be imposed, issue a certificate correcting such error. 

“The error of omitting inventors or naming persons who are not inventors shall 
not invalidate the patent in which such error occurred if it can be corrected as pro- 
vided in this section. The court before which such matter is called in question may 
order correction of the patent on notice and hearing of all parties concerned and the 
Commissioner shall issue a certificate accordingly.”. 

SEc. 7. Section 6 of the title 35, United States Code, is amended by deleting para- 
graph (d) thereof. 

SEc. 8. (a) Section 8(a) of the Trademark Act of 1946, as amended (15 U.S.C. 
1058(a)), is amended (a) by deleting the word “still”; and (2) by inserting the phrase 
“in commerce” immediately after the word “use”. 

(b) Section 8(b) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(b)), is 
amended (1) by deleting the word “stille”; and (2) by inserting the phrase “in com- 
merce” immediately after the word “use”. 

Sec. 9. (a) Section 13 of the Trademark Act of 1946, as amended (15 U.S.C. 
1063), is amended (1) by deleting the phrase “a verified” and inserting in its place 
the word “an”; (2) by adding the phrase “when requested prior to the expiration of 
an extension” immediately after the word “cause”; and (3) by deleting the fourth 
sentence. 

(b) Section 14 of the Trademark Act of 1946, as amended (15 U.S.C. 1064), is 
amended by deleting the word “verified”. 

Sec. 10. Section 15 of the Trademark Act of 1946, as amended (15 U.S.C. 1065), 
is amended by deleting the phrase “the publication” and inserting in its place the 
word “registration”. 

Sec. 11. The first sentence of section 16 of the Trademark Act of 1946, as 
amended (15 U.S.C. 1066), is amended to read as follows: “Upon petition showing 
extraordinary circumstances, the Commissioner may declare that an interference ex- 
ists when application is made for the registration of a mark which so resembles a 
mark previously registered by another, or for the registration of which another has 
previously made application, as to be likely when applied to the goods or when 
used in connection with the services of the applicant to cause confusion or mistake 
or to deceive.”. 

SEc. 12. Section 2i of title 35, United States Code, is amended— 

(1) by deleting the phrase “Day for taking action falling on Saturday, Sunday, 
or holiday” from the title and inserting in its place the phrase “Filing date and 
day for taking action”; 

(2) by inserting the following as subsection (a): 

“(a) The Commissioner may be rule prescribe that any paper or fee required to 
be filed in the Patent and Trademark Office will be considered filed in the Office on 
the date on which it was deposited with the United States Postal Service or would 
have been deposited with the United States Postal Service but for postal service in- 
terruptions or emergencies designated by the Commissioner.”; 

(3) by noe mg the existing paragraph as subsection (b); and 

(4) by inserting the word “federal” in subsection (b), as designated above, immedi- 
ately t the word “a”. 

SEc. 13. Section 6(a) of title 35, United States Code, is amended (1) by deleting 
the word “and”, third occurrence, and inserting in its place a comma; (2) by insert- 
ing the phrase “, or exchanges of items or services” immediately after the word 
“programs”; and (3) by inserting the phrase “or the administration of the Patent and 
Trademark Office” immediately after the word “law”, second occurrence. 

SEc. 14. (a) Section 115 of title 35, United States Code, is amended by (1) deleting 
the phrase “shall be” and inserting in its place the word “is”; and (2) inserting the 
following immediately after the phrase “United States”, third occurrence: “, or 
apostille of an official designated by a foreign country which, by treaty or conven- 
tion, accords like effect to apostilles of designated officials in the United States”. 
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(b) Section 261 of title 35, United States Code, is amended, in the third paragraph, 
by inserting the following immediately after the phrase “United States”, third occur- 
rence: “, or apostille of an official designated by a foreign country which, by treaty 
¢ convention, accords like effect to apostilles of designated officials in the United 

tates”. . 

(c) Section 11 of the Trademark Act of 1946, as amended (15 U.S.C. 1061), is 
amended by (1) deleting the phrase “shall be”, first occurrence, and inserting in its 
place the word “is”; and (2) inserting the following immediately after the phrase 
“United States”, third occurrence: “, or apostille of an official designated by a for- 
eign country which, by treaty or convention, accords like effect to apostilles of des- 
ignated officials in the United States”. 

Sec. 15. Section 13 of title 35, United States Code, is amended by deleting “(a)9” 
and inserting in its place “(d)”. 

SEc. 16. ion 173 of title 35, United States Code, is amended to read as fol- 
lows: “Patents for designs shall be granted for the term of fourteen years.” 

SEc. 17. (a) Sections 1, 2, 4, 7, and 13 through 15 of this Act shall take effect on Effective dates. 
the date of enactment of this Act. Sections 3 and 16 of this Act shall take effect on 35 USC 41 note. 
Oct. 1, 1982. The maintenance fees provided for in section 3(b) of this Act shall not 
apply to patents applied for prior to the date of enactment of this Act. Each patent 
applied for on or after the date of enactment of this Act shall be subject to the 
maintenance fees established pursuant to section 3(b) of this Act or to maintenance 
fees hereafter established by law, as to the amounts paid and the number and timing 
of the payments. 

(b)(1) Title 35, United States Code, is amended by inserting after section 293 the 
following new section of chapter 29: 


§294. Voluntary arbitration 


“(a) A contract involving a patent or any right under a patent may contain a pro- 
vision requiring arbitration of any dispute relating to patent validity or infringement 
arising under the contract. In the absence of such a provision, the parties to an 
existing patent validity or infringement dispute may agree in writing to settle such 
dispute by arbitration. Any such provision or agreement shall be valid, irrevocable, 
and enforceable, except for any grounds that exist at law or in equity for revocation 
of a contract. 

“(b) Arbitration of such , 4 awards by arbitrators and confirmation of Awards. 
awards shall be governed by title 9, United States Code, to the extent such title is 9 USC 1 et seq. 
not inconsistent with this section. In any such arbitration proceeding, the defenses 
provided for under section 282 of this title shall be considered by the arbitrator if 35 USC 282. 
raised by any party to the proceeding. 

“(c) An award by an arbitrator shall be final and binding between the parties to 
the arbitration but shall have no force or effect on any other person. The parties to 
an arbitration may agree that in the event a on which is the subject matter of an 
award is subsequently determined to be invalid or unenforceable in a judgment ren- 
dered by a court to hag spe wy pr from which no appeal can or has been 
taken, such award may be modified by any court of competent jurisdiction upon ap- 
plication by any party to the arbitration. Any such modification shall govern the 
rights and obligations between such parties from the date of such modification. 

“(d) When an award is made by an arbitrator, the patentee, his assignee or licens- 
ee shall give notice thereof in writing to the Commissioner. There be a sepa- 
rate notice prepared for each patent involved in such proceeding. Such notice shall 
set forth the names and addresses of the parties, the name of the inventor, and the 
name of the patent owner, shall designate the number of the patent, and shall con- 
tain a copy of the award. If an award is modified by a court, the party requesting 
such modification shall give notice of such modification to the Commissioner. The 
Commissioner shall, upon receipt of either notice, enter the same in the record of 
the prosecution of such patent. If the required notice is not filed with the Commis- 
sioner, any party to the proceeding may provide such notice to the Commissioner. 

“(e) The award shall be unenforceable until the notice required by sub- 
section (d) is received by the Commissioner.” 

(2) The analysis for chapter 29 of title 35 of the United States Code is amended 
by adding at the end the following: 

“294, Voluntary arbitration.” 

(c) Sections 5, 6, 8 through 12, and 17(b) of this Act shall take effect six months 

after enactment. 


Approved Aug. 27, 1982. 
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97TH CONGRESS HOUSE OF REPRESENTATIVES 


PATENT AND TRADEMARK OFFICE AUTHORIZATION 


May 17, 1982.—Committed to the Committee of the Whole House on the State of 
the 
Union and ordered to be printed 


Mr. KASTENMEIER, from the Committee on the Judiciary, submitted the following 
REPORT 
[To accompany H.R. 6260] 
[Including cost estimate of the Congressional Budget Office] 
The Committee on the Judiciary, to whom was referred the bill (H.R. 6260) to 


authorize appropriations to the Patent and Trademark Office in the Department of 


Commerce, and for other purposes, having considered the same, report favorably 
thereon with an amendment and recommend that the bill as amended do pass. 

The amendment strikes out all after the enacting clause of the bill and inserts a 
new text which appears in italic type in the reported bill. 

PURPOSE OF THE BILL 

The purpose of H.R. 6260 is to authorize appropriations for the Patent and 

Trademark Office for fiscal years 1983 through 1985. 
STATEMENT 

The Subcommittee on Courts, Civil Liberties and the Administration of Justice 
previously held two days of hearings on the legislation, receiving testimony from a 
representative group of witnesses including the Commissioner of Patents and Trade- 
marks, the American Bar Association Section of Patent, Trademark and Copyright 
Law, the American Patent Law Association, the Patent, Trademark and Copyright 
Section of the State Bar of Virginia, the United States Trademark Association and 
the General Patent Counsel of the General Electric Corporation. 

H.R. 6260 reflects the recommendation of the Administration with three modifi- 
cations as follows. First, the Administration proposal authorized the Commissioner 
of Patents and Trademarks to establish fees administratively. The subcommittee ap- 
proved an amendment to set forth specific fees in the statute and limited the Com- 
missioner’s authority to raise fees. Second, the Administration recommended that 
user fees recover 100% of the costs of actual processing of patents and trademarks. 
The subcommittee amended the bill to reduce by 50% patent filing and maintenance 
fees for individual inventors, small businesses and not for profit institutions. The ef- 
fect of the amendment is to increase by $8 million the authorized appropriation 
which would have been provided under the original Administration request. Third, 
the subcommittee adopted a recommendation of the Commissioner of Patents and 
Trademarks, the American Bar Association and a coalition of corporate patent 
counsel permitting arbitration of patent disputes. 

H.R. 6260 was considered by the Full Committee on the Judiciary on May 11, 1982 
and was approved as reported by the subcommittee with an amendment offered by 
Mr. Frank described below. 


SYNOPSIS OF H.R. 6260 
SECTIONS 1—3 


Authorizes the Patent and Trademark Office for fiscal year 1983 at an appropria- 
tions level of $76,000,000 and for fiscal years 1984 and 1985 such sums as may be 
necessary. This would be augmented by additional fee income under the bill of ap- 
proximately $79 million for a total budget of $155 million. In fiscal year 1982 the 
Patent and Trademark Office was authorized at a level of $118,961,000 of which 
$29,600,000 was provided through fee income. Fiscal year 1983 will be the first year 
in which fee income under P.L. 96-517 will be credited to the Patent and Trade- 
mark Office without being counted as part of its authorized appropriation. Had this 
new accounting procedure been applied to fiscal year 1982 the authorization and 
appropriation for the Patent and Trademark Office would have been $89 million. 
This constitutes the actual level of taxpayer support of the Office. Thus, H.R. 6260 
authorizes the expenditure of tax revenue in fiscal 1983 to support the Patent and 
Trademark Office at a level $21 million lower than for fiscal 1982. H.R. 6260 pro- 
poses to double current fees as the means of making up for the difference between a 
lower level of taxpayer support and an increased total budget. Further, maintenance 
fees which were first authorized in P.L. 96-517 and which will not begin to be col- 
lected until fiscal year 1986 (Oct. 1, 1985) will also be doubled over the amounts 
provided for under P.L. 96-517. 

The overall objective of H.R. 6260 is to provide for increased user support for 
the Patent and Trademark Office costs associated with the actual processing of 
patent applications by fiscal year 1996. The fee schedule is designed to return to 
the government 100% of actual costs. However, an amendment to the origi 
Administration proposal adopted by the subcommittee would reduce by half the 
fees for individuals, small businesses and nonprofit inventors. At the present time 
less than 25% of the actual costs of processing patent applications are supported 
by fee revenye and under P.L. 96-517, which becomes effective on 
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~ 1, 1982, oe amount will gradually begin to rise but will only reach 50% of ac- 
costs in 

The amendment offered by Mr. Frank and approved by the Committee modifies 
that portion of Section 3 of H.R. 6260 dealing with Trademark fees. Public Law 
96-517 (35 United States Code, section 31(a)) provides, “Fees will be set and adjust- 
ed by the Commissioner to recover in gate 50 per centum of the estimated av- 
erage cost to the Office of such processing. Fees for all other services or materials 
related to trademarks and other marks will recover the estimated average cost. . .of 

rforming the service or furnishing the material.” 

e Administration requested that She figure, “50 per centum”, be changed to “100 
per centum”, thus mandating full recovery to the Treasury of all costs associated 
with processing trademarks.An amendment offered during subcommittee consider- 
ation of the legislation proposed to reduce fee generated revenue supporting pro- 
cessing of trademarks to less than the 100 per centum recovery level. The amend- 
ment was not agreed to. The author of the amendment, Mr. Frank, then proposed to 
amend the law to provide a statutory fee schedule which weuld return revenue to 
the Patent and Trademark Office at a level designed to recover 100 per centum of 
costs. However, follcwing consultations with interested parties, Mr. Frank modified 
pow amendment simply to repeal those portions of P.L. 96-517 which mandate a 

ified level of cost recovery for the processing of trademark registrations. Thus, 

i level of cost recovery for processing of trademark registrations will be within 
the discretion of the Commissioner. The Committee is aware of the concerns of 
users of the Trademark registration system, however, and intends to exercise vigor- 
ous oversight with respect to the Commissioner to ensure that fees remain at a rea- 
sonable level and that trademark registrations are processed in an efficient and cost 
effective manner. As part of this oversight, the Committee recommends the follow- 
ing fee structure to the Commissioner for Fiscal Year 1983. 
Type of fee: 

Application filing fee per class 

Renewal fee 

Late renewal 

Section 12(c) claim 

New certificate 

Certificate of correction 

Disclaimer to registration 

Amendment to registration 

Per class combines section 8 and 15 affidavit 

Per class section 8 affidavit alone 

Per class section 15 affidavit alone 

All petitions to Commissioner 

Cancellation opposition per class 

TTAB appeal 

Certified copies 

Copies of trademarks 

Assignments 
'100 plus for each mark in addition to 1. 

Section 3(d) also permits the Commissioner of Patents to accept late payment uf 

maintenance fees where it is established that the delay in payment was unavoidable. 

Section 4 permits the Commissioner of Patents and Trademarks to appoint tempo- 

rary A no aaa in chief for the Board of Patent Appeals to deal more flexibly with 

wor 

Section 5 permits late — of the oath and fee accompanying submission of specifi- 

cations and drawings which accompany patent claims. 

Section 6 permits greater flexibility in correcting mistakes in the naming of inven- 

tors on a patent application. 

Section 7 allocates funds from the Patent and Trademark Office to the Department 

. State to pay the financial obligations of administering the patent Cooperation 
reaty. 

Section 8 clarifies the Trademark law with respect to what constitutes use of a mark 

“in commerce”. 

— 9 deletes the burdensome technical requirement that trademark oppositions be 

verified. 

Section 10 makes the date of registration rather than the date of publication the cru- 

cial date for purposes of establishing the incontestability of a trademark. This elimi- 

nates an ambiguity in the present law. 

Section 11 limits the declaration of interferences under the trademark law to situa- 

tions where extraordinary circumstances exist. 

Section 12 authorizes the Commissioner of the Patent and Trademark Office the 

flexibility to deal with problems of delay in filing due to postal service breakdowns. 

Section 13 permits the Commissioner of Patents to enter into cooperative studies, pro- 

— exchanges and similar ventures associated with the administration of the Patent 

O 


Section 14 conforms U.S. Patent and Trademark Law to a recent international trea- 
ty governing diplomatic or consular legalization of documents. 

Section 15 corrects a mistaken citation in P.L. 96-517. 

Section 16 creates a uniform term for design patents. 

Section 17 establishes the effective dates for provisions of the Act. Increased filing 
pod would apply to all applications made on or after the date of enactment of H.R. 
Section 18 permits voluntary arbitration of patent disputes. 
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SECTION-BY-SECTION ANALYSIS 
SECTION 1 


This section authorizes appropriations for the Patent and Trademark Office for the pay- 
ment of selaries and n expenses of the Office. For Fiscal Year 1983, this section 
authorizes appropriations of $76,000,000, and in fiscal years 1984 and 1985 such sums as 
may be necessary, as well as such additional and supplemental amounts as may be neces- 
sary to cover any increases in salary, pay, retirement, or employee benefits which may be 
authorized by law. Funds made available by these ar a are to be used to reduce 
by 50 per centum the amount of the fees to be paid under title 35, United States Code, 
section 41(a) and (b) by independent inventors and nonprofit organizations as defined in 
regulations established by the Commissioner of Patents and Trademarks, and by small 
business concerns as defined in section 3 of the Small Business Act and by regulations es- 
tablished by the Small Business Administration. 

In addition, fees collected pursuant to title 35, United States Code, and the Trademark 
Act of 1946, as amended (15 U.S.C. 1051 et seq.), will augment the authorized appropria- 
tion to provide the resources needed to conduct the operations of the Office for 
year 1983. The total resources for the Office in fiscal year 1983, that is, the amount appro- 

riated pursuant to this section plus fees collected pursuant to the patent and trademark 

ws, which will be available to the Office, are estimated to be $154,934,000. The corre- 
sponding levels for fiscal year 1984 and fiscal year 1985 are estimated in the President’s 

judget to be $167 million and $176 million, respectively. Any additional amounts to cover 
increases in salary, pay, retirement, or other employee benefits which may be authorized 
by law will be in addition to, and will therefore increase, those program levels. Finally, 
any funds appropriated pursuant to this section and all fees collected, when specified in an 
appropriation act, will remain available without any fiscal year limitation. 


SECTION 2 


This section provides that, notwithstanding any other provision of law, there is autho- 
rized to be appropriated to the Patent and Trademark Office for fiscal year 1982, 
$121,461,°00 and such additional or supplemental amounts as may be necessary for in- 
creases in salary, pay, retirement, or other employee benefits authorized by law. This sec- 
tion increases the amount authorized for the Patent and Trademark Office by 2.5 million 
over that authorized in Public law 97-35. The President is recommending a supplemental 
appropriation of $2,500,000 for the Patent and Trademark Office for fiscal year 1982 in or- 
der to carry out the program recommendations included in his fiscal year 1983 Budget. 


SECTION 3 


This section establishes certain statutory fees which are to be charged by the Commission- 
er and authorizes the Commissioner to establish other fees whose amounts are not specifical- 
ly set. Thus, the — routine fees which are applicable to patents and patent application 
processing are established (e.g., filing, issuance, and maintenance fees). The Commissioner is 
authorized to establish fees for all other processing, services, or materials related to patents 
which are not specifically established by statute. The processing and service fees, which 
would be established at a level to recover the estimated average costs to the Office. A more 
specific discussion of the various provisions of this section is set forth below. 

Section 3(a) amends section 41(a) of title 35 to provide the amounts of the fees for filing 
and issuance of patent applications. In addition, the section includes provisions for increas- 
ing the filing fees due to increased — presented by certain applications, e.g., ap- 

lications containing more than a specified number of claims and any application contain- 
ing a multiple dependent claim. The section also provides that fees will be charged when 
the number of claims is increased above the specified number or when a multiple depen- 
dent claim is first presented, whether on filing or at a later point in processing. 

Under section 41(a)1, the filing fee for an original patent, except in design or plant 
cases, is $300. In addition, on filing or on presentation at any other time, $30 is due for 
each claim in independent form which is in excess of three, $10 is due for each claim 
(whether independent or dependent) which is in excess of twenty, and $100 is due for 
each application containing a multiple dependent claim. The latter fee is a one-time charge 
= application due the first time a multiple dependent claim is presented for examination. 

‘or the p of computing fees, a multiple dependent claim as referred to in section 
112 of title 35, United States Code, or any claim depending therefrom, will be considered 
as separate dependent claims in accordance with the number of claims to which reference 
is made. Under the section, errors in payment of the additional fees may be rectified in ac- 
cordance with regulations of the Commissioner. This will enable the Commissioner to es- 
tablish regulations whereby patent applications may correct, without prejudice, errors in 
payment of the additional fees, i.e., those in addition to the basic fees established. 

Under section 41(a)2, the fee for issuing all original and reissue patents, except in design 
or plant cases, would be a uniform amount of $500. No supplemental issue fees are re- 


quired. 

Section 41(a)3 establishes fixed fees for filing applications for, and issuance of desi, 
I plant patents. For design patent cases, the filing fee would be $200 and the issue fee 

Section 41(a)4 relates to fees in reissue cases and establishes a fee of $300 for filing each 
application for the reissue of a patent. In addition, on filing or on presentation at any oth- 
er time, $30 is due for each claim in independent form which is in excess of the number of 
independent claims of the original patent, and $10 is due for each claim (whether indepen- 
dent or dependent) which is in excess of twenty and also in excess of the number of 
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claims of the original patent. Errors in payment of the additional fees may be rectified in 
accordance with regulations of the Commissioner. 
Under section 41(a)5, a fee of $50 would be established for filing each disclaimer in a pa- 
tent or patent application. 
Section 41(a)6 establishes a fee due on filing an appeal from the examiner to the Board of 
Appeals of $115. In addition, a fee of $115 is due on a a brief in support of the appeal, 
and a fee of $100 is due for requesting an oral hearing before the Board of Appeals. 
Section 41(a)7 establishes two different fees for filing petitions with different standards to 
revive abandoned patent applications. The same two fees are . apy to petitions to ac- 
cept the delayed payment of the fee for issuing a patent. The fees set forth in this section 
are due on filing the petition. Since the section provides for two alternative fees with dif- 
ferent standards, the section would permit the applicant seeking revival or tance of a 
delayed payment of the fee for issuing a petent to choose one or the other of the fees and 
standards under such regulations as the Commissioner may establish. Under the section 
the Commissioner could establish time limits within which petitions under each of the dif- 
ferent fees and standards can be filed. The section establishes a fee of $500 for filing each 
petition for revival or for acceptance of the delayed payment of an issue fee where the 
abandonment or the failure to pay the issue fee is unintentional. In order to prevent abuse 
and injury to the public the Commissioner could require a terminal disclaimer equivalent 
to the period of abandonment and could require applicants to act promptly after becoming 
aware of the abandonment. The section establishes a fee of $50 for filing a petition under 
sections 133 or 151 of title 35 in accordance with standards presently in effect requiring 
that the delay resulting in the abandonment, or the delay in ay of the issue fee, be 
unavoidable. Under this section a petition accompanied by either a fee of $500 or a fee of 
$50 would not be granted where the abandonment or the failure to pay the fee for issuing 
the patent was intentional as opposed to being unintentional or unavicdable. This section 
would permit the Commissioner to have more discretion than present law to revive aban- 
doned applications and accept late payment of the fee for issuing a patent in appropriate 
circumstances. 
Section 41(a)8 establishes fees for filing of petitions for extensions of time. Various time 
= are set by the Office for taking actions on matters relating to patent applications. 
ese time periods are set pursuant to statute or by regulations established by the Com- 
missioner under the authority granted to the Commissioner by statute. This section would 
provide for fees for filing petitions to extend the time periods set pursuant to statute or by 
regulations for taking action within any limitations set by statute. 
A fee of $50 is established for filing a my for a first one month extension of time, an 
additional fee of $100 for filing a request for a second one month extension of time which 
would ee two months after the end of the time period set for taking action, and an ad- 
ditional fee of $200 for filing a request for a third one month extension of time which 
would expire three months the end of the time period set for taking action. A subse- 
quent or fourth extension could be requested if additional time was available under the 
statute. In no case could a period be extended beyond the maximum time set by statute. 
The Commissioner may issue regulations providing when, within any maximum period 
oa by statute, petitions for extensions of time, and the required fee therefor, may be 
ed. This section does preclude the Commissioner from waiving the fee for filing a peti- 
tion for an extension of time where the Office extends the period due to equity consider- 
ations or sufficient cause. 
Section 41(b) provides that the Commissioner charge the following fees for maintaining a 
patent other ion a design or plant patent, in force: at three years and six months 
grant, $400; at seven years and six months after grant, $800; and at eleven years and six 
months after grant, $1,200. Unless payment of the applicable maintenance fee is received 
in the Patent and Trademark Office on or before the date the fee is due or within a grace 
period of six months thereafter, the patent will expire as of the end of such grace period. 
The Commissioner may require the payment of a surcharge as a condition of accepting 
within such six-month grace priod the late payment of a maintenance fee. 
In-order to avoid an inequitable loss of patent rights, the Commissioner is given the au- 
thority to accept payment of any maintenance fee after the six-month grace period if it is 
established that the delay in payment was unavoidable. It is intended that the Commission- 
er will issue regulations establishing guidelines for acceptance of late payment. After the 
expiration of a reasonable period of time, the patentee would bear a heavy burden of 
proof that the delay was unavoidable. A a be imposed by the Commissioner 
as a precondition to acceptance of a late fee. This surcharge may be in addition to any 
surcharge imposed for payment during the grace period. 

A provision is included to | ap the rights of one who began using or who took steps 
to begin use of a patent which expired for failure to pay a maintenance fee and which was 
subsequently reestablished by acceptance of the late payment. The intervening rights pro- 
vision in section 41(c)(2) is similar to the intervening rights provision in 35 U.S.C. 252 
concerning reissued patents. 

Section 41(d) provides that the Commissioner establish fees for all other processing 
services, or materials related to patents not specified in section 41 at an amount calculated 
to recover the estimated average cost to the Office of such processing, services, or materi- 
als. Such processing and other services includes, but is not limited to, the processing of 
various petitions desiring certain actions to be taken regarding patent applications, record- 
ing of assignments, reexamination of patents and the processing of international applica- 
tions. Fees for materials include the price of patent copies, certifications and other copy- 
ing services. The yearly fee for providing a library specified in section 13 of title 35 with 
—— copies of the specifications and drawings for all patents issued in that year is 
set at $50. 
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Section 41(f) provides that the fees established in subsections (a) and (b) of section 41 

may be adjusted by the Commissioner on Oct. 1, 1985, and every third year thereafter, to 
reflect any fluctuations occurring ae the previous three years in the Consumer Price 
Index, as determined by the Secretary of Labor. Changes of less than one per centum may 
be ignored by the Commissioner in making such adjustments. 
Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), 
is being changed to grant the Commissioner discretion to establish the level of recovery of 
Office costs related to trademarks. It is expected that the Commissioner will set the fees in 
a way that the filing fee will be kept as low as possible to foster use of the Federal regis- 
tration system. This may require that other fees for services or materials related to trade- 
marks recover more than their actual estimated cost in order that the Commissioner 
achieve in the aggregate adequate cost recovery for the entire trademark operation. 

A provision is inserted in section 42(c) of title 35 in order to ensure that the tradermark 
fees collected are used to fund trademark operations only and not the processing of patent 
applications. 


SECTION 4 


Section 3 of title 35 is amended by deleting specific reference to the number of examin- 
ers-in-chief in the first sentence. Elimination of the upper limit on the number of perma- 
nent members of the Board of Appeals would provide greater flexibility in filling most of 
its personnel needs, thereby avoiding an excess of examiner details. The authority to ap- 
point acting examiners-in-chief, however, is maintained in order that temporary fluctua- 
tions in the workload of the Board may be accommodated. 


SECTION 5 


Under revised section 111 of title 35, the filing date of an application would be that on 
which the specification and any required —_—- are received by the Patent and Trade- 
mark Office. The oath or declaration and filing fee could be submitted at such later time 
as established by the Commissioner, without any loss of the original filing date. Under the 
amendment, an applicant could either file the oath or declaration (including the applicant’s 
signature) and fee together with an application or submit them at a later time as deter- 
mined by the Commissioner. 

The section would also authorize the imposition of a surcharge as a condition for ac- 
cepting filing of the oath of payment of the filing fee after the filing date of the applica- 
tion. Since an application filed without the oath or declaration would not be signed or 


“made” by the applicant, the amendment permits a patent attorney or agent, authorized 
by the applicant, to submit the specification and drawings for the a of obtaining a 
filing date. Should the applicant, however, fail to file the oath or declaration, or pay the 
filing fee within the time limits set by the Commissioner, the application would be regard- 
ed as having been abandoned. 


SECTION 6 


The third paragraph of section 116 of title 35 is amended to enlarge the possibilities for 
correcting misnamed inventive entities. As a consequence, correction would be permitted 
also in cases where the person originally named as inventor was in fact not the inventor of 
the subject matter contained in the application. If such error occurred without any decep- 
tive intention on the part of the true inventor, the Commissioner would have the authority 
to substitute the true inventor for the erroneously named person. Although probably rar- 
er, instances such as changes from a mistakenly identified sole inventor to a different, but 
actual, joint inventors, conversions from erroneously identified joint inventors to different 
but actual, joint inventors, and conversions from erroneously identified joint inventors to a 
different, but actual, sole inventor would also be permitted. In each instance, however, the 
Commissioner must be assured of the presence of innocent error, without deceptive inten- 
tion on the part of the true inventor or inventors, before permitting a substitution of a true 
inventor’s name. 

The ability to receive a filing date based on a specification and drawings without signa- 
ture as set forth in revised section 111 of title 35, and to file the oath or declaration and 
pay the fil'ng fee within such period as determined by the Commissioner is also available 
to joint inventors. 

Section 256 of title 35, which is a companion to section 116, would be amended to simi- 
larly enlarge the possibilities for correction of misnamed inventors in issued patents. 


SECTION 7 


Section 6(d) of title 35, which provides for the allocation of appropriated Patent and 
Trademark Office funds to the Department of State for payment of United States financial 
obligations under the Patent Cooperation Treaty, is deleted. The Department of State has 
traditionally assumed responsibility for financial obligations for international agreements to 
which the United States adheres. 


SECTION 8 


Section 8(a) of the Trademark Act is amended to clarify that the continued use required to 
be shown in the sixth year be use “in commerce”. Although it is believed by some that omis- 
sion of the words “in commerce” may have been inadvertent in the 1946 Act, this section 
has been interpreted so that use in a foreign country, or use in intrastate commerce, is 


JANUARY 5, 1988 





JANUARY 5, 1988 U.S. PATENT AND TRADEMARK OFFICE 


sufficient. Such interpretation is fundamentally in conflict with other requirements of the 
Act. 


ct. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce” . Although it is believed by some that 
omission of the words “ in commerce” may awee — inadvertent in the 1946 Act, this 
section has interpreted so that use in a forei; , or use in intrastate commerce, is 
sufficient. Such interpretation is fantuonanaliy ia:08 in = ict with other requirements of the 
Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce” for registrations published under section 
12(c) of the Act. (This ins to registrations issued under the Act of Mar. 3, 1881 and 
the Act of Feb. 20, 1905). 

The word “still” has been deleted from section 8(a) and 8(b). Thus, the owner of a reg- 
istration issued on the basis of a foreign registration under the apa of section 44(e) 
of the Act will have to submit an affidavit to the effect that the mark is in use in com- 
merce. Since the mark need not be used in commerce when it is registered, the require- 
ment cannot be required to state that it is “still” in such use. 


SECTION 9 


Section 13 of the Trademark Act is amended to delete the requirement that an opposi- 
tion be verified. The sentence which allowed an unverified application to be verified at a 
later date has been deleted. In addition, a phrase has been added to make it clear that any 
subsequent extension of time to file an opposition, beyond the first extension, must be re- 
quested before the end of the preceding extension. 


Section 14 of the Trademark Act would also be amended to delete the requirement that 
a petition to cancel a registration be verified. 


SECTION 10 


Section 15 of the Trademark Act is amended to change the term “the publication” to 
“registration” in the first sentence. This change makes the date of registration rather than 
the date of publication the crucial date for purposes of incontestablility. It will also make 
section 15 consistent with sections 22 and 33 of the Act. 


SECTION 11 


Section 16 of the Trademark Act is amended to limit the declaration of interferences to 
those situations where a petition to the Commissioner shows that extraordinary circum- 
stances exist, the rights of the parties can be determined adequately by the existing opposi- 
tion and cancellation procedures. Additionally, if an interference is declared between an 
application and a registration and the applicant wins, a cancellation must still be initiated 
against the registration. 

SECTION 12 


A new subsection (a) has been added to section 21 of title 35 to authorize, but not to re- 
quire, the Commissioner of Patents and Trademarks to give as the filing date of any paper 
or fee which is required to be filed in the Patent and Trademark Office the date on which 
the paper or fee was deposited with the United States Postal Service. The Commissioner 
may also give as the filing date of any paper or fee which was required to be filed in the 
Patent and Trademark Office the date it would have been deposited with the United 
States Postal Service but for postal service interruptions or emergencies which the Com- 
missioner designates. The requirements governing whether any given paper or fee may be 
given the filing date of the day on which it was, or would have been deposited with the 
United States Postal Service will be set forth in regulations established by the Commis- 
sioner. 

Section 21(b) of title 35 is identical to existing section 21 with two minor amendments. 
The word “federal” has been inserted before x phrase “holiday within the District of 
Columbia” to clarify the nature of the holiday. 


SECTION 13 


This section clarifies the authority of the Commissioner in section 6(a) of title 35 to en- 
ter into a wide range of cooperative agreements concerning the patent and trademark 
laws or the administration bs the Patent and Trademark Office. These agreements are in 
addition to the exchange of publications authorized in 35 U.S.C. 11(b) and 12. These co- 
operative agreements may take the form of studies, programs, exchanges, and other simi- 
lar ventures. Thus, the Patent and Trademark Office could, for example, exchange patent 
copies, non-patent literature, tapes or services in return for goods or services of value to 
the Patent and Trademark Office. 


SECTION 14 


The amendments of 35 U.S.C. 115 and Section 11 of the Trademark Act of 1946 recognize 
the Hague “Convention Abolishing the Requirement of Legalization for Foreign Public 
Documents” which entered into force in the United States on Oct. 15, 1981. The Convention 
abolishes the requirement of diplomatic or consular legalization for foreign public docu- 
ments which are sworn to or acknowledged by a notary public in any of the countries adher- 
ing to the Convention. For documents executed by a notary public of all other for- 
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eign countries, diplomatic or consular legalization will still be required. 
The amendment of 35 U.S.C. 261 is intended to give affirmative effect to acknowledg- 
ments executed pursuant to the Hague Convention. 


SECTION 15 


This section corrects an incorrect citation. Public Law 96-517 amended section 41 of ti- 
tle 35, United States Code, in a way which eliminated 35 U.S.C. §41(a)(9). Unfortunately, 
section 13 of title 35, United States Code, was not amended accordingly by Public Law 
96-517. This section corrects that oversight. 


SECTION 16 
This section sets a uniform term of fourteen years for all design patents. 
SECTION 17 


Sections 17(a) and (c) specify the effective dates of the Act. Section 17(a) also specifies 
that the maintenance fees provided for in section 3(b) of this Act will only apply to pa- 
tents in which the appiication was filed on and after the date of enactment or to mainte- 
nance fees later established by law. 

Section 17(b) adds a section to title 35 providing for the voluntary arbitration of patent 
disputes by the parties to the dispute. The section requires that the Commissioner be noti- 
fied in writing of an award made by an arbitrator or modified by a court. Such notifica- 
tion will be entered in the record of the prosecution of the patent. 

At present, agreements to arbitrate some aspects of disputes arising under patent li- 
censes are enforceable by the courts; however, there have been court decisions that have 
disapproved arbitration of disputes concerning patent validity or infringement. In this re- 
gard, see, for cxample, Zip Mfg. Co. v. Pep Mfg. Co. 44 F.2d 184, 7 U.S.P.Q. 62 
(D. Del. 1930) and yo Rem Instruments, Inc. v. Technical Developments Corp. 433 F.2d 
55, 167 U.S.P.Q. 10 (7th Cir. 1965). 

Partly as a reaction to those decisions, during the 93rd Congress both the Department 
of Commerce and the Department of Justice endorsed a provision specifically authorizing 
arbitration of validity and infringement disputes. This provision, included in an omnibus 
patent law revision bill, S. 2504, was never enacted due tot he many controversial aspects 
of that legislation. 

In the view of the Committee, a statutory authorization of voluntary agreements to ar- 
bitrate validity and infringement disputes would benefit both the parties to these disputes 
and the public. 

Statutory endorsement of arbitration agreements would assure the parties that they 
could avail themselves of the numerous advantages of arbitration without the possibility of 
having to reargue the dispute in court. The advantages of arbitration are many: it is usual- 
ly cheaper and faster than litigation; it can have simpler procedural and evidentiary rules; 
it normally minimizes hostility and is less disruptive of ongoing and future business deal- 
ings among the parties; it is often more flexible in regard to scheduling of times and places 
of hearings and discovery devices; and, arbitrators are frequently better versed than 
judges and juries in the area of trade customs and the technologies involved in these dis- 
putes. 

The enforcement of voluntary arbitration provisions would serve the public in two 
ways. First, the availablity of arbitration with its numerous advantages will enhance the 
patent system and thus will encourage innovation. This view is supported by the Commit- 
tee for Economic Development in their Jan. 1980 statement entitled “Stimulating Techno- 
logical Progress.” Secondly, arbitration could relieve some of the burdens on the 
overworked Federal courts. Chief Justice Burger in his speech to the American Bar Asso- 
ciation on Jan. 24, 1982, generally endorsed the use of arbitration to reduce the judicial 
backlog. Also, I think it is important to note that the American Bar Association’s Section 
on Patent, Trademark and Copyright Law has endorsed court enforcement of arbitration 
agreements calling for arbitration of validity and infringement. 

The recommendations of the Secretary of Commerce to increase substantially patent 
and trademark user fees were made on the promise that such increases “will lay the 
groundwork for revitalizing the patent and trademark systems.” The Secretary committed 
to three major goals: (1) to reach an average patent application pendency time of 18 
months by FY 1987, (2) to issue an examiner’s first action on trademark registrability in 
three months and disposal of an application within 13 months, and (3) to move realisti- 
cally toward a fully automated Office by the 1990’s. In accepting the Administration’s rec- 
ommendations on user fees, the Committee fully expects the Administration to live up to 
its end of the bargain to bring about a first-class Patent and Trademark Office. To provide 
an opportunity for timely and effective Committee oversight of progress toward improv- 
ing the Patent and Trademark Office, the Committee directs that the Secretary of Com- 
merce report annually to the Committee on progress toward achieving the three major 
goals of the Patent and Trademark Office, as outlined above, and, in addition, promptly 
inform the Committee at any time it appears that any of the goals, for any reason, is 
viewed as not attainable. 


OVERSIGHT STATEMENT 


The Committee on the Judiciary has oversight responsibility over the Patent and Trade- 
mark Office in the Department of Commerce. In addition to its ongoing oversight, the 
Committee’s Subcommittee on Courts, Civil Liberties and the Administration of Justice 
held an oversight hearing with respect to the Patent and Trademark Office on Mar. 4, 
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1981, published as Oversight Hearings Before the Subcommittee on Courts, Civil Liberties 
and the Administration of Justice of the Committee on the Judiciary, House of Represen- 
tatives, Ninety-Seventh Con . First Session on the Copyright ago _ U.S. Patent 
and Trademark Office, and the Copyright Royalty Tribunal. Serial No. 

The Committee expects to continue its oversight activities in this ali 


STATEMENT OF THE BUDGET COMMITTEE 


No statement has been received on H.R. 6260 from the House Committee on the Bud- 
get. 


STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE 


Pursuant to clause 7, rule XIII of the Rules of the House of Representatives and section 
403 of the Congressional Budget Act of 1974, the following is the cost estimate of H.R. 
6260, as amended, prepared by the Congressional Budget 


U.S. CONGRESS 
CONGRESSIONAL BUDGET OFFICE, 
Washington, D.C., May 13, 1982. 


Hon. PETER W. RoDINO, Jr., 
Chairman, Committee on the Judiciary, House of Representatives, Washington, D.C. 
DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional Budget Act of 


1974, the Congressional budget Office has prepared the attached cost estimate for H.R. 
6260, a bill to authorize appropriations to the Patent and Trademark Office in the Depart- 
ment of Commerce, and for other purposes. 
Should the Committee so desire, we would be pleased to provide further details on this 
estimate. 
Sincerely 


ALIcE M. RIVLIN, Director. 
CONGRESSIONAL BUDGET OFFICE, CosT ESTIMATE 


1. Bill number: H.R. 6260. 

2. Bill title: A bill to authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 

3. Bill status: As ordered reported by the House Committee on the Judiciary, May 11, 
1982. 

Bill purpose: H.R. 6260 would authorize 1982 appropriations at a level $2.5 million 
above the amount already appropriated, and would provide a $76 million authorization 
level in 1983 to carry out the activities of the Patent and Trademark Office (PTO). In ad- 
dition, such sums as may be necessary are authorized for fiscal years 1984 and 1985, = 
such additional or supplemental amounts as may be necessary for increases in salary, pa’ 
retirement, or other benefits authorized by road for each fiscal year 1983 thorugh 1585. 
PTO would also have available for obligation offsetting fee collections as provided for in 
Public Law 96-517, plus the additional fees as specified in H.R. 6260. 

Assuming enactment of H.R. 6260, total PTO collections over time would result in re- 
covery of approximately 10C percent of patent and trademark processing costs. Individu- 
als, small businesses, and non-profit institutions would be exempt from the proposed addi- 
tional fees, however, but would continue to follow the fee schedule outlined in P.L. 96- 
517, which assumes the ultimate recovery of approxiamtely 50 percent of all processing 
costs. 

The President’s 1982 budget includes a request for a $2.5 million supplemental for the 
PTO. The Administration has recommended increasing user fees to ultimately recover 100 
percent of processing costs beginning in 1983, but does not provide for any exemptions to 
the proposed fee increases relative to current law. The effect of exemptions is to increase 
by approximately $8 million the authorized level of appropriations relative to the Admin- 
istration’s request. 

In addition, the bill would make a number of other changes that are not expected to 
have a cost impact. 

5. Cost estimate: 


[By fiscal years, in millions of dollars] 


1984 1985 1986 


Authorization level: 
Specified 


86.4 86.8 


SS SS S6A SES ..... 
Total estimated outlays : 61.8 82.4 82.8 5.5 


Including outlays from appropriations to date for PTO, total 1982 outlays are estimated 
to be $121.5 million, and total 1983 outlays are estimated to be $79.8. 
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The costs of this bill fall within budget subfunction 376. 

6. Basis of estimate: The authorization levels for PTO for 1982 and 1983 are those speci- 
fied in the bill. The estimate authorization levels for 1984 and 1985 assume a level of 
funding sufficient to maintain a program level of $167 million and $176 million, respec- 
tively, including offsetting collections. In addition, authorization for increases in pay and 
other benefits of approximately $6.8 million, $7.4 million, and $7.8 million for fiscal years 
1983 throvgh 1985, respectively, were estimated based on CBO’s current inflators. Outlays 
are based on historical spending patterns. 

The estimated collections to PTO as a result of fees charged to cover the costs of pro- 
cessing trademarks and patents were provided by the agency, and assume the fee structure 
outlined in the bill. The estimated collections, under current law and under H.R. 6260, are 
shown in the table below. 


[By fiscal years, in millions of dollars) 


1982 1983 1985 1986 


Estimated offsetting collections: 
Current law ines ae 5 ee 
Added by H.R. 6260 a eee 


Total—H.R. 6260 ae. 97.0 


7. Estimate comparison: None. 
8. Previous CBO estimate: None. 


9. Estimate prepared by: Mary B. Maginniss. 
10. Estimate approved by: C. G. Nuckols (James L. Blum, Assistant Director for Budget 
Analysis). 
COMMITTEE VOTE 


The Committee on the Judiciary ordered H.R. 6260 as amended reported by a voice 
vote, without objection being heard, with a quorum of Members being present. 


CHANGES IN EXISTING LAW MADE BY THE BILL, AS REPORTED 


In compliance with clause 3 of Rule XIII of the Rules of the House of Representatives, 
changes in existing law made by the bill, as reported, are shown as follows (existing law 
proposed to be omitted is enclosed in black brackets, new matter is printed in italics, 
existing law in which no change is proposed is shown in roman): 


TITLE 35, UNITED STATES CODE 
PART 1—PATENT AND TRADEMARK OFFICE 


esee8t 


CHAPTER 1—ESTABLISHMENT, OFFICERS, FUNCTIONS 


§3. Officers and employees. 


(a) There shall be in the Patent and Trademark Office a Commissioner of Patents and 
Trademarks, a Deputy Commissioner, two Assistant Commissioners, and [not more than 
fifteen] examiners-in-chief appointed under section 7 of this title. The Deputy Commissioner, 
or, in the event of a vacancy in that office, the Assistant Commissioner senior in date of 
appointment shall fill the office of Commissioner during a vacancy in that office until the 
Commissioner is appointed and takes office. The Commissioner of Patents and Trade- 
marks, the Deputy Commissioner, and the Assistant Commissioners shall be appointed by 
the President, by and with the advice and consent of the Senate. The Secretary of Com- 
merce, upon the nomination of the Commissioner, in accordance with law shall appoint all 
other officers and employees. 


§6. Duties of Commissioner. 


(a) The Commissioner, under the direction of the Secretary of Commerce, shall superin- 
tend or perform all duties required by law respecting the granting and issuing of patents and 
the registration of trademarks; shall have the authority to carry on studies [and] programs, or 
exchanges of items or services regarding domestic and international patent and trademark law 
or the administration of the Patent and Trademark Office, and shall have charge of property 
belonging to the Patent and Trademark Office. He may, subject to the approval of the Secre- 
tary of Commerce, establish regulations, not inconsistent with law, for the conduct of pro- 
ceedings in the Patent and Trademark Office. 

(b) The Commissioner, under the direction of the Secretary of Commerce, may, in coordi- 
nation with the Department of State, carry on programs and studies cooperatively with 
foreign patent offices and international intergovernmental organizations, or may authorize 
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such programs and studies to be carried on, in connection with the performance of duties 
stated in subsection (a) of this section. 

(c) The Commisgioner, under the direction of the Secretary of Commerce, may, with 
the concurrence ot the Secretary of State, transfer funds appropriated to the Patent and 
Trademark Office, not to exceed $100,000 in any year, to the Department of State for the 
p of making s — to internatinal intergovernmental organizations for 
studies and programs for advancing international cooperation concerning patents, trade- 
=n and related matters. These special payments may be in addition to any other pay- 
ments or contributions to the international organization and shall not be subject to any 
limitations imposed by law on the amounts of such other payments or contributions by the 
Government of the United States. 

[(d) The Commissioner, under the direction of the Secretary of Commerce, may, with 
the concurrence of the Secretary of State, allocate funds appropriated to the Patent Of- 
fice, to the Department of State for the purpose of payment of the share on the part of 
the United States to the working capital fund establi oa under the Patent Cooperation 
Treaty. Contributions to cover the share on the part of the United States of any operating 
deficits of the International Bureau under the Patent Cooperation Treaty shall be included 
in the annual budget of the Patent Office and may be transferred by the Commissioner, 
under the direction of the Secretary of Commerce, to the ent of State for the 
purpose of making payments thereof to the International Bureau. 


see28 
§13. Copies of patents for public libraries. 


The Commissioner may supply printed copies of specificaticns and drawings of patents 
to public libraries in the United States which shall maintain such copies for the use of the 
public, at the rate for each year’s issue established for this purpose in section 41 [(a)9] (d) 
of this title. 


see 


CHAPTER 2—PROCEEDINGS IN THE PATENT AND TRADEMARK OFFICE 


see e8 


§21. [Day for taking action falling on Saturday, Sunday, or holiday] Filing date and day for 
taking action. 


(a) The Commissioner may by rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was 
deposited with the United States Postal Service or would have been deposited with the United 
States Postal Service but for postal service interruptions or emergencies designated by the Com- 
missioner. 

(b) When the day, or the last day, for taking any action or paying any fee in the United 
States Patent and Trademark Office falls on Saturday, Sunday, or a Federal holiday within 
the District of Columbia, the action may be taken, or the fee paid, on the next succeeding 
secular or business day. 


see 


CHAPTER 4—PATENT FEES 


s*#e88 


§41. Patent fees 


[(a) The Commissioner of Patents will establish fees for the processing of an application 
for a patent, from filing through disposition by issuance or abandonment, for maintaining a 
patent in force, and for providing all other services and materials related to patents. No 
fee will be established for maintaining a design patent in force. 

[(b) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment of this Act, fees for the actual processing of an application for a patent, other 
than for a design patent, from filing through disposition by issuance or abandonment, will 
recover in aggregate 25 per centum of the estimated average cost to the Office of such 
processing. By the first day of the first fiscal year beginning on or after one calendar year 
after enactment, fees for the processing of an application for a design patent, from filing 
through disposition by issuance or abandonment, will recover in aggregate 50 per centum 
of the estimated average cost to the Office of such processing. 

[(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for 
maintaining patents in force will recover 25 per centum of the estimated cost to the Of- 
fice, for the year in which such maintenance fees are received, of the actual processing all 
applications for patents, other than for design patents, from filing through disposition by 
issuance or abandonment. Fees for maintaining a patent in force will be due three years 
and six months, seven years and six months, and eleven years and six months after the 
grant of the patent. Unless payment of the applicable maintenance fee is received in the 
Patent and Tradmark Office on or before the date the fee is due or within a grace period 
of six months thereafter, the patent will expire as the end of such grace period. The Com- 
missioner may require the payment of a surcharge as a condition of accepting within such 
six-month grace period the late payment of an applicable maintenance fee. 
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[(d) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment, fees for all other services or materials related to patents will recover the esti- 
mated average cost to the Office of performing the service or furnishing the material. The 
yearly fee for providing a library specified in section 13 of this title with uncertified print- 
ed copies of the specifications and drawings for all patents issued in that year will be $50.] 

(a) The Commissioner shall charge the Yollowing fees: 

1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent 
form which is in excess of three, $10 for each claim (whether independent or dependent) which 
is in excess of twenty, and $100 for each application containing a multiple dependent claim. 
For the purpose of computing fees, a maltiple dependent claim as referred to in section 112 of 
this title or any claim depending therefrom shall be considered as separate dependent claims in 
accordance with the number of claims to which reference is made. Errors in payment of the 
additional fees may be rectified in accordance with regulations of the Commissioner. 

2. For issuing each original or reissue patent, except in design or plant cases, $500. 

3. In design and plant cases: 

a. On filing each design application, $125. 
b. On filing each plant application, $200. 
c. On issuing each design patent, $175. 

d. On issuing each plant patent, $250. 

4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30 for each claim in independent form which is in excess of 
the number of independent claims of the original patent, and $10 for each claim (whether in- 
dependent or dependent) which is in excess of twenty and also in excess of the number of 
claims of the original patent. Errors in payment of the additional fees may be rectified in ac- 
cordance with regulations of the Commissioner. 

5. On filing each disclaimer, $50. 

6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on fil- 
ing a brief in support of the appeal, $115, and on requesting an oral hearing before the Board 
of Appeals, $100. 

7. On filing each petition for the revival of an unintentionally abandoned application for a 
patent or for the unintentionally delayed payment of the fee for issuing each patent, $500, un- 
less the petition is filed under sections 133 or 151 of this title, in which case the fee shall be 
$50. 

& For petitions for one-month extensions of time to take actions required by the Commis- 
sioner in an application: 

a. On filing a first petition, $50. 

b. On filing a second petition, $100. 

c. On filing a third or subsequent petition. $200. 

(b) The Commissioner shall charge the following fees for maintaining a patent in force: 

1. Three years and six months after grant, $400. 

2. Seven years and six months after grant, $800. 

3. Eleven years and six months after grant, $1,200. 
Unless payment of the applicable maintenance fee is received in the Patent and Trademark Of- 
fice on or before the date the fee is due or within a grace period of six months thereafter, the 
patent will expire as of the end of such grace period. The Commissioner may require the pay- 
ment of a surcharge as a condition of accepting within such six-month grace period the late 
payment of an applicable maintenance fee. No fee will be established for maintaining a design 
or plant patent in force. . 

(c)(1) The Commissioner may accept the payment of any maintenance fee required by sub- 
section (b) of this section after the six-month grace period if the delay is shown to the satisfac- 
tion of the Commissioner to have been unavoidable. The Commissioner may require the 
payment of a surcharge as a condition of accepting payment of any maintenance fee after the 
six-month grace period. If the Commissioner accepts payment of a maintenance fee after the 
six-month grace period, the patent shall be considered as not having expired at the end of the 
grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance of a pay- 
ment of a maintenance fee under this subsection, shall abridge or affect the right of any person 
or his successors in business who made, purchased or used after the six-month grace period but 
prior to the acceptance of a maintenance fee under this subsection anything protected by the 
patent, to continue the use of, or to sell to others to be used or sold, the specific thing so made, 
purchased, or used. The court before which such matter is in question may provide for the con- 
tinued manufacture, use or sale of the thing made, purchased, or used as specified, or for the 
manufacture, use or sale of which substantial preparation was made after the six-month grace 
period but before the acceptance of a maintenance fee under this subsection, and it may also 
provide for the continued practice of any process, practiced, or for the practice of which sub- 
stantial preparation was made, after the six-month grace period but prior to the acceptance of a 
maintenance fee under this subsection, to the extent and under such terms as the court deems 
equitable for the protection of investments made or business commenced after the six-month 
grace period but before the acceptance of a maintenance fee under the subsection. 

(d) The Commissioner will establish fees for all other processing, services, or materials relat- 
ed to patents not specified above to recover the estimated average cost to the Office of such pro- 
cessing, services, or materials. The yearly fee for providing a library specified in section 13 of 
this title with uncertified printed copies of the specifications and drawings for all patents issued 
in that year will be $50. 

(3) The Commissioner may waive the payment of any fee for any service or material re- 
lated to patents in connection with an occasional or incidental request made by a depart- 
ment or agency of the Government, or any officer thereof. The Commissioner may pro- 
vide any applicant issued a notice under section 132 of this title with a copy of the 
specifications and drawings for all patents referred to in that notice without charge. 
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[(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery speci- 
fied in this section; however, no patent application processing fee or fee for maintaining a 
patent in force will be adjusted more than once every three times.] 

(f) The fees established in subsection (a) and (b) of this section may be adjusted by the Com- 
missioner on Oct. 1, 1985, and every third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than I per centum may be ignored. 

(g) No fee established by the Commissioner under this section will take effect prior to 
sixty days following notice in the Federal Register. 


§42. Patent and Trademark Office funding. 


(a) All fees for services performed by or materials furnished by the Patent and Trade- 
mark Office will be payable to the Commissioner. 

(b) All fees paid to the Commissioner and all appropriations for defraying the costs of 
the activities of the Patent and Trademark Office will be credited to the Patent and 
Trademark Office Appropriation Account in the Treasury of the United States, the provi- 
sions of section 725e of title 31, United States Code, notwithstanding. 

(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to 
the extent provided for in appropriation Acts, the activities of the Patent and Trademark 
Office. Fees available to the Commissioner under section 31 of the Trademark Act of 1946, as 
amended (15 U.S.C. 1113), shall be used exclusively for the | i of trademark registra- 
tions and for other services and materials related to trademari 

(d) The Commissioner may refund any fee paid by mistake or any amount paid in ex- 
cess of that required. 


PART II—PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


ese 


CHAPTER 11—APPLICATION FOR PATENT 


se#ee8 


[§111. Application for patent 


[Application for patent shall be made by the inventor, ——- as otherwise provided in 


this title, in writing to the Commissioner. Such application include: (1) a specification 
as prescribed by section 112 of this title; (2) a drawing as prescribed by section 113 of this 
title; and (3) an oath by the applicant as prescribed by section 115 of this title. The appli- 
cation must be signed by the applicant and accompanied by the fee required by law.] 

Sec. 111. Application for patent shall be made, or authorized to be made, by the inventor, 
except as otherwise provided in this title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed 
by section 113 of this title; and (3) an oath by the applicant ape by section 115 of this 
title. The application must be accompanied by the fee required by law. The fee and oath may 
be pi tot. after the specification and any required drawing are submitted, within such peri- 
od and under such conditions, including the payment of a surcharge, as may be prescribed by 
the Commissioner. Upon failure to submit the fee and oath within such prescribed period, the 
application shall be regarded as abandoned, unless it is shown to the satisfaction of the Com- 
missioner that the delay in submitting the fee and oath was unavoidable. The filing date of an 
application shall be the date on which the specification and any required drawing are received 
in the Patent and Trademark Office. 


§115. Oath of applicant 


The applicant shall make oath that he believes himself to be the original and first inven- 
tor of the process, machine, manufacture, or composition of matter, or improvement 
thereof, for which he solicits a patent; and shall state of what country he is a citizen. Such 
oath may be made before any person within the United States authorized by law to ad- 
minister oaths, or when, made in a foreign country, before any diplomatic or consular of- 
fice of the United States authorized to administer oaths, or before any officer having an 
Official seal and authorized to administer oaths in the foreign country in which the appli- 
cant may be, whose authority [shall be] is — by certificate of a diplomatic or consul- 
ar officer of the United States, or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated officials in the 
United States and such oath shall be valid if it complies with the laws of the state or coun- 
try where made. When the application is made as provided in this title by a person other 
than the inventor, the oath may be so varied in form that it can be made by him. 


§116. [Joint inventors] Inventors. 


When an invention is made by two or more persons jointly, they shall apply for patent 
jointly and each sign the application and make the required oath, except as otherwise pro- 
vided in this title. 

If a joint inventor refuses to join in an application for patent or cannot be found or 
reached after diligent effort, the application may be made by the other inventor on behalf 
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of himself and the omitted inventor. The Commissioner, on proof of the pertinent facts 
and after such notice to the omitted inventor as he prescribes, may grant a patent to the 
inventor ing the application, subject to the same rights which the omitted inventor 
would have if he had been joined. The omitted inventor may subsequently join in the 
application. 

Whenever [a person is joined in an application for patent as joint inventor through er- 
ror, or a joint inventor is not included in an application through error] through error a per- 
son is named in an application for patent as the inventor, or through error an inventor is not 
named in an application, and such error arose without any deceptive intention on his part, 
the Commissioner may permit the application to be amended accordingly, under such 
terms as he prescribes. 


eseee8 


CHAPTER 16—DESIGNS 
esee2e8 
§173. Term of design patent. 
[Patents for designs may be granted for the term of three years and six months, or for 


seven years, or for fourteen years, as the applicant, in his application, elects.] 
Patents for designs shall be granted for the term of fourteen years. 


es*#ee8 


PART III—PATENTS AND PROTECTION OF PATENT RIGHTS 


CHAPTER 25—AMENDMENT AND CORRECTION OF PATENTS 


eee et 


[§256. Misjoinder of inventor. 


[Whenever a patent is issued on the application of persons as joint inventors and it ap- 


pears that one of such persons was not in fact a joint inventor, and that he was included 
as a joint inventor by error and without any deceptive intention, the Commissioner may, 
on application of all the parties and assignees, with proof of the facts and such other re- 
quirements as may be imposed, issue a certificate deleting the name of the erroneously 
joined person from the patent. 

[Whenever a patent is issued and it appears that a person was a joint inventor, but was 
omitted by error and without deceptive intention on his part, the Commissioner may, on 
application of all the parties and assignees, with proof of the facts and such other require- 
ments as may be imposed, issue a certificate adding his name to the patent as a joint in- 
ventor. 

[The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, if such er- 
ror can be corrected as provided in this section. The court before which such matter is 
called in question may order correction of the patent on notice and hearing of all parties 
concerned and the Commissioner shall issue a certificate accordingly.] 


§256. Correction of named inventor. 


Whenever through error a person is named in an issued patent as the inventor, or through 
error an inventor is not named in an issued patent and such error arose without and deceptive 
intention on his part, the Commissioner may, on appiication of all the parties and assignees, 
with proof of the facts and such other requirements as may be imposed, issue a certificate cor- 
recting such error. 

The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The 
court before which such matter is called in question may order correction of the patent on no- 
tice and hearing of all parties concerned and the Commissioner shall issue a certificate accord- 


ingly. 
CHAPTER 16—OWNERSHIP AND ASSIGNMENT 


see et 


§261. Ownership; assignment. 


Subject to the provisions of this title, patents shall have the attributes of personal prop- 
erty. 

Applications for patent, patents, or any interest therein, shall be assignable in law by an 
instrument in writing. The applicant, patentee, or his assigns or legal representatives may 
in like manner grant and convey an exclusive right under his application for patent, or pa- 
tents, to the whole or any specified part of the United States. 

A certificate of acknowledgment under the hand and official seal of a person authorized to 
administer oaths within the United States, or, in a foreign country, of a diplomatic or consul- 
ar officer of the United States or an officer authorized to administer oaths whose au- 
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thority is proved by a certificate of a diplomatic or consular officer of the United Stz‘es, 
or ——_ of an official designated by a foreign country which, by treaty or convention, ac- 
cords like effect to apostilles of designated officials in the United States, shall be prima facie 
<a of the execution of an assignment, grant or conveyance of a patent or application 
or patent. 

An assignment, grant or conveyance shall be void as against any subsequent purchaser 
or mortgagee for a valuable consideration, without notice, unless it is recorded in the Pa- 
tent and Trademark Office within three months from its date or prior to the date of such 
subsequent purchase or mortgage. 


CHAPTER 29—REMEDIES FOR INFRINGEMENT OF PATENT, 
AND OTHER ACTIONS 


Sec. 
281. Remedy for infringement of patent. 


294. Voluntary arbitration. 


§294. Voluntary arbitration. 


(a) A contract involving a patent or any right under a patent may contain a provision requir- 
ing arbitration of any dispute relating to patent validity or infringement arising under the con- 
tract. In the absence of such a provision, the parties to an existing patent validity or infringe- 
ment dispute may agree in writing to settle such dispute by arbitration. Any such provision or 
agreement shall be valid, i le, and enforceable, except for any grounds that exist at law 
or in equity for revocation of a contract. 

(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this sec- 
tion. In any such arbitration proceeding, the defenses provided for under section 282 of this ti- 
tle shall be considered by the arbitrator if raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final and binding between the parties to the arbitra- 
tion but shall have no force or effect on any other person. The parties to an arbitration may 
agree that in the event a patent which is the subject matter of an award is subsequently deter- 
mined to be invalid or unenforceable in a judgment rendered by a court to competent jurisdic- 
tion from which no appeal can or has been taken, such award may be modified by any court of 
competent jurisdiction upon ae by any party to the arbitration. Any such modification 
shall govern the rights and obligations between such parties from the date of such modification. 

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate —_ a for 
each patent involved in such proceeding. Such notice shall set forth the names a resses of 
the parties, the name of the inventor, and the name of the patent owner, shall designate the 
number of the patent, and shall contain a copy of the award. If an award is modified by a 
court, the party requesting such modification shall give notice of such modification to the Com- 
missioner. The Commissioner shall upon receipt of either notice, enter the same in the record of 
the prosecution of such patent. If the required notice is not filed with the Commissioner, any 
party to the proceeding may provide such notice to the Commissioner. 

(e) The award shall be unenforceable until the notice required by subsection (d) is received 
by the Commissioner. 


TRADEMARK ACT OF 1946 


Sec. 8 (a). Duration of registration—Cancelation at end of 6 years unless affidavit of use 
filed. 


Each certificate of registration shall remain in force for 20 years: Provided, That the reg- 
istration of any mark under the provisions of this Act shall be canceled by the Commis- 
sioner at the end of 6 years following its date, unless within 1 year next preceding the ex- 
piration of such 6 years the registrant shall file in the Patent and Trademark Office an 
affidavit showing that said mark is [still] in use in commerce or showing that its nonuse is 
due to special circumstances which excuse such nonuse and is not due to any intention to 
abandon the mark. Special notice of the requirement for such affidavit shall be attached to 
each certificate of registration. 


Sec. 8(b). Cancelation of republished prior registrations unless affidavit of use filed. 


Any registration published under the provisions of subsection (c) of section 12 of this Act 
shall be canceled by the Commissioner at the end of 6 years after the date of such publication 
unless within 1 year next preceding the expiration of such 6 years and registrant shall file in 
the Patent and Trademark Office an davit showing that said marks is [still] in use 
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in commerce or showing that its nonuse is due to special circumstances which excuse such 
nonuse and is not due to any intention to abandon the mark. 


e**eee8 


Sec. II. Acknowledgments and verifications. 


Acknowledgments and verifications required hereunder may be made before any person 
within the United States authorized by law to administer oaths, or, when made in a for- 
eign country, before any diplomatic or consular officer of the United States or before any 
official authorized to administer oaths in the foreign country concerned whose authority 
[shall] is proved by a certificate of a diplomatic or consular officer of the United States or 
apostille of an official designated by a wen a country which, by treaty or convention, accords 
like effect to apostilles of designated officials in the United States, and shall be valid if they 
comply with the laws of the state or country where made. 


ste 


Sec. 13. Opposition to registration of marks on the Principal Register. 

Any person who believes that he would be damaged by the registration of a mark upon 
the principal register may upon payment of the required fee, file [a verified] an opposition 
in the Patent and Trademark Office, stating the grounds therefor, within thirty days after 
the publication under subsection (a) of section 12 of this Act of the mark sought to be reg- 
istered. Upon written request prior to the expiration of the thirty-day period, the time for 
filing opposition shall be extended for an additional thirty days, and further extensions of 
time for filing opposition may be granted by the Commissioner for good cause when re- 
quested prior to the expiration of an extension. The Commissioner shall notify the applicant 
86 of each extension of the time for filing opposition. [An unverified opposition may be 
filed by a duly authorized attorney, but such opposition shall be null and void unless veri- 
fied by the opposer within a reasonable time after such filing to be fixed by the Commis- 
sioner.] An opposition may be amended under such conditions as may be prescribed by 
the Commissioner. 

Sec. 14. A [verified] petition to cancel a registration of a mark, stating the grounds re- 
lied upon, may, upon payment of the prescribed fee, be filed by any person who believes 
that he is or will be damaged by the registration of a mark on the principal register estab- 
lished by this Act, or under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905— 

(a) within five years from the date of the registration of the mark under this Act; or 

(b) within five years from the date of publication under section 12(c) hereof of a mark 
registered under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name of an arti- 
cle or substance, or has been abandoned, or its registration was obtained fraudulently or 
contrary to the provisions of section 4 or of subsections (a), (b), or (c) of section 2 of this 
Act for a registration hereunder, or contrary to similar prohibitory provisions of said prior 
Acts for a registration thereunder, or if the registered mark is being used by, or with the 
permission of, the registrant so as to misrepresent the source of the goods or services in 
connection with which the mark is used; or 

(d) at any time if the mark is registered under the Act of Mar. 3, 1881, or the Act of 
Feb. 20, 1905, and has not been published under the provisions of subsection (c) of section 
12 of this Act; or 

(e) at any time in the case of a certification mark on the ground that the registrant (1) 
does not control, or is not able legitimately to exercise control over, the use of such mark, 
or (2) engages in the production or marketing of any goods or services to which the certi- 
fication mark is applied, or (3) permits the use of the certification mark for purposes other 
than to certify, or (4) discriminately refuses to certify or to continue to certify the goods 
>A services of any person who maintains the standards or conditions which such mark cer- 
tifies: 


Provided, That the Federal Trade Commission may apply 
to cancel on the grounds specified in subsections (c) and 
(e) of this section any mark registered on the principal 
register established by this Act, and the prescribed fee 
shall not be required. 


Sec. 15. Incontestability under certain conditions of right to use mark. 


Except on a ground for which application to cancel may be filed at any time under sub- 
sections (c) and (e) of section 14 of this Act, and except to the extent, if any, to which the 
use of a mark registered on the principal register infringes a valid right acquired under the 
law of any State or Territory by use of a mark or trade name continuing from a date prior 
to the date of [the publication] registration under this Act of such registered mark, the 
right of the registrant to use such registered mark in commerce for the goods or services 
on or in conncection with which such registered mark has been in continuous use for 5 
consecutive years subsequent to the date of such registration and is still in use in com- 
merce, shall be incontestable: Provided, That— 

(1) there has been no final decision adverse to registrant’s claim of ownership of 
such mark for such goods or services, or to registrant’s right to register the same or to 
keep the same on the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office or in a 
court and not finally disposed of; and 
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(3) an affidavit is filed with the Commissioner within 1 year after the expiration of any 
such 5-year period setting forth those goods or services stated in the registration on or in 
connection with which such mark has been in continuous use for such 5 consecutive years 
and is still in use in commerce, and the other matters specified in subsections (1) and (2) 
hereof; and 

(4) no incontestable right shall be acquired in a mark which is the common descriptive 

name of any article or substance, patented or otherwise. 
Subject to the conditions above specified in this section, the incontestable right with refer- 
ence to a mark registered under this Act shall apply to a mark registered under the Act of 
Mar. 3, 1881, or the Act of Feb. 20, 1905, upon the filing of the required affidavit with 
the Commissioner within 1 year after the expiration of any period of 5 consecutive years 
-~ the date of publication of a mark under the provisions of subsection (c) of section i2 
of this Act. 

The Commissioner shall notify any registrant who files the above-prescribed affidavit of 
the filing thereof. 


Sec. 16. Interference. 


[Whenever application is made for the registration of a mark which so resembles a mark 
previously registered by another, or for the registration of which another has previously 
made application, as to be likely when applied to the goods or when used in connection 
with the services of the applicant to cause confusion or mistake or to deceive, the Com- 
missioner may declare that an interference exists.]Upon petition showing extraordinary cir- 
cumstances, the Commissioner may declare that an interference exists when application is 
made for the registration of a mark which so resembles a mark previously registered by anoth- 
er, or for the registration of which another has previously made application, as to be likely 
when applied to the goods or when used in connection with the services of the applicant to cause 
confusion or mistake or to decieve. No interference shall be declared between an application 
and the registration of a mark the right to the use of which has become incontestable. 


§31. Fees -Aug—27,1922. 


[H.R. 6260] 


(a) The Commissioner of Patents will establish fees for the filing and processing of an ap- 
plication for the registration of a trademark or other mark and for all other services 
performed by and materials furnished by the Patent and Trademark Office related to trade- 


Patent and 
Trademark 
Office 


marks and other marks. [Fees will be set and adjusted by the Commissioner to recover in 
serene 50 per centum of the estimated average cost to the Office of such processing. 
Fees for all other services or materials related to trademarks and other marks will recover 
the estimated average cost to the Office of performing the service or furnishing the materi- 
al.] However, no fee for the filing or processing of an application for the registration of a 
trademark or other mark or for the renewal or assignment of a trademark or other mark 
will be adjusted more than once every three years. No fee established under this section 
will take effect prior to sixty days following notice in the Federal Register. 

(b) The Commissioner may waive the payment of any fee for any service or material relat- 
ed to trademarks or other marks in connection with an occasional request made by a de- 
partment or agency of the Government, or any officer thereof. The Indian Arts and Crafts 
Board will not be charged any fee to register Government trademarks of geauineness and 
quality for Indian products or for products of particular Indian tribes and groups. 


Appropriation 
authorization 


*eee 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
Rules of Practice in Patent Cases; Reexamination 
Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
its rules of practice in patent cases to provide proce- 
dures for the reexamination of patents. Public Law 96- 
517 amended the patent act to authorize reexamina- 
tion proceedings as a means for improving the quality of 
United States patents. The Patent and Trademark Office 
intends, through this amendment of its rules, to provide 
patent owners and the public with guidance on the pro- 
cedures the Office will follow in conducting re- 
examination proceedings. 

Date: Effective date: July 1, 1981. 

For Further Information Contract: Mr. R. Franklin Bur- 
nett by telephone at [703]557-3054 or by mail marked to 
his attention and addressed to the Commissioner of Pa- 
tents and Trademarks. Washington, D.C. 20231. 


Supplementary Information: This rule change relates to a 
procedure for reexamination of patents as provided for 
in Public Law 96-517, section 1 of which relates to 
reexamination and becomes effective on July 1, 1981. 


Background 


A notice of proposed rulemaking was published in the 
Federal Register on Jan. 13, 1981 at 46 FR 3162-3175 
and in the Official Gazette on Feb. 17, 1981 at 1003 O.G. 
36-47. 

The proposed rulemaking set forth two somewhat dis- 
tinct procedures directed towards determining and im- 
proving the quality and reliability of United States pa- 
tents. The procedures were (1) provisions for 
reexamination of patents as provided for in Pub. L. 96— 
517, section 1 of which relates to reexamination and be- 
comes effective on July 1, 1981, and (2) provisions for 
inter partes protest proceedings in a patent application 
between the patent applicant and a member (or mem- 
bers) of the public who has (have) access to the applica- 
tion file. 

An oral hearing was held on Apr. 16, 1981. Fifty-nine 
written letters and statements were submitted. Nineteen 
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persons testified at the oral hearing which resulted in 
107 pages of testimony. 


Discussion of General Issues Involved 


After careful consideration of the comments which 
have been received, the part of the proposed rulemaking 
relating to reexamination of patents as set forth in new 
Chapter 30 which Pub. L. 96-517 added to Title 35 of 
the United States Code [35 U.S.C. 301-307] is being 
adopted with certain changes. The remainder of the pro- 
posal relating to inter partes protest proceedings is not 
being adopted. 

The comments relating to the proposed rules for inter 
partes protest proceedings were generally mixed, with a 
majority of persons and associations submitting com- 
ments either opposed to these proposed rules or indicat- 
ing that adoption of the proposed rules should be 
delayed or deferred for further study and consideration. 

A number of comments were received requesting 
some further changes to the rules be made. The thrust of 
some of the suggested changes would be to remove pub- 
lic access to reissue applications and to limit public par- 
ticipation in the examination of reissue applications. The 
changes suggested included restoring the rules in these 
areas to essentially their pre-1977 form. In particular, it 
was suggested that §1.175 be amended to eliminate para- 
graph (a)(4). These changes were not a part of the 
published proposal and are not being adopted at this 
time. Their consideration and adoption would require a 
new notice of proposed rulemaking. 

Further, since the subject matter of reissue applica- 
tions is already known to the public the necessity for 
maintaining them in confidence is not compelling. The 
elimination of aa (a)(4) of §1.175 would not have 
a significant effect since less than one-fourth of the cur- 
rently filed reissue applications are based solely upon the 
1977 change to §1.175. Under the present circumstances, 
it is more appropriate to defer any consideration of such 
changes until this issue has been reviewed further and 
possibly until some experience is gained under the rules 
adopted herein relating to reexamination. Such experi- 
ence may indicate the desirability of either retaining the 
1977 change to §1.175, deleting the 1977 change, or 
making different changes in the rules. 

The comments relating to reexamination were general- 
ly favorable with most of the comments indicating gen- 
eral approval of the proposed rules. Among the more 
often mentioned specific comments were suggestions re- 
lating to public notice of reexamination requests and/or 
orders. A number of comments also related to requester 
and/or third party participation in the reexamination 
proceeding and also to the scope of the proceeding. 

After careful review of the comments and suggestions 
it has been decided to adopt the suggestions relating to 
the publication in the Official Gazette of requests for 
reexamination for which the fee has been paid. In addi- 
tion, any reexaminations ordered at the initiative of the 
Commissioner will also be announced in the Official Ga- 
zette. The announcement will include at least the date of 
the request or any Commissioner initiated order, a re- 
examination request or order control number, the patent 
number, title, class and subclass, name of the inventor, 
name of the patent owner of record, and the examining 
group to which the reexamination is assigned. 

The suggestions and comments relating to more par- 
ticipation in the reexamination proceeding by the re- 
quester and third parties have been adopted only to a 
limited degree. The requester will in general have only 
that participation provided by the rules as proposed. 
However, any citations under §1.501 by any person will 
be entered in the patent file up until the date of an order 
to reexamine. The essentially ex parte nature of the pro- 
ceeding is believed to be in keeping with the spirit and 
intent of the statute even though the statute does not re- 
quire ex parte proceedings. Ex parte proceedings will 
minimize the costs and other effects of reexamination re- 
quests on patentees, especially individuals and small 
businesses. 
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The scope of the reexamination proceeding which was 
originally proposed has been essentially adopted in the 
final rules. The suggestions that the rules be broadened 
to include other issues have not been adopted since the 
other issues would unduly complicate the proceedings, 
raise the expense of the proceedings and raise questions 
whether such issues can be considered under Pub. L. 96- 
517. 


Discussion of the Major Specific Issues Involved 


The rules relating to reexamination proceedings are di- 
rected to the procedures set forth in new Chapter 30 of 
Title 35 of the United States Code (35 U.S.C. 301-307). 
This Chapter — for the citation of prior art in pa- 
tents, filing of requests for reexamination, decisions on 
such requests, reexamination and appeal from reexamina- 
tion decisions, and the issuance of a certificate at the ter- 
mination of the reexamination proceedings. Present 
§§1.1, 1.5, 1.11, 1.33, 1.34, 1.36, 1.104, 1.107, 1.109, 1.111, 
1.112, 1.113, 1.115, 1.116, 1.121, 1.191, 1.192, 1.196, 1.197, 
1.231, 1.248, 1.301, and 1.303 are amended to provide for 
reexamination procedures. A new “Subpart D-Reexami- 
nation of Patents” includes new §§1.501, 1.510, 1.515, 
1.520, 1.525, 1.530, 1.535, 1.540, 1.550, 1.552, 1.555, 1.560, 
1.565, and 1.570. Paragraph (b) of §1.291, relating to prior 
art citations in patents, is deleted, since prqvisions there- 
for appear in §1.501. 

Section 1.1, as amended, provides for communications 
relating to reexamination proceedings to be marked 
“Box Reexam” to speed internal Office mail processing. 
No comments were received concerning this section. 
The proposal has been modified to indicate that only re- 
quests should be marked “Box Reexam”. 

Section 1.5, as amended, provides for all letters relat- 
ing to a reexamination proceeding to be identified by pa- 
tent number and a reexamination request control 
number. No comments were received concerning this 
section. Section 1.5 has been modified to also include 
reference to the Group Art Unit and the examiner, if 
known. 

Section 1.11, as amended, provides for all papers 
made of record in reexamination proceedings to be open 
to inspection and copying by the public. Eighteen com- 
ments were received relating to publication of a notice 
in the Official Gazette. A new paragraph (c) has been 
added which provides for the publication of requests 
with sufficient fees paid and orders initiated by the 
Commissioner. Proposed paragraph “c” has been 
adopted as paragraph “d”. 

Section 1.33, as amended, has a new paragraph (c) re- 
lating to which address communications for the patent 
owner will be sent and who may sign papers filed. Four 
comments were received on this section relating to 
whom the mail should be addressed. One proposal, 
which suggested use of the current address of the attor- 
ney or agent of record, was adopted. 

Section 1.34, as amended, provides for the appoint- 
ment of an attorney or agent in a reexamination pro- 
ceeding. Only one comment was received on this section 
which proposed a rule specifically allowing attorneys to 
file requests without identifying their clients. Since any 
person may request reexamination, such a rule is not felt 
necessary. 

Section 1.36, as amended, provides for the revocation 

and withdrawal of powers of attorney in a reexam- 
ination proceeding. No comment was received. Section 
1.36 is adopted as proposed with an additional change 
which added “or her” near the end. 

Section 1.104, as amended, broadens the present sec- 
tion to also include reexamination. Three comments 
were received on §1.104. All comments indicated that 
the examiner should not make a prior art search. Al- 
though no complete new search by the examiner is re- 
quired, the use of patents and printed publications in ad- 
dition to those submitted by the requester is clearly 
indicated in 35 U.S.C. 303(a). According, §1.104 is 
adopted as proposed. 
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Section 1.107, as amended, provides for the citation of 
prior art by the examiner in a reexamination proceeding. 
The amended rule also refers to foreign published appli- 
cations, as well as patents. No comments were received 
on this section. It is adopted as proposed. 

Section 1.109, as amended, provides for the examiner 
to supply reasons for allowance in a reexamination pro- 
ceeding if the examiner believes that the record does not 
make clear the reasons for allowing a claim or claims. 
No comments were received on this section. Except for 
a clarifying change in language, it is adopted as pro- 


Section 1.111, as amended, provides for replies by the 
patent owner in a reexamination proceeding. One com- 
ment was received which suggested a clarification. The 
suggestion was adopted. Other non-substantive changes 
have been made in the proposed section to shorten the 
sentences for clarity. 

Section 1.112, as amended, provides for reexamination 
and reconsideration of the patent under reexamination 
after responses by the patent owner. Three comments 
were received on this section. 

The wording has been changed as suggested to avoid 
any confusion between “reexamination” and “re- 
examine”. The sentences have also been shortened for 
clarity. 

Section 1.113, as amended, provides for a final rejec- 
tion or action in a reexamination proceeding. One com- 
ment was received which pointed out a possible conflict 
between the amendment rights of section 305 and the fi- 
nal rejection of section 1.113. No problem is seen in this 
regard because of the provision of section 305 which 
states that“reexamination will be conducted according to 
the procedures established for initial examination.” The 
section is adopted as proposed with the last sentence be- 
ing divided into two sentences for clarity. 

Section 1.115, as amended, provides for amendments by 
the patent owner in a reexamination proceeding. No com- 
ments were received concerning this section. The section 
is adopted as proposed with minor changes for clarity. 

Section 1.116, as amended, provides for amendments 
after final action in reexamination proceedings. One 
comment was received which was the same as that men- 
tioned and responded to in Section 1.113 above. The 
sentences have been shortened for clarity. 

Section 1.121, as amended, contains a new paragraph 
(f) which requires a complete copy of any new or 
amended claim when presented during reexamination 
proceedings. Two persons commented on this section. 
One proposed side-by-side presentation of amended and 
original claims. The other proposed that exactly the 
same procedure be used as is now in effect for amending 
reissue claims. Neither suggestion was adopted since nei- 
ther lends itself to printing only the amended claims in a 
certificate as easily as the procedure set forth in §1.121(f). 
The proposed section was revised to also provide for 
the amendment of the description. In addition, the last 
three sentences of §1.510(e) have been inserted as the 
last three sentences of §1.121(f) in order to provide a 
more complete description therein of the manner of 
making amendments, including the numbering of claims, 
the restriction on scope of the claims and the prohibition 
against the introduction of new matter. 

Section 1.191, as amended, provides for appeal to the 
Board of Appeals by the patent owner from any deci- 
sion adverse to patentability, in accordance with 35 
U.S.C. 306. One comment was received on proposed 
§1.191 which urged that the requester should also be en- 
titled to appeal. This proposal was not adopted because 
it is not provided for in the law and could result in ha- 
rassment if permitted. The section is adopted as pro- 
posed except that “primary” contained in the existing 
rule is retained. 

Section 1.192, as amended, provides two months from 
the date of the Notice of Appeal for the patent owner to 
file an appeal brief in a reexamination proceeding. Five 
comments were received relating to §1.192 which pro- 
posed that the period for filing an appeal brief in a reex- 
amination appeal be two months as in other appeals. The 
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proposed rule has been adopted with the suggested two 
— period. The sentences have been shortened for 
clarity. 

Section 1.196 and §1.197 are being amended to refer 
to “appellants”, which is a term which includes both ap- 
plicants and patent owners. 

two sections were not published for comment, 
however, the issues involved were presented in pro- 
posed§§1.191 and 1.192. Paragraph (c) of §1.197 has also 
been rewritten for clarity. 

Section 1.231(a)(1), as amended, provides for a motion 
that a patent claim is unpatentable in an interference 
proceeding where reexamination thereof has also been 
requested. 

Three comments were received concerning §1.231. 
All comments related to when interference or reex- 
amination proceedings would be suspended. Section 
1.565 provides basis for such suspensions. Decisions will 
be made on a case by case basis, depending on the par- 
ticular fact situation. The sentences in §1.231(a)(1) have 
been shortened and rearranged for clarity. 

An amendment was proposed to delete the last two 
sentences of §1.247 relating to proof of service. No com- 
ments were received concerning this section but, on re- 
consideration, no need for such deletion is felt necessary 
and no change is being adopted. 

Section 1.248, as amended, includes a new paragraph 
(b) relating to methods of serving papers and proof of 
service. No comments were received concerning this 
section. The section is adopted as proposed with minor 
changes for clarity and to conform to the Federal Rules 
of Civil Procedure. 

Section 1.291, as amended, deletes paragraph (b). For- 
mer paragraph (b) dealt with the citation of prior art 
provisions. It was deleted since the provisions are now 
covered by §1.501. Five persons commented on §1.291. 
One comment relating to filing protests in reexamination 
proceedings was not adopted since such proceedings are 
ex parte in nature and are limited to consideration of pri- 
or art patents and printed publications cited by the pub- 
lic prior to the order. Two persons mentioned providing 
a procedure for citation of prior art by patentees. Cita- 
tion of prior art by patentees is included in §1.501. The 
two other comments related to the content of protest 
proceedings, which are not part of this final rule. Sec- 
tion 1.291 is adopted as proposed except that the para- 
graph designation of (c) is not being changed. 

Section 1.301, as amended, provides for appeal by the 
owner of a patent in reexamination proceedings to the 
U.S. Court of Customs and Patent Appeals. Four com- 
ments were received relating to §1.301. One person 
suggested the insertion of “any” as the fourth word in 
the section. This suggestion was adopted. The other 
three comments related to appeals in inter partes protest 

proceedings which are not a part of this promulgation. 
Section 1.301 is adopted as proposed with only the 
above mentioned change. 

Section 1.303, as amended, provides for remedy by 
civil action under 35 U.S.C. 145 for the owner of a pa- 
tent in reexamination proceedings. No comments were 
received concerning this section. The changes from the 
proposal are the insertion of “any” as the fourth word in 
the section as suggested in §1.301 and the addition of, 
“306” to the title. 

New §1.501 provides a system for citation of patents 
and printed publications to the Patent and Trademark 
Office for placement in the patent file by any person 
during the period of enforceability of the patent in ac- 
cordance with 35 U.S.C. 301. Seventeen persons 
commented on §1.501. Nine comments indicated that ci- 
tations should be limited to patents or printed publica- 
tions. Six comments indicated that persons citing art 
should be required to apply it to at least one claim. 
Three persons held the opposite view. The final rule 
wording provides for citations limited to patents and 
printed publications where the person making the cita- 
tion states the pertinency and applicability of the citation 
to the patent and the bearing the citation has on the pat- 
entability of at least one claim of the patent. The final 
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rule provides that a citation made by the patent owner 
may include an explanation of how the claims differ 
from the prior art cited. Any citations which include 
items other than patents and printed publications will 
not be entered in the patent file. This does not, of 
course, limit in any manner the kinds and types of infor- 
mation which can be relied upon in protests against 
pending patent applications, whether such be original 
applications or reissue applications. Four persons stated 
that a separate ietter Same confidentiality should be 
required in cases desiring confidentiality. This provision 
was not considered to b> necessary. One comment re- 
quested clarification of the term “period of enforceabili- 
ty of a patent.” The meaning of this term appears to be 
clear since it includes any period for which recovery 
can be had for infringement. Under usual circumstances, 
this would be the term of the patent plus the six years 
provided by 35 U.S.C. 286. Five comments were re- 
ceived relating the paragraph (c) concerning service of 
citations on the patent owner. The wording has been 
clarified. A suggestion was made that prior art copies 
and translations of non-English documents be required. 
This suggestion was not adopted since such documents 
are not absolutely essential until a request for reexamina- 
tion has been filed. However, if the person citing the pa- 
tents or printed publications desires that they be consid- 
ered in any subsequent reexamination proceedings, 
copies and any n English translation should be 
included with the citation. A proposal was also made to 
charge a fee to prevent harassment. This proposal was 
not adopted since the mere citation of prior art is not 
considered to constitute harassment. A suggestion was 
made to change the title of the section. This suggestion 
was adopted in slightly modified form. 

New $1,510 sets forth procedures for any person to 
request reexamination in accordance with 35 U.S.C. 302. 
Paragraph (a) of new §1.510 limits the period for such 
request to the period of enforceability of the patent for 
which the request is filed and requires payment of the 
fee for requesting reexamination. Paragraph (b) of new 
§1.510 indicates what each request for reexamination 
must include. Paragraph (c) of new §1.510 indicates un- 
der which conditions a request for reexamination will be 
considered. Paragraph (d) of new §1.510 indicates the 
date on which the entire fee is received will be consid- 
ered to be the date of the request for reexamination. 
Upon reconsideration of the paragraph as proposed, it 
was considered more appropriate to base the filing date 
of the request for reexamination on the receipt of the fee 
for requesting reexamination rather than include other 
matters. Proposed paragraph (d) has been amended ac- 
cordingly and is adopted. Paragraph (e) of new §1.510 
covers amendments which a patent owner can propose. 
Such amendments can accompany a request for reexami- 
nation by the patent owner. The paragraph, with chang- 
es in ag for clarity, is adopted as proposed. A new 
paragraph (f) was added to clarify that requests for 
reexamination may be filed by attorneys or agents on be- 
half of a requester. Nineteen persons commented on 
§1.510. One person inquired as to whether confidential 
requests would be accepted. In response thereto, §1.510 
provides that any person may file a request for re- 
examination. That person’s name will not be maintained 
in confidence. One suggestion was made to permit com- 
ment and rebuttal before the decision under §1.515. No 
need for such a procedure is seen since the only question 
to be considered is whether or not a substantial new 
question of patentability has been raised. An opportunity 
for comment and rebuttal is provided after the issuance 
of the order. One comment was received which desired 
provision for supplemental requests at a reduced fee. 
This proposal was not adopted since it is felt that all re- 
questers should share equally in the cost. One comment 
was received which proposed that duplicate copies of 
the request be filed in the Office so that one copy would 
be available for public inspection at all times. This pro- 
posal was not adopted since it would appear to create 
more problems than it would solve. One comment was 
received that only “readily available” translations should 
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be required. It is felt that if a document is considered to 
be sufficiently pertinent to request reexamination, that an 
English translation should be provided to insure com- 
plete and proper consideration. A suggestion was made 
relating to paragraph (b)(5) that direct service be limited 
to registered patent attorneys. No need for such a re- 
striction is seen. Various other comments relating to 
procedures were considered but were not adopted. 

New §1.515 relates to a determination as to whether 
the request has presented a substantial new question of 

tentability under 35 U.S.C. 303. Paragraph (a) of new 
$1515 requires that the determination be made within 3 
months of the filing date of the request. Paragraph (b) of 
new §1.515 refers to the refund provisions. Paragraph 
(c) of new §1.515 provides for review by petition to the 
Commissioner of any decision refusing reexamination. 
Seven persons commented on §1.515. Several comments 
were received suggesting that the term “reexamination” 
should be dropped before “examiner”. This proposal 
was adopted. Several persons requested that all art cited 
in the patent file at the time of the order under §1.525 
be considered when deciding whether a substantial new 
question of patentability is presented in the request. This 
is possible under the _——- of §1.515(a) which per- 
mits “consideration of other patents or printed publica- 
tions”, but is not required insofar as prior art not relied 
upon in the request is concerned. One person suggested 
that “is” be changed to-affirms-in paragraph (c). This 
proposal has been adopted. One commentor questioned 
whether a right to review was available under para- 
graph (c) if reexamination was ordered. No right to re- 
view exists in such a case because all claims will be re- 
viewed in view of all prior art during the reexamination 
under §1.550. 

New §1.520 provides for reexamination at the initia- 
tive of the Commissioner under the provisions of the last 
sentence of paragraph (a) of 35 U.S.C. 303. Six persons 
commented on §1.520. One comment was received that 
indicated that the section did not include a reference to 
patents “discovered by the Commissioner” which is con- 
tained in 35 U.S.C. 303(a). This phrase has been added 
to the rule. A request was made that the sentence ‘“‘Nor- 
mally requests from outside-will not be considered.” be 
deleted from the rule. The sentence is being retained 
since the rule wording provides an easy reference for 
Office policy. Two comments were received that indi- 
cated a desire to have any decisions not to reexamine in 
Commissioner initiated situations be made part of the pa- 
tent file. This proposal was not adopted since the basis 
for not reexamining may involve many policy issues in 
addition to whether a substantial new question of patent- 
ability exists in the case. If all papers in such a case 
would be made part of a file, it may lead to conclusions 
that there are no new questions of patentability when 
this question may not have been addressed because the 
reexamination was not ordered for other reasons such as 
little or no interest in a patent about to expire. One com- 
ment stated that the section safeguards the rights of the 
patentee. The language referring to the designation and 
delegation of authority to appropriate Patent and Trade- 
mark Office officials is deleted as unnecessary since the 
Commissioner’s authority to designate and delegate is 
implicit and understood. 

New §1.525 provides for ordering reexamination 
where a substantial new question of patentability has 
been found pursuant to §§1.515 or 1.520. Six comments 
were received relating to §1.525. One comment was 
made that the attorney should be able to return notices 
to the sender if he is unable to contact the patent owner. 
This topic has not been added to the rules but will be 
handled on a case by case basis. One comment requested 
that the patent owner have the option to request that the 
reexamination be performed by an examiner (1) other 
than the original examiner, or (2) other than the examin- 
er who issued the order. Comments were also received 
on both sides of the question as to whether the original 
examiner should conduct the reexamination. In response, 
it would appear to be inappropriate to allow an interest- 
ed party to select the examiner. Under the section, the 





JANUARY 5, 1988 


only limitation placed on the selection of the examiner 
by the Office is that the same examiner whose decision 
was reversed on petition ordinarily will not conduct the 
reexamination. Paragraph (b) has been changed to pro- 
vide that the notices published in the Official Gazette 
will be considered to be constructive notice. 

New §1.530 relates to the statement and proposed 
amendments provided for in the second sentence of 35 
U.S.C. 304. Amendments submitted by the patent owner 
cannot enlarge the scope of a claim in the patent. 
Amendments will not be effectively entered into the pa- 
tent until the certificate under §1.570 and 35 U.S.C. 307 
is issued. Nine comments were received on §1.530. Sev- 
eral persons felt that the patent owner should be 
allowed to comment before the decision under §1.515 is 
made. Providing for such a comment would delay the 
decision under §1.515 which must be made within three 
months following the filing date of the request. Further, 
no need is seen for a statement relating to whether a 
new question of patentability is present since the patent 
owner has the opportunity to address any issues of pat- 
entability only after the first Office action. One com- 
ment questioned whether paragraph (d) also related to 
the description. This paragraph has been amended to 
clarify the matter. One person questioned whether an 
amendment could be fiied with a statement. Paragraph 
(b) clearly answers this question in the affirmative. Sev- 
eral comments requested more time than two months for 
the patent owner to file a statement. In reply, the law in 
section 304 indicates that a reasonable period of not less 
than two months be provided for the patent owner’s 
statement. If the period is too short in particular situa- 
tions, extensions of time can be requested. It is felt that 
two months should be retained in the rule in view of the 
“Special Dispatch” required in reexamination cases. The 
proposed second sentence of paragraph (b) has not been 


adopted since §1.525(b) now provides for the publication 


of notices of the filing of all requests which are accom- 
panied by the proper fee. 

New §1.535 provides for reply by the reexamination 
requester to the statement under §1.530 of the patent 
owner and for service on the patent owner of any such 
reply. The last sentence of proposed §1.540 has been 
added as the last sentence of §1.535. Five persons 
commented on §1.535. Four persons indicated that the 
requester should be given additional opportunity to 
comment. The reasons for the limited participation are 
that it is all that is required under the law, it prevents to 
a great degree, harassment of a patent owner, it results 
in a less expensive proceeding for all parties, and it re- 
sults in an earlier conclusion of the proceedings. 

New §1.540 relates to the consideration of statements 
under §1.530 and replies under §1.535. One comment 
was received that the phrase “may result in their being 
refused” was worded too loosely. In the absence of any 
specific suggestion, the proposed wording is considered 
to be adequate and is adopted as proposed. In addition, 
it is appropriate that the Office retain discretion as to 
consideration in such cases. 

New §1.550 covers the basic items relating to the con- 
duct of reexamination proceedings. These proceedings 
basically follow the same procedures used for examining 
patent applications. The patent owner will be required 
to serve the reexamination requester with any response 
by the patent owner to the Office, in order to remove 
the necessity of the requester having to continuously 
monitor the file wrapper. Fourteen persons commented 
on §1.550. 

Several persons commented that they felt that at least 
some input by third parties should be permitted. Para- 
graph (e) has been revised to permit third party input up 
until the time of the order. Several comments were re- 
ceived that the periods for response should be extended 
to be similar to those in regular application Office ac- 
tions. Although problems may arise in certain cases and 
extensions of time may be granted, it is felt that relative- 
ly short response times are necessary in order to process 
reexaminations with “special dispatch.” A question was 
raised as to the effect of failure to respond to an Office 
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action. Paragraph (d) has been amended to clarify this 
matter. 

New §1.552 covers the scope of reexamination in a 
reexamination proceeding. While it is not intended that 
the examiners will routinely complete a new search 
when conducting reexamination, the examiners will be 
free to, and will, very likely, conduct additional searches 
and cite and apply additional prior patents and publica- 
tions when they consider it is appropriate and beneficial 
to do so. Insofar as the actual reexamination is con- 
cerned, the examination as to original patent claims is 
only on the basis of patents or printed publications. 
However, narrowed amended claims or new claims lim- 
ited to the original disclosure will also be examined for 
compliance with other sections of the statute (35 U.S.C. 
112 and 132) which are necessary in order to ensure that 
any amended or new claims are supported, valid, and do 
not introduce new matter. New §1.552 also provides 
that questions relating to matters other than those identi- 
fied in paragraphs (a) and (b) of the section would mere- 
ly be noted by the examiner as being an open question in 
the record. Patent owners could then file a reissue appli- 
cation if they wish such questions to be resolved. Ten 
persons commented on §1.552. Several persons 
commented that the question of fraud should be consid- 
ered in reexamination proceedings. Comments were also 
received that the proceedings should be limited to pa- 
tents and printed publications. The rules have been writ- 
ten to follow the statute which speaks only to reexami- 
nation based on patents and printed publications. Mixed 
comments were also received concerning the retention 
of the second sentence of paragraph (c). The paragraph 
is being adopted as proposed with the addition of a ref- 
erence to the fact that the examiner will note the exis- 
tence of unresolved questions in an Office action. In ad- 
dition, the phrase “raised or” has been deleted from 
paragraph (c) as unnecessary. 

New §1.555 covers the duty of disclosure by a patent 
owner in a reexamination proceeding involving the own- 
er’s patent. Nine persons commented on §1.555. Four 
persons supported placing a duty of disclosure on the 
patent owner. One comment was received that an oath 
or declaration be required of the patent owner in a reex- 
amination so as to minimize the appearance and occur- 
rence of any fraudulent acts and to emphasize the paten- 
tee’s obligation of candor. While the suggestion for an 
oath or declaration has not been adopted, §1.555 does 
place an obligation of candor on the patent owner inso- 
far as bringing patents or printed publications to the at- 
tention of the Office is concerned. The necessity for an 
oath or declaration in addition to the obligation placed 
on the patent owner by §1.555 is not apparent at this 
time. Accordingly, the suggestion has not been adopted. 
Two persons felt the duty of disclosure should apply to 
both the patent owner and requester. This proposal was 
not adopted since no sanction could be easily applied 
against the requester who violated such a rule. One per- 
son suggested broadening the duty requirements to in- 
clude information in addition to patents and printed pub- 
lications. Although such a practice may be desirable, no 
need is seen to require information under the reexam- 
ination rules which cannot be used during the reexam- 
ination. One person felt that there should be no duty of 
disclosure requirement in reexamination proceedings 
since the Office will be considering specific prior art and 
the presence or absence of other prior art does not seem 
terribly relevant. This suggestion was not adopted since 
the issue of patentability is not limited to the specific 
prior art presented and the duty to disclose is consistent 
with current practice under §1.56. The section is 
adopted as proposed except for the indication that prior 
art statements should be filed in accordance with §1.98. 
Also, the section has been divided into two sentences for 
clarity. 

New §1.560 relates to the conduct of interviews in 
reexamination proceedings. Seven comments were re- 
ceived directed to §1.560. One comment requested elimi- 
nation of interviews. This suggestion was not adopted 
since interviews have been found to be very helpful in 
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resolving issues. Five comments were received which 
indicated that the requester should be permitted to at- 
tend all interviews. This suggestion was not adopted be- 
cause of the otherwise ex parte nature of the examina- 
tion. Two comments were received which indicated that 
interviews should be permitted before the first Office ac- 
tion. This suggestion was not adopted since such inter- 
views would be held at a time when the Office has not 
yet taken a position on the allowability of the claims un- 
der reexamination. Section 1.560 is adopted as proposed. 

New §1.565 provides for the Commissioner to deter- 
mine which, if any, proceedings should be stayed, con- 
solidated, or suspended, if concurrent proceedings 
involving the patent under reexamination are instituted 
or in progress. Four comments were received concern- 
ing§1.565. One comment pointed out the desirability of 
combining copending reexamination proceedings. This 
concept has been accepted and a new paragraph (c) has 
been added to cover this matter. Two comments voiced 
concern over the possibility of delay resulting from 
stayed, suspended or combined cases. Although some 
delay may result, it is felt that a resolution of all issues 
should occur at an earlier date. Decisions as to whether 
to delay or combine cases will be made on a case by 
case basis to minimize delays and to protect the interests 
of all parties concerned. One comment was made to al- 
low the patent owner to comment prior to any decision 
to stay proceedings by the Commissioner. The desirabili- 
ty of such comment will be decided on a case by case 
basis and is not considered desirable for placement in the 
rules. The addition of paragraph (c) and the insertion of 
“is or” before “becomes” in the first sentence of para- 
graph (b) are the only changes from the proposed rule. 

New §1.570 concerns the issuance of the re- 
examination certificate under 35 U.S.C. 307 after conclu- 
sion of reexamination proceedings. The certificate will 
cancel any patent claims determined to be unpatentable, 
confirm any patent claims determined to be patentable, 
and incorporate into the patent any amended or new 
claim determined to be patentable. Three commentors 
mentioned §1.570. Two persons questioned the statutory 
authority for paragraph (d). In response to the concern 
for statutory authority, it is the position of the Office 
that once all of the claims have been canceled from the 
patent, the patent ceases to be enforceable for any pur- 
pose. Accordingly, any pending reissue or other Office 
proceeding relating to a patent in which such a certifi- 
cate has been issued will be terminated. This provides a 
degree of assurance to the public that patents with all 
the claims canceled via reexamination proceedings will 
not again be asserted. One commertor indicated that 
copies of the certificate should be part of subsequently 
sold copies of the patent. Such a practice is intended but 
is not being made part of the regulations. 

Environmental, energy, and other consideration: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. 

[Text of adopted rules appears in 37 CFR. revised 
July 1, 1982.] 


RENE D. TEGTMEYER, 
Acting Commissioner of 
Patents and Trademarks. 


May 12, 1981. 


ROBERT B. ELLERT, 
Acting Assistant Secretary 
for Productivity, Technology, 
and Innovation. 


May 15, 1981. 


[FR Doc. 81-16031 Filed 5-26-81; 8:45 am] 


[1007 O.G. 30] 
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(66) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 & 5 


[Docket No. 21223-259] 
Revision of Patent Procedure 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Part 1 of 37 CFR, 
to implement the sections of Public Law 97-247 of 1982 
which become effective on Feb. 27, 1983, and to make 
other miscellaneous changes. The other miscellaneous 
changes are being made to clarify and improve the rules 
where renee. The rulemaking also is amending 
Part 5 of 37 CFR to establish procedures for expediting 
the ting of a license under 35 U.S.C. 184 permitting 
the filing of a patent application in a foreign country. 
Effective Date: Feb. 27, 1983. 

For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to 1) implement the changes in practice in the 
Patent and Trademark Office provided for in Public 
Law 97-247 enacted on Aug. 27, 1982; 2) clarify or re- 
write certain rules; and 3) expedite the granting of li- 
censes under 35 U.S.C. 184. 

This rule change contains a number of changes in 
practice designed to benefit both the Patent and Trade- 
mark Office in its handling of its mission and the public 
the Office serves. 

Certain of the changes are housekeeping in nature. 

A number of final rules have already been issued to 
implement Public Law 97-247. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 
30, 1982 at 47 FR 33086-33112 with corrections in the 
printing thereof being published on Aug. 4, 1982, at 47 
FR 33688 and on Aug. 5, 1982, at 47 FR 33959. The fi- 
nal rule was also published in the Official Gézette on 
Aug. 10, 1982, at 1021 O.G. 19-94. A final rule relating 
to definitions of “independent inventor” and “nonprofit 
organizations” was published on Sept. 10, 1982 at 47 FR 
40134-40140 and on Sept. 21, 1982 at 1022 O.G. 29-46. 
A “Revision of Patent and Trademark Fees Confirma- 
tion” was published on Sept. 17, 1982 at 47 FR 41272- 
41283 and on Sept. 28, 1982 at 1022 O.G. 61-97. A final 
rule relating to the definition of “small business con- 
cern” was published on Sept. 30, 1982 at 47 FR 43272- 
43276 and on Oct. 19, 1982 at 1023 O.G. 23-29. 


Discussion of Specific Rules and Significant Differences 
Between Proposed and Final Rules: 


Section 1.4 


Section 1.4 is amended as proposed to add a reference 
to Subpart D relating to citation of prior art and reex- 
amination. 


Section 1.6 


Section 1.6 is amended as proposed to insert “federal” 
before “holidays” in paragraphs 1.6(a)-(c) in accordance 
with §21(b) of Title 35, United States Code, as amended 
by Public Law 97-247. New paragraph 1.6(d) will estab- 
lish in the regulations a procedure under which papers 
and fees which could not be filed on a particular date 
because of an interruption or emergency in the United 
States Postal Service which is so designated by the 
Commissioner, may be promptly filed after the ending of 
such a designated interruption or emergency and be con- 
sidered as having been filed on that particular date. Au- 
thority for such a practice is found in §21(a) of Title 35, 
United. States Code, as amended by Public Law 97-247. 
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Section 1.7 


Section 1.7 is amended as proposed to insert “federal” 
before “holiday” in accordance with 35 U.S.C. 21(b), as 
amended by Public Law 97-247. 


Section 1.8 


Section 1.8 is amended to remove in paragraph 1.8(a) 
the references to §§3.55 and 4.23, which sections were 
removed from the rules by the rulemaking entitled “Re- 
vision of Patent and Trademark Fees” published in the 
Federal Register on September 10, 1982 at 47 Fed. Reg. 
40134-40140. The change in paragraph 1.8(a)(i) results 
from the change made in §111 of Title 35, United States 
Code, by Public Law 97-247. Under the revised rule, 
the certificate of mailing procedure would be available 
for filing patent oaths or declarations and filing fees. 
However, the certificate of mailing procedure could not 
be used for filing patent specifications and drawings to 
obtain a filing date. Such papers can be filed under new 
§1.10. The final rule clarifies that each paper or fee filed 
under §1.8 must include its own certificate of mailing. 
The pro amendment to §1.8(a)(viii) referring to the 
Court of Appeals for the Federal Circuit rather than to 
the Court of Customs and Patent Appeals, has been 
adopted as a final rule as published on Oct. 26, 1982 at 
= FR 47380-47382 and therefore is not republished 

ere. 


Section 1.10 


Section 1.10 is amended as proposed to provide a pro- 
cedure for assigning the date on which any paper or fee 
is deposited as “Express Mail” with the United States 
Postal Service as the filing date of the paper or fee in 
the Patent and Trademark Office. Authority for the 
Commissioner to establish such a procedure is provided 
in §21(a) of Title 35, United States Code, as amended by 
Public Law 97-247 for any paper or fee required to be 
filed in the Patent and Trademark Office. This proce- 
dure covers the filing of all documents, including patent 
and trademark applications, and fees since they are re- 
quired to be filed in the Patent and Trademark Office 
for processing. Questions were raised during the public 
hearing and in the written comments regarding the au- 
thority of the Commissioner to promulgate §1.10 insofar 
as it would provide for the use of “Express Mail” to file 
patent and trademark applications. The argument ad- 
vanced was that the amendment of 35 U.S.C. 21(a) by 
Public Law 97-247 did not permit the Commissioner to 
adopt rules whereby “Express Mail” could be used to 
file patent and trademark applications since such appli- 
cations are not papers or fees “required to be filed in the 
Patent and Trademark Office.” It was urged that this 
language of 35 U.S.C. 21(a), in conjunction with 
amended 35 U.S.C. 111 which states that the “filing date 
of an application shall be the date on which the specifi- 
cation and any required drawing are received in the Pa- 
tent and Trademark Office,” prevents adoption of pro- 
posed §1.10. 

The arguments presented are not supported by the 
legislative history or by the litera] language of the stat- 
ute. Section 111 of Title 35, United States Code, before 
and after Public Law 97-247, requires patent applica- 
tions to be made “in writing to the Commissioner.” This 
is apparent from the first sentence of 35 U.S.C. 111 
which provides that “[a]pplication for patent shall be 
made. . .in writing to the Commissioner.” Thus, one 
seeking a patent is “required” to make application for 
the same “in writing to the Commissioner.” The written 
application clearly constitutes a “paper or fee required 
to be filed in the Patent and Trademark Office.” Section 
21(a) of Title 35, United States Code, authorizes the 
Commissioner to adopt rules whereby “any paper or fee 
required to be filed in the Patent and Trademark Office 
will be considered filed in the Office on the date on 
which it was deposited with the United States Postal 
Service.” The authority provided by section 21(a) ex- 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 109 
(66) 


tends to “any paper or fee” to which the Commissioner, 
by an appropriate rulemaking, so extends it. The Com- 
missioner can, therefore, by rule, establish that “any pa- 
per or fee,” including a patent or trademark application, 
is “filed” or “received in the Patent and Trademark Of- 
fice” when it is deposited with the United States Postal 
Service. The terms “filed” and “received” as used in 35 
U.S.C. 21(a) and 111 can therefore be given the same 
meaning by an appropriate rulemaking by the Commis- 
sioner. 

The legislative history, H.R. Rep. No. 542, 97th 
Cong., 2nd Sess. 8A (1982), clearly supports the inter- 
pretation set forth herein. In discussing new subsection 
(a) which has been added to section 21 of Title 35, Unit- 
ed States Code, the Report emphasizes that the authori- 
ty extends to “any paper or fee which is required to be 
filed” in the Patent and Trademark Office. The Report 
specifically states that the “requirements governing 
whether any given paper or fee may be given the filing 
date of the day on which it was . . . deposited with the 
United States Postal Service will be set forth in regula- 
tions established by the Commissioner.” Clearly no re- 
strictions were placed by the statute or the legislative 
history on the types of papers or fees which the Com- 
missioner can consider as having been filed in the Patent 
and Trademark Office on the date of deposit with the 
United States Postal Service. 

The new procedure, in paragraph 1.10(a), requires the 
use of the “Express Mail Post Office to Addressee” ser- 
vice of the United States Postal Service. This service 
provides for the use of-a mailing label on which the Post 
Office clearly indicates the date on which it was depos- 
ited. Paragraph 1.10(b) requires (1) that the number of 
the “Express Mail” mailing label be placed on each pa- 
per or fee and (2) that a certificate of mailing by “Ex- 
press Mail”, signed by the person mailing the paper or 
fee, be included on each paper or fee and state the date 
of deposit as “Express Mail” in the United States Postal 
Service. The requirement that each paper or fee have 
the number of the “Express Mail” mailing label and the 
certificate of mailing by “Express Mail” included there- 
on is necessary so that the Patent and Trademark Office 
can verify when each paper or fee was filed if questions 
relating thereto arise. The number and certificate must 
be placed on each separate paper and each fee transmit- 
tal either directly on the document or by a separate pa- 
per firmly and securely attached thereto. It is not neces- 
sary that the number and certificate be placed on each 
page of a particular paper or fee transmittal. Merely 
placing the number and certificate in one prominent lo- 
cation on each separate paper or fee transmittal will be 
sufficient. 

Under new paragraph 1.10(c), the Office will accord 
the paper or fee the date of deposit as “Express Mail” as 
the filing date without further proof unless a question is 
present regarding the date of mailing. If, however, more 
than a reasonable time has elapsed between the certifi- 
cate date and the Patent and Trademark Office receipt 
date, or if other questions regarding the date of mailing 
are present, new paragraph 1.10(c) provides that the 
person mailing the paper or fee may be required to file 
(1) a copy of the “Express Mail” receipt showing the ac- 
tual date of mailing and (2) a statement from the person 
who mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement (oath or declaration) unless 
made by a person registered to practice before the Pa- 
tent and Trademark Office. 

The certificate of mailing procedure of §1.8(a) contin- 
ues to be available in addition to the proposed proce- 
dure under §1.10. The final rule (§1.10) has been 
changed from that proposed to allow for a reasonable 
time between mailing and delivery rather than only for 
one day since actual delivery in one day is not always 
provided from all areas of the country. The final rule 
clarifies that each paper or fee must include its own cer- 
tificate of mailing by “Express Mail.” This rule is being 
promulgated at this time so that individuals who desire 
to use the service may do so after the effective date. 
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The “Express Mail” service is seen to be preferable to 
other types of postal services because a readily legible 
mailing date is provided to both the applicant and the 
Patent and Trademark Office on the “Express Mail” la- 
bel. Also, the labels are of uniform size and can there- 
fore be kept on file relatively easily by the Office, if 
such is determined to be n or desirable. Regis- 
tered mail and certified mail, on the other hand, provide 
only a postmark for the mailing date when such mail ar- 
rives in the Patent and Trademark Office and such post- 
marks are often illegible. Also, such mail arrives in vari- 
ous size envelopes which do not easily lend themselves 
to being filed so that the postmark may be retained. Ad- 
ministrative burdens including lack of certainty of mail- 
ing date and storage are considered greater for regis- 
tered or certified mail than for “Express Mail.” The 
Patent and Trademark Office will monitor closely the 
use of “Express Mail” by the public and may reconsider 
permitting the use of other forms of service provided by 
the United States Postal Service. 


Section 1.17 

Section 1.17, paragraph (h), is amended as proposed 
to remove the reference to §1.45 and add a reference to 
new §1.48 relating to the correction of inventorship in 
patent applications. 


Section 1.22 


Section 1.22 is amended to recognize that filing dates 
may be assigned without payment of the basic filing fee 
as authorized by §111 of Title 35, United States Code, as 
amended by Public Law 97-247. New paragraph 1.22(b) 
indicates that fees paid to the Office should be itemized 
in such a manner that the purpose for which the pay- 


ment is submitted can be clearly determined by Office 
personnel for proper processing. The final rule includes 
clarification that it refers to patent and trademark fees 
and charges. 


Section 1.24 


Section 1.24 is amended as proposed to remove the ref- 
erence to coupons in denominations of forty cents since 
coupons in this denomination are no longer necessary. 


Section 1.41 


Section 1.41 is amended as proposed to require in 
paragraph 1.14(a) that a patent be applied for in the 
name of the actual inventor or inventors and that the 
full names of the inventors be stated. Paragraph 1.41(b), 
as amended, clarifies the definition of the word “appli- 
cant”. New paragraph 1.41(c) permits any person autho- 
rized by the applicant to file an application for patent in 
order to receive a filing date on behalf of the inventor 
or inventors, but the oath or declaration for the applica- 
tion must be made by all of the actual inventors in ac- 
cordance with §§1.63 and 1.64. Under new paragraph 
1.41(d), a showing may be required from the person ini- 
tially filing an application that the filing was authorized. 


Sections 1.42 and 1.43 


Sections 1.42 and 1.43 are amended as proposed to re- 
move the requirement that the legal representative sign 
the application papers in view of the changes in 35 U.S.C. 
111, as amended by Public Law 97-247. The oath or dec- 
laration must still be signed. Several occurrences of the 
masculine gender in §1.42 have been removed. 


Section 1.45 


Section 1.45 is amended as proposed to remove pres- 
ent paragraphs 1.45(b) and (c) in view of new §1.48 and 
remove the requirement that joint inventors sign the ap- 
plication papers. The joint inventors are, however, still 
required to make the oath or declaration in accordance 
with new §§1.63 and 1.64. 
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Section 1.46 


Section 1.46 is amended as proposed, with two com- 
mas being added for clarity, to permit anyone to file the 
application if authorized by the inventor or inventors or 
one of the persons mentioned in §§1.42, 1.43, or 1.47. 


Section 1.47 


Section 1.47 is amended as proposed to change the 
reference for the rule on oaths or declarations from 
§1.65 to §1.63. 


Section 1.48 


Section 1.48 adds a new section relating to correction 
of inventorship as authorized by §116 of Title 35, United 
States Code, as amended by Public Law 97-247. Under 
§1.48, if the correct inventor or inventors are not named 
in an application for patent, the application could be 
amended to name only the actual inventor or inventors 
so long as the error in the naming of the inventor or in- 
ventors occurred without any deceptive intention on the 
part of the actual inventor or iuventors. Section 1.48 re- 
quires that the amendment be diligently made and be ac- 
companied by (1) a petition including a statement of 
facts verified by the original named inventor or inven- 
tors establishing when the error without deceptive inten- 
tion was discovered and how it occurred; (2) an oath or 
declaration by each actual inventor or inventors as re- 
quired by §1.63; (3) the fee set forth in §1.17(h); and (4) 
the written consent of any assignee. Correction will be 
permitted, if diligently requested, in cases where the per- 
son originally named as inventor was in fact not the in- 
ventor of the subject matter contained in the application. 
If such error occurred without any deceptive intention 
on the part of the true inventor, the Office has the au- 
thority to substitute the true inventor for the erroneous- 
ly named person. If deceptive intention was present on 
the part of other individuals substantively involved in 
the preparation or prosecution of the application their 
conduct will be considered and appropriate action taken 
under 37 CFR 1.56. Although probably rarer, instances 
such as changes from a mistakenly identified sole inven- 
tor to different, but actual, joint inventors; conversions 
from erroneously identified joint inventors to different 
but actual, joint inventors; and conversions from errone- 
ously identified joint inventors to a different, but actual, 
sole inventor will also be permitted. In each instance, 
however, the Office will have to be assured of the pres- 
ence of innocent error, without deceptive intention on 
the part of the true inventor or inventors, before permit- 
ting a substitution of a true inventor’s name. the final 
rule language has been modified from that proposed to 
follow more precisely the language of the statute and 
the legislative history by permitting correction where 
the error occurred without any deceptive intention on 
the part of the actual inventor or inventors. 


Section 1.51 


Section 1.51 is amended to change the reference in 
paragraph (a)(2) to new §1.63 for the requirements of an 
oath or declaration and to change paragraph (b) with re- 
gard to the required time for filing information disclo- 
sure statements. The final rule has been modified from 
that proposed by eliminating the word “material” before 
the “information disclosure statement” and the title has 
been changed to substitute “a complete” for “an” to be 
more precise. 


Section 1.52 


Section 1.52 is amended as proposed to revise para- 
graph 1.52(c) relating to interlineations, erasures, cancel- 
lations or other alterations in application papers to speci- 
fy that such changes must be made before the signing of 
any accompanying oath or declaration and should be 
dated and initialed or signed by the applicant on the 
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same sheet of paper. Paragraph 1.52(c), as amended, pro- 
hibits making alterations in the application papers after 
the signing of an oath or declaration referring to such 
application papers. Under paragraph 1.52(c), as 
amended, amendments to — papers made after 
the signing of an oath or declaration referring to the ap- 
plication papers can only be made in the manner provid- 
ed by §§1.121 and 1.123-1.125. 


Section 1.53 


Section 1.53 is amended to revise the title to indicate 
that the section, as amended, relates to application serial 
numbers, filing dates and completion of applications. 
Paragraph 1.53(a) indicates that a serial number is 
assigned to any filed application for identification pur- 

, even if the application is incomplete or informal. 
Paragraph 1.53(b) provides that a filing date is assigned to 
an application as of the date a specification a a 
description and claim and any — drawing are filed 
in the Patent and Trademark Office. Although the filing 
fee and oath or declaration can be submitted later, no 
amendments can be made to the specification or drawings 
which will introduce new matter. This practice is autho- 
rized by 35 U.S.C. 111 as amended by Public Law 97-247. 
New paragraph 1.53(c) provides for notifying applicant of 
any application incomplete because the specification or 
drawing is missing and giving the applicant a time period 
to correct any omission. If the omission is not corrected 
within the time period given, the application will be re- 
turned or otherwise disposed of and a handling fee of 
$50.00 will be retained from any refund of a filing fee. 
New paragraph 1.53(d) provides that, where a filing date 
has been assigned to a filed specification and drawing, the 
applicant will be notified and be given a period of time in 
which to file the missing fee, oath or declaration and to 
pay the surcharge due. The time period the Office plans 
to set is one month from the date of notification by the Pa- 
tent and Trademark Office, but in no case less than two 
months after the date of filing of the application. New 
paragraph 1.53(e) indicates that a patent application will 
not be forwarded for examination on the merits until all 
required parts have been received. New paragraph 1.53(f) 
indicates that international applications filed under the Pa- 
tent Cooperation Treaty which designate the United 
States of America are considered to have a United States 
filing date under PCT Article 11(3), except as provided in 
35 U.S.C. 102(e), on the date the requirements of PCT Ar- 
ticle 11(1)(i) to (iii) are met. Paragraphs 1.53(b) and (c) 
have been modified from those proposed by changing the 
word “received” to the word “filed.” The word “receipt” 
in paragraph 1.53(c) has also been changed to “filing”. 
These changes have been made to ensure that the lan- 
guage of §1.53 cannot be considered to conflict with the 
use of “Express Mail” to file patent applications and ob- 
tain a filing date as of the date of deposit as “Express 
Mail” with the United States Postal Service. 


Section 1.54 


Section 1.54 is amended as proposed to designate the 
existing section as paragraph (a) and add a reference to 
§1.53. Paragraph 1.54(b) is added to indicate that — 


cant will be informed of the serial number and 
date of the application. 


iling 


Section 1.55 


Section 1.55 is amended to limit the section to claims 
for foreign priority by removing paragraphs (a) and (d) 
and redesignating paragraphs (b) and (c) as paragraphs 
(a) and (b). Paragraph 1.55(a) is amended to change the 
reference from §1.65 to new §1.63. The final rule lan- 
guage includes a reference to 35 U.S.C. 172 which 
modifies 35 U.S.C. 119 for design patents. 


Section 1.56 


Section 1.56 is amended to revise paragraph (c) to re- 
move reference to signing of the application but to add 
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reference to signing of the oath or declaration pursuant 
to new §1.63. Paragraph 1.56(c) has also been modified 
from that proposed to break it down into four items as 
suggested by a comment. Under ph 1.56(c), an 
application may be stricken from the files if an oath or 
declaration pursuant to §1.63 is signed in blank, is signed 
without review of the oath or declaration by the person 
making the oath or declaration, or is signed without the 
review of the specification, including the claims, as re- 
quired by §1.63(b). poe sty 1.56(c) also provides for 
an application to be stricken from the files if application 
papers filed in the Office are altered after the signing of 
an oath or declaration pursuant to §1.63 referring to 
those application papers. 


Section 1.57 


Section 1.57 is removed as proposed since the require- 
ments relating to applicant’s signature to the oath or 
declaration of the application are adequately covered in 
other sections. 


Section 1.59 


Section 1.59 is rewritten as proposed to refer to and 
conform with the changes proposed in §1.53. 


Section 1.60 


Section 1.60 is amended to require the applicant to 
supply a copy of the originally signed application in all 
cases where the §1.60 filing procedure is used. The Of- 
fice will no longer prepare copies. The Office, by a sep- 
arate final rule, published at 47 F.R. 47242 on October 
25, 1982, has adopted a new §1.62 to provide for the fil- 
ing of a file wrapper continuing application which great- 
ly lessens the need for the ice to continue to prepare 
copies under §1.60. The final rule language makes clear 
that the statement accompanying a true copy of the par- 
ent application must be a verified statement unless made 
by a person registered to practice before the Office. 


Section 1.62 


Section 1.62 is amended to avoid inconsistency with 
35 U.S.C. 111 which becomes effective on February 27, 
1983. 35 U.S.C. 111 as of that date permits filing dates 
to be granted to patent applications without receipt of 
the basic filing fee, or oath or declaration. Section 1.62 
is therefore being amended to permit the granting of a 
filing date in accordance with §111. This amendment of 
§1.62 is necessary to ensure co apliance with 35 U.S.C. 
111. The Patent and Trademark Office finds that it 
would be impractical not to amend §1.62 so as to grant 
a filing detc in accordance with 35 U.S.C. 111 and not 
doing so might also be construed to prevent applicants 
from taking advantage of the provisions of 35 U.S.C. 
111 authorizing the delay in the filing of the fee and 
oath or declaration. If §1.62 is not amended in the man- 
ner set forth in this final rule, questions may be raised as 
to compliance with 35 U.S.C. 111 as it will exist effec- 
tive February 27, 1983. Revised paragraph 1.62(a) indi- 
cates the minimum requirements for granting of a filing 
date. Paragraphs 1.62(b) and (c) cover the filing fee and 
oath or declaration requirements, respectively. Para- 
graph 1.62(d) relates to later filing of the filing fee or 
oath or declaration as provided for in 35 U.S.C. 111. 
Paragraphs 1.62(e)-(i) are identical to former paragraphs 
1.62(b)-(f). 


Section 1.63 


Section 1.63 is added to replace 1.65 relating to the 
required content and execution of an oath or declaration 
filed as a part of a patent application and is intended to 
state the minimum contents thereof. An applicant may, if 
desired, choose to include one or more additional aver- 
ments in the oath or declaration such as, for example, 
stating that the patent is not barred under the provisions 
of 35 U.S.C. 102. Paragraph 1.63(a) provides that the 
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oath or declaration, (1) be executed in accordance with 
§1.66 or §1.68, (2) identify the specification to which it 
is directed in some definite manner such as giving the ti- 
tle of the invention or serial number of the application, 
if previously filed, (3) identify each inventor and his or 
her residence and country of citizenship, and (4) state 
whether the inventor is a sole or joint inventor of the 
claimed invention. 

Paragraph 1.63(b) further requires the oath or declara- 
tion to state that the person signing the oath or declara- 
tion (1) has reviewed and understands the contents of the 
identified specification, (2) believes the named inventor is 
the original and the first inventor, and (3) acknowledges 
the duty to disclose information which is material. While 
paragraph 1.63(b) requires the person signing the oath or 
declaration to review and understand the specification in- 
cluding the claims, it is not intended to require that such 
person be skilled in patent law so as to dma the legal im- 
plications of claim language and drafting. The person 
must recognize, however, that what is being claimed is 
the subject matter which that person regards as his or her 
invention pursuant to 35 U.S.C. 112. 

Paragraph 1.63(c) requires that any application in 
which a claim for foreign priority is made identify in the 
oath or declaration the foreign application for patent or 
inventor’s certificate on which priority is claimed, and 
any foreign application having a filing date before that 
of the application on which priority is claimed. 

Paragraph 1.63(d) requires that the oath or declaration 
in a continuation-in-part application, which discloses and 
claims subject matter in addition to that disclosed in the 
prior copending application, state that the person mak- 
ing the oath or declaration acknowledges the duty to 
disclose material information as defined in §1.56(a) 
which occurred between the filing date of the parent ap- 
plication and the national or PCT international filing 
date of the continuation-in-part application. This latter 
requirement is not new, but is included to serve as a re- 
minder to the person making the oath or declaration of 
this duty to disclose material information such as foreign 
patenting, publication, or public use or sale in the United 
States which occurred more than one year prior to the 
filing date of the continuation-in-part application. For 
example, in circumstances where the claims of the con- 
tinuation-in-part application are not fully supported by 
the disclosure of the parent application so as to be enti- 
tled to an earlier effective filing date under 35 U.S.C. 
120, the duty to disclose extends to any material infor- 
mation, as defined in §1.56(a) measured from the filing 
date of the continuation-in-part application. This would 
include the first foreign patenting, and any foreign 
patenting subsequent to the first which materially differs 
therefrom, of the subject matter of the parent applica- 
tion which occurred more than one year prior to the na- 
tional or PCT international filing date of the continua- 
tion-in-part application. Any publication of the parent 
application, other than foreign patenting, or any public 
use or sale in the United States of the subject matter of 
the prior application, which occurred more than one 
year prior to the national or PCT international filing 
date of the continuation-in-part application, would also 
come within §1.56(a) in such circumstances. See In re 
Ruscetta and Jenny, 118 U.S.P.Q. 101 (C.C.P.A. 1958); 
In re van Langenhoven, 458 F. 2d 132, 173 U.S.P.Q. 426 
(C.C.P.A. 1972), and Chromalloy American Corp. v. Alloy 
Surfaces, Co., Inc., 339 F. Supp. 859, 173 U.S.P.Q. 295 
(Del. 1972). 


Section 1.64 

Section 1.64 is added as proposed to clearly indicate 
who must sign the oath or declaration of a patent appli- 
cation. 
Section 1.65 

Section 1.65 is removed as proposed because the oath 


or declaration requirements set forth therein are covered 
by new §1.63. 
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Section 1.67 


Section 1.67 is amended as proposed to remove all of 
phs (a) and (b) and substitute therefor new word- 
ing. Paragraph 1.67(a) indicates that a supplemental oath 
or declaration meeting the —— of new §1.63 
may be required to correct deficiencies or inaccuracies 
present in an earlier oath or declaration. Paragraph 
1.67(b) requires a supplemental oath or declaration to be 
filed (1) when a claim is presented embracing material 
not originally claimed and (2) when a subsequently filed 
oath or declaration under §1.53(d) refers to an amend- 
ment which includes improper new matter. Paragraph 
1.67(b) also clearly states the prohibition against entry of 
new matter after the filing date of the application. 


Section 1.69 


Section 1.69, paragraph (b), is amended as proposed to 
change the time at which a translation of a non-English 
language oath or declaration which has not been sup- 
plied by the Office must be filed. The time period for fil- 
ing the translation is changed to two months after notifi- 
cation that a translation is required. The reference to 
§1.65 in paragraph 1.69(b) is changed to §1.63. 


Section 1.70 


Section 1.70 is amended to refer to §1.63 for the 
requirements to be met when an oath or declaration is 
filed under 35 U.S.C. 371(c)(4). The wording of the title 
in the final rule is changed to reflect more clearly the 
subject matter of the rule. 


Section 1.77 


Section 1.77 is amended as proposed to change para- 
graphs (h) and (i) to refer to the abstract of the disclo- 
sure and signed oath or declaration, respectively. 


Section 1.97 


Section 1.97 is amended to change the title from “pri- 
or art statement” to “information disclosure statement”. 
This change is appropriate since the designation “infor- 
mation disclosure statement” more accurately character- 
izes the nature and content of the information which 
may be included in such a statement. Information which 
is required to be submitted pursuant to §1.56 may ulti- 
mately be determined not to be “prior art,” but never- 
theless may be “material” pursuant to §1.56. Section 1.97 
has also been modified from that proposed by eliminat- 
ing the word “material” since information submitted 
pursuant to §1.97 may be considered to be of question- 
able materiality or may be determined, upon examina- 
tion, not to be “material”. Section 1.97 now provides 
that an information disclosure statement should be filed 
with the application or within the later of three months 
after the filing date of the application or two months af- 
ter applicant receives the filing receipt. Paragraph 
1.97(b) has been amended in recognition that applicant 
may choose to furnish other material information in an- 
other manner or statement. Paragraph 1.97(b) now also 
refers to section 1.56(a) for the definition of “material in- 
formation”. The amendments to paragraph 1.97(b) do 
not in any manner reduce the obligation to submit mate- 
rial information as defined in §1.56(a). 


Section 1.98 


Section 1.98 indicates that information disclosure 
statements should list prior art with all of the informa- 
tion which is required to print such citations on the 
front page of a patent. The final rule states clearly that 
the publication date indicated on the document should 
be submitted. This will not serve to preclude a showing 
of a different, actual publication date. Another purpose 
of the citation requirements in this section is to permit 
ready reference to the document from its citation. 
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Section 1.99 


Section 1.99 is amended to change the title to be con- 
sistent with the amendment to §1.97. 


Section 1.101 


Section 1.101 is amended to indicate specifically that 
applications which are to have their examination ad- 
vanced pursuant to §1.102 will be taken up for examina- 
tion out of order by the examiner. The final rule is also 
modified to set out when international applications 
which have complied with the requirements of 35 
U.S.C. 371(c) are taken up for action. 


Section 1.118 


Section 1.118 is amended as pro to designate the 
previous section as new paragraph (a) and amend it to 
clearly state that no new matter may be introduced into 
an application and to make specific reference to §§1.53, 
1.63 and 1.67. New paragraph 1.118(b) indicates how 
improper amendments which introduce new matter in 
the specification or claims will be handled by the exam- 
iner. 


Section 1.123 


Section 1.123 is amended to require all corrections to 
drawings to be made by bonded draftsmen at applicant’s 
expense since the Office does not have sufficient 
draftsmen to make such corrections. Sketches of any de- 
sired corrections will, however, still require approval of 
the examiner. The final rule makes clear that changes in 
the drawing may be made by submission of substitute 
drawings. 


Section 1.125 


Section 1.125 is amended to relax the prohibition 
against substitute specifications which are not required 
by the examiner. The section, however, adds the re- 
quirement that any substitute specification filed must be 
accompanied by a statement that the substitute specifica- 
tion includes no new matter. Under the section the state- 
ment must be a verified statement if made by a person 
not registered to practice before the Office. The final 
rule specifies that a substitute specification may not be 
accepted unless it is clear to the examiner that process- 
ing of the application would be facilitated thereby. 


Section 1.131 


Section 1.131 is amended as proposed to refer to the 
use of affidavits or declarations under the section during 
reexamination of a patent as long as the patent upon 
which the rejection is based does not claim the rejected 
invention. Section !.131 cannot be used to overcome a 
rejection based upon « United States patent claiming the 
rejected invention. This is true regardless of whether the 
rejected claims are contained in an application being ex- 
amined or a patent being reexamined. Section 1.131 is in- 
applicable if the same invention is being claimed by the 
United States patent upon which the rejection is based. 
Under the section as amended, the same person or per- 
sons who would make the affidavit or declaration in an 
application will be required to make the affidavit or dec- 
laration on behalf of the owner of the patent under reex- 
amination. 


Section 1.132 


Section 1.132 is amended as proposed to refer to the 
use of affidavits or declarations under the section during 
reexamination of a patent. 


Section 1.137 


Section 1.137 is amended as proposed to except from 
the provisions of paragraph (b) those applications aban- 


197-786 TMOG-88-8 — QL 3 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 113 
(66) 


doned pursuant to §1.53(d) because the fee, oath, or dec- 
laration and the surcharge were not submitted. Section 
111 of Title 35, United States Code, as amended by Pub- 
lic Law 97-247, requires that any delay in submission of 
the fee and oath be shown to be unavoidable. Thus, 
paragraph (b) of §1.137 permitting revival where aban- 
donment was unintentional is inapplicable to the revi- 
1 < — which become abandoned pursuant to 
1.53(d). 


Section 1.141 


The proposed amendments to §1.141 are withdrawn 
infra to permit the public to study the issues involved 
and make any further recommendations considered ap- 
propriate. 


Section 1,153 


Section 1.153 is amended to change the reference for 
oath and declaration requirements from §1.65 to §1.63 
and to conform the language of the rule to be consistent 
therewith. 


Section 1.154 


Section 1.154 is amended as proposed to revise para- 
graph (e) to refer to the signed oath or declaration re- 
quirements of §1.153(b). 


Section 1.162 


Section 1.162 is amended as proposed to change the 
reference from §1.65 to §1.63. 


Section 1.163 


Section 1.163 is amended as proposed to change the 
wording of the section to clearly indicate that a signed 
oath or declaration is required rather than a signed spec- 
ification. 


Section 1.172 


Section 1.172 is amended to indicate clearly that the 
reissue oath is signed and sworn to rather than the reis- 
sue application. The final rule has been modified from 
that proposed by referring to a “reissue oath” rather 
than to “reissue oaths”. 


Section 1.174 


Section 1.174 is amended as proposed to remove the 
requirement that photoprints of original drawings be se- 
curely mounted or pasted on sheets of drawing board 
because paper drawings are acceptable. 


Section 1.175 


Section 1.175 is amended as proposed to change the 
reference to the oath or declaration from §1.65 to §1.63. 


Sections 1.301, 1.302 and 1.303 


The proposed amendments to sections 1.301, 1.302 
and 1.303, referring to the Court of Appeals for the Fed- 
eral Circuit rather than to the Court of Customs and Pa- 
tent Appeals, have been adopted as final rules as 
published on Oct. 26, 1982 at 47 FR 47380-47382 and 
corrected on Nov. 5, 1982 at 47 FR 50142 and therefore 
are not republished here. 


Section 1.324 
Section 1.324 is amended to include wording similar 


to that in §1.48 for correction of inventorship in applica- 
tions. 
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Section 1.325 


Section 1.325 is amended as proposed to include refer- 
ence to the reexamination procedure. 


Section 1.335 


Section 1.335 is added as proposed to provide a new 
section relating to the filing in the Patent and Trade- 
mark Office of notices of arbitration awards. Such filing 
is required under §294 of Title 35, United States Code, 
as added by Public Law 97-247. The final rule has also 
been modified in response to a comment to indicate that 
the notices of arbitration awards are intended to be 
placed in the patent files. 


Section 1.565 


The proposed amendments to §1.565 are withdrawn 
infra to permit the public to study the issues involved 
and make any further recommendations considered ap- 
propriate. 


Section 5.12 


Section 5:12 is amended as proposed to separate the 
section into two paragraphs. Paragraph (a) provides that 
the filing of an application for an invention made in the 
United States is considered to include a petition for a li- 
cense for foreign filing. If a license is granted, it will be 
indicated on the filing receipt. If it is not granted, no in- 
dication of the denial will appear. Failure to grant a li- 
cense should be considered a denial of a first petition for 
a license. A subsequent petition may. be filed under 
§5.12(b). Section 5.12(b) is essentially the text of §5.12 in 
its previous form. No rights to file a petition for license 
are being removed. 


Withdrawal of Proposed Amendments To Sections 1.141 
and 1.565. 


A number of the speakers at the public hearing held 
on Dec. 16, 1982, urged that the amendments to §§1.141 
and 1.565 be deferred or dropped pending further study. 
Those urging that the proposed amendments to §1.141 
not be adopted at this time included speakers from the 
American Patent Law Association, from Committee 103 
of the American Bar Associations’s Patent, Trademark 
& Copyright Section, and from the Bar Association of 
the District of Columbia. The Boston Patent Law Asso- 
ciation urged that the amendment to §1.565 be removed 
or held in abeyance. The American Patent Law Associa- 
tion indicated that more time was needed for its commit- 
tees to analyze the issues in the proposed amendments to 
§§1.141 and 1.565. 

In response to the recommendations received at the 
public hearing, the proposed amendments to §§1.141 and 
1.565 are being withdrawn at this time to permit the 
public to study the issues involved and make any further 
recommendations considered appropriate. Pending the 
further study referred to by the speakers at the hearing 
and consideration of any recommendations resulting 
therefrom, the Office will continue to operate under 
present §§1.141 and 1.565 as interpreted by the Manual 
of Patent Examining Procedure and relevant Patent and 
Trademark Office and judicial precedents. 


Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the written 
comments and the oral testimony, were considered in 
adopting the changes set forth herein. 

Forty-eight letters presenting written comments were 
received and seven persons testified at the public hear- 
ing on Dec. 16, 1982. 

Comments appear below along with responses thereto. 
Comment: 

One comment objected to inadequate notice regarding 
these proposed rule changes. 
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Reply: 

The proposed rules notice was published in the Feder- 
al Register on Oct. 27, 1982. This is more than seven 
weeks prior to the date of the hearing and four months 
prior to the effective date of the final rules. Such peri- 
ods are considered to be reasonable in view of the fact 
that the legislation wears the rule changes was only 
enacted on Aug. 27, 1982 and that other rule changes 
were required to be implemented by Oct. 1, 1982. 
Comment: 

One comment proposed that “Patent and Trademark 
= ll should be used in the rules rather than merely 
+“, ice’”’. 


"Fhe 

proposal has been adopted in the final rules in 
those locations where confusion may otherwise result. 
Comment: 

Five comments requested that promulgation of §§1.10, 
1.63, 1.97, 1.141 and 1.565(e) be delayed and the period 
for comment extended until Mar. 30, 1983. 

Reply: 

Amendments to §§1.141 and 1.565 are not being pro- 
mulgated at this time to provide time for further consid- 
eration and study as requested. If after study, a rule 
change is felt desirable, a new proposal will be issued. 
New §1.10 is being promulgated to make it available to 
applicants as it was intended in the statute. New §1.63 is 
being added and §1.65 deleted to reduce the formal 
statements required. If desired, the old oath apd declara- 
tion forms may continue to be used if the statement is in- 
cluded that applicant “has reviewed and understands the 
contents of the specification, including the claims”. For 
continuation-in-part applications, it is necessary to also 
include language is conformance with §1.63(d). Seciion 
1.97 is being promulgated to remove problems relating 
to the time period in the current wording and to clarify 
the section in general. 

Comment: 

One person questioned why Sunday was not men- 
tioned in 41.6(b) or (c). 

Reply: 

Section 1.6(b) and (c) are limited to weekdays which 
by definition excludes Sunday. 
Comment: 

Two comments were received which proposed that on- 
ly a certificate of mailing neg as in §1.8(a) be used 
rd : guacaaaae the date of deposit under 35 U.S.C. 21. 

eply: 

The filing date of an application is considered to be 
much more critical than the filing dates of papers ac- 
cepted under §1.8. The application filing date is often 
critical for determining if a statutory bar exists, whether 
foreign priority can be claimed and who is the senior 
party in an interference. Therefore, papers filed for pur- 
poses of receiving an application filing date should have 
some clear indication of the date of receipt by the Unit- 
ed States Postal Service. Such a practice would also 
probably require storing all of the envelopes in the file 
wrapper for record purposes. 

Comment: 

Three comments were received which stated that pri- 
$110 courier services should also be provided for in 
Reply: 

Section 21(a) as amended by Public Law 97-247 pro- 
vides for filing dates being given only when “deposited 
with the United States Postal Service.” Although pri- 
vate courier services may be used to deliver papers to 
the Patent and Trademark Office, the actual date of re- 
ceipt by the Patent and Trademark Office will be con- 
sidered to be the filing date. 

Comment: 

A comment was received which argued that the Post 
Office date stamp should be stamped on the mailing la- 
bel instead of having to enter the label number on each 
document. 

Reply: 

Stamping the mailing label would not add anything 

since the postal clerk receiving the “Express Mail” must 





JANUARY 5, 1988 


already indicate the date and time of deposit and initial 
the label. A purpose of placing the label number on each 
paper is to permit several papers to be placed in a single 
envelope. The mailing labels may be retained in the Pa- 
tent and Trademark Office for later verification. 
Comment: 

Seven comments were received that the requirement 
that the item be received the following day (§1.10(b)) 
was unnecessarily restrictive. 

Reply: 

ection 1.10 does not require that the item be received 
the next day in the Patent and Trademark Office in or- 
der to receive the date of deposit as the mailing date. 
The one day reference has been deleted. Further proof 
of mailing may be required where an unreasonable peri- 
od of time is involved and supporting evidence is not 
otherwise available to the Patent and Trademark Office. 
Documents deposited with the United States Postal Ser- 
vice will be given a filing date which corresponds to the 
date of receipt indicated by the postal clerk on the “Ex- 
press Mail” mailing label. 
Comment: 

Four comments indicated that §1.10 does not assist in 
placing applicants and attorneys outside the Washington 
area on the same footing as those in Washington. 

Reply: 

The main purpose of §1.10 is to implement 35 U.S.C. 
21(a) in a manner which would provide for granting fil- 
ing dates for papers and fees as of the date of their de- 
posit with the United States Postal Service. Certainly 
these provisions using “Express Mail,” together with the 
certificate of mailing procedure available under §1.8, 
will go a long way in reducing last minute deliveries to 
the Patent and Trademark Office by persons outside the 
Washington area. 

Comment: 

Two comments stated that the comments accompany- 
ing§1.10(c) should be clarified to explain the meaning of 
“more than one day.” 

Reply: 

The final rule has been clarified. 
Comment: 

It was proposed by one person that the “affidavit or 
declaration” under §1.10(c) be waived if the statement is 
made by a registered attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

It was indicated by one person that certified mail pro- 
vides proof of mailing date under §1.10 by virtue of the 
Post Office stamp on the certified mail receipt card. 
Reply: 

The information on the certified mail receipt card is 
of no benefit to the Patent and Trademark Office since it 
is immediately returned to the sender. The Patent and 
Trademark Office would not be able to retain any infor- 
mation which gives proof of the date of mailing. 
Comment: 

Three comments raised questions as to the need to 
make the acceptance of the “Express Mail” contingent 
upon the performance of the Post Office in §1.10(c). 
Reply: 

The acceptance of the “Express Mail” is not contin- 
gent upon “next day delivery”. The reference in §1.10(c) 
to proof of mailing merely provides a basis for the Of- 
fice requiring proof of mailing where an explanation ap- 
pears to be necessary to clarify the record. Such infor- 
mation is expected to be required only in a few 
instances. The rule has also been revised to clarify this 
matter. 

Comment: 

Five persons suggested the use of registered or certi- 
fied U.S. mail for obtaining filing dates under 35 
USC. 2}. 

Reply: 

Registered mail does not provide any information or 
evidence to the Patent and Trademark Office as to the 
date of mailing other than the postmark, which is often 
unreadable. Storage of envelopes containing such post- 
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marks is also burdensome. The deficiency of certified 
mail has already been discussed. 
Comment: 

One person questioned what treatment wil) be accorded 
a paper placed in an “Express Mail” box receptacle after 
the box has been cleared for the last time on a given day. 


a 
e bpm ae will be considered to be deposited as of the 

date of receipt indicated on the “Express Mail” mailing 

label by the Postal Service clerk. 

Comment: 

One person commented that he found the idea of us- 
ing a declaration or affidavit to establish a date of depos- 
it unacceptable because it exposes the integrity of the as- 
signment of filing dates to the risk of deception. 


"Fhe 

e use of declarations or affidavits is usually 
intended to help explain activities which can be support- 
ed by exhibits. For example, if the Office copy oF the 
mailing label was not entirely readable, applicant’s copy 
of the “Express Mail” mailing label could accompany a 
yeaa and serve as the basis for granting a filing 

te. 

Comment: 

Three persons objected to permitting only the individ- 
ual who places the correspondence in an “Express Mail” 
facility to execute the certificate of express mailing un- 
der §1.10(c). 

Reply: 

The wording of §1.10(c) differs from §1.8 because the 
documents which are expected to be filed under §1.10 
are patent and trademark applications. The filing dates 
of such documents are very important and should there- 
fore be based on personal knowledge. 

Comment: 

One comment was received which suggested that 
§1.10 be adopted with an effective date retroactive to a 
year earlier. 

Reply: 

Such an earlier date is not possible since the statutory 
authority for §1.10 does not come into effect until Feb. 
27, 1983. 

Comment: 

One comment proposed designating the Patent and 
Trademark Office as an “Express Mail” Post Office to 
make lower rates available. 

Reply: 

Such a designation is not possible. 
Comment: 

One person requested that the Patent and Trademark 
Office publish a form of certificate of mailing by “Ex- 
press Mail” suitable for purposes of §1.10(b). 

Reply: 

A suggested form is included in the preamble of this 
rule change. 
Comment: 

One comment proposed that §1.10(c) clearly state 
what evidence will be necessary and sufficient to prove 
a filing date by mailing. 

Reply: 

A specific answer cannot be given since it is depen- 
dent upon the particular fact situation and what evi- 
dence is actually available. 

Comment: 

Two comments questioned whether P.L. 97-247 au- 
thorized a rule such as §1.10 granting filing dates as of 
the mailing date. 

Reply: 

The question raised by this comment has been treated 
in the discussion of §1.10 supra. 
Comment: 

One comment proposed that §1.10 be corrected to 
read—Any paper or fee required to be filed—to more 
closely conform with 35 U.S.C. 21(a). 

Reply: 

No need is seen to change §1.10 as suggested since, if 
a patent is desired, it is “required” that each paper relat- 
ing to an application be filed in the Patent and Trade- 
mark Office. 





1086 TMOG 116 
(66) 


Comment: 

One comment indicated that the requirement to place 
the “Express Mail” label number on each paper and fee 
is not realistic. 

Reply: 

The placement of the label number on each paper or 
fee allows later verification of the mailing dates of all 
different papers mailed in one envelope and is not seen 
to be overly burdensome. 

Comment: 

A question was raised as to whether the “Express 

Mail” label number should be placed on every page. 


Reply: 

The label number need not be placed on each page. It 
should, however, be placed on the first page of each 
separate document, such as, a new application, amend- 
ment, assignment, and transmittal letter for a fee, alon, 
with the certificate of mailing by “Express Mail”. Al- 
though the label number may be on checks, such a prac- 
tice is not required. 

Comment: 

A question was raised by one party as to the location 
within the Patent and Trademark Office of the mailing 
labels where papers to different applications are piaced 
in the same envelope. 

Reply: 

The mailing labels from all “Express Mail” packages 
are expected to be removed and initially retained cen- 
trally in the Mail Room of the Patent and Trademark 
Office. The number on each document will allow direct 
access to the appropriate mailing label if any questions 
should arise. 

Comment: 

One comment suggested that §1.22(b) be amended to 
exclude itemization of all fees where a general authoriza- 
tion to charge a deposit account has been given. 

Reply: 

Even where fees are charged to a deposit account, it 
is desirable to know specifically which fees are to be 
paid. Therefore, the suggestion has not been adopted. 
Comment: 

One comment was received which suggested adding a 
sentence to §1.41(d) indicating that the filing of an oath 
or declaration executed by the applicant would consti- 
tute proof of authority to file the application. 

Reply: 

Such an additional sentence is not considered to be 
necessary since the Patent and Trademark Office does 
not intend to utilize the provisions of §1.41(d) unless a 
controversy arises. 

Comment: 

One comment was received which suggested the addi- 
tion to the end of §1.42 of the words “except for patents 
granted to the assignee either of the inventor or of the 
legal representative of the inventor.” 

Reply: 

No change is considered to be necessary since few, if 
any, problems have arisen without such additional word- 
ing in the past. The existing rule wording “upon proper 
intervention” also provides protection for assignees. 
Comment: 

One comment was received which indicated that 
§1.46 does not clearly authorize an assignee of a part in- 
terest to cause an application to be placed on file. 

Reply: 

Although §1.46 may not make this point clear, it is 
clear from §1.41(c). 

Comment: 

One comment recommended that the requirement to 
show diligence in correcting inventorship under §1.48 be 
deleted. 

Reply: 

It is felt that corrections of inventorship should be dil- 
igently made in patent applications. The naming of cor- 
rect inventorship is necessary for the Patent and Trade- 
mark Office to make decisions on topics such as double 
patenting, priority claims and first inventorship. 
Comment: 

It was recommended in one comment that the verified 
statement of facts required by §1.48 “by the original 
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named inventor or inventors” be replaced by a require- 
ment that he or they merely assent to the statement of 
the facts since others may be better able to provide the 
best evidence. 
oe 
ince it is the original inventorship that is being 
changed, it is believed that all of the previously named 
inventors should positively indicate their agreement with 
the facts in the case. Affidavits by other individuals may 
also be supplied where such persons have direct person- 
al knowledge of certain aspects of the case. 
Comment: 

One comment indicated that “it seems a reasonable 
presumption that if ownership is unaffected, deceptive 
intent is absent” in a §1.48 correction of inventorship sit- 
uation and that such a presumption could be written into 
the rules. 

a 

ven if applications are commonly owned, the wrong 
inventorship could be deceptively named to obtain 
rights which are only available to the same inventive en- 
tities. The report on Public Law 97-247 also states that 
“the commissioner must be assured of the presence of in- 
nocent error, without deceptive intention . . .” before 
permitting a substitution of a true inventor’s name. 
Comment: 

One person suggested that the deceptive intent in 
§1.48 refer to the acts of the actual inventors rather than 
to both the alleged and actual inventor or inventors. 
Reply: 

This suggestion has been adopted in both §§1.48 and 
1.324, but deceptive intention on the part of other 
parties is subject to review under §1.56. 

Comment: 

One person suggested that in §1.48, line 3 “may” be 
changed to—must—. 
Reply: 

The suggestion has not been adopted. Corrections 
may only be made if the conditions set forth in §1.48 are 
satisfied. 

Comment: 

Two comments objected to the insertion of “material” 
in §1.51(b). 

Reply: 

This word has been removed and does not appear in 
the final rule. 
Comment: 

One comment suggested changing “an” to—a com- 
plete—in the title of §1.51. 

Reply: 

This suggestion has been adopted. 
Comment: 

One comment indicated that §§1.52{c) and 1.56(c) 
seemed overly inflexible and harsh when considering mi- 
nor grammatical changes. 

Reply: 

Although §1.56 indicates that applications “may” be 
stricken, rather than “must” be stricken, it is still consid- 
ered important to maintain a clear line in the regulations 
against changes in the original applications made after 
the execution of the application oath or declaration. The 
line between grammatical changes and changes relating 
to the merits is frequently unclear. 

Comment: 

Three comments noted an apparent inconsistency be- 
tween proposed §§1.10 and 1.53 as to whether §1.10 re- 
lates to the filing of patent applications. 

Reply: 

Section 1.10 does relate to the filing of patent applica- 
tions. In order to clarify the wording, “received” in 
§1.53(b) has been changed to “filed”’. 

Comment: 

One comment was received suggesting that a sentence 
be added to §1.53(d) to indicate that PCT applicants 
cannot submit late filing fees, oaths or declarations un- 
der 35 U.S.C. 371. 

Reply: 

Such a reference in §1.53 does not appear appropriate 

because this section relates to “filing dates”. In the PCT 
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situation, the filing date was already granted at the time 
of filing the PCT international application. 
Comment: 

One comment was received which —— that 
§1.53(a) be rewritten to indicate all applications are 
— serial numbers but not accorded filing dates. 

eply: 

proposal was not adopted since it is considered 
unnecessary. 
Comment: 

One person suggested that §1.53(b) be amended to 
specify that only “a specification purporting to contain a 
description and at least one claim . . .” is needed to ob- 
tain a filing date. 

Reply: 

No change is being made since a determination must 
be initially made as to whether or not a specification has 
been filed. In any case, sufficiency of the specification 
must later be checked by the examiner. 

Comment: 

One person indicated that the time period for filing a 
correction to a defect in an application is left entirely 
within the discretion of the Commissioner and that any 
setting of periods of time would be tantamount to an ex- 
ercise of rulemaking authority. Section 1.53(d) should be 
provided with an explicit time limitation. 

Reply: 

No specific time period is considered to be necessary 
in the regulations. The Commissioner has full authority 
and discretion under the statute in 35 U.S.C. 111 to set 
periods of time. The statute does not require the Com- 
missioner to use the rulemaking process to set time peri- 
ods for response to an action or requirement by the Pa- 
tent and Trademark Office in a patent application. 
Comment: 

Two comments were received objecting to the use of 
the words “or otherwise disposed of” in §1.53(c). 

Reply: 

This wording has existed in §1.53(b) in the past with- 
out objection. No need is seen to depart from this word- 
ing at this time. 

Comment: 

One person questioned whether the change in §1.54(b) 
would result in return post cards not being stamped with 
the application serial number. 

Reply: 

No change is intended in the existing return post card 
practice. 
Comment: 

One comment proposed adding another sentence to 
§1.154(b) indicating that foreign priority claims will be 
acknowledged on the filing receipt. 

Reply: 

This proposal is not being adopted since the examiner 
must determine whether the statutory requirements of 35 
U.S.C. 119 have been met before an acknowledgment 
can be sent. 

Comment: 

One comment suggested that the Patent and Trade- 
mark Office indicate on the filing receipt both the filing 
date under §1.10 and the actual date of receipt. 

Reply: 

The actual date of receipt can be obtained by request- 
ing a receipt from the Postal Service. The actual date of 
receipt cannot be placed on the filing receipt because of 
current computer limitations. The suggestion is therefore 
not being adopted at this time. 

Comment: 

One comment was received indicating that it is not 
clear whether or not an application based on a specifica- 
tion and drawing, but containing no oath or declaration 
or filing fee, could serve as the basis for a priority claim 
under 35 U.S.C. 120. 

Reply: 

If the filed specification and drawings fully disclose 
the invention as required by 35 U.S.C. 112, the applica- 
tion may serve as a basis for a priority claim under §120 
even if no oath or declaration, or no fee has been filed, 
as long as the continuing application is filed prior to the 
abandonment of the first application under §1.53(d). 
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Comment: 

One comment suggested that §1.55(b) be removed 
since the requirements of the statute are fully set forth in 
35 U.S.C. 119. 

Reply: 

Although the statutory requirements set forth basic re- 
uirements, it is felt that the more specific details of 
1.55(b) provide needed guidance for applicants. 

Comment: 

Two persons questioned the meaning of “inspection 
and review” in §1.56(c) and suggested certain amend- 
ments. 


es 

ie words “inspection and” are being removed to 
eliminate any redundancy. The paragraph has also been 
broken down into four items as proposed by a comment. 
Comment: 

One suggestion was made that applicant be allowed to 
order a copy of the parent patent, with payment of fee, 
when filing a §1.60 application. 
ig 

uch a practice is contrary to the intent of the rule 
change. The problems the Patent and Trademark Office 
is attempting to solve by the change, which are caused 
by F one copies and delays in processing, would remain 
with such a practice. 
Comment: 

Two persons suggested that §1.60 be amended to drop 
“and claimed” from the title. 

Reply: 

The suggestion has been adopted. 
Comment: 

One person suggested that §1.60 be modified to drop 
the requirement for verification by affidavit when the 
statement is made by a registered patent attorney or 
agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comment noted that there is no specific require- 
ment in §§1.56, 1.63 or 1.98 to identify foreign applica- 
-_ filed more than one year prior to the US. filing 

te. 
Reply: 

Section 1.63(b)(3) broadly requires applicant to ac- 
knowledge the duty to disclose information material to 
the examination of the application. This information in- 
cludes foreign patents based on applications filed more 
than a year prior to the filing date of the United States 
application and which issue before the filing date of the 
United States application. 

Comment: 

One person felt that §1.63(b)(1) will be a disaster for 
the patent system since the inventor may not be physi- 
cally able to review and understand the invention or be- 
cause the legal language format used in claims may not 
be understood by the inventor. Five persons argued that 
adoption of §1.63 would result in raising the defense that 
the inventor did not understand the claims in each pa- 
tent infringement suit. 

Reply: 

The inventor is not expected to understand ail the le- 
gal interpretations or limitations in a claim. The inventor 
is expected to recognize that what is being claimed is 
the subject matter which the inventor regards as his or 
her invention pursuant to 35 U.S.C. 112. The physical 
factors have to some extent existed in past practice and 
have been handled on a case-by-case basis where neces- 
sary. The situation outlined would exist in any signing of 
a legal document. The wording of §1.63 has been 
explained in the preamble to minimize occurrences of 
problems. 

Comment: 

One comment noted that many inventors do not know 
whether additional subject matter is claimed in a contin- 
uation-in-part application under §1.63(d). 

Reply: 

The wording in §1.63(d) is considered to be appropri- 

ate and in accordance with case law. If uncertainty ex- 
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ists the attorney or agent, if any, should clarify the mat- 
ter and §1.63(d) should be followed. 
Comment: 

One person proposed that §1.63(d) be modified to ex- 
plicitly require the disclosure of foreign patents granted 
oe the filing of the continuation-in-part application. 
Reply: 

Section 1.63(d) has been amended to clearly indicate 
that material information pursuant to §1.56(a) between 
the filing date of the parent application and the filing 
date of the continuation-in-part application must be dis- 
closed. The discussion of new §1.63 refers to material 
foreign patents published during this time interval. 
Comment: 

Two comments indicated concern with the parentheti- 
cal language in proposed §1.63(d) in that it would create 
severe problems. 

Reply: 

Paragraph (d) of §1.63 has been amended to remove 
such problems. 
Comment: 

One comment suggested adding—he or she is aware 
of—after information in §1.63(b)(3) and (d). 

Reply: 

This suggestion is not adopted since such wording is 
already present in §1.56(a). 

Comment: 

One comment suggested that §1.63(c) clarify what is 
intended by “the first filed foreign application,” particu- 
larly in view of 35 U.S.C. 119, third paragraph. 

Reply: 

The rule has been amended to clarify the matter. 
Comment: 

One comment was received suggesting changes be 
made in the title and that paragraph (b) of §1.70 refer to 
§1.63 instead of “this section.” 

Reply: 

The change suggested to the title has been made. The 
suggestion to paragraph (b) has not been made since it is 
considered unnecessary. 

Comment: 

Three comments were received which indicated that 
the wording of §1.97(a) would require an immediate fil- 
ing of disclosure information if the filing receipt is re- 
ceived just before three months after filing. 

Reply: 

The wording of §1.97(a) has been changed to remove 
this problem. 
Comment: 

One comment was received which urged that the title 
of §1.97 and contents of §1.97(b) not be changed, since 
the proposed wording would not require filing of the 
closest prior art. 

Reply: 

The proposed changes are not intended to make any 
changes in the type of information which is to be sub- 
mitted to the Office. The proposal has been adopted in 
modified form. 

Comment: 

One person indicated preference for the use of “prior 
art” in §§1.51(b), 1.97, 1.98, and 1.99 since it does not 
create an inferred admission that the information submit- 
ted is material. Five comments favored the removal of 
“prior art” from §1.97 but objected to the addition of 
“material”. 

Reply: 

The rule change was proposed to answer arguments 
that the use of the term “prior art” implied that the in- 
formation was a reference against applicant’s invention. 
Since the majority of the comments supported modify- 
ing the rule, the use of the terms “prior art” as well as 
“material” are being dropped. 

Comment: 

Two comments were received concerning §1.98(a) 
suggesting that the “place of publication” be clarified or 
removed. 

Reply: 

This suggestion has not been adopted since the “place 

of publication” is not mandatory. It is intended to mean 
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the city and country of publication. Also the citation 
of the “place of publication” is consistent with the 
§1.107(a) requirements. 

Comment: 

It was ee by one person that §1.101 be 
amended to clarify when PCT international applications 
which have entered the national stage should be taken 
up for examination. 

Reply: 

An amendment has been made to §1.101 as suggested 
to clarify that they are taken up in order based on the 
date they have entered the national stage by compliance 
with the requirements of 35 U.S.C. 371(c). 

Comment: 

One comment was presented suggesting that the 
words “which are not examined on the merits” in §1.101 
be removed. 

Reply: 
e suggestion has been adopted. 
Comment: 

One comment urged returning to the use of the Office 
draftsmen for minor corrections to reduce the burden 
under proposed §1.123. 


= 

me minor corrections may be made by the Office 
draftsmen on a time-available basis. However, since the 
Office currently has only a few draftsmen who are re- 
sponsible for reviewing and approving all drawings, 
very little time is presently available for making correc- 
tions. 

Comment: 

Four suggestions were made to amend §1.123 to spe- 
cifically provide for the filing of substitute drawings if 
corrections are required. 

Reply: 

These suggestions have been adopted. 
Comment: 

One comment was received indicating that §1.125 
should indicate to whom it should be clear that accep- 
tance of a substitute specification would facilitate pro- 
cessing. 

Reply: 

An amendment has been made to clarify that it should 
be clear to the examiner. 
Comment: 

One comment suggested removal of the last sentence 
of §1.137(b) to permit §1.183 petitions to be filed to 
waive time periods for requesting revival of unintention- 
ally abandoned applications. 

Reply: 

No change in §1.137(b) is considered to be appropri- 
ate at this time since §1.137(b) only became effective on 
Oct. 1, 1982. 

(Since changes to §1.141 are not being promulgated in 
this rule change, comments and replies to this section 
are not included.) 

Comment: 

One comment pointed out that the reference to a “pe- 

riod of twelve months” in §1.153 was indefinite. 


‘ 

tion 1.153 has been amended to remove the indefi- 
niteness. 

Comment: 

One comment was presented which suggested that 
§1.172 refer to a “reissue oath” rather than to “reissue 
oaths.” 

Reply: 

This suggestion has been adopted. 
Comment: 

One comment suggested the insertion of “the filing 
of” before “each patent” in §1.335(a) and (b). 

Reply: 

The suggestion has been adopted. 

(Since the proposed addition of a new paragraph (e) 
to §1.565 is not being adopted in this rule change, com- 
ments and replies to this section are not included.) 
Comment: 

One suggestion was made that a procedure be 
designed in which foreign filing licenses could be 
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granted by return post card without losing the time re- 


= to send the filing receipts. 


eply: 
ft is felt that the procedure under §5.12 should be 
adopted at this time and be placed into operation. If af- 
ter some experience additional modifications are found 
desirable, further changes could be made. To introduce 
several alternative procedures at this time is considered 
to be too complex and may endanger the success of the 
proposed procedure. 
Comment: 

One comment requested that the Office grant a pro- 
spective foreign filing license under §5.12 for all data 
and : material to be filed abroad. 

Reply: 

uch petitions are not part of this proposed change 
but this concept is being considered in a separate rule 
change proposal. 
Comment: 

One comment suggested that the Filing Receipt spe- 
cifically indicate whether or not a license has been de- 
nied under §5.12. 

Reply: 

The proposed practice under §5.12 would indicate on 
the Filing Receipt when a license is granted. On other 
cases in which a license is not granted further review is 
required. A license may still be granted at a later date. 
Comment: 

One comment stated that it should be possible to peti- 
tion at any early date for a foreign filing license as well 
as obtain one on the filing receipt. 

Reply: 

It will still be ee to petition earlier for a license 

under revised §5.12. 


Implementation Of Patent Procedure Revisions 


The effective date of the patent procedure revisions 
contained in this rulemaking is Feb. 27, 1983. The vari- 
ous sections will be implemented in the manner set forth 
below: 


§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


The “Guidelines under §1.10” set forth below provide 
guidance in implementing §1.10: 


Guidelines under §1.10 


A) The certification under §1.10 requires a signature 
of the person depositing the paper with the United 
States Postal Service as “Express Mail”. Specifically, if 
the certification under §1.10 appears on a paper that re- 
quires a signature, two signatures are required, one for 
the paper and one for the certification under §1.10. 

B) When possible, the certification under §1.10 should 
appear on an upper portion of the first page of the paper 
being submitted. However, if there is insufficient space 
to make the certification on the same paper, such as in 
the case of the patent issue fee transmittal form PTO-85, 
the certification should be on a separate sheet securely 
attached to the paper. 

C) When the certification is presented on a separate 
sheet, that sheet must (1) be signed and (2) fully identify 
and be securely attached to the pa or fee it 
accompanies. The required identification should include 
the serial number and filing date of the application as 
well as the type of paper being filed, e.g., complete ap- 
plication, specification and drawings, responses to rejec- 
tion or refusal, notice of appeal, etc. If the serial number 
of the application is not known, the identification should 
include at least the name of the inventor(s) and the title 
of the invention. An unsigned certification will not be 
considered acceptable. 

Moreover, without the proper identifying data, a certi- 
fication presented on a separate sheet will not be consid- 
ered acceptable if there is any question or doubt concern- 
ing the connection between the sheet and the paper filed. 
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D) In situations wherein the correspondence includes 
a for more than one application e.g., a single enve- 
ope containing separate applications or papers for vari- 
ous parts of the Patent and Trademark Office, each pa- 

r must have its own certification and the “Express 

ail” label number as part thereof or attached thereto. 

E) In situations wherein the correspondence includes 
several papers directed to the same application (e.g., a 
proposed response under 37 CFR 1.116 and a notice of 
appeal), each paper should also have its own certifica- 
tion as a part thereof or attached thereto. 

F) Practitioners may place the certification language 
on the first page of a paper with an inked stamp. Such a 
practice is encouraged because the certification is not 
only readily visible but also forms an integral part of the 
paper. An example of a preferred stamp is: 


“Express Mail” mailing label number 
Date of Deposit 


I hereby certify that this paper or fee is being deposit- 
ed with the United States Postal Service “Express Mail 
Post Office to Addressee” service under 37 CFR 1.10 on 
the date indicated above and is addressed to the Com- 
=— of Patents and Trademarks, Washington, D.C. 


(Typed or printed name of person mailing paper 
or fee) 


(Signature of person mailing paper or fee) 
§1.48 Correction of inventorship. 


Any patent application pending on or after Feb. 27, 
1983, is subject to the provisions of this section. 


ae Serial number, filing date, and completion of appli- 
cation. 


The provisions of this section apply to any patent ap- 
plication filed on or after Feb. 27, 1983. 


§1.63 Oath or declaration. 


The provisions of §1.63 will become effective on Feb. 
27, 1983, and will apply to any oath or declaration filed 
on or after that date. However, in order to provide a 
smooth transition from the old oath or declaration re- 
quirements to the new, the Office will continue to ac- 
cept between Feb. 27, 1983, and June 30, 1983, any oath 
or declaration in compliance with §1.65 as it existed im- 
mediately prior to Feb. 27, 1983, so long as that oath or 
declaration is attached to and was executed as a part of 
an application to be filed in the Patent and Trademark 


ice. 
Effective July 1, 1983, all oaths or declarations filed 
under §1.51(a)(2) as a part of a patent application must 
fully comply with §1.63. 
A suggested format for a declaration is set forth below: 


Declaration For Patent Application 
As a below named inventor, I hereby declare that: 


My residence, post office address and citizenship are 
as stated below next to my name, 

I believe I am the original, first and sole inventor (if 
only one name is listed below) or an original, first and 
joint inventor (if plural names are listed below) of the 
subject matter which is claimed and for which a patent 
is sought on the invention entitled 


the specification of which 
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(check (is attached hereto. 

one) 0 was filed on 
Application Serial No. 
and was amended on ——______. 

(if applicable) 


I hereby state that I have reviewed and understand 
the contents of the above identified specification, includ- 
ing the claims, as amended by any amendment referred 
to above. 

I acknowledge the duty to disclose information which 
is material to the examination of this application in ac- 
$56). with Title 37, Code of Federal Regulations, 

1.56(a). 

I hereby claim foreign priority benefits under Title 35, 
United States Code, §119 of any foreign application(s) 
for patent or inventor’s certificate listed below and have 
also identified below any foreign application for patent 
or inventor’s certificate having a filing date before that 
of the application on which priority is claimed: 


Prior Foreign Application(s) 
Priority 
Claimed 


Go 


(Day/Month/Year Yes No 


Filed) 


(Number) (Country) 


(Day/Month/Year 
Filed) 


(Number) (Country) 


(Day/Month/Year 
Filed) 


(Number) (Country) 


I hereby claim the benefit under Title 35, United 
States Code, §120 of any United States application(s) 
listed below and, insofar as the subject matter of each of 
the claims of this application is not disclosed in the prior 
United States application in the manner provided by the 
first paragraph of Title 35, United States Code, §112, I 
acknowledge the duty to disclose material information 
as defined in Title 37, Code of Federal Regulations, 
§1.56(a) which occurred between the filing date of the 
prior application and the national or PCT international 
filing date of this application: 


(Application Serial No.) (Filing Date) (Status) 
(patented, 
pending, 
abandoned) 


(Filing Date) (Status) 
(patented, 
pending, 
abandoned) 


(Application Serial No.) 


I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and fur- 
ther that these statements were made with the knowl- 
edge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the va- 
lidity of the application or any patent issued thereon. 


Full name of sole or first inventor 
Inventor’s signature 

Date - 

Residence = 

Citizenship 

Post Office Address 

Full name of second joint inventor, if any 
Second Inventor’s signature 

Date 
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Residence 
Citizenship 
Post Office Address 


(Supply similar information and signature for third 
and subsequent joint inventors.) 


The declaration form set forth above is specifically 
designed for use where the specification is attached to 
the form and the specification and declaration are filed 
at one time, and also where the declaration form is filed 
after the specification and drawings in accordance with 
§1.53. The form can be used where foreign priority is 
claimed under 35 U.S.C. 119 and where the benefit of 
one or more United States applications is claimed under 
35 U.S.C. 120. Appropriate modifications can be made 
in the form so long as compliance with the rules is 
maintained. For example, if the form is being used as a 
supplemental declaration form which is being submitted 
after numerous amendments the form might appropriate- 
ly be modified by changing the words “was amended 
on” to “with amendments through.” 


§1.335 Filing of notice of arbitration awards. 


The written notices required by this section should be 
directed to the attention of the Office of the Solicitor, 
which Office will be responsible for processing of such 
notices. 


Other Considerations 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act. (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et. seq. 

The rule change will not have a significant averse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act. Pub. L. 96-354) for sev- 
eral reasons. Public Law 97-247 has taken into consider- 
ation the impact it may have on small entities. In 
general, the rule change will also expedite proceedings 
before the Patent and Trademark Office, changing 
existing procedures where they can be simplified. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to foreign filing 
license petitions, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Courts, Inven- 
tions and patents. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and Public Law 97-247, the Patent and 
Trademark Office is amending Title 37 of the Code of 
Federal Regulations as set forth below. 

37 CFR, Parts 1 and 5, are amended as follows: 


1. Section 1.4 is amended by revising paragraph (a) to 
read as follows: 
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§1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark 
Office comprises: (1) correspondence relating to services 
and facilities of the Office, such as general inquiries, re- 
quests for publications supplied by the Office, orders for 
printed copies of —_ or trademark registrations, or- 
ders for copies of records, transmission of assignments 
for recording, and the like, and (2) correspondence in 
and relating to a particular application or other proceed- 
ing in the Office. See particularly the rules relating to 
the filing, processing, or other proceedings of national 
applications in Subpart B, §§1.31 to 1.352; of internation- 
al applications in Subpart C, §§1.401 to 1.482; of reex- 
amination of patents in Subpart D, §§1.501 to 1.570; and 
of trademark applications, §§2.11 to 2.189. 


see 


2. Section 1.6 is revised to read as follows: 
§1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent 
and Trademark Office are stamped with the date of re- 
ceipt. No papers are received in the Patent and Trade- 
mark Office on Saturdays, Sundays or federal holidays 
within the District of Columbia. 

(b) Mail placed in the Patent and Trademark Office 
pouch up to midnight on weekdays, excepting Saturdays 
and federal holidays, by the post office at Washington, 
D. C., serving the Patent and Trademark Office, is con- 
sidered as having been received in the Patent and Trade- 
mark Office on the day it was so placed in the pouch. 

(c) In addition to being mailed or delivered by hand 
during office hours, letters and other papers may be de- 
posited up to midnight in a box provided at the guard’s 
desk at the lobby of building 3 of the Patent and Trade- 
mark Office at Crystal Plaza, Arlington, Virginia and at 
the main entrance (14th Street) of the Department of 
Commerce Building, Washington, D. C., on weekdays 
except Saturdays and federal holidays, and all papers de- 
posited therein are considered as received in the Patent 
and Trademark Office on the day of deposit. 

(d) If interruptions or emergencies in the United 
States Postal Service which have been so designated by 
the Commissioner occur, the Patent and Trademark Of- 
fice will consider as filed on a particular date in the Of- 
fice any paper or fee which is (1) promptly filed after 
the ending of the designated interruption or emergency 
and (2) accompanied by a statement indicating that such 
paper or fee would have been filed on that particular 
date if it were not for the designated interruption or 
emergency in the United States Postal Service. Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Patent and 
Trademark Office. 


3. Section 1.7 is revised to read as follows: 


§1.7 Times for taking action: Expiration on Saturday, 
Sunday or federal holiday. 


Whenever periods of time are specified in this part in 
days, calendar days are intended. When the day, or the 
last day fixed by statute or by or under this part for tak- 
ing any action or paying any fee in the Patent and 
Trademark Office falls on Saturday, Sunday, or on a 
federal holiday within the District of Columbia, the ac- 
tion may be taken, or the fee paid, on the next 
succeeding day which is not a Saturday, Sunday, or a 
federal holiday. See §1.304 for time for appeal or for 
commencing civil action. 


4. Section 1.8 is amended by revising the introductory 
text of paragraph (a) and paragraph (a)(1), (a)(2) intro- 
ductory text, and (a)(2)(i) to read as follows: 
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§1.8 Certificate of mailing. 


(a) Except in the cases enumerated below, papers and 
fees required to be filed in the Patent and Trademark 
Office within a set period of time will be considered as 
being timely filed if: (1) they are addressed to the Com- 
missioner of Patents and Trademarks, Washington, D. C. 
20231, and deposited with the U.S. Postal Service with 
sufficient postage as first class mail prior to expiration of 
the set period, and (2) they also include a certificate for 
each paper or fee stating the date of deposit. The person 
signing the certificate should have reasonable basis to 
expect that the correspondence would be mailed on or 
before the date indicated. The actual date of receipt of 
the paper or fee will be used for all other purposes. This 
procedure does not apply to the following: 


(i) The filing of a national patent application specifica- 
tion and drawing or other papers for the purpose of 
obtaining an application filing date; 


eseee 


5. A new section 1.10 is added to read as follows: 


§1.10 Filing of papers and fees by “Express Mail” with 
certificate. 


(a) Any paper or fee to be filed in the Patent and 
Trademark Office can be filed utilizing the “Express 
Mail Post Office to Addressee” service of the United 
States Postal Service and be considered as having been 
filed in the Office on the date the paper or fee is shown 
to have been deposited as “Express Mail” with the Unit- 
ed States Postal Service. 

(b) Any paper or fee filed by “Express Mail” must 
have the number of the “Express Mail” mailing label 
placed thereon ro to mailing, be addressed to the 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231, and any such paper or fee must also include 
a certificate of mailing by “Express Mail” which states 
the date of mailing by “Express Mail” and is signed by 
the person mailing the paper or fee. 

(c) The Patent and Trademark Office will accept the 
certificate of mailing by “Express Mail” and accord the 
paper or fee the certificate date under 35 U.S.C. 21(a) 
without further proof of the date on which the mailing 
by “Express Mail” occurred unless a question is present 
regarding the date of mailing. If more than a reasonable 
time has elapsed between the certificate date and the Pa- 
tent and Trademark Office receipt date or if other ques- 
tions regarding the date of mailing are present, the per- 
son mailing the paper or fee may be required to file a 
copy of the “Express Mail” receipt showing the actual 
date of mailing and a statement from the person who 
mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement 
must be a verified statement if made by a person not 
— to practice before the Patent and Trademark 

ice. 


6. Section 1.17 is amended by revising paragraph (h) to 
read as follows: 


§1.17 Patent application processing fees. 


(h) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this 
paragraph—$120.00 


—§1.47—for filing by other than all the inventors 
or a person not the inventor 

—§1.48—for correction of inventorship 
—§1.182-for decision on questions not specifical- 
ly provided for 

—§1.183-to suspend the rules 
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—§1.268-for late filing of interference settlement 
agreement 


7. Section 1.22 is revised to read as follows: 
§1.22 Fees payable in advance. 


(a) Patent and trademark fees and charges payable to 
the Patent and Trademark Office are required to be paid 
in advance, that is, at the time of requesting any action 
by the Office for which a fee or charge is payable with 
the exception that under §1.53 applications for patent 
may be assigned a filing date without payment of the ba- 
sic filing fee. 

(b) All patent and trademark fees paid to the Patent 
and Trademark Office should be itemized in each indi- 
vidual application, patent or other proceeding in such a 
manner that it is clear for which purpose the fees are 
paid. 

8. Section 1.24 is revised to read as follows: 
§1.24 Coupons. 


Coupons in denominations of one dollar are sold by 
the Patent and Trademark Office for the convenience of 
regular purchasers of U.S. patents and trademark regis- 
trations; these coupons may not be used for any other 
purpose. The one dollar coupons are sold individually 
and in books of 50 with stubs for record for $50. These 
coupons are good until used; they may be transferred 
but cannot be redeemed. 


9. Section 1.41 is revised to read as follows: 
§1.41 Applicant for patent. 


(a) A patent must be applied for in the name of the 
actual inventor or inventors. Full names must be stated, 
including the family name and at least one given name 
without abbreviation together with any other given 
name or initial. 

(b) Unless the contrary is indicated the word “appli- 
cant” when used in these sections refers to the inventor 
or joint inventors who are applying for a patent, or to 
the person mentioned in §§1.42, 1.43, or 1.47 who is ap- 
plying for a patent in place of the inventor. 

(c) Any person authorized by the applicant may file 
an application for patent on behalf of the inventor or in- 
ventors, but an oath or declaration for the application 
(§1.63) can only be made in accordance with §1.64. 

(d) A showing may be required from the person filing 
the application that the filing was authorized where such 
authorization comes into question. 


10. Section 1.42 is revised to read as follows: 
§1.42 When the inventor is dead. 


In case of the death of the inventor, the legal repre- 
sentative (executor, administrator, etc.) of the deceased 
inventor may make the necessary oath or declaration, 
and apply for and obtain the patent. Where the inventor 
dies during the time intervening between the filing of 
the application and the granting of a patent thereon, the 
letters patent may be issued to the legal representative 
upon proper intervention. 


11. Section 1.43 is revised to read as follows: 

§1.43 When the inventor is insane or legally incapacitated. 
In case an inventor is insane or otherwise legally inca- 

pacitated, the legal representative (guardian, conserva- 


tor, etc.) of such inventor may make the necessary oath 
or declaration, and apply for and obtain the patent. 
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12. Section 1.45 is amended by removing paragraphs (b) 
and (c) and the designation (a) to the first paragraph and 
by revising the text to read as follows: 


§1.45 Joint inventors. 


Joint inventors must apply for a — jointly and 
each must make the required oath or declaration: neither 
of them alone, nor less than the entire number, can ap- 

ly for a patent for an invention invented by them joint- 
i , except as provided in §1.47. 


13. Section 1.46 is revised to read as follows: 
§1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or 
in the patent to be issued is assigned, the application 
must still be made or authorized to be made, and an 
oath or declaration signed, by the inventor or one of the 
persons mentioned in §§1.42, 1.43, or 1.47. However, the 
patent may be issued to the assignee or jointly to the in- 
ventor and the assignee as provided in §1.334. 


14. Section 1.47 is revised to read as follows: 
§1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application 
for patent or cannot be found or reached after diligent 
effort, the a pre may be made by the other inven- 
tor on be of himself or herself and the omitted in- 
ventor. The oath or declaration in such an application 
must be accompanied by a petition including proof of 
the pertinent facts and by the required fee (§1.17(h)) and 
must state the last known address of the omitted inven- 
tor. The Patent and Trademark Office shall forward no- 
tice of the filing of the application to the omitted inven- 
tor at said address. Should such notice be returned to 
the Office undelivered, or should the address of the 
omitted inventor be unknown, notice of the filing of the 
application shall be published in the Official Gazette. The 
omitted inventor may subsequently join in the applica- 
tion on filing an oath or declaration of the character re- 
quired by §1.63. A patent may be granted to the inven- 
tor making the application, upon a showing satisfactory 
to the Commissioner, subject to the same rights which 
the omitted inventor would have had if he or she had 
been joined. 

(b) Whenever an inventor refuses to execute an appli- 
cation for patent, or cannot be found or reached after 
diligent effort, a person to whom the inventor has 
assigned or agreed in writing to assign the invention or 
who otherwise shows sufficient proprietary interest in 
the matter —- such action may make application 
for patent on behalf of and as agent for the inventor. 
The oath or declaration in such an application must be 
accompanied by a petition including proof of the perti- 
nent facts and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irrepara- 
ble damage, and by the required fee (§1.17(h)) and must 
state the last known address of the inventor. The assign- 
ment, written agreement to assign or other evidence of 
proprietary interest, or a verified copy thereof, must be 
filed in the Patent and Trademark Office. The Office 
shall forward notice of the filing of the application to 
the inventor at the address stated in the application. 
Should such notice be returned to the Office undeliv- 
ered, or should the address of the inventor be unknown, 
notice of the filing of the application shall be published 
in the Official Gazette. The inventor may subsequently 
join in the application on filing an oath or declaration of 
the character required by 1.63. A patent may be 
granted to the inventor upon a showing satisfactory to 
the Commissioner. 


15. A new section 1.48 is added to read as follows: 
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§1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in 
an application for patent through error without any de- 
ceptive intention on the part of the actual inventor or in- 
ventors, the application may be amended to name only 
the actual inventor or inventors. Such amendment must 
be diligently made and must be accompanied by (1) a 
petition including a statement of facts verified by the 
original named inventor or inventors establishing when 
the error without deceptive intention was discovered 
and how it occurred; (2) an oath or declaration by each 
actual inventor or inventors as required by §1.63; (3) the 
fee set forth in §1.17(h); and (4) the written consent of 
any assignee. 


16. Section 1.51 is amended by revising paragraphs 
1.51(a)(2) and (b) to read as follows: 


§1.51 General requisites of a complete application. 


@*eses9 


(2) An oath or declaration, see §§1.63 and 1.68. 


(b) Applicants are encouraged to file an information 
disclosure statement. See §§1.97 through 1.99. 


17. Section 1.52 is amended by revising paragraph (c) to 
read as follows: 


§1.52 Language, paper, writing, margins. 


see 2% 


(c) Any interlineation, erasure, cancellation or other 


alteration of the — papers filed must be made 


before the signing of any accompanying oath or declara- 
tion pursuant to §1.63 referring to those application pa- 
pers and should be dated and initialed or signed by the 
applicant on the same sheet of paper. No such alter- 
ations in the application papers are permissible after the 
signing of an oath or declaration referring to those ap- 
plication papers (§1.56(c)). After the signing of the oath 
or declaration referring to the application papers, 
amendments may only be made in the manner provided 
by §§1.121 and 1.123-1.125. 


see 


18. Section 1.53 is revised to read as follows: 


§1.53 Serial number, filing date, and completion of appli- 
cation. 


(a) Any application for a patent received in the Patent 
and Trademark Office will be assigned a serial number 
for identification purposes. 

(b) The filing date of an application for patent is the 
date on which (1) a specification containing a descrip- 
tion pursuant to §1.71 and at least one claim pursuant to 
§1.75, and (2) any drawing required by §1.81(a), are filed 
in the Patent and Trademark Office. No new matter 
Gr eee into an application after its filing date 

(c) If any application is filed without the specification 
or drawing required by paragraph (b) of this section, ap- 
plicant will be so notified and given a time period within 
which to submit the omitted specification or drawing in 
order to obtain a filing date as of the date of filing of 
such submission. If the omission is not corrected within 
the time period set, the application will be returned or 
otherwise disposed of; the fee, if submitted, will be re- 
funded less a $50.00 handling fee. 

(d) If an application which has been accorded a filing 
date pursuant to paragraph (b) of this section does not 
include the appropriate filing fee or an oath or declara- 
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tion by the applicant, applicant will be so notified and 
given a period of time within which to file the fee, oath, 
or declaration and to pay the surcharge as set forth in 
§1.16(e) in order to prevent abandonment of the ~~plica- 
tion. The notification pursuant to this paragrap : ay be 
made simultaneously with any notification pur.uant to 
paragraph (c) of this section. 

(e) An application for a patent will not be placed 
upon the files for examination until all its required parts, 
complying with the rules relating thereto, are received, 
except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 

(f) The filing date of an international — des- 
ignating the United States of America shall be treated as 
the filing date in the United States of America under 
— 11(3), except as provided in 35 U.S.C. 
102(e). 


19. Section 1.54 is revised to read as follows: 


§1.54 Parts of application to be filed together; filing re- 
ceipt. 


(a) It is desirable that all parts of the complete appli- 
cation be deposited in the Office together; otherwise a 
letter must accompany each part, accurately and clearly 
connecting it with the other parts of the application. See 
§1.53 with regard to completion of an application. 

(b) Applicant will be informed of the application serial 
number and filing date by a filing receipt. 


20. Section 1.55 is revised to read as follows: 


§1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing 
date of a prior foreign application under the conditions 
specified in 35 U.S.C. 119 and 172. The claim to priority 
need be in no special form and may be made by the at- 
torney or agent if the foreign application is referred to 
in the oath or declaration as required by §1.63. The 
claim for priority and the certified copy of the foreign 
application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of interference 
(§1.224); when necessary to overcome the date of a ref- 
erence relied upon by the examiner; or when specifically 
required by the examiner; and in all other cases they 
must be filed not later than the date the issue fee is paid. 
If the papers filed are not in the English language, a 
translation need not be filed except in the three particu- 
lar instances specified in the preceding sentence, in 
which event a sworn translation or a translation certified 
as accurate by a sworn or Official translator must be 
filed. If the priority papers are submitted after the date 
the issue fee is paid, they must be accompanied by a pe- 
ne8. their entry and the fee set forth in 

.17@). 

(b) An applicant may under certain circumstances 
claim priority on the basis of an application for an in- 
ventor’s certificate in a country granting both inventor’s 
certificates and patents. When an applicant wishes to 
claim the right of priority as to a claim or claims of the 
application on the basis of an application for an inven- 
tor’s certificate in such a country under 35 U.S.C. 119, 
last paragraph (as amended July 28, 1972), the applicant 
or his attorney or agent, when submitting a claim for 
such right as specified in paragraph (b) of this section, 
shall include an affidavit or declaration including a spe- 
cific statement that, upon an investigation, he or she has 
satisfied himself or herself that to the best of his or her 
knowledge the applicant, when filing his or her applica- 
tion for the inventor’s certificate, had the option to file 
an application either for a patent or an inventor’s certifi- 
cate as to the subject matter of the identified claim or 
claims forming the basis for the claim of priority. 


21. Section 1.56 is amended by revising paragraph (c) to 
read as follows: 
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§1.56 Duty of disclosure; fraud; striking or rejection of 
applications. 


eee a 


(c) Any application may be stricken from the files if: 

(1) An oath or declaration pursuant to §1.63 is 
signed in blank; 

(2) An oath or declaration peprnnad to §1.63 is 
signed without review thereof by the person making the 
oath or declaration; 

(3) An oath or declaration pursuant to §1.63 is 
signed without review of the specification, including the 
claims, as required by §1.63(b); 
or 

(4) The application papers filed in the Office are al- 
tered after the signing of an oath or declaration pursuant 
to §1.63 referring to those application papers. 


see 


§1.57 [Removed] 


22. Section 1.57 is removed. 
23. Section 1.59 is revised to read as follows: 


§1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing 
date pursuant to §1.53 will not be returned for any pur- 
pose whatever. If applicants have not preserved copies 
of the papers, the Office will furnish copies at the usual 
cost. 


24. Section §1.60 is revised to read as follows: 


§1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


A continuation or divisional application (filed under 
the conditions specified in 35 U.S.C. 120 or 121), which 
discloses and claims only subject matter disclosed in a 
prior application may be filed as a separate application 
before the patenting or abandonment of or termination 
of proceedings on the prior application. Signing and exe- 
cution of the application papers by the applicant may be 
omitted provided the copy is supplied by and accompa- 
nied by a statement by, the applicant or his or her attor- 
ney or agent that the application papers comprise a true 
copy of the prior application as filed. Such statement 
must be a verified statement if made by a person not 
registered to practice before the Patent and Trademark 
Office. Only amendments reducing the number of claims 
or adding a reference to the prior application (§1.78(a)) 
will be entered before calculating the filing fee and 
granting the filing date. 


25. Section §1.62 is revised to read as follows: 
§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 
application, which uses the specification and drawings 
from a prior application to be abandoned, may be filed be- 
fore the payment of the issue fee, abandonment of, or ter- 
mination of proceedings on a prior application. The filing 
date of an application filed under this section is the date 
on which a request is filed for an application under this 
section including identification of the Serial Number, fil- 
ing date, and applicant’s name of the prior application. 

(b) The filing fee for a continuation, continuation-in- 
part, or divisional application under this section is based 
on the number of claims remaining in the application af- 
ter entry of any preliminary amendment and entry of 
any amendments under §1.116 uneniered in the prior ap- 
plication which applicant has requested to be entered in 
the continuing application. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


(c) In the case of a continuation-in-part application 
which adds and claims additional disclosure by amend- 
ment, an oath or declaration as required by §1.63 must 
also be filed. In a continuation or divisional application 
which discloses and claims only subject matter disclosed 
in a prior application, no additional oath or declaration 
is required. 

(d) If an application which has been accorded a filing 
date pursuant to paragraph (a) of this section does not 
include the appropriate filing fee pursuant to paragraph 
(b) of this section, or an oath or declaration by the ap- 
plicant in the case of a continuation-in-part application 
pursuant to paragraph (c) of this section, applicant will 
be so notified and given a period of time within which 
to file the fee, oath, or declaration and to pay the sur- 
charge as set forth in §1.16(e) in order to prevent aban- 
donment of the application. The notification pursuant to 
this agraph may be made simultaneously with any 
notification of a defect pursuant to paragraph (a) of this 
section. 

(e) An application filed under this section will utilize 
the file wrapper and contents of the prior application to 
constitute the new continuation, continuation-in-part, or 
divisional application but will be assigned a new applica- 
tion serial number. 

(f) The filing of an application under this section will 
be construed to include a waiver of secrecy by the ap- 
plicant under 35 U.S.C. 122 to the extent that any mem- 
ber of the public who is entitled under the\provisions of 
37 CFR 1.14 to access to, or information concerning ei- 
ther the prior application or any continuing application 
filed under the provisions of this section may be given 
similar access to, or similar information concerning, the 
other application(s) in the file wrapper. 

(g) The filing of a request for a continuing application 
under this section will be considered to be a request to 
expressly abandon the prior application as of the filing 
date granted the continuing application. 

(h) The applicant is urged to furnish the following in- 
formation relating to the prior application to the best of 
his or her ability: 

(1) Title as originally filed and as last amended; 

(2) Name of applicant as originally filed and as last 
amended; 

(3) Current correspondence address of applicant; 

(4) Identification of prior foreign application and 
any priority claim under 35 U.S.C. 119. 

(i) Envelopes containing only application papers and 
oo ty filing under this section should be marked “Box 


26. A new section 1.63 is added to read as follows: 
§1.63 Oath or declaration. 


(a) An oath or declaration filed under §1.51(a)(2) as a 
part of an application must: 
ee executed in accordance with either §1.66 or 
(2) Identify the specification to which it is directed; 
(3) Identify each inventor and the residence and 
country of citizenship of each inventor; and 
(4) State whether the inventor is a sole or joint in- 
ventor of the invention claimed. 
(b) In addition to meeting the requirements of para- 
graph (a), the oath or declaration must state that the 
person making the oath or declaration: 


(1) Has reviewed and understands the contents of 
the specification, including the claims, as amended 
by any amendment specifically referred to in the 
oath or declaration; 

(2) Believes the named inventor or inventors to be 
the original and first inventor or inventors of the 
subject matter which is claimed and for which a pa- 
tent is sought; and 

(3) Acknowledges the duty to disclose information 
which is material to the examination of the applica- 
tion in accordance with §1.56(a). 
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(c) In addition to meeting the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration 
in any application in which a claim for foreign priority 
is made pursuant to §1.55 must identify the foreign ap- 
plication for patent or inventor’s certificate on which 
mm is claimed, and any foreign application having a 
iling date before that of the application on which priori- 
ty is claimed, by specifying the _— number, 
country, day, month and year of its fi 

(d) In any continuation-in-part poh filed under 
the conditions specified in 35 U.S.C. 120 which discloses 
and claims subject matter in addition to that disclosed in 
the prior copending application, the oath or declaration 
must also state that the person making the oath or decla- 
ration acknowledges the duty to disclose material infor- 
mation as defined in §1.56(a) which occurred between 
the filing date of the prior application and the national 
or PCT international filing date of the continuation-in- 
part application. 


27. A new section 1.64 is added to read as follows: 
§1.64 Person making oath or declaration. 


(a) The oath or declaration must be made by all of the 
actual inventors except as provided for in §§1.42, 1.43, 
or 1.47. 

(b) If the person making the oath or declaration is not 
the inventor (§§1.42, 1.43, or 1.47), the oath or declara- 
tion shall state the relationship of the person to the in- 
ventor and, upon information and belief, the facts which 
the inventor is required to state. 


§1.65 [Removed] 

28. Section 1.65 is removed. 

29. Section 1.67 is revised to read as follows: 
§1.67 Supplemental oath or declaration. 


(a) A supplemental oath or declaration meeting the re- 
quirements of §1.63 may be required to be filed to cor- 
rect any deficiencies or inaccuracies present in an earlier 
filed oath or declaration. 

(b) A supplemental oath or declaration meeting the re- 
quirements of §1.63 must be filed (1) when a claim is 
presented for matter originally shown or described but 
not substantially embraced in the statement of invention 
or claims originally presented, and (2) when an oath or 
declaration submitted in accordance with §1.53(d) after 
the filing of the specification and any required drawings 
specifically and improperly refers to an amendment 
which includes new matter. No new matter may be in- 
troduced into an application after its filing date even if a 
supplemental oath or declaration is filed (§1.53(b); 
§1.118). In proper cases the oath or declaration here re- 
quired may be made on information and belief by an ap- 
plicant other than inventor. 


30. Section 1.69 is amended by revising paragraph (b) to 
read as follows: 


§1.69 Foreign language oaths and declarations. 


ese ee 


(b) Unless the text of any oath or declaration in a lan- 
guage other than English is a form provided or ap- 
proved by the Patent and Trademark Office, it must be 
accompanied by a verified English translation, except 
that in the case of an oath or declaration filed under 
§1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to 
file the translation. 


31. Section 1.70 is amended by revising the title and 
paragraph (a) to read as follows: 
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§1.70 Oath or declaration under 35 U.S.C. 371(c(4). 


(a) When an applicant of an international application, 
if the inventor, desires to enter the national stage under 
35 U.S.C. 371, he or she must file an oath or declaration 
in accordance with §1.63. 


32. Section 1.77 is amended by revising paragraphs (h) 
and (i) to read as follows: 


§1.77 Arrangement of application elements. 


eseee 


(h) Abstract of the disclosure. 
(i) Signed oath or declaration. 


see e 


33. The center ey preceding §1.97 and section 1.97 
are revised to read as follows: 


INFORMATION DISCLOSURE STATEMENT 
§1.97 Filing of information disclosure statement. 


(a) As a means of complying with the duty of disclo- 
sure set forth in §1.56, applicants are encouraged to file 
an information disclosure statement at the time of filing 
the application or within the later of three months after 
the filing date of the application or two months after ap- 
plicant receives the filing receipt. If filed separately, the 
disclosure statement should, in addition to the identifica- 
tion of the application, include the Group Art Unit to 
which the application is assigned as indicated on the fil- 
ing receipt. The disclosure statement may either be sepa- 
rate from the specification or may be incorporated 
therein. 

(b) A disclosure statement filed in accordance with 
paragraph (a) of this section shall not be construed as a 
representation that a search has been made or that no 
other material information as defined in §1.56(a) exists. 


34. Section 1.98 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.98 Content of information disclosure statement. 


(a) Any disclosure statement filed under §1.97 or §1.99 
shall include: (1) A listing of patents, publications or 
other information and (2) a concise explanation of the 
relevance of each listed item. The disclosure statement 
shall be accompanied by a copy of each listed patent or 
publication or other item of information in written form 
or of at least the portions thereof considered by the per- 
son filing the disclosure statement to be pertinent. All 
United States patents listed should be identified by their 
patent numbers, patent dates and names of the patentees. 
Each foreign published application or patent should be 
cited by identifying the country or office which issued 
it, the document number and publication date indicated 
on the document. Each printed publication should be 
identified by author (if any), title of the publication, 
pages, date and place of publication. 


eee 8% 


35. Section 1.99 is revised to read as follows: 
§1.99 Updating of information disclosure statement. 


If prior to issuance of a patent an applicant, pursuant 
to his or her duty of disclosure under §1.56, wishes to 
bring to the attention of the Office additional patents, 
publications or other information not previously submit- 
ted, the additional information should be submitted to 
the Office with reasonable promptness. It may be includ- 
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ed in a supplemental information disclosure statement or 
may be incorporated into other communications to be 
considered by the examiner. Any transmittal of addition- 
al information shall be accompanied by explanations of 
relevance and by copies in accordance with the require- 
ments of §1.98. 


36. Section 1.101 is amended by revising paragraph (a) 
to read as follows: 


§1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Of- 
fice and accepted as complete applications are ee 
for examination to the respective examining grou V- 
ing the classes of inventions to which the applications 
relate. Applications shall be taken up for examination by 
the examiner to whom they have assigned in the 
order in which they have been filed except for those ap- 
plications in which examination has been advanced pur- 
suant to §1.102 and those —— in which the Of- 
fice has accepted a request for waiver of patent rights 
filed under §1.139. International applications which have 
complied with the requirements of 35 U.S.C. 371(c) will 
be taken up for action based on the date on which such 
requirements were met. However, unless a request has 
been filed under 35 U.S.C. 371(f), no action may be 
taken prior to 21 months from the priority date. 


37. Section 1.118 is revised to read as follows: 
§1.118 Amendment of disclosure. 


(a) No amendment shall introduce new matter into the 
disclosure of an application after the filing date of the 
application §1.53(b)). All amendments to the specifica- 
tion, including the claims, and the drawings filed after 
the filing date of the application must conform to at 
least one of them as it was at the time of the filing of the 
application. Matter not found in either, involving a de- 
parture from or an addition to the original disclosure, 
cannot be added to the application after its filing date 
even though supported by an oath or declaration in ac- 
cordance with §1.63 or §1.67 filed after the filing date of 
the application. 

(b) If it is determined that an amendment filed after 
the filing date of the application introduces new matter, 
claims containing new matter will be rejected and dele- 
tion of the new matter in the specification and drawings 
will be required even if the amendment is accompanied 
Kf an oath or declaration in accordance with §1.63 or 

1.67. 


38. Section 1.123 is revised to read as follows: 
§1.123 Amendments to the drawing. 


No change in the drawing may be made except by 
permission of the Office. Permissible changes in the con- 
struction shown in any drawing may be made only by 
bonded draftsmen, at applicant’s expense, or by the sub- 
mission of substitute drawings by applicant. A sketch in 
permanent ink showing proposed changes, to become 
part of the record, must be filed for approval by the ex- 
aminer. The paper requesting amendments to the draw- 
ing should be separate from other papers. 


39. Section 1.125 is revised to read as follows: 
§1.125 Substitute specification. 


If the number or nature of the amendments shall ren- 
der it difficult to consider the case, or to arrange the 
papers for printing or copying, the examiner may re- 
quire the entire specification, including the claims, or 
any part thereof, to be rewritten. A substitute specifica- 
tion may not be accepted unless it has been required by 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


the examiner or unless it is clear to the examiner that ac- 
ceptance of a substitute specification would facilitate 
processing of the application. Any substitute specifica- 
tion filed must be accompanied by a statement that the 
substitute specification includes no new matter. Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Office. 


40. Section 1.131 is amended by revising paragraph (a) 
to read as follows: 


§1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent un- 
der reexamination is rejected on reference to a domestic 
patent which substantially shows or describes but does 
not claim the rejected invention, or on reference to a 
foreign patent or to a ye ong publication, and the appli- 
cant or the owner of the patent under reexamination 
shall make oath or declaration as to facts showing a 
completion of the invention in this country before the 
filing date of the application on which the domestic pa- 
tent issued, or before the date of the foreign patent, or 
before the date of the printed publication, then the pa- 
tent or publication cited shall not bar the grant of a pa- 
tent to the applicant or the confirmation of the patent- 
ability of the claims of the patent, unless the date of 
such patent or printed publication is more than one year 
prior to the date on which the applicant’s or patent 
owner’s application was filed in this country. 


eee 


41. Section 1.132 is revised to read as follows: 


§1.132 Affidavits or declarations traversing grounds of re- 
jection. 


When any claim of an application or a patent under 
reexamination is rejected on reference to a domestic pa- 
tent which substantially shows or describes but does not 
claim the invention, or on reference to a foreign patent, 
or to a printed publication, or to facts within the person- 
al knowledge of an employee of the Office, or when re- 
jected upon a mode or capability of operation attributed 
to a reference, or because the alleged invention is held 
to be inoperative or lacking in utility, or frivolous or in- 
jurious to public health or morals, affidavits or declara- 
tions traversing these references or objections may be 
received. 


42. Section 1.137 is amended by revising paragraph (b) 
to read as follows: 


§1.137 Revival of abandoned application. 
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(b) An application unintentionally abandoned for fail- 
ure to prosecute, except pursuant to §1.53(d), may be re- 
vived as a pending application if the delay was uninten- 
tional. A petition to revive an unintentionally abandoned 
application must be filed within one year of the date on 
which the application became abandoned or be filed 
within three months of the date of the first decision on a 
petition to revive under paragraph (a) of this section 
which was filed within one year of the date of abandon- 
ment of the application. A petition to revive an uninten- 
tionally abandoned application must be accompanied by 
(1) a statement that the abandonment was unintentional, 
(2) a proposed response unless it has been previously 
filed, and (3) a petition fee as set forth in §1.17(m). Such 
statement must be a verified statement if made by a per- 
son not registered to practice before the Patent and 
Trademark Office. The Commissioner may require addi- 
tional information where there is a question whether the 
abandonment was unintentional. The three month period 
set forth in this paragraph may be extended under the 
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rovisions of §1.136(a), but no further extensions under 
fi. 136(b) will be granted. Petitions to the Commissioner 
under §1.183 to waive any time periods for requesting 
revival of an unintentionally abandoned application 
not be considered, but will be returned to the applicant. 


eee e 


43. Section 1.153 is amended by revising paragraph (b) 
to read as follows: 


§1.153 Title, description and claim, oath or declaration. 


sees 


(b) The oath or declaration required of the applicant 
must comply with §1.63. 


44. Section 1.154 is amended by revising paragraph (e) 
to read as follows: 


§1.154 Arrangement of specification. 


(e) Signed oath or declaration (See §1.153(b)). 


45. Section 1.162 is revised to read as follows: 
§1.162 Applicant, oath or declaration. 


The applicant for a plant patent must be the person 
who has invented or discovered and asexually repro- 
duced the new and distinct variety of plant for which a 
patent is sought (or as provided in §§1.42, 1.43, and 
1.47). The oath or declaration required of the applicant, 
in addition to the averments required by §1.63, must 
state that he or she has asexually reproduced the plant. 
Where the plant is a newly found plant the oath or dec- 
laration must also state that it was found in a cultivated 
area. 


46. Section 1.163 is amended by revising paragraph (b) 
to read as follows: 


§1.163 Specification. 


(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declara- 
tion is required. The second copy of the specification 
may be a legible carbon copy of the original. 


47. Section 1.172 is amended by revising paragraph (a) 
to read as follows: 


§1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or 
declaration made by the inventor or inventors except as 
otherwise provided (see $§1.42, 1.43, 1.47), and must be 
accompanied by the written assent of all assignees, if 
any, Owning an undivided interest in the patent, but a 
reissue oath may be made and sworn to or declaration 
made by the assignee of the entire interest if the applica- 
tion does not seek to enlarge the scope of the claims of 
the original patent. 


see et 


48. Section 1.174 is amended by revising paragraph (a) 
to read as follows: 


§1.174 Drawings. 


(a) The drawings upon which the original patent was 
issued may be used in reissue applications if no changes 
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whatsoever are to be made in the drawings. In such 
cases, when the reissue application is filed, the applicant 
must submit a temporary ——— which may consist of 
a copy of the printed drawings of the patent or a photo- 
print of the original drawings of the size required for 
original drawing. 


49. Section 1.175 is amended by revising the introducto- 
ry text of paragraph (a) to read as follows: 


§1.175 Reissue oath or declaration. 


wie Applicants for reissue, in addition to complying 

the requirements of §1.63, must also file with their 

ep lications a statement under oath or declaration as 
‘ollows: 


50. Section 1.324 is revised to read as follows: 
§1.324 Correction of inventorship in patent. 


Whenever a patent is issued and it appears that the 
correct inventor or inventors were not named through 
error without deceptive intention on the part of the ac- 
tual inventor or inventors, the Commissioner may, on 
petition of all the arte and the assignees and satisfac- 
tory proof of the facts and payment of the fee set forth 
in §1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming 
only the actual inventor or inventors. 


51. Section 1.325 is revised to read as follows: 
§1.325 Other mistakes not corrected. 


Mistakes other than those provided for in §§1.322, 
1.323, 1.324, and not affording legal grounds for reissue 
or for reexamination, will not be corrected after the date 
of the patent. 


52. A new §1.335 is added to read as follows: 
§1.335 Filing of notice of arbitration awards. 


(2) Written notice of any award by an arbitrator pur- 
suant to 35 U.S.C. 294 must be filed in the Patent and 
Trademark Office by the patentee, or the patentee’s as- 
signee or licensee. If the award involves more than one 
patent a separate notice must be filed for placement in 
the file of each patent. The notice must set forth the pa- 
tent number, the names of the inventor and patent own- 
er, and the names and addresses of the parties to the ar- 
bitration. The notice must also include a copy of the 
award. 

(b) If an award by an arbitrator pursuant to 35 U.S.C. 
294 is modified by a court, the party requesting the 
modification must file in the Patent and Trademark Of- 
fice, a notice of the modification for placement in the 
file of each patent to which the modification applies. 
The notice must set forth the patent number, the names 
of the inventor and patent owner, and the names and 
addresses of the parties to the arbitration. The notice 
must also include a copy of the court’s order modifying 
the award. 

(c) Any award by an arbitrator pursuant to 35 U.S.C. 
294 shall be unenforceable until any notices required by 
paragraph (a) or (b) of this section are filed in the Patent 
and Trademark Office. If any required notice is not filed 
by the party designated in paragraph (a) or (b) of this 
section, any party to the arbitration proceeding may file 
such a notice. 


53. Section 5.12 is revised to read as follows: 
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§5.12 Petition for license. 


(a) Filing of an application for patent for inventions 
made in the United States will be considered to include 
a petition for license under 35 U.S.C. 184 for the subject 
matter of the application. The filing receipt will indicate 
if a license is granted. If the initial automatic petition is 
not granted, a subsequent petition may be filed under 
paragraph (b) of this section. 

(b) Petitions for license under 35 U.S.C. 184 should be 
presented in letter form and should include petitioner’s 
address, and full instructions for delivery of the request- 
ed license when it is to be delivered to other than the 
petitioner. 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks. 


Dec. 23, 1982. 
['027 OG 9] 


(67) Deposit Accounts—Statutory Fee Charges 

Beginning on May 1, 1966, and until further notice, 
statutory fees, including filing fees for patent, design, 
and trademark applications, issue fees, appeal fees and 
opposition, cancellation and petition fees may be 
charged against the deposit accounts provided for by 
Rule 25(a) of the Rules of Practice in patent cases. Dur- 
ing this period the prohibition of Rule 25(b) against such 
charges will be suspended. 

In view of the facts that these fees are indispensable 
parts of the actions to which they relate and that the 
charging of a fee against an account which does not 
contain sufficient funds to cover it cannot be regarded 
as a payment of the fee, it is evident that the overdraw- 
ing of a deposit account may result in the loss of a vital 
date and may also impose a substantial burden on the 
Patent Office in making appropriate correction of its 
records. It is, therefore, necessary that effective steps be 
taken to avoid such overdrafts, as follows: 

Checks of all accounts will be made periodically, and 
if any account is found to have been overdrawn, it will 
be immediately removed from the active accounts and 
no further drafts on it will be honored. Prompt payment 
of the outstanding balance will be required and the de- 
positor or his attorney may be called on for an itemized 
statement identifying all statutory fees charged against 
the account during the period in question in order that it 
may be ascertained whether any previously granted date 
should be withdrawn. 

It is emphasized that the success of the procedure 
outlined above depends upon the maintenance of a suffi- 
cient balance in deposit accounts at all times to meet any 
charges made against them. The Office must, therefore, 
strictly refuse to permit any depositor who has once 
overdrawn his account to maintain such an account in 
the future and in the event that any substantial number 
of overdrafts occurs it may be necessary to reestablish 
the prohibition of Rule 25(b) against charging statutory 
fees against deposit accounts. 

Accordingly, effective May 1, 1966, the requirement 
of Rule 25(a) that an amount sufficient to cover all 
charges made against an account must always be on de- 
posit will be strictly enforced, regardless of whether any 
fee is included in such charges and where this require- 
ment is not complied with the account involved will be 
removed from the active accounts. 


EDWARD J. BRENNER, 


Feb. 23, 1966. Commissioner. 


[824 O.G. 1200] 


(68) Request for Refunds 


In order to expedite the processing of refunds for pay- 
ment of fees by actual mistake or in excess of the desig- 
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nated fees, attorneys and applicants requesting refunds 
should direct their correspondence to the attention of 
the “Refund Section, Accounting Division, Office of Fi- 
nance.” This procedure should be followed whether the 
request is for a refund check or for a credit to the de- 
nag account. The problems of misrouting the request 
or a refund in the Patent and Trademark Office would 
be alleviated and the payment of refunds accelerated. 


BRADFORD R. HUTHER, 
Assistant Commissioner 
for Finance & Planning. 


[1024 O.G. 59 (11-23-82)] 


(69) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 
1982, at 37 CFR 1.25(b) to state that: “A general autho- 
rization to charge all fees, or only certain fees, set forth 
in §§1.16 to 1.18 to a deposit account may be filed in an 
individual application, either for the entire pendency of 
the application or with respect to a particular paper 
filed.” A general authorization would not apply to docu- 
ment supply fees under §1.19, such as those required for 
certified copies; to post-issuance fees under §1.20, such 
as those required for maintenance fees; or to miscella- 
neous fees and charges under §1.21, such as assignment 
recording fees. 

Many applications filed prior to Oct. 1, 1982, contain 
broad language authorizing any additional fees which 
might have been due to be charged to a deposit account. 
The Patent and Trademark Office does not interpret such 
broad authorizations, filed prior to Oct. 1, 1982, to include 
authorization to charge to a deposit account the issue fee 
or other fees in sections 1.16, 1.17 and 1.18 except those 
associated with the paper containing the broad authoriza- 
tion. However, such a broad authorization filed in an ap- 
plication on or after Oct. 1, 1982, will be interpreted as au- 
thorization to charge the issue fee; as well as any other fee 
set forth in §§1.16, 1.17 or 1.18. Fees under sections 1.19, 
1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 

It is recommended that authorizations to charge fees 
to deposit accounts include reference to the particular 
fees or fee sections of the rules which applicant intends 
to authorize. For example, if filing and processing fees 
under §§1.16 and 1.17 only are intended to be included 
in the authorization, and not the issue fee under §1.18, 
the authorization could read: “The Commissioner is 
hereby authorized to charge any fees under 37 CFR 1.16 
and 1.17 which may be required during the entire pen- 
dency of the application to Deposit Account No. 
—___..” Such an authorization would clearly exclude 
issue fees under 37 CFR 1.18 while including all the fil- 
ing and processing fees listed in 37 CFR 1.16 and 1.17. 
Similarly, if it were intended to authorize the charging 
of fees relating only to a specific paper, the authoriza- 
tion could read “The Commissioner is hereby authorized 
to charge any fees under 37 CFR 1.16 and 1.17 which 
may be required by this paper to Deposit Account No. 
—___.” Such authorizations would cover situations in 
which a check to cover a filing and processing fee under 
37 CFR 1.16 and 1.17 was omitted or was for an amount 
less than the amount required. 

It is extremely important that the authorization be 
clear and unambiguous. If applicants file authorizations 
which are ambiguous and which deviate from the usual 
forms of authorizations, the Office may not interpret the 
authorizations in the manner applicants intend. In such 
cases applicants could be subject to further expenses, pe- 
titions, etc. in order to correct fees which were not 
charged as intended due to an ambiguous authorization. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 1, 1983. 


[1032 OG 32] 
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(70) Notice to All Deposit Account Holders 
Beginning Oct. 7, 1983, please mail deposit account re- 
mittances only to: 


Patent and Trademark Office 
P.O. Box 70541 
Chicago, Ill. 60673 


To expedite credit to your deposit account and the 
treasury, and arrangement has been made between the 
Patent and Trademark Office, Treasury Department, 
and the First National Bank of Chicago utilizing a spe- 
cial “lockbox” depositary to receive deposit account re- 
mittances. 

Checks should continue to be made payable to the 
Commissioner of Patents and Trademarks and be accom- 
panied by the top portion of your deposit account state- 
ment. Submit only remittances for d it accounts to 
this new address. All other correspondence should con- 
tinue to be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


LEONARD L. NAHME, 
Director Office of Finance. 


[1035 OG 27] 


(71) Use of Restricted Deposit Account for Electronic 
Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account 
will be made available to those members of the public 
who wish to use it for electronic ordering of patent and 
trademark copies. The restricted deposit account re- 
quires maintenance of a minimum balance of $300.00 at 
the end of each month, as compared to the unrestricted 
account which requires a minimum balance of $1,000.00. 

In FY 1986, the Office established the restricted de- 
posit account for use in charging subscriptions for copies 
of newly issued patents by subject matter classification. 
Establishment of a PTO deposit account is a prerequisite 
for subscription service. 

Recently, the Office established an electronic ordering 
service (EOS), a method of ordering copies of patents 
and trademarks through the use of a computer terminal 
and modem. EOS is available only to PTO deposit ac- 
count holders. 

Many people who are interested in using EOS to or- 
der copies of patents and trademarks and who do not 
have PTO deposit accounts find the $1,000.00 balance 
required for the unrestricted account prohibitive. There- 
fore, the use of restricted account is being expanded to 
incorporate EOS ordering. Subscription and EOS order- 
ing are the only two services for which restricted ac- 
counts may be used. If you have any questions on sub- 
scriptions or EOS, please call Mary Brown on (703) 557 
—3236. If you have questions on deposit accounts, please 
call Delores Riley on (703) 557-3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 
[1068 OG 37] 


(72) Unpaid Fee Checks 


Beginning Dec. 1, 1987, the Office will change the 
procedure for handling fee checks of attorneys and 
agents that are returned to the Office unpaid. Presently, 
when a check submitted as payment for an application, a 
processing, an issue or any other fee is returned to the 
Office unpaid, the Office of Finance sends a letter to the 
attorney or agent who represents the applicant, or to the 
applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that 
the check was returned unpaid. Beginning Dec. 1, 1987, 
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the Office of Finance will send a copy of its letter to the 
applicant if the letter is addressed to an attorney or 
agent. The prohibition of 37 CFR §§1.33 and 2.18 
against double correspondence is waived in view of the 
anes of a check that is returned unpaid to the Of- 
ice. 

A registered patent attorney or agent who repeatedly 
submits checks that are returned unpaid through no fault 
of the bank may expect to have the matter referred to 
the Office of Enrollment and Discipline. 


DONALD W. PETERSON, 


Oct. 5, 1987. Deputy Commissioner. 


[1083 TMOG 44] 


APPLICATION CONTENT 
(73) Use of Metric System of Measurements 
in Patent Applications 


In order to minimize the necessity in the future for 
converting dimensions given in the English system of 
measurements to the metric system of measurements 
when using printed patents as research and prior art 
search documents, all patent applicants are strongly en- 
couraged to use either (1) only metric ($.1.) units, or (2) 
English units together with their metric system 
equivalents, when describing their inventions in the 
specifications of patent applications. This practice, how- 
ever, is not being made mandatory at this time. 

The initials S.I. stand for “Systeme International d’- 
Unites,” the French name for the International System 
of Units, a modernized metric system adopted in 1960 
by the International General Conference of Weights and 
Measures based on precise unit measurements made pos- 
sible by modern technology. 

This request is made as part of the long-range pro- 
gram for conversion to metric units currently being con- 
ducted by the Federal Government. 

Publications dealing with the metric system are 
available from the Superintendent of Documents, U.S. 
Government Printing Office, Washington, D.C. 20402 
and the American National Standards Institute, 1430 
Broadway, New York, N.Y. 10018. 


C. MARSHALL DANN, 
Commissioner of Patents. 


[924 O.G. 1104] 


July 1, 1974. 


(74) Filing of Patent Applications Pursuant 


to 37 CFR 1.60 


Applicants are reminded that 37 CFR 1.60 was 
amended effective Feb. 27, 1983 to require applicants to 
furnish a copy of the prior application upon filing. 

Some applicants continue to request that the copy be 
made by the Patent and Trademark Office as was done 
under the practice prior to Feb. 27, 1983. Others are fil- 
ing a copy of the specification of the prior application, 
but not a copy of the oath or declaration. The Office 
will no longer make such copies as part of processing 
the new application. 

The requirements of 37 CFR 1.60 must be complied 
with before a filing date will be granted for the continu- 
ing application. 

It should be noted that 37 CFR 1.60 has been 
amended effective Apr. 1, 1984 to divide the section into 
paragraph (a) and new paragraph (b). Paragraph (a) 
adds a reference to amended 37 CFR 1.78(a) to clarify 
the conditions under which continuation or divisional 
applications may be filed. New paragraph (b) requires 
that the prior application be complete as set forth in 37 
CFR 1.51(a) in order to properly file an application un- 
der 37 CFR 1.60. A complete application under 37 CFR 
1.51(a) includes a signed oath or declaration. If the prior 
application was not a complete application (37 CFR 
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1.51(a)), a continuation or divisional application cannot 
be filed utilizing the provisions of 37 CFR 1.60 and any 
continuation or divisional oe must include new 
—— papers and be filed in accordance with 37 
Cc 5 


Paragraph (b) of 37 CFR 1.60 also requires that a true 
copy of the prior complete application be filed. The 
copy must include the specification (including claims), 
drawings, oath or declaration —— the maser 
signature or an indication (on the oath or declaration) 
that it was signed, and any amendments referred to in 
the oath or declaration filed to complete the prior appli- 
cation. The copy of the prior app ication must be ac- 
companied by a statement that the application papers 
filed are a true copy of the prior application and that no 
amendments referred to in the oath or declaration filed 
to complete the prior application introduced new matter 
therein. Such statement must be by the applicant or ap- 
plicant’s attorney or agent and must be a verified state- 
ment if made by a person not registered to practice be- 
fore the Patent and Trademark Office. See the final 
rulemaking published in the Jan. 4, 1984 Federal Regis- 
ter at 49 FR 548-556 and reprinted in the Jan. 24, 1984 
Official Gazette at 1038 O.G. 275-283. 


GERALD J. MOSSINGHOFF 
Apr. 6, 1984. Commissioner of Patents and 
Trademarks. 

[1042 O.G. 18] 


Information in Oath/Declaration 
Necessary to Identify the Specification 
in Accordance with 37 CFR 1.63 


(75) 


Section 1.63 of 37 CFR requires that an oath or decla- 
ration “identify the specification to which it is directed.” 
Since filing dates are now granted on applications with 
the oath or declaration being filed later with a sur- 
charge, the question has arisen as to what information 
must be supplied in the oath or declaration to identify 
the specification to which it is directed and to comply 
with the rule. 

The declaration form suggested by the Office includes 
spaces for filling in the names of the inventors, title of 
invention, application serial number, filing date, foreign 
priority application information and United States priori- 
ty application information. While this information should 
be provided, it is not essential that all of these spaces be 
filled in in order to adequately identify the specification 
in compliance with 37 CFR 1.63. 

The following combinations of information supplied in 
an oath or declaration are acceptable as minimums for 
identifying a specification: 

(1) name of inventor and application serial number; 

(2) name of inventor, attorney docket number which 
was on the application as filed, and filing date of the 
application; 

(3) name of inventor, title of invention and filing date; 

(4) name of inventor, title of invention and reference to 
a specification which is attached to the oath or dec- 
laration at the time of execution and filed with the 
oath or declaration; 

(5) name of inventor, title of invention and a statement 
by a registered attorney or agent that the application 
filed in the PTO is the application which the inven- 
tor executed by signing the oath or declaration. 

If the oath or declaration is filed with an “attached” 
specification as indicated in item (4) above, it must be 
accompanied by a statement that the “attached” specifi- 
cation is a copy of the specification and any amend- 
ments thereto which were filed in the Office in order to 
obtain a filing date for the application. Such statement 
must be a verified statement if made by a person not 
registered to practice before the Office. 

Oaths or declarations which do not meet the require- 
ments set forth above will not be accepted as complying 
with 37 CFR 1.63 for completing an application. Any 
variance from the above guidelines will only be consid- 
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ered upon the filing of a petition for waiver of the rules 
under 37 CFR 1.183 accompanied by a petition fee (37 
CFR 1.17(h)). Supplemental oaths or declarations in ac- 
cordance with 37 CFR 1.67 will be required in applica- 
tions in which the oaths or declarations are not com- 

letely filled in but contain sufficient information to 
identify the specifications to which they apply as de- 


tailed above. 
GERALD J. MOSSINGHOFF, 
Sept. 12, 1983. Commissioner of Patents 
and Trademarks. 


[1035 OG 3] 


(76) Extension of Transition Period to File Oaths 


or Declarations in Compliance with 37 CFR 1.63 


The Federal Register of Jan. 20, 1983 indicated at 48 
FR 2706 that all oaths or declarations filed on and after 
Feb. 27, 1983, must comply with the requirements of 37 
CFR 1.63 except for the transition period as noted below. 

The Office indicated that it would continue to accept 
any oath or declaration in compliance with 37 CFR 1.65 
as it existed immediately prior to Feb. 27, 1983 during a 
transition period ending June 30, 1983, provided that the 
oath or declaration was attached to and was executed as 
a part of an —— 

Although the Office is not required to do so, it in- 
tends to make translated declaration forms available to 
the — in at least the more frequently required non- 
English languages. Since these non-English language 
translations are not yet available, the transition period is 
extended to end on Sept. 30, 1983 rather than on June 
30, 1983. During this period, the Patent and Trademark 
Office will continue to accept any oath or declaration in 
compliance with 37 CFR 1.65 as it existed immediately 
prior to Feb. 27, 1983, if the oath or declaration is at- 
tached to and was executed as a part of an application 
to be filed in the Patent and Trademark Office. 

Effective Oct. 1, 1983, all oaths or declarations filed 
under 37 CFR 1.51(a){2) as a part of a patent application 
must fully comply with 37 CFR 1.63. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1031 OG 53] 


May 31, 1983. 


(77) Graphical Illustrations in the Specification 

For convenience many applicants have been including 
graphs or other types of graphical illustrations in the 
text portion of the specification. These illustrations do 
not come within the purview of 37 C.F.R. 1.58 which 
permits tables and chemical and mathematical formulas 
in the specification in lieu of formal drawings. Frequent- 
ly, these graphical illustrations do not have satisfactory 
reproduction characteristics. Moreover, these reproduc- 
tions are generally less than satisfactory due to the fact 
that the illustrations are usually reduced in size in order 
to fit a column of the printed patent page. Accordingly, 
effective immediately, graphs and graphical type illustra- 
tions in the specification will be objected to under 37 
C.F.R. 1.58(a) and drawings pursuant to 37 C.F.R. 1.81 


will be required. 
WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 12, 1978. 
[967 O.G. 2] 


(78) Inclusion of Copyright or Mask 


Work Notices in Patents 


Under current intellectual property laws, it is possible 
to obtain copyright protection or mask work protection 
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as well as patent protection for certain designs and tech- 
nologies. On occasion, an author/inventor considers it 
desirable to include a notice of copyright or mask work 
in a design or utility patent which discloses material on 
which copyright or mask work protection has 
previously been established. 

The inclusion of a copyright or mask work notice in a 
patent that discloses material on which copyright or 
mask work protection has previously been established, 
would serve to publicize and thereby protect the various 
intellectual property rights of the author/inventor. Fur- 
ther, this publication would tend to protect the public 
by militating against an unintentional encroachment into 
these rights. The presence of an unrestricted —— 
or mask work notice in a patent could have an inhibiting 
effect on public dissemination of the patent disclosure to 
the extent it ape ap the facsimile reproduction of 
the patent. This possible effect would be contrary to the 
mission of the Patent and Trademark Office to dissemi- 
nate knowledge and information publicly by way of pa- 
tent issuance, publication, and distribution. To avoid this 
effect, it is considered necessary to include an appropri- 
ate authorization of the author/inventor with any copy- 
right or mask work notice appearing in a patent. 

In light of these considerations, the Patent and Trade- 
mark Office will permit the inclusion of a copyright or 
mask work notice in a design or utility patent applica- 
tion, and thereby any patent issuing therefrom, which 
discloses material on which copyright or mask work 
ee has previously been established, under the 

ollowing conditions: 


(1) The copyright or mask work notice 
must be piaced adjacent to the copyright 
or mask work material. Therefore, the 
notice may appear at any appropriate 
portion of the patent application disclo- 
sure, including the drawing. However, if 
appearing on the drawing, the notice 
must be limited in print size from 4 inch 
to 4 inch and must be placed within the 
“sight” of the drawing immediately be- 
low the figure representing the copy- 
right or mask work material. If placed 
on a drawing in conformance with these 
provisions, the notice will not be 
objected to as extraneous matter under 
37 CFR 1.84. 

The content of the notice must be limit- 
ed to only those elements required by 
law. For example, “©1983 John Doe” 
(17 U.S.C. 401) and “*M* John Doe” 
(17 U.S.C. 909) would be properly limit- 
ed, and under current statutes, legally 
sufficient notices of copyright and mask 
work respectively. 

Inclusion of a copyright or mask work 
notice will be permitted only if the fol- 
lowing authorization is included at the 
beginning (preferably as the first para- 
graph) of the specification to be printed 
for the patent: 


A portion of the disclosure of this 
patent document contains material 
which is subject to [copyright or 
mask work] protection. The [copy- 
right or mask work] owner has no 
objection to the facsimile reproduc- 
tion by anyone of the patent docu- 
ment or the patent disclosure, as it 
appears in the Patent and Trade- 
mark Office patent file or records, 
but otherwise reserves all [copy- 
right or mask work] rights whatso- 
ever. 


(4) Inclusion of a copyright or mask work 
notice after a Notice of Allowance has 
been mailed will be permitted only if the 
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9am of 37 CFR 1.312 have been satis- 


The inclusion of a copyright or mask work notice in a 
design or utility patent application, and thereby any pa- 
tent issuing therefrom, under the conditions set forth 
above will serve to protect the rights of the 
author/inventor, as well as the public, and will serve to 
promote the mission and goals of the Patent and Trade- 
mark Office. Therefore, the inclusion of a copyright or 
mask work notice which complies with these conditions 
will be permitted. However, any departure from these 
conditions may result in a refusal to permit the desired 
inclusion. If the authorization required under condition 

3) above does not include the — language “‘(t)he 
copyright or mask work] owner no objection to the 

imile reproduction by anyone of the patent docu- 
ment or the patent disclosure, as it appears in the Patent 
and Trademark Office patent file or records, . . .”, the 
notice will be objected to as improper by the examiner 
of the application. If the examiner maintains the objec- 
tion upon reconsideration, a petition may be filed in ac- 
cordance with 37 CFR 1.181. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 20, 1987. 
[1077 OG 22] 


(79) Use of Color Drawings in Utility Patents 


This notice supersedes the Official Gazette notice, dat- 
oa 6, 1986, published at 1070 O.G. 10 on Sept. 9, 

Under 37 CFR 1.84, the drawings of a utility patent 
application must be in black and white. However, on oc- 
casion, color drawings may be appropriate. In this cir- 
cumstance, the Patent and Trademark Office will enter- 
tain a petition under 37 CFR 1.183 to waive the 
requirements of §1.84 to the extent that color drawings 
on DIN size A4 sheets (21.0 by 29.7 cm.) will be accept- 
= for the purposes and under the conditions set forth 

low. 

The petition must be accompanied by five (5) sets of 
color drawings on DIN size A4 sheets (21.0 by 29.7 
cm.) for examination, copying and archival purposes. 

In light of the substantial administrative and economic 
burden associated with printing a utility patent with col- 
or drawings, the patent copies which are printed at issu- 
ance of the application will depict the drawings in black 
and white only. However, a set of color drawings will 
be attached to the Letters Patent. Moreover, copies of 
the patent with color drawings attached thereto will be 
provided by the Patent and Trademark Office upon spe- 
cial request and payment of the fee necessary to recover 
the actual costs associated therewith. 

Accordingly, the petition must also be accompanied 
by a proposed amendment to insert the following lan- 
guage as the first paragraph in the portion of the specifi- 
cation containing a brief description of the drawings: 


The file of this patent contains at least 
one drawing executed in color. Copies of 
this patent with color drawing(s) will be 
provided by the Patent and Trademark Of- 
fice upon request and payment of the nec- 
essary fee. 


It is anticipated that such a petition will be granted 
only when the Patent and Trademark Office has deter- 
mined that a color drawing is the only practical medium 
by which to disclose in a printed utility patent the sub- 
ject matter sought to be patented. 

It is emphasized that a decision to grant the petition 
should not be regarded as an indication that color draw- 
ings are necessary to comply with a statutory require- 
ment. In this latter respect, clearly it is desirable to file 
any desired color drawings as part of the original appli- 
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cation papers in order to avoid issues concerning statu- 
tory defects (e.g., lack of enablement under 35 USC 112 
or new matter under 35 USC 132). The filing of the pe- 
tition, however, may be deferred until acceptable draw- 
ings are required by the examiner. : 

e petition should be directed to the attention of the 
Office of the Deputy Assistant Commissioner for Pa- 
tents. 


RENE D. TEGTMEYER, 
July 24, 1987. Assistant Commissioner 
for Patents. 
[1082 OG 25] 


(80) Multiple Dependent Claims and New 


Drawing Filing Requirements 
Introduction 


On January 24, 1978, Public Law 94-131 (pages 108- 
115 of “Patent Laws,” August 1976 issue) and the Patent 
Cooperation Treaty came into force. This public law 
amends the patent statute, Title 35, United States Code, 
by providing for procedures and requirements set forth 
in the Patent Cooperation Treaty. Some of these statuto- 
ry amendments also effect the laws governing the pro- 
cessing and examination of regular United States nation- 
al applications filed on and after January 24, 1978. 

The amendments of the patent law which will affect 
U.S. patent applications filed on and after January 24, 1978, 
relate to two elements of the patent application: the claims 
and the drawings. With regard to claims, the amendments 
to 35 U.S.C. 41 and 112 provide for multiple dependent 
claims in accordance with PCT Rule 6.4. With regard to 
drawings, the amendment to 35 U.S.C. 113 changes the 
requirements for filing drawings in order to obtain a filing 
date in accordance with PCT Article 7. 


Purpose 


This memorandum establishes in more detail the new 
procedures required by the amended statute. Any ques- 
tions concerning these instructions may be directed to 
either Mary Turowski (extension 7—3776) in the adminis- 
tration area or Louis Maassel (extension 7-3070) in the 
examining area. 

Revised 37 CFR sections 1.75(c), (f) and (g); and 1.81 
and 1.83(c) were published in the Official Gazette of 
February 21, 1978. 


Multiple Dependent Claims 


Generally, a multiple dependent claim is a dependent 
claim which refers back in the alternative to more than 
one preceding independent or dependent claim. 

The second paragraph of 35 U.S.C. section 112 has 
been revised in view of the multiple dependent claim 
practice introduced by the Patent Cooperation Treaty. 
Thus, section 112 authorizes multiple dependent claims, 
as long as they are in the alternative form (e.g., “A ma- 
chine according to claims 3 or 4, further comprising . . .”). 
Cumulative claiming (e.g., “A machine according to 
claims 3 and 4, further comprising . . .”) is not permitted. 
A multiple dependent claim may refer in the alternative 
to only wae set of claims. A claim such as “A device as in 
claims 1, 2, 3 or 4, made by a process of claims 5, 6, 7 or 
8” is improper. Section 112 allows reference to only a 
particular claim. Furthermore, a multiple dependent 
claim may not serve as a basis for any other multiple de- 
pendent claim, either directly or indirectly. These limita- 
tions help to avoid undue confusion in determining how 
many prior claims are actually referred to in a multiple 
dependent claim. 

The amendment of the second paragraph of section 
112 further clarifies that the limitations or elements of 
each claim incorporated by reference into a multiple de- 
pendent claim must be considered separately. Thus, a 
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multiple dependent claim, as such, does not contain all 
the limitations of all the alternative claims to which it 
refers, but rather, contains in any one embodiment only 
those limitations of the particular claim referred to for 
the embodiment under consideration. Hence, a multiple 
dependent claim must be considered in the same manner 
as a plurality of single dependent claims. 


Restriction Practice 


For restriction purposes, each embodiment of a multi- 
ple dependent claim will be considered in the same man- 
ner as a single dependent claim. Therefore, restriction 
may be required between the embodiments of a multiple 
dependent claim. Also, some embodiments of a multiple 
dependent claim may be held withdrawn while other 
embodiments are considered on their merits. 


Handling of Multiple Dependent Claims 
by the Application Division 


The Application Division will be responsible for veri- 
fying whether multiple dependent claims filed with the 
application are in proper alternative form, that they de- 
pend only upon — independent and single dependent 
claims and also for calculating the amount of the filing 
fee. A new form, PTO-1360, has been designed to be 
used in conjunction with the current fee calculation 
form PTO-875. 


Handling of Multiple Dependent Claims by the Examining 
Group Clerical Staff 


The examining group clerical staff is responsible for 
verifying compliance with the statute and rules of multi- 
ple dependent claims added by amendment and for cal- 
culating the amount of any additional fees required. This 
calculation should be performed on form PTO-1360. 

If a multiple dependent claim (or claims) is added in 
an amendment without the proper fee, the amendment 
will not be entered until the fee has been received. In 
view of the requirements for multiple dependent claims, 
no amendment containing new claims or changing the 
dependency of claims will be entered before checking 
whether the paid fees cover the costs of the amended 
claims. The applicant, or his attorney or agent, will usu- 
ally be contacted to pay the additional fee in the same 
manner as currently in existence for such defects. Where 
a letter is written in insufficient fee situations, a copy of 
the multiple dependent claim fee calculation form PTO- 
1360 will be included for applicant’s information. 


Handling of Dependent Claims by the Examiner 


Should any multiple dependent claim be in an applica- 
tion filed prior to January 24, 1978 or include a claim as- 
sociation or claim structure that violates any of the pro- 
hibitions, the claim will be objected to as not being in 
proper form as required by 37 CFR 1.75 in the next Of- 
fice action. Such an improper claim will not be further 
treated on the merits. 

When referring to a singular dependent claim or a sin- 
gle embodiment of a multiple dependent claim, as when 
making a rejection, such a claim or embodiment will be 
referred to by using the number of all of the claims in- 
volved in that claim or embodiment, starting with the 
highest. For example, if claim 2 was dependent on claim 
1, the notations would be 2/1. If in the same application, 
claim 3 was independent and claim 4 was multiple de- 
pendent on claims 2 or 3, the notations would be 4/2/1 
and 4/3. Furthermore, if claim 5 depended from claim 4, 
the notations would be 5/4/2/1 and 5/4/3. Each of 
these embodiments will be treated individually. It would 
be possible for claim 4/2/1 to be rejected under section 
102 and claim 4/3 to be indicated as avoiding the prior 
art and being allowable if rewritten in independent form. 
A number of embodiments may be grouped together if 
there is a common ground of rejection, but it must be 
clear how each embodiment is treated. 
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A claim, such as claim 4, will not be allowed until all 
embodiments covered thereby are allowable. If an em- 
bodiment of a multiple dependent claim avoids the art 
while other embodiments are rejected over prior art, a 
statement will be made that that embodiment avoids the 
art and would be allowed if rewritten in separate depen- 
dent or independent form. Wording similar to the fol- 
lowing may be used: 


“Embodiment would be allowable if rewrit- 
ten as a proper dependent or independent claim 
which contains only the limitations of this 
embodiment.” 


Calculation of Fees When Multiple Dependent Claims are 
Presented, Use of Form PTO-1360 


To assist in the computation of the fees for multiple 
dependent claims, a separate “Multiple Dependent Claim 
Fee Calculation Sheet,” form O-1360, has been 
designed for use with the current “Patent Application 
Fee Determination Record,” form PTO-875. Form PTO 
-1360 will be placed in the file wrapper by the Applica- 
tion Division where multiple dependent claims are in the 
application as filed. If multiple dependent claims are not 
included upon filing, but are later added by amendment, 
the examining group clerical staff will place the form in 
the file wrapper. If there are multiple dependent claims 
in the application, the total number of independent and 
dependent claims for fee purposes will be calculated on 
form PTO-1360 and the total number of claims and 
number of independent claims will then be placed on 
form PTO-875 for final fee calculation purposes. 

If at least $65 is included with the application on fil- 
ing, but the total fee is insufficient, a “Notice of Insuffi- 
cient Fee,” form PTO-1094, is placed in the file wrap- 
per by the Application Division as is currently done. 
The notice will be mailed by the examining group in ac- 
cordance with established procedures. 


Calculating Fees for Multiple Dependent Claims Proper 
Multiple Dependent Claims 


Amended section 41(a) of title 35, U.S.C., provides 
that claims in multiple dependent form cannot be consid- 
ered as single dependent claims for the purpose of calcu- 
lating fees. Thus, a multiple dependent claim would be 
considered to be that number of dependent claims to 
which it refers. Any proper claim depending directly or 
indirectly from a multiple dependent claim would also 
be considered as the same number of dependent claims 
as referred to in the multiple dependent claim from 
which it depends. 


Improper Multiple Dependent Claim 


If any multiple dependent claim is improper, Applica- 
tion Division may indicate that fact by placing an 
encircled numeral “1” in the “Dep. Claims” column of 
form PTO-1360. The fee for any improper multiple de- 
pendent claim, whether it is defective for not being in 
the alternative form or for being directly or indirectly 
dependent on a prior multiple dependent claim, will 
only be one, since only an objection to the form of such 
a claim will normally be made. 

This procedure also greatly simplifies the calculation 
of fees. Any claim depending from an improper multiple 
dependent claim will also be considered to be improper 
and be counted as one dependent claim. 


FEE CALCULATION EXAMPLE 


Claim 
Number 
1 Independent 
2 Dependent on ciaim 1 
3 Dependent on claim 2 
4 Dependent on claim 2 or 3 
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5 Dependent on claim 4 

6 Dependent on claim 5 

7 Dependent on claim 1 or 4 

8 Dependent on claim 1 or 5 

9 Dependent on claim 8 

10 Independent 

11 Dependent on claim 1 or 10 
12 Dependent on claim 1 and 10 


0 ry . 
MULTIPLE DEPENDENT CLAIM 
FEE CALCULATION SHEET 


Comments on Fee Calculation Example 


Claim 1.-This is an independent claim; therefore, a 
numeral “1” is placed opposite claim number 1 in the 
“Ind.” column. 

Claim 2.-Since this is a claim dependent on a single 
independent claim, a numeral “1” is placed opposite 
claim number 2 in the “Dep.” column. 

Claim 3.-—Claim 3 is also a single dependent claim, so a 
numeral “1” is placed in the “Dep.” column. 

Claim 4.-Claim 4 is a proper multiple dependent 
claim. It refers directly to two claims in the alternative, 
namely, claims 2 or 3. Therefore, a numeral “2” to indi- 
cate direct reference to two claims is placed in the 
“Dep.” column opposite claim number 4. 

Claim 5.-This claim is a singularly dependent claim 
depending from a multiple dependent claim. For fee cal- 
culation purposes, such a claim is counted as being that 
number of claims to which direct reference is made in 
the multiple dependent claim which it depends. In this 
case, the multiple dependent claim number 4 it depends 
from counts as 2 claims; therefore, claim 5 also counts as 
2 claims. Accordingly, a numeral “2” ‘s placed opposite 
claim number 5 in the “Dep.” column. 

Claim 6.-Claim 6 depends indirectly from a multiple 
dependent claim 4. Since claim 4 counts as 2 claims, 
claim 6 also counts as 2 dependent claims. Consequently, 
. or a! “2” is placed in the “Dep.” column after 
claim 6. 
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Claim 7.-This claim is a multiple dependent claim 
since it refers to claims 1 or 4. However, as can be seen 
by looking at the “2” in the “Dep.” column o ite 
claim 4, claim 7 directly depends from a multiple - 
dent claim. This practice is improper under 35 U.S.C. 
112 and Rule 1.75(c). Following the procedure for cal- 
culating fees for improper multiple dependent claims, a 
numeral “1” is placed in the “Dep.” column with a cir- 
cle drawn around it to alert the examiner that the claim 
is improper. 

Claim 8 -This claim is a multiple dependent claim 
since it refers to claims 1 or 5. However, since claim 5 
depends from multiple dependent claim 4, claim 8 indi- 
rectly depends from multiple dependent claim 4 through 
claim 5. This practice is improper. See MULTIPLE 
DEPENDENT CLAIMS, paragraph 2, above. Conse- 
quently, a numeral “1” is placed in the dependent claim 
column with a circle drawn around it. 

Claim 9.-Claim 9 is improper since it depends from an 
improper claim. If the base claim is in error, this error 
cannot be corrected by adding additional claims 
depending therefrom. Therefore, a numeral “1” with a 
circle around it is placed in the “Dep.” column. 

Claim 10.-Here again we have an independent claim 
which is always indicated with a numeral “1” in the 
“Ind.” column opposite the claim number. 

Claim 11.-This claim refers to two independent claims 
in the alternative. A numeral “2” is therefore placed in 
the “Dep.” column opposite claim 11. 

Claim 12.-Claim 12 is a dependent claim which refers 
to two claims in the conjunctive (“1 and 10”) rather 
than in the alternative (“1 or 10”). This form is improper 
under 35 U.S.C. 112 and Rule 1.75(c). Accordingly, 
since claim 12 is improper, an encircled numeral “1” is 
placed in the “Dep.” column opposite claim 12. 


Calculation of Filing Fee 


After the numbers of “Ind.” and “Dep.” claims are not- 
ed on form PTO-1360, each column is added. In this ex- 
ample., there are 2 independent claims and 14 dependent 
claims or a total of 16 claims. The number of independent 
and total claims can then be placed on form PTO-875 and 
the fee calculated. In this example, the total number of 
claims 16 minus 10 leaves 6, which is multiplied by $2 for 
an additional total claim fee of $12. The total number of 
independent claims in the example is 2, which minus | is 1, 
which times the $10 rate is $10. The total filing fee is 
therefore $65 + $12 + $10, or total of $87. 


Drawing Requirements 


Revised 35 U.S.C. 113 relaxes the previous require- 
ments for submission of drawings on filing under certain 
conditions. The first sentence of 35 U.S.C. 113 does re- 
quire a drawing to be submitted upon filing where such 
drawing is necessary for the understanding of the inven- 
tion. In this situation the lack of a drawing renders the 
application incomplete and as such, the application can- 
not be given a filing date until the drawing is received. 
The second sentence of 35 U.S.C. 113 deals with the sit- 
uation wherein a drawing is not necessary for the under- 
standing of the invention but the case admits of illustra- 
tion and no drawing was submitted on filing. The lack 
of the drawing in this situation does not render the ap- 
plication incomplete but rather is treated much in the 
same manner as an informality. The examiner should re- 
quire such drawings in almost all such instances. Such 
drawings could be required during the processing of the 
application but do not have to be furnished at the time 
the application is filed. The applicant is allowed at least 
two months from the date of the letter requiring draw- 
ings to submit them. 


Handling of Drawing Requirements Under the 
First Sentence of 35 U.S.C. 113 


Under the revised provisions the Application Division 
examiner will continue to make the initial decision in all 
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new applications as to whether a drawing is “necessary” 
under the first sentence of 35 U.S.C. 113. 

If during examination an examiner feels that a filing 
date should not have been granted in an application be- 
cause it does not contain drawings, the matter will be 
brought to the attention of the Supervisory Primary Ex- 
aminer (SPE) for review. If the SPE decides that draw- 
ings are required to understand the subject matter of the 
invention, the SPE will return the application to the Ap- 
plication Division with a memorandum requesting can- 
cellation of the filing date and identifying the subject 
matter required to be illustrated. 


Handling of Drawing Requirements Under the 
Second Sentence of 35 U.S.C. 113 


35 U.S.C. 113 also deals with the situation wherein the 
drawing is not necessary for the understanding of the in- 
vention, but the subject matter admits of illustration by a 
drawing and the applicant has not furnished a drawing. 
The lack of the drawing in this situation does not render 
the application incomplete but rather is treated as an in- 
formality. A filing date will be accorded with the original 
presentation of the papers, despite the absence of draw- 
ings. In these situations, a drawing or. further illustration 
will normally be required by the examiner. This may be 
done either prior to examination in a separate letter or in 
the first Office action and may be handled in much the 
same manner as informal photocopy drawings are pres- 
ently handled. The examiner should require drawings 
where oes as early as possible, since the posses- 
sion of the drawing at that time would facilitate the exam- 
ination process. A letter requiring drawings may contain 
wording similar to the following: 


“The examiner has decided that the subject 
matter of this applicaton admits of illustration 
by a drawing and that a drawing would facili- 
tate the understanding of the subject matter dis- 
closed. (Continue with a specific mention of 
those items of which drawings are desired.) 
Applicant is required to furnish a drawing un- 
der 37 CFR 1.81. (Incorporate in Office action 
or set two-month period for response.)” 


The applicant will be given at least two months from 
the date of such requirement to submit drawings. If the 
requirement for drawings is included in an Office action, 
the time for supplying the drawings will be the same as 
the time of response to the Office action. Upon receipt 
of the drawing within the period set, the examiner will 
check the drawings for new matter. If new matter is in- 
cluded, the drawing will not be entered. It will be 
objected to as containing new matter. A new drawing 
without such new matter may be required if the examin- 
er still feels a drawing is needed under 37 CFR 1.81 or 
1.83. The examiner’s decision would be reviewable by 
petition to the Commissioner under Rule 1.181. The de- 
cision on such a petition would be handled by the 
Group Director. If a drawing is not timely received in 
response to a letter from the examiner which requires a 
drawing, the application becomes abandoned for failure 
to respond. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Feb. 8, 1978. 
[968 O.G. 7] 


(81) 


The Greek letter Phi has long been used as a symbol 
in equations in all technical disciplines. It further has 
special uses which include the indication of an electrical 
phase or clocking signal as well as an angular measure- 
ment. The recognized symbols for the upper and lower 
case Greek Phi characters, however, do not appear on 
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most typewriters. This apparently has led to the use of a 
symbol composed by first striking a zero key and then 
backspacing and striking the “cancel” or “slash” key to 
result in “@” which is an approximation of accepted 
symbols for the Greek character Phi. In other instances 
the symbol is composed using the u W aed or lower case 
letter “O” with the “cancel” or “slash” superimposed 
thereon by backspacing or is simply handwritten in a va- 
riety of styles. These expedients result in confusion be- 
cause of the variety of type sizes and styles available on 
modern typewriters. 

In recent years, the growth of data processing has 
seen the increasing use of this symbol (“@”) as the stan- 
dard representation of zero. The “slashed” or “cancelled 
zero” is used to indicate zero and avoid confusion with 
the upper case letter “O” in both text and drawings. 

Thus, when the symbol “9” in one of its many varia- 
tions, as discussed above, appears in patent applications 
being prepared for printing, confusion as to the intended 
meaning of the symbol arises. Those (such as examiners, 
attorneys, and applicants) working in the art can usually 
determine the intended meaning of this symbol because 
of their knowledge of the subject matter involved, but 
editors preparing these applications for printing have no 
such specialized knowledge and confusion arises as to 
which symbol to print. The result, at the very least, is 
delay until the intended meaning of the symbol can be 
ascertained. 

Since the Office does not have the resources to con- 
duct a technical editorial review of each application be- 
fore printing, and in order to eliminate the problem of 
printing delays associated with the usage of these sym- 
bols, any questions about the intended symbol will be re- 
solved by the editorial staff of the Office of Publications 
by printing the symbol “@” whenever that symbol is 
used by the applicant. Any Certificate of Correction ne- 
cessitated by the above practice will be at the patentee’s 
expense (37 CFR 1323) because the intended symbol 
was not accurately presented by the Greek upper or 
lower case Phi letters (I, 0) in the patent application. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Dec. 20, 1978. 
[978 O.G. 152] 


(82) U.S. Accession to Hague Convention 
Abolishing the Requirement of Legalization 


for Foreign Public Documents 


On Oct. 15, 1981, the Hague “Convention Abolishing 
the Requirement of Legalization for Foreign Public 
Documents” entered into force between the United 
States and twenty-eight foreign countries that are parties 
to the Convention. The Convention applies to any docu- 
ment submitted to the United States Patent and Trade- 
mark Office for filing or recording, which is sworn to or 
acknowledged by a notary public in any one of the 
member countries. The Convention abolishes the certifi- 
cation of the authority of the notary public in a member 
country by a diplomatic or consular officer of the Unit- 
ed States and substitutes certification by a special certifi- 
cate, or apostille, executed by an officer of the member 
country. Accordingly, the Office will accept for filing 
or recording a document sworn to or acknowledged be- 
fore a notary public in a member country if the docu- 
ment bears, or has appended to it, an apostille certifying 
the notary’s authority. The ee for a diplomatic 
or consular certificate, specified in 37 CFR 1.66 and 
note 1 of 37 CFR 3.45, will not apply to a document 
sworn to or acknowledged before a notary public in a 
member country if an apostille is used. 

The member countries that are parties to the Conven- 
tion are: 


Italy 
Japan 


Spain 
Suriname 


Austria 
Bahamas 
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Swaziland 

Switzerland 

Tonga 

U.K. of Great 
Britain and 
N. Ireland 

United States 

Yugoslavia 


Lesotho 
Liechtenstein 
Luxembourg 
Malawi 
Malta 
Mauritius 
Netherlands 
Portugal 
Seychelles 


Belgium 
Botswana 
Cyprus 
Fiji 
France 
Germany 

Fed. Rep. of 
Hungary 
Israel 


The Convention prescribes the following form for the 
apostille: 


Model of certificate 


The certificate will be in the form of a square with sides 
at least 9 centimetres long 


APOSTILLE 
(Convention de La Haye du Oct. 5, 1961) 


This public document 
2. has been signed by 
3. acting in the capacity of 
4. bears the seal/stamp of 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Nov. 5, 1981. 


[1013 O.G. 3] 


(83) Simulated or Predicted Tests or Examples 

In order to provide for uniform practice before the 
Patent and Trademark Office, the following clarification 
of current Office practice relating to simulated or pre- 
dicted tests or examples is being set forth. This notice 
specifies the Office policy which is currently in effect 
and is considered to have been in effect in the past in 
this area. The wording of the MPEP provisions prior to 
this amendment went further than was intended. The 
amended sections below spell out more clearly the Of- 
fice’s position from the start. 

The ay af Ape. will be substituted in revision 
number 8 for that presently in paragraph D of section 
608.01(p) of the Manual of Patent Examining Procedure. 


MPEP §608.01(p) 


“D. Simulated or Predicted Test Results 
or Prophetic Examples 


Simulated or predicted test results and prophetical ex- 
amples (paper examples) are permitted in patent applica- 
tions. Working examples correspond to work actually 
performed and may describe tests which have actually 
been conducted and results that were achieved. Paper 
examples describe the manner and process of making an 
embodiment of the invention which has not actually 
been conducted. Paper examples should not be repre- 
sented as work actually done. No results should be rep- 
resented as actual results unless they have actually been 
achieved. Paper examples should not be described using 
the past tense. 





1086 TMOG 136 
(84) 


The first and last paragraphs of MPEP section 
707.07(1) are being deleted. 


DONALD J. QUIGG, 
Deputy Commissioner 
of Patents and Trademarks. 


[1018 O.G. 27] 


Apr. 15, 1982. 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 [Docket No. 71008-7208] 


Variety Denomination Requirements 
for Plant Patent Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of proposed rulemaking. 
Summary: The Patent and Trademark Office proposes to 
amend certain of the rules of practice applicable to the 
patenting of plants. Under the proposed ruies of prac- 
tice, an applicant for such a patent would, in addition to 
any requirements for obtaining a patent, also be required 
to record an identifying variety denomination for the 
plant. These proposed rules fulfill an obligation imposed 
by the Convention of the International Union for the 
Protection of New Plant Varieties (the UPOV Conven- 
tion), to which the United States adheres. 
Dates: Comments on the proposed rules must be submit- 
ted by Jan. 8, 1988, to assure their consideration in for- 
mulating the rules put into effect. A public hearing will 
be held on Jan. 15, 1988, beginning at 9:30 A.M., in the 
Commissioner’s Conference Room, Crystal Plz. 3, the 
Patent and Trademark Office. 
Addresses: Address comments to the Commissioner of 
Patents and Trademarks, Box 4, Washington, D.C. 
20231. All comments received will be publicly available 
in the Patent and Trademark Office, Crystal Plz. 3, Ar- 
lington, Va., Rm. 11C28. 
For Further Information Contact: Mr. Stanley D. 
Schlosser, Office of Legislation and International Af- 
fairs, by telephone at (703) 557-3065 or by mail ad- 
dressed to the Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 
Supplementary Information: The UPOV Convention be- 
came applicable to the United States on Nov. 8, 1981, as 
a consequence of the President’s exercise of authority to 
adhere to this international agreement. Under Articles 6 
and 13 of the UPOV Convention, each plant variety for 
which protection is sought must be given a variety de- 
nomination and that denomination recorded (“regis- 
tered” in the language of the Convention) at least by the 
time the patent is granted. It is left to each of the UPOV 
member states to determine how recordation is effected. 
For the United States, the issuance of a patent which in- 
cludes the denomination of the variety would constitute 
recordation and registration for the purposes of compli- 
ance with UPOV Convention. The patent examining 
process would include consideration of the suitability for 
recordation of the proposed variety denomination. 

Attention is called to two earlier Commissioner’s No- 
tices on this subject. The Notice of Oct. 20, 1981 (46 FR 
51426) stated that appropriate rules for the registration 
of variety denominations, as required by the UPOV 
Convention, would be issued. The Commissioner’s No- 
tice, published in the Federal Register on Aug. 16, 1985, 
50 FR 33062, proposed amendments to the Patent and 
Trademark Office’s rules of practice to carry out this re- 
quirement. In light of public comments received, the 
earlier proposed rules are being withdrawn from consid- 
eration and replaced by these revised proposed rules. 
These would apply to plants patented under either 35 
U.S.C. 101 or 161, but would not apply to any protec- 
tion sought under the Plant Variety Protection Act (7 
U.S.C. 2321 et seq.), administered by the United States 
Department of Agriculture. 

These proposed rules, in accordance with the patent 
law requirements for providing a descriptive title for a 
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patent application, would require the variety denomina- 
tion proposed for recordation to be included in the title 
of the application. The denomination would be judged 
for recordability by the examiner assigned the applica- 
tion for examination, who would consult with appropri- 
ate trademark examination officials to determine if there 
exists a possibly conflicting trademark registration or ap- 
plication for registration. 

The recordation of a variety denomination for pur- 

of compliance with UPOV Convention Article 13 
is not to be understood as conveying any legal rights in 
that denomination. Recordation does no more than es- 
tablish a prima facie case that can be asserted as evi- 
dence of the ible generic nature of the variety de- 
nomination, if genericness is not already established by 
its usage in the commercial market, advertising or publi- 
cation. 

Under the proposed rules, the Patent and Trademark 
Office in examining the recordability of variety denomi- 
nations will, in addition to its trademark records, utilize 
the Office’s compilation of denominations obtained from 
horticultural, agricultural, floral and other professional 
societies, national breeders’ rights offices, the UPOV 
Union’s Secretariat, standard references and other avail- 
able sources. Article 13 of the UPOV Convention re- 
quires that the variety denomination must enable the 
plant variety to be identified, that the denomination not 
consist solely of numbers except if this is shown to be an 
established practice for designating plant varieties, and 
that the denomination not be liable to mislead or cause 
confusion concerning the characteristics, value or identi- 
ty of the variety or the identity of the breeder. No spe- 
cific naming system is required by the Article. While a 
portion of the consuming public and others might prefer 
plant variety names conforming to the International 
Code of Nomenclature for Cultivated Plants or the 
UPOV Guidelines, common usage, code systems or oth- 
er ways of identifying plants cannot be ignored. 

The Patent and Trademark Office would accept for 
recordation a variety denomination complying with the 
requirements of the UPOV Convention’s Articles 13(2) 
and 13(4). A number of variety denomination systems 
currently in use, such as the system described in the 
1980 revision of the International Code of Nomenclature 
for Cultivated Plants, the UPOV Guidelines and various 
code systems may also meet these requirements. Sexual- 
ly reproduced varieties could be named in compliance 
with the requirements of the Federal Seed Act. 

In the event the examiner does not approve a pro- 
posed variety denomination for recordation, the appli- 
cant could petition the Commissioner for approval. 
Thus, the examination and approval of variety denomi- 
nations will be handled in the same way as other proce- 
dural and administrative requirements not relating to the 
merits of the invention, such as the requirement to pro- 
vide an abstract of the disclosure or the requirement to 
provide a title. A final refusal by the Commissioner on 
petition would require submission of another proposed 
denomination for recordation. 

The petition to the Commissioner will be subject to a 
fee and the other requirements relating to petitions. The 
Commissioner may in appropriate cases delegate to the 
Assistant Commissioner for Trademarks or other appro- 
priate trademark officials the decision of such petitions, 
under 37 C.F.R. 1.181(g). 

The UPOV Convention requires the applicant to iden- 
tify the patented variety by the same variety denomina- 
tion (or a translation thereof) in all UPOV member 
states. A different denomination may be recorded in a 
particular member state, however, in cases where the 
denomination registered in another member state is un- 
suitable for business or other reasons. An applicant may 
during the course of examination be required to inform 
the Office of any other denomination by which the vari- 
ety is known. 

While these rules provide for the recordation of vari- 
ety denominations, they recognize at the same time that, 
in cases of conflict, previously established proprietary 
rights are paramount. Recordation is in legal effect, 
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therefore, no more than publication of a denomination 
which is or may become the generic name of a plant va- 
riety. 

Trademark owners, owners of other proprietary rights 
and patent applicants share a common interest in know- 
ing as early as possible if a variety denomination pro- 
posed for recordation possibly conflicts with a trade- 
mark or other proprietary rights. Accordingly, each 
denomination proposed for recordation, along with the 
genus and species to which the variety belongs, shall be 
published in the Official Gazette as soon as reasonably 
possible after receipt of the application in the Office. 
The Commissioner has determined that publication of 
such information constitutes special circumstances under 
35 U.S.C. 122. 

The public may provide information to the Office 
concerning the recordability of a proposed denomina- 
tion. Such information would be entered in the official 
file wrapper of the application and be available to the 
examiner. Such information shall be called to the atten- 
tion of the applicant by the Office. 

Also, the Official Gazette would list newly recorded 
denominations in United States patents in order for 
trademark owners to assert their rights in appropriate 
cases through private negotiations or judicially, as they 
may now do in trademark cases. Proceedings in the Of- 
fice in regard to the registration of variety denomina- 
tions, however, will be conducted ex parte. 

Under the proposed rules, each applicant would be re- 
quired to specify in an application for protection of a 
plant variety the date of first use of the denomination if 
used prior to filing of the patent application, or later to 
provide information about the date of first commercial 
use during pendency of the application. In cases of con- 
flict between a trademark and a proposed variety de- 
nomination, the variety denomination will not be accept- 
ed for recordation unless its first commercial use clearly 
antedates another’s established rights. 

If a patentee learns of a conflict between a trademark 
and the recorded variety denomination after issuance of 
the patent, the patentee in order to resolve the conflict 
will be permitted to record a different denomination by 
means of the Certificate of Correction procedure. Also, 
a variety denomination found after issuance of a patent 
to be commercially unsuitable or ill-advised could be 
changed in a similar manner. 

The Office now permits plants and plant varieties to 

be patented both specifically and broadly under patent 
35 U.S.C. 101. In some cases, however, claims in an ap- 
plication will not be limited to a specific variety. These 
proposed rules would appiy only to applications where a 
specific variety or varieties are claimed. Only these need 
be identified by a variety denomination, except where 
the number of varieties involved makes this impractical. 
In such a case, each claim directed to a specific variety 
would include its variety denomination, but these vari- 
ety denominations could be omitted from the title of the 
patent. Variety denominations would not be required for 
microorganisms or microscopic plant parts. 
Other Considerations: The proposed rule change is in 
conformity with the requirements of the Regulatory 
Flexibility Act (Pub. L. 96-354), Executive Order 12291 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. This rule contains a collection of informa- 
tion requirement subject to the Paperwork Reduction 
Act. This colletion of information requirement has been 
cleared by OMB under control No. 0651-0011. 

The General Counsel of the Department Commerce 
has certified to the Small Business Administration that 
the proposed rule changes will not have a significant ad- 
verse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). 
The variety denomination requirement will not impose 
extra work on patent applicants (whether small or large 
businesses or individuals). The rules will help avoid bur- 
densome and expensive litigation over trademark rights. 

The Patent and Trademark Office has determined that 
this proposed rule change is not a major rule under Ex- 
ecutive Order 12291. The annual effect on the economy 
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will be less than $100 million. There will be no major in- 
crease in costs or prices for consumers, individual indus- 
tries, federal, state, or local government agencies, or 
geographic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inven- 
tions and patents. 


For the reasons set out in the preamble, 37 CFR Part 
I is proposed to be amended by revising §§1.72, and 1.17 
and adding a new §1.168 as set forth below. All pro- 
posed additions are printed between arrows. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would 
continue to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.17 is proposed to be amended by adding 
the following items in numerical order to the list in 
paragraph (h) to read as follows: 


§1.17 Patent application processing fees. 


eseee8 


@-*?* 


p  §1.168(d) For petitioning the Commissioner to 
record a plant variety denomination .. . 
§1.168(g) For petitioning the Commissioner to 
record a substitute plant variety denomination 


-< 


3. Section 1.72 is proposed to be amended by adding 
the following paragraph: 


§1.72 Title and abstract. 


pm (c) In the case of an application for the 
patenting of a plant variety under the provi- 
sions of 35 U.S.C. 101 or 161, the title of the ap- 
plication must include a variety denomination 
for the specific new variety claimed, except as 
provided for in §1.168(b). The granting of the 
patent will be deemed the recordation of the 
variety denomination for purposes of compli- 
ance with Article 13 of the International Con- 
vention for the Protection of New Varieties of 
Plants, as revised on Oct. 23, 1978. 


4. A new §1.168 is proposed to be added, to read as 
follows: 


p §1.168 Variety denomination, submission to 
the Office, examination. 
(a) The variety denomination submitted by the 
patent applicant under §1.72 will be examined 
for compliance with the International Conven- 
tion for the Protection of New Varieties of 
Plants. Specifically, the denomination: 


(1) —_ enable the plant variety to be identi- 
ied; 

(2) must not be likely to cause confusion, to 
cause mistake or to deceive concerning 
the characteristics, value or identity of 
the plant variety or the identity of the 
breeder; 
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(3) must not consist solely of numbers except 
if this is an established practice for desig- 
nating plant varieties; and 

(4) must not be likely to cause confusion or 
mistake or to deceive as to any prior 
right of a third party, and shall not affect 
prior rights of third parties. 


(b) If a proposed variety denomination is not 
included as part of the title of the application, 
when filed, the examiner shall set a period of 
not less than thirty days to provide a variety 
denomination. If a plurality of plant varieties 
are claimed, which make it impractical to in- 
clude each variety denomination in the title of 
the application, each claim directed to a spe- 
cific Tent variety shall instead include the de- 
nomination of the claimed plant variety. In 
cases where no specific plant variety is 
claimed, for example, a patent directed to the 
improvement of a plant species, the denomina- 
tion requirement applicable to the patenting of 
a plant variety or varieties will be waived. 

(c) If the examiner determines that a proposed 
variety denomination is not suitable for recor- 
dation, the examiner shall refuse recordation 
thereof and shall set forth in an Office action 
the reasons for such refusal. An applicant 
disagreeing with the reasons for such refusal 
may request reconsideration and withdrawal 
of the refusal, giving the reasons therefor. If 
the examiner’s refusal to record a proposed 
variety denomination is repeated and made fi- 
nal, the examiner shall at the same time re- 
quire the applicant to propose another variety 
denomination for recordation. 

(d) After a final requirement by the examiner 
for submission of a proposed new variety de- 
nomination, the applicant, in addition to mak- 
ing any response due on the remainder of the 
action, may in lieu of proposing another vari- 
ety denomination petition the Commissioner 
for review of the examiner’s holding, upon 
payment of the fee set forth in §1.17(h). 

(e) The applicant is required to submit for re- 
cordation the same variety denomination (or, 
if not in English, a translation or translitera- 
tion thereof) as that previously registered or 
recorded, or proposed for registration in an 
earlier filed application for protection of the 
same variety in another member state of the 
International Union for the Protection of New 
Varieties of Plants. The applicant may submit 
another denomination for recordation, howev- 
er, upon a showing satisfactory to the examin- 
er as to why the denomination originally sub- 
mitted or registered in another member state 
of the said Union is unsuitable for recordation 
in the United States. During pendency of an 
—— the examiner may require the ap- 
plicant to provide information regarding all 
denominations for the same variety registered 
or proposed for registration in other member 
states of the said Union before the application 
was filed in the United States. 

(f) The applicant shall indicate in the applica- 
tion the date of first commercial use in the 
United States if any, of the variety denomina- 
tion proposed for recordation; or, if not com- 
mercially used prior to filing of the applica- 
tion, indicate during pendency of the 
application when the denomination has first 
been commercially used in this country. No 
variety denomination will be recorded if first 
commercially used after the establishment of 
third party proprietary rights to the denomi- 
nation. 

(g) A patentee in order to avoid a conflict be- 
tween a recorded variety denomination and a 
trademark or other proprietary right, or 
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where the recorded variety denomination is 
likely to be confused with another, or where 
business or marketing considerations dictate, 
may propose for recordation a substitute vari- 
ety denomination for that already recorded. 
Such a proposal shall be in the form of a peti- 
tion to the Commissioner together with the 
fee set forth in §1.17(h). The proposed substi- 
tute denomination will be examined in the 
same manner as the denomination originally 
recorded, and upon recordation shall be 
promptly published in the Official Gazette. A 
Certificate of Correction indicating such sub- 
stitute denomination shall be issued for the pa- 
tent. If the patent has been assigned, only the 
assignee of record may apply for recordation 
of a substitute denomination. 

(h) The Commissioner shall upon its receipt in 
the Office promptly publish in the Official Ga- 
zette each variety denomination proposed for 
recordation and the genus and species of the 
a involved. Correspondence from the pub- 
ic objecting to the recordation of such de- 
nomination, if accompanied by reasons there- 
for, will be placed in the official file and 
considered by the examiner in an ex parte 
manner. An objection to recordation may be 
based on an earlier recorded or unrecorded 
variety denomination, a registered or common 
law trademark, a trade name or trade indicia, 
or other alleged prior right timely called to 
the Office’s attention. The applicant shall be 
notified by the Office of the receipt of such 
correspondence. The secrecy of any pending 
application will be preserved in accordance 
with 35 U.S.C. 122.4 


RENE TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Sept. 18, 1987. 
[1085 OG 15] 


EXAMINATION OF APPLICATIONS 


(85) Examination of Claims For Patentability 
Under 35 U.S.C. 103 


The purpose of this notice is to inform the public of 
the current Patent and Trademark Office policy con- 
cerning determinations of obviousness under 35 U.S.C. 
103 in view of the recent Supreme Court decision in 
Sakraida v. Ag Pro, 189 USPQ 449 (1976). 

The following text is a copy of a memorandum issued 
to all patent examining personnel relative to this topic. 
“A clarification of the policy of the Patent and Trade- 
mark Office in the examination of claims for patentabili- 
ty under 35 U.S.C. 103 seems in order at this time in 
view of the Supreme Court’s decision in Sakraida v. Ag 
Pro, 189 USPQ 449 (decided April 20, 1976) which is 
similar to the Court’s earlier decision in Anderson’s-Black 
Rock, Inc. v. Pavement Salvage Co., 163 USPQ 673 (de- 
cided December 8, 1969). “Office policy has consistently 
been to follow Graham v. John Deere Co., 148 USPQ 
4559 (decided February 21, 1966) in the consideration 
and determination of obviousness under 35 U.S.C. 103. 
The three factual inquiries enunciated therein as a back- 
ground for determining obviousness are as follows: 

1. Determination of the scope and content of the prior 


art; 

2. Ascertaining the differences between the prior art 
and the claims in issue; and 

3. Resolving the level of ordinary skill in the pertinent 


art. 
“Attention is directed to MPEP Section 706 for a more 
complete discussion of the application of the Graham 
test. “The Supreme Court reaffirmed and relied upon 
the Graham three-pronged test in its consideration and 
determination of obviousness in the fact situations pre- 
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sented in both the Ag Pro and Black Rock decisions. In 
each case, the Court went on to discuss whether the 
claimed combinations produced a ‘new or different func- 
tion’ and ‘a synergistic result,’ but clearly decided 
whether the claimed inventions were unobvious ‘on the 
basis of the three-way test in Graham. Nowhere in its 
decisions in those cases does the Court state that the 
‘new or different function’ and ‘synergistic result’ tests 
supersede a finding of unobviousness or obviousness un- 
der the Graham test. “Accordingly, examiners should 
continue to apply the test for oe under 35 
U.S.C. 103 set forth in Graham. It should be noted that 
the Supreme Court’s application of the Graham test to 
the fact circumstances in Ag Pro is somewhat stringent, 
as it was in Black Rock.” 


C. MARSHALL DANN, 
July 8, 1976. Commissioner of Patents 
& Trademarks. 
[949 O.G. 3] 


(86) Translations of Foreign Language References 


Frequently, Office actions cite references that are in a 
foreign language. In the event a translation of the entire 
text or portion of the text of the reference is readily 
available in the examiners’ search files, a copy of the 
translation will normally be included with the Office ac- 
tion. However, applicants are cautioned that the inclu- 
sion of a translation with a foreign language reference 
should not be construed to mean that the examiner used 
or relied on the translation, or that it is accurate or an 
— translation made by the Patent and Trademark 

ice. 

While this service may be infrequent, it could be in- 
creased by the submission of translations by the applicant 
to the Office. Accordingly, it is requested that translations 
of foreign language references be transmitted to the Of- 
fice, and in particular be transmitted with the response to 
the Office action or in a separate envelope addressed to: 
Commissioner of Patents arid Trademarks, Washington, 
D.C. 20231. In addition, it would be of great assistance to 
the Office in filing the translation, if the translation car- 
ried the following: 1. an identification of the foreign lan- 
guage reference and, where possible. 2. its location in the 
examiners’ search files (e.g. location should be known if 
reference was cited in Office action). If indentifying infor- 
mation is not available, the incoming translation should 
carry the name “Scientific Library” thereon so that it can 
be processed by the Library. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
Sor Patents. 


Oct. 26, 1977. 
[964 O.G. 24] 


(87) Restriction Between Inventions 

The practice set out in the notice of June 20, 1968 
(852 O.G. 509) is hereby revised as follows. 

Under the statute an application may properly be re- 
quired to be restricted to one of two or more claimed 
inventions only if they are able to support separate pa- 
tents and they are either independent or distinct. 

If it is demonstrated that two or more claimed inven- 
tions have no disclosed relationship (“independent”), re- 
striction should be required, and it is not necessary to 
further show that the claimed inventions are distinct. If 
it is demonstrated that two or more claimed inventions 
have a disclosed relationship (“dependent”), then a 
showing of distinctness is required to substantiate a re- 
striction requirement. 

Where inventions are neither independent nor distinct, 
one from the other, or they are not sufficiently different 
to support more than one patent, their joinder in a single 
application must be permitted. 
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Every requirement to restrict has two aspects, (1) the 
reasons (as distinguished from the mere statement of 
conclusion) why the inventions as claimed are either in- 
dependent or distinct, and (2) the reasons for insisting 
upon restriction therebetween. 

In order to support a requirement to restrict between 
combination and subcombination inventions, two-way 
distinctness must be demonstrated. 

If it can be shown that a combination, as claimed (1) 
does not require the iculars of the subcombination as 
claimed for patentability, and (2) the subcombination can 
be shown to have utility either by itself or in other and 
different relations, the inventions are distinct. When these 
factors cannot be shown, such inventions are not distinct. 

Two or more claimed subcombinations, disclosed as 
usable together in a single combination, and which can 
be shown to be separately usable, are usually distinct 
from each other. 

In applications claiming inventions in different statuto- 
ry categories only one-way distinctness is needed to sup- 
port a restriction requirement. For example, in applica- 
tions containing claims to both process and apparatus, 
distinctness may be shown if (1) the process as claimed 
can be practiced by hand or by another materially dif- 
ferent apparatus, or (2) the apparatus as claimed can be 
used to practice another and materially different process. 

As in the notice of May 1, 1974 concerning Markush- 
Type claims (922 O.G. 1016), if the search and examina- 
tion of an entire application can be mada without serious 
burden, the examiner is encouraged to examine it on the 
merits, even though it includes claims to distinct or inde- 
pendent inventions. 


WILLIAM FELDMAN, 
Apr. 9, 1975. Deputy Assistant Commissioner 
Sor Patents. 

[934 O.G. 450] 


(88) Restriction Policy and Practice 

The purpose of this notice is to inform the public of 
the results of the survey that was conducted on restric- 
tion requirements made under 35 U.S.C. 121 in the Pa- 
tent Examining Groups and to report clarifications that 
have been implemented as a result of a review of restric- 
tion policy and practice. 

The survey involved about 320 patent applications in 
which a restriction only Office action had been prepared 
by an examiner in the period between July—Sept. 1983. 
The selection of applications was proportioned among 
Groups according to the volume of restriction require- 
ments during the = The statistics collected (Appen- 
dix A) and the definitions (Appendix B) for each item on 
the survey form are provided at the end of this notice. 

Some of the significant findings of the survey include: 


19% (61/320) of the requirements surveyed were not 
reasonable based on a review of the record 

35% (88/249) of the requirements surveyed (not in- 
volving an election of species) were not supported 
by any reasons, or contained reasons which were 
clearly inapplicable to the facts 

41% (53/128) of the actions following an election 
and traverse did not address the arguments contained 
in the traverse 

91% (48/53) of a sample of 53 applications surveyed 
—the attorney or agent of record had no record of 
receiving a telephone call requesting an oral election 


In response to the results of this survey, existing 
guidelines in Chapter 800 of the Manual of Patent Ex- 
amining Procedure (MPEP) have been reviewed with 
each examiner and supervisor in the Patent Examining 
Corps in order to promote uniformity of practice and 
compliance with existing guidelines. A follow-up survey 
will be conducted in early 1985. In addition, as a result 
of a review of our existing policy and guidelines, the fol- 
lowing clarifications have been made: 
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(1) Telephone Practice (MPEP 812.01) 

Except in those cases where the requirement for re- 
striction is complex, the application is being prose- 
cuted by the applicant pro se, or the examiner knows 
from past experience that an election will not be 
made by phone, the examiner should make a tele- 
phone call to the attorney or agent of record and re- 
quest an oral election in accordance with MPEP 
812.01, first paragraph. 

If an election cannot, or will not, be made orally at 
the time of the call or within a reasonable time there- 
after, generally three working days, the Office action 
requiring the election in writing should contain the 
following sentence 

“A telephone call was made to (name of attorney or 
agent) on (date) to request an oral election to the 
above restriction requirement, but did not result in 
an election being made.” 

(2) Multiple Inventions In A Continuing Application 
Where claims to multiple inventions within the 
meaning of 35 U.S.C. 121 are presented in a continu- 
ing application (continuation, division, continuation- 
in-part including those which may be filed under 37 
CFR 1.60 or 1.62), the examiner should make (or re- 
peat) an appropriate requirement for restriction and 
require an election by the applicant UNLESS 
(1) the applicant acknowledges the previous require- 
ment in the parent application and clearly indicates 
which invention is to be prosecuted if the require- 
ment is repeated. The examiner should make any 
proper requirement for restriction in the first Office 
action, state how applicant has indicated an election 
(e.g. statement in a preliminary amendment or trans- 
mittal letter), and include an action on the merits on 
the claims of the elected invention; 


(2) The application is 2 continuation, but not a divi- 
sion or CIP filed as a File Wrapper Continuation 
(FWC) under 37 CFR 1.62. The examiner should as- 
sume that the requirement and election made in the 
parent application carries over unless otherwise indi- 
cated by applicant. The exmainer’s first action should 
include a repetition of the restriction requirement 
made in the parent application to the extent it is still 
applicable in the continuation and an indication that 
prosecution is being continued on the invention 
elected and prosecuted by applicant in the parent ap- 
plication. 

The policy and practice of making requirements fi- 
nal and seeking review by way of petition (37 CFR 
1.144) remains unchanged in a continuing applica- 
tion, whether a requirement for election was first 
made in the parent and renewed in the continuation 
application or was made for the first time in the con- 
tinuation application. 

(3) Product, Process of Making, Process of Using 
(MPEP 806.05(i)) 
Practice in this situation is being amended to con- 
form to Rule 13.2(i) of the Patent Cooperation Trea- 
ty (PCT) so that a three way requirement can be re- 
quired only where the process of making is not 
“specially adapted” to make the product (i.e. the re- 
quirements of MPEP 806.05(f) are met). Otherwise, 
the process of using must be joined with the claims 
directed to the product and the process of making 
the product even though a showing of distinctness 
between the product and process of using the prod- 
uct (MPEP 806.05(h)) could be made. A determina- 
tion of the patentability of the product need not be 
made prior to making a requirement for restriction. 
The Manual of Patent Examining Procedure will be 
revised to reflect these clarifications in the next revi- 
sion. 


GERALD MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Aug. 1, 1984. 


[1046 O.G. 2] 
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(89) Restriction Practice Survey II 

This notice is intended to inform the public of the re- 
sults of a follow-up survey of —— ery - a 
written restriction requirement. The results of the first 
survey were reported in the Official Gazette on Sept. 4, 
1984 (1046 OG 2; Restriction Policy and Practice). Sur- 
vey II involved 319 applications selected at random in 
the Patent Examining Groups from those in which a re- 
striction only action been credited to an examiner in 
the period of July—Sept. 1984. This period was after the 
Corps Management Meeting on June 5, 1984 in which 
restriction policy and practice were reviewed with all 
SPEs and Directors, and followed the distribution of re- 
view materials to all examiners. The results of Survey II 
showed significant improvements over the results of 
Survey I, but the results were still not considered satis- 
factory in several aspects. 
Survey Procedure: The selection of applications was gen- 
erally proportioned among the Groups to correspond to 
the relative proportion of restriction only actions that 
were completed in each Group in the last quarter of FY 
84. A minimum of ten applications were surveyed from 
each Group. The distribution was as follows: 


110-—- 16 
120 - 37 
130 - 33 
150 - 47 


210 - 11 
220 - 10 
230 - 10 
240 — 30 
250 - 13 
260 — 10 


310 - 10 
320 - 18 
330 — 24 
340 - 30 
350 - 20 


TOTALS 133 84 102 


The survey team consisted of the same people who 
conducted the first survey. One person from the survey 
team reviewed each selected application file and com- 
pleted the survey form regarding the restriction require- 
ment(s) in the file. The same survey form was used in 
each survey. 

In the event an application file could not be located or 
was not readily onalhin, a different application was se- 
lected for the survey. In general, the substitute application 
was selected from those requirements completed by the 
same examiner assigned to the original application. 

The survey did not include any design applications. 
Survey Results: Statistical results of the survey are set 
forth on the survey form used in the Appendix including 
summaries on a Corps and discipline level. References in 
this notice to “Item ” refer to the numbered items 
indicated on the survey form. These results indicate an 
improvement in all areas which were identified as acute 
problems in the first survey. We did not do a telephone 
survey to determine whether applicant’s representative 
had been called pricr to writing the requirement. 

In addition to the survey, the statistics on restriction 
requirements before and after the training effort follow- 
ing the first survey are of interest. Statistics show that 
the number of restriction only actions has decreased 
36% Corps-wide (52% in Group 120 which had the 
highest volume in the first survey) following our train- 
ing effort. These statistics are shown below. 


Total 
First 
Actions 


Total Corps Group 120 
Restriction Restriction 
Requirements Requirements 


Quarter_ 


Apr-Jun 1984 32,035 

Jul-Sep 1984 32,216 

Oct-Dec 1984 28,158 
(32,358)* 


2,771 514 
1,939 220 
1,522 212 

(1,775)* (247)* 


Oct-Dec vs Apr-Jun — 36% —52%. 


*Figures adjusted (7/6 of actual) to reflect a 7 pay peri- 
od quarter for comparison with the Apr.-June and July- 
Sept. quarters which included 7 pay periods. 
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In addition, 24% of the applications in the second sur- 
vey contained a specific reference to a telephone call 
that was made by the examiner, but did not result in an 
election being made. It was also apparent that some of 
the requirements were sufficiently complex to warrant a 
written communication. 

The applications reviewed in the second survey result- 
ed in the conclusion that 9% of the requirements that 
were made were not reasonable on the record that was 
reviewed (Item 10 - 30/319). This compares to 19% 
(61/320) in the first survey. Of the 30 cases in which a 
conclusion of unreasonableness was made, the require- 
ment was traversed in 22 (73%) of those cases, not tra- 
versed in 7 cases (23%), and no response was filed in 1 
case. In the 22 cases where the unreasonable require- 
ment was traversed, the requirement was withdrawn in 
10 cases, not withdrawn in 8 cases, and no subsequent 
action had been made in 4 cases. In the first survey, 11 
unreasonable requirements were withdrawn out of 61 
made. The survey form on each of the unreasonable re- 
quirements in the second survey was returned and dis- 
cussed with the Group Director. 

In our opinion, the reasons provided by the examiner 
for insisting upon restriction were not proper (either 
non-existent or based on the wrong criteria) in 18% 
(Item 5j — 57/319) of the applications surveyed — com- 
pared to 35% in the first survey. In many of these cases, 
the reviewer determined that the requirement was justi- 
fied, but for reasons which the examiner did not set 
forth in the requirement. 

Our second survey revealed that applicant had tra- 
versed the requirements in 134 cases (Item 7c), and that 
where the examiner had given another action in those 
cases (Item 8 — 98), the reasons in the traverse had not 
been responded to in 30% (Item 8b — 30/98) of the cases. 
This represents a very modest improvement of the results 
in the first survey where 41% (53/128) had not responded 


to the arguments presented in applicants traverse. 


In addition to the statistical results, the survey team 

met to discuss some of the problems observed during the 
survey. Several members of the team again observed 
that problems were more likely to arise where complex 
requirements involving a large number of claims and/or 
inventions are encountered, and where the claim sched- 
ule required the application of combination—sub- 
combination criteria to show patentable distinctness 
(MPEP 806.05c — two-way distinctness). Where three or 
more inventions are presented in a single application, it 
was observed that the examiner rarely showed distinct- 
ness among all of the combinations of groups (e.g. I-II, 
II-III, I-III). Another observation that was frequently 
made was that many of the problems with incomplete 
requirements could have been avoided by the use of the 
form paragraphs and associated instructions. 
Further Action: While the second survey indicated that 
significant improvements have been realized in our pur- 
suit of uniformity in restriction practice, we have not 
achieved an acceptable level of performance in several 
areas. The same types of problems predominated in each 
survey, but are now at a reduced level. There is clearly 
a continuing need for supervisory review. 

Supervisors will take the opportunity to emphasize the 
following points to examiners in their Art Units: 


(1) Use of telephone when appropriate to minimize pen- 
dency time; 

(2) Reasons to support the requirement (to satisfy the 
criteria for independence of patentable distinctness) 
and reasons for insisting upon restriction should be 
given in each written requirement. Mere conclusions 
are not sufficient; 

(3) The substance of arguments contained in applicant’s 
traverse should be responded to in the Office action 
following the traverse; 

(4) A showing of two-way distinctness is required in sit- 
uations where combination-subcombination criteria 
are applicable (MPEP 806.05c); and 

(5) Use of appropriate form paragraphs should be en- 
couraged. 
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In addition, each Group will review all restriction re- 
quirements made in the Group in a pay period at least 
once every six months. 

Finally, review of restriction practice will not be 
made a component part of the Quality Review Program 
on an ongoing basis because of the desirability of identi- 
fying problems of this type before prosecution is over 
and the desirability of maintaining their focus on sub- 
stantive issues. Of course, the ity Review Staff will 
continue to bring —— with restriction requirements 
to the attention of the Director when they are encoun- 
tered in the course of their review procedures. 


DONALD J. QUIGG, 
Acting Commissioner of Patents 
and Trademarks. 


[1053 OG 5] 


(90) Revised Practice Re Markush-Type Claims 


This notice deals with Markush-type generic claims 
which include a plurality of alternatively usable sub- 
stances or members. In most cases, a recitation by enu- 
meration is used because there is no appropriate or true 
generic language. In many cases, the Markush-type 
claims include independent and distinct inventions. This 
is true where two or more of the members are so unre- 
lated and diverse that a prior art reference anticipating 
the claim with respect to one of the members would not 
render the claim obvious under 35 U.S.C. 103 with re- 
spect to the other member(s). 

In applications containing claims of that nature, the 
Examiner may require a provisional election of a single 
species prior to examination on the merits. The provi- 
sional election will be given effect in the event that the 
Markush-type claim will be examined fully with respect 
to the elected species and further to the extent necessary 
to determine patentability. Should the Markush-type 
claim be found not allowable, examination will be limit- 
ed to the Markush-type claim and claims to the elected 
species, with claims drawn to species patentably distinct 
from the elected species held withdrawn from further 
consideration. 

As an example, in the case of an application with a 
Markush-type claim drawn to the compound C-R, 
wherein R is a radical selected from the group consist- 
ing of A, B, C, D, and E, the Examiner may require a 
provisional election of a single species, CA, CB, CC, 
CD, or CE. The Markush-type claim would then be ex- 
amined fully with respect to the elected species and any 
species considered to be clearly unpatentable over the 
elected species. If on examination the elected species is 
found to be anticipated or rendered obvious by prior art, 
the Markush-type claim and claims to the elected species 
shall be rejected, and claims to the non-elected species 
would be held withdrawn from further consideration. 
As in the prevailing practice, a second action on the re- 
jected claims would be made final. 

On the other hand, should no prior art be found that 
anticipates or renders obvious the elected species, the 
search of the Markush-type claim will be extended. If 
prior art is then found that anticipates or renders obvi- 
ous the Markush-type claim with respect to a non-elected 
species, the Markush-type claim shall be rejected and 
claims to the non-elected species held withdrawn from 
further consideration. The prior art search, however, 
will not be extended unnecessarily to cover all non- 
elected species. Should applicant, in response to this re- 
jection of the Markush-type claim, overcome the rejec- 
tion, as by amending the Markush-type claim to exclude 
the species anticipated or rendered obvious by the prior 
art, the amended Markush-type claim will be re-exam- 
ined. The prior art search will be extended to the extent 
necessary to determine patentability of the Markush-type 
claim. In the event prior art is found during the re-ex- 
amination that anticipates or renders obvious the 
amended Markush-type claim, the claim will be rejected 
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and the action made final. Amendments submitted after 
the final rejection further restricting the scope of the 
claim will not be entered. 

If the members of the Markush group are sufficiently 
few in number or so closely related that a search and ex- 
amination of the entire claim can be made without seri- 
ous burden, the Examiner is encouraged to examine all 
claims on the merits, even though they are directed to 
independent and distinct inventions. In such a case, the 
Examiner will not follow the above procedure and will 
not require restriction. 

This notice supersedes the practice set out in 922 O.G. 
1016. dated May 1, 1974. 

Although the above practice is now in effect, a rule 
change proposal is also being considered to provide for 
prosecution of multiple inventions in a single patent ap- 
plication by submission of additional fees. 


DONALD W. BANNER, 
Oct. 23, 1978. Commissioner of Patents 
and Trademarks. 

[976 O.G. 128] 


Unity of Invention Practice in International 
Applications and National Phase Applications 
Entered Under 35 U.S.C. 371 


(91) 


The purpose of this notice is to set forth procedural 
guidelines for deciding questions of unity of invention 
which may arise in international applications when 
searched by the United States Patent and Trademark Of- 
fice (USPTO) as an International Searching Authority 
and when examined during the national phase in the 
United States as a Designated Office after entry under 
35 U.S.C. 371 in connection with the Patent Coopera- 
tion Treaty (PCT). 

The May 28, 1986, decision in Caterpillar Tractor Co. 
v. Commissioner of Patents and Trademarks, Civil Action 
No. 84-1212-A, (E.D. Va.) held the Patent and Trade- 
mark office interpretation of 37 CFR 1.141(b)(2) as ap- 
plied to unity of invention determinations in internation- 
al applications was not in accordance with the Patent 
Cooperation Treaty and its implementing legislation. In 
the Caterpillar international application, the USPTO, 
when acting as an International Searching Authority, 
held lack of unity of invention between a set of claims 
directed to a process for forming a sprocket and a set of 
claims drawn to an apparatus (die) for forging such a 
sprocket. The court stated that it was an unreasonable 
interpretation to say that the expression “specifically 
designed” as found in PCT Rule 13.2(ii) means that the 
process and apparatus can only be used with each other 
as set forth in the Manual of Patent Examining Proce- 
dure (MPEP) §806.05(e). 

Therefore, in considering international applications as 
an International Searching Authority and during the na- 
tional phase as a Designated Office under 35 U.S.C. 371, 
PCT Rule 13.1 and 13.2 as interpreted in Caterpillar will 
be followed when considering unity of invention of 
claims of different categories without regard to 37 CFR 
1.141. No change is being made in the restriction prac- 
tice under 37 CFR 1.141(b) and (c) in United States na- 
tional applications filed under 35 U.S.C. 111 outside the 
PCT. No change in practice is being made in regard to 
claims of the same category of invention either in PCT 
or U.S. national applications. Such a change in U.S. na- 
tional restriction practices would require a statutory 
change in the fee levels to cover the additional examin- 
ing effort required in individual patent applications. 

PCT Rules 13:1 and 13.2 are reproduced below: 


PCT RULE 13 
Unity of Invention 


13.1 Requirement 
_ The international application shall relate to one inven- 
tion only or to a group of inventions so linked as to 
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form a single general inventive concept (“requirement of 
unity of invention”). 


13.2 Claims of Different Categories 
Rule 13.1 shall be construed as permitting, in particu- 
lar, one of the following three possibilities: 


(i) in addition to an independent claim for a given 
product, the inclusion in the same international applica- 
tion of an independent claim for a process specially 
adapted for the manufacture of the said product, and the 
inclusion in the same international application of an in- 
dependent claim for a use of the said product, or 

(ii) in addition to an independent claim for a given 
process, the inclusion in the same international applica- 
tion of an independent claim for an apparatus or means 
specifically designed for carrying out the said pro- 
cess, or 
(iii) in addition to an independent claim for a given 
product, the inclusion in the same international applica- 
tion of an independent claim for a process specially 
adapted for the manufacture of the product, and the in- 
clusion in the same international application of an inde- 
pendent claim for an apparatus or means specifically 
designed for carrying out the process. 


PCT Rule 13 only will be applied in the restriction 
practice used in national phase applications entered un- 
der 35 U.S.C. 371 because 35 U.S.C. 372(b)(2) provides 
that “The Commissioner may cause the question of unity 
of invention to be reexamined under section 121 of this 
title, within the scope of the requirements of the treaty 
and the Regulations”. 


Guidelines As to Implementation of Revised Unity of 
Invention Practice in International Applications and 
National Phase Applications Entered Under 35 U.S.C. 371 


(1) The revised practice for international and national 
phase applications will not be used for national applica- 
tions filed under 35 U.S.C. 111. 

(2) The revised practice will not affect the treatment 
of the claims of any applications (national or internation- 
al) where the question of lack of unity of invention re- 
lates to other than different categories of invention is- 
sues. Therefore, restriction and unity of invention 
practice involving, for example, Markush type claims, 
genus-species, intermediate-final product or combination- 
subcombination situations are not affected for any appli- 
cations by this notice. 

(3) The expression “and as set forth in §§1.141” in 37 
CFR 1.481(a) will no longer be considered operative in 
view of the decision in Caterpillar Tractor Co., supra. 
The criteria of §1.141 continue to be applicable to U.S. 
national a filed under 35 U.S.C. 111 as they 
were in effect prior to the Caterpillar decision and es- 
sentially the same as the practice which was in effect for 
many years prior to the PCT implementation. That is, 
practice will continue as set forth in MPEP Chapter 800 
as modified in 1046 OG 2 for the practice relating to 
product, process of making and process of using. The 
practice in this latter situation is that a three way re- 
quirement for restriction can only be required where the 
process of making is distinct from the product (i.e., the 
requirements of MPEP 806.05(f) are met). Otherwise, 
the process of using must be joined with the claims di- 
rected to the product and the process of making the 
product even though a showing of distinctness between 
the product and process of using the product (MPEP 
806.05(h)) could be made. A determination of the patent- 
ability of the product need not be made prior to making 
a requirement for restriction. 

(4) The criteria of PCT Rule 13 will be applied when 
determining unity of invention of claims to different cat- 
egories of invention in considering international applica- 
tions as an International Searching Authority and during 
ot — phase as a Designated Office under 35 
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(5) The revised practice will apply to all international 
applications before the PTO as an International Search- 
ing Authority in which no search report has been issued 
and in all pending national 7 applications entered un- 
der 35 U.S.C. 371 in which a holding of lack of unity of 
invention (requirement for seatiiolien has not been 
made final by the examiner or acquiesced in by the ap- 
plicant as of the date of this notice. 

(6) In applying PCT Rule 13 to international applica- 
tions as an International Searching Authority and to na- 
tional phase applications under 35 U.S.C. 371, examiners 
will consider for unity of invention all of the claims to 
different categories of invention in the application and 
will permit retention in the same application for search- 
ing and/or examination, of claims to the categories 
which meet the requirements of any one of PCT Rule 
13.1(i) to (iii). 

In view of the court’s treatment of the USPTO’s dis- 
tinctness test in Caterpillar, the USPTO will also permit 
in the same international application the following two 
combinations: 


(a) an independent claim for a given product and an 
independent claim for a process specially adapted for the 
manufacture of said product. 

(b) an independent claim for a given product and an in- 
dependent claim for a process of using the said product. 


If the different categories of claims do not fall within 
any one of PCT Rule 13.2(i) to (iii) or additional combi- 
nations (a) or (b) above, i.e., they claim more or less cat- 
egories of invention than permitted in any one of PCT 
Rule 13.2(i) to (iii) or combination (a) or (b) above, uni- 
ty of invention may not be present. Further, an indepen- 
dent claim for a use in PCT Rule 13.2(i) and combina- 
tion (b) above is construed as being limited to a claim 
directed to a process. 

In determining unity of invention under PCT Rule 
13.2(i) and (iii) and combination (a) above, the examiner 
will consider the word “specially” which appears before 
“adapted” to be an emphasis word rather than a limita- 
tion. In determining unity of invention under PCT Rule 
13.2(ii), the examiner will consider the word “specifical- 
ly” which appears before “designed” to be an emphasis 
word rather than a limitation. 


Detailed Explanation 


Under PCT Rule 13.2, Unity of Invention as to differ- 
ent categories of inventions is covered on the basis of 4 
different categories of invention. They are: 


. a product 

. a process (for manufacture) 

. a use of the said product 

. an apparatus or means for carrying out the pro- 
cess for manufacture. 


PCT Rule 13.2 provides for grouping of certain of 
these different categories of inventions and retaining uni- 
ty of invention. 


i. PCT Rule 13.2(i) provides for grouping claims to: 


A. a product 
B. a process for the manufacture of said product 
C. a use of the said product 


ii. PCT Rule 13.2(ii) provides for grouping claims to: 
B. a process (e.g. for the manufacture of a product) 
D. an apparatus or means for carrying out the said 
process. 
iii. PCT Rule 13.2(iii) provides for grouping claims to: 
A. a product 


B. a process for the manufacture of the product 
D. apparatus or means for carrying out the process. 
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(a) A. a product 
B. a process for the manufacture of said product 


(b) A. a product 
C. a use of the said product 


If an application includes claims to all the categories 
of invention set forth in any one of PCT Rule 13.2(i), 
(ii), (iii), combinations (a) or (b) above, and no additional 
categories of invention are present, unity of invention 
exists and no additional search fees should be required 
or restriction requirement made. 

For example, if an a contains claims to only 
a process for the manufacture of a product and claims to 
a use of a product and no product claims is present, 
there is lack of unity of invention since the provisions of 
Rule 13.2(i) do not apply and the process for manufac- 
ture of a product is independent of the use of the prod- 
uct since neither is dependent on the other. Also, if 
claims to all three categories of PCT Rule 13.2(i) are 
present at the time of the first Office action and all the 
product claims are canceled in the response to the first 
Office action, a requirement for restriction could be 
made, if appropriate, in the second Office action in view 
of the independent inventions remaining in the applica- 
tion. PCT Rule 13.2(i) would no longer apply since all 
three categories of claims would no longer be present in 
the application. However, the fact that claims to a cer- 
tain category of invention are unpatentable does not af- 
fect the question of unity of invention provided the 
unpatentable claims are retained in the application. 

Where claims to a ones of invention in addition to 
those listed in any one of PCT Rule 13.2(i), (ii), (iii) or 
combinations (a) or (b) above included in an application, 
unity of invention may be lacking between the claims 
drawn to the categories set forth in any one of PCT 
Rule 13.2(i), (ii), (iii) or combinations (a) or (b) above, 
and the claims to the additional category of invention. 
For example, if an application contained claims to a pro- 
cess for manufacture, claims to an apparatus or means 
for carrying out the process and claims to a use of the 
product manufactured, there could be lack of unity of 
invention. In such a situation the examiner should group 
the claims to the process for manufacture and the claims 
for an apparatus or means for carrying out the process 
because unity of these two categories exists under PCT 
Rule 13.2(ii). The claims to the use of the product could 
be separately grouped if the “use” is shown to be “inde- 
pendent and distinct” of both the “process for manufac- 
ture” and the “apparatus or means for carrying out the 
process” as provided in Chapter 800 of the Manual of 
Patent Examining Procedure (MPEP). 

When the claims presented in an application are di- 
rected to several categories of invention so that more 
than one paragraph of PCT Rule 13.2 and combinations 
(a) or (b) above applies, the examiner will inspect the 
claims to see if the categories of invention set forth in 
PCT Rule 13.2, paragraphs (i), (iii) and (ii), and then 
combinations (a) or (b) above are present in the applica- 
tion in that order. For example, if the categories of PCT 
Rule 13.2(i) are found in the application, the claims to 
those categories stated in PCT Rule 13.2(i) will be con- 
sidered as one invention and any claims to different cat- 
egories of invention will be reviewed to determine if 
they are “independent and distinct” of ail the claims 
covered in PCT Rule 13.2(i) in accordance with 
theprovisions of Chapter 800 of the MPEP. 

Under PCT Rule 13.2 and combinations (a) and (b) 
above, unity will exist where the claims are limited to 
one invention in each category of invention recited. For 
example, under PCT Rule i3.2(i), claims are permitted 
to one product, one process of manufacturing and one 
use. If multiple products, processes of manufacture or 
uses are claimed, the first invention in the category first 
mentioned in the claims will be considered as the elected 
invention. The first recited invention of each additional 
category which is related as described in paragraph 7 
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below with the first invention as indicated in the previ- 
ous sentence will be considered elected. Accordingly, 
for example, if multiple products are claimed, the first 
recited product is constructively elected and the first re- 
cited process, if multiple processes adapted for making 
and/or using the product are claimed, is also construc- 
tively elected. Any such holding by the examiner will be 
made in the form of a restriction requirement in an a 
plication entered in the USPTO under 35 U.S.C, 371. 
Such a restriction requirement would be made on the 
basis of criteria set forth in MPEP Chapter 800. Appli- 
cant would have the right to traverse such a restriction 
requirement in the response to the Office action. 

7) The inventions recited by the claims of different 
categories must be drawn to related rather than indepen- 
dent inventions. For example, the product as claimed in 
PCT Rule 13.2(i) and combinations (a) and (b) above 
must be able to be made by the claimed process for 
manufacture and the use claimed must be able to use the 
claimed product. Likewise in PCT Rule 13.2(ii), the ap- 
paratus as claimed must be able to carry out the claimed 
process. In PCT Rule 13.2(iii), the claimed process of 
manufacture must be able to make the claimed product 
and the claimed apparatus or means must be able to per- 
form the claimed process of manufacture. 

(9) Applicants should clearly indicate on all applica- 
tion papers filed for entry under 35 U.S.C. 371 and 37 
CFR 1.61 that the filing is being made under 35 U.S.C. 
371. Otherwise, the application papers will be treated as 
having been filed under 35 U.S.C. 111. 

(10) Any prior notices or policies relating to unity of 
invention which are inconsistent herewith are 
superceded to the extent they are inconsistent with this 
notice. 

Appropriate changes in the Code of Federal Regula- 
tions will be proposed in due course to adjust the level 
of the search fees and national fees of §1.445 to recover 


the cost of searching and examining international appli- 
cations with claims to different categories of invention 
in a single international application. The fees were origi- 
nally set based on the unity of invention practice 
previously in effect. 

If necessary, additional guidance for processing appli- 
cations under PCT Rule 13 will be issued as experience 


is gained. 
DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
[1070 OG 11] 


Aug. 15, 1986. 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 61231-7086] 


Unity of Invention and Patent 
Cooperation Treaty [Chapter IT] 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Final Rulemaking. 

Summary: The Patent and Trademark Office hereby 
amends its regulations (1) to change the practice in han- 
dling unity of invention issues in international applica- 
tions under the Patent Cooperation Treaty (PCT) and 
those entering the national stage under 35 U.S.C. 371 
and (2) to establish procedures necessary for patent ap- 
plicants to proceed under Chapter II of the Patent Co- 
operation Treaty. This rule change is being made be- 
cause (1) the current rules for handling unity of 
invention issues in international applications are not con- 
sistent with the court decision in Caterpillar Tractor Co. 
v. Commissioner of Patents and Trademarks, 231 USPQ 
590 (E.D. Va. 1986), and (2) legislation implementing 
Chapter II of the Patent Cooperation Treaty has recent- 
ly been enacted. The promulgated rules will result in (1) 
the treatment of unity of invention issues in international 
applications consistently with the court decision while 
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retaining the current practice for national applications 
filed under 35 U.S.C. 111, and (2) procedures adequate 
for applicants to proceed under Chapter II of the Patent 
Cooperation Treaty. 

Effective Date: July 1, 1987. 

For Further Information Contact: Louis O. Maassel by 
telephone at (703) 557-3070 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This final rule change relates 
to (1) questions of unity of invention which may arise in 
international applications when searched as an Interna- 
tional Searching Authority and when examined as an In- 
ternational Preliminary Examining Authority by the 
United States Patent and Trademark Office (USPTO) 
and during the national stage in the United States as a 
Designated Office after entry under 35 U.S.C. 371 pur- 
suant to the Patent Cooperation Treaty (PCT) and (2) 
procedures to be followed and fees to be paid under 
Chapter II of the Patent Cooperation Treaty. The rule 
change will also increase the amount of the international 
search fees and national fees in international applications 
in view of increased average effort required by the 
USPTO because of changes in the rules relating to unity 
-d — No fees are being established under 35 


Background Information 
Unity of Invention 


The May 28, 1986, decision in Caterpillar Tractor Co. 
v. Commissioner of Patents and Trademarks, 231 USPQ 
590 (E. D. Va., 1986) held that the Patent and Trade- 
mark Office interpretation of 37 CFR 1.141(b)(2) as ap- 
plied to unity of invention determinations in internation- 
al applications was not in accordance with the Patent 
Cooperation Treaty and its implementing rules. In the 
Caterpillar international application, the USPTO, acting 
as an International Searching Authority, had held lack 
of unity of invention between a set of claims directed to 
a process for forming a sprocket and a set of claims 
drawn to an apparatus (die) for forging a sprocket. The 
court stated that it was an unreasonable interpretation to 
say that the expression “specifically designed” as found 
in PCT Rule 13.2(ii) means that the process and appara- 
tus have unity of invention if they can only be used with 
each other, as set forth in the Manual of Patent Examin- 
ing Procedure (MPEP) §806.05(e). 

Therefore, when the Patent and Trademark Office 
considers international applications as an International 
Searching Authority, as an International Preliminary Ex- 
amining Authority, and during the national stage as a 
Designated or Elected Office under 35 U.S.C. 371, PCT 
Rule 13.1 and 13.2 will be followed when considering 
unity of invention of claims of different categories with- 
out regard to the practice in national applications filed 
under 35 U.S.C. 111. No change is being made in the 
current restriction practice in United States national ap- 
plications filed under 35 U.S.C. 111 outside the PCT. 
No change in practice is being made in regard to claims 
of the same category of invention either in PCT interna- 
tional applications or in U.S. national applications. Any 
such change in U.S. national restriction practice would 
require a statutory change in the fee levels in order to 
cover the additional examining effort required in indi- 
vidual patent applications. 

The unity of invention procedures set forth in the 
rules are already being substantially followed by the ex- 
aminers in the USPTO as a result of the notice signed 
on Aug. 15, 1986, and published in the Official Gazette 
on Sept. 9, 1986 at 1070 O.G. 11. The notice of Sept. 9, 
1986 and any prior notices or policies relating to unity 
of invention which are inconsistent with the rules and 
procedures in this final rules notice are superseded to 
the extent that they are inconsistent. 

The unity of invention practice set forth in PCT Rule 
13 will be applied in national stage applications entered 
under 35 U.S.C. 371 because 35 U.S.C. 372(b)(2) pro- 
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vides that “The Commissioner may cause the question of 
unity of invention to be reexamined under section 121 of 
this title, within the scope of the requirements of the 
treaty and the Regulations”. However, continuing appli- 
cations filed under 35 U.S.C. 111 of international appli- 
cations under the provisions of 35 U.S.C. 365(c) will be 
subject to the same restriction practice as other United 
States national applications filed under 35 U.S.C. 111. 
However, it is noted that where several inventions have 
been searched in the parent international application, the 
examination of such inventions in a continuing national 
application may not be burdensome and the examiner 
may consider all the inventions in such an application 
without making a restriction requirement. 


Implementation of Unity of Invention Practice in Interna- 
tional Applications and National Stage Applications En- 
tered Under 35 U.S.C. 371 


(1) The practice established by these rules for interna- 
tional and national stage applications will not be applied 
to national applications filed under 35 U.S.C. 111. 

(2) The praciice established by these rules will not af- 
fect the treatment of the claims of any applications (na- 
tional or international) where the question of lack of uni- 
ty of invention relates to other than different categories 
of invention issues. 

Therefore, restriction and unity of invention practice 
involving, for example, Markush type claims, genus-spe- 
cies, intermediate-final product or combination- 
subcombination situations is not affected for any applica- 
tions by this rule change. 

(3) The criteria of §1.141 would continue to be appli- 
cable to U.S. national applications filed under 35 U.S.C. 
111 in a manner similar to that in effect prior to the Cat- 
erpillar decision and essentially the same as the practice 
which was in effect for many years prior to the PCT 


implementation. That is, national restriction practice will 
continue as set forth in MPEP Chapter 800, as modified 
in 1046 O.G. 2 for the practice ae to product, pro- 


cess of making and process of using. The practice in this 
latter situation is that a three way requirement for re- 
striction can only be made where the process of making 
is distinct from the product (i.e., the requirements of 
MPEP 806.05(f) are met). Otherwise, claims to the pro- 
cess of using must be joined with the claims directed to 
the product and the process of making the product even 
though a showing of distinctness between the product 
and process of using the product (MPEP 806.05(h)) 
Tie. made. This concept is included in paragraph 
1.141(b). 

(4) Under the rules, the criteria of PCT Rule 13.2 will 
be applied when considering unity of invention of claims 
drawn to different categories of invention in internation- 
al applications as an International Searching Authority, 
International Preliminary Examining Authority, and as a 
Designated or Elected Office in international applica- 
tions which enter the national stage under 35 U.S.C. 
371. 

(5) Under the rules, in applying PCT Rule 13.2 to in- 
ternational applications as an International Searching 
Authority, an International Preliminary Examining Au- 
thority and to national stage applications under 35 
U.S.C. 371, examiners will consider for unity of inven- 
tion all of the claims to different categories of invention 
in the application and will permit retention in the same 
application for searching and/or examination, claims to 
the categories which meet the requirements of any one 
of PCT Rule 13.2(i) to (iii). 

Under the rules, the USPTO will also permit in the 
same international or national stage application the fol- 
lowing two combinations: 

(1) An independent claim for a given product and an 
independent claim for a process specially adapted for the 
manufacture of said product. 

(2) An independent claim for a given product and an 
independent claim for a process of using the said pro- 
duct. 
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Under the rules, if an application contains a combi- 
nation of categories of claims which do not fall within 
any one of the combinations of PCT Rule 13.2(i) to 
(iii) or additional combinations (1) or (2) above, i.e., 
they claim more or less categories of invention than 
permitted in any one of PCT Rule 13.2(i to (iii) or 
combination (1) or (2) above, unity of invention may 
not be present. 

Further, an independent claim for a use in PCT Rule 
13.2(i) and combination (2) above will be construed as 
being limited to a claim directed to a process of using. 
In determining unity of invention under PCT Rule 
13.2(i) and (iii) and combination (1) above, under the 
rules, the examiner will consider the word “specially” 
which —— before “adapted” to be an emphasis word 
rather t a limitation. In determining unity of inven- 
tion under PCT Rule 13.2(ii), the examiner will consider 
the word “specifically” which appears before 
“designed” to be an emphasis word rather than a limita- 
tion. 

Under the rules, if an application includes claims to all 
the categories of invention set forth in any one of PCT 
Rule 13.2(i), (ii), (iii), combinations (1) or (2) above, and 
no additional categories of invention are present, unity 
of invention will exist and no additional fees will be re- 
quired or restriction requirement made. 

For example, if an application contained claims to 
only a process for the manufacture of a product and 
claims to a use of a product and no product claim is 
present, there will be lack of unity of invention since the 
provisions of Rule 13.2(i) do not apply because claims to 
all categories of invention set forth in PCT Rule 13.2(i) 
are not included in the application and the process for 
manufacture of a product is independent of the use of 
the product since neither is dependent on the other. 
Also if claims to all three categories of PCT Rule 13.2(i) 
were present at the time of the first Office action in a 
national stage application and all the product claims are 
rejected in the first Office action, a requirement for re- 
striction could also be made, if appropriate, in view of 
independent inventions being in the application without 
an allowable linking (product) claim. 

Under the rules, where claims to a category of inven- 
tion in addition to. those listed in any one of PCT Rule 
13.2 (i), (ii), (iii) or combinations (1) or (2) above are in- 
cluded in an application, unity of invention may be 
lacking between the claims drawn to the combination of 
the categories of invention set forth in any one of PCT 
Rule 13.2(), (ii), or (iii) or combinations (1) or (2) 
above, and the claims to the additional category of in- 
vention. For example, if an application contains claims 
to a process for manufacture, claims to an apparatus or 
means for carrying out the process and claims to a pro- 
cess of using the product manufactured, there could be 
lack of unity of invention. In such a situation the exam- 
iner should group the claims to the process for manufac- 
ture and the claims for an apparatus or means for carry- 
ing out the process because unity of these two 
categories exists under PCT Rule 13.2(ii). The claims to 
the use of the product can be separately grouped if the 
“use” is shown to be “independent and distinct” of both 
the “process for manufacture” and the “apparatus or 
means for carrying out the process” as provided in 
Chapter 800 of the Manual of Patent Examining Proce- 
dure (MPEP). 

When the claims presented in an application are di- 
rected to several categories of invention under the rules 
so that more than one paragraph of PCT Rule 13.2 and 
combinations (1) or (2) above applies, the examiner 
would inspect the claims to see if the categories of in- 
vention set forth in PCT Rule 13.2, paragraphs (i), (ii) 
and (iii), and then combinations (1) or (2) above are 
present in the application in that order. For example, if 
the categories of PCT Rule 13.2(i) are found in the ap- 
plication, the claims to those categories stated in PCT 
Rule 13.2(i) will be considered as one invention and any 
claims to different categories of invention will be re- 
viewed to determine if they are “independent and dis- 
tinct” of all the claims covered in PCT Rule 13.2(i) in 
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accordance with the provisions of Chapter 800 of the 
MPEP. 

(6) Under PCT Rule 13.2 and combinations (1) and (2) 
above, unity will exist where the claims are limited to 
one invention in each category of invention recited. For 
example, under PCT Rule 13.2(i), claims are permitted 
to one product, one process of manufacturing the prod- 
uct and one use of the product. If multiple products, 

rocesses of manufacture or uses are claimed, the first 
invention in the category first mentioned in the claims 
would be considered as the elected invention under the 
rules. The first recited invention of each additional cate- 
gory which is related to the first invention as indicated 
in the previous sentence will be considered elected. Ac- 
cordingly, for example, if multiple products are claimed, 
the first recited product will be considered to be con- 
structively elected and if multiple processes adapted for 
making and/or using the product are claimed, the first 
recited process will also be constructively elected. Any 
additional inventions of the same category will be sub- 
ject to payment of additional fees during the internation- 
al stage. In a national stage application submitted under 
35 U.S.C. 371 any such holding by the examiner will be 
made in the form of a restriction requirement. Such a re- 
striction requirement will be made on the basis of crite- 
ria set forth in MPEP Chapter 800. Applicant will have 
the right to traverse such a restriction requirement in 
the response to the Office action. 

(7) Inventions of different categories, to have unity of 
invention, must be related rather than independent in- 
ventions. For example, the product as claimed in PCT 
Rule 13.2(i) and combinations (1) and (2) above must be 
capable of being made by the claimed process for manu- 
facture or being used in the claimed process of use. 
Likewise in PCT Rule 13.2(ii), the apparatus as claimed 
must be capable of carrying out the claimed process. In 
PCT Rule 13.2(iii), the claimed process of manufacture 
must be capable of preparing the claimed product and 
the claimed apparatus or means must be able to perform 
the claimed process of manufacture. 

(8) Under §§1.494 and 1.495, applicants must indicate 
on all application papers filed for entry under 35 U.S.C. 
371 that the filing is being made under 35 U.S.C. 371. 
Otherwise, the application papers will be treated as hav- 
ing been filed under 35 U.S.C. 111. 


Patent Cooperation Treaty, Chapter II 


The Patent Cooperation Treaty became effective for 
the United States on Jan. 24, 1978. The United States, 
however, was one of six countries (out of the 40 
countries who have ratified or acceded to the Treaty) 
which had reservations not to be bound by Chapter II. 
The document removing the reservation as to Chapter 
II was deposited with the Director General of the 
World Intellectual Property Organization on Apr. 1, 
1987. Accordingly, Chapter II of the Treaty for the 
United States of America, Pub. L. 99-616 and these final 
— become effective 3 months later on July 1, 

87. 

Chapter I of the Patent Cooperation Treaty provides 
a standardized application format and a centralized filing 
procedure for international patent applications. Pursuant 
to Chapter I, an applicant may submit an International 
application, designating those member countries in 
which the applicant desires patent protection. Filing an 
international application has the same effect as filing a 
separate application in all designated member states with 
respect to the filing date. In addition, by filing an inter- 
national application, the applicant does not have to incur 
the expenses associated with national patent prosecution 
in the designated countries until 20 months from the pri- 
ority date of the international application. During this 
period, the applicant obtains an international search re- 
port citing prior art deemed to be relevant to the claims 
of the invention contained in the international applica- 
tion. This helps the applicant decide whether to proceed 
with patent prosecution in the various countries original- 
ly designated. 
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Chapter II of the Patent Cooperation Treaty provides 
two further benefits for the applicant. First, an addition- 
al 10 months is allowed, for a total of 30 months from 
the priority date of the international application, before 
the A. wren must decide whether to proceed with na- 
tional patent prosecution in the elected countries. Sec- 
ond, the applicant is provided with an international pre- 
imi examination report. In contrast to the 
international search report, which provides citations of 
aes pertinent to the invention, the international pre- 
iminary examination report is a non-binding opinion 
from an International Preliminary Examining Authority 
as to whether the invention is novel, involves an inven- 
tive step (is non-obvious), and is industrially applicable. 
A preliminary examination report will be established 
within 28 months from the priority date. This prelimi- 
nary examination report, together with the additional 10 
months before the decision to proceed with national 
prosecution is required, places the applicant in a better 
position to consider commercial factors associated with 
the invention and to decide whether to pursue patent 
protection in the various elected countries. 

To take advantage of these benefits provided by 
Chapter II, an applicant must file a “Demand” for a pre- 

imi examination in an appropriate International Pre- 
liminary Examining Authority prior to the expiration of 
the 19th month from the priority date and pay certain 
fees. The final rules establish the amounts of some of the 
necessary fees and procedures under Chapter II and also 
group all the rules unique to international applications in 
a separate area of the regulations. The rules fall into 
three groups: (1) those directed to procedures under 
Chapter I, (2) those directed to procedures under Chap- 
ter II, and (3) those directed to entering the national 
stage under 35 U.S.C. 371. 


Changes From the Proposed Rules 


In §1.475, a new paragraph (f) has been added which 
sets forth in the rules the exact wording of PCT Rule 13. 
PCT Rule 13 was included in the proposed rules as a foot- 
note. The incorporation of the wording of PCT Rule 13 
into §1.475(f) will make it easier to refer to and easier to 
locate. Sections 1.475, 1.476, 1.487 and 1.499 are also 
changed to refer to §1.475(f) rather than footnote 1. 

In §1.480(c), the wording has been clarified by adding 
a reference to the election of the United States. 

Section 1.484(f) has been modified from the proposal 
to permit more than one interview in those situations 
where the examiner considers that an additional inter- 
view would be helpful. 

In §1.485, paragraph (b) has not been included since 
the substance thereof is set forth in §1.484(d). 

In §1.492(a)(2) and (3), “i” has been deleted in order 
to refer to both §1.445(a)(2)(i) and (ii). 

An pyran paw (a)(4) has been added to §1.492 
and an additional paragraph (b) has been added to §1.496 
which provide for a substantially reduced national fee and 
special procedure, respectively, where the application has 
satisfied the requirements of novelty, inventive step (non- 
obviousness) and industrial applicabiity before the United 
States International Preliminary Examining Authority as 
to the identical claims which are in the application at the 
national stage in the Patent and Trademark Office. 
Amendments during subsequent prosecution will only be 
permitted in response to an examiner’s rejections or objec- 
tions. Thus, no new claims are permitted. Therefore, most 
of such cases will require little or no prosecution to satisfy 
the requirements for patentability. The title of §1.496 has 
been broadened in view of the new paragraph (b) and pro- 
posed§ 1.496 has been redesignated as paragraph (a). 

In §§1.494 and 1.495, an additional paragraph has been 
added to indicate the date of abandonment of an interna- 
tional aplication as to the United States if the require- 
ments of 35 U.S.C. 371(c) are not timely fulfilled. 


Response to Comments Received 


Specific comments were received on several of the 
proposed rules, particularly those relating to unity of in- 
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vention and fees. Sixteen letters submitting written com- 
ments were received. Oral testimony was presented by 
five persons at the public hearing conducted on Apr. 6, 
1987 resulting in 46 pages of testimony. All of the writ- 
ten and oral comments were considered in adopting the 
changes set forth herein. Comments suggesting modifica- 
tions to the proposed rules or requesting clarification 
thereto appear below with responses thereto. 

Comment: 

A question was raised as to whether the deadline for 
filing a continuing application under 35 U.S.C. 365(c) 
and 120 was 20 or 22 months under Chapter I and 30 or 
32 months under Chapter II. 

Reply: 

The Patent and Trademark Office considers the inter- 
national application to be pending until the 22nd month 
from the priority date if the United States has been desig- 
nated and no Demand for International Preliminary Ex- 
amination has been filed prior to the expiration of the 19th 
month from the priority date and until the 32nd month 
from the priority date if a Demand for International Pre- 
liminary Examination which elected the United States of 
America has been filed prior to the expiration of the 19th 
month from the priority date provided that a copy of the 
international application has been communicated to the 
Patent and Trademark Office within the 20 or 30 month 
period, respectively. If a copy of the international applica- 
tion has not been communicated to the Patent and Trade- 
mark Office within the 20 or 30 month period respective- 
ly, the international application becomes abandoned as to 
the United States 20 or 30 months from the priority date 
respectively. These periods have been placed in the rules 
as paragraph (h) of §1.494 and paragraph (i) of §1.495. A 
continuing application under 35 U.S.C. 365(c) and 120 
may be filed anytime during the pendency of the interna- 
tional application. 

Comment: 

A comment was received concerning the situation 
where a continuing application is filed under 35 U.S.C. 
365(c) of an international application which claims prior- 
ity of an earlier filed foreign application as to (1) wheth- 
er the applicant must specifically claim priority in the 
continuing application and (2) whether the certified 
copy of the priority application which may have been 
communicated to the Patent and Trademark Office by 
the International Bureau may be relied upon without 
any need to file a certified copy of the priority applica- 
tion in the continuing application. 

Reply: 

As to item (1), it is necessary under the statute for the 
applicant to claim priority in the continuing application. 
Otherwise there is no indication that such benefit is de- 
sired in the continuation and the information may not be 
present for printing of any subsequent patent. 

As to item (2), the certified copy of the priority appli- 
cation communicated by the International Bureau is 
placed in a folder and is not assigned a U.S. serial num- 
ber unless the national stage is entered. Such folders are 
disposed of if the national stage is not entered. There- 
fore such certified copies may not be available if needed 
later in the prosecution of a continuing application. An 
alternative would be to physically remove the priority 
documents from the folders and transfer them to the 
continuing application. The resources required to re- 
quest transfer, retrieve the folders, make suitable record 
notations, transfer the certified copies, enter and make of 
record such copies in the continuing applications is sub- 
stantial. Accordingly, the priority documents in folders 
of international applications which have not entered the 
national stage may not be relied on. 

Comment: 

One comment raised the question whether a continu- 
ing application filed under 35 U.S.C. 111 and entitled to 
the benefit of a prior international application designat- 
ing the United States under 35 U.S.C. 365(c) and 120 
would be subject to the PCT unity practice of §1.499 or 
the national restriction practice under §1.141. 

Reply: 

A continuing application filed under 35 U.S.C. 111 

would be subject to the national restriction practice as 
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set forth in §1.141 and Chapter 800 of the Manual of Pa- 

tent Examining Procedure. Only those international ap- 

—— entering the national stage under 35 U.S.C. 
71 and §1.494 or §1.495 would be subject to the unity 

of invention practice set forth in §1.499. 

Comment: 

Five comments were made to the effect that the unity 
practice set forth in the rules was not consistent with 
the unity of invention criteria currently under discussion 
in the WIPO “harmonization” treaty meetings. 

Reply: 

At the present time there appears to be no agreed 
upon unity practice in the harmonization meetings. Only 
a discussion document has been prepared by WIPO. The 
Patent and Trademark Office is currently making a very 
intensive study of unity of invention in the United 
States, Japan and the European Patent Office. The prac- 
tice which may result from this study and subsequent 
discussions is also not clear at this time. For these rea- 
sons as well as the fee implications of such a change, it 
is considered | to proceed with a clarification 
of the unity of invention practice which is to be used as 
part of the regulations for use by patent applicants and 
examiners at this time and, if modification of the prac- 
tice is required in the future, appropriate changes in the 
law and the rules will be made at that time. 

Comment: 

Two comments argued that the difference in treat- 

ae) unity of invention is contrary to 35 U.S.C. 
a). 


Reply: 
35 U.S.C. 372(a) states: 


All questions of substance and, within the scope of 
the requirements of the treaty and Regulations, pro- 
cedure in an international application designating the 
United States shall be determined as in the case of 
national applications regularly filed in the Patent and 
Trademark Office. 


This section is interpreted as relating only to substan- 
tive questions of patentability which includes matters 
such as the definition of prior art. See PCT Article 
27(5). If section 372(a) were interpreted to include items 
other than those relating to substantive questions of pat- 
entability, items such as requirements to obtain a filing 
date would be included. Clearly, an international appli- 
cation must only meet the filing date requirements of 
PCT Article 11(1) even though a U.S. national applica- 
tion must meet the requirements of 35 U.S.C. 111. 
Comment: 

One comments was received stating that the U.S. 
rules should define prior art for PCT purposes and also 
the manner of issuing International Preliminary Exami- 
nation Reports. 

Reply: 

Prior art for PCT purposes is already defined in PCT 
Rule 64 and the procedures are set forth in PCT Rules 
66 and 70. To repeat the substance of these PCT rules in 
the U.S. rules would be duplicative and possibly lead to 
different interpretations if different wording was used. 
Comment: 

One comment inquired whether the International Pre- 
liminary Examining Report was binding on a USPTO 
examiner in the national stage. 

Reply: 

An International Preliminary Examination Report is 
not binding on a USPTO examiner. PCT Article 33(1) 
clearly states that the “objective of the international pre- 
liminary examination is to formulate a preliminary and 
non-binding opinion.” Since the USPTO has had no ex- 
perience with International Preliminary Examination Re- 
ports prepared by foreign offices, as well as foreign of- 
fices having no experience with Reports prepared by the 
USPTO, the degree of reliance on such Reports in the 
national stage cannot be determined at the present time. 
Studies underway with the European Patent Office and 
the Japanese Patent Office regarding inventive step and 
other matters and experience with Reports from other 
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International Preliminary Examining Authorities may be 
helpful in further addressing this question in the future. 
Comment: 

Two comments were received asking why §1.141(b) 
was being changed since there was no change in U.S 
restriction practice. 

Reply: 

No change is being made in U.S. restriction practice 
in applications filed under 35 U.S.C. 111. The amend- 
ments to §1.141 basically delete expressions used in the 
Patent Cooperation Treaty which are not used in U.S. 
national practice. The criteria deleted from §1.141(b) 
still remain in Chapter 800 of the Manual of Patent Ex- 
amining Procedure. 

Comment: 

One comment was made that any interpretation by the 
PTO of the PCT Unity language will carry over to the 
Harmonization Treaty. 

Reply: 

The U.S. delegation to the WIPO harmonization 
meetings has several times requested that guidelines be 
prepared for consideration with the Unity of Invention 
Article and Rules. Any interpretation of future treaty 
wording would be controlled by the guidelines. 
Comment: 

Three comments were received that the PTO is 
attempting to promulgate a variation of PCT Rule 13 
which is contrary to the Caterpillar decision because the 
U.S. rules are not identical in scope with PCT Rule 13. 
Reply: 

The U.S. rules relating to Unity of Invention are con- 
sidered to be in accordance with PCT Rule 13 and the 
Caterpillar decision. Rules 1.475, 1.487 and 1.499 are not 
identical with PCT Rule 13.2 because the U.S. rules are 
somewhat broader because additional combinations are 
included. The U.S. rules are also consistent with the 
Caterpillar decision because this decision related only to 
the interpretation of the expressions in PCT Rule 13.2. 
Comment: 

One comment inquired as to the amount of the han- 
dling fee. 

Reply: 

The amount of the handling fee is set forth in the 
SCHEDULE OF FEES appearing at the end of the 
PCT Rules. These fees are stated in Swiss Francs. The 
current amount for the Handling Fee is 200 Swiss 
Francs. The amount in U.S. dollars will be established 
by the Director General based on the current exchange 
rates as provided in PCT Rule 57.2(c). 

Comment: 

One comment pro that a rule be implemented 
under which an examiner must complete the first written 
= within two months of the filing of the Demand. 
Reply: 

Although the Office will expect an examiner to begin 
the International Preliminary Examination as early as 
possible after receipt, delay in issuing the written opin- 
ion may occur because the International Preliminary Ex- 
amination fee was paid later than the filing of the De- 
mand under PCT Rule 58.2, the application contains 
defects in form or contents or the application lacks unity 
of invention. Thus, such a rule would not be appropri- 
ate. 

Comment: 

One comment questioned the need to re-impose re- 
striction (holding of lack of unity of invention) if a link- 
ing claim is not allowable. 

Reply: 

There is no mandatory requirement that the examiner 
impose a holding of lack of unity if the linking claim is 
shown to lack novelty and inventive step. However, if 
such a possibility did not exist, applicants could present 
broad generic claims to entire classes of inventions and 
thereby prevent any subsequent holding of lack of unity 
by the examiner. 

Comment: 

One comment suggested that applicants in national pa- 
tent applications be allowed to take advantage of the 
PCT unity criteria by paying a surcharge. 
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Reply: 

uch a fee is not provided for under 35 U.S.C. 41 and 
would appear to require legislative action. 
Comment: 

Three comments suggested that the increases in the 
search fees were either unlawful or inconsistent with the 
spirit of the Patent and Trademark Office Authorization 
Act passed by Congress in 1986 in view of the freeze 
imposed thereby. 


Reply: 
The Patent and Trademark Office Appropriations Act 
(Public Law 99-607) at Sec. 3(b) states. 


(b) PATENT FEES.—The Commissioner of Pa- 
tents and Trademarks may not, during fiscal years 
1986, 1987, and 1988, increase fees established under 
section 41(d) of title 35, United States Code, except 
for purposes of making adjustments which in the ag- 
gregate do not exceed fluctuations during the previ- 
ous 3 years in the Consumer Price Index, as deter- 
mine? by the Secretary of Labor. The Commissioner 
also may not establish additional fees under such sec- 
tion during such fiscal years. 


The legislative history also makes clear that the prohi- 
bition against fee increases relates only to those fees es- 
tablished under section 41(d) and indicates that fees for 
new types of processing, services, or materials are not 
prohibited. The prohibition in the appropriation authori- 
zation is strictly limited to fees established under 35 
U.S.C. 41(d) and does not affect the authority of the 
Commissioner to set fees under the Patent Cooperation 
Treaty. Note 35 U.S.C. 376 which authorizes the Com- 
missioner to set fees for both the international and na- 
tional stages. The new services relating to unity of in- 
vention are clealry not within the scope of the 
appropriation authorization restriction. 

Comment: 

Three comments stated that the $100 fee increase for 
an international search is clearly excessive. 
Reply: 

The increase in the search fee is to recover the aver- 
age estimated additional cost of processing international 
applications with claims to more inventions than were 
permitted when the current search fees were established. 
The increase is established also to provide for an 
expected higher percentage of international applications 
containing claims to more than one category of inven- 
tion. If experience shows these expectations were in er- 
ror, fees will be adjusted in the future. 

Comment: 

One comment stated that the increase in the interna- 
tional search fee was not justified by Caterpillar Tractor 
Co. v. Commissioner of Patents and Trademarks, 231 
USPQ 590 (E. D. Va. 1986) which merely clarified an 
aspect of existing law and did not change it. 

Reply: 

The decision in the Caterpillar case indicated that the 
Office’s criteria for unity of invention on which the 
amount of the search fee was determined were too strict 
in construing the language of the Treaty and that 
broader criteria were permitted under the terms of the 
Treaty. Fees under the Patent Cooperation Treaty were 
set based on pre-Caterpillar interpretations of PCT Rule 
13.2 by the Patent and Trademark Office. Since such 
broader criteria require a more extensive search than 
that on which the search fee was previously calculated, 
an increase in the search fee is necessary to cover the 
cost of the additional search required under the broader 
criteria in accordance with the Caterpillar decision. 
Comment: 

One comment stated that the increase in the interna- 
tional search fee penalizes an applicant presenting clear- 
ly a single invention. 

Reply: 

A broadening of the interpretation of unity of inven- 
tion and the increase in the average amount of work 
required in searching an international application results 
in a higher fee being required. A more narrow interpre- 
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tation of unity of invention permits a lower average fee 
and would tend to benefit applicants with a clearly sin- 
gle invention. The Caterpillar decision and majority of 
comments received supported a more liberal interpreta- 
tion of unity of invention. Testimony at the hearing indi- 
cated a ae for spreading any additional costs 
among all applicants. 
Comment: 

One comment was received which suggested that 
§1.484(d) be amended by adding a further sentence. 


If, after receipt of any response to the written 
opinion, the Examiner is of the opinion that some or 
all of the claims are not patentable, the Examiner 
shall issue a second written opinion which identifies 
any patentable subject matter, including any sugges- 
tions for claim modification to properly define the in- 
vention. 


Reply: 

The wording of the proposed sentence is clearly inap- 
propriate since the International Preliminary 
Examination Report does not make any determination of 
“patentability.” Note PCT Article 35(2). Furthermore, 
the time limits for issuing an International Preliminary 
Examination Report are such that there may not be suf- 
ficient time in most cases to issue a second opinion and 
receive a response thereto. Modifications in the inter- 
view practice are a more practical way of assuring a 
more complete and thorough international preliminary 
examination. 

Comment: 

One comment suggested that §1.484(f) be amended to 

read: 


An applicant will be permitted at least [no more 
than] one personal [or telephone] interview, which 
must be conducted prior to 27 months from the priori- 
ty date [during the non-extendable time limit for re- 
sponse by the applicant to the written opinion]. 


Reply: 

A less restrictive interview policy has been incorpo- 
rated into §1.484(f). The period for an interview cannot 
be delayed until the 27th month from the priority date 
since this is the time at which the examiners will be re- 
quired to complete their Reports in order to allow time 
for reviews and mailing. 

Comment: 

One comment proposed that §1.485 be amended as 

follows: 


The time limit for response in a written opinion of 
the International Preliminary Examining Authority 
may not be extended to expire beyond 27 months from 
the priority date, without the permission of the Group 
Director. 


Reply: 

No need is seen to limit the end of the response peri- 
od to the end of the 27th month since the period will be 
set by the examiner when a written opinion is mailed. 
The time limit cannot be extended (§1.484(d)) due to 
tight time frames for establishing the International Pre- 
liminary Examination Report within 28 months from the 
priority date. The time limits for response to a written 
opinion are set forth in PCT Rule 66.2(d). 

Comment: 

Two written comments and the ora! testimony indi- 
cated that the fees for entering the national stage should 
be considerably less after an international search and 
preliminary examination. The small $40.00 reduction in 
national stage fees is criticized as too small and a token 
fee of $40-$50 is stated as being more reasonable. 

Reply: 

The fees are based on an adjustment of the U.S. filing 
fee based on estimated additional work or savings. How- 
ever, in view of the comments, an additional basic na- 
tion fee level has been added as §1.492(a)(4) for those 
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situations where the Patent and Trademark Office has 
established an International Preliminary Examination 
Report which indicates that all the claims entering the 
national stage have satisfied the criteria of PCT Articles 
31(1) to (4). Current studies of the benefit of having 
PCT search reports from the searching authorities indi- 
cate an improvement in quality but no overall reduction 
in search or examinin; ing time. The search report from 
other than international searching authorities, with rare 
exceptions, does not allow the USPTO examiner to 
eliminate any part of the national search. 

Comment: 

One comment argued that reciprocal treatment should 
be given to foreign applicants for benefits given U.S. ap- 

licants. 

eply: 

Although the European Patent Office offers a 20% re- 
duction of only the search fee portion of its national 
stage entry fees, the resulting fee of a little under $1000 
at current exchange rates is still more than twice the 
amount of the highest U.S. national fee. In Japan the na- 
tional fee for requesting examination is currently 26,000 
yen (a little under $200 at current exchange rates) where 
the search report was not prepared by the Japanese Pa- 
tent Office and 6,000 yen if the search report was pre- 


pared by the Japanese Patent Office. 
Comment: 

One comment urged that the U.S. rules match the less 
restrictive EPO rules with regard to the issuance of 
more than one written opinion and providing additional 
opportunity for the applicant to comminicate with the 


examiner. 
Reply: 

The proposed rules (§1.484) have been modified to 
provide for a less restrictive interview practice. The ex- 
aminer should permit interview(s) during the time limit 
for response to the written opinion where such inter- 
views would be useful and time is available to permit is- 
suance of the International Preliminary Examination Re- 
port prior to the deadline of 28 months after the priority 
date. 

Although nothing in the rules limit the proceedings to 
one written opinion, most demands are expected to be 
filed near the end of the 19th month deadline. Prepara- 
tion of the first written opinion may be delayed because 
the fees were not paid at the time of filing the Demand, 
formal errors are found in the documents or unity of in- 
vention is lacking. The time limits for a reply to the first 
written opinion will normally be set at 2 months, al- 
though 3 months may be given where the time limit for 
reply ends prior to 25 months from the priority date. 
Response by the 25th month will allow the examiner 2 
months to prepare the International Preliminary Exami- 
nation Report. 

However, a Demand may be filed much earlier than 
19 months from the priority date and International Pre- 
liminary Examination may begin early as provided for in 
PCT Rule 69.1(b). Where time and other circumstances 
permit, a second written opinion may be provided, pos- 
sibly with a one month time limit for reply. 

Comment: 

One comment stated that proposed §1.485(b) is a du- 

plication of §1.484(d). 


Reply: 

, Taeseed paragraph (b) has been deleted in final rule 
485. 

Comment: 

One comment stated that procedures for the manner 
of issuing International Preliminary Examination Re- 
ports should be set forth in the U.S. rules. 

Reply: 

Items already specifically covered in the PCT articles 
and rules are not needed in U.S. rules. The agreement 
with WIPO also regulates these matters as do the PCT 
search and preliminary examination guidelines. 
Comment: 

One comment stated that the treatment of the Interna- 
tional Preliminary Examination Report (IPER) by the 
USPTO at the national stage is not clear. 
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Reply: 

The IPER will be considered along with other rele- 
vant information when conducting a national examina- 
tion for patentability. PCT Article 33(1) indicates that 
the objective of the International Preliminary Examina- 
tion Report is to formulate a preliminary and non-bind- 
ing opinion; it is not binding on any office. Any new 
questions relating to patentability may be raised. 
Comment: 


ly: 

The dual standard is necessary since the fees for pa- 
tent applications filed under 35 U.S.C. 111 were set 
based upon an application being limited to one invention 
as defined at the time the fees were set which differs 
from the interpretation of unity under PCT required in 
view of the Caterpillar decision. 

Comment: 

One comment stated that if additional PCT interna- 
tional search fees are required they should be made by 
statutory change. 

Reply: 

The Commissioner is authorized by statute (35 U.S.C. 
376) to set the national fee for PCT origin applications. 
Any change in national restriction practice for applica- 
tions filed under 35 U.S.C. 111 would be made only af- 
ter statutory change. 

Comment: 

One comment indicated that in view of the Caterpillar 
decision holding the Office interpretation of “speci: af 
designed” to be an unreasonable interpretation, the Of- 
fice is proposing a double standard. 

Reply: 

U.S. national law under 35 U.S.C. 121 does not re- 

quire a consideration or interpretation of “specifically 


designed” to be made. This must only be made in PCT 
cases and those entering the national stage under 35 
U.S.C. 371. 


Discussion of Specific Rules 


Section 1.8 is amended to indicate clearly that the cer- 
tificate of mailing procedures thereunder may not be 
used for the filing of papers and fees relating to interna- 
tional applications. It should be noted that the provisions 
of §1.10 regarding the filing of papers or fees by “Ex- 
press Mail” apply to all papers and fees to be filed in the 
Patent and Trademark Office, including those relating to 
international applications. 

Section 1.61 “Filing of applications in the United States 
of America as a Designated Office” is removed and the 
substance thereof moved to new §1.494. Section 1.70 
“Oath or declaration under 35 U.S.C. 371(c)(4)” is re- 
moved and the substance thereof moved to new §1.497. 
These moves result in the rules relating to the internation- 
al applications entering the national stage being located in 
a single area of the rules. 

Section 1.101 is amended to remove the discussion of 
the order of examination for international applications en- 
tering the national stage, which is covered by new §1.496. 

Section 1.141 is amended to basically return the rule to 
its wording prior to the 1978 rule change implementing 
the Patent Cooperation Treaty and will be directed solely 
to national applications. This will avoid confusion with 
PCT Rule 13.2 which was interpreted by the court in Cat- 
erpillar Tractor Co. v. Commissioner of Patents and Trade- 
marks, supra, to have a different meaning than intended in 
present §1.141. It does, however, retain for applicants the 
ability to claim a “reasonable number” of species rather 
than only 5, which limit existed prior to the 1978 rule 
change. Paragraph (b) continues the practice stated in the 
Official Gazette notice of Aug. 1, 1984 published at 1046 
O.G. 2. Unity of invention in international applications 
before the USPTO as an International Searching Authori- 
ty under Chapter I of the Patent Cooperation Treaty is 
covered by §1.475. Unity of Invention before the USPTO 
as an International Preliminary Examining Authority un- 
der Chapter II of the Patent Cooperation Treaty is cov- 
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ered by §1.487. Unity of invention in international appli- 
cations entering the national stage under 35 U.S.C. 371 is 
covered by §1.499. 

Section 1.401 is amended to include the definition of 
some terms used for Chapter II of the Patent Coopera- 
tion Treaty. 

Section 1.414 is amended to include reference to the 
United States Patent and Trademark Office functioning 
as an Elected Office under Chapter II of the Patent Co- 
operation Treaty as well as a Designated Office under 
Chapter I. 

Section 1.416 is added to indicate and describe the 
functioning of the United States Patent and Trademark 
Office as an International Preliminary Examining Au- 
thority under Chapter II of the Patent Cooperation 
Treaty. 

Section 1.431 and 1.432 are amended, in accordance 
with PCT Rule 15.4(b)(ii) and amended 35 U.S.C. 361, 
to indicate that the time limit for payment of the desig- 
nation fee is one year from the priority date or one 
month from the date of receipt of the international appli- 
cation if that one month time limit expires after the expi- 
ration of one year from the priority date. 

Section 1.445 is amended to increase the amount of the 
international search fees to provide for recovery of the 
average additional cost of processing applications with 
claims to more inventions than were permitted under the 
unity of invention criteria used when the previous interna- 
tional search fee amounts were established. The amounts 
for national stage fees are removed from §1.445 and are 
now set forth in §1.492. 

The international search fee and national fees were 
previously established based on the effort and cost to the 
Office of searching and examining a single invention as 
defined by the United States Patent and Trademark Of- 
fice prior to the decision in the Caterpillar case. Since 
additional effort will be required to search and examine 
an average application under the new rules defining uni- 
ty of invention, the average international search and na- 
tional fee must also be increased to cover the additional 
cost to the Office. 

Section 1.475 “Changes in person, name, or address of 
applicants,” is redesignated as §1.472 to allow the group- 
ing of rules into PCT Chapter I, PCT Chapter II and 
national stage related rules. No change other than redes- 
ignation is made. 

A new §1.475 is added to relate to unity of invention 
before the International Searching Authority. Paragraph 
(a) clearly indicates that PCT Rule 13 is to be followed 
in all such cases and paragraph (b) adds combinations 

table under unity of invention in addition to those 
set forth in PCT Rule 13.2. Paragraph (c) relates to the 
handling of claims to categories in addition to the com- 
binations specified in paragraph (b). Paragraph (d) re- 
lates to situations in which more than one invention of 
the same category of invention is recited in an interna- 
tional application. Paragraph (e) makes clear that inven- 
tions of different categories must be related, rather than 
independent, for unity of invention to exist. Paragraph 
(f) sets forth PCT Rule 13 for the convenience of patent 
applicants. 

Section 1.481, regarding determination of unity of in- 
vention before the International Searching Authority, is 
redesignated as §1.476 and amended to delete reference 
to §1.141 from paragraph (a). 

Section 1.482 is redesignated as §1.477 and amended 
to make clear in the title that it deals with protests to 
findings of lack of unity of invention before the Interna- 
tional Searching Authority. The amendment to para- 
graph (b) corrects an error in referring to another para- 
graph of the section. 

A new §1.480 is added to deal with the Demand for 
an international preliminary examination. Paragraph (a) 
indicates that a Demand is required to be filed to obtain 
an international preliminary examination and that the 
preliminary examination fee of §1.482(a)(1) and the han- 
dling fee of §1.482(b) are due at the time of filing of the 
Demand. If the fees are not paid at the time of filing of 
the Demand, the United States Patent and Trademark 
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Office acting as an International Preliminary Examining 
Authority will provide an opportunity to pay the fees in 
accordance with PCT Rules. 7.4 and 58.2. 

Paragraph (b) of §1.480 specifies that the Demand 
must be made on a standardi form as required by 
PCT Rule 53.1 and that such forms are available from 
the United States Patent and Trademark Office. 

Paragraph (c) of §1.480 specifies that, if the Demand 
is made prior to the expiration of the 19th month from 
the priority date, the provisions of PCT Article 39 and § 
1.495 shall apply to allow entry into the national stage 
prior to the expiration of 30 months after the priority 
date. The final rule has been changed to add reference 
to the election of the United States. If the Demand is 
not filed prior to the expiration of the 19th month from 
the priority date, the provisions of PCT Article 22 and § 
1.494 shall apply to allow entry into the national stage 
prior to the expiration of 20 months after the priority 
date. 

Paragraph (d) of §1.480 indicates that withdrawal of a 
proper Demand will not entitle applicant to a refund of 
the preliminary examination fee even if no claims are 
found that can or will be searched (PCT Article 
34(4)(a)). A Demand that is so informal that it would be 
considered under the PCT Rules as if it had not been 
submitted will not be considered a proper Demand un- 
der the rule. A change in purpose after the filing of a 
Demand will not entitle an applicant to a refund of the 
preliminary examination fee. PCT Rule 57.6 states that 
in no case shall the handling fee, or any supplement to 
the handling fee, be refunded. 

A new §1.482 is added to specify the international 
grey s4 examination fees. Paragraph (a) sets a lower 

for the international preliminary examination where 


an international search fee has been paid on the interna- 


tional application to the United States F Patent and Trade- 
ice as an International ——— Authority. 


mark 
Paragraph (a) also sets a lower additional preliminary 
examination fee for the preliminary examination of addi- 
tional inventions found in the international application 
where a supplemental search fee has been paid on the in- 
ternational application to the United States Patent and 
Trademark ice as an International Searching Authori- 
ty. Paragraph (b) indicates that the handling fee is pre- 
scribed in PCT Rule 57 and any necessary supplement 
to the handling fee shall be paid directly to the Interna- 
tional Bureau in accordance with PCT Rule 57.1(b). 

A new §1.484 is added to describe the conduct of in- 
ternational preliminary examination. The rule describes 
that, if necessary, a written opinion will be established 
after consideration of any defects in accordance with 
PCT Rule 66.2 and after an examination to determine if 
the claimed invention has novelty, involves an inventive 
step (is non-obvious) and is industrially applicable. A 
written opinion prior to the international preliminary ex- 
amination report would not be necessary if the interna- 
tional application does not contain any defects as men- 
tioned in PCT Rule 66.2 and if all claims are found to 
be novel, involve an inventive step (non-obvious) and 
are industrially applicable. The written opinion will set a 
time limit for applicant to respond in accordance with 
PCT Rule 66.2(d). The time limit for reply will normal- 
ly be two months but will be three months where the 
time limit will expire prior to 25 months from the priori- 
ty date. The time limit may not be extended due to the 
tight time constraints under Chapter II of the Patent Co- 
operation Treaty. An international preliminary examina- 
tion report will be established and one copy will be sub- 
mitted to the International Bureau and one copy to 
applicant. The rule specifies that no international prelim- 
inary examination report will be established prior to is- 
suance of an international search report and that no in- 
ternational preliminary examination will be conducted 
on inventions not previously searched by an Internation- 
al Searching Authority. Paragraph (f) specifies that at 
least one personal or telephone interview with the exam- 
iner will be permitted during the international prelimi- 
nary examination. Additional interviews are permissible 
‘if the examiner determines that it would be helpful. Ad- 
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ditional interviews will be governed, in » oy the time 
remaining before the time for issuance of the internation- 
al pre! examination report. The period during 
which the interview(s) can be held is limited by the non- 
extendable time limit for response by the applicant-to a 
written opinion. Although nothing in this or any other 
rule limits the number of written opinions which may be 
established prior to the International Preliminary Exami- 
nation Report, in most cases time will limit the number 
of written opinions to one. 

A new §1.485 is added to deal with amendments by 
applicant during international preliminary examination. 
An applicant is permitted by the rule to make amend- 
ments at the time of filing of the Demand and within the 
period set in any written opinion on the application as 
defined in §1.484. Amendments under the rule would be 
required to be made by submitting replacement sheets 
and a description of how the replacement sheet differs 
from the replaced sheet. If an amendment cancels an en- 
tire sheet, that amendment should be communicated by 
letter without a replacement sheet. Proposed paragraph 
(b) is not promulgated because the substance thereof is 
set forth in §1.484(d). 

New §1.487 defines what constitutes unity of inven- 
tion before the International Preliminary Examining Au- 
thority. The standards for unity of invention generally 
parallel those set in §1.475 regarding proceedings before 
the International Searching Authority. 

New §1.488 is added to set forth how the Internation- 
al Preliminary Examining Authority will proceed in 
handling determinations regarding the unity of invention 
criteria of §1.487. 

New §1.489 sets forth the procedures to be followed 
by an applicant who wishes to protest a holding of lack 
of unity of invention by the International Preliminary 
Examining Authority. The additional fees would be re- 
quired to be paid if more than one invention is to be ex- 
amined, but could be accompanied by a request for re- 
fund and a statement setting forth reasons for 
disagreement with the holding of lack of unity of inven- 
tion or why the required additional fees are excessive. 
This rule is in accordance with PCT Rule 68.3(c). 

New §1.491 is added to define the start of the national 
stage. Section 1.491 is the first rule in a new group of 
tules relating to applications entering the national stage 
pursuant to 35 U.S.C. 371. 

New §1.492 is added to set forth the fees and charges 
for international applications entering the national stage 
under 35 U.S.C. 371. The basic national fee is set forth 
in paragraph (a) at four levels to reflect the benefit that 
the United States Patent and Trademark Office will de- 
pa from having previously conducted an international 

examination or an international search. In § 
t. 492(a)(2) and (3), “(i)” has been deleted in order to re- 
fer to both §1.445(a)(2)(i) and (ii). Paragraph (a)(4) 
which makes reference to §1.496(b) has been added in 
view of comments received that indicated that in some 
instances substantial reliance may be placed upon the In- 
ternational Preliminary Examination Reports by the Pa- 
tent and Trademark Office. The rule also sets the fee for 
an independent claim in excess of 3 (paragraph (b)), for 
presentation of each claim in excess of 20 (paragraph 
(c)) and for an application containing a multiple depen- 
dent claims (paragraph (d)). Paragraphs (e) and (f) in- 
clude the fees previously contained in §1.445 and in- 
clude the alternative times for entering the national 
stage pursuant to §1.494 or §1.495. 

New §1.494 is added to contain substantially the pro- 
visions of former §1.61 in amended form. This section 
relating to filing application documents in the United 
States Patent and Trademark Office to enter the national 
stage has been grouped with other sections relating to 
the nation stage for the convenience of applicants and 
examiners involved in the prosecution of international 
applications entering the national stage. The rele applies 
where no Demand for international preliminary exami- 
nation has been filed prior to the expiration of the 19th 
month from the priority date. If such a Demand were 
filed, §1.495 would apply. 
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Section 1.494(f) requires that a specific indication be 
given by the applicant when entering the national stage 
that the documents being submitted are being submitted 
under 35 U.S.C. 371. If no clear indication is found, the 
documents will be considered to be for a regular nation- 
al application under 35 U.S.C. 111. Paragraph (g) makes 
clear that the various time limits set out in the rule, 
some of which are set by the PCT, may not be extended 
pursuant to §1.136 or otherwise. The extension of time 
provisions, including petition and payment of a fee, set 
out in §1.136(a) do not apply to the time limits of the 
rule or time limits set by the International Searching 
Authority or the International Preliminary Examining 
Authority. New paragraph (h) clarifies when an interna- 
tional application designating the United States becomes 
abandoned as to the United States. 

New §1.495 is added to deal with filing application 
documents in the United States Patent and Trademark 
Office to enter the national stage where a Demand for 
international preliminary examination has been filed with 
an International Preliminary Examining Authority prior 
to the expiration of the 19th month from the priority 
date. In such a case, an applicant will have 30 months 
from the priority date to enter the national stage. The 
rule parallels in many respects §1.494. New paragraph 
(i) clarifies when an international application electing the 
United States becomes abandoned as to the United 
States. 

New §1.496 is added to specify in paragraph (a) that 
international applications in the national stage will be 
taken up for action based on the date when the require- 
ments of 35 U.S.C. 371(c) are met. Paragraph (b) indi- 
cates that applications entering the U.S. national stage 
only with claims which have been found in an Interna- 
tional Preliminary Examination Report to have satisfied 
the criteria for novelty, inventive step (non-obviousness) 
and industrial applicability as defined in PCT Article 
33(1) to (4) will be taken up for action before other ap- 
plications. Preliminary amendments may accompany the 
filing of the national stage application to cancel claims 
which do not satisfy the criteria. These applications will 
have paid the lower filing fee set in §1.492(a)(4) and 
most will not require extensive prosecution, i.e., objec- 
tion or rejection before resolving the issue of patentabili- 
ty. Amendments will not be permitted to be made in 
such applications other than in response to objections as 
to form or to cancel claims in response to a rejection 
made by the examiner in the national stage application. 
Such a rejection could be necessary, for example, where 
applicant submits information in accordance with the 
duty of disclosure under 37 CFR 1.56(a). 

New §1.497 is added to contain substantially the 
wording of removed §1.70. This rule relates to the oath 
or declaration required to enter the national stage and is 
grouped with other national stage entry requirements. 

New §1.499 is added to cover unity of invention dur- 
ing the national stage. The provisions of the section are 
basically parallel to those of §§1.475 and 1.487. Para- 
graph (f) indicates the manner of handling a finding of 
lack of unity of invention on grounds other than those 
involving different categories of invention. 


Environmental, Energy, and Other Considerations 


The rule change does not have a significant impact on 
the quality of the human environment or conservation of 
energy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96— 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Com- 
merce has certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354) because 
considerable savings can potentially be achieved under 
Chapter II of the Patent Cooperation Treaty because ad- 
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ditional time is provided for ye ero to decide wheth- 
er to proceed with the cost of foreign prosecution and 
savings will in fact be achieved under the unity of in- 
vention practice and the provision for reduced fees for 
small entities entering the national stage in making an 
application for a United States patent. 

e Patent and Trademark ice has determined that 
this rule ~— is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state or local government agencies, or geo- 
—_ regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The information collection requirement contained in 
these rules was submitted to the Office of Management 
and Budget (OMB) at the time of the proposed 
rulemaking for review under Section 3504(h) of the Pa- 
perwork Reduction Act. OMB has approved the infor- 
mation collection requirement and has assigned OMB 
control number 0651-0021 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Courts, Inventions and 
patents, Lawyers. 

Notice is hereby given that — to the authority 
granted to the Commissioner of Patents and Trademarks 
by a 35 U.S.C. 6 and 376(b) and Pub. L. 99-616, the Pa- 
tent and Trademark Office is amending Title 37 of the 
Code of Federal Regulations as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would 
continue to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.8 is amended by revising paragraph 
(a)(2)(xi) to read as follows: 


§1.8 Certificate of mailing. 


a ese 

(2) s**t 

(xi) The filing of international applications for patent 
and all papers and fees relating thereto. 


§1.61 [Removed] 


3. Section 1.61 is removed. 
§1.70 [Removed] 


4. Section 1.70 is removed. 
5. Section 1.101 is amended by revising paragraph (a) 
to read as follows: 


§1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Of- 
fice and accepted as complete applications are assigned 
for examination to the respective examining groups hav- 
ing the classes of inventions to which the applications 
relate. Applications shall be taken up for examination by 
the examiner to whom they have been assigned in the 
order in which they have been filed except for those ap- 
plications in which examination has been advanced pur- 
suant to §1.102. See §1.496 for order of examination of 
international applications in the national stage. 


see et 
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6. Section 1.141 is revised to read as follows: 
§1.141 Different inventions in one national application. 


(a) Two or more independent and distinct inventions 
may not be claimed in one national application, except 
that more than one species of an invention, not to ex- 
ceed a reasonable number, may be specifically claimed 
in different claims in one national application, provided 
the application also includes an allowable claim generic 
to all the claimed species and all the claims to species in 
excess of one are written in dependent form (§1.75) or 
otherwise include all the limitations of the generic claim. 

(b) Where claims to all three categories, product, pro- 
cess of making, and process of use, are included in a na- 
tional application, a three way requirement for restric- 
tion can only be made where the process of making is 
distinct from the product. If the process of making and 
the product are not distinct, the process of using may be 
joined with the claims directed to the product and the 
process of making the product even though a showing 
of distinctness between the product and process of using 
the product can be made. 


Subpart C—International Processing Provisions 


7. The authority for Subpart C is revised to read as 
follows: 


Authority: Pub. L. 94-131, 89 Stat. 685; Pub. L. 
99-616, 35 U.S.C. 351 through 376. 


8. Section 1.401 is amended to redesignate paragraph 
(g) as paragraph (i) and add new paragraphs (g) and (h) 
as follows: 


§1.401 Definitions of terms under the Patent Cooperation 
Treaty 


see 


(g) ““Demand’,” when capitalized, means that docu- 
ment filed with the International Preliminary Examining 
Authority which requests an international preliminary 
examination. 

(h) “Annexes” means amendments made to the claims, 
description or the drawings before the International Pre- 
liminary Examining Authority. 


see ee 


9. Section 1.414 is revised to read as follows: 


§1.414 The United States Patent and Trademark Office as 
a Designated Office or Elected Office. 


(a) The United States Patent and Trademark Office 
will act as a Designated Office or Elected Office for in- 
ternational applications in which the United States of 
America has been designated or elected as a State in 
which patent protection is desired. 

(b) The United States Patent and Trademark Office, 
when acting as a Designated Office or Elected Office 
during international processing will be identified by the 
full title “United States Designated Office” or by the ab- 
breviation “DO/US” or by the full title “United States 
Elected Office” or by the abbreviation “EO/US”. 

(c) The major functions of the United States Designat- 
ed Office or Elected Office in respect to international 
applications in which the United States of America has 
been designated or elected, include: 

(1) Receiving various notifications throughout the in- 
ternational stage and 

(2) Accepting for national stage examination interna- 
tional applications which satisfy the requirements of 35 
U.S.C. 371. 


10. Under “General Information,” a new §1.416 is 
added to read as follows: 
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§1.416 The United States International Preliminary Ex- 
amining Authority. 


(a) Pursuant to appointment by the Assembly, the 
United States Patent and Trademark Office will act as 
an International Preliminary Examining Authority for 
international applications filed in the United States Re- 
ceiving Office and in other Receiving Offices as may te 
agreed upon by the Commissioner, in accordance with 
agreement between the Patent and Trademark Office 
and the International Bureau. 

(b) The United States Patent and Trademark Office, 
when acting as an International Prelimi Examining 
Authority, will be identified by the full title “United 
States International Preliminary Examining Authority” 
or by the abbreviation, “IPEA/US.” 

(c) The major functions of the International Prelimi- 
nary Examining Authority include: 

(1) Receiving and checking for defects in the De- 
mand; 

(2) Collecting the handling fee for the International Bu- 
reau and the preliminary examination fee for the United 
States International Preliminary Examining Authority; 

(3) Informing applicant of receipt of the Demand; 

(4) Considering the matter of unity of invention; 

(5) Providing an international preliminary examination 
report which is a non-binding opinion on the questions 
whether the claimed invention appears to be novel, to 
involve an inventive step (to be non-obvious), and to be 
industrially applicable; and 

(6) Transmitting the international preliminary exami- 
nation report to applicant and the International Bureau. 


11. Section 1.431 is amended by revising paragraph 
(d)(2) to read as follows: 


§1.431 International application requirements. 


ese ee 


@*** 


(2) The designation fee, or the amount necessary to 
cover all the designations made in the request if not paid 
by the applicant within one year from the priority date 
or within one month from the date of receipt of the in- 
ternational application if that month expires after the ex- 
piration of one year from the priority date. 


eee. 


12. Section 1.432 is amended by revising paragraph 
(b) to read as follows: 


§1.432 Designation of States and payment of designation 
fees. 


se ee 


(b) The designation fees may be paid upon filing of 
the international application, but must be paid before the 
expiration of one year from the priority date or within 
one month from the date of receipt of the international 
application if that month expires after the expiration of 
one year from the priority date. Failure to timely pay 
the designation fee for a particular Designated State will 
result in the withdrawal of that designation. Failure to 
timely pay at least one designation fee will result in the 
withdrawal of the international application. 


13. Section 1.445 is amended by revising the title and 
paragraph (a) to read as follows: 


§1.445 International application filing, processing and 
search fees. 


(a) The following fees and charges for international 
applications are established by the Commissioner under 
the authority of 35 U.S.C. 376: 
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(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14), $170.00. 

(2) A search fee (see 35 U.S.C. 361(d) and PCT 
Rule 16) where: 

(i) No corresponding prior United States national 
application with basic filing fee has been filed, 
$520.00. 

(ii) A corresponding prior United States national 
application with basic filing fee has been filed, 
$350.00. 

(3) A supplemental search fee when required, per 
additional invention, $140.00. 


§1.475 [Redesignated as §1.472] 


14. Section 1.475 is redesignated as §1.472. 
15. A new §1.475 is added following the heading, 
“Unity of Invention,” to read as follows: 


§1.475 Unity of invention before the International Search- 
ing Authority. 


(a) An international application before the Internation- 
al Searching Authority will be considered to have unity 
of invention if the claims are in accordance with PCT 
Rule 13 (see paragraph (f) of this section). 

(b) An international application containing claims to 
different categories of invention will be considered to 
have unity of invention if the claims are drawn only to 
one of the combinations of categories as set forth in 
PCT Rule 13.2 (see paragraph (f) of this section) or to 
the combination of-— 

(1) A product and a process for the manufacture of 
said product, or 

(2) A product and a process of use of said product. 

If an application contains claims to more or less than 
one of the combinations of categories set forth in PCT 
Rule 13.2 (see paragraph (f) of this section) or a combi- 
nation set forth in paragraphs (b)(1) or (2) of this sec- 
tion, unity of invention may not be present. 

(c) If an international application contains claims to a 
category of invention in addition to those categories in- 
cluded in any one of the combinations specified in para- 
graph (b) of this section, lack of unity of invention may 
be held between the categories included in the combina- 
tion and the claims to the additional category of inven- 
tion. 

(d) Unity of invention will exist where the claims are 
limited to one of the combinations of categories set forth 
in PCT Rule 13.2 (see paragraph (f) of this section) or 
in a combination set forth in paragraphs (b)(1) or (2) of 
this section. If multiple products, processes of manufac- 
ture or uses are claimed, the first invention of the cate- 
gory first mentioned in the claims of the application and 
the first recited invention of each of the other categories 
related thereto will be considered as the inventions to be 
searched. Any such holding by the examiner will be 
made of record as a holding of lack of unity of inven- 
tion. 

(e) The inventions recited by the claims of different 
categories must be related rather than independent in- 
ventions. 

(f) The wording of PCT Rule 13 is as follows: 


PCT Rule 13—Unity of Invention 
13.1 Requirement 


The international application shall relate to one invention only 
or to a group of inventions so linked as to form a single general 
inventive concept (“requirement of unity of invention’). 


13.2 Claims of Different Categories 


Rule 13.1 shall be construed as permitting, in particular, one 
of the following three possibilities: 

(i) in addition to an independent claim for a given product, 
the inclusion in the same international application of an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of the said product, and the inclusion in the same interna- 
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tional application of an independent claim for a use of the said 
product, or : 

(ii) in addition to an independent claim for a given process, 
the inclusion in the same international application of an indepen- 
dent claim for an apparatus or means specifically designed for 
carrying out the said process, or 

(iii) in addition to an independent claim for a given product, 
the inclusion in the same international application of an indepen- 
dent claim for a process specially adapted for the manufacture of 
the product, and the inclusion in the same international applica- 
tion of an independent claim for an apparatus or means specifi- 
cally designed for carrying out the process. 


13.3 Claims of One and the Same Category 


Subject to Rule 13.1, it shall be permitted to include in the 
same international application two or more independent claims 
of the same category (i.e., product, process, apparatus, or use) 
which cannot readily be covered by a single generic claim. 


13.4 Dependent Claims 


Subject to Rule 13.1, it shall be permitted to include in the 
same international application a reasonable number of dependent 
claims, claiming specific forms of the invention claimed in an in- 
dependent claim, even where the features of any dependent 
claim could be considered as constituting in themselves an inven- 
tion. 


13.5 Utility Models 


Any designated State in which the grant of a nay id model is 
sought on the basis of an international application may, instead 
of Rules 13.1 to 13.4, apply in respect of the matters regulated in 
those Rules the provisions of its national law concerning utility 
models once the processing of the international application has 
started in that State, provided that the applicant shall be allowed 
at least two months from the expiration of the time limit applica- 
ble under Article 22 to adapt his application to the requirements 
of the said provisions of the national law. 


16. Section 1.481 is redesignated as §1.476 and is 
amended by revising paragraph (a) to read as follows: 


§1.476 Determination of unity of invention before the In- 
ternational Searching Authority. 


(a) Before establishing the international search report, 
the International Searching Authority will determine 
whether the international application complies with the 
requirement of unity of invention as set forth in PCT 
Rule 13 (see §1.475(f)) and §1.475. 


seat 


17. Section 1.482 is redesignated as §1.477 and is 
amended by revising the title and paragraph (b) to read 
as follows: 


§1.477 Protest to lack of unity of invention before the In- 
ternational Searching Authority. 


(b) Protest under paragraph (a) of this section will be 
examined by the Commissioner or the Commissioner’s 
designee. In the event that the applicant’s protest is de- 
termined to be justified, the additional fees or a portion 
thereof will be refunded. 


eee et 


18. A new Section 1.480 is added preceded by a head- 
ing to read as follows: 


International Preliminary Examination 
§1.480 Demand for international preliminary examination. 


(a) On the filing of a Demand and payment of the fees 
for international preliminary examination (§1.482), the 





JANUARY 5, 1988 


international application shall be the subject of an inter- 
national preliminary examination. The preliminary exam- 
ination fee (§1.482(a)(1)) and the handling fee (§1.482(b)) 
shall be due at the time of filing of the Demand. 

(b) The Demand shall be made on a standardized 
printed form. Copies of the printed Demand forms are 
available from the Patent and Trademark Office. Letters 
requesting printed forms should be marked “Box PCT”. 

tc) If the Demand is made prior to the expiration of 
the 19th month from the priority date and the United 
States of America is elected, the provisions of §1.495 
shall apply rather than §1.494. 

(d) Withdrawal of a proper Demand will not entitle 
applicant to a refund of the preliminary examination fee 
or handling fee. 


19. A new Section 1.482 is added to read as follows: 
§1.482 International preliminary examination fees. 


(a) The following fees and ——_ for international 
preliminary examination are established by the Commis- 
sioner under the authority of 35 U.S.C. 376: 

(1) A preliminary examination fee is due on filing the 
Demand: 

(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark ice as an 
International Searching Authority, a preliminary exami- 
nation fee of, $370.00. 

(ii) Where the International Searching Authority for 
the international application was an authority other than 
the United Siates Patent and Trademark Office, a pre- 
liminary examination fee of, $570.00. 

(2) An additional preliminary examination fee when 
required, per additional invention: 

(i) Where a supplemental search fee as set forth in § 
1.445(a)(3) has been paid on the international 


plication 

to the United States Patent and Trademark Office as an 
International Searching Authority, $125.00. 

(ii) Where the International Searching Authority for 

the international a was an authority other than 


the United States Patent and Trademark Office, $190.00. 

(b) The handling fee is due on filing the Demand. 
Any necessary supplement to the handling fee shall be 
paid directly to the International Bureau. 


(35 U.S.C. 6, 376) 
20. A new §1.484 is added to read as follows: 
§1.484 Conduct of international preliminary examination. 


(a) An international preliminary examination will be 
conducted to formulate a non-binding opinion as to 
whether the claimed invention has novelty, involves an 
inventive step (is non-obvious) and is industrially appli- 
cable. 

(b) No international preliminary examination report 
will be established prior to issuance of an international 
search report. 

(c) No international preliminary examination will be 
conducted on inventions not previously searched by an 
International Searching Authority. 

(d) The International Preliminary Examining Authori- 
ty will establish a written opinion if any defect exists or 
if the claimed invention lacks novelty, inventive step or 
industrial applicability and will set a non-extendable time 
limit in the written opinion for the applicant to respond. 

(e) If no written opinion under paragraph (d) of this 
section is necessary, or after any written opinion and the 
response thereto or the expiration of the time limit for 
response to such written opinion, an international pre- 
liminary examination report will be established by the 
International Preliminary Examining Authority. One 
copy will be submitted to the International Bureau and 
one copy will be submitted to the applicant. 

(f) An applicant will be permitted a personal or tele- 
phone interview with the examiner, which must be con- 
ducted during the non-extendable time limit for response 
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by the applicant to a written opinion. Additional inter- 
views may be conducted where the examiner determines 
that such additional interviews may be helpful to ad- 
vancing the international preliminary examination proce- 
dure. A summary of any such personal or telephone in- 
terview must be filed by the applicant as a part of the 
response to the written opinion or, if applicant files no 
response, be made of record in the file by the examiner. 
21. A new §1.485 is added to read as follows: 


§1.485 Amendments by applicant during international pre- 
liminary examination. 


The applicant may make amendments at the time of 
filing of the Demand and within the time limit set by the 
International Preliminary Examining Authority for re- 
sponse to any written opinion. Any such amendments 
must— 

(1) Be made by submitting a replacement sheet for ev- 
ery sheet of the application which differs from the sheet 
it replaces unless an entire sheet is cancelled and 

(2) Include a description of how the replacement sheet 
ditters from the replaced sheet. 


If an amendment cancels an entire sheet of the inter- 
national application, that amendment shall be communi- 
cated in a letter. 

22. A new §1.487 is added to read as follows: 


§1.487 Unity of invention before the International Prelim- 
inary Examining Authority. 


(a) An_ international application before the 
International Preliminary Examining Authority will be 

considered to have unity of invention if the claims are in 
accordance with PCT Rule 13 (see §1.475(f)). 

(b) An international application containing claims to 
different categories of invention will be considered to 
have unity of invention if the claims are drawn only to 
one of the combinations of categories as set forth in 
PCT Rule 13.2 (see §1.475(f)) or to the combination of 


(1) A product and a process for the manufacture of 
said product or 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than 
one of the combinations of categories of invention set 
forth in PCT Rule 13.2 (see §1.475(f)) or a combination 
set forth in paragraphs (b)(1) or (2) of this section, unity 
of invention may not be present. 

(c) If an international application contains claims to a 
category of invention in addition to those categories in- 
cluded in any one of the combinations specified in para- 

graph (b) of this section, lack of unity of invention may 

eld between the categories included in the combina- 

aa and the claims to the additional category of inven- 
tion. 

(d) Unity of invention will exist where the claims are 
limited to one of the combinations of categories set forth 
in PCT Rule 13.2 (see §1.475(f)) or a combination set 
forth in paragraphs (b)(1) or (2) of this section. If multi- 
ple products, processes of manufacture or uses are 
claimed, the first invention of the category first men- 
tioned in the claims of the application and the first recit- 
ed invention of each of the other categories related 
thereto will be considered as the inventions to be exam- 
ined. Any such holding by the examiner will be made of 
record as a holding of lack of unity of invention. 

(e) The inventions recited by the claims of different 
categories must be related rather than independent in- 
ventions. 

23. A new §1.488 is added to read as follows: 


§1.488 Determination of unity of invention before the In- 
ternational Preliminary Examining Authority. 


(a) Before establishing any written opinion or the in- 
ternational preliminary examination § report, the 
International Preliminary Examining Authority will de- 
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termine whether the international application complies 
with the requirement of unity of invention as set forth in 
§1.487. 

(b) If the International Preliminary Examining Au- 
thority considers that the international application does 
not comply with the requirement of unity of invention, 
it may: 

(1) Issue a written opinion and/or an international 
preliminary examination report, in respect of the entire 
international application and indicate that unity of inven- 
tion is lacking and specify the reasons therefor without 
extending an invitation to restrict or pay additional fees. 
No international preliminary examination will be con- 
ducted on inventions not previously searched by an In- 
ternational Searching Authority. 

(2) Invite the applicant to restrict the claims or pay 
additional fees, pointing out the categories of invention 
found, within a set time limit which will not be extend- 
ed. No international preliminary examination will be 
conducted on inventions not previously searched by an 
International Searching Authority, or 

(3) If applicant fails to restrict the claims or pay addi- 
tional fees within the time limit set for response, the In- 
ternational Preliminary Examining Authority will issue a 
written opinion and/or establish an international prelimi- 
nary examination report on the main invention and shall 
indicate the relevant facts in the said report. In case of 
any doubt as to which invention is the main invention, 
the invention first mentioned in the claims and 
previously searched by an International Searching Au- 
thority shall be considered the main invention. 

(c) Lack of unity of invention may be directly evident 
before considering the claims in relation to any prior art, 
or after taking the prior art into consideration, as where 
a document discovered during the search shows the in- 
vention claimed in a generic or linking claim lacks nov- 
elty or is clearly obvious, leaving two or more claims 
joined thereby without a common inventive concept. In 
such a case the International Preliminary Examining Au- 
thority may raise the objection of lack of unity of inven- 
tion. 

24. A new §1.489 is added to read as follows: 


§1.489 Protest to lack of unity of invention before the In- 
ternational Preliminary Examining Authority. 


(a) If the applicant disagrees with the holding of lack 
of unity of invention by the International Preliminary 
Examining Authority, additional fees may be paid under 
protest, accompanied by a request for refund and a state- 
ment setting forth reasons for disagreement or why the 
required additional fees are considered excessive, or 
both. 

(b) Protest under paragraph (a) of this section will be 
examined by the Commissioner of the Commissioner’s 
designee. In the event that the applicant’s protest is de- 
termined to be justified, the additional fees or a portion 
thereof will be refunded. 

(c) An applicant who desires that a copy of the pro- 
test and the decision thereon accompany the internation- 
al preliminary examination report when forwarded to 
the Elected Offices, may notify the International Prelim- 
inary Examining Authority to that effect any time prior 
to the issuance of the international preliminary examina- 
tion report. Thereafter, such notification should be di- 
rected to the International Bureau. 

25. A new §1.491 is added preceded by a new heading 
to read as follows: 


National Stage 


§1.491 Entry into the national stage. 


An international application enters the national stage 
when the applicant has filed the documents and fees re- 
quired by 35 U.S.C. 371(c) within the periods set forth 
in §1.494 or §1.495. 

26. A new §1.492 is added to read as follows: 
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§1.492 National stage fees. 


The following fees and charges for international appli- 
cations entering the national stage under 35 U.S.C. 371 
4 established by the Commissioner under 35 U.S.C. 


(a) The basic national fee; 

(1) Where an international preliminary examination fee 
as set forth in §1.482 has been paid on the international 
application to the United States Patent and Trademark 

ice: 


By a small entity (§1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination 
fee as set forth in §1.482 has been ey to the United 
States Patent and Trademark Office, but an international 


search fee as set forth in §1.445(a)(2) has been paid on 
the international application to the United States Patent 
ice as an International Searching Au- 


and Trademark 
thority: 


By small entity (§1.9(f)) 
By other than small entity. 


(3) Where no international preliminary examination 
fee as set forth in §1.482 has been paid and no interna- 
tional search fee as set forth in §1.445(a)(2) has been 
paid on the seorenceray +. mae to the United States 
Patent and Trademark Office: 


By a small entity (§1.9(f)) 
By other than a small entity 


(4) Where the international preliminary examination 
fee as set forth in §1.482 has been paid to the United 
States Patent and Trademark Ofice and the international 
preliminary examination report states that the criteria of 
novelty, inventive step (non-obviousness), and industrial 
applicability, as defined in PCT Article 33(1) to (4) have 
been satisfied for all the claims presented in the applica- 
tion entering the national stage (see §1.496(b)): 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or 
—_ presentation of each independent claim in excess 
of 3: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) In addition to the basic national fee, for filing or 
later presentation of each claim (whether independent or 
dependent) in excess of 20 (Note that §1.75(c) indicates 
how multiple dependent claims are considered for fee 
calculation purposes.): 


By a small entity (§1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the applica- 
tion contains, or is amended to contain, a multiple de- 
pendent claim(s), per application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c) 
and (d) are not paid on presentation of the claims for 
which the additional fees are due, they must be paid or 
the claims cancelled by amendment, prior to the expira- 
tion of the time period set for response by the Office in 
any notice of fee deficiency.) 

(e) Surcharge for filing the basic national fee or oath 
or declaration later than 20 months from the priority 
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date pursuant to §1.494(c) or later than 30 months from 
the priority date pursuant to §1.495(c): 


By a small entity (§1.9(f)) 
By other than a small entity 


(f) For filing an English translation of an international 
application later than 20 months after the priority date 
(§1.494(c)) or for filing an English translation of the in- 
ternational application or of any annexes to the interna- 
tional preli examination report later than 30 


iminary ex 
months after the priority date (§1.495(c) and (e)), $26.00. 


(35 U.S.C. 6, 376) 
27. A new §1.494 is added to read as follows: 


§1.494 Entering the national stage in the United States of 
America as a Designated Office. 


(a) Where no Demand has been filed with an appro- 
priate International Preliminary Examining Authority by 
the expiration of 19 months from the priority date (see § 
1.495), the applicant must fulfill the requirements of 
PCT Article 22 and 35 U.S.C. 371 within the time peri- 
ods set forth in paragraphs (b) or (c) of this section in 
order to prevent the abandonment of the international 
application as to the United States of America. Interna- 
tional applications for which those requirements are 
timely fulfilled will enter the national stage and obtain 
an examination as to the patentability of the invention in 
the United States of America. 

(b) The applicant shall furnish to the United States 
Patent and Trademark Office not later than the expira- 
tion of 20 months from the priority date— 

(1) A copy of the international application, unless it 
has been previously communicated by the International 
Bureau or unless it was originally filed in the United 
States Patent and Trademark Office; 

(2) A translation of the international application into 
the English language, if it was originally filed in another 
language; 

(3) The basic national fee (see §1.492(a); and 

(4) An oath or declaration of the inventor (see § 
1.497). 

(c) The applicant may furnish any required English 
translation of the international application, the basic na- 
tional fee and the oath or declaration of the inventor af- 
ter 20 months but not later than the expiration of 22 
months from the priority date. The payment of the pro- 
cessing fee set forth in §1.492(f) is required for accep- 
tance of an English translation later than the expiration 
of 20 months after the priority date. The payment of the 
surcharge set forth in §1.492(e) is required for accep- 
tance of the basic national fee or the oath or declaration 
of the inventor later than the expiration of 20 months af- 
ter the priority date. 

(d) A copy of any amendments to the claims made un- 
der PCT Article 19, and a translation of those amend- 
ments into English, if they were made in another 
language, must be furnished not later than the expiration 
of 20 months from the priority date. Amendments under 
PCT Article 19 which are not received by the expira- 
tion of 20 months from the priority date will be consid- 
ered to be cancelled. 

(e) Verification of the translation of the international 
application or any other document pertaining to an in- 
ternational application may be required where it is con- 
sidered necessary, if the international application or oth- 
er document was filed in a language other than English. 

(f) The documents and fees submitted under 
paragraphs (b) and (c) of this section must be clearly 
identified as a submission to enter the national stage un- 
der 35 U.S.C. 371, otherwise the submission will be con- 
sidered as being made under 35 U.S.C. 111. 

(g) The time limits set out in paragraphs (b), (c) and 
(d) of this section may not be extended pursuant to § 
1.136 or otherwise. 
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(h) An international application becomes abandoned as 
to the United States 20 months from the priority date if 
a copy of the international application is not communi- 
cated to the Patent and Trademark Office prior to 20 
months from the priority date where the United States 
has been designated but not elected prior to 19 months 
from the priority date. If a copy of the international ap- 
plication is communicated within 20 months to the Pa- 
tent and Trademark Office, an international application 
will become abandoned as to the United States 22 
months from the priority date if the required English 
translation(s), fees and oath or declaration under 35 
U.S.C. 371(c) are not filed within 22 months from the 
priority date. 

28. A new §1.495 is added to read as follows: 


§1.495 Entering the national stage in the United States of 
America as an Elected Office. 


(a) Where a Demand has been filed with an appropri- 
ate International Preliminary Examining Authority and 
not withdrawn by the expiration of 19 months from the 
priority date, the applicant must fulfill the requirements 
of 35 U.S.C. 371 within the time periods set forth in 
paragraph (b) or (c) of this section in order to prevent 
the abandonment of the international application as to 
the United States of America. International applications 
for which those requirements are timely fulfilled will en- 
ter the national stage and obtain an examination as to 
the patentability of the invention in the United States of 
America. 

(b) The applicant shall furmsh to the United States 
Patent and Trademark Office not later than the expira- 
tion of 30 months from the priority date— 

(1) A copy of the international application, unless it 
has been previously communicated by the International 
Bureau or unless it was originally filed in the United 
States Patent and Trademark Office; 

(2) A translation of the international application into 
the English language, if it was originally filed in another 
language; 

(3) The basic national fee (see §1.492(a); and 

(4) An oath or declaration of the inventor (see § 
1.497). 

(c) The applicant may furnish any required English 
translation of the international application, the basic na- 
tional fee and the oath or declaration of the inventor af- 
ter 30 months but not later than the expiration of 32 
months from the priority date. The payment of the pro- 
cessing fee set forth in §1.492(f) is required for accep- 
tance of an English translation later than the expiration 
of 30 months after the priority date. The payment of the 
surcharge set forth in §1.492(e) is required for accep- 
tance of the basic national fee or the oath or declaration 
of the inventor later than the expiration of 30 months af- 
ter the priority date. 

(d) A copy of any amendments to the claims made un- 
der PCT Article 19, and a translation of those amend- 
ments into English, if they were made in another 
language, must be furnished not later than the expiration 
of 30 months from the priority date. Amendments under 
PCT Article 19 which are not received by the expira- 
tion of 30 months from the priority date will be consid- 
ered to be cancelled. 

(e) A translation into English of any annexes to the in- 
ternational preliminary examination report, if the 
annexes were made in another language, must be 
furnished not later than the expiration of 30 months 
from the priority date. Translations of the annexes 
which are not received by the expiration of 30 months 
from the priority date may be submitted within 32 
months from the priority date accompanied by the pro- 
cessing fee set forth in §1.492(f). Translations of the an- 
nexes which are not timely received will be considered 
to be cancelled. 

(f) Verification of the translation of the international 
application or any other document pertaining to an in- 
ternational application may be required where it is con- 
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sidered necessary, if the international application or oth- 
er document was filed in a language other than English. 

(g) The documents submitted under paragraphs (b) 
and (c) of this section must be clearly identified as a sub- 
mission to enter the national stage under 35 U.S.C. 371, 
otherwise the submission will considered as being 
made under 35 U.S.C. 111. 

(h) The time limits set out in paragraphs (b), (c), (d) 
and (e) of this section may not be extended pursuant to 
§1.136 or otherwise. 

(i) An international application becomes abandoned as 
to the United States 30 months from the priority date if 
a copy of the international application is not communi- 
cated to the Patent and Trademark Office prior to 30 
months from the priority date and a Demand for Inter- 
national Preliminary Examination which elected the 
United States of America has been filed prior to the ex- 
piration of 19 months from the priority date. If a copy 
of the international application is communicated within 
30 months to the Patent and Trademark Office, an inter- 
national application will become abandoned as to the 
United States 32 months from the priority date if the re- 
quired English translation(s), fees and oath or declara- 
tion under 35 U.S.C. 371(c) are not filed within 32 
months from the priority date. 

29. A new §1.496 is added to read as follows: 


§1.496 Examination of international applications in the 
national stage. 


(a) International applications which have complied 
with the requirements of 35 U.S.C. 371(c) will be taken 
up for action based on the date on which such require- 
ments were met. However, unless an express request for 
early processing has been filed under 35 U.S.C. 371(f), 
no action may be taken prior to one month after entry 
into the national stage. 

(b) A national stage application filed under 35 U.S.C. 
371 may have paid therein the basic national fee as set 
forth in §1.492(a)(4) if it contains, or is amended to con- 
tain, at the time of entry into the national stage, only 
claims which have been indicated in an international 
preliminary examination report prepared by the United 
States Patent and Trademark Office as satisfying the cri- 
teria of PCT Article 33(1)-(4) as to novelty, inventive 
step and industrial applicability. Such national stage ap- 
plications in which the basic national fee as set forth in 
§1.492(a)(4) has been paid may be amended subsequent 
to the date of entry into the national stage only to the 
extent necessary to eliminate objections as to form or to 
cancel rejected claims. Such national stage applications 
in which the basic national fee as set forth in 
§1.492(a)(4) has been paid will be taken up out of order. 

30. A new §1.497 is added to read as follows: 


§1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application, 
if the inventor, desires to enter the national stage under 
35 U.S.C. 371 pursuant to §1.494 or §1.495, he or she 
- file an oath or declaration in accordance with § 

(b) If the international application was made as pro- 
vided in §1.422, 1.423 or 1.425, the applicant shall state 
his or her relationship to the inventor and, upon infor- 
mation and belief, the facts which the inventor is re- 
quired by §1.63 to state. 

31. A new §1.499 is added to read as follows: 


§1.499 Unity of invention during the national stage. 


(a) An international application which has entered the 
national stage by meeting the requirements of 35 U.S.C. 
371 will be considered to have unity of invention if the 
—_ are in accordance with PCT Rule 13 (see §1.475 
(f)). 

(b) An application in the national stage containing 
claims to different categories of invention will be consid- 
ered to have unity of invention if the claims are drawn 
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only to one of the combinations of categories as set 
forth in PCT Rule 13.2 (see §1.475(f)) or to the combi- 
nation of— 

(1) A product and a process for the manufacture of 
said product or 

(2) A product and a process of use of said product. 


If an application contains claims to more or less than 
one of the combinations of categories of invention set 
forth in PCT Rule 13.2 (see §1.475(f)) or a combination 
set forth in paragraphs (b)(1) and (2) of this section, uni- 
ty of invention may not be present. 

(c) If an application in the national stage contains 
claims to a category of invention in addition to those 
categories included in any one of the combinations spec- 
ified in paragraph (b) of this section, lack of unity of in- 
vention may be held between the categories included in 
the combination and the claims to the additional catego- 
ry of invention. 

(d) Unity of invention will exist in an application in 
the national stage where the claims are limited to one of 
the combinations of categories set forth in PCT Rule 
13.2 (see §1.475(f)) or a combination set forth in para- 
graph (b)(1) or (2) of this section. If multiple products, 
processes of manufacture or uses are claimed, the first 
invention of the category first mentioned in the claims 
of the application and the first recited invention of each 
of the other categories related thereto will be considered 
as the elected invention to be examined. Any such hold- 
ing of an election by the examiner will be made in the 
form of a restriction requirement which confirms the 
election made by the presentation of the claims. Such a 
restriction requirement would be made on the basis of 
whether the inventions are independent and distinct. Ap- 
plicant has the right to traverse such a restriction re- 
quirement in the response to the Office action in which 
the election is indicated. 

(e) The inventions recited by the claims of different 
categories must be related rather than independent in- 
ventions. 

(f) If the examiner finds that a national stage applica- 
tion lacks unity of invention, the examiner may in an Of- 
fice action require the appiicant in the response to the 
Office action to elect the invention to which the claims 
shall be restricted, this official action being called a re- 
quirement for restriction. Such requirement may be 
made before any action on the merits but may be made 
at any time before the final action at the discretion of 
the examiner. Review of any such requirement is provid- 
ed under §§1.143 and 1.144. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of 
Patents and Trademarks. 


[FR Doc. 87-11977 Filed 5-27-87; 8:45 am] 
BILLING CODE 3510-16-M 
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(93) Revised Procedures for Recording Searches 


and Considerations of Certain Prior Art 


In order to provide a more complete, accurate and uni- 
form record of what has been searched and considered by 
the examiner for each application the Patent and Trade- 
mark Office has established revised procedures for re- 
cording search data in the application file. Such a record 
is of importance to anyone evaluating the strength and va- 
lidity of a patent, particularly if the patent is involved in 
litigation. These new procedures will also facilitate the 
printing of certain search data on patents. 

Under the revised procedures, searches are separated 
into two categories and listed, as appropriate, in either 
the “SEARCHED” box or a newly added “SEARCH 
NOTES” box on the file jacket. 

Until file jackets can be reprinted to include a second 
search data box, all file jackets for new applications will 
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have the “SEARCH NOTES” box stamped therein by 
the Mail Room. If additional space is required, entries 
= be continued on the outside right flap of the file 
jacket. 

The revised procedures will apply to all new applica- 
tions in which the first search is made after April 1, 
1977 and do not affect the manner in which references 
are listed on the form PTO-892. “Notice of References 
Cited.” Gy rc changes in the Manual of Patent 
Examining Procedure will be made. 

A. “SEARCHED” Box Entries 

Search entries made here, except those for search u 
dates (see item A. 3 below), will be printed under “Field 
of Search” on the patent front page. Therefore, the fol- 
lowing searches will be recorded in the “SEARCHED” 
box by the examiner along with the date and the exam- 
iner’s initials, according to the following guidelines: 


1. A complete search of a subclass, including all United 
States and foreign patent documents and other pub- 
lications placed therein. The complete classification 
(class and subclass) will be recorded. 

2.A limited search of a subclass, for example, a search 
that is restricted to an identifiable portion of the pa- 
tent documents placed therein. If, however, only 
the publications in a subclass are searched, such an 
entry is to be made under “SEARCH NOTES” 
rather than under “SEARCHED.” (See item B, 4 
below.) 

The class and subclass, followed by the information 
defining the portion of the subclass searched in pa- 
renthesis, will be recorded. 

. An update of a search previously made. 

This search entry will be recorded in a manner to 
indicate clearly which of the previously recorded 
searches have been updated, followed by the ex- 
pression “(updated).” Search update, entries, al- 


though recorded in the “SEARCHED” box, will 
not be printed. 

When a search made in a parent application is 
updated during the examination of a continuing ap- 
plication, those searches updated, followed by 


“(updated from parent S.N. y”’ will be record- 
ed. If the parent has been patented, the patent num- 
ber “Pat. N. ____” instead of serial number in the 
above phrase will be recorded. 

4.A mained search of a file of documents in a spe- 
cific art, conducted by using key terms to retrieve 
documents. The name of the mechanized search sys- 
tem as it appears in the following list will be re- 
corded along with the expression “MS File” to indi- 
cate mechanized search file. 


Mechanized Search Systems 
Termatrex Systems: 


Automatic Fuel Controls 

Boots & Shoes 

Chemical Testing 

Combined Fasteners 

Electrical Contact Materials 

Surface Bonding Using Critical Metal 


Edge-Notched Card System: 
Fluid Devices 
Punch Card Systems: 


Electrolysis 
Organometallics 
Steroids 


Computer Controlled Microfiche Search Systems 
(CCMSS): 


A-D Convertors 
Digital Data Processing Systems 
Special Purpose Digital Processing Systems 
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When a search with a Termatrex or Edge-Notched 
card system is conducted, the examiner will complete 
form PTO-1041 in two copies, recording all queries 
searched, even those which yield only non-relevant doc- 
uments. All documents returned by the system in re- 
sponse to a query which are not actually reviewed will 
have an “X” drawn through their associated access and 

tent numbers. When conducting a search with a 

ched Card system, the examiner will place in the ap- 
plication file the Code Sheet on which the terms 
searched have been marked along with the machine tape 
listing the documents retrieved. Any document not actu- 
ally reviewed will have an “X” drawn through that doc- 
ument’s number on the listing. 

When conducting a search with the CCMSS search 
systems, the machine-produced search report, which lists 
the terms and tagged documents, will be placed in the 
application file on the right flap of the file jacket. Any 
— document not actually reviewed will have an 
“X” drawn through that document number on the 
search report. 

B. “SEARCH NOTES” Box Entries 

Entries made in the “SEARCH NOTES” box are of 
equal importance to those placed in the “SEARCHED” 
box; however, these entries will not be printed on any 
resulting patent. They are intended to complete the ap- 
plication file record of areas and/or doguments consid- 
ered by the examiner in the search. The examiner will 
record the following searches in the “SEARCH 
NOTES” box and in the manner indicated, with each 
search dated and initialled: 


1.A cursory search, or scanning, of a subclass, i.e., a 
search usually made to determine if the documents 
classified there are relevant. The classification will 
be recorded, followed by “(Cursory).” 

2. A consultation with other examiners to determine if 
relevant search fields exist in their areas of exper- 
tise. The class and subclass discussed, if not actually 
searched, will be recorded, followed by “(consult- 
ed).” This entry may also include the name of the 
examiner consulted and the art unit. 

3. A search of a publication not located within the clas- 
sified patent file, e.g., a library search, a text book 
search, a Chemical Abstracts search, etc. The fol- 
lowing data will be recorded for each type of litera- 
ture search: 

a. Abstracting publications, such as Chemical Ab- 
stracts or the Engineering Index—the name of 
the publication, the list of terms consulted in the 
index and the period covered will be recorded. 

b. Periodicals—The title and period or volumes cov- 
ered, as appropriate will be recorded. 

c. Books—The title and author, edition or date, as 
appropriate, will be recorded. 

d. Other types of literature not specifically mentioned 

above (i.e., catalogs, manufacturer’s literature, 
private collections, etc.). 
Unless the search is a cursory or browsing one, 
data as necessary to provide unique identification 
of material searched will be recorded. Specific 
materials cited by the examiner will not be re- 
corded again here. 

e. Computer search in Scientific Library—An on-line 
computerized literature searching service which 
uses key terms and index terms to locate relevant 
publications in many large bibliographic data bas- 
es is available to examiners in the Scientific Li- 
brary of the Patent and Trademark Office. A 
member of the library staff is assigned to assist 
examiners in selecting key terms and to program 
the search. 

There are two on-line search systems: The 
Lockheed Information Systems and the SDC 
Search Service. 

These search systems include many data bases. 

A copy of the search printout will be made and 
placed in the application file, attached to the right 
flap of the file jacket. 
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The examiner will also indicate which publica- 
tions were reviewed by initialling and dating the 
copy of the printout in the left margin adjacent to 
each reviewed publication. If only an abstract of 
a document was reviewed, the note of “ck’ed 
abst.” will be made next to the initials and date. If 
the complete document was reviewed, the note 
“ck’ed doc.” will be placed with the initials and 


date. 

4. A search of only the publications in a subclass. The 
class and subclass followed by “(publications only)” 
will be recorded. 

5.A review of art cited in a parent application or in an 
original patent, as required for all continuing and 
reissue applications, or a review of art cited in relat- 
ed applications or patents mentioned within the 
specification, such as those included to provide 
background of the invention. The serial number of a 
parent application that is still Pending or aban- 
doned, followed by “refs. checked” or “refs. ck’ed” 
will be recorded. If for any reason not all of the ref- 
erences are checked because they are not available 
or clearly not relevant, such exceptions will be not- 
ed. The patent number of a parent or related appli- 
cation that was patented or of an original patent 
now being reissued will be recorded along with the 
expressions “refs. checked” or “refs. ck’ed.” 

C. Not Recorded 

The following data will not be recorded in either of 
the search boxes, but will be noted in the application file 
as indicated below: 

1. Citations of prior art by applicants conforming to Rule 
98 and the practice thereunder. 

In each instance where all prior art referred to in a 
paper placed in the application file is considered, 
the examiner will place the notation “all ck’ed” and 
his or her initials adjacent to the citation. 

. Citations of prior art by applicants not conforming to 
Rule 98 and the practice thereunder. 
In each instance where an examiner considers, but 
does not cite on form PTO-892, specific prior art 
referred to in a paper placed in the application file, 
the examiner will place a notation adjacent to the 
reference. If all the references referred to in such a 
paper are reviewed, the examiner will place the no- 
tation “all ck’ed” and his or her initials adjacent the 
citation. If included in the specification, the examin- 
er will write his or her initials adjacent to any refer- 
ence(s) checked and enter “checked” or “ck’ed” in 
the left margin opposite the initials. If presented in a 
separate paper or in the remarks of an amendment, 
the examiner’s initials and “checked” or “ck’ed” 
will be entered adjacent to the citation(s) or wher- 
ever possible to indicate clearly those checked. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Feb. 22, 1977. 


[956 O.G. 1546] 


(94) Prior Art Cited by Applicants 

Effective immediately, applicants are encouraged to 
use new form PTO-1449, “List of Prior Art Cited by 
Applicant,” when preparing a prior art statement under 
37 CFR 1.97-1.99. A copy of the form is included here- 
with from which suitable reproductions can be made. 
This form, which will enable applicants to provide the 
PTO with a uniform listing of prior art citation, super- 
sedes form PTO-3.72. 

While the filing of prior art statements is voluntary, 
the procedure is governed by the guidelines of Section 
609 of the Manual of Patent Examining Procedure and 
37 CFR 1.97 through 1.99. To be considered a proper 
prior art statement, form PTO-1449 shall be accompa- 
nied by an explanation of relevance of each listed item, a 
copy of each listed patent or publication or other item 
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of information and a translation of the pertinent portions 
of foreign documents (if an existing translation is readily 
available to the applicant), and should be submitted in a 
timely manner as set out in MPEP Sec. 609. 

Examiners will consider all prior art citations submit- 
ted in conformance with 37 CFR 1.98 and MPEP Sec. 
609 and place their initials adjacent the citations in the 
boxes provided on the form. Examiners will also initial 
citations not in conformance with the guidelines which 
may have been considered. A reference may be consid- 
ered by the examiner for any reason whether or not the 
citation is in full conformance with the guidelines. A 
line will be drawn through a citation if it is not in con- 
formance with the guidelines and has not been consid- 
ered. A copy of the submitted form, as reviewed by the 
examiner, will be returned to the applicant with the next 
communication. The original of the form will be entered 
into the application file. 

Each citation initialed by the examiner will be printed 
on the issued patent in the same manner as prior art cit- 
ed by the examiner on form PTO-892. 

The reference designations “AA,” “AB,” etc. (refer- 
ring to applicant’s reference A, Applicant’s reference B, 
etc.) will be used by the examiner in the same manner as 
examiner’s reference designations “A,” “B,” “C,” etc. on 
Office Action Form PTO-1142. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Aug. 15, 1980. 
[998 O.G. 8] 


(95) Report on the Quality Reinforcement Program 


The Patent and Trademark Office (PTO) has instituted 
a Quality Reinforcement Program to identify services of- 
fered by the PTO that are in need of improvement. As a 
part of this program, the Office, in cooperation with the 
American Intellectual Property Law Association 
(AIPLA), has completed an evaluation of selected prac- 
tices performed by both patent examiners and representa- 
tives of patent applicants during the examination process. 
The results of this evaluation are detailed in Volume I of 
the PTO Report of the Quality Reinforcement Program. 
A summary of the findings of this report is presented be- 
low. This summary is presented to report on the findings 
and to solicit suggestions from both the public and em- 
ployees of the Patent & Trademark Office on steps that 
might be taken to raise the level of performance of those 
practices found to be in need of improvement. The full 
report and evaluation, which is quite extensive with over 
350 pages, is available at the PTO. 
Address: Comments and inquiries should be addressed to: 
The Commissioner of Patents and Trademarks, Washing- 
ton, D.C. 20231, to the attention of Edward Kubasiewicz, 
Director, Examining Group 250, Rm. CP4-9D19. 
Date: Comments should be submitted by June 16, 1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


SUMMARY OF VOLUME I — REPORT ON CUR- 
RENT LEVEL OF PERFORMANCE OF SELECTED 
PATENT EXAMINING CORPS PRACTICES 


This is a summary of Volume I of the Quality Rein- 
forcement Program Report, which addresses the current 
level of performance of selected Patent Examining 
Corps practices. This summary presents a background of 
the Quality Reinforcement Program and a synopsis of 
conclusions reached for each selected practice. 


Background of the Quality Reinforcement Program 


On Feb. 25, 1986, President Reagan issued an execu- 
tive order establishing a comprehensive program for the 
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improvement of productivity throughout all of govern- 
ment. From this executive order the Department of 
Commerce evolved a Productivity Improvement Pro- 
gram entitled PROJECT PRIDE. The program was an- 
nounced as encompassing productivity, quality excel- 
lence and client satisfaction. 

The role of U.S. Patent and Trademark Office (PTO) 
in PROJECT PRIDE centers around quality, and is en- 
titled the Quality Reinforcement Program. 

The goal of the PTO program is to improve the quali- 
ty of patent examining functions and the timeliness and 
quality of other public services. In particular, the pro- 
gram focuses on improving the quality of practices 
a in three different areas of the PTO, i.e., the 

atent Examining Corps, the Office of Administration 
and the Office of Documentation. 

The —* of an issued patent and the record before 
the PTO in the patented file are extremely important to 
the patent owner and to others who may be competitors 
or otherwise affected by the patent. Investment deci- 
a and the —— a. yoy development and 
marketing expenditures o! upon patent pro- 
tection. Potential licensees and infringers need to know 
where they stand in regard to an issued patent. Patent 
owners and others need to be able to have a high degree 
of confidence in the validity of a patent. Valid patents 
and a clear and correct file record will help to eliminate 
unnecessary and expensive patent litigation costs which 
are currently estimated to total at least $800 million per 
year. 

The concern for productivity and productivity im- 
provement is not a recent development at the PTO. 
During the past quarter of a century one of the most 
pressing problems for the Office has been a large and 
growing backlog of unexamined patent applications and 
the resulting long pendency time between filing an ap- 
plication and issuance of a patent. The average penden- 


cy of patent applications in 1964 was 37 months. How- 
ever, average pendency dropped steadily in the 1970s 
until it culminated in an average pendency of 18 months 


in 1977. This pendency was shortlived due to a loss of 
adequate resources. However, pendency is once again 
eee it is expected that an average pendency of 18 
months will be achieved in 1989. 

Historically, the Office has successfully responded to 
situations similar to the one in which it presently finds 
itself. Beginning in the 1960s when the backlog of new 
applications exceeded 200,000, a program designed to 
drastically increase the productivity of the Corps was 
initiated. Part of that program was what has since be- 
come known as “compact prosecution”. An increased 
staff of examiners was reinstructed to take a new ap- 
proach toward examining in which patentable subject 
matter was looked for and indicated as early in the pros- 
ecution of the case as possible, references were automat- 
ically furnished with actions, attorneys were urged to 
originally file claims of the broadest possible range of 
scope, telephonic prosecution was instituted, first actions 
and application disposals became the measure of examin- 
ers’ performance, preprinted first action forms were 
designed, etc. 

question before the Office now is whether suffi- 
cient attention is being given to quality. The intent of 
the Quality Reinforcement Program, as it applies to the 
Patent Examining Corps, is to take stock of the present 
situation and to consider whether any corrective action 
needs to be taken to improve the quality of the examina- 
tion process. 

The Office is currently using and improving various 
tools to assure a quality examined patent. These tools in- 
clude the quality review program, supervisory reviews 
of examiner work through the performance appraisal 
system and through the promotion and signatory author- 
ity programs, improved and expanded examiner training, 
development of the automated patent system to improve 
the quality of examiner searching, recruitment of “top- 
of-the-class” new examiners, and detailed and clear 
guidlines on examining policy and procedure. 

The Quality Reinforcement Program is a new quality 
tool for improving the actual quality of the patents is- 
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sued as well as the record behind the issuance of these 
patents. This new program differs from the quality re- 
view program in that this program looks at the key 
pieces of the patent examining process that contribute to 
and make up the end product or patent rather than 
pry ben at the end product. The Quality Reinforce- 
ment ue focuses on the effectiveness and consis- 
tency with which examiners apply existing law and pro- 
cedures and how they communicate their findings to 
applicants. The Py rer also focuses on the attorney’s 
contribution to this work poe. Lastly, the program 
focuses on the timeliness of some of the services provid- 
ed by the Corps’ clerical support staff. Such focusing is 
not intended to be carried out one time only. Rather, the 
methodology used in this program will be applied to any 
key pieces, identified by PTO personnel or the bar in 
the future, as needing a review of the type dictated by 
Ce gengres. The aim in short is to build quality and 
be ; - from the ground up and to maintain them at a 

level. 

is report presents and analyzes the findings of the 
Quality Reinforcement Program only as the findings re- 
late to practices performed in the Patent Examining 
Corps. The portion of the program reported in this vol- 
ume represents a cooperative effort between the Corps 
and the American Intellectual Property Law Association 
(AIPLA) through its Ad Hoc Committee on Quality. 
The focus is on certain practices involved in the prose- 
cution, examination and processing of patent applications 
by both the PTO and by patent applicants and their rep- 
resentatives. 


Methodology 


The methodology adopted for the program comprises 
the following process: 


select target practices, 

determine the current quality or performance lev- 

el of the target practices, 

compare the current performance of the target 
ractices to the desired level of performance, 

implement, where appropriate, steps to raise the 

current level of performance to the desired level, 

subsequently, determine the level of performance 

of the target practices, and 

compare the current level of performance to the 

subsequently determined level of performance to 

determine what, if any, change has occurred. 


Target Practices 


A number of practices were targeted for the program 
as a result of complaints and concerns, raised by the bar 
-— Ka O personnel. The targeted practices are identified 
as follows: 


A, Explanations of Rejections 


This program targeted examiner “explanations 
of rejections” as a practice to be reviewed based 
in part on a de-emphasis by the Office on the de- 
gree to which examiners were required to include 
detailed explanations of the supporting rationale 
behind their rejections during the 1970s. The 
PTO instituted the use of an abbreviated, hand- 
written form (PTO-1142) for the preparation of 
first Office actions during the early 1970s. The 
form provided for a cryptic description of how 
the references were being combined in a §103 re- 
jection and provided liitle space for explanation 
of the supporting rationale behind rejections. The 
form was mandatory for all first actions, and was 
discontinued in 1982 primarily due to complaints 
from the patent bar and the courts that examiner 
explanations of rejections were not sufficient. The 
inclusion of “explanations of rejections” as a 
targeted practice for this program enables the 
evaluation of whether further improvement is 
needed in this area. 
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B. Final Rejection Practice 


This program targeted “final rejection practice” 
for review based in part on the conflicting needs 
of PTO and patent applicants/attorneys in this 
area of practice. In order to reduce the time appli- 
cants must wait to obtain a patent and to increase 
efficiency of the examination process, the PTO 
uses various incentives for examiners to make 
their rejections final early in the prosecution. 

To the contrary, patent applicants often desire 
to have the examiner repeatedly reconsider his or 
her position or to continue to amend the claims. 
These conflicting incentives often lead to disputes 
relating to the propriety and/or timeliness of final 
rejections and to whether amendments are en- 
tered after an action has been made final. 


C. Information Disclosure Statements 


This program targeted “information disclosure 
statements” for review based upon concerns 
expressed by both applicants/attorneys and by the 
Patent Examining Corps over the submission of 
these statement. 

Patent examiners, in the interest of efficiency 
and productivity, are benefited by the disclosure 
to the Office of all material information relating to 
the patentability of the application prior to their 
first Office action. However, this must be balanced 
against the practical reality that applicants/attor- 
neys often don’t become aware of material infor- 
mation until later in the prosecution, and don’t 
have readily available translations of foreign docu- 
ments or copies of documents for submission to 
the PTO. This practice looks at the extent to 
which the practical needs of both the PTO and the 


applicant/attorney are served by the procedures 
relating to “information disclosure statement”. 


D. Interviews 


This program targeted “interviews” for review 
to determine the extent to which personal discus- 
sions are held between examiners and attorneys 
and to evaluate whether the parties consider per- 
sonal interviews to be a productive or helpful 
means for clarifying issues that may not have been 
clearly communicated in earlier written communi- 
cations. Selection of “interviews” as a targeted 
practice was based in part on isolated complaints 
by some examiners that interviews were not al- 
ways productive for them and by some attorneys 
that some examiners are reluctant to hold inter- 
views. 

PTO procedures require that all business with 
the Office be conducted in writing (37 CFR §1.2). 
To comply with this rule and still accommodate re- 
quest for oral discussions with examiners, it is PTO 
policy that the substance of all personal interviews 
must be reduced to writing (see §713.04 of the 
MPEP). Selection of “interviews” as a targeted 
practice was also based on concerns that the writ- 
ten record include an explanation of the substance 
of all oral interviews. Under this practice, the pro- 
gram focused on determining the perceptions of 
examiners and attorneys about interviews. 


E. Responses by Applicant 


This program targeted “responses by appli- 
cant” for review to determine the extent to which 
practitioners representing patent applicants submit 
responses to examiner actions that are complete 
and in compliance with current rules and proce- 
dures. Specific activities under this topic, such as 
the extent to which explanations of why claims 
are considered unobvicus over the art cited by 
the examiner and the degree of compliance with 
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37 CFR §1.116 when amendments are presented 
after a final rejection, were selected based upon 
some complaints by examiners about attorney re- 
sponses in these areas. 


F. Completeness of the Record 


This program targeted “Completeness of the 
Record” for review primarily upon the im- 
portance of a complete file record to those who 
must review patented files and make important 
decisions based upon the facts and determinations 
therein. The necessity of insuring a complete file 
record has been urged by such diverse interests as 
federal court judges, potential licensees, potential 
infringers, and those attempting to avoid infringe- 
ment. 

This topic looks at the extent to which examin- 
ers insure a complete file record by including a 
statement of reasons for allowance where appro- 
priate, fully and properly record the search of the 

rior art, and check foreign priority information 
or accuracy and completeness. This topic does 
not look at the extent to which examiners explain 
their rejection; see eted practice A, “Explana- 
tion of Rejections.” The extent to which appli- 
cants file complete responses is covered in 
targeted practice E, “Responses by Applicant.” 


G. Compact Prosecution 


This program targeted “Compact Prosecution” 
for review based upon its importance as a key el- 
ement in current PTO efforts to reduce pendency 
time of applications to an average of 18 months. 
The premise behind compact prosecution is that 
pendency time will be minimized if each stage of 
prosecution is fully and thoroughly conducted by 
both examiners and applicants. The demands of 
such a standard have inevitably led to complaints 
from each side relating to the completeness of 
considerations and the willingness to take that 
“extra step”. Examiners have been criticized for 
confining searches to only what is literally 
claimed, and for failing to indicate possible areas 
of patentability at the earliest possible stage. Ap- 
plicants have been criticized for failure to claim 
all limitations that might be considered patentable 
prior to the initial search by the examiner, for 
amending the claims to include these limitations 
only after first action, and for failing to correct 
significant formal deficiencies prior to initial ex- 
amination. 


H. Appeal Practice 


This program targeted “Appeal Practice” for 
review primarily due to the recent and substantial 
increase in the backlog of appealed applications 
awaiting decision by the Board of Patent Appeals 
and Interferences. Primary emphasis was placed 
on determining the extent to which appellant’s 
brief and the examiner’s answer are formally 
complete so that expeditious consideration may 
be given by the Board. 

As a result of the high priority being given by 
the PTO to reduce the backlog of cases at the 
Board, additional survey questions were included 
to determine the extent to which additional re- 
quirements beyond those currently in effect for 
the preparation of the appellant’s brief and exam- 
iner’s answer would be useful to examiners and 
the Board. 


I, Allowances After Appeal Brief 


This program targeted “Allowances after Ap- 
peal” for review in response to complaints that 
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examiners often allow cases after appellant has 
filed a brief when the cases should have been 
allowed before the brief was filed. 


J. Processing Times 


This program targeted “Processing Times” for 
review based upon its importance to the PTO 
goal of reducing pendency of patent applications 
to 18 months. 


DETERMINATION OF CURRENT LEVELS 
OF PERFORMANCE 


The step of determining the current level of perfor- 
mance of the targeted practices was accomplished 
through a number of surveys. 

One survey, called the Applications Survey, was an 
internal factual survey that involved selecting a sample 
of 150 applications on a random basis from all the exam- 
ining groups. A survey team, comprising three Supervi- 
sory Patent Examiners (SPEs) and three reviewers from 
Qualtiy Review, performed a detailed review of the ap- 
plications according to a questionnaire, which was de- 
veloped with the joint cooperation of the AIPLA Ad 
Hoc Quality Committee. 

A second survey, called the AIPLA Survey, was an 
opinion questionnaire provided by the AIPLA to 5500 
of its members. The questionnaire was developed jointly 
with the AIPLA Ad Hoc Quality Committee. The 
AIPLA questionnaire sought the perception of the attor- 
neys of the quality of the work performed by the Corps 
relative to the targeted practices. Space was provided 
for the respondents to include comments on the ques- 
tionnaire. Over 1100 attorneys responded to the ques- 
tionnaire. 

Another survey, called the Examiners Survey, was 
also an opinion questionnaire provided to all patent ex- 
aminers and SPEs on a voluntary and anonymous basis. 
The questionnaire queried the examiners and SPEs about 
the practices of the practitioners before the PTO. Space 
was provided for the respondents to include comments 
on the questionnaire. Over 650 responses were received. 

A fourth survey, called the Appeals Survey, was also 
an internal factual survey. The questionnaire was devel- 
oped with the cooperation of the AIPLA Ad Hoc Qual- 
ity Committee. The questionnaire sought data about the 
practices carried out in the appeal process in the PTO. 
For this survey, 60 applications were selected on a ran- 
dom basis from all the examining groups. The survey 
team performed a detailed review of the applications ac- 
cording to the questionnaire. 

Three other surveys were used to gather data. All of 
these surveys were developed and conducted by the Of- 
fice of Quality Review. Two surveys involved the re- 
view of 1878 allowed applications concerning informa- 
tion disclosure statements. Another survey involved the 
review of 290 applications allowed after appellant had 
filed an appeal brief, but before an examiner’s answer 
was prepared. 

Relative to the processing times, PALM reports were 
used to obtain data on the practices targeted for this ac- 
tivity. 


COMPARISON OF CURRENT LEVELS 
TO DESIRED LEVELS 


The step of comparing the current levels of perfor- 
mance to the desired or standard levels of performance 
was accomplished by setting out the desired or standard 
level for each target practice. Next, all the information 
provided by the surveys was analyzed for each target 
practice and compared to the desired or standard level 
for the target practice. The analysis resulted in the fol- 
lowing general conclusions. (A detailed listing of all 
conclusions for each targeted practice is presented in 
Section VII of Volume I of the Quality Reinforcement 
Program Report.) 
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SUMMARY OF CONCLUSIONS 
A. Explanations of Rejections 


1. Identification of Statutory Basis for Rejection 

Over 95% of the rejections under 35 USC §§103 
and 112, second paragraph (clarity), cited the statu- 
tory basis for the rejection. With respect to rejec- 
tions under 35 USC §102, 92% of the rejections cit- 
ed the statutory basis. Hence, no significant 
improvement is needed in specifying the statutory 
basis of a rejection based on 35 USC §§102, 103 or 
112, second paragraph. 

With respect to rejections under 35 USC §112, 
first paragraph, 14-19% of the rejections based on 
a non-enabling disclosure and 42% of the rejec- 
tions based on new matter failed to cite the statuto- 
ry basis. Hence, improvement is needed in specify- 
ing that a rejection, based on new matter or the 
lack of an =a disclosure, is under 35 USC 
§112, first paragraph. 


Explanation of Rejections Based on Prior Art 
Approximately two-thirds of the rejections re- 
viewed failed to explain why the claimed inven- 
tion would have been obvious in view of the ap- 
plied prior art. Over 75% of the attorneys 
responding to the AIPLA survey perceived rejec- 
tions under 35 USC §103 as lacking an explanation 
of why the claimed invention would have been 
obvious. Moreover, 70 comments from attorneys 
(the highest for any topic) were critical of the ex- 
planations of rejections under 35 USC §103. 
Hence, significant improvement is needed to as- 
sure that rejections based on prior art appropriate- 
ly communicate the rationale for such rejections. 


Explanation of Rejections Under 35 USC §112, 
First Paragraph, Non-Enabling Disclosure 

Nineteen percent of all the non-enabiing disclo- 
sure rejections reviewed failed to give reasons in 
support of the rejection. Hence, improvement is 
— in explaining why a disclosure is non-en- 
abling. 


Explanation of Rejections Under 35 USC §112, 
First Paragraph, New Matter 

With respect to rejections based on new mat- 
ter, 35% of the rejections reviewed failed to point 
out the language considered to be new matter, 
and 40% of these rejections did not give a reason 
why the language was considered new matter. 
Hence, significant improvements are needed in 
pointing out the language that is considered to be 
new matter, and explaining why the new matter 
A not supported by the disclosure as originally 

ied. 


Explanation of Rejections Under 35 USC §112, 
Second P 

Approximately 90% of the rejections reviewed 
pointed out the claim language considered 
unclear. Thus, no significant improvement is 
needed in pointing out what claim language is 
considered unclear in rejections under the second 
paragraph of §112. 

Twenty-three percent of the non-final rejec- 
tions reviewed failed to explain why the language 
was considered unclear. In final actions, 8% of 
the rejections failed to explain why the language 
was considered unclear. Hence, improvement is 
needed in explaining why the claim language is 
considered unclear in rejections under the second 
paragraph of §112. 


Alternative Rejections Under 35 USC §§102/103 
Three percent of the actions reviewed con- 

tained alternative rejections under 35 USC §§102, 

103. Ten percent of the examiners’ answers re- 
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viewed contained similar rejections. The number of al- 
ternative rejections under either §102 or §103 was suffi- 
ciently low so that no further action is required. 


B. Final Rejection Practice 


1, 


Timely Development of Issues in Examiner and At- 
torney Communications 


The perception surveys indicate that examiner 
actions and attorney responses leading up to final 
—- do not adequately develop the issues. 

objective Applications Survey data indicate 
that 32% of examiners’ non-final actions do not 
fully respond to all arguments raised by the appli- 
cant. Improvement is needed by both examiners 
— in fully developing the issues prior 
to 

Final rejections were found to treat all claims, 
but were deficient in answering all arguments 
presented by the applicant and in treating affida- 
vits and declarations submitted to overcome re- 
jections. Improvement is needed in a 
all issues raised during the prosecution w 
making a final rejection. 


Appropriateness of Final Rejection 

Thirteen percent of the final actions surveyed 
were considered premature. However, 91% of the 
final rejections reviewed were considered to be 
reasonable. Thirty-nine percent of the attorneys 
responding to the AIPLA survey perceived final 
actions as proper only occasionally or rarely. 

Though examiners appear to be doing an ac- 
ceptable job in making reasonable and proper fi- 
nal rejections, some improvement is needed 
However, attorney B yo song is substantially 
lower than the factual findings. This may be due 
to a desire by attorneys for a more liberal after fi- 
nal procedure rather than improper examiner ap- 
plication of the current procedure. 


Advisory Actions 

Advisory actions were found to be mailed in a 
timely manner. 

Thirty-three percent of the amendments filed 
after final were improperly refused entry. Only 
46% of the attorneys responding to the AIPLA 
survey perceived that reasons given by examiners 
for the non-entry of amendments after final were 
clear almost always or most of the time. More- 
over, only 50% of these attorneys perceived their 
er. to final rejections to have been given 

ideration. 

In only 39% of the instances when an amend- 
ment to existing claims was entered after final did 
the advisory action clearly specify the grounds of 
rejection applicable to the amended claims. 

Hence, significant improvements are needed in 
assuring that amendments after final: 


. are not arbitrarily refused entry, 

. are given sufficient consideration, and 

. communicate the ground of rejection for 
any claim amended after the final rejection. 


C. Information Disclosure Statements 


1, 


Frequency and Timeliness of Submissions 
Information disclosure statements are submitted 
either as statements in the specification or as sepa- 
rate papers in approximately 60% of the applica- 
tions. Eighty-two percent of the statements are 
submitted prior to the first action. However, 47% 
are filed more than three months from the filing 
date. In 1978, just after 37 CFR §1.56 was 
amended, only 21% of the statements were filed 
more than three months after the filing date. 
Twelve percent of applications on appeal had 
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statements filed after the final rejection. Two per- 
cent of the statements are filed after the applica- 
tion has been allowed. 

Only 11% of the statements filed more than 
three months after the filing date contained an ex- 
planation for the delay. 

Hence, significant improvements are needed for 
assuring that information disclosure statements 
are filed in a timely manner, and with an explana- 
tion for the delay when filed late. 


Submission Includes Explanation of Relevancy of 
— 


explanation of the relevance of the art is 
substantially below standard whether the citation 
is incorporated in the specification or is in a sepa- 
rate paper. Hence, significant improvement is 
needed in assuring that explanations of the rele- 
vance of documents cited in information disclo- 
sure statements are provided. 


Copy of Documents Supplied 

Copies of cited documents, —- of type, 
are not provided in approximately 60% of cases 
when statements are incorporated into the specifi- 
cation. Even when eliminating those statements 
citing only U.S. patent —. ts, the Applica- 
— Survey still shows a 25% level of noncom- 
an ce for specification-incorporated statements. 

ere is a need for improvement in supplying 
copies of documents cited in specification-incor- 
porated statements. 


Translation of Foreign Documents Provided 

Either a translation or a statement that a trans- 
lation is not readily available is generally not pro- 
vided when the citation is incorporated in the 
specification. While compliance with the standard 
is better when the citation is in a separate paper, 
compliance is still poor. Improvement is needed. 


Form PTO-1449 or Equivalent 
Since the use of PTO form 1449 is not manda- 
tory, this section merely reports the degree to 


\ which the form is voluntarily used and is thus in- 


formational only. Form PTO-1449 is used in 
about 70% of disclosure statement submissions 
when the submission is in a separate paper. The 
form is used in about 25% of the disclosure state- 
ments incorporated in the specification. 


Miscellaneous 

Examiners considered art submitted prior to 
first action in 93% of cases reviewed. Improve- 
ment is needed to insure 100% compliance. 

While the survey results indicate a perception 
by examiners that related copending applications 
are not being fully disclosed, no objective survey 
data was recorded on this topic. Since attorneys 
are only oy to cite related applications that 
are material, the survey question does not mea- 
sure perceived performance against the current 
standard. No conclusions can be reached based 
upon the survey data. 


D. Interviews 


1, 


Interviews in General 
The results of the AIPLA survey indicate that, 
of the attorneys responding to the survey, 


a. 75% perceived interviews as productive, 
b. 89% perceived interviews to be kept as 
scheduled, 
c. 68% perceived examiners to be adequately 
prepared, and 
. 85% perceived the interview summary form 
to be completed adequately. 
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The results of the Examiners Survey indicate 
that, of the examiners responding to the survey, 


a. 53% perceived interviews as productive, 

b. 96% perceived interviews to be kept as 
scheduled, 

c. 88% ere attorneys to be adequately 
prepared, and 

d. 67% perceived attorneys as making the sub- 
stance of the interview of record. 


The survey results indicate that attorneys per- 
ceive that examiners are willing to t at least 
one interview if timely requested. No need for 
pom pai ny would appear necessary. ys substan- 

number of attorneys (approximately 30%) feel 
that examiners are only occasionally or rarely 
willing to discuss and attempt to resolve substan- 
tive issues at interviews. However, examiners of- 
ten express the desire to reserve commitments un- 
til after an interview so that full consideration of 
all points could be made. It cannot be concluded 
from the survey data whether examiners could be 
making more substantive commitments at inter- 
views. No need for improvement is indicated. 
Some improvement is needed by attorneys in en- 
suring that an adequate written record of the sub- 
stance of all interviews is provided. 


Telephone Restriction 

As a general policy, the examiner should tele- 
phone the attorney of record and request an oral 
election when making a restriction requirement. 
In 62% of the restriction requirements reviewed, 
the policy was followed. However, the telephone 
is not required to be used when examiners know 
that an election will not be made by phone. The 
number of instances of the remaining 38% where 
no restriction was made for this reason was not 
determined. Hence, while it appears that some 
improvement is needed, the degree of need for 
improvement cannot be determined without fur- 
ther study. 


E. Responses by Applicant 


1, 


Responses under 37 CFR §1.111 

Approximately 90% of the responses reviewed 
were technically fully responsive to Office ac- 
tions. However, the percentage of responses that 
explained why the claimed invention would have 
been unobvious in view of the prior art was sig- 
nificantly lower. Moreover, some of the com- 
ments from examiners indicate that they feel re- 
sponses often argue references individually rather 

address the combination of references set 
forth in the prior Office action. At least part of 
this may be due to the lack of an examiner expla- 
nation in rejections how references are used and 
combined. 

Hence, no significant improvement is needed in 
assuring that responses under §1.111 treat all ob- 
jections and rejections. However, significant im- 
provement is needed in assuring that responses in- 
clude an explanation of why it would have been 
unobvious to combine or modify the references in 
the manner suggested by the examiner. 


Responses Under 37 CFR §1.116 

Only 16% of the amendments filed after a final 
rejection that were reviewed presented a showing 
of good and sufficient reasons why they were 
necessary and why they were not presented earli- 
er. Moreover, 48% of the examiners and SPEs 
responding to the Examiners Survey perceived 
that attorneys generally do not start serious pros- 
ecution or make substantial amendments until af- 
ter the final rejection. 
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Hence, significant improvement is needed in as- 
suring that responses under §1.116 explain why an 
amendment was not presented earlier. 


Briefs — Responses to Rejections 

Ninety-four petcent of the briefs reviewed con- 
tained an explanation why the examiner’s modifi- 
cation of the references would have been unob- 
vious. Hence, no significant improvement is need- 
ed in assuring that briefs adequately communicate 
why the examiner’s rejection is considered im- 
proper. 


Affidavits/Declarations Submitted to Overcome 


Rejections 
Approximately 20% of affidavits/declarations 
are not filed in a timely manner. Hence, improve- 
ment is needed in assuring that affidavits/decla- 
—- are ee in a timely manner. 
rception of the sufficiency of affi- 
ame to - er establish proper “nexus” when 
asserting commercial success or to present evi- 
dence to substantiate an allegation of “secondary 
considerations” was very low, indicating a need 
for at least some attorney improvement. 


F. Completeness of the Record 


1, 


1, 


Reasons for Allowance 

In 22% of the applications reviewed, the rea- 
son for allowance was not clear from the record. 
Moreover, only 50% of the attorneys responding 
to the AIPLA Survey perceived the reason for 
allowance made of record by the examiner, as 
clearly establishing why the claims were allowed. 
Hence, significant improvement is needed in as- 
suring that the record clearly explain why the 
claims were allowed. 


Recordation of Searches 

Eighty-five percent of the applications sur- 
veyed had search boxes properly filled out by the 
examiner. Approximately 45% of the applications, 
wherein an automated search was made, were 
lacking information ‘about the automated search. 
Hence, improvements are needed in assuring that 
the search data are recorded in a complete and 
accurate manner. 


— Priority Data Verified 

4am riority/PCT data appearing on the face 
of an le wrapper were not verified in 23% of 
the applications reviewed. Hence, a significant 
improvement is needed in assuring that the 
— data appearing on the file jacket are 
verified. 


G. Compact Prosecution 


Adequacy of Applications Prior to First Action 

Applications should be devoid of obvious 
informalities. Significant improvement is needed 
in foreign origin applications since 70% of the ex- 
aminers surveyed perceived foreign applications 
as containing substantial formal deficiencies al- 
most always or most of the time. However, only 
16% of the examiners perceived U.S. origin appli- 
cations as containing substantial formal deficien- 
cies. 

The disclosure should be readily understand- 
able and the claims should clearly define the 
invention to enable the examiner to conduct an 
adequate search. Improvement is needed in for- 
eign origin applications since 20% of the examin- 
ers surveyed perceive such applications as lacking 
an adequate disclosure to permit examination al- 
most always or most of the time. However, 97% 
of these examiners perceive U.S. origin applica- 
tions as containing an adequate disclosure. 
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Claims should be presented that range from the 
broadest to the most detailed that applicant is 
willing to accept. Substantial improvement is 
needed in this area since the Cte ep Survey 
shows that only approximately 60% of the appli- 
a surveyed contained such a range of 
claims. 


Searches 

The first search should cover the invention as 
described and claimed. Substantial improvement 
is needed in conducting a more thorough search 
at the time of the first action since 50% of the ap- 
plications surveyed revealed newly applied art in 
subsequent actions that should have applied 
in a previous action. 

A search should be made in the issuing class/ 
subclass. Improvement is needed in this area be- 
cause 11% of the allowed applications reviewed 
did not indicate that the issuing class/subclass 
was searched. 


Indication of Allowable Subject Matter 

Examiners should communicate certain aspects 
or features of applicant’s invention that if proper- 
ly claimed would receive favorable consideration. 
Significant improvement is needed in this area 
since only 59% of the applications that were 
deemed appropriate for an indication of allowable 
subject matter had such an indication. 


H. Appeal Practice 


1, 


Appellant’s Brief — Format 

Ninety-five percent of the briefs reviewed con- 
tained a concise explanation of the invention. 
However, only 46% of the explanations contained 
a reference back to the drawings and/or specifi- 
cation. Hence, a significant improvement is need- 
ed in assuring that appellant’s explanation of the 
invention refers to the drawing and/or specifica- 
tion. Ninety-five percent of the briefs reviewed 
contained a copy of the claims. Hence, no signifi- 
cant improvement is needed in assuring that ap- 
pellants provide a copy of the claims on appeal. 

In addition, formal matters that are not current- 
ly required in briefs were found to be included in 
the surveyed briefs to the following extent, 


a. 27% of the briefs included a separate sum- 
mary of the issues on appeal, 

b. 53% of the briefs included a citation of the 
references as well as an explanation of each 
reference, 

. 7% of the briefs included a reference back 
to the drawings or specification in the copy 
of the claims presented in the brief; howev- 
er, 58% of the examiners surveyed thought 
that an appeal brief would be more useful if 
the claims on appeal were read on the 
drawings or specification, and 

. 2% of the briefs pointed out an exemplary 
claim; however 60% of the examiners sur- 
veyed thought that an appeal brief would 
be more useful if appellant is required to 
state whether all the claims on appeal stand 
or fall together. 


The formal requirements of the brief should be 
reviewed to determine if these additional require- 
ments would improve the manner in which issues 
on appeal and evidence in support thereof are set 
forth in the brief. 


Examiner’s Answer — Format 

Ninety percent of the answers surveyed identi- 
fied the status of all the claims in the applications. 
One hundred percent of the answers cited all the 
references relied upon in the appeal and pointed 
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out any deficiencies in the copy of the claims pro- 
vided by appellant. Hence, no significant im- 
provements are needed in the format of the exam- 
iners’ answers, as measured against the formal 
requirements for examiner’s answers. 

n addition, formal matters that are not current- 
ly required in examiner’s answers were found to 
be included in the surveyed answers to the fol- 
lowing extent, 


a. 15% of the answers included a summary of 
the issues on appeal, 

b. 40% of the answers included an explanation 
of the invention, and 

c. 28% of the answers included an explanation 
of the references. 


The formal requirements of the examiner’s an- 
swer should be reviewed to determine if these ad- 
ditional requirements would improve the manner 
in which issues on appeal and evidence in support 
thereof are set forth in the examiner’s answer. 


3. Examiner’s Answer — Completeness 


Seventy-two percent of the answers reviewed 
responded to every significant argument raised in 
the briefs. Hence, a significant improvement is 
needed in assuring that examiners’ answers re- 
spond to every significant argument/issue raised 
by appellants. 


Post Examiner’s Answer Practice 

The Appeals Survey shows that a substantial 
number of reply briefs are merely noted with no 
further comment by the examiner. The findings 
are inconclusive regarding the propriety of the 
reply briefs or whether reply briefs are being 
treated properly by examiners. 


I, Allowance After Appeal Brief 


Thirty-nine percent of applications allowed af- 
ter an appeal brief had been filed were found to 
have no change in appellant’s position. Hence, 
significant improvement is needed in assuring that 
applications are allowed at the earliest appropri- 
ate stage of prosecution. 


J. Processing Times 


1, 


Mailing of Office Actions 

Substantial improvement in mailing Office ac- 
tions earlier than one month from the day when 
the examiners are given credit for the Office ac- 
tion has been accomplished since the inception of 
the Quality Reinforcement Program. 


Mailing of Notices of Allowance 

Substantial improvement in assuring that No- 
tices of Allowances are mailed promptly has been 
accomplished since the inception of the Quality 
Reinforcement Program. 


Responses to Amendments After Final 

Substantial improvement in mailing responses 
to amendments after final has been accomplished 
since the inception of the Quality Reinforcement 
Program. 


Perceptions 


In addition to reaching conclusions on the current lev- 
el of performance of each target practice, the program 
determined the opinions of patent examiners and repre- 
sentatives of applicants on various topics involved in the 
examination process. A summary of their perceptions is 
presented below. 


Examiner legal proficiency was perceived by 
attorneys to be in definite need of improvement. 
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Examiner technical competency, care in doing 
the job, and neatness of attire were perceived by 
ewe as more positive than negative, but in 
need of improvement. 

Clerical prt aoe and care in doing the job 
were perceived by attorneys to be in definite 
need of improvement. 

Clerical functions including neatness of attire, 
cooperativeness, courteousness and availability 
were perceived as being more positive than nega- 
tive, but with substantial room for improvement. 

Attorney handling of foreign pas ce applica- 
tions was perceived by examiners to be deficient 
in preparation of the case for examination. Attor- 
ney practices including continued prosecution af- 
ter final, interview practice, submission of infor- 
mation disclosure statements and explanation of 
reasons for disagreement with §103 rejections 
were also of concern to examiners. 


[1078 OG 22] 


(96) Report on Results of an Oct. 1985—Feb. 1986 
Survey on the Citation by Applicants of Information 
Disclosure Statements in Patent Applications 


rt summarizes the data compiled from a sam- 
ple of oof 1260 allowed utility applications surveyed in the 
Office of Quality Review during the period of Oct. 1, 
1985 to Feb. 14, 1986. 
For purposes of the survey, a “citation”, whether ap- 
ing in the specification or in a separate paper, is de- 
fined as either (1) a listing of patents or publications to- 
gether with a concise explanation of the relevance of 
each listed item (i.e. an “information disclosure state- 
ment” under 37 CFR 1.98(a)), or (2) a “mere listing” of 
patents or publications. In addition, a “reference”, or 
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“document”, is defined as any patent or other publica- 
tion cited by applicant. 

M...... survey report is similar to and presented in the 
eneral format as the survey reports published in 
icial Gazette of Nov. 23, 1976, pages 1356 and 

B87, of Sept. 26, 1978, pages 22 and 23, and of Aug. 12, 
1980, pages 8 and 9. It should be noted, however, that 
the phrase “prior art statement” used throughout the 
three previous survey reports has been replaced by the 
more appropriate phrase “information disclosure state- 
ment” reflecting the current terminology of 37 CFR 
1.97-1.99 as amended. 

This survey indicates, among other things, that 60% 
of the sampled applications include citations by appli- 
cants. This is somewhat less than the 63% finding in the 
survey reported in the 1980 O.G. and the 64% finding in 
the 1978 survey but still represents an improvement over 
the 54% finding in the 1976 survey. In addition, more 
citations are being submitted later in the prosecution 
than previously. The percentage of applications having 
citations submitted in separate papers has increased 
while the percentage of applications having such papers 
submitted within three months of the filing of an appli- 
cation is down from 79% in 1978 and 73% in 1979" to 
53% no esently. Also, while the percentage of applica- 
tions having citations accompanied by copies of refer- 
ences cited has increased, overall compliance with Of- 
fice guidelines has decreased. 

A separate, recent informal review of citations made 
after allowance similarly indicated frequent noncompli- 
ance with the guidelines of Section 609 of the Manual of 
Patent Examining Procedure. Often, citations were in 
the form of prior art search reports made by foreign pa- 
tent offices many months or years earlier, submitted 
without copies of the references, discussion of materiali- 
ty, or any explanation for the late submission. The Of- 
fice is presently considering action to remedy these 
problems. 


The statistics are otherwise presented without comment as follows: 


(1) Number of applications in sample 
(Percent of total sample) 


Number of applications having citations submitted in: 


(2) Separate papers only 
(Percent of sample 2/1) 

(3) Both separate paper and in specification 
(Percent of sample 3/1) 

(4) The specification only 
(Percent of sy ye 4/1) 

(5) Total number o 
(Percent of sample 5/1) 


applications having citations . . . 


69 
20% 
41 
12% 
121 
35% 
231 
66% 


Application in which the applicant submitted citations in the specification. 


Number of applications including citations in the 


specification 


(Percent of applications having citations in the 


specification 6/1) 


Number of applications including mere listing of 


references in the specification 


Chem. 


162 
46% 
12 


(Percent of applications having mere listing of ref- 


erences in the specification 7/1) 


Number of applications including information dis- 


closure statements in the specification 


(Percent of applications having disclosure state- 


ments in the specification 8/1) 
Number of applications including information 


disclosure statements in the specification which 


included copies of the references 
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(Percent of applications, with disclosure state- 
ments in the specification, having copies of the 
references 9/8) 

Number of applications including information dis- 
closure statements in the specification which 
comply fully with the guidelines (37 CFR 1.97- 
1.99; MPEP §609) (e.g. timely filed, translations 
where applicable, Pn, 

(Percent of applications, with disclosure state- 
ments in the specification, which fully comply 
with CFR and MPEP 10/8) 

Number of applications including information dis- 
closure statements citing non-English docu- 
ments in the specification 

(Percent of applications, with disclosure state- 
ments in the specification, citing non-English 
documents 11/8) 


Applications in which applicant submitted citations in separate papers. 


Chem. 


Number of applications including citations in a 
separate paper 

(Percent of applications having citations in sepa- 
rate papers 12/1) 

Number of applications including separate paper 
citations submitted within 3 months of the filing 
date of the application 48 

(Percent of separate paper citations submitted 
within 3 months 13/12) 

Number of applications including separate paper 
citations which include a copy(s) of the refer- 
ence(s) 

(Percent of separate paper citations including 
copy(s) of the reference(s) 14/12) 

Number of applications including separate paper 
citations which cited a non-English document . 

(Percent of separate paper citations citing non- 
English documents 15/12) 

Number of applications including separate papers 
with information disclosure statements 

(Percent of separate paper citations having disclo- 
sure statements 16/12) 

Number of applications including separate paper 
citations which fully comply with the guidelines 
(37 CFR 1.97-1.99; MPEP §609) 

(Percent of separate paper citations which fully 
comply with CFR and MPEP 17/12) 


110 
31% 


Applications in which applicant submitted more than ten citations. 


(18) 


Number of applications having more than ten cita- 


tions 25 22 
(Percent of applications having more than ten ci- 
6% 5% 


tations 18/1) 
DONALD J. QUIGG, 
Commissioner of Patents 
and Trademarks. 


71% 


Aug. 15, 1986. 


[1070 OG 24] 


(97) Express Abandonments doned by an attorney or agent of record. Therefore, pri- 


or to signing a declaration of express abandonment of a 


Experience over the past several months has indicated 
the need to clarify and re-emphasize existing practice re- 
garding express abandonments submitted under 37 CFR 

.138 


Since 1966, when Rule 138 was revised, it is no longer 
required that the applicant and the assignee of record, if 
any, sign an express abandonment. The revised rule indi- 
cates that a patent application may be expressly aban- 


patent application, it is imperative that the attorney or 
agent of record exercise every precaution in ascertaining 
that the abandonment of the application is in accordance 
with the desires and best interests of the applicant. 
Moreover, special care should be taken to insure that 
the appropriate application from a group of related ap- 
plications is correctly identified in the letter of abandon- 
ment. 
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A declaration of abandonment signed by. the applicant 
or his attorney or agent of record becomes effective 
when an appropriate official of the Office takes action in 
recognition of the declaration. When so recognized, the 
date of abandonment may be the date of recognition or 
a different date if so specified in the declaration itself. 
For example, where a continuing application is filed 
with a request to abandon the prior application as of the 
-~ date accorded the continuing —— the date 
of the abandonment of the prior application will be in 
accordance with the request once it is recognized. 

Action in recognition of an express abandonment may 
take the form of an acknowledgement by the examiner 
or the Patent Issue Division of the receipt of the express 
abandonment, indicating that it is in compliance with 37 
CFR 1.138 (see Section 711.01 MPEP). Alternatively, 
recognition may be no more than the transfer of draw- 
ings to a new application pursuant to instructions which 
include a request to abandon the application containing 
the drawings to be transferred (see 37 CFR 1.60 and 
Section 608.02(i) MPEP). 

It is suggested that divisional applications being sub- 
mitted under 37 CFR 1.60 be reviewed before filing to 
ascertain whether the prior application should be aban- 
doned. Recent experience reveals that some divisional 
applications are being filed under 37 CFR 1.60 with re- 
quests to transfer the drawings from, and abandon, the 
prior application. Following the recognition of the aban- 
donment, the attorney or agent signing the request in- 
forms the Office that the request was made by mistake 
for any one of a number of reasons. Care should be ex- 
ercised in situations such as these as the Office looks on 
express abandonments as acts of deliberation, intentional- 
ly performed. 

Another common situation involves the submission of 
an express abandonment following the allowance of an 
application The express abandonment may not be —— 
nized unless it is actually received by appropriate offi- 
cials in time to act before the date of issue. In those 
cases, once a patent number and issue date have been 
assigned to the application, it is considered too late to 
act on the express abandonment unless a petition under 
Rule 313(b) or Rule 183 is granted (see Section 711.01 of 
MPEP). 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 


Apr. 7, 1975. 
for Patents. 


[934 O.G. 2] 


Notice of Abandonment for Failure to 
Prosecute Application 


(98) 


Effective immediately the Patent Examining Corps 
will mail a communication, concerning all applications 
becoming abandoned in the Corps for failure to prose- 
cute, to the correspondence address of record. 

The communication to be mailed will merely com- 
prise a copy of the first page of the Office action, to 
which applicant failed to properly respond, the copy in- 
cluding stamped language thereon indicating that the ap- 
plication has become abandoned and the date that the 
copy was mailed. The language stamped on the copy 
will be as follows: APPLICATION HAS BECOME 
ABANDONED. THIS NOTICE MAILED: 

In no case will the mere failure to receive a notice of 
abandonment affect the status of an abandoned applica- 
tion. 

This new procedure should enable applicants to take 
appropriate and diligent action to reinstate an applica- 
tion inadvertently abandoned for failure to timely re- 
spond to an official communication. In most cases, a pe- 
tition to revive under 37 CFR 1.137 will be the 
appropriate remedy. It may be that a response to the Of- 
fice action was mailed to the Office with a certificate of 
mailing declaration as a part thereof (notice of October 
26, 1976: 951 O.G. 1342) but was not received in the Of- 
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fice. In this instance, adequate relief may be available by 
means of a petition to withdraw the holding of abandon- 
ment. 

In any instance, if action is not taken promptly after 
receiving the notice of abandonment, appropriate relief 
may not be granted. 

If a lack of diligent action is predicated on the conten- 
tion that neither the Office action nor the notice of 
abandonment was received, one may presume that there 
is a problem with the correspondence address of record. 
Accordingly, your attention is directed to recent notices 
of May 28, 1975, and tember 9, 1976, dealing with 
changes of address (935 O.G. 1352 and 951 O.G. 454). 
In essence, it is imperative that a paper notifying the Of- 
fice of a change of address be filed promptly in each ap- 
plication in which the correspondence address is to be 
changed. 

If an application is abandoned or a patent lapsed for 
an excessive time a terminal disclaimer may be required. 
A terminal disclaimer may also be required where the 
holding of abandonment or lapse is withdrawn but a de- 
termination is made that action attempting to correct the 
problem should have been taken in a more diligent man- 
ner. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


May 9, 1977. 
[959 O.G. 24] 


(99) Requirement for a Response Under 
37 CFR 1.136 and 1.137 Where a 


Continuing Application is Being Filed. 


This notice is intended to clarify the requirements for 
a response as required by 37 CFR 1.136 or 1.137 in situ- 
ations involving a petition for extension of time or a pe- 
tition to revive an abandoned application for the pur- 
pose of filing a continuing application. 

In those instances where an extension of time or a 
revival of an abandoned application is sought solely for 
the purpose of filing a continuing application under 35 
U.S.C. 120 and where the prior application is to be 
abandoned in favor of the continuing application, the fil- 
ing of a response as required by 37 CFR 1.111, 1.113, 
1.192 or other regulation is considered to be an unneces- 
sary expenditure of resources by the applicant. Accord- 
ingly, in these situations, the Patent and Trademark Of- 
fice will accept the filing of a continuing application as a 
response under 37 CFR 1.136 or 1.137. 

To facilitate processing by the Office, any such peti- 
tion for extension of time or petition to revive should 
specifically refer to the filing of a continuing application 
and also include an express abandonment of the prior 
application conditioned upon the granting of the petition 
and the granting of a filing date to the continuing appli- 
cation. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


May 13, 1983. 
[1031 OG 11] 


(100) Petitions Under 37 CFR 1.183 to Waive 
One the Year Time Period Requirement in 37 


CFR 1.137(b), 1.155(c) and 1,316(c) 


Petitions to revive an unintentionally abandoned appli- 
cation (37 CFR 1.137(b)) or to accept an unintentionally 
late paid issue fee (37 CFR 1.155(c) or 1.316(c)) must 
befiled within one year of the date on which the appli- 
cation became abandoned. 

In the last sentence of the above-noted subsections of 
37 CFR, the Commissioner of Patents and Trademarks 
has indicated that petitions under 37 CFR 1.183 to 
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waive any time period requirements for filing a request 
pursuant to these subsections will not be considered, but 
will be returned to the applicant. However, it has be- 
come apparent that under certain very limited condi- 
tions, the interests of the patent system would be better 
served by considering such petitions. 

These very limited conditions arise when an applica- 
tion becomes abandoned due to an action or inaction by 
applicant and the Patent and Trademark Office performs 
a positive, documented and Official act* (e.g., by issuing 
an Official document) which could lead a reasonable in- 
dividual to conclude that the action or inaction was a 
propriate. If this conclusion is a contributing factor in 
the applicant’s failure to realize the true, abandoned sta- 
tus of his application in time to file a petition under one 
of the above-noted subsections, then conditions exist un- 
der which a §1.183 petition will be considered. 

For example, if an cogpent files papers for a continu- 
ing application under 37 CFR 1.60 or 1.62 on a date 
when the parent application is abandoned (e.g., the a 
plicant neglected to obtain an extension of time in the 
parent application), the requirements of these regulations 
are not satisfied and the papers should not be processed 
into an application. However, if in spite of this error the 
Office issues a filing receipt for the continuing applica- 
tion, a reasonable individual could conclude that the 
continuing application had been properly filed on a date 
when the parent application was pending. Further, if the 
lack of copendency between the parent and the continu- 
ing —— is not discovered until after one year 
from the date on which the parent application became 
abandoned, the opportunity to obtain copendency by re- 
viving the parent application under 37 CFR 1.137(b) is 
lost. As an additional example, if an applicant submits a 
check for payment of the issue fee and the payment is 
improper (e.g., the check is not timely submitted or is 
returned to the Office unpaid due to insufficient funds), 
the application should be held abandoned. However, if 
in spite of the improper issue fee payment the Office is- 
sues the application as a patent, a reasonable individual 
could conclude that the issue fee payment had been 
proper. Further, if the improper issue fee payment is not 
discovered until after one year from the date on which 
the application became abandoned, the opportunity to 
request acceptance of a late paid issue fee under 37 CFR 
1.155(c) or 1.316(c) is lost. 

The abandonment problems described in the above- 
noted examples are clearly attributed to an error on the 
part of the applicant. Nevertheless, such a problem 
could be aggravated when the Office performs a posi- 
tive, documented and Official act* which, in the circum- 
stances recounted above, may be a contributing factor in 
the loss of an opportunity to rectify this problem by fil- 
ing a petition under one of the above-noted subsections. 
In light of these factors, the Commissioner will exercise 
his authority under 37 CFR 1.183 to waive the one year 

riod requirement for filing a petition pursuant to 37 
CFR 1.137(b), 1.155(c) or 1.316(c) providing the follow- 
ing strictly limited conditions are present: 

(1) The applicant’s action or inaction which caused 
the application to become abandoned was clearly 
an unintentional oversight which resulted from a 
bona fide attempt, as evidenced by Patent and 
Trademark Office records, to comply with patent 
statutes, rules and procedures in order to keep the 
application pending as desired; and 

(2) The Office performed a positive, documented and 
Official act* which could lead a reasonable indi- 
vidual to conclude that the action or inaction was 
proper and this conclusion was a contributing 
factor in the applicant’s failure to realize the true 
abandoned status of his application in time to file 
a petition under one of the above-noted subsec- 
tions; and 

(3) A petition under 37 CFR 1.183 and one of the 
above-noted subsections is filed within three (3) 
months of the date applicant is notified by the Of- 
fice or otherwise becomes aware of the aban- 
doned status of the application; and 
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(4) The petition is accompanied by a terminal dis- 
claimer with fee under 37 CFR 1.321 dedicating 
to the public a terminal part, equivalent to the pe- 
riod of abandonment, of the term of any patent 
granted on the application or on any application 
entitled to the benefit of the filing date of the ap- 
plication under 35 USC 120. 

For a transitional period of three (3) months from the 
date of this Notice, the requirement for filing a petition 
within three (3) months of the date referred to in condi- 
tion (3), above, will not be enforced providing: 

(a) the abandoned application could have been re- 
stored to pending status if a petition under one of 
_ above-noted subsections had been timely filed; 
an 

(b) the applicant made a bona fide attempt, as evi- 
denced by Patent and Trademark Office records, 
to restore the abandoned application to pending 
status within three months of the date applicant 
was notified by the Office or otherwise became 
aware of the abandoned status of the application. 

Applicants should note that this is intended to be a 
very limited extension of the Commissioner’s discretion 
in exercising his authority to waive the one year period 
required under the above-mentioned subsections. For 
this reason, the above-noted conditions and provisions 
will be strictly adhered to and any petition under §1.183 
which fails to comply with these conditions or provi- 
sions will be denied. 


*NOTE: THE FAILURE OF THE PATENT AND 
TRADEMARK OFFICE TO SEND AN OFFICIAL 
COMMUNICATION (E.G., A NOTICE OF ABAN- 
DONMENT) IS NOT CONSIDERED TO BE A POS- 
ITIVE, DOCUMENTED AND OFFICIAL ACT 
WITHIN THE MEANING OF THIS NOTICE. 


JAMES E. DENNY, 
Deputy Assistant, 
Commissioner for Patents. 


[1059 OG 4] 


Aug. 26, 1985. 


(101) Procedure for Handling Amendments 


under 37 CFR 1.116 


On Oct. 1, 1982, pursuant to Public Law 97-247, the 
Patent and Trademark Office discontinued the previous 
practice in patent applications of extending without fee 
the shortened statutory period for response to a final re- 
jection upon the filing of a timely first response to a fi- 
nal rejection (37 CFR 1.116). Since Oct. 1, 1982, appli- 
cants are able to obtain additional time for a first or 
subsequent response to a final rejection by petitioning 
and paying the appropriate fee under 37 CFR 1.136(a), 
provided the additional time does not exceed the six 
month statutory period. 

In order to continue to encourage the early filing of 
any first response after a final rejection and to take care 
of any situations in which the examiner does not timely 
respond to a first response after final rejection which is 
filed early in the period for response, the Office is 
changing the manner in which the period for response is 
set on any final rejection mailed after Feb. 27, 1983. 

Under the changed procedure, if an applicant initially 
responds within two months from the date of mailing of 
any final rejection setting a three-month shortened statu- 
tory period for response and the Office does not mail an 
advisory action until after the end of the three-month 
shortened statutory period, the period for response for 
purposes of determining the amount of any extension fee 
will be the date on which the Office mails the advisory 
action advising applicant of the status of the application, 
but in no event can the period extend beyond six months 
from the date of the final rejection. This procedure will 
apply only to a first response to a final rejection and 
will be implemented by including the following lan- 
guage in each final rejection mailed after Feb. 27, 1983: 
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A shortened statutory period for response to this fi- 
nal action is set to expire three months from the date 
of this action. In the event a first response is filed 
within two months of the mailing date of this final 
action and the advisory action is not mailed until af- 
ter the end of the three-month shortened statutory 
period, then the shortened statutory period will ex- 
pire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory 
action. In no event will the statutory period for re- 
——~ expire later than six months from the date of 
this final action. 

For example, if applicant initially responds within two 
months from the date of mailing of a final rejection and 
the examiner mails an advisory action before the end of 
three months from the date of mailing of the final rejec- 
tion, the shortened statutory _— will expire at the 
end of three months from the of mailing of the final 
rejection. In such a case, any extension fee would then 
be calculated from the end of the three-month period. If 
the examiner, however, does not mail an advisory action 
until after the end of three months, the shortened statu- 
tory period will expire on the date the examiner mails 
the advisory action and any extension fee may be calcu- 
lated from that date. 

Statutory periods set in Office actions mailed before 
Feb. 28, 1983, will not be effected by this change in pro- 
cedure. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Jan. 14, 1983. 
[1027 OG 71] 


(102) Expedited Procedure for 
Amendments and Other R 
Rejection 


sponses 
(37 CFR 1.116) 


In an effort to improve the timeliness of the process- 
ing of amendments and other responses under 37 CFR 
1.116, and thereby provide better service to the public, 
the Patent and Trademark Office (PTO) is establishing, 


effective immediately, an expedited processing proce- 
dure which the public may utilize in filing amendments 
and other responses after final rejection under 37 CFR 
1.116. In order for an applicant to take advantage of the 
expedited procedure the amendment or other response 
under 37 CFR 1.116 will have to be marked as a “Re- 
sponse Under 37 CFR 1.116 — Expedited Procedure- 
Examining Group (Insert Examining Group Number)” 
on the upper right portion of the amendment or other 
response and the envelope must be marked “Box AF” in 
the lower left hand corner. The markings preferably 
should be written in a bright color with a felt point 
marker. If the response is mailed to the Office, the enve- 
lope should contain only responses under 37 CFR 1.116 
and should be mailed to “Box AF, Commissioner of Pa- 
tents and Trademarks, Washington, D.C. 20231.” Instead 
of mailing the envelope to “Box AF” as noted above, 
the response may be hand-carried to the particular Ex- 
amining Group or other area of the Office in which the 
application is pending and marked on the outside enve- 
lope “Response Under 37 CFR 1.116 — Expedited Pro- 
cedure-Examining Group (Insert Examining Group 
Number)”. 

Upon receipt by the PTO from the Postal Service of 
an envelope appropriately marked “Box AF,” the enve- 
lope will be specially processed by the PTO Mail Room 
and forwarded promptly to the Examining Group, via 
the Office of Finance if any fees have to be charged or 
otherwise processed. Upon receipt of the response in the 
Examining Group it will be promptly processed by a 
designated clerical employee and forwarded to the ex- 
aminer, via the Supervisory Primary Examiner (SPE), 
for action. The SPE is responsible for ensuring that 
prompt action on the response is taken by the examiner. 
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If the examiner to which the application is assigned is 
not available and will not be available for an extended 
period, the SPE will ensure that action on the applica- 
tion is promptly taken to assure meeting the PTO goal 
described below. Once the examiner has completed his 
or her consideration of the response, the examiner’s ac- 
tion will be promptly typed and mailed by clerical em- 
ployees designated to expedite the processing of re- 
sponses filed under this procedure. The Examining 

up supervisory personnel, e.g., the Supervisory Pri- 
mary Examiners, Supervisory Applications Clerk, and 
Group Director are responsible for ensuring that actions 
on responses filed under this procedure are promptly 
processed and mailed. 

The PTO goal is to mail the examiner’s action on the 
response within one month from the date on which the 
amendment or response is received by the PTO. The 
PTO is establishing monitoring procedures to determine 
how well the goal is being achieved. If the goal of mail- 
ing the action on the response within one month or less 
is not achieved in a high percentage of applications, e.g., 
at least 90-95% of appropriately marked res 
a reasonable trial period, the PTO will institute further 
changes in procedures in the future which will give 
approprite relief to applicants in cases where the delay is 
due to Office processing. 

Applicants are encouraged to utilize this expedited 
procedure in order to facilitate PTO processing of re- 
—— under 37 CFR 1.116. If applicants do not utilize 

¢ procedure by appropriately marking the envel 
and enclosed papers, the benefits expected to 
achieved therefrom will not be attained. The procedure 
cannot be expected to result in achievement of the goal 
in —_ in which the delay results from actions 
by the applicant, e.g., delayed interviews, applicant’s de- 
sire to file a further response, or a petition by applicant 
which requires a decision and delays action on the re- 
oo In any application in which a response under 

is procedure has been filed and no action by the exam- 
iner has been received within the time referred to here- 
in, plus normal mailing time, a telephone call to the SPE 
of the relevant Group Art Unit would be appropriate in 
order to permit the SPE to determine the cause for any 
delay. If the SPE is unavailable or if no satisfactory re- 
sponse is received, the Group Director of the Examining 
Group should be contacted. 

Any comments on this expedited procedure during the 
trial period are invited and should be directed to the at- 
tention of Rene D. Tegtmeyer, Assistant Commissioner 
for Patents, U.S. Patent and Trademark Office, Wash- 
ington, D.C. 20231. 


DONALD J. QUIGG, 
Commissioner of Patents and 
Trademarks — Designate. 


[1059 OG 19] 


Sept. 20, 1985. 


(103) New Procedures for Recordation of Interviews 


This notice establishes within the Patent and Trade- 
mark Office additional general procedures for the recor- 
dation of interviews. Proposed procedures were 
published in the Official Gazette of June 28, 1977 (959 
O.G. 36) for comment from interested members of the 
public by August 10, 1977. Fifteen written comments 
were received the majority of which were favorable to 
the proposed procedures. Careful consideration has been 
given to the comments and the procedures are being 
adopted with a few changes. ; 

Under present practice it is the esponsibility of the 
applicant or the attorney or agent to make the substance 
of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the ex- 
aminer’s responsibility to see that such a record is made 
and to correct material inaccuracies which bear directly 
on the question of patentability as set forth in section 
713.04 of the Manual of Patens Examining Procedure 
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(MPEP). This practice is continued and further ampli- 
fied as set forth below. 

Recent surveys have indicated that the substance of 
many interviews has not been made of record or the text 
thereof is incomplete as to substantive matters. In some 
cases, the substance of an interview may be presented as 
arguments in a subsequent response filed by the appli- 
cant but without any indication that they had been pres- 
ented at the interview. In order to help insure a better 
record of examiner-applicant interviews in application 
files, the following new procedures are adopted to be- 
come effective for interviews conducted on and after 
January 1, 1978. Appropriate changes will be made in 
the Manual of Patent Examining Procedure (MPEP). 

Examiners will complete a two-sheet carbon interleaf 
Interview Summary Form for each interview held 
where a matter of substance has been discussed by 
checking the appropriate boxes and filling in the blanks 
in neat handwritten form. Discussions regarding only 
procedural matters, directed solely to restriction require- 
ments (for which interview recordation is otherwise pro- 
vided for in Section 812.01 of the MPEP), or pointing 
out typographical errors or unreadable script in Office 
actions or the like, are excluded from the interview re- 
cordation procedures below. 

The Interview Summary Form shall be given an ap- 
propriate paper number, placed in the file and listed on 
the “Contents” list on the file wrapper. The docket and 
serial register cards will not be updated to reflect this in- 
terview. In a personal interview, the duplicate copy of 
the Form will be removed and given to the applicant (or 
attorney or agent) at the conclusion of the interview. In 
the case of a telephonic interview, the copy will be 
mailed to the applicant’s correspondence address either 
with or prior to the next official communication. If addi- 
tional correspondence from the examiner before an al- 
lowance is not likely or if other circumstances dictate, 
the Form will be mailed promptly after the telephonic 
interview rather than with the next official communica- 
tion. The original of the completed Form will be made 
of record and placed in the right hand flap of the file. 

The Form provides for recordation of the following 
information: 


—Serial Number of the application 

—Naeme of applicant 

—Name of examiner 

—Date of interview 

—Type of interview (personal or telephone) 

—Name of participant(s) (applicant, attorney or agent, 

etc.) 

—An indication whether or not an exhibit was shown 

or a demonstration conducted 

—An identification of the claims discussed 

—An identification of the specific prior art discussed 

—An indication whether an agreement was reached 

and if so, a description of the general nature of the 

agreement (may be by attachment of a .copy of 
amendments or claims agreed as being allowable). 

(Agreements as to allowability are tentative and do 

not restrict further action by the examiner to the con- 

trary.) 

—The signature of the examiner who conducted the 

interview 

—Names of other Patent and Trademark Office per- 

sonnel present. 

The Form also contains a statement reminding the ap- 
plicant of his responsibility to record the substance of 
the interview. 

It is desirable that the examiner orally remind the ap- 
plicant of his obligation to record the substance of the 
interview in each case unless both applicant and examin- 
er agree that the examiner will record same. Where the 
examiner agrees to record the substance of the inter- 
view, or when it is adequately recorded on the Form or 
in an attachment to the Form, the examiner will check a 
box at the bottom of the Form informing the applicant 
that he need not supplement the Form by submitting a 
separate record of the substance of the interview. 
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It should be noted, however, that the Interview Sum- 
mary Form will not be considered a complete and prop- 
er recordation of the interview unless it includes, or is 
supplemented by the 2 ogre or the examiner to in- 
clude, all of the applicable items required below con- 


cerning the substance of the interview: 
The complete and pro 

of any interview shoul 

applicable items: 


r recordation of the substance 
include at least the following 


1)A brief description of the nature of any exhibit 
shown or any demonstration conducted. 

2)an identification of the claims discussed. 

3)an identification of specific prior art discussed. 

4)an identification of the principal proposed amend- 
ments of a substantive nature discussed, unless these 
are already described on the Interview Summary 
Form completed by the examiner. 

5) a brief identification of the general thrust of the prin- 
poe arguments presented to the examiner. The iden- 
tification of arguments need not be lengthy or elabo- 
rate. A verbatim or highly detailed description of the 
arguments is not required. The identification of the 
arguments is sufficient if the general nature or thrust 
of the principal arguments made to the examiner can 
be understood in the context of the application file. 
Of course, the applicant may desire to emphasize and 
fully describe those arguments which he feels were 
or might be persuasive to the examiner. 

6)a general indication of any other pertinent matters 
discussed, and 

7)if appropriate, the general results or outcome of the 
interview unless already described in the Interview 
Summary Form completed by the examiner. 


Examiners are expected to carefully review the appli- 
cant’s record of the substance of an interview. If the 
record is not complete or accurate, the examiner will 
take appropriate action as set forth in MPEP Section 
713.04. If the record is complete and accurate, the exam- 
iner should place the indication “Interview record OK” 
on the paper recording the substance of the interview 
along with the date and the examiner’s initials. 


C. MARSHALL DANN, 
Aug. 30, 1977. Commissioner of Patents 
and Trademarks. 


[962 O.G. 21] 


(104) Viewing of Video Tapes During Interviews 


The Patent and Trademark Office has video tape 
equipment available in the facilities of the Patent Acade- 
my for viewing video tapes from applicants during inter- 
views with patent examiners. 

The video tape equipment may use VHS and UHS (3 
inch tape) cassettes. 

Attorneys or applicants wishing to show a video tape 
during an examiner interview must be able to demon- 
strate that the content of the video tape has a bearing on 
an outstanding issue in the application and its viewing 
will advance the prosecution of the application. Prior 
approval of viewing of a video tape during an interview 
must be granted by the SPE. Also, use of the room and 
equipment must be granted by the Training Manager to 
avoid any conflict with the Patent Academy. 

Requests to use video tape viewing equipment for an 
interview should be made at least one week in advance 
to allow the Patent Academy staff sufficient time to en- 
sure the availability and proper scheduling of both a 
room and equipment. 

Interviews using Office video tape equipment will be 
held only in the Academy facilities located in One Crys- 
tal Park, Rm. 502. Attorneys or applicants should not 
contact the Patent Academy directly regarding availabil- 
ity and scheduling of video equipment. All scheduling of 
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rooms and equipment should be done through and by 
the examiner conducting the interview. 


RENE D. TEGTMEYER, 
May 6, 1986. Assistant Commissioner 
Sor Patents. 
[1067 OG 4] 


(105) Statements Filed Under Atomic Energy Act 
And NASA Act 


Attention is called to the provisions of section 152 of 
the Atomic Energy Act of 1954 (42 U.S.C. 2182) and 
section 305(c) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457). These statutes provide 
that the title to inventions useful in the production or 
utilization of special nuclear material or atomic energy, 
made or conceived in the course of or under any con- 
tract, subcontract, or arrangement entered into with or 
for the benefit of the Atomic Energy Commission, and 
any invention made in the performance of any work un- 
der any contract of the National Aeronautics and Space 
Administration, shall be vested in the United States. 
They also provide that no patent may be granted for 
any invention useful in the production or utilization of 
special nuclear material or atomic energy, or which in 

opinion of the Commissioner has significant utility in 
the conduct of aeronautical or space activities, unless the 
applicant files with his application or within 30 days af- 
ter request therefor by the Commissioner, a statement 
under oath setting forth (a) the full facts in regard to the 
making or conception of the invention, and (5) the situa- 
tion with regard to the contractual relationships involv- 
ing the Commission or the Administration. Careful at- 
tention should be given the exact wording of the 
requirements of whichever of these sections is pertinent 
in order to assure that all of the requirements are met. 
Since the duty of requiring the statements is placed by 
law on the Commissioner of Patents, it is incumbent on 
the Commissioner to determine whether the statements 
are timely filed and sufficient in substance to comply. 
Since these laws do not provide for any extension of the 
30-day period or for reviving an applicaton which has 
become abandoned for failure to file a proper statement, 
it is important that such statements be timely filed and 
that they do so comply in order to avoid loss of valu- 
able patent rights. 

The “full facts” involved in the conception and mak- 
ing of an invention should include those which are 
unique to that invention. The use of form paragraphs or 
printed forms which set forth only broad generalized 
statements of fact is not ordinarily regarded as meeting 
the requirements of these statutes. 

This office has construed the word “applicant” in 
both of these statutes to mean the inventor or joint in- 
ventors in person. Accordingly, in the ordinary situa- 
tion, the statements must be signed by the inventor or 
joint inventors, if available. This construction is consis- 
tent with the fact that no other person could normally 
be more knowledgeable of the “full facts concerning the 
circumstances under which such invention was made,” 
(42 U.S.C. 2457) or, “full facts surrounding the making 
-m of the invention or discovery” (42 U.S.C. 

In instances where an applicant does not have first- 
hand knowledge whether the invention involved work 
under any contract, subcontract, or arrangement with or 
for the benefit of the Atomic Energy Commission, or 
had any relationship to any work under any contract of 
the National Aeronautics and Space Administration, and 
includes in his statement information of this nature de- 
rived from others, his statement should identify the 
source of his information. Alternatively, the statement 
by the applicant could be accompanied by a supplemen- 
tal declaration or oath, as to the contractual matters, by 
the assignee or other person, e.g., an employee thereof, 
who has the requisite knowledge. 
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Where an applicant is deceased or incompetent, or 
where it is shown to the satisfaction of this Office that 
he refuses to furnish a statement or cannot be reached 
after diligent efforts, declarations or statements under 
oath setting forth the information required by the statutes 
may be accepted from an officer or employee of the as- 
signee who has sufficient knowledge of the facts. The of- 
fer of such substitute statements should be based on the 
actual unavailability of or refusal by the applicant, rather 
than mere inconvenience. Where it is shown that one of 
joint inventors is deceased or unavailable, a statement by 
all of the other joint inventor(s) may be accepted. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Aug. 13, 1973. 
[914 O.G. 2] 


(106) NOTICE OF CHANGES IN THE 
ADMINISTRATION OF 42 U.S.C, 2182 
AND 2457 (PROPERTY RIGHTS STATEMENTS 
TO DOE AND NASA). 


Effective Nov. 1, 1986, the PTO will change the pro- 
cedures under which property rights statements to the 
Department of Energy (DOE), 42 U.S.C. 2182, or Na- 
tional Aeronautics and Space Administration (NASA), 
42 U.S.C. 2457 are requested and processed. These state- 
ments are required before a patent can issue on any in- 
vention useful in the production or utilization of special 
nuclear material or atomic energy (for the Department 
of Energy) or having significant utility in the conduct of 
aeronautical and space activities (for the National Aero- 
nautics and Space Administration). 

Currently, the PTO waits until after an application is 
otherwise in condition for allowance before property 
rights statements are requested. Under the new proce- 
dure, if a statement is necessary, an informal request for 
the statement will be issued shortly after filing. The re- 
quest will identify which chapter(s) of the statute apply 
and an informal period of 45 days will begin running 
from the mail date of the notice. 

If no response is received within 45 days, a formal no- 
tice will be issued. The statutory period for response to 
the formal notice is 30 days. There is no provision for 
extension of this time limit, and the penalty for failure to 
file an acceptable, timely statement is abandonment. In 
view of these strict time limits and penalties, applicants 
are strongly urged to take advantage of the period for 
informal correspondence by responding to the so-called 
45-Day Letter. Additionally, the new 45-Day Letter will 
provide extensive information on the format and content 
of an acceptable statement. This should relieve many of 
the difficulties applicants currently experience in gener- 
ating the statement. See also 914 OG. 2 for additional in- 
formation on the form and content of property rights 
statements. 

The statement should be an accurate reflection of the 
ownership of the invention on which patent protection 
is granted. Thus, if during prosecution before the exam- 
iner the claimed invention is so changed or the property 
rights situation so altered as to impact the accuracy of a 
statement submitted earlier, a supplemental statement 
must be filed. In those rare situations where property 
rights may be changed by an amendment to the claims 
after the statement has been filed, applicants are remind- 
ed that failure to submit such additional information 
where appropriate may be considered a false representa- 
tion of material facts and render the patent owner vul- 
nerable to sanctions as set forth in the above statutes. 
The PTO will not review applications for this possibili- 
ty. The responsibility for complying with the statutes 
rests with the applicants. 

The text of the new 45-Day Letter is reproduced be- 
ow. 
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The subject matter of this application appears to: 


— be “useful in the production or utilization of spe- 
cial nuclear material or atomic energy ” as recit- 
ed in 42 U.S.C. 2181 (Department of Energy 
_.. Ses 
have significant utility in the conduct of aeronau- 
tical and space activities as recited in 42 U.S.C. 
2457 (National Aeronautics and Space Adminis- 
tration (NASA)). 

Accordingly, no patent can issue on this appli- 
cation unless applicant(s) file a statement (under 
oath or in the form of a declaration as provided 
by 37 CFR 1.68) setting forth (1) the full facts 
concerning the circumstances under which the in- 
vention was made and conceived and (2) the rela- 
tionship (if any) of the invention to the perfor- 
mance of any work under any contract or other 
arrangement with the Agency(ies) noted above. 
On the reverse side of this form is an example of 
an acceptable format for this statement. The lan- 
guage appearing in paragraphs III and/or IV of 
the example must appear if applicant is attempting 
to establish that no relationship (under item 2 
above) exists. 

If the invention disclosed in this application 
was developed under a contract, grant or cooper- 
ative agreement between the Agency(ies) indicat- 
ed above and a person, small business or non- 
profit organization and rights to the invention 
have been determined by specific reference to 35 
U.S.C. 202 in the contract, grant or cooperative 
agreement, then applicant need not submit the 
statement described above. Instead, applicant may 
file a verified statement (under oath or in the 
form of a declaration, 37 CFR 1.68) setting forth 
the information required by 35 U.S.C. 202(c)(6). 

IF NO STATEMENT HAS BEEN RE- 
CEIVED WITHIN FORTY-FIVE DAYS OF 
THE MAIL DATE INDICATED ABOVE, a 
formal requirement for statement will then be is- 
sued. No provision is made for extension of the 
statutory thirty-day period for response to the 
formal requirement and the penalty for failure to 
file an acceptable and timely statement is aban- 
donment of the application. Therefore, applicants 
are strongly encouraged to submit a statement at 
this time in order to avoid the issuance of a for- 
mal requirement. 

IT IS IMPORTANT TO NOTE that the state- 
ment must accurately represent the property 
rights situation of the claimed invention if and 
when the application is found allowable. Thus, if 
during prosecution before the examiner, the 
claimed invention is so altered or the property 
rights situation so changed as to impact the accu- 
racy of a statement submitted earlier, a supple- 
mental statement must be filed. Failure to submit 
such additional information where appropriate 
may be considered as false representation of mate- 
rial facts and render the patent owner vulnerable 
to loss of patent rights and other sanctions as set 
forth in the statutes. The PTO will not review 
allowed applications for this possibility. The re- 
sponsibility for complying with the statutes rests 
with the applicants. 

Any questions regarding this requirement 
should be directed to Licensing and Review at 
(703) 557-4948. 


*eee 


The following is an example of an acceptable property 
rights statement. Statements of this type are, of course, 
only suitable for situations in which NO Agency funds or 
other considerations were involved in the making or con- 
ception of the invention. While this example is in the form 
of a declaration, a sworn document is equally acceptable. 


eseee% 
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I (We). 
Ce ee 
at 

declare: 


That I (we) made and conceived the invention described 
and claimed in patent application Serial Number 
ee ee in the United States of 


America on titled 


(Check and complete either I. or II. below) 
—_—I. (For Inventors Employed by an Organization) 


That I (we made and conceived this invention while 
SL ea a eee, ny ees 


That the invention is related to the work I am (we are) 
employed to perform and was made within the scope of 
my (our) employment duties; 


That the invention was made during working hours and 
with the use of facilities, equipment, materials, funds, in- 


formation and services of (name of employer) , 
Other relevant facts are —_—___————— 


That to the best of my (our) knowledge and belief 
(and/or based upon information provided by —_____ 


of 
ee 


——_II. (For Self-Employed Inventors) 


that I (we) made and conceived this invention on my 
(our) own time using only my (our) own facilities, 
equipment, materials, funds, information and services. 
Other relevant facts are 


That to the best of my (our) knowledge and belief: 


(Check III and/or IV below as appropriate) 


—__III. The invention was not made or conceived in 
the course of, or in connection with, or under the terms 
of any contract, subcontract or arrangement entered into 
with or for the benefit of the United States Atomic En- 
ergy Commission or its successors: Energy Research and 
Development Administration or the Department of En- 
ergy. 


—AND/OR— 


— IV. The invention was not made (conceived or 
first actually reduced to practice) under nor is there any 
relationship of the invention to the performance of any 
work under any contract of the National Aeronautics 
and Space Administration. 


The undersigned inventor(s) declare further that all 
statements made herein of his or her (their) own knowl- 
edge are true and that all statements made on informa- 
tion and belief are believed to be true and further that 
these statements are made with the knowledge that will- 
ful false statements and the like so made are punishable 
by fine or imprisonment, or both, under Section 1001 of 
Title 18 of the United States Code and that such willful 
false statements may jeopardize the validity of the appli- 
cation or any patent issuing thereon. 


Inventor’s Signature: 
Post Office Address: 
Date: 
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Inventor’s Signature: 
Post Office Address: 
Date: 


see e 


Information regarding these changes in the processing 
of property rights statements may be obtained by calling 
or writing Mr. Kenneth L. Cage, Director, Special 
Laws Administration, Group 220, Washington, D.C. 
20231 (703-557-2877). 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 16, 1986. 


[1071 OG 14] 


(107) Extension of Time Limit 

This notice is intended to clarify certain misunder- 
standings and indicates the treatment given to requests 
for an extension of time in a situation where applicant 
has been given a time limit to complete an otherwise in- 
complete but bona fide aitempt to respond to the previ- 
ous Office action and advance the case to final action. 

According to 37 CFR 1.135(c) when the applicant has 
filed a response to an examiner’s action but consider- 
ation of some matter or compliance with some require- 
ment has been inadvertently omitted, an opportunity to 
explain and supply the omission may be given before the 
question of abandonment is considered. According to 
the M.P.E.P., Section 710.02(c), the examiner may give 
applicant one month or the remainder of the period for 
response, whichever is longer, to complete the response. 
Neither the regulation nor the M.P.E.P. indicate that 
this time can be extended. 

Under the regulation, the missing matter or lack of 
compliance must be considered by the examiner as being 
“inadvertently omitted.” Once an inadvertent omission is 
brought to the attention of the applicant, the question of 
inadvertence no longer exists. Therefore, any further 
time to complete the response would not be appropriate 
under 37 CFR 1.135(c). Accordingly, no extension of 
time will henceforth be granted in these situations. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Nov. 28, 1977. 
[965 O.G. 14] 


(108) TITLE 37—PATENTS, TRADEMARKS 


AND COPYRIGHTS 


Chapter 1—Patent and Trademark Office, Department of 
Commerce 


Part 1—Rules of Practice in Patent Cases 
Patent Examining and Appeal Procedures 


On October 4, 1976 notice was given in the Federal 
Register (41 FR 43729) of a proposal to amend sixteen 
sections of Title 37 of the Code of Federal Regulations 
relating to patent examining and appeal procedures. In- 
terested persons were invited to comment on the pro- 
posal by December 7, 1976. One hundred seventy-five 
written letters and statements were submitted. A hearing 
was held in Arlington, Virginia on December 7, 1976 at 
which 21 persons testified orally. Careful consideration 
has been given to all comments received and the propos- 
al is being adopted with certain changes. 

The regulations adopted involve all sections that were 
proposed to be revised, amended or added—namely, 
§§1.11, 1.14, 1.52, 1.56, 1.65, 1.69, 1.97, 1.98, 1.99, 1.109, 
1.175, 1.194, 1.196, 1.291, 1.292, and 1.346. Amendments 
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also are being made in two sections which were not in- 
cluded in the published proposal—§§1.51 and 1.176. 
Since amendments to these sections are closely related 
to the substance of matters notice and public comment 
on these amendments are deemed unnecessary. 

In addition, amendments are being adopted which 
were published for comment in two earlier, much less 
extensive proposals that concerned availability of certain 
files for public inspection. A notice of a pro 
amendment to §1.14(b) was published on June 4, 1974 
(39 FR 19786). A notice of a proposed amendment to 
§1.11(a) was published on September 17, 1974 (39 FR 
33376). No negative comments were submitted with re- 
spect to either of these proposals and both are being 
adopted without change. 

The text of the rules will be reproduced in the Patent 
and Trademark Office Official Gazette in about a month 
with additions indicated by arrows and deletions indicat- 
ed by brackets to help readers identify the changes. A 


transcript of the hearing, the letters and written state- 
ments received, and a summary and analysis of the com- 
ments are available for public inspection in Room 11E10 
of Crystal Plaza Building 3, 2021 Jefferson Davis High- 
way, Arlington, Virginia. 


Purpose of Rules 


The purpose of the rules that are being adopted is to 
improve the quality and reliability of issued patents by 
strengthening patent examining and appeal procedures. 
It is desirable that patents be as dependable as possible, 
so as to enhance the incentives provided by the patent 
system to make inventions, to invest in research and de- 
velopment, to put new or improved products on the 
market, and to disclose inventions that otherwise would 
be kept as trade secrets. It is believed that the rules be- 
ing adopted will help to maintain strong patent 
incentives. 

The rules afford patent owners an opportunity, 
through the filing of a reissue application, to obtain a 
ruling from an examiner on the pertinence of additional 
prior art after a patent has been issued. The rules also 
broaden the public’s opportunity for participation in the 
patent examining process, consistent with the limitations 
of statute, the protection of trade secrets, and the need 
to avoid making it unduly expensive to obtain a patent. 

The rules set forth the duty of candor and good faith 
which applicants have to the Patent and Trademark Of- 
fice and encourage them to provide information about 
the prior art in a way that will make it more useful to 
examiners. A provision for foreign language oaths by in- 
dividuals who do not understand English is intended to 
make them more aware of their representations and of 
their obligations. 

Under the rules more Patent and Trademark Office 
decisions that could have important precedent value will 
be available to the public, and some additional files will 
be available for inspection. Proceedings before the 
Board of Appeals are modified to help avoid the issu- 
ance of invalid patents. The rules encourage examiners 
to see that persons inspecting the file history of issued 
patents will be able to tell why the case was allowed. 


Reissue Applications 


Amended §1.175 permits a patent owner to have new 
prior art considered by the Office by way of a reissue 
application without making any changes in the claims or 
specification. It is adopted with no change from the pro- 
posal. The requirement for an oath or declaration alleg- 
ing that the reissue applicant believes “the original pa- 
tent to be wholly or partly inoperative or invalid. . . .” 
is dispensed within §1.175(a) (1) unless the applicant be- 
lieves that to be the case. Section 1.175(a) (4) recognizes 
that reissues may be filed to have the patentability of the 
original patent considered in view of prior art or other 
information relevant to patentability which was not 
previously considered by the Office. 
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Thus, a patentee may file a reissue if he believes his 
patent is valid over prior art not previously considered 
by the Office but would like to have a reexamination. 
The procedure may be used at any time during the life 
of a patent. During litigation, a federal court may, if it 
chooses, stay proceedings to permit new art to be con- 
sidered by the Office. 

If a reissue application is filed as a result of new prior 
art with no changes in the claims or specification and 
the examiner finds the claims patentable over the new 
art, the application will be rejected as lacking statutory 
basis for a reissue, since 35 USC 251 does not authorize 
reissue of a patent unless it is deemed wholly or partly 
inoperative or invalid. However, the record of prosecu- 
tion of the reissue will indicate that the prior art has 
been considered by the examiner. 

A substantial majority of the comments received fa- 
vored amended §1.175 as a means for improving the reli- 
ability of patents and avoiding unnecessary litigation 
costs. The negative comments generally questioned the 
statutory authority of the Commissioner to adopt this 
section. Authority for §1.175 is believed to exist in 35 
U.S.C. 6, which is the Commissioner’s rulemaking au- 
thority, and in 35 U.S.C. 251. The latter section of the 
statute requires that the patent be deemed wholly or 
partly inoperative or invalid before a reissue may be 
granted, but does not require such a belief by the paten- 
tee before a reissue application may be filed. The case 
law does not suggest that the approach of new 
§1.175(a)(4) is inconsistent with 35 U.S.C. 251.! Inas- 
much as 35 U.S.C. 251 is a remedial provision, ? it is be- 
lieved that a liberal interpretation is justified and that 
adequate authority exists for the amended section. 

Amended §1.11(b) opens all reissue applications to in- 
spection by the general public. Section 1.11(b) also pro- 
vides for announcement of the filings of reissue applica- 
tions in the Official Gazette. This announcement will 
give interested members of the public an opportunity to 
submit to the examiner information pertinent to patent- 
ability of the reissue application. The announcement will 
include at least the filing date, reissue application and 


original patent numbers, title, class and subclass, name of 


the inventor, name of the owner of record, name of the 
attorney or agent of record, and examining group to 
which the reissue application is assigned. Section 1.11(b) 
is amended from the proposal to so indicate. Reissue ap- 
plications already on file on the effective date of the sec- 
tion will not be automatically open to inspection and 
will not be announced in the Official Gazette. However, 
a liberal policy will be followed in granting petitions for 
access to individual applications already on file. 


In order that members of the public may have time to 
review the reissue application and submit pertinent in- 
formation to the ice before the examiner’s action, 
§1.176 is amended to provide that reissue applications 
will not be acted on sooner than two months after the 
Official Gazette announcement of filing. 

A substantial majority of the comments received fa- 
vored adoption of §1.11(b). The only opposition was 
based upon a suggestion that no statutory authority ex- 
ists. However, since reissue applications contain no new 
disclosure, and therefore no trade secrets or confidential 
information, they are considered to present a “special 
circumstance” within the meaning of 35 U.S.C. 122. 

The insertion of “all” as the fifth word of the first sen- 
tence of §1.11(b) is for clarity. The word “furnished” is 
changed to “obtained” in §1.11 for clarity. 


Protests and Public Use Proceedings 


Amended §§1.291 and 1.292 give greater recognition 
to the value of written protests and public use petitions 
in avoiding the issuance of invalid patents. 


'See In re Clark, F.2d 623, 187 USPQ 209 (CCPA 1975), at footnote 4 
where the court declined to decide whether it is proper to seek reissue 
merely to disclose uncited prior art. See also Jn re Abenpohl, 500 F.2d 1151, 
183 USPQ 38 (CCPA 1974). 

*See it In re Oda. 443 F.2d 1200, 170 USPQ 268 (CCPA 1971). 
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A substantial majority of the comments favored these 
sections and viewed them as improving the quality of is- 
sued patents. Entry of protests has been upheld in court. 3 

Section 1.291(a) provides that public protests against 

_ hg pny will be entered in the application 
file an , if they meet stated requirements, be consid- 
ered by the examiner. To guarantee consideration by the 
examiner, protests must be eye mene by copies of 
prior art documents relied upon, although protests with- 
out copies will not n ily be ignored. This is similar 
to the requirement of new $1.98 that copies of patents 
and publications accompany prior art statements. Sec- 
tion 1.291 does not contemplate permitting a protester to 
participate as a party in further proceedings. In the case 
of applications available to the public, such as reissue 
applications, the protester may file papers rebutting 
statements made by the applicant. The examiner at his 
discretion may request a protester to submit additional 
written information or may provide extra time for com- 
ments by a protester to be filed. 

To ensure consideration by the examiner, all protests 
must be timely submitted. Protests will generally be con- 
sidered timely submitted, if they are filed before final re- 
jection or allowance of the application by the examiner. 
The consideration given to protests filed after final re- 
jection or allowance of the application by the examiner 
will depend upon the relevance of the prior art docu- 
ments submitted and the point in time at which they are 
submitted. Obviously, if the prior art documents antici- 
pate or clearly render obvious one or more claims they 
will not knowingly be ignored. It must be recognized, 
however, that the likelihood of consideration by the ex- 
aminer decreases as the patent date approaches. Accord- 
ingly, protests must be filed early in order to ensure 
their consideration. 

The first sentence of §1.291(a) is deleted as unneces- 
sary. Section 1.291(a) also is changed from the proposal 
to make clear that it applies to pending applications and 
that all protests will be referred to the examiner having 
charge of the subject matter involved. 

Section 1.291(b) incorporates the existing Office poli- 
cy of permitting persons to submit prior art citations or 
copies of prior art after a patent has been granted. The 
section is changed from the proposal by the addition of 
the words “any papers related thereto” to recognize that 
statements as to the pertinence of prior art may be sub- 
mitted. Both the citations and the related papers are to 
be entered without comments. The material submitted is 
not examined by the Office but is available to members 
of the public inspecting Office records. 

Some suggestions were received for major modifica- 
tions of §1.291. It was suggested that an advisory opin- 
ion of the examiner be placed in the patent file when 
protests were received after issuance of the patent. Sev- 
eral persons supported a suggestion for examiners to 
state whether a “new issue” was raised by prior art cited 
by a protester. Another suggestion was that a procedure 
similar to that used in the recent Trial Voluntary Protest 
Programs‘ be adopted on a continuing basis. These sug- 
gestions were carefully considered, but are not adopted. 
The suggestions extend substantially beyond §1.291 as 
proposed, and their benefits do not appear sufficient to 
Justify the added cost at this time. 

Materials submitted to the Office under §§1.291 and 
1.292 are to be served upon the applicant, patentee, at- 
torney or agent when possible. The term “patentee” is 
used in its ordinary sense as defined in 35 USC 100(d). If 
service is not possible, materials are to be submitted in 
duplicate so that the Office can attempt to send the du- 
plicate copy. The proposal is changed by adding the 
words “with the Office” after “filed” in §§1.291(c) and 
1.292(b) for clarity. 

In §1.292, the requirement that petitioner bear the Of- 
fice’s expenses in conducting the public use proceeding 
is deleted. Section 1.292 is also amended to ensure that 


3International Paper Co. v. Fibreboard Corp., 63 F.R.D. 88, 181 USPQ 740 
(D. Del. 1974). 
1923 O.G. 2; 930 O.G. 1454; 938 O.G. 945 
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the existence of public use proceedings is recorded in 
the application file bee oy Notice of a petition for a 
public use proceeding will be entered in the file in lieu 
of the petition itself when the petition and the accompa- 
nying papers are too bulky to accompany the file. = 
= use papers not physically entered in the file wi 

publicly available whenever the application file wrap- 
per is available. 


Duty of Disclosure 


Amended §1.56 defines the duty to disclose informa- 
tion to the Office and the criteria for striking an applica- 
tion when that duty is violated. The wording of the 
section is changed in several respects from the proposal, 
but the purpose and general scope are the same as in the 
pro . The section codifies the existing Office policy 
on fraud and inequitable conduct, which is believed con- 
sistent with the prevailing case law in the federal courts. 
The expanded wording of the section is intended to be 
helpful to individuals who are not —_ in the judicial- 
ly developed doctrines ——— raud. The section 
should have a stabilizing effect on future decisions in the 
Office and may afford guidance to courts as well. 

A majority of comments received favored §1.56 as 
proposed or with modifications. Persons opposed 
expressed concern over the imprecise definition of the 
duty of disclosure and the possibility that the proposal 
would substantially increase the burden on patent appli- 
cants. Some stated that there would be increased litiga- 
tion as a result of the proposal. Several suggestions were 
received on better ways to define the individuals who 
should disclose information and the kinds of information 
that should be disclosed. 

The first sentence of §1.56(a) is changed from the pro- 
posal by adding the word “substantively,” so that individ- 
uals having a duty of disclosure are limited to those who 
are “substantively involved in the preparation or prosecu- 
tion of the application.” This change is intended to make 
clear that the duty does not extend to typists, clerks, and 
similar personnel who assist with an application. This 
phrase, when taken with the last sentence of §1.56(a), is 
believed to provide an adequate indication of the individ- 
uals who are covered by the duty of disclosure. The word 
“with” is inserted in the first sentence of §1.56(a) before 
“the assignee” and before “anyone to whom there is an 
obligation to assign” to make clearer that the duty applies 
only to individuals, not to organizations. 

Numerous comments concerned the term “relevance” 
that was used in the proposal. In response to the com- 
ments, language is substituted in §1.56 and related sec- 
tions which is believed to establish a clearer standard for 
determining whether information need be disclosed to 
the Office. “Relevant” is replaced by “material” because 
the latter term connotes something more than a trivial 
relationship. It appears to be more commonly used in 
court opinions. In addition, the third sentence of 
§1.56, which defines materiality, is rewritten. The sen- 
tence now states that information is material “where 
there is a substantial likelihood that a reasonable examin- 
er would consider it important in deciding whether to 
allow the application to issue as a patent.” The sentence 
paraphrases the definition of materiality used by the Su- 
preme Court in its recent decision in TSC Industries v. 
Northway.5 Although in that case the court was con- 
cerned with rules promulgated by the Securities and Ex- 
change Commission, the Court’s articulation of material- 
ity is believed consistent with the prevailing concept 
that has been applied by lower courts in recent patent 
cases. 

The definition of materiality in §1.56 will have to be 
interpreted in the context of patent law rather than secu- 
rities law. Principles followed by courts in securities 
cases should not be translated to patent cases automati- 
cally. It is noteworthy, however, that in formulating the 


5U.S.—, 48 L. Ed. 2d 757, 96 S. Ct. 2126, 44 U.S.L.W. 4852, decided June 
14, 1976. 
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definition of materiality in TSC Industries the Supreme 
Court considered some of the same matters over which 
concern was expressed in the public comments on pro- 
posed§1.56. The court noted that the standard of materi- 
ality should not be so low that persons would be 
“subjected to liability for insignificant omissions or mis- 
statements,” or so low that the fear of liability would 
cause management “simply to bury the shareholder in an 
avalanche of trivial information—a result that is hardly 
conducive to informed decision making.” © 

Although the third sentence of §1.56(a) refers to deci- 
sions of an examiner, it is intended that the duty of dis- 
closure would apply in the same manner in the less com- 
mon instances where the official making a decision on a 
patent application is someone other than an examiner— 
e.g., a member of the Board of Patent Interferences or 
the Board of Appeals. This is implicit in the duty “of 
candor and good faith” toward the Office that is speci- 
fied in the first sentence of §1.56(a). 

Comments and questions were received concerning 
the term “information” used in the second and third sen- 
tences of §1.56(a) and elsewhere. It means all of the 
kinds of information required to be disclosed under cur- 
rent case law. In addition to prior art patents and publi- 
cations, it includes information on prior public uses, 
sales, and the like. It is not believed practicable to define 
information in the text of the rule at this time. However, 
the rule is not intended to require disclosure of informa- 
tion favorable to patentability—e.g., evidence of com- 
mercial success of the invention. Neither is it meant to 
require disclosure of information concerning the level of 
skill in the art for purposes of determining obviousness. 

Several comments were received concerning the duty 
to disclose information the patent applicant regards as 
confidential, including information the applicant has re- 
ceived from another party under an injunction of secre- 
cy. This problem has existed prior to amendment of 
§1.56. The Patent and Trademark Office, of course, 
keeps information disclosed by applicants confidential 
until a patent is issued. It has been suggested that the 
Office should develop a mechanism for continuing to 
hold information in confidence after issuance of a patent 
if in the judgment of the examiner the information is not 
material to the examination of the application. The feasi- 
bility of offering a rule for public comment on this topic 
at a later date will be considered. 

New §1.56(b) is added to make clear that information 
may be disclosed to the Office through an attorney or 
agent of record or through a pro se inventor, and that 
other individuals may satisfy their duty of disclosure to 
the Office by disclosing information to such an attorney, 
agent or inventor. Information that is not material need 
not be passed along to the Office. 

Proposed sections 1.56 (b) and (c) have been revised 
and shortened and appear at §§1.56 (c) and (d). The pro- 
posal was criticized for leaving it open to the Office to 
apply a different standard of materiality from the one set 
forth in §1.56.7 Section 1.56(d) as adopted states that an 
application “shall” be stricken when the criteria set forth 
are met. Thus §1.56(d) as adopted establishes a single 
standard for striking applications. 

The term “inequitable conduct” is dropped from 
§1.56(d) as covering too great a spectrum of conduct to 
be subject to mandatory striking. Inequitable conduct 
that is equivalent to fraud is intended to come within the 
definition of fraud. The Court of Customs and Patent 
Appeals already has interpreted “fraud” in existing 
§1.56 to encompass conduct of this sort. Moreover, 
§1.56(d) as adopted calls for striking an application ei- 
ther for fraud or for a violation of the duty of disclo- 
sure, 

In §1.56(d) “bad faith” is substituted for the term “de- 
liberate” that was used in the proposal. This change is to 
make clear than an intent to deceive (or gross negli- 


%U.S. at—, 48 L. Ed. 2d at 763, 96 S. Ct. at 2132, 44 U.S.L.W. at 4855. 
See discussion accompanying proposed rules in Federal Register of Oct. 6, 
1978, page 43731, irst sentence. 
*Norton v. curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543 (CCPA 1970). 
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ence equivalent to such an intent) must be shown be- 
fore an application will be stricken. Bad faith is not pres- 
ent if information is withheld as a result of an error in 
judgment or inadvertence. 

Several comments concerned whether attorneys and 
agents could represent their clients’ interests and at the 
same time comply with §1.56. Similar comments were 
directed to §§1.97 to 1.99. It is of course in the interest 
of the client to have a valid patent and this cannot be 
obtained without disclosure of known material facts. It 
is not inconsistent for an attorney or agent to fulfill his 
duty of candor and good faith to the Office and to act 
as an advocate for his client. The submission of informa- 
tion under §1.56 does not preclude the submission of ar- 

ments that such information does not render the sub- 
ject matter of the application unpatentable. 

In §1.65 a new third sentence is added to require the 
patent applicant to acknowledge the duty of disclosure. 
The language is changed from the proposal to be consis- 
tent with changes made in §1.56. To allow time for the 
Office and applicants to revise printed oath and declara- 
tion forms now in use, the mandatory acknowledgement 
of the duty of disclosure in amended §1.65 does not be- 
come effective until January 1, 1978. Applicants at their 
option may include the new language in oaths and dec- 
larations filed prior to the effective date. The Office will 
publish a separate notice in the Federal Register adding 
a sentence acknowledging the duty of disclosure to ap- 
propriate forms in 37 CFR Part 3, “Forms for Patent 
Cases.” 

The word “statement” is deleted from the title of 
§1.65 to avoid confusion with the prior art statement of 
§1.97 through 1.99. 

Amended §1.346 emphasizes that there must be a rea- 
sonable basis to support every allegation of om ond 
conduct made by a registered practitioner in any Office 
proceeding. The language that was proposed is clarified 
in the section as adopted. Although §1.346 is limited to 
papers filed in Office proceedings, the amendment to 
§1.346 is not intended to imply that disciplinary action 
never will be taken agairst a registered practitioner un- 
der§1.348 for a groundless allegation of improper con- 
duct in a court proceeding. 


Prior Art Statement 


New §§1.97, 1.98 and 1.99 deal with prior art state- 
ments and provide a mechanism by which patent 
applicants may comply with the duty of disclosure pro- 
vided in §1.56. The sections have been substantially 
changed from the proposal, in response to comments re- 
ceived. 

Unlike the corresponding pari of the proposal, the 
sections as adopted are not mandatory, though appli- 
cants are strongly encouraged to follow the procedures 
described in them. Applications will be examined wheth- 
er or not a prior art statement is filed and whether it 
complies with the rules or is defective. It is nevertheless 
believed that applicants will find that the use of prior art 
statements complying fully with the requirements of §§ 
1.97 through 1.99 will be the best way to satisfy the 
duty of disclosure. The Patent and Trademark Office 
cannot assure that prior art disclosed in other ways will 
be considered by the examiner. 

Sections 1.97 through 1.99 do not prescribe the con- 
tent of what materials should be submitted in the prior 
art statement; this is for the applicant and the attorney 
or agent to decide in the light of the duty of disclosure 
expressed in §1.56. The only criterion contained in 
§§1.97 through 1.99 as to content of the art cited is in 
§1.97(b). This subsection indicates that the statement 
will be construed as a representation that the prior are 
listed includes what the submitter considers to be the 
closest art of which he is aware. The submitter need not 
decide which particular items of prior art are the closest 
or identify any items as such; the representation is sim- 
ply that he is not withholding known prior art which he 
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considers closer than that which is submitted. Section 
1.97(b) makes clear that the prior art statement is not 
representation that a search has been made or that no 
better art exists. 

In §1.97(a) the time for filing the prior art statement is 
extended from the two months of the original proposal 
to three months. In most cases prior art submitted with- 
in three months will be available to the examiner before 
he takes up the case for action, though it will be helpful 
if citations are made as promptly as ible. 

Section 1.98 lists the elements of the prior art state- 
ment: a listing of the art, a concise explanation of the 
relevance of each listed item, and copies of the art or 
the pertinent portions thereof. 

e prior art statement resembles somewhat the “pat- 
entability statement” of the proposal and the “patentabil- 
ity brief’ proposed elsewhere.* The name has been 
changed to reflect a change in the requirements of 
§1.98(a). Unlike the proposed version of this paragraph, 
which called for an explanation of why the claimed in- 
vention is believed patentable over the cited art, the 
paragraph as adopted calls only for a concise explana- 
tion of the relevance of each listed item. This may be 
nothing more than identification of the particular figure 
or paragraph of the patent or publication which has 
some relation to the claimed invention. It might be a 
simple statement pointing to similarities between the 
item of prior art and the claimed invention. It is permis- 
sible but not necessary to discuss differences between 
the prior art and the claims. It is thought that the expla- 
nation of relevance will be essentially as useful to the 
examiner as the formerly proposed explanation of pat- 
entability, and should be significantly less burdensome 
for the applicant to prepare. 

Section 1.98 requires a copy of each patent or publi- 
cation cited, including U.S. patents, to accompany the 
prior art statement. Several comments questioned the 
need for burdening the applicant to supply copies of 
materials that are present in the Office’s files. Howev- 
er, substantial time and effort often is needed to locate 
a document in the Office’s files. Since the person sub- 
mitting the prior art statement generally has available a 
copy of the item being cited, it is believed that ex- 
pense and effort can be minimized by having that per- 
son supply the copy in all cases. Consideration has 
been given to proposals to allow the applicant to sub- 
mit an order for —_ of the patents along with his 
statement instead of actually submitting copies. This 
will be further studied, but to date no way has been 
found to assure that the copies will be available to the 
examiner by the first action unless the applicant sub- 
mits them with the prior art statement. 

Other changes to §§1.97 through 1.99 from the pro- 
posal eliminate unnecessary language and clarify the re- 
quirements. 

A notice published in 1974" contained guidelines for 
the citation of prior art by applicants. Many of those 
guidelines are repeated or superseded by §§1.97 through 
1.99. In order to allow applicants, attorney and agents 
time to adjust their procedures to comply with the re- 
quirements for prior art statements, the effective date of 
§§1.97 through 1.99 will be July 1, 1977. Until these 
new sections become effective, applicants should contin- 
ue to follow the 1974 guidelines. Issuance of a revised 
notice, to take effect July 1, 1977, is under study. 

A survey conducted by the Office in 1976 concludes 
that many applicants have not been citing prior art to 
the Office." It is hoped that with the duty of disclosure 
expressly set forth in §1.56, applicants will perceive that 
it is to their advantage to use the procedures of §§1.97 
through 1.99. 

Section 1.51 is amended by designating the existing 
rule as §1.51(a) and adding new §1.51(b) which contains 
a reference to §§1.97 through 1.99. 


°E.g., Federal Register of Sept. 9, 1968, 34 FR 14176, 866 O.G. 1402; S. 
2255, 94th Congress, §131(b). 

Notice of Aug. 12, 1974, 926 O.G. 2. 

—— Trademark and Copyright Journal, No. 301, Oct. 28, 1976, 
page D-1. 
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Foreign Language Oaths 
Amended §1.52 and new §1.69 are adopted as pro- 


Section 1.69 requires that oaths and declarations be in 
a language which is understood by the individual mak- 
ing the oath or declaration, i.e., a language which the in- 
dividual comprehends. If the individual comprehends 
the English language, he must use it. If the individual 
cannot comprehend the English language, any oath or 
declaration must be in a language which the individual 
can comprehend. If an individual uses a language other 
than English for an oath or declaration, the oath or dec- 
laration must include a statement that the individual un- 
derstands the content of any documents to which the 
oath or declaration relates. If the documents are in a lan- 
guage the individual cannot comprehend, the documents 
— be explained to him so that he is able to understand 
them. 

The Office will provide approved translations for as 
many of the oath or declaration forms which appear in 
Part 3 of Title 37 of the Code of Federal Regulations as 
practicable, and in as many languages as practicable, 
sey using a side-by-side English/foreign language 
ormat. The availability of the foreign language forms 
will be announced in the Official Gazette at a later date. 

The change in §1.52, ae. for an exception to 
the requirement that oaths and declarations be in the 
re language, is necessitated by the adoption of 

1.69. 

Although very few persons opposed §§1.52 and 1.69, 
several suggested that the philosophy behind the change 
be extended to the specification, eo the specifica- 
tion to be in a language which the applicant under- 
stands, accompanied by an English translation. This sug- 
gestion was not considered feasible because of the 
obvious burdens on the applicant and the danger to the 
applicant and the public if the translation is not literally 
correct. Also, if a large number of applications were 
filed in a foreign language, there would be significant 
administrative burdens on the Office. Attention is direct- 
ed to the Manual of Patent Examining Procedure. 
§608.1, which permits non-English language applications 
to be filed in certain limited circumstances. 

Other suggested modifications of the pro rule in- 
cluded: (1) using an English language oath or declara- 
tion with one additional clause in a language understood 
by the person making the oath or declaration, the clause 
stating that the person understands all the documents to 
which the oath or declaration relates; and (2) extending 
the two month grace period for filling an English trans- 
lation of an oath or declaration filed under §1.65. 

After due consideration, suggestion (1) was believed 
not to accomplish the objectives of the rule as well as 
the adopted rule. Suggestion (2) would cause unsatis- 
factory delays in the initial processing of applications. 


Decisions and Files Made Public 


Section 1.14(d) makes more explicit the conditions un- 
der which significant decisions of the Patent and Trade- 
mark Office will be made available to the public, and in- 
cludes reference to decisions of the Board of Patent 
Interferences, in addition to decisions of the Board of 
Appeals and the Commissioner. 

A large majority of the comments received were fa- 
vorable. Several commentators felt that more decisions 
would be made available as a result of the proposed sec- 
tion and that it would assist in publicizing aspects of Of- 
fice procedure which may not have been available 
previously. 

Some negative comments were based on the view that 
the Freedom of Information Act” required all decisions 
of the Office to be made publicly available. A greater 
number of those opposing the proposed section, howev- 
er, felt that applicants should have an absolute right to 
have their applications maintained in confidence and 
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that no information should be made public without spe- 
cific authorization from them. One commentator felt 
that rulemaking on this subject should be deferred until 
currently pending litigation under the Freedom of In- 
formation Act was finally resolved. 

The section as adopted is applicable to decisions 
deemed by the Commissioner to involve an interpreta- 
tion of patent laws or regulations that would be of sig- 
nificant precedent value, where such decisions are con- 
tained in either pending or abandoned applications or in 
interference files not otherwise open to the public. It is 
applicable whether or not the decision is a final decision 
of the Patent and Trademark Office. 

The parenthetical phrase in the first sentence of the 
proposed section, which cited other provisions of the 
rules under which decisions are open to public inspec- 
tion, is deleted as unnecessary and possibly confusing. 
Also, in view of several comments received, the period 
of time during which an applicant or party in interest 
may object to having a decision made public is extended 
from one month to two months. At least twenty days is 
given to request reconsideration and seek court review 
before a decision is made public over an objection. 

Section 1.14(d) is considered to place a duty on the 
Patent and Trademark Office to identify significant deci- 
sions and to take the steps necessary to inform the pub- 
lic of such decisions, by publication of such decisions, in 
whole or in part. It is anticipated, however, that no 
more than a few dozen decisions pér year will be 
deemed of sufficient importance to warrant publication 
under the authority of this section. 

Amended §1.14(b) allows public inspection of aban- 
doned applications referred to in defensive publications. 
The comments received on the proposed amendment on 
this topic in 1974 expressed no opposition and the pro- 
posal is adopted without change. 

The amendment is intended to encourage use of the de- 
fensive publication program provided under §1.139. The 
objective of that program is to make available to the pub- 
lic the technical disclosure of applications in which the 
owner prefers to publish an abstract in lieu of obtaining an 
examination. Existing §§1.11(b) and 1.139 open the com- 
plete defensive publication application to inspection by 
the general public upon publication of the abstract. With 
the amendment, an abandoned application referred to in a 
defensive publication application will likewise be open to 
public inspection, avoiding any need to repeat its contents 
in the defensive publication application. Thus, public 
availability of the applications involved should be of bene- 
fit both to the applicant and the public. 

A suggestion was made that the section be extended 
still further to include abandoned applications referred 
to in foreign patents. This suggestion, however, goes too 
far beyond the proposal that was published and has too 
uncertain an impact to be adopted at this time. 

Amended §1.11(a) provides earlier access to the file of 
an interference which involved a patent or an applica- 
tion on which a patent has issued. All comments that 
were submitted on the 1974 proposal on this topic were 
favorable and two commentators felt the proposal 
should be extended further. The proposal is being 
adopted without change. 

Under present practice, access to the file of an inter- 
ference is not permitted until judicial review of the deci- 
sion of the Board of Patent Interferences has been 
exhausted. The amended section allows access to the file 
after final decision of the Board of Patent Interferences 
if that decision is an award of priority as to all parties. It 
is believed that such earlier access will be of benefit to 
members of the public by making available information 
relevant to the issuance of the patent whether or not the 
interference decision is still being adjudicated. 


Patent Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested, provides for oral argu- 
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ments by or on behalf of examiners in certain appeals 
and reduces the time permitted for oral arguments. 

Comments relating to this section were favorable by a 
very substantial majority, although there were several 
reservations to the efiect that §1.194(a) tended to dis- 
courage or downgrade oral arguments. Participation by 
examiners was considered to be desirable not only from 
the standpoint of improving the overall presentation of 
the ane end pene ye et in complex cases, but also for 
the educational and experience benefits to the examiners 
themselves. 

The only opposition to the section was based on the 
feeling that oral hearings would be discouraged. The 
rule is intended to discourage oral hearings only to the 
same extent as the Office’s 1975 Official notice 
on the subject. Section 1.194(a) indicates that oral hear- 
ings should not be requested as a matter of course in ev- 
ery appeal, but only in those circumstances where the 
appellant feels that such a hearing will be of material as- 
sistance to the proper presentation of the appeal. The 
section expressly provides that equal consideration will 
be accorded in deciding all appeals, whether or not an 
oral hearing is held. 

In ap where the appellant has requested an oral 
hearing §1.194(b) provides for oral argument by, or on 
behalf of, the primary examiner, if such argument is con- 
sidered to be helpful by either the primary examiner or 
the Board. This provision incorporates the present prac- 
tice of permitting examiners to present an oral argument 
before the Board." It gives the Board additional discre- 
tionary authority to request presentation of an oral argu- 
ment by, or on behalf of the examiner to ensure that all 
issues are fully and accurately presented. 

Section 1.194(c) provides, as does existing §1.194, that 
appeals will be assigned for consideration and decision 
without an oral hearing where none has been requested 
by the appellant. Where an oral hearing has been re- 
quested, a day of hearing will be set, and both appellant 
and the primary examiner will be notified. A provision 
for notice to the examiner is added to the proposed ver- 
sion. Additionally, §1.194(c) reflects the present practice 
of limiting oral argument on behalf of the appellant to 
twenty minutes.'* The time permitted for argument by 
the examiner has been shortened from twenty minutes, 
as proposed, to fifteen minutes. The examiner, unlike the 
appellant, will not ordinarily need time to present the 
facts of the case or for rebuttal. 

In any appeal where oral argument is to be presented 
by, or on behalf of, the primary examiner, the appellant 
will be given due notice of that fact. 

Proposed §1.196(b) would have authorized the Board 
of Appeals to reject allowed claims, in cases before it, 
whenever the Board had knowledge of grounds for so 


doing. 

Whil le a majority of those commenting on this section 
favored in principle the concept of allowing the Board 
to have this right, significant concern was voiced that 
there was no statutory authority for the Board to actual- 
ly reject allowed claims. Further, the question of proper 
authority for judicial review of such action by the Board 
was a matter of concern. Other reasons advanced in op- 
position to the section were that applicants would be 
inhibited from appealing by the risk of having allowed 
claims rejected and that the proposal would create a 
higher presumption of validity in cases reviewed by the 
Board. A significant number commented that it would 
be more appropriate for the Board to remand the case to 
the primary examiner for consideration of the grounds 
raised by the Board. This would afford the applicant an 
opportunity to demonstrate the patentability of the 
claims and would remove any question as to statutory 
authority. 

In view of the comments received, existing §1.196(b) 
will not be modified, but a new §1.196(d) is added pro- 
viding express authority for the Board of Appeals to in- 
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clude, in its decision, a statement of any grounds for re- 
jecting any allowed claim that it believes should be con- 
sidered by the primary examiner. Section 1.196(d) 
provides that the ‘d may remand the case to the ex- 
aminer for such consideration, and that the applicant 
shall have an opportunity to respond to the grounds set 
forth by the Board prior to consideration, by the exam- 
iner. If the previously allowed claims are rejected by the 
examiner, the rejection may be appealed to the Board. 

The new section further provides that a decision of 
the Board which includes a remand will not be consid- 
ered as a final decision in the case, but that the Board, 
following conclusion of the proceedings before the pri- 
-— examiner, will either adopt its earlier decision as 

or will render a new decision based on all appealed 
claims, as it considers appropriate. In either case, final 
action by the Board will give rise to the existing alterna- 
tives available to an appellant following a decision by 
the Board. 

In situations where the primary examiner concludes 
after consideration of all the evidence and argument that 
the remanded claims should be allowed, the new rule 
dealing with reasons for allowance (§1.109) provides an 
appropriate mechanism for him to explain, on the 
record, his reasoning for coming to this conclusion, not- 
withstanding the grounds set forth by the Board in its 
statement. 

Promulgation of new §1.196(d) does not affect the 
Board’s existing authority to remand a case to the prima- 
ry examiner without rendering a decision in appropriate 
circumstances. Section 1.196(d) is not intended as an in- 
struction to the Board to reexamine every allowed claim 
in every appealed application. It is, rather, intended to 
give the Board express authority to act when it becomes 
apparent, during the consideration of rejected claims, 

tt one or more allowed claims may be subject to re- 
jection on either the same or on different grounds from 
those applied against the rejected claims. 


Reasons for Allowance 


New §1.109 is intended to emphasize and formalize 
the examiner’s authority to state his reasoning for 
allowing a claim or claims. The authority is discretion- 
ary with the examiner and is only to be used when the 
record does not otherwise reveal the reasons for allow- 
ance. 

A majority of the comments received favored the rule 
as proposed because it would tend to provide courts and 
others who were reviewing the patent with a clearer 
record. Those who opposed the rule most often gave 
the reason that the examiner might fail to state all the 
reasons or the strongest reasons why a claim was 
allowed, which could place unnecessary limitations on 
the claims or create an estoppel in subsequent litigation 
or licensing. 

To help insure that the examiner’s statement of his 
reasoning in allowing a claim will not unnecessarily limit 
the claims or create an estoppel, a final sentence is add- 
ed to the proposal which states that failure of the appli- 
cant to comment upon or rebut the examiner’s reasoning 
“shall not give rise to any implication that the applicant 
agrees with or acquiesces in the reasoning of the exam- 
iner.” 

Several commenters suggested that stricter enforce- 
ment of §§1.111 and 1.133 would eliminate the need for 
a new rule concerning reasons for allowance. Situations 
exist, however, where a statement of reasons for allow- 
ance could be helpful, for example when an examiner 
withdraws a rejection for reasons not suggested by the 
applicant; when an appiicant submits several arguments 
for allowing a claim and the examiner finds not all of 
them persuasive: when an examiner allows a claim on 
the first Office action after citing very close prior art: 
and when the examiner allows a claim after remand 
from the Board of Appeals (see new §1.196(d)). 

The first sentence of the proposed rule is changed to 
define more precisely the circumstances in which an ex- 
aminer’s statement is appropriate, as well as to define 
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more precisely the content of the statement. The state- 
ment will include the examiner’s “reasoning.” The ¢xam- 
iner may state his reasoning whenever he “believes that 
the record of the prosecution as a whole does not make 
clear his reasons for allowing a claim or claims.” 

Several persons commented that the rule should pro- 
vide a procedure for —— from the examiner’s state- 
ment of his reasoning. The rule does permit applicants 
to comment upon the examiner’s reasoning. If the appli- 
cant does not wish to comment, he may reserve for a 
later proceeding, without prejudice, any rebuttal. [Text 
of adopted rules appears in 37 CFR, revised 7-1-7 
Effective Date. These amendments become effective on 
March 1, 1977, except for §§1.51, 1.97, 1.98, and 1.99 
which become effective on July 1, 1977, and §§1.65 and 
1.69 which become effective on January 1, 1978. 


C. MARSHALL DANN, 
Commissioner of Patents 


Jan. 18, 1977. 
and Trademarks. 


Betsy Ancki 
Assistant Secretary for 
Science and Technology. 


[955 O.G. 1054] 


Jan. 19, 1977. 


(109) Guidelines for Implementation of 


Recently Revised Rules 


Recently a number of rules relating to Patent Examin- 
ing and ee rocedures were revised. The new rules 
were published in the Federal Register at 42 F.R. 5588 
on January 28, 1977, and in the Official Gazette at 955 
O.G. 1054 on February 22, 1977. The following guide- 
lines are being published to describe the procedures 
which are being followed in implementing 37 CFR sec- 
tions 1.11, 1.97-1.99, 1.109, 1.194, 1.291 and 1.292. 


Files Open to the Public 


Section 1.11(b) is applicable only to those reissue ap- 
Re 


plications filed on or after March 1, 1977. Those reissue 
applications already on file will not be automatically 
open to inspection but a liberal policy will be followed 
by the Office of the Solicitor in granting petitions for 
access to such applications. 


(Note.—These sections as changed will be incorporat- 
ed into the Manual text in Rev. 3 of the Manual.) 


For those reissue applications filed on or after March 
1, 1977, the following procedure will be observed: 


1) The filing of reissue applications will be announced 
in the Official Gazette and will include certain iden- 
tifying data as specified in section 1.11(b). Any 
member of the general public may request access to 
a particular reissue application filed after March 1, 
1977. Since no record of such request is intended to 
be kept, an oral request will suffice. 

2)The reissue application files will be maintained in 
the examining groups and inspection thereof will be 
supervised by group personnel. Although no gener- 
al limit is placed on the amount of time spent re- 
viewing the files, the Office may impose limitation, 
if necessary, e.g., where the application is actively 
being processed. 

3) Where the reissue application has left the examining 
group for administrative processing, requests for ac- 
cess should be directed to the appropriate supervi- 
sory personnel in the Division or Branch where the 
application is currently located. 

4) Requests for copies of papers in the reissue applica- 
tion file must be in writing addressed to the Com- 
missioner of Patents and Trademarks, Washington, 
D.C. 20231 and may be either mailed or delivered 
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to the Office mailroom. The price for copies made 
by the Office is thirty cents per page. 


Prior Art Statements 


This. notice su: the notices of August 12, 1974 
(926 O.G. 2) and May 19, 1975 (935 O.G. 902) ory 
to citations of prior art. Although new sections 1. 
through 1.99 are not effective until July 1, 1977, and are 
not mandatory upon applicants, they provide an ideal 
mechanism for complying with the duty of disclosure 
under 37 CFR 1.56. The statements should be submitted 
in accordance with the following guidelines: 


1) Prior art statements should be submitted at the time 
of filing the application or within three months 
thereafter and may be separate from the specifica- 
tion or incorporated therein. The statement shall 
serve as a representation that the person p: i 
it has included therein what he believes to be the 
closest prior art of which he is aware and shall not 
be construed as a representation that no better art 
exists or that a search has been made. If the first ac- 
tion in the 7 is received prior to three 
months after filling of the application and no prior 
art statement has been submitted, the prior art state- 
ment may be submitted with the response to the 
first action and be considered timely. 

2) The statement shall include a listin = Fe the patents, 
publications or other information which the prepar- 
er of the statement wishes to cite and a concise ex- 
planation of the relevance of each listed item. Cop- 
ies of the pertinent portions of all listed documents 
shall be supplied along with the statement, both 
when incorporated into the specification and when 
filed separately. If two or more patents or publica- 
tions considered material are substantially identical, 
a copy of a representative one shall be included 
with the statement and others may merely be listed 
with an indication of which are considered to be 
substantially identical. 

3)A translation of the pertinent portions of foreign 
language patents or publications considered material 
should be transmitted if an existing translation is 
readily available to the applicant. It will be suffi- 
cient, however, to transmit an equivalent English 
language patent or publication so long as it is identi- 
fied as an equivalent. 

Where the applicant has submitted copies of prior 
art in accordance with these guidelines in a prior 
application, reference to the prior application and 
the submission therein will be sufficient for the con- 
— application as far as the copies are con- 
cerned. As far as the statement per se is concerned, 
the relevance of the prior art to the claimed subject 
matter must be indicated if it differs from its rele- 
vance as explained in the prior application. 

4) If prior to the issuance of a patent an applicant pur- 
suant to his duty of disclosure under 37 CFR 1.56, 
wishes to bring to the attention of the Office addi- 
tional patents, publications or other information not 
previously submitted, the additional information 
should be submitted to the Office with reasonable 
promptness. It may be included in a supplemental 
prior art statement or may be incorporated into oth- 
er communications to be considered by the examin- 
er. Any transmittal of additional information shall 
be accompanied by explanations of relevance and 
by copies in accordance with the requirements 
aforementioned. The transmittal should include a 
statement explaining why the prior art was not ear- 
lier submitted. 


While the Patent and Trademark Office will not 
knowingly ignore any prior art which might anticipate 
or suggest the claimed invention, no assurance can 
given that cited art or other information not submitted 
in accordance with these guidelines will be considered 
by the examiner. 
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After the claims have been indicated as allowable by 
the examiner, e.g., by the mailing of an Ex parte Quayle 
action, a notice of allowability (PTOL-327), an examin- 
er’s amendment (PTOL-37), or a Notice of Allowance 
(PTOL-85), any citations submitted will be placed in the 
file. Since prosecution has ended, however, such submis- 
sions will not ordinarily be considered by the examiner 
unless the citation is accompanied by: 


(a) A proposed amendment cancelling or further 
restricting at least one independent claim and nar- 
rowing the scope of protection sought; 

(6) A timely affidavit under 37 CFR 1.131 with re- 
spect to the material cited; or 

(c) A statement by the applicant or his attorney or 
agent that, in the judgment of the person making 
the statement, the prior art or other information 
cited raises a serious question as to the patentabili- 
ty of the claimed subject matter, or is closer prior 
art than that of record. 


If the material is submitted after the base issue fee has 
been paid, it must also be accompanied by a petition un- 
der 37 CFR 1.183 requesting a waiver of 37 CFR 1.312. 
Such petition, if granted, would result in review of the 
art by the examiner and possible entry of the amend- 
ment. 

In each instance where an examiner considers, but 
does not cite on form PTO-892, specific prior art re- 
ferred to in a paper placed in the application file, the ex- 
aminer will place a notation adjacent to the reference 
according to the following: 


If included in the specificction, the examiner 
will write his or her initials adjacent to any 
references checked and enter “checked” in the 
left margin opposite the initials. If presented in 
a separate paper or in the remarks of an 
amendment, the examiner’s initials and 
“checked” will be entered adjacent to the ci- 
tations or wherever possible to indicate clear- 
ly those checked. 


Reasons for Allowance 


One of the primary purposes of the change in Section 
1.109 is to improve the quality and reliability of issued 
patents by providing a complete file history which 
should clearly reflect, as much as is reasonably possible, 
the reasons why the application was allowed. Such in- 
formation facilitates evaluation of the scope and strength 
of a patent by the patentee and the public and may help 
avoid or simplify litigation of a patent. 

The practice of stating the reasons for allowance is 
not new and the rule merely formalizes the examiner’s 
existing authority to do so and provides applicants an 
Opportunity to comment upon any such statement of the 
examiner. 

When the examiner determines that it is necessary or 
desirable, a “Statement of Reasons for Allowance” will 
be prepared. The “Statement” will usually be an attach- 
ment to either a notice of allowability (PTOL-327) or 
Examiner’s Amendment (PTOL-37). Any comments 
considered necessary by applicant must be submitted no 
later than the issue fee and should preferably accompany 
the issue fee. Submission with the issue fee avoids any 
delay in the processing of the application and avoids the 
necessity to associate the comments with the application 
while it is in issue except at the time the file must be 
pulled to record the payment of the issue fee. Such com- 
ments will be entered in the application file by the 
Allowed Files Branch with an appropriate notation on 
the “contents” list of the file wrapper, but will not be 
reviewed by the examiner. 


Oral Hearings Before Board of Appeals 


Section 1.194 clarifies the circumstances in which oral 
hearings should be requested and provides for oral argu- 
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ments by, or on behalf of, primary examiners in certain 
appeals. 

nder Section 1.194, the following procedures will be 
in effect: 


1)In accordance with Section 1.192, appellants who 
desire an oral hearing must request the same at the 
time of filing the appeal brief. 

2)If appellant has requested an oral hearing and the 
primary examiner intends to pee an oral argu- 
ment, the last paragraph of the examiner’s answer 
will indicate this intention. 

3) Notice of the oral hearing will be given to the appel- 
lant and, at the same time, to the primary examiner in 
those cases in which the primary examiner has indi- 
cated an intention to present an oral argument. 

4) After an oral hearing has been confirmed and the 
date set as provided in Section 1.194(c), the applica- 
tion file will be delivered to the examiner via the 
appropriate Group Director at least one week prior 
to the date of the hearing for those cases in which 
the examiner is expected to be present at the hear- 
ing. In those cases where the Board requests the 
presentation of an oral argument by, or on behalf 
of, the primary examiner, the appellant will be so 
notified. The Board’s request for an oral argument 
may, where appropriate, indicate specific points or 
questions to which the argument should be particu- 
larly directed. The application file will be returned 
to the Board before the hearing. 

5)In those appeals in which an oral hearing has been 
confirmed and either the primary examiner or the 
Board has indicated a desire for oral argument, such 
oral argument may be presented whether or not ap- 


pellant appears. 
Protests and Public Use Proceedings 


Amended sections 1.291 and 1.292 give greater recog- 
nition to the value of written protests and public use pe- 
titions and are intended as an aid in avoiding the 
issuance of invalid patents. 

Under sections 1.291 (b) and (c) and 1.292(b), the fol- 
lowing procedures will be observed: 


1) Only in those instances where it has not been possi- 
ble to serve protest papers upon the applicant, attor- 
ney or agent, should duplicates of the papers 
submitted be provided. In this case the appropriate 
examining group will attempt to get the duplicate 
copy to the applicant, attorney or agent. However, 
every effort should be made by the protester to ef- 
fect service. 

2) Citations of prior art and any papers related thereto 
may be entered in the file after a patent has been 
granted by submitting them to the attention of the 
Record Room, where they will be entered without 
comment by the Office. If after diligent effort it has 
not been possible to serve the prior art citations and 
related papers on the patentee, his attorney or 
agent, duplicate copies should be submitted in 
which case the Record Room will attempt to get 
the duplicate copy to the owner of record. 

3) When public use petitions and accompanying papers 
are submitted they, or a notice in lieu thereof, will 
be entered in the application file. Duplicate copies 
should be submitted only when, after diligent effort, 
it has not been possible for petitioner to serve a 
copy of the petition on the applicant, his attorney 
or agent in which case the Office of the Solicitor 
will attempt to get the duplicate copy to the appli- 
cant, his attorney or agent. 

4)To ensure consideration by the examiner, protests 
should be timely submitted, i.e., before final rejec- 
tion or allowance. Consideration of protests filed af- 
ter final rejection or allowance will depend upon 
the relevance of the prior art documents and the 
point in time at which they are submitted. Docu- 
ments which clearly anticipate or render obvious 
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one or more claims will not knowingly be ignored. 
If protests are not timely submitted or if they fail to 
comply with section 1.291(a) as to the submission of 
a copy of each ew art document relied upon, they 
will be acknowledged and referred to the examiner 
having charge of the subject matter involved for en- 
try in the application file and such consideration as 
seems warranted. 


In each instance where an examiner considers but 
does not cite on form PTO-892 specific prior art re- 
ferred to in a protest, the examiner will place a notation 
in the protest paper adjacent to the reference which will 
include his or her initials and the term “checked.” 

Additional future guidelines as to protest procedures 
may be developed after gaining experience with the new 
practice. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 18, 1977. 
[957 O.G. 11] 


(110) Further Guidelines Relating to 37 CFR 1.175 
and 1,291, as Amended Effective March 1, 1977 


The experience with the above revised rules since 
their effective date has indicated the desirability of fur- 
ther guidelines 7 to the manner in which they are 
to be implemented. The following guidelines are supple- 


mental to those which have already been provided in 
the publication of the rules in the Federal Register of 
January 28, 1977 (42 F.R. 5588) (955 O.G. 1054, Febru- 
ary 22, 1977), and in the earlier Guidelines published at 
957 O.G. 11 on April 12, 1977. Copies of the latter two 


Official Gazette publications ap as items 59 and 60 of 
the current “Consolidated Listing of Recent Official Ga- 
zette Notices” published at 966 O.G. 22-32. The present 
guidelines are also supplemental to the appropriate sec- 
tions of the Manual of Patent Examining Procedure, 
e.g., Sections 1401-1401.12 relating to reissue, and Sec- 
tion 1309.02 relating to protests. Sections 721 and 721.01 
of the MPEP contain guidelines to be followed if either 
a reissue or other application, or a protest relative to 
any application, raises questions of “fraud” or “violation 
of the duty of disclosure.” Accordingly, the above-noted 
materials should be consulted in addition to these further 
guidelines, which are in themselves not intended to com- 
pletely treat the subjects involved. For the most part, 
the guidelines herein merely identify and clarify existing 
requirements and practices. The Patent and Trademark 
Office has a general study underway of the procedures 
for handling reissue applications and protests which may 
result in future modifications in these guidelines. 

Section 1.175(a)(4) of the revised rules recognizes that 
reissues may be filed to have the patentability of the 
original patent, without changes therein, considered in 
view of prior art or other information relevant to pat- 
entability which was not previously considered by the 
Office. 

The experience to date reveals the need to clarify 
what should be filed by the applicant in order to seek 
the reexamination contemplated by sub-section (a)(4) 
and also the type and content of the examination which 
the examiner will give to applications filed under sub- 
section (a)(4). 

First, sub-section (a)(4) does not contemplate, or per- 
mit, the filing of a reissue application without an oath or 
declaration. To the contrary, an oath or declaration is 
required, and such oath or declaration must comply with 
each of sub-sections (a)(4), (a)(5), and (a)(6). Thus, under 
sub-section (a)(4) the oath or declaration must particu- 
larly specify the “prior art or other information relevant 
to patentability, not previously considered by the Of- 
fice,” which the reissue applicant considers “might cause 
the examiner to deem the original patent wholly or part- 
ly inoperative or invalid.” The reissue oath or declara- 
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tion must also request, under sub-section (a)(4), that “if 
the examiner so deems, the applicant be permitted to 
amend the patent and be granted a reissue patent.” 

Under sub-section (a)(5), the reissue oath or declara- 
tion, including those filed under sub-section (a)(4), must 
particularly specify “the errors or what might be 
deemed to be errors relied upon, and how they arose or 
occurred.”' This sub-section has two specific require- 
ments, both of which must be complied with in, or by, the 
reissue oath or declaration. Thus, insofar as (a)(4) reissue 
oaths or declarations are concerned, the oath or declara- 
tion must particularly specify “what might be deemed to 
be errors.” For example, if the reissue applicant is seek- 
pe reexamination in view of particular prior art or other 
information, the reissue oath or declaration must point 
out “what might be deemed to be errors” in patentabili- 
ty in view of such prior art or other information. More 
specifically, the oath or declaration, in appropriate cir- 
cumstances, might state that some or all claims might be 
deemed to be too broad and invalid in view of refer- 
ences X and Y which were not of record in the patented 
files. Usually, a general statement will suffice. But where 
appropriate, such as where the pertinence of the new 
references X and Y are not evident, more specificify 
about “what might be deemed to be errors” should be 
provided. Of course, the reissue applicant does not have 
to, and presumably does not, agree that “errors” exist. 
However, the reissue applicant does have to, in the reis- 
sue oath or declaration of the sub-section (a)(4) type, 
particularly specify “what might be deemed to be errors 
relied upon.” 

In addition to specifying “what might be deemed to 
be errors relied upon,” sub-section (a)(5) also requires 
“particularly pm ying” “how they arose or occurred.” 
This means, of course, that the reissue oath or declara- 
tion must specify the manner in which that which 
“might be deemed to be errors” “arose or occurred.” 
For example, if the (a)(4) reissue is being filed for reex- 
amination in view of prior art or other information, the 
reissue oath or declaration must indicate when and the 
manner in which the reissue applicant became aware of 
the possible error in the patent, e.g., third party allega- 
tion, discovery of prior art or other information subse- 
quent to issuance of patent, knowledge of prior art or 
other information before issuance of patent with signifi- 
cance being brought out after issuance by third party, 
through allegations made in litigation involving the pa- 
tent, etc. It is particularly important that the reissue oath 
or declaration adequately specify how “what might be 
deemed to be errors” arose or occurred. If the reissue 
oath or declaration does not particularly specify “how,” 
i.e., the manner in which any possible errors arose or 
occurred, the Office will be unable to adequately evalu- 
ate reissue applicant’s statement in compliance with 
(a)(6) that the “errors, if any, arose ‘without ahy decep- 
tive intention’ on the part of the applicant.” 

Sub-section (a)(6) specifically requires that the reissue 
oath or declaration, including those filed under sub-sec- 
tion (a)(4), contain the averment that the “errors, if any, 
arose ‘without any deceptive intention’ on the part of 
the applicant.” This requirement must not be overlooked 
in filing since the requirement for an absence of “‘decep- 
tive intention” is a necessary part of any reissue applica- 
tion, including those of the (a)(4) type. 

The significance and importance of sub-sections (a)(5) 
and (a)(6) must not be overlooked or minimized insofar 
as reissue oaths or declarations are concerned, including 
those filed under sub-section (a)(4). These sub-sections, 
to a large extent, enable the Office to make its determi- 
nation required by statute that any error is “without any 
deceptive intention.” 

In addition to meeting the requirements of Sections 
1.175 (a)(4)-(a)(6) insofar as the reissue oath or declara- 
tion is concerned, the reissue applicant, at the time of fil- 
ing the reissue application, including the (a)(4) type reis- 
sue application, must also be aware of the requirements of 
37 CFR 1.56, as revised effective March 1, 1977. Reissue 
applicants may, of course, utilize new Sections 1.97-1.99 
to comply with the duty of disclosure required by Sec- 
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tion 1.56. While Section 1.97(a) provides for filing of the 
prior art statement within three months of the filing of 
the application, reissue applicants are encouraged to file 
the prior art statement at the time of filing the applica- 
tion in order that such prior art statements be 
availale to the public during the two-month period pro- 
vided by Section 1.176. 

In situations in which the patent for which reexamina- 
tion is being sought is, or has been, involved in litiga- 
tion, which raised a question material to examination of 
the reissue application, such as the validity of the patent, 
or any allegation of fraud, the existence of such litiga- 
tion must be brought to the attention of the Office at the 
time of, or shortly after, filing the application, either in 
the reissue oath or declaration, or in a separate paper, 
preferably accompanying the application as filed. a 
tion begun after filing of the reissue application also 
should be promptly brought to the attention of the Of- 
fice. The details and documents from the litigation, inso- 
far as they are “material to the examination” of the reis- 
sue application as defined in 37 CFR 1.56(a), should 
accompany the application as filed, or be submitted as 
promptly thereafter as ible. For example, the de- 
fenses raised against validity of the patent, or charging 
fraud or inequitable conduct in the litigation, would nor- 
mally be “material to the examination” of the reissue ap- 
plication. It would, in most situations, be appropriate to 
bring such defenses to the attention of the Office by fil- 
ing in the reissue application a copy of the Court papers 
raising such defenses. As a minimum, the applicant 
should call the attention of the Office to the litigation, 
the existence and nature of any allegations relating to 
validity and/or “fraud” relating to the original patent, 
and the nature of litigation materials relating to these is- 
sues. Enough information should be submitted to clearly 
inform the Office of the nature of these issues so that the 
Office can intelligently evaluate the need for asking for 
further materials in the litigation. Thus, the existence of 
supporting materials which may substantiate allegations 
of invalidity or “fraud” should, at least, be fully de- 
scribed, or submitted. The Office is not, of course, inter- 
ested in receiving voluminous litigation materials which 
are not relevant to the Office’s consideration of the reis- 
sue application. The status of the litigation should be 
updated in the reissue application as soon as significant 
events happen in the litigation. 


The Examination of Reissue Applications, 
Including Those Filed Under 37 CFR 1.175(a)(4) 


The examination of reissue applications, including 
those filed under sub-section (a)(4), will be in accor- 
dance with Sections 1401-1401.12, M.P.E.P. Attention is 
particularly directed to Section 1401.09, M.P.E.P. which 
refers to the two aspects of reissue examination, i.e., ex- 
amination in the same manner as an original application 
and examination for compliance with the reissue statute 
and rules. The purpose of the present guidelines is to 
supplement those presently in existence and to empha- 
size certain points, particularly as they relate to reissue 
applications filed under sub-section (a)(4). 

When examining the reissue application the examiner 
will consider whether or not applicant, in the reissue 
oath or declaration, has complied with each of the re- 
quirements of 37 CFR 1.175. For example, in all reissue 
applications, the reissue oath or declaration must comply 
with the requirements of the first sentence of 37 CFR 
1.65. When the reissue application is other than the 
(a)(4) type, the reissue oath or declaration must comply 
with the appropriate sub-sections (a)(1) to (a)(3) and sub- 
sections (a)(5) and (a6). When the reissue application is 
filed under sub-section (a)(4), the reissue oath or declara- 
tion must also comply with sub-sections (a)(5) and (a)(6). 
Thus, all reissue applications must comply with sub-sec- 
tions (a)(5) and (a)(6). If the examination reveals a lack 
of compliance with any requirement of Section 1.175, 
e.g., the requirements of sub-sections (a)(5) and/or 
(a)(6), a rejection will be made on the basis that the reis- 
sue oath or declaration is insufficient. See Section 
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1401.08, M.P.E.P. Under no circumstances will any reis- 
sue application be passed for issue without full compli- 
ance with 37 CFR 1.175. 

Applications filed under sub-section (a)(4) will not, of 
course, be passed for issue without amendment, but will 
be rejected as lacking statutory basis for a reissue if there 
are no other grounds for rejection, since 35 U.S.C. 251 
does not authorize reissue of a patent unless the patent is 
deemed wholly or partly inoperative or invalid. If a reis- 
sue filed under sub-section (a)(4) is subsequently 
amended thereby converting it into an application under 
sub-sections (a)(1) to (a)(3), a supplemental reissue oath or 
declaration must be filed containing the appropriate aver- 
ments, If such a proper supplemental oath or declaration 
is not filed, a rejection will be made on the basis that the 
reissue oath or declaration is insufficient. The supple- 
mental oath or declaration insures compliance with 35 
U.S.C. 251 by providing appropriate averments relating 
to actual errors rather than possible errors. 

If the examiner becomes aware of litigation involving 
the patent sought to be reissued during examination of 
the reissue application, and applicant has not made the 
details regarding that litigation of record in the reissue 
application, the examiner, in the next office action, will 
inquire regarding the same. The following paragraph 
may be used for such an inquiry: 


“It has come to the attention of the examiner 
that the patent sought to be reissued by this 
application (is) (has been) involved in litiga- 
tion. Any documents and/or materials, includ- 
ing the defenses raised against validity, or 
against enforceability because of fraud or ineq- 
uitable conduct, which would be material to 
the examination of this reissue application are 
required to be made of record in response 
hereto. See 37 CFR 1.175(b).” 


If the additional details of the litigation appear to be 
material to examination of the reissue application, the 
examiner may make such additional inquiries as neces- 
sary and appropriate under 37 CFR 1.175(b). 

However, any application which indicates the exis- 
tence of a question of “fraud” or “violation of the duty 
of disclosure” will be forwarded to the Office of the As- 
sistant Commissioner for Patents pursuant to Section 
721.01, M.P.E.P., as soon as the existence of such ques- 
tion is appreciated. For example, any reissue application 
which seeks reexamination in view of material prior art 
or other information known before issuance of the pa- 
tent to a person having a duty under 37 CFR 1.56(a) 
must be forwarded under Section 721.01, M.P.E.P., to 
the Assistant Commissioner via the Group Director. 


The Filing of Protests Under 37 CFR 1.291 


The amendments to Section 1.291 reflected the in- 
creased value the Office places on appropriate written 
protests as an aid in avoiding the issuance of invalid pa- 
tents. The present supplemental guidelines are in addi- 
tion to those previously published and referred to above. 

The nature of the protest, and the timeliness of its sub- 
mission, are important factors in determining the 
consideration which is given the protest, and by whom 
it is considered. Insofar as the question of timeliness is 
concerned, the original publication of the rules at 955 
O.G. 1054, the earlier Guidelines published at 957 O.G. 
11, and Section 1309.02, M.P.E.P. adequately treat this 
question. Protests should obviously be submitted as early 
in the examination process as possible in order to be of 
maximum benefit to the Office in its examination of the 
application involved. 

If the protest is being filed with regard to a reissue ap- 
plication, the protest should be filed within the two- 
month period following announcement of the filing of 
the reissue application in the Offical Gazette, if it is at 
all possible to do so. If, for some reason, the protest of 
the reissue application cannot be filed within the two- 
month period provided by 37 CFR 1.176, the protest 
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can be submitted at a later time, but protestor must be 
aware that reissue applications are “special” and a later 
filed protest may be received after action by the examin- 
er, if submitted later than the two months provided by 
37 CFR 1.176. In the event a protest is intended against 
a reissue application, but cannot be submitted within the 
two months provided following the O.G. announcement, 
the protestor can request an additional specified period 
within which to file the protest, explaining why the ad- 
ditional time is necessary and the nature of the protest 
intended. A copy of any such request for additional time 
to protest a reissue application beyond the two months 
provided must be served on the reissue applicant. The 
request for additional time should be directed to the ap- 
propriate Group Director. The requests for additional 
time beyond the two months provided will be critically 
reviewed as to demonstrated need before being granted 
since the delay of examination of a reissue application of 
another party is being requested. Accordingly, the re- 
quests should be made only where necessary, for the mini- 
mum period required and with a justification establishing 
the necessity for the extension. 

Any protest filed alleging “fraud” or “violation of the 
duty of disclosure” should be directed to the attention of 
the Assistant Commissioner for Patents, Building 3, 
Room 11A-13. Protests based on grounds other than 
“fraud” or “violation of the duty of disclosure” should 
be directed to the attention of the Director of the partic- 
ular examining group in which the application is d- 
ing. If the protestor is unable to specifically identify the 
application to which the protest is directed, but, never- 
theless, believes such an application to be pending, the 
protest should be directed to the attention of the Assis- 
tant Commissioner for Patents, Building 3, Room 11A- 
13, along with as much identifying data for the applica- 
tion as is available. 

As indicated in the earlier publications, e.g., Section 
1309.02, M.P.E.P., every effort should be made by a 
protestor to effect service of the protest upon the attor- 
ney or agent of applicant who is of record or upon the 
applicant. The protest filed in the Office should reflect 
that service has been made. Only in those instances 
where service is not possible should the protest be filed 
in duplicate in order that the Office can attempt service. 
Of course, the copy served upon applicant or applicant’s 
attorney or agent should be accompanied by a copy of 
each prior art or other document relied upon in the 
same manner as required by Section 1.291(a) for the Of- 
fice copy. 


The Examiner’s Consideration of Protests 


Protests other than those alleging “fraud” or “viola- 
tion of the duty of disclosure” will be received by, or 
forwarded to, the Group Director of the examining 
group where the application is, or may be, pending and 
then referred to the appropriate examiner. If it is then, 
or later, discovered that a question of “fraud” or “‘viola- 
tion of the duty of disclosure” exists, the application and 
the protest, will be forwarded to the Office of the Assis- 
tant Commissioner for Patents pursuant to Section 
721.01, M.P.E.P. 

If no allegations or questions of “fraud” or “violation 
of the duty of disclosure” are found to exist, the examin- 
er will consider the protest and report the results of the 
consideration to the Group Director. If the protest has 
been timely submitted, i.e., before final rejection or al- 
lowance, the examiner will consider each of the prior 
art or other documents submitted. At least those prior 
art documents which the examiner relies on in rejecting 
claims will be made of record by means of form PTO— 
892. If the examiner does not cite all of the prior art or 
other documents of form PTO-892, the examiner will 
place a notation in the protest paper adjacent to the ref- 
erence to the documents which will include the examin- 
er’s initials and the term “checked.” 

If the protest is filed after final rejection or allowance 
of the application, the consideration by the examiner 
will depend upon the relevance of the prior art docu- 
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ments submitted and the point in time at which they are 
submitted. Documents which clearly anticipate or ren- 
der obvious one or more claims will not be knowingly 
ignored. Prosecution of the application will be reopened 
where necessary. However, protestor must be aware 
that the likelihood of consideration by the Examiner de- 
creases as the patent issue date approaches. Accordingly, 
protests must be filed early in order to ensure their con- 
sideration. 

If the protest is not accompanied by a copy of each 

rior art or other document relied upon as required by 
Section 1.291(a), the protestor cannot be assured that the 
examiner will consider the missing document. However, 
if the examiner does so, the examiner will either cite the 
document on form PTO-892 or place a notation in the 
protest oe adjacent to the reference to the document 
fe ie include the examiner’s initials and the term 
“o ec L» 

If, upon considering the protest or any submissions 
subsequent thereto, the examiner considers it desirable to 
obtain applicant’s comments on the protest before fur- 
ther action, the examiner will offer applicant an oppor- 
tunity to file comments within a set period, usually two 
months. 

The following suggested format can be used to offer 
applicant an opportunity to file comments on the pro- 
test: 


“A protest against the issuance of a patent 
based on this application has been filed under 
37 CFR 1.291 on... . and a copy (has been 
indicated as having been served on applicant) 
(is attached hereto). Any comments or re- 
sponse applicant desires to file before consid- 
eration of the protest must be filed by... .” 


Section 1.291(a) indicates that protests are acknowl- 
edged and this acknowledgement will normally be made 
by the particular office to which the protest is ultimately 
directed for consideration. Protests alleging “fraud” or 
“violation of the duty of disclosure” will normally be 
acknowledged by the Office of the Assistant Commis- 
sioner for Patents. Other protests, i.e., those not alleging 
“fraud” or “violation of the duty of disclosure” will nor- 
mally be acknowledged by the Group Director of the 
examining group where the application is, or may be, 
pending. : ‘ 

If the protest involves an upplication to which the 
protestor has access, e.g., a reissue application filed after 
March 1, 1977, or one in which protestor has been for- 
mally granted access, then protestor may monitor the 
proceedings and file such additional papers as protestor 
considers appropriate. If protestor has access to the ap- 
plication, protestor may request the Office to supply 
protestor with copies of Office actions or other docu- 
ments mailed by the Office. Such a request should be di- 
rected to the particular area in which the application is 
pending, e.g., Office of Assistant Commissioner for Pa- 
tents, or Director of the particular examining group. 
The request should explain why protestor needs the cop- 
ies in question and should indicate an intent on protes- 
tor’s part to assist the Office in its examination by sup- 
plying relevant comments. Normally, the Office will 
send copies of Office actions to protestors where the 
protestor indicates an intent to review actions and, if ap- 
propriate, comment to the Office on them. However, 
since protestor has no right to copies of the Office ac- 
tions or other documents, the granting or denying of 
such requests will be within the sole discretion of, and 
for the convenience of the Office. 

If the protestor has access to the application, the examin- 
er may communicate with the protestor in writing to 
seek clarification and/or additional information if the ex- 
aminer considers such clarification and/or additional in- 
formation necessary to properly consider the protest. 
The following suggested format can be used by the ex- 
aminer to seek clarification and/or additional informa- 
tion from a protestor having access to an application: 
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“The protest, as filed_____, has been not- 
ed. However, clarification and/or additional 
information is desired. In particular [Examiner 
explains] any submission of the requested in- 
formation should be made within ONE 
MONTH of the date of this letter and the sub- 
mission must indicate service on applicant.” 


While the examiner should not normally need clarifi- 
cation and/or additional information from the protestor 
where the grounds involve only published prior art, e.g., 
patents, periodicals, etc., under some circumstances it 
may be necessary for the examiner to seek such clarifica- 
tion and/or additional information. For example, if the 
date of a reference is in question, or some question of 
public use is involved, and the information being sought 
is within the knowledge or control of the protestor, the 
examiner may find it necessary to communicate with the 
protestor to obtain the same. 

Where the examiner feels that a protestor with access 
to an application can contribute significantly to the ex- 
amination process, the protestor may be given a specific 
period, normally one month, within which to comment 
on responses submitted by patent applicants to Office ac- 
tions. Such a comment period should only be provided 
where it would appear to be of benefit to the examina- 
tion process and only with the approval of a Superviso- 
ry Primary Examiner. Where an applicant agrees to 
such participation by a protestor or where a Court has 
suspended litigation for consideration of a related appli- 
cation by the Patent and Trademark Office with an ex- 
pression of its desire for such protestor participation, it 
should be more liberally granted. 

Where a protestor requests permission to participate 
in any interview between an applicant and the examiner 
or requests on its own behalf to have an interview with 
the examiner, the request should be referred to the Of- 
fice of the Assistant Commissioner for Patents for ac- 
tion. Normally, protestor participation in interviews 
with examiners will not be allowed unless special justify- 
ing circumstances exist. Where authorized, participation 
by the protestor in an interview will be according to 
conditions set down by the Patent and Trademark Of- 
fice. Normally, any transcript of the interview, if autho- 
rized, will be at the expense of the party or parties re- 
questing it and will be arranged by such party or parties. 
Where Office actions are being sent to a protestor or 
where a protestor is present for an interview, a copy of 
the Interview Summary Form and other records made 
of the interview will be provided to the protestor. 
Where protestor’s participate in an interview, they may 
submit their own record of the interview which will be 
made of record in the file, 

Interviews relating to a patent application with a pro- 
testor will not be permitted without the applicant pres- 
ent. 

A protestor with access to an application appealed to 
the Board of Appeals who intends to file comments or a 
brief in opposition to appellant’s brief should file an indi- 
cation of such intention within one month after the no- 
tice of appeal is filed and serve a copy of the same upon 
appellant. The indication of intention should state that 
protestor agrees to file such comments or brief in tripli- 
cate, within one month after appellant’s brief is filed, 
and also agrees to serve a copy of the comments or brief 
upon appellant. If such an indication is not filed and 
served, or the protestor’s comments or brief is not time- 
ly filed in triplicate and served, no assurance is given 
that the Examiner will consider the protestor’s com- 
ments or brief during the preparation of the Examiner’s 
Answer. 

A protestor who participates by the filing of com- 
ments or a brief in opposition to appellant’s brief may 
also request, at the time of filing the comments or brief, 
to appear at any oral hearing. If a protestor does not file 
such comments or brief, the protestor cannot be present 
at any oral hearing. If a protestor does file such a re- 
quest, the Board of Appeals, in its discretion, will decide 
whether or not the issues on appeal are such that protes- 
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tor’s participation at the hearing would be helpful. The 
Board of Appeals will notify protestor whether or not 
the request to appear at the hearing is granted and, if 
granted, how much time will be permitted. Of course, if 
appellant does not request an oral hearing, or provides 
timely notification to the Board and protestor that appel- 
lant will not appear, protestor will not be heard. 

A copy of any examiner’s letter or communication to 
a protestor will be mailed to — at the same time 
it is mailed to the protestor. ile the examiner may 
communicate in writing with a protestor having access to 
the application, the examiner will not communicate oral- 
ly and protestor must refrain from oral communications 
with the examiner except to ask purely procedural ques- 
tions which have no relation to the substance of the pro- 
test or the merits of the application, unless specifically 
authorized in writing by the Assistant Commissioner for 
Patents. 

Where the handling of a protest or the handling of a 
reissue application involved in related litigation requires 
an inordinately larger than normal amount of work on 
the part of an examiner and where otherwise warranted, 
Supervisory Primary Examiners may authorize the use 
of non-examining time for handling some or all of the 
examination. 

The above guidelines are intended to make clearer the 
policies of the Patent and Trademark Office in respect 
to the handling of reissue applications, protests and 
“fraud” questions. The Office is especially interested in 
seeing that the consideration of reissue applications and 
protests is thorough and fair. It is interested in seeing 
that protestors have an opportunity to participate in the 
proceedings in the Office to the extent that such partici- 
pation is helpful and appropriate in each case. It is also 
greatly interested in the completeness and accuracy of 
the file record, including indications whether or not pri- 
or art references and information mentioned in the 
record have been reviewed by the examiner. 

The present guidelines which will be incorporated 
into the M.P.E.P. as soon as possible, when considered 
in conjunction with those previously issued and the 
M.P.E.P., should answer many of the questions being 
raised about the revised rules. 


DONALD W. BANNER, 
Commissioner of Patents 
& Trademarks. 


Nov. 13, 1978. 
[977 O.G. 11] 


(111) Expedited Processing of Reissue Applications 
and Applications Having Issues of Fraud or Failure 
to Comply With The Duty of Disclosure 


The Patent and Trademark Office has been experienc- 
ing increasing delays in the examination of reissue appli- 
cations and other applications in which charges or ques- 
tions of fraud or failure to comply with the duty of 
disclosure have been raised or are apparent on the 
record. Consideration of these charges involves consid- 
erable expenditures of resources and time. They also 
tend to delay prompt consideration on the merits in 
view of the prior art, etc. Considerable duplication of ef- 
fort and expenditures of resources and time also may oc- 
cur when the Office considers applications in circum- 
stances where the same issues are concurrently being 
considered in Court. 


Deferral of Fraud Issues 


Effective immediately, the Office is instituting a poli- 
cy of delaying consideration of issues of fraud or failure 
to me pA with the duty of disclosure in any application 


until all other issues are settled. 

Accordingly, under this procedure, applications hav- 
ing issues of fraud or failure to comply with the duty of 
disclosure will continue to be referred to the Office of 
the Assistant Commissioner for Patents, but will then be 
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promptly returned, along with any appropriate examin- 
ing instructions, to the Director of the Examining 
Group for immediate action by the Examiner. Decisions 
on Petitions to Strike applications pursuant to 37 CFR 
1.56(d) will be deferred a resolution of the patent- 
ability issues before the Examiner. Any such Petitions to 
Strike filed after the Office of the Assistant Commission- 
er has initially reviewed the application and returned it 
for immediate action will be acknowledged by the Ex- 
amining Group Director and action on the Petition will 
be deferred pending completion of the patentability is- 
sues before the Examiner. Examiners will note in their 
Office actions the existence of issues of fraud or failure 
to comply with the duty of disclosure without 
commenting on the substance of such issues and will in- 
dicate that the issues will be considered after all other 
matters have been disposed of. Matters other than fraud 
or failure to comply with the duty of disclosure raised in 
a Fetition to Strike, e.g., patentability in light of a refer- 
ence, will be treated by the Examiner or other appropri- 
ate official. Petitions relating to procedural matters in- 
volving the examination of the applications, e.g., 
requests for protestor participation in interviews, will be 
decided by the appropriate Examining Group Director. 
Applications which have been referred to the Office of 
the Assistant Commissioner and which are required to 
be returned thereto before allowance or after abandon- 
ment of the application will have a notation placed on 
the face of the application file by the Office of the Assis- 
tant Commissioner requiring such return. 


Suspension of Action Where There is Concurrent Litigation 


In order to avoid duplication of effort, actions in ap- 
plications in which there is an indication of concurrent 
litigation will be suspended automatically unless and un- 
til it is evident to the examiner, or the applicant indi- 


cates, that: (1) a stay of the litigation is in effect; (2) the 
litigation has been terminated; (3) there are no signifi- 
cant overlapping issues between the application and the 
litigation; or (4) it is applicant’s desire that the applica- 
tion be examined at that time. 


Expedited Examination of Reissues 


All reissue applications, except those under suspension 
because of litigation, will be taken up for action ahead 
of other “special” applications; this means that all issues 
not deferred will be treated and responded to immediate- 
ly. Furthermore, reissue applications involved in “stayed 
litigation” will be taken up for action in advance of oth- 
er reissue applications. 

Insofar as reissue aap gon for patents in litigation 
are concerned, the Office is presently considering modi- 
fications to the rules to provide for their examination 
within the two-month waiting period now provided by 
Section 1.176. Until appropriate modifications are made 
to the rules, the Office will entertain petitions under 37 
CFR 1.183 to waive the delay period of 37 CFR 1.176. 
In addition, the Office is presently considering requiring 
the prompt disclosure of the existence of litigation relat- 
ed to a pending application. 

Time monitoring systems are being put into effect 
which will closely monitor the time used by applicants, 
protestors, and examiners in processing reissue applica- 
tions of patents involved in litigation in which the court 
has stayed further action. 

Applicants in reissue applications involved in litigation 
which has been stayed, dismissed, etc. for consideration 
by the Patent and Trademark Office will normally be 
given one month to respond to Office actions in those 
situations where the Office determines that the reissue 
applicant can readily prepare a response in such time. 
This one month period may be extended upon a show- 
ing of clear justification. Of course, up to three months 
may be set for response if the Examiner determines such 
a period is justified. 

Applicants and protestors submitting papers for entry 
in reissue applications of patents involved in litigation 
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are requested to mark the outside envelope and the top 
right hand portion of the paper with the words “REIS- 
SUE LITIGATION” and with the unit of the PTO in 
which the reissue application is located—e.g., Assistant 
Commissioner for Patents, Board of Ap or Examin- 
ing Group. The notations preferably should be written 
in a bright color with a felt point marker. Papers 
marked “REISSUE LITIGATION” will be given special 
attention. Also, the PTO will place a prominent notation 
on the application file to indicate the existence of litiga- 
tion. 

The purpose of these changes is to reduce the time be- 
tween filing and final action insofar as possible while 
still giving all parties sufficient time to be heard. This 
notice is supplemental to, and in some respects modifies, 
the earlier published notices on this subject and particu- 
> notice published at 977 O.G. 11 on December 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


June 5, 1979. 


[983 O.G. 24] 


(112) Prior Art Cited by Patent Offices 


in Other Countries 


Section 1.56 of Title 37 of the Code of Federal Regu- 
lations requires patent applicants and others associated 
with the prosecution of a patent application before the 
U.S. Patent and Trademark Office to call to the Office’s 
attention information which is material to examination. 
Where related or corresponding patent applications have 
been filed in other countries, prior art may be cited by 
the Patent Offices of those other countries in connection 
with the examination of the applications filed there. 
Where prior art is cited by those other Patent Offices 
while the U.S. application is pending, citations which 
are material to examination in this country and known 
to any of the individuals covered by Section 1.56 must 
be called to the attention of this Office. Attorneys and 
agents are reminded of their obligations in this respect. 

It is suggested, of course, that such prior art be cited 
to the U.S. Patent and Trademark ice in a prior art 
statement which complies with the provisions of Section 
1.97-1.99 of 37 CFR. 


DONALD W. BANNER, 
Apr. 23, 1979. Commissioner of Patents 
and Trademarks. 


[982 O.G. 36] 


(113) Documents Cited in PCT International 


Search Report 


This notice is intended to clarify which documents 
listed on an international search report prepared under 
the Patent Cooperation Treaty (PCT) should during the 
—— stage before the Patent and Trademark Office 
(PTO): 


(1) be listed and copies thereof submitted by the appli- 
cant to the PTO in an information disclosure statement 
filed under 37 CFR §§1.97-1.99, 

(2) be supplied to the applicant with an Office action, 
and 
(3) be listed by the examiner for printing on the front 
page of any resulting patent. 


If the United States is designated in an international 
(PCT) application a copy of the search report will be 
mailed to the United States as a Designated Office by 
the International Bureau about 19 months after the pri- 
ority date. This search report, without copies of the ci- 
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ted documents is placed in the national stage application 
file. 

Accordingly, examiners in the PTO who are examin- 
ing a national stage application will have a copy of the 
listing of documents cited in the International Search 
Report but they may not have copies of the documents 
cited therein and/or they may not have any available 
English translations of the cited documents. While the 
PTO is presently receiving copies of documents cited in 
PCT search reports of the European Patent Office and 
the Japanese Patent Office in a temporary trial program, 
the program may be discontinued at any time and appli- 
cants cannot rely upon this program to provide the ex- 
aminer with copies of references or with any available 
English translation. 


Citation of International Search Report Documents in 
Information Disclosure Statements 


Applicants and/or applicant’s attorney in PCT national 
stage applications, to ensure compliance with 37 CFR 
1.50, should cite and supply copies of the documents cited 
in the PCT International Search Report which are “mate- 
rial” as defined in 37 CFR 1.56, preferably by an informa- 
tion disclosure statement under 37 CFR §§1.97-1.99._. 

A primary concern of the Patent and Trademark Of- 
fice and the applicant should be that prior art cited in 
the PCT International Search Report which is material 
to the examination of the United States national stage 
application be fully considered during the examination 
of the United States national stage application. The best 
manner of ensuring such consideration is through a co- 
operative effort by all of the persons involved in the 
prosecution and examination of the United States nation- 
al stage application. The applicant and his or her foreign 
patent attorney or agent obviously have access to, and 
presumably consider, the citations in the PCT Interna- 
tional Search Report. With rare exceptions, the Interna- 
tional Search Reort is prepared prior to the time at 
which applicant enters the United States national stage 
under 35 U.S.C. 371. Thus, applicant and his or her for- 
eign attorney or agent are in a position to have re- 
viewed the citations in the PCT International Search 
Report and call the attention of the United States patent 
attorney to those documents which are material. Under 
present case law, e.g., Gemveto Jewelry Company, Inc. v. 
Lambert Bros., Inc., 216 U.S.P.Q. 976 (S.D. N.Y. 1982), 
foreign patent attorneys representing applicants for U.S. 
patents through United States correspondent patent at- 
torneys are held to the same standards of conduct which 
apply to their United States counterparts. Since foreign 
applicants and their foreign patent attorneys have pre- 
sumably considered the citations in the PCT Internation- 
al Search Report, and are under a duty to disclose the 
material citations contained therein, the preferred prac- 
tice is to have this disclosure made via an information 
disclosure statement under 37 CFR §§1.97-1.99. 

This will ensure that material citations contained in 
the PCT International Search Reort are considered by 
the examiner during the exmination of the United States 
national stage application. To the extent that the examin- 
er does review the citations without an information dis- 
closure statement having been submitted, the foreign ap- 
plicant will obviously benefit therefrom. However, the 
foreign applicant and applicant’s attorney cannot rely 
upon such a review by the examiner being conducted so 
as to relieve them of their dury to adequately disclose 
material prior art. 


Copies of Documents Supplied With Office Actions 


Copies of documents cited by the examiner in U.S. na- 
tional stage applications will be provided as set forth in 
Section 707.05(a) of the MPEP. That is, copies of docu- 
ments cited by the examiner will be provided to appli- 
cant except where the documents: 


(1) are cited at allowance 
(2) have been referred to in applicant’s disclosure 
statement, and 
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(3) where the documents are cited and have been pro- 
vided to applicant by the PTO in a parent national or in- 
ternational application. 


Listing of Documents Cited in PCT International Search 
Reports by Examiners for Printing on Patents 


The examiner should review all copies of documents 
cited in the International Search Report and should cite 
those documents which are material to the subject mat- 
ter claimed in the national stage application. In those in- 
stances where documents are cited in the PCT search 
report but neither a copy of the documents nor an Eng- 
lish translation (or Engiish family member) is provided, 
the examiner may exercise discretion in deciding wheth- 
er to take the necessary steps to obtain the copy and/or 
translation. 

Where an information disclosure statement has been 
filed and copies have been submitted in conformance 
with 37 CFR 1.98 and section 609 of the Manual of Pa- 
tent Examining Procedure (MPEP), the examiner must 
list all citations on form PTO-892 as part of the next 
regular Office action following receipt thereof unless 
such citations are listed by applicant on form PTO-1449. 

Insofar as the citation by the examiner in an Office ac- 
tion of all of the documents cited in a PCT International 
Search Report is concerned where 37 CFR 1.98 has not 
been followed, it is not seen to be appropriate for the 
examiner to automatically cite, in the national stage ap- 
plication, each document listed in the PCT international 
search report. It has been the experience of the PTO 
that many documents listed on the PCT international 
search report are not relevant to the claims in the U.S. 
national stage application or that an English language 
equivalent document is used by the examiner. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


May 23, 1986. 


[1067 OG 32] 


Extensions of Time 
in Reexamination Proceedings 


(114) 


This notice is intended to clarify extension of time 
practice as it relates to reexamination proceedings, and 
supplement the provisions of Section 2265 of the Manual 
of Patent Examining Procedure (MPEP). 

-The provisions of 37 CFR 1.136(a) and (b) are NOT ap- 
plicabie to reexamination proceedings under any circum- 
stances. Public Law 97-247 amended 35 U.S.C. 41 to au- 
thorize the Commissioner to charge fees for extensions of 
time to take action in an “application”. A reexamination 
proceeding does not involve an “application”. 37 CFR 
1.136 authorizes extensions of the time period only in an 
application in which an applicant must respond or take ac- 
tion. There is neither an “application”, nor an “applicant” 
involved in a reexamination proceeding. 

Requests for an extension of time to file a patent own- 
er’s statement under 37 CFR 1.530 or respond to any 
Office action in a reexamination proceeding must be 
filed under 37 CFR 1.550(c). These requests for an ex- 
tension of time will be granted only for sufficient cause 
and must be filed on or before the day on which action 
by the patent owner is due. In no case will mere filing 
of a request for extension of time automatically effect 
any extension. Although the appeal provisions of 37 
CFR 1.192(a), 1.197(b), and 1.304(a) set time periods ap- 
plicable to reexamination as well as application proceed- 
ings, they also include a further proviso making these 
time periods subject to the extension provisions of 37 
CFR 1.136. However, for the reasons set forth above, 
the extension provisions of 37 CFR 1.136 are limited to 
application proceedings and do not apply to reexam- 
ination proceedings. Therefore, any request for an exten- 
sion of time in a reexamination proceeding to file a brief 
or reply brief, a request for reconsideration or rehearing, 
or a notice and reasons of appeal to the U.S. Court of 
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Appeals for the Federal Circuit or for commencing a 
civil action, will be considered under the provisions of 
37 CFR 1.550(c). The regulations setting a time period 
in which any of these actions must be taken set a time 
for reply within the meaning of 37 CFR 1.550(b), which 
time can be extended under 37 CFR 1.550(c). 

The extension-of-time practice in reexamination pro- 
ceedings in which a final Office action has been mailed 
continues to be reflected in MPEP Section 2265. That is, 
the after-final practice in reexamination proceedings did 
not change Oct. 1, 1982, and the automatic extension of 
time policy for response to a final rejection and associated 
practice are still in effect in reexamination proceedings. 

Extensions of time for a requester of a reexamination, 
who is not the patent owner, are available only in rare 
circumstances. A request for an extension of the time pe- 
riod to file a petition from the denial of a request for 
reexamination can only be entertained by filing a peti- 
tion under 37 CFR 1.183 with appropriate fee to waive 
the time provisions of 37 CFR !.515(c). No extensions 
will be permitted to the two-month time for filing a re- 
ply by the requester under 37 CFR 1.535. This two- 
month period is set by statute (35 U.S.C. 304) and can- 
not be extended. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Feb. 17, 1983. 
[1028 OG 18} 


(115) Loss of Patent Rights Due to Failure to Timely 
Respond During Reexamination 


This notice is intended to remind patent owners and 
patent practitioners that patent rights can be, and have 
been, lost as a result of the failure to timely respond to 
an Office action, or meet a time deadline, in a reexami- 
nation proceeding. Failure to timely respond, meet a 
time deadline, or timely request an extension of time re- 
sults in termination of a reexamination proceeding under 
37 CFR 1.550(d) and issuance of a reexamination certifi- 
cate under 37 CFR 1.570 in accordance with the last ac- 
tion of the Office. Neither the statute nor the rules pro- 
vide for reviving the terminated proceeding. A 
certificate must issue. 

Practitioners are reminded that requests for an exten- 
sion of time in a reexamination proceeding must be filed 
under 37 CFR 1.550(c) with an appropriate justification 
and not by payment of an extension of time fee under 37 
CFR 1.136(a). Further, such requests must be filed on or 
before the day on which the response is due. 

The statute requires that reexamination be conducted 
with special dispatch. Accordingly, such proceedings 
are treated “special” throughout the PTO including the 
setting of two month shortened statutory periods for re- 
sponse to Office actions wherein extensions of time are 
controlled by the Office under §1.550(c) and not by the 
patent owner under §1.136(a). Further, special monitor- 
ing of reexamination is regularly conducted throughout 
the Office to insure timeliness. Applications are separate- 
ly tracked and monitored in the PTO’s PALM (Patent 
Application Locating and Monitoring) system. Particu- 
larly attention is given to newly filed requests to insure 
that the determination on whether or not to order reex- 
amination is mailed within the three month statutory 
deadline. The reexamination file wrapper is quickly 
compiled and forwarded to the examining group within 
one month of the filing of the request for reexamination 
by a special Reexamination Preprocessing Unit located 
in the Application Branch. For ease of identification, 
reexamination files have a special and unique “control 
number” identification numbering system separate and 
apart from the regular “serial number” series used for 
regular patent applications. The reexamination files are 
bright orange in color to insure that they are not “lost in 
the crowd” of regular application files. The reexamina- 
tion files are stored together in each examining group 
separate and apart from regular applications. A special 
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printing cycle for accelerated publication of the reexami- 
nation certificate is utilized. 

It has become apparent that many practitioners have 
not read the rules or if they have read the rules they 
have been unwilling to appreciate the significance of the 
special dispatch requirement of the statute and the intent 
of the regulations implementing that special dispatch. As 
noted above, appropriate rules have been drafted and ex- 
traordinary steps have been taken within the PTO to im- 
plement the special dispatch requirement. In contrast, as 
evidenced by recent petitions in reexamination proceed- 
ings, it appears that some practitioners have not adopted 
appropriate and necessary special docketing and operat- 
ing procedures to insure proper and timely compliance 
with the special dispatch requirement and the regula- 
tions adopted for its implementation. It is expected that 
practitioners will take the steps necessary to provide ap- 
propriate in-house special docketing and operating pro- 
cedures which earmark reexamination cases as different 
and apart from regular applications. These steps should 
be taken to insure timely response in reexamination pro- 
ceedings and to prevent the loss of patent rights. The 
existence or non-existence of such steps and the manner 
in which any steps are implemented will be a significant 
consideration in reviewing any petition requesting a 
waiver of the rules to accept a late response in a reex- 
amination proceeding. 

The public is hereby put on notice that the rules relating 
to timely response and extension of time practice in 
senaeenetns proceedings will be strictly enforced in the 

uture. 


DONALD J. QUIGG, 
July 10, 1987 Commissioner of Patents 
and Trademarks. 


[1081 OG 5] 


(116) Clarification of Reexamination Practice 
and Change in Reexamination Certificate Wording 


I. Clarification of Reexamination Practice. 
This notice is intended to clarify the options open te the 
patent owner in a reexamination proceeding when an al- 
lowable dependent claim depends from a rejected or 
cancelled patent claim. 

A. Leave dependent claim in dependent form. 
It is unnecessary in a reexamination proceeding to re- 
write an allowable dependent patent claim in indepen- 
dent form when the dependent patent claim depends 
from a rejected or cancelled patent claim. The allowable 
dependent patent claim may remain in the printed for- 
mat as it appears in the patent even though the patent 
claim upon which it is dependent is cancelled. Since the 
original patent claim numbers are not changed in a reex- 
amination proceeding the content of the cancelled base 
patent claim would remain in the printed patent and 
would be available to be read as a part of the allowed 
dependent patent claim. 
If a new claim (a claim other than a claim appearing in 
the patent) has been later cancelled, a claim which de- 
pends thereon will be rejected as incomplete and must 
be rewritten. New claims which depend from a rejected 
or cancelled patent claim do not have to be rewritten. 
If the patent owner elects to leave a dependent claim 
(original or new) in dependent form when the indepen- 
dent patent claim is rejected or cancelled, the reexami- 
nation certificate would indicate (1) that the patentabili- 
ty of an allowed unamended dependent patent claim “is 
confirmed” or (2) that a new dependent claim is “deter- 
mined to be patentable”. The independent patent claim 
(cancelled or rejected at the time of the issuance of the 
reexamination certificate) would be indicated as “can- 
celled”. Note that if the dependent patent claim which is 
left in dependent form is amended (e.g., correction of a 
misspelled word) the certificate would indicate the claim 
“to be patentable as amended”. The independent patent 
claim is considered to be incorporated by reference in 
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the dependent claim even though the independent claim 
is cancelled from the patent by the certificate. 
B. Combine claims into independent claim. 
It is also permissible for the patent owner to amend ei- 
ther the dependent or independent patent claim to incor- 
porate the subject matter of the other. If the patent 
owner elects to rewrite one of the dependent or inde- 
pendent claims to include the subject matter of the other 
and cancel the other claim, the rewritten claim would be 
indicated on the certificate as being “patentable as 
amended”. The other claim which was cancelled would 
be indicated on the certificate as “cancelled”. 
C. Present new claim and cancel patent claims. 

It is also permissible for the patent owner to present a 
new claim incorporating the subject matter of the inde- 
pendent and dependent patent claims and cancel the in- 
dependent and d dent patent claims. In this case the 
certificate would indicate “new claim — is added and 
determined to be patentable”. The cancelled indepen- 
dent and dependent patent claims would be indicated as 
“cancelled”. 


NOTE: This Practice Applies Only to Reexamination 
and Does Not Change Current Practice Relat- 
ing to Original and Reissue Applications 


II. Change in Reexamination Certificate Wording. 

The Office is also modifying the language of reexamina- 
tion certificates directed to claims that are cancelled (for 
any reason) by dropping the language “having been fi- 
nally determined to be unpatentable” since the existing 
language may not be accurate in all cases and since the 
patent and reexamination files are open to the public and 
the record speaks for itself. The certificate will merely 
state such a claim “is cancelled”. This change will be ef- 
fective with the July 17, 1984, Official Gazette issue. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patent and Trademarks. 


[1044 O.G. 11] 


June 14, 1984. 


(117) Priority Claims Based on Inventors Certificates 


Pursuant to the provisions of 35 U.S.C. 119, last para- 
graph (as amended July 28, 1972), 37 CFR 1.55(c) re- 
quires that when an applicant wishes to claim a right of 
priority on the basis of an application for an inventor’s 
certificate, “. . . the applicant or his attorney or agent, 
when submitting a claim for such right . . . shall include 
an affidavit or declaration including a specific statement 
that, upon an investigation, he has satisfied himself that 
to the best of his knowledge the applicant, when filing 
his application for the inventor’s certificate, had the op- 
tion to file an application either for a patent or for an in- 
ventor’s certificate as to the subject matter of the identi- 
fied claim or claims forming the basis for the claim of 
priority.” 

As such, it has been and remains the position of the 
Patent and Trademark Office that, in accordance with 
35 U.S.C. 119, application for inventors’ certificates shall 
give rise to a right of priority only when the country in 
which they are filed gives to applicants, at their discre- 
tion, the right to apply, on the same invention, either for 
a patent or for an inventor’s certificate. The affidavit or 
declaration specified under 37 CFR 1.55(c) is only re- 
quired for the purpose of ascertaining whether, in the 
country where the application for an inventor’s certifi- 
cate originated, this option generally existed for appli- 
cants with respect to the particular subject matter of the 
invention involved. The requirements of 35 U.S.C. 119 
and 37 CFR 1.55(c) are not intended, however, to probe 
into the eligibility of the particular applicant to exercise 
the option in the particular priority application involved. 

It is recognized that certain countries that grant in- 
ventors’ certificates also provide by law that their own 
nationals who are employed in state enterprises may 
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only receive inventors’ certificates and not patents on in- 
ventions made in connection with their employment. 
This will not impair their right to be granted priority in 
the United States based on the filing of the inventor’s 
certificate. 

Accordingly, affidavits or declarations filed pursuant 
to 37 CFR 1.55(c) need only show that in the country in 
which the original inventor’s certificate was filed, appli- 
cants generally have the right to apply at their own op- 
tion either for a patent or an inventor’s certificate as to 
the particular subject matter of the invention. 


C. MARSHALL DANN, 
Aug. 17, 1977. Commissioner of Patents 
and Trademarks. 


[962 O.G. 14] 


(118) Requirements for Priority Documents, 
Priority Based on Application for 


Industrial Design 


In the Federal Republic of Germany, an application 
for protection of an industrial design may be accompa- 
nied by either a model or a drawing. It is understood 
that German residents file such applications with their 
local judicial authority (““Amtsgericht’”) rather than with 
the German Patent Office in Munich. 

Questions have been raised in this connection as to: 

(1) What sort of priority document under 35 U.S.C. 
119 is required when the original filing has com- 
prised a model rather than a drawing, and 

(2) Whether it is necessary where the original filing 
was with a local judicial authority to obtain also a 
certificate from the national patent office. 

As to the first question, the Patent and Trademark Of- 
fice will receive under 35 U.S.C. 119, as evidence of an 
earlier filed design application which included the de- 
posit of a model, drawings or acceptable photographs of 
the deposited model faithfully reproducing the design 
embodied therein together with other required informa- 
tion, certified by an official of the court or office with 
which the application was originally filed. 

No additional certification by the national patent office 
will be required. Article 4D(3) of the Paris Convention 
refers to certification “. . . by the authority which re- 
ceived such application . . .” so the reference in 35 U.S.C. 
119 to “patent office” will be construed to extend also to 
the authority in charge of the design register. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Aug. 15, 1977. 


[962 O.G. 14] 


(119) Right of Priority (35 U.S.C. 119) Based on a 
Foreign Application Filed Under a Bilateral 
or Multilateral Treaty 


Under Article 4A of the Paris Convention for the 
Protection of Industrial Property (21 UST 1583; 24 UST 
2140; TIAS 6923, 7727; 852 O.G. 511) a right of priority 
may be based either on an application filed under the na- 
tional law of a foreign country adhering to the Conven- 
tion or on a foreign application filed under a bilateral or 
multilateral treaty concluded between two or more such 
countries. Examples of such treaties are the Hague 
Agreement Concerning the International Deposit of In- 
dustrial Designs, the Benelux Designs Convention, and 
the Libreville Agreement of September 13, 1962, relat- 
ing to the creation of an African and Malagasy Industri- 
al Property Office. The Convention on the Grant of Eu- 
ropean Patents and the Patent Cooperation Treaty will 
= further examples of such treaties once they enter into 
orce. 
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The Priority Claim 


In claiming priority of a foreign application pre- 
viously filed under such a treaty, certain information 
must be supplied to the Patent and Trademark Office. In 
addition to the application number and the date of the 
filing of the application, the following information is re- 
quired: (1) the name of the treaty under which the appli- 
cation was filed, (2) the name of at least one country 
other than the United States in which the application 
has the effect of, or is equivalent to, a regular national 
ao. and (3) the name and location of the nation- 

or intergovernmental authority which received such 
application. 


Certification of the Priority Papers 


Section 119 of Title 35 of the United States Code re- 
quires the applicant to furnish a certified copy of priori- 
ty papers. Certification by the authority empowered un- 
der a bilateral or multilateral treaty to receive 
applications which give rise to a right of priority under 
Article 4A(2) of the Paris Convention will be deemed to 
satisfy the certification requirement. 


C. MARSHALL DANN, 
Aug. 9, 1977. Commissioner of Patents 
and Trademarks. 
[962 O.G. 2] 


(120) Using Certificate of Correction to Perfect 


Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of 
priority and claim the benefit of an earlier filing date in 


a foreign country. In this regard, 35 USC 119 states: 


No application for patent shall be entitled to 
this right or priority unless a claim therefor and 
a certified copy of the original foreign 2. 
tion, specification and drawings upon which it 
is based are filed in the Patent and Trademark 
Office before the patent is granted... . 


The failure to perfect a claim to foreign priority bene- 
fits prior to issuance of the patent may be cured by fil- 
ing a reissue application; Brenner v. State of Israel, 158 
USPQ 584 (CA DC 1968). 

However, under certain conditions, this failure may 
also be cured by filing a Certificate of Correction re- 
quest under 35 USC 255 and 37 CFR 1.323. For exam- 
ple, in the case of In re Van Esdonk, 187 USPQ 671 
(Comr. 1975), the Commissioner granted a request to is- 
sue a Certificate of Correction in order to perfect a 
claim to foreign priority benefits. In that case, a claim to 
foreign priority benefits had not been filed in the appli- 
cation prior to issuance of the patent. However, the a 
plication was a continuation of an earlier application in 
which the requirements of 35 USC 119 had been satis- 
fied. Accordingly, the Commissioner held that the “ap- 
plicants’ perfection of a priority claim under 35 USC 
119 in the parent application will satisfy the statute with 
respect to their continuation application.” 

Although Jn re Van Esdonk involved the patent of a 
continuation application filed under 37 CFR 1.60, it is 
proper to apply the holding of that case in similar factu- 
al circumstances to any patented application having ben- 
efits under 35 USC 120. This is primarily because a 
claim to foreign priority benefits in a continuing applica- 
tion, where the claim has been perfected in the parent 
application, constitutes in essence a mere affirmation of 
the applicaat’s previously expressed desire to receive 
benefits under 35 USC 119 for subject matter common 
to the foreign, parent, and continuing applications. 

In summary, a Certificate of Correction under 35 
USC 255 and 37 CFR 1.323 may be requested and is- 
sued in order to perfect a claim to foreign priority bene- 
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fits in a patented continuing application if the require- 
ments of 35 USC 119 had been satisfied in the parent ap- 
plication prior to issuance of the patent and the 
requirements of 37 CFR 1.55(a) are met. 

owever, a claim to foreign priority benefits cannot 
be perfected via a Certificate of Correction if the re- 
quirements of 35 USC 119 had not been satisfied in the 
patented application, or its parent, prior to issuance and 
the requirements 37 CFR 155(a) are not met. In this lat- 
ter circumstance, the claim to foreign priority benefits 
can be perfected only by way of a reissue application in 
accordance with the rationale set forth in Brenner v. 
State of Israel, supra. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


July 25, 1986. 


[1069 OG 38] 


(121) Abstract of the Disclosure 

This notice is intended to announce a change in the 
examining practice concerning review of the abstract for 
compliance with the guidelines set forth in MPEP 
608.01(b). 

At present, the examiner is instructed to review the 
abstract for compliance with the guidelines when pass- 
ing the case to issue, making any necessary revisions by 
examiner’s amendment. This policy has led to the neces- 
sity for many changes by the examiner which could 
have and should have been made at an earlier point in 
the prosecution. For example, abstracts in excess of the 
250 word limit require cancellation and/or rewriting of 
portions thereof. This 250 word limit is strictly enforced 
since it represents a requirement of the printing process 
and the printed patent format designed to present a max- 
imum amount of information concerning a patent on a 
single page. 

Effective immediately, examiners are to require cor- 
rection of the abstract at the earliest point in the prose- 
cution that non-compliance with the guidelines is 
detected. Applicants are expected to observe the guide- 
lines in draftin g the abstract and correct any defect that 
is identified in an Office action. Applicants are encour- 
aged to make the necessary corrections not only to re- 
lieve the examiner of this burden, but also to help avoid 
any potential conflict with respect to altering the scope 
of the enabling disclosure. In this regard, it should be 
noted that the abstract of the disclosure has been 
interpreted to be a part of the specification for the pur- 
poses of compliance with paragraph 1 of 35 USC 112. In 
re Armbruster, 512 F2d 676, 185 USPQ 152 (CCPA 
1975). However, although it is preferable for applicant 
to make any necessary changes, the examiner will retain 
the authority and responsibility for reviewing, editing 
and revising the abstract of the disclosure at the time of 
allowance of the application to assure compliance with 
the guidelines. 

Section 608.01(b) of the Manual of Patent Examining 
Procedures will be amended appropriately. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Dec. 30, 1977. 


[967 O.G. 2] 


(122) Supplemental Guidelines for The 
Implementation of 37 CFR 1.109— 


Reasons for Allowance 


A recent review of recorded statements of reasons for 
allowance indicates the need for a better understanding 
regarding implementation of new Rule 109 (37 CFR 
1.109). 
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These guidelines are supplemental to those published 
in the cial Gazette at 957 O.G. 11 on April 12, 1977 
and amplified in Section 1302.14 MPEP, Rev. 52, April 
1977. es 
In determining whether reasons for allowance should 
be recorded the primary consideration lies in the first 
sentence of the Rule. 


“If the examiner believes that the record of 
the prosecution as a whole does not make clear 
his reasons for allowing a claim or claims, the 
examiner may set forth such reasoning.” (Em- 
phasis added.) 


In most cases the examiner’s actions and the appli- 
cant’s response make evident the reasons for allowance, 
satisfying the “record as a whole” proviso of the rule. 
This is particularly true when applicant fully complies 
with 37 CFR 1.111(b) and (c), 37 CFR 1.119 and 37 
CFR 1.133(b). Thus where the examiner’s actions clearly 
point out the reasons for rejection and the applicant’s re- 
sponse explicitly represents reasons why claims are pat- 
entable over the he ey the reasons for allowance are 
in all probability evident from the record and no state- 
ment should be necessary. Conversely, where the record 
is not explicit as to reasons, but allowance is in order, 
then a logical extension of 37 CFR 1.111, 1.119 and 
1.133 would dictate that the examiner should make rea- 
sons of record and such reasons should be specific. 

Where specific reasons are recorded by the examiner, 
care must be taken to insure that such reasons are accu- 
rate, precise and do not place unwarranted interpreta- 
tions, whether broad or narrow, upon the claims. The 
examiner should keep in mind the possible misinterpreta- 
tions of his statement that may be made and its possible 
estoppel effects. Each statement should include at least: 
(1) the major difference in the claims not found in the 
prior art of record, and (2) the reasons why that differ- 
ence is considered to define patentably over the prior art 
if either of these reasons for allowance is not clear in the 
record. The statement is not intended to necessarily state 
all the reasons for allowance or all the details why 
claims are allowed and should not be written to specifi- 
cally or impliedly state that all the reasons for allowance 
are set forth. 

Under the rule, the examiner must make a judgement 
of the individual record to determine whether or not 
reasons for allowance should be set out in that record. 
These guidelines, then, are intended to aid the examiner 
in making that judgement. They comprise illustrative ex- 
amples as to applicability and appropriate content. They 
are not intended to be exhaustive. 


Examples of When It Is Likely That a Statement Should 
Be Added to the Record 


1. Claims are allowed on the basis of one (or some) of 
a number of arguments and/or affidavits presented 
and a statement is necessary to identify which of 
these were persuasive, for example: 


a. Me ai the arguments are presented in an appeal 
brief. 
6. When the arguments are presented in an ordinary 
response with or without amendment of claims. 
c. When both an affidavit under 37 CFR 1.131 and 
arguments under 102 and 103 are presented. 
. First action issue: 


a. Of non-continuing application wherein claims are 
very close to cited prior art and differences have 
not been discussed elsewhere. 

6. Of continuing applications wherein reasons for al- 
lowance are not apparent from the record in the 
parent case or clear from preliminary filled mat- 
ters. 


3. Withdrawal of a rejection for reasons not suggested 
by applicant, for example: 


a. As a result of an appeal conference. 

b. When applicant’s arguments have been misdirect- 
ed or are not persuasive alone and the Examiner 
comes to realize that more cogent argument is 
available. 

c. When claims are amended to avoid a rejection 
under 35 USC 102 but arguments (if any) fail to 
address the question of obviousness. 


— after remand from the Board of Ap- 
s. 

5. Allowance coincident with the citation of newly 
found references that are very close to the claims, 
but claims are considered patentable thereover: 


a. When reference is found and cited (but not ar- 
ued) by applicant. 
b. When reference is found and cited by Examiner. 


6. Where the reasons for allowance are of record 
but in the Examiner’s ny cree are unclear (e.g. 
spread throughout the file history) so that an unrea- 
sonable effort would be required to collect them. 

7. Allowance based on claim interpretation which 
might not be readily apparent, for example: 


a. Article claims in which method limitations impart 
patentability. 

b. Method claims in which article limitations impart 
patentability. 

c. Claim is so drafted that “non-analogous” art is 
not applicable. 

d. Preamble or functional language “breathes life” 
into claim. 


Examples of Statements of Suitable Content 


1. The primary reason for allowance of the claims is 
the inclusion of .03 to .05 percent nickel in all the 
claims. Applicant’s second affidavit, in example 5 
shows unexpected results from this restricted range. 

2. During two telephonic interviews with applicant’s 
attorney, Mr.—on 5/6 and 5/10/77, the Examiner 
stated that Applicant’s remarks about the placement 
of the primary teaching’s grid member were persua- 
sive, but he pointed out that applicant did not claim 
the member as being within the reactor. Thus, an 
amendment doing such was agreed to. 

3. The instant application is deemed to be directed to 
an unobvious improvement over the invention 
patented in Pat. No. 3,953.224. The improvement 
comprises baffle means 12 whose effective length in 
the extraction tower may be varied so as to opti- 
mize and to control the extraction process. 


4.Upon reconsideration, this application has been 


awarded the effective filing date of S.N. —____.. 
Thus the rejection under 35 USC 102(d) and 103 
over Belgian Patent No. 757,246 is withdrawn. 

. The specific limitation as to the pressure used dur- 
ing compression was agreed to during the telephone 
interview with applicant’s attorney. During said in- 
terview, it was noted that applicants contended in 
their amendment that a process of the combined ap- 
plied teachings could not result in a successful arti- 
cle within the amended pressure range. The Exam- 
iner agreed to rely on this statement (see page 3, 
bottom, of applicant’s amendment), and the case 
was allowed. 


6. In the Examiner’s opinion, it would not be obvious 


to a person of ordinary skill in the art first to elimi- 
nate one of top members 4, second to eliminate 
plate 3, third to attach remaining member 4 directly 
to tube 2 and finally to substitute this modified han- 
dle for the handle 20 of Nania (see Fig. 1) especial- 
ly in view of applicant’s use of term “consisting.” 
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Examples of Statements That Are Not Suitable 
as to Content 


1. The 3 roll press couple has an upper roll 36 which 
is swingably adjustable to vary the pressure selec- 
tively against either of the two lower rolls. (Note: 
The significance of this statement may not be clear 
if no further explanation is given.) 

2. The main reasons for allowance of these claims are 
applicant’s remarks in the appeal brief and an agree- 
ment reached in the appeals conference. 

. The instant composition is a precursor in the manu- 
facture of melamine resins. A thorough search of 
the prior art did not bring forth any compositions 
which corresponds to the instant compositions. The 
Examiner in the art also did not know of any art 
which could be used against the instant composi- 
tion. 

4. Claims 1-6 have been allowed because they are be- 
lieved to be both novel and unobvious. 

The examiner should not include in his statement any 
matter which does not relate directly to the reasons for 
allowance. For example: 

5. Claims 1 and 2 are allowed because they are patent- 
able over the F onsp art. If applicants are aware of bet- 
ter art than that which has been cited, they are re- 
quired to call such to the attention of the Examiner. 

6. The reference Jones discloses and claims an invention 
similar to applicant’s. However, a comparison of the 
claims, as set forth below, demonstrates the conclu- 
sion that the inventions are non-interfering. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 24, 1978. 
[968 O.G. 6] 


(123) Practice/Re: New Grounds of Rejection 


After Appeal Brief Has Been Filed 


A new practice has been implemented in the Patent 
Examining Corps to promote uniformity and adherence 
to guidelines in situations where a new ground of rejec- 
tion is made in an Office action after an appeal brief has 
been filed. Under this practice Supervisory Patent Ex- 
aminer approval is required for any new ground of re- 
jection made after the filing of an Ap Brief. This 
requirement extends to new grounds of rejection made 
either in an examiner’s answer or in an Office action re- 
opening prosecution. Evidence of that approval should 
appear on applicant’s copy of the Office action or an- 
swer as well as the record copy. Consultation with or 
approval by the Group Director is no longer required in 
these situations. 

This new practice does not alter the existing guide- 
lines for reopening prosecution (MPEP) 706.7(e) or for 
making a new ground of rejection in an examiner’s an- 
swer (MPEP 1208.01). Appropriate modification will be 
made to applicable Sections of the Manual of Patent Ex- 
amining Procedure in a future revision. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


[970 O.G. 94 (5-23-78)] 


Commercial Success and Other 
Considerations Bearing on Obviousness 


(124) 


In order to clarify Office practice relative to consider- 
ations of commercial success and other items bearing on 
obviousness, the following changes are made in the 
Manual of Patent Examing Procedure. 

In section 716, subsection 4, change the sub-title and 
first paragraph to read as follows: 
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Commercial Success and Other 
Considerations Bearing on Obviousness 


Affidavits or declarations submitting evidence of com- 
mercial success, long-felt but unsolved needs, failure 
of others, etc., must be considered by the Examiner in 
determining the issue of obviousness of claims for pa- 
tent-ability under 35 U.S.C. 103. Such evidence might be 
utilized to give light to circumstances surrounding the 
origin of the subject matter sought to be patented. As in- 
dicia of obviousness or unobyiousness, such evidence 
may have relevancy, Graham v. John Deere Co., 383 
U.S. 1, 148 USPQ 459 (1966) ; In re Palmer. 172 USPQ 
126, 451 F.2d 1100 (CCPA 1971) ; In re Fielder and Un- 
derwood, 176 USPQ 300, 471 F.2d 640 (CCPA 1973). 
The Graham v. John Deere pronouncements on the rele- 
vance of commercial success, etc. to a _ deter- 
mination of obviousness were not negated in Sakraida v. 
Ag Pro,425 U.S. 273, 189 USPQ 449 (1976) or Andersons 
Black Rock, Inc. v. Pavement Salvage Co., Inc., 396 U.S. 
57, 163 USPQ 673 (1969), where reliance was placed 
upon A & P Tea Co. v. Supermarket Corp., 340 U.S. 147 
87 USPQ 303 (1950). See Dann v. Johnston, 425 U.S. 
219, 189 USPQ 257 (1976), at 261, footnote 4. 

The weight attached to evidence of commercial suc- 
cess, etc. by the Examiner will depend upon its material- 
ity to the issue of obviousness and the amount and 
nature of the evidence. Note the great reliance apparent- 
ly placed on this type of evidence by the Supreme Court 
in upholding the patent in United States v. Adams, 383 
U.S. 39, 148 USPQ 479 (1966). 

Evidence of commercial success, etc. must be com- 
mensurate in scope with the scope of the claims [Jn re 
Tiffin, 448 F.2d. 791. 171 USPQ 294 (1971)]. Further in 
considering evidence of commercial success, care should 
be taken to evaluate to the extent possible from the evi- 
dence submitted, whether the commercial success al- 
leged is directly derived from the invention claimed, in a 
marketplace where the consumer is free to choose on 
the basis of objective principles, and that such success is 
not the result of heavy promotion or advertising, shift in 
advertising consumption by purchasers normally tied to 
applicant or assignee, or other business events extrane- 
ous to the merits of the claimed invention, etc. [Jn re 
Mageli, et al. 176 USPQ 305, (CCPA 1973)}; [Jn re 
Noznick, et al, 178 USPQ 43, (CCPA 1973)]. 

Similarly in considering evidence of longfelt but 
unsolved needs and failure of others, care should be 
taken to determine whether such failures were due to 
lack of interest or appreciation of an invention’s poten- 
tial or marketability rather than want of technical know- 
how [Scully Signal Co. v. Electronics Corp. of America, 
196 USPQ 657 (ist Cir. 1977)]. 

In section 716, subsection 4, add the following as the 
last paragraph: 

If, after evaluating the evidence, the examiner is still 
not convinced that the claimed invention is patentable, 
his action should include a simple statement to that ef- 
fect, identifying the reason(s) (e.g., evidence of commer- 
cial success not convincing, the commercial success not 
related to the technology, etc.). 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


July 10, 1978. 
[973 O.G. 34] 


(125) Handling of Dependent Claims 


by the Examiner 


Effective immediately, the following practice will be 
followed by patent examiners when making reference to 
a dependent claim—either singular or multiple. The new 
practice is intended to simplify and streamline our cur- 
rent practice (MPEP 608.01(n), Revision 55, January 
1978) which experience indicates was unnecessarily bur- 
densome in many cases. 
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1. When identifying a singular dependent claim which 
does not include a reference to a multiple depen- 
dent claim, either directly or indirectly, reference 
should be made only to the number of the depen- 
dent claim. 

2. When identifying the embodiments included within 
a multiple dependent claim, or a singular dependent 
claim which includes a reference to a multiple de- 
pendent claim, either directly or indirectly, each 
embodiment should be identified by using the num- 
ber of the claims involved, starting with the highest, 
to the extent necessary to specifically identify each 
embodiment. 

3. When all embodiments included within a multiple 
dependent claim or a singular dependent claim 
which includes a reference to a multiple dependent 
claim, either directly or indirectly, are subject to a 
common rejection, objection or requirement, refer- 
ence may be made only to the number of the depen- 
dent claim. 

The following table illustrates the intended differences 
between current and the revised practice where each 
embodiment of each claim must be treated on an indi- 
vidual basis: 


Identification 


Revised 
Practice 


Current 
Practice 


Claim 
Number Claim Dependency 


. Independent 1 1 
Depends from 1 2/1 2 

.. Depends from 2 
. Depends from 2 or 3 


3/2/1 3 
» 4/2/1 4/2 
4/3/2/1 4/3 
5/3/2/1 5 
6/2/1 6/2 
6/3/2/1 6/3 
6/5/3/2/1 6/5 
1/6/2/1 7/6/2 
1/6/3/2/1  —_7/6/3 
1/6/5/3/2/1 _7/6/5 


.. Depends from 3 
. Depends from 2, 3 or 5 


. Depends from 6 


When all embodiments in a multiple dependent claim 
situation (claims 4, 6 and 7 above) are subject to a com- 
mon rejection, objection or requirement, reference may 
be made only to the number of the individual dependent 
claim. For example, if 4/2 and 4/3 were subject to a 
common ground of rejection, reference should be made 
only to claim 4 in the statement of that rejection. 

The provisions of 35 USC 132 require that each Of- 
fice action make it explicitly clear what rejection, objec- 
tion and/or requirement is applied to each claim em- 
bodiment. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner. 


[976 O.G. 128] 


Oct. 17, 1978. 


(126) Microorganisms—Patentable Subject Matter 


The decision of the Supreme Court in Diamond v. 
Chakrabarty (206 U.S.P.Q. 193) held that micro- 
organisms produced by genetic engineering are not ex- 
cluded from patent protection by 35 U.S.C. §101. It is 
clear from the Supreme Court decision that the question 
of whether or not an invention embraces living matter is 
irrelevant to the issue of patentability. 

Accordingly, the Patent and Trademark Office is now 
examining patent applications including claims to micro- 
organisms which had been under suspension. Assuming 
that the products involved were the result of human in- 
tervention and were not products of nature, such claims 
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will not be rejected under 35 U.S.C. §101 as directed to 
unpatentable subject matter. 


SIDNEY A. DIAMOND, 
July 29, 1980. Commissioner of Patents 
and Trademarks. 
[997 O.G. 24] 


(127) Department of Commerce 


Patent and Trademark Office 


Designation of International Depository Authorities 
under the Budapest Treaty 


The Budapest Treaty and the International Recogni- 
tion of the Deposit of Microorganisms for the Purposes 
of Patent Procedure came into force on Aug. 19, 1980 
with respect to the United States, Bulgaria, France, 
Hungary, and Japan. A copy of the Treaty was 
published in the Official Gazette on Aug. 23, 1977 (961 
O.G. 21-26). 

This Treaty authorizes each State for which the Treaty 
is in effect to designate a depository on its territory to 
serve as an international depository authority. More than 
one depository may be designated. Each such depository 
will be authorized to receive and store deposits, and dis- 
pense samples thereof, in compliance with the Treaty and 
the patent laws of each State adhering thereto. The Trea- 
ty is open for adherence by any member State of the Paris 
Union for the Protection of Industrial Property. 

The Commissioner of Patents and Trademarks hereby 
solicits requests from private and public depositories lo- 
cated in the United States to serve as international de- 
pository authorities. Requests should be addressed to: 
Sidney A. Diamond, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

Each request must explain and, to the extent practica- 
ble, provide evidence of the depository’s capacity to 
meet the obligations of the Treaty. Such request must 
also include an offer by the depository to assume the 
cost of transferring deposits made under the Treaty to 
another international depository authority in the event 
of default of any of its Treaty obligations. The availabili- 
ty of funds for such transfer, if needed, must be available 
through a bond, special reserve fund, escrow or other 
means judged suitable by the Commissioner. 

Requests will be promptly evaluated by the Commis- 
sioner of Patents and Trademarks, and each requesting 
depository promptly notified of the decision reached. 
Questions or inquiries concerning this notice may be ad- 
dressed to the Office of Legislation and International 
Affairs, at the following address: Box 4, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. 
The telephone number of the Office of Legislation and 
International Affairs is (703) 557-3065. 

The World Intellectual Property Organization, in Ge- 
neva, Switzerland, the Secretariat for the Paris Union, 
has provided a memorandum explaining the role and ob- 
ligations of international depository authorities. This 
memorandum is reproduced below for the guidance of 
depositories in requesting recognition as an international 
depository authority. 


MEMORANDUM 


For the purposes of prospective international depositary au- 
thorities under the Budapest Treaty 


Introduction 


1. This memorandum contains informations for the 
benefit of any depositary institutions (culture collections) 
that may wish to become “international depositary au- 
thorities” under the Budapest Treaty on the Internation- 
al Recognition of the Deposit of Microorgan- 
isms for the Purposes of Patent Procedure (done at Bu- 
dapest on Apr. 28, 1977). Its brevity is such that it 
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cannot be exhaustive. Any interested person requiring 
full information should refer to the relevant provisions 
of the Budapest Treaty and the Regulations under it 
(any reference hereinafter to an “Article” or to a “Rule” 
is a reference to an Article of the Budapest Treaty or to 
a Rule of the Regulations under it). 


Objectives of the Budapest Treaty 


2. Disclosure of the invention is a generally recog- 
nized ae for the grant of patents (for the pur- 
poses of this memorandum, the word “patent” also 
covers other titles of protection, such as inventors’ cer- 
tificates). Normally, an invention is disclosed by means 
of a written description. Where an invention involves 
the use of a microorganism that is not available to the 
public, such a description is not sufficient for disclo- 
sure, since the invention could not be used by a person 
skilled in the art. That is why in the patent procedure 
of an increasing number of countries it is necessary not 
only to file a written description but also to deposit, 
with a depositary institution, a sample of the microor- 
ganism. When protection for the invention is sought in 
several countries, the complex and costly procedures of 
the deposit of the microorganism might have to be re- 
peated in each of those countries. The objective of the 
Budapest Treaty is precisely to obviate such multiple 
deposits: under the Treaty a single deposit with one 
“international depositary authority” is sufficient for the 
purposes of patent procedure before the industrial 
property offices of all Contracting States, and of inter- 
governmental organizations granting regional patents 
which have declared that they recognize the effects of 
the Treaty (Articles 3(1)(a) and 9(1)(a)). 


General Remarks on International Depositary Authorities 


3. “International depositary authorities” are depositary 
institutions that have acquired the status of international 
depositary authorities. To obtain this status, a depositary 
institution has to be located on the territory of a Con- 
tracting Stzie or of a member State of one of the organi- 
zations referred to in the preceding paragraph, and has 
to benefit from “‘assurances” furnished by that Contract- 
ing State or organization to the effect that the institution 
complies and will continue to comply with the require- 
ments referred to in paragraph 5 below (Article 6(1)). 
The action for acquiring this status is taken by the State 
or organization concerned (Article 7 and Rule 3). There 
is nothing to prevent it from making more than one de- 
positary institution acquire such status: it is therefore 
possible for there to be several international depositary 
authorities located on the territory of one and the same 
State. 

4. An international depositary authority can lose its 
status either entirely (in which case “termination of sta- 
tus” is spoken of) or partly, in other words in respect of 
certain types of microorganisms only (in which case 
“limitation of status” is spoken of). Loss of the status oc- 
curs if the State or organization whose action brought 
about the acquisition of the status denounces the Treaty 
or withdraws the declaration of recognition of the ef- 
fects of the Treaty (in which case the loss of status can 
only be total), or if the State or organization withdraws 
its assurances regarding the international depositary au- 
thority, or again by virtue of a decision of the Assembly 
of Contracting States taken at the request of another 
Contracting State or another organization (Articles 8, 
9(4) and 17(4); Rule 4). 


Requirements Which Have to be Met by International 
Depositary Authorities 


5. The requirements referred to in paragraph 3 above 
which a depositary institution has to meet in order to 
become a depositary authority are the following (Article 
6(2) and Rule 2): 

(a) The institution has to have a continuous existence. 
It has to be impartial and objective—which means 
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among other things that it has to be free of any depen- 
dence on interests that are liable to prejudice the disin- 
terested performance of its functions—and it has to be 
available, for the deposit of microorganisms, to any de- 
positor under the same conditions. These requirements, 
which in fact seem self-evident, are designed to give the 
public in general and depositors in particular fundamen- 
tal guarantees of reliability as to the smooth operation of 
the system. On the other hand, the legal status of the in- 
stitution is irrelevant: it may be either public or private. 

(b) The institution has to have the necessary staff and 
facilities to perform its scientific and administrative 
tasks, which consist among other things in: 

(i) accepting for deposit any or certain kinds of micro- 


or, " 

ti) examining the viability of the microorganisms de- 
posited with it and issuing a receipt to the depositor and 
any required viability statement (see paragraphs 7 and 8 
below); 

(iii) storing the deposited microorganism for at least 
30 years (Rule 9(1)) in such a way as to keep them via- 
ble and uncontaminated; 

(iv) providing for sufficient safety measures to minimize 
the risk of losing the deposited microorganisms, 

(v) oe with respect to the microorganisms de- 
posited under the Treaty with the requirement of secre- 
cy which means giving no information to anyone on the 
question whether a microorganism has been thus depos- 
ited and giving no information to anyone (except to a 
person who is entitled to a sample—see paragraph 10 be- 
low) on any microorganism thus deposited (Rule 9(2)); 

(vi) furnishing, rapidly and in an appropriate manner, 
samples of the deposited microorganisms to all those who 
are entitled to such samples (see paragraph 10 below). 


Handling of Microorganism Deposits by the International 
Depositary Authority 


6. Reception of the microorganism. The international 
depositary authority may require that the microorganism 
be deposited in an appropriate form and quantity, and 
that it be accompanied by a form established by that au- 
thority. In such a case, the said authority has to commu- 
nicate its requirements (and any amendments to them) to 
the International Bureau in order that the latter may 
communicate them to all the depositors concerned 
(Rules 6.3 and 13.2(b)(v)). When it receives the microor- 
ganism, the international depository authority notes the 
date of receipt of the deposit and gives it an accession 
number (Rule 7.3(iii) and (v)). It issues a receipt to the 
depositor attesting the receipt and acceptance of the de- 
posit (Rule 7). The model of the international form for 
the receipt, the use of which will be mandatory, will be 
established by the Director General of WIPO and com- 
municated to all international depositary authorities. 

7. Viability test. The international depositary authority 
promptly tests the viability of the microorganism; it also 
undertakes viability tests at reasonable intervals, 
depending on the kind of microorganism and its possible 
storage conditions, or at any time, if necessary for tech- 
nical reasons or at the request of the depositor (Rule 
10.1). 

8. Viability statement. The international depositary au- 
thority issues a statement concerning the viability of the 
microorganism to the depositor or to any person receiv- 
ing a sample of the microorganism (see paragraph 10 be- 
low) (Rule 10.2). The model of the international form for 
the viability statement, the use of which is mandatory, 
will be established by the Director General of WIPO and 
communicated to all international depositary authorities. 

9. Storage of the microorganism. The international de- 
positary authority stores the microorganism for a period 
of at least 30 years after the date of its deposit, or until 
five years have elapsed without its having received a re- 
quest for a sample, the period expiring later being appli- 
cable (Rule 9.1). It complies with the requirement of se- 
crecy at all times (see paragraph 5(v) above). Where it 
cannot furnish samples of the deposited microorganism 
for any reason, it notifies the depositor of the fact, indi- 
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cating the reason and informing him that he is entitled 
to make a new deposit (Article 4). 

10. Furnishing of samples. The Regulations contain de- 
tailed provisions specifying who is entitled to receive 
samples of the microorganism, and when (Rule 11). The 
depositor himself is entitled to receive a sample at any 
time. He may authorize third parties to have samples 
furnished to them, ee the third parties receive a 
sample on presentation of their authorizations. Any in- 
dustrial property office to which the T’eaty applies may 
receive a sample on request if it needs the microorgan- 
ism for the purposes of a patent procedure. Any other 
person may obtain a sample on request if an industrial 
property office to which the Treaty applies certifies 
that, under the applicable law, that person a right to 
a sample of the microorganism concerned; the Regula- 
tions specify in detail the certification procedure. The 
use of a form (whose contents will be established by the 
Assembly and communicated by the International Bu- 
reau to all international depositary authorities) is manda- 
tory for the request and certification. There is an alter- 
native procedure wherey the industrial property office 
from time to time communicates to international deposi- 
tary authorities lists of the accession numbers given to 
the deposit of the microorganisms referred to in the pa- 
tents granted and published by it; the effect of this com- 
munication is to authorize those authorities to furnish 
samples of the microorganisms to anyone. It should be 
stressed that it follows from the foregoing that the inter- 
national d itary never has to decide itself whether it 
has the right to furnish a sample since it only does so if 
it has the authorization of the depositor or of an indus- 
trial property office. The international depositary au- 
thority furnishes the sample in a container marked with 
the accession number given to the deposit and pe 
nied by a copy of the receipt for the deposit. It notifies 
the depositor of the furnishing of the sample. 

11. Communication of the scientific description and/or 
proposed taxonomic designation. If the depositor has indi- 
cated a scientific description and/or proposed a taxo- 
nomic designation of the deposited microorganism, the 
international depositary authority must communicate it, 
on request, to any person entitled to receive a sample of 
the said microorganism (Rule 7.6). 

12. Fees. For the procedure under the Treaty and the 
Regulations, the international depositary authority has 
the right to charge a fee in certain cases (specified in 
Rule 12.1). The two main fees are the fee for the storage 
of the microorganism (which is a single fee for the en- 
tire period of storage) and the fee for the furnishing of a 
sample (the furnishing of samples to industrial property 
offices is free of charge, however). The international de- 
positary authority fixes the amounts of fees at its discre- 
tion, but they must not vary on account of the nationali- 
ty or residence of the nersons who have to pay them. 


SIDNEY A. DIAMOND, 
July 14, 1978. Commissioner of Patents 
and Trademarks. 


[999 O.G. 2] 


(128) Entry Into Force of the Budapest Treaty 

The Patent and Trademark Office announces the 
entry into force on Aug. 19, 1980 of the Budapest Trea- 
ty on the International Recognition of the Deposit of 
Microorganisms for the of Patent Procedure 
with respect to the United States, Hungary, Bulgaria, 
France and Japan. A copy of the Treaty was published 
- ‘ws Official Gazette on Aug. 23, 1977 (961 O.G. 21- 
36). 

Following entry into force of the Treaty, each state 
adhering or acceding thereto will be authorized to nomi- 
nate depositories on its territory to serve as international 
depository authorities. Upon compliance with certain 
procedural steps set forth in the Treaty, each such de- 
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pository will be designated an international depository 
authority. 

No depository in the United States or elsewhere has 
yet been nominated or designated to serve as an interna- 
tional depository authority. It is ay ame however, that 
some d itories will shortly be designated both in the 
United States and other States adhering to the Treaty. 
Public notice will be provided of the designation of each 
international depository authority and its requirements 
for patent deposits. 

An application for a patent in any adhering States in- 
volving the action of a microorganism, for which a de- 
posit is required, may make the “ns deposit in any 
international depository authority. The fact and date of 
making the deposit will be recognized for all oy pur- 
poses in each State adhering to the Treaty. No further 
deposit will be required for national patent processing or 

forcement, provided a deposit is properly made under 
the provisions of the Treaty. 

An application for a United States patent will not be 
required to proceed under the provisions of the Buda- 
pest Treaty, however. Such an applicant may rely in- 
stead on a deposit made in any depository meeting the 
requirements set forth in In re Argoudelis, et al, 168 
USPQ 99 (CCPA, 1970) and reprinted in section 
608.01(p), Manual of Patent Examining Procedure. 

Questions or information nee the Budapest 
Treaty may be directed to the Office of Legislation and 
International Affairs, at the following address: Box 4, 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. The telephone number of the Office of Leg- 
islation and International Affairs is (703) 557-3065. 


SIDNEY A. DIAMOND, 
Commissioner of Patents and 
Trademarks. 


JORDAN J. BARUCH, 
Assistant Secretary for 
Productivity, Technology and Innovation. 


[997 O.G. 10] 


July 14, 1980. 


July 16, 1980. 


(129) Department of Commerce 
Patent and Trademark Office 
Recognition of United States Depository as 
an International Depository Authority Under 


the Budapest Treaty 


As provided in Article 7 of the Budapest Treaty on 
the International Recognition of the Deposit of Microor- 
ganisms for the Purposes of Patent Procedure, the Unit- 
ed States announces recognition of the American Type 
Culture Collection, Rockville, Md., as an international 
depository authority. The communication of the Direc- 
tor General of the World Intellectual Property Organi- 
— according this recognition as of Jan. 31, 1981 fol- 
lows: 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


BUDAPEST Notification No. 11 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES 
OF PATENT PROCEDURE 


Dec. 30, 1980. 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
American Type Culture Collection 


The Director General of the World Intellectual 
Property Organization (WIPO) presents his compliments 
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to the Minister for Foreign Affairs and has the honor to 
notify him of the receipt, on Nov. 17, 1980, of a written 
communication from the Government of the United 
States of America, relating to the American Type Cul- 

ture Collection, indicating that the said depositary insti- 
tution is located on the territory of the United States of 
America and including a declaration of assurances to the 
effect that the said institution complies and will continue 
to comply with the requirements concerning the acquisi- 
tion of the status of international depositary authority as 
specified in Article 6(2) of the Budapest Treaty on the 
International Recognition of the Deposit of Microorgan- 

isms for the Purposes of Patent Procedure, done at Bu- 
= on Apr. 28, 1977. 

American Type Culture Collection will acquire 
the status of international deposi authority under the 
said Treaty as from Jan. 31, 1981, .he date of publication 
of the said communication in the Jan. 1981 issue of In- 
dustrial —— Propriete industrielle (see Article 7(2) 
of the said Treaty). 


Dec. 3, 1980. 
[1002 O.G. 116] 


(130) Department of Commerce 
Patent and Trademark Office 
Recognition of United States Depository as 
an International Depository Authority Under 


the Budapest 


As provided in Article 7 of the Budapest Treaty on 
the International Recognition of the Deposit of Microor- 
ganisms for the Purposes of Patent Procedure, the Unit- 
ed States announces recognition of the Agricultural Re- 
search Culture Collection, Peoria, Ill., as an international 
depository authority. The communication of the Direc- 
tor General of the World Intellectual Property Or; 
zation according this recognition as of Jan. 31, 1981 fol- 


lows: 
SIDNEY A. DIAMOND, 
Dec. 30, 1980. Commissioner of Patents 
and Tradmarks. 


BUDAPEST Notification No. 12 


BUDAPEST TREATY ON THE INTERNATIONAL 
RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE 
PURPOSES OF PATENT PROCEDURE 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
Agricultural Research Culture Collection 


The Director General of the World Intellectual 
Property Organization (WIPO) presents his compliments 
to the Minister for Foreign Affairs and has the honor to 
notify him of the receipt, on Dec. 2, 1980, of a written 
communication from the Government of the United 
States of America, relating to the Agricultural Research 
Culture Collection, indicating that the said depositary in- 
stitution is located on the territory of the United States 
of America and including a declaration of assurances to 
the effect that the said institution complies and will con- 
tinue to com ply with the requirements concerning the 
acquisition of the status of international depositary au- 
thority as specified in Article 6(2) of the Budapest Trea- 
ty on the International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent Procedure, 
done at Budapest on Apr. 28, 1977. 

The Agricultural Research Culture Collection will ac- 
quire the status of international depositary authority un- 
der the said Treaty as from Jan. 31, 1981, the date of 
publication of the said communication in the Jan. 1981 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 197 
(130) 


issue of Industrial Property/La Propriete industrielle (see 
Article 7(2) of the said Treaty). 
Dec. 8, 1980. 


[1002 0.G. 116] 


(131) —_ for Certification of Deposits 


Made Under the Budapest Treaty 


Deposits of microorganisms made in International De- 
oer Authorities are subject to the regulations of the 

udapest Treaty on the International Recognition of the 
Deposit of Microor; for the Purposes of Patent 
Procedure. Rule 11.3(a) of the Treaty regulations estab- 
lishes a procedure by which an industrial property office 
shall assure the depositary that release of a sample is 
proper. Pursuant to the Treaty, the United States Patent 
and Trademark Office receives requests for certification 
that release of a sample of a deposited microorganism is 
proper under United States law. Effective immediately, 
all such requests for certification shall be directed to the 
Director, Patent Examining Group 120, United States 
Patent and Trademark ice, who has been delegated 
the authority to act on requests for certification under 
Rule 11.3(a) of the Budapest Treaty regulations. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 4, 1987. 


[1083 OG 5] 


(132) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 70635-7135] 


Deposit of Biological Materials for Patent Purposes 


Agency: Patent and Trademark Office, Commerce. 
Action: Advance Notice of Proposed rulemaking 
Summary: This advanced notice of proposed _ 
sets forth proposed rules and guidelines that the Patent 
and Trademark Office (PTO) is considering to govern 
the deposit of biological materials for patent 

Every patent must contain a written description of the 
invention adequate to instruct a — skilled in the art 
to which the invention pertains how to make and use 
the invention. In certain instances, such as with some 
biotechnological inventions, the written description of 
the invention may not in itself be adequate to permit re- 
production of the invention. In these cases, the written 
description must be supplemented by 2 deposit of the bi- 
ological material which constitutes the invention or on 
which the invention depends if the biological material is 
not otherwise known and readily available to those 
skilled in the art. The deposited material becomes un- 
conditionally available to the public at the time the pa- 
tent is granted. 

The rules being considered for proposal by the PTO 
prescribe the conditions under which a deposit must be 
made, the kinds of materials that may be deposited, the 
type of depository which is acceptable to the Office, the 
time for making an original deposit, the procedures and 
obligations applicable to the making and maintaining of 
a deposit and its possible replacement, the term of a de- 
posit and other matters relating to the deposit of a bio- 
logical material. In general, the rules being considered 
by the PTO would continue and clarify both long-stand- 
ing practices of the Patent and Trademark Office and ju- 
dicially developed —— of ~~ law. The explana- 
tions associated with that are ultimately 
adopted along with the bliin oll content of the com- 
ments and responses will be incorporated: into a set of 
guideiines that will be published in the Manual of Patent 
Examining Procedure. 
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In response to a draft policy statement on the deposit 
of biological materials for patent purposes, which was 
circulated among interested bar and industry groups and 
published in the BNA-Patent, Trademark and Copyright 
Journal on May 22, 1986, the PTO received twenty five 
(25) written comments directed to that draft statement. 
This advance notice addresses the comments received. 
Interested persons are invited to comment on the rules 
being considered for proposal. A proposed rulemaking 
could be made as early as Jan. 1988. A hearing could be 
held as early as Mar. 1988. 

Date: Comments must be received on or before Nov. 30, 
1987 to insure consideration. 
Address: Address written comments to: 


Commissioner of Patents and Trademarks 
Box 4 
Washington, D.C. 20231 


Mark to the attention of Stanley D. Schlosser. (703) 
557-3065. All comments received will be publicly avail- 
able for inspection in the PTO in Rm. 11C28, Crystal 
Piz. Bldg. 3 (2021 Jefferson Davis Hwy., Arlington, 
Va.). 

For Further Information Contact: Mr. 
Schlosser by telephone at (703) 557-3065. 
Supplementary Information: An applicant for a patent in- 
volving biological material must meet the same require- 
ments for disclosing the invention as apply to other 
kinds of technology. These requirements are set forth in 
the first paragraph of §112 of the patent law (Title 35, 
United States Code). The invention must be described in 
such full, clear, concise and exact terms as to enable a 
person skilled in the relevant technology to make and 
use the invention. The best mode contemplated by the 
inventor for carrying out the invention must also be dis- 
closed. The statutory requirements for claiming inven- 
tions set forth in the second paragraph of 35 U.S.C. 112 
also apply to inventions involving biological material. 
That is, claims must particularly point out and distinctly 
claim that which applicants for patent regard as their in- 
vention. 

Where the invention involves a biological material 
and words alone are not sufficient to describe the inven- 
tion adequately to meet the requirements of 35 U.S.C. 
112, the required biological material completing the 
written description must either already be known and 
readily available and likely to continue to be available or 
be deposited into a suitable depository. Samples of the 
deposited material must be publicly and unconditionally 
available upon issuance of the patent. The deposit will 
be considered part of the patent disclosure and taken 
into account in determining the scope of the invention 
and related questions of infringement. As indicated 
above, the requirement for making a deposit only applies 
in situations where the biological material is essential to 
a complete disclosure and either is not known and readi- 
ly available to the public, or cannot be readily produced 
from publicly available material according to the infor- 
mation contained in the patent. 

A new chapter of rules of practice devoted exclusive- 
ly to biological inventions, entitled “Deposit of Biologi- 
cal Materials for Patent Purposes”, would be added, 
beginning with proposed new rule 1.200. This new chap- 
ter would specifically incorporate into patent practice 
judicially developed principles applicable to the deposit 
of biological materials and would be consistent with the 
duties and responsibilities of the United States as a signa- 
tory country to the Budapest Treaty on the Internation- 
al Recognition of the Deposit of Microorganisms for the 
Purposes of Patent Procedure. It must be recognized, 
however, that a comprehensive body of patent law has 
not yet been developed by the courts dealing with the 
treatment of inventions relating to biological material. In 
situations where the courts have not provided specific 
guidance, appropriate rules and procedures are extracted 
or implied as far as possible from available decisions and 
existing practices. 


Stanley D. 
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The rules being considered for proposal are intended 
to apply to patent rights pursued under §101 of the pa- 
tent law (Title 35, United States Code). Patent applica- 
tions filed under the Plant Patent Act (35 U.S.C. 161- 
164) would be unaffected by this advanced notice. How- 
ever, comments are solicited on the question of whether 
the Office should consider requiring a deposit of plants 
in appropriate circumstances where it is clear that a de- 
posit is possible and is necessary to complete the de- 
— of an invention under 35 U.S.C. 162, first para- 

aph. 

“2 ew rule 1.200 would be proposed to define the 
nature of biological material that falls within the scope 
of the rules. The definition is not intended to provide an 
exhaustive list of materials which may be deposited in 
accordance with these procedures. Rather, the need for 
a deposit and the types of material which must be de- 
posited will be develo through experience and judi- 
= _ Meanwhile, some guidelines can be pro- 
vided. 

First, biological material includes material that is 
capable of self-replication, either directly or after inser- 
tion into a host. Assuming the continued viability of 
the samples deposited, this should provide a reproduc- 
ible supply of the biological material for the term of 
the deposit. Chemical compounds, no matter how im- 
portant or defined their biological activity, are not re- 
garded as biological material within the scope of these 
regulations. Chemical compounds are capable of de- 
scription at least through the identification of starting 
materials and explanation of appropriate procedures 
used in making the compounds. It must not require un- 
due experimentation in order to make or use the chem- 
ical compound from the written description in the pa- 
tent application. Thus, materials such as proteins, 
enzymes, or other complex organic materials need not 
be deposited where the written description alone is ad- 
equate to enable those skilled in the art to make and 
use the claimed invention. 

Plant material must be deposited when the patent ap- 
plication is filed outside the Plant Patent Act if needed 
to meet the requirements of 35 U.S.C. 112. As with oth- 
er biological material, the deposit of plant material to- 
gether with the written specification must enable those 
skilled in the art to make and use the claimed invention. 
Thus, if a plant itself is claimed, deposit of plant cells 
can be accepted only if the deposited cells will develop 
into the plant for which a patent is sought through the 
exercise of procedures either known in the art or taught 
in the application disclosure. Seeds may be deposited, 
but must be deposited in sufficient quantity to insure an 
adequate and timely supply once a patent is granted. 
The PTO solicits comments on the setting of an appro- 
priate minimum number of seeds to ensure availability of 
the seed through the enforceable life of the patent. The 
replacement provisions of ng seme rule 1.204 would 
also apply to replenishing the supply of seeds but may 
require special provisions because of the time required 
to provide new seeds - e.g. the replacement provision 
could be coupled with a terminal disclaimer provision 
for appropriate reasons. If a hybrid variety is claimed, 
the PTO will take a position that applicant must deposit 
the parent lines of the hybrid variety unless applicant is 
able to establish that propagation of the variety can be 
achieved by micropropagation or other techniques from 
the hybridized seed or plants grown from such seed. In 
the latter case, the deposit of the hybrid seed itself 
would make an adequate deposit. 

While the proposed rules under consideration would 
be applicable to multicellular living organisms other 
than plants, including animals, it is anticipated that in- 
ventions relating to the development of animals having 
new and otherwise patentable characteristics will rely 
on the identification and description of a known and 
readily available animal that will be treated in a repro- - 
ducible process to obtain the new animal variety. The 
PTO is presently not aware of any organization that is 
willing and able to undertake the responsibilities of a 
suitable depository for live animals. 
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Rule 1.201 would be proposed to provide an operative 
definition of when a deposit is required and also define 
when a biological material would be considered to be 
known and readily available to the public so that a sepa- 
rate deposit would not be required. The third paragraph 
of this rule would — that there is no presumption 
that a specific biological material is required for the 

ractice of an invention simply because it is mentioned 
in an application disclosure. The need to make a deposit 
of a biological material in accordance with these rules is 
necessitated only where the biological material is essen- 
tial to meet one or more of the requirements of 35 
U.S.C. 112 and is not known and readily available and 
cannot be obtained through procedures known in the art 
or described in the application from known and readily 
available materials. 

If a biological material is known and readily available 
at the time the patent is granted, and there is no reason- 
able basis to believe that the biological material will 
cease to be available during the life of the patent, no re- 
quirement for a separate deposit would be made. 

While it is not possible to list all circumstances under 
which a biological material may be considered to be 
known and readily available to the public, it is clear that 
the written description in the specification should be suf- 
ficient to allow one of ordinary skill in the art to identi- 
fy and to obtain the known and readily available materi- 
al. The present commercial availability of the biological 
material through normal commercial suppliers, particu- 
larly suppliers not under the control of those relying on 
the availability of the biological material, would make 
the material known and readily available. The mere fact 
that the biological material is commercially available 
only through the Bp holder or the patent holder’s 
agents or assigns not by itself justify a finding of 
non-availability, absent a reason to believe that access to 
the biological material would later be improperly re- 
stricted. Since the public has a continuing interest in the 
availability of information and materials necessary to 
make and use an invention claimed in a patent, regard- 
less of the patent holder’s interest, actual distribution of 
the biological matter in the marketplace may be required 
if commercial availability is to be relied on to establish 
that a specific biological material is known and readily 
available to the public. 

Evidence that a biological material is known and 
readily available may also take the form of a reference 
in printed publications or a declaration of accessibility 
by those working in the field to which the invention re- 
lates which establishes wide distribution and ready avail- 
ability of the biological material. The probative value of 
this type of evidence will depend on whether the evi- 
dence establishes that the biological materials are known 
and accessible without restriction to those who desire to 
obtain and test the biological material. 

Evidence that a biological material is known and 
readily available may take the form of a statement show- 
ing that it is readily identifiable and available in nature 
in useful form or that it is available in nature coupled 
with the existence of a reliable screening test or proce- 
dure defined in the specification disclosure or known to 
those skilled in the art that could be used to isolate the 
required biological material with reasonable predictabili- 
ty from an identified genus of biological material. See 
Tabuchi v. Nubel, 194 USPQ 521 (CCPA 1977). A de- 
posit made of a biological material that was known and 
accessible without restriction to those who desired to 
obtain and test the biological material would also satisfy 
the definition of being known and readily available to 
the public. However, since a mere reference to a biolog- 
ical material deposit. in a patent would not necessarily 
mean that it was accessible without restriction to the 


public the burden would be on the applicant to establish 
its ready availability without restriction as through a 
statement from the depository. 

New rule 1.202 would be proposed to define an ac- 
ceptable depository for the deposit of biological materi- 
als for patent purposes for applications before the United 
States Patent and Trademark Office. This rule states that 
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a deposit may be made either in an International Deposi- 
tary Authority (IDA) as established under the Budapest 
Treaty or a depository recognized to be suitable by the 
Patent and Trademark Office. The depository may be 
domestic or foreign to the United States, public or pri- 
vate. While it would be administratively convenient for 
the Patent and Trademark Office to limit acceptable de- 
positories to an IDA, such a restricted policy would not 
provide a patent applicant with the type of flexibility 
and availability necessary in the event no available IDA 
would accept a deposit of a particular biological materi- 
al. Nevertheless, a depository other than an IDA would 
be called upon to essentially establish compliance with 
the administrative and technical requirements set forth 
in the Budapest Treaty for IDAs in order to establish 
suitability of the depository to the Office. While there is 
a desire to provide flexibility to a patent applicant in 
selecting an appropriate depository, these guidelines are 
not intended to permit each patent applicant to become 
its own depository since both the patent owner and the 
public have an interest in the continued availability and 
accessibility of the deposit during the enforceable life of 
a patent and the public has a continuing interest in its 
availability when the patent is no longer enforceable. 

Paragraph (c) of new rule 1.202 indicates that the Of- 
fice will recognize tie transfer of a sample to a suitable 
depository from a depository which either defaults or 
discontinues the performance of any of the tasks it 
should perform. Where such a transfer takes place after 
a patent issues, a suitable Certificate of Correction 
would be acceptable to identify the new depository 
and/or accession number. An appropriate amendment to 
a pending application to identify the new depository 
and/or accession number would not constitute new mat- 
ter. Cf. In re Lundak, 227 USPQ 90 (Fed. Cir. 1985). 

Paragraph (d) of new rule 1.202 sets forth the proce- 
dure for notifying the Commissioner of the intent to be 
recognized as a suitable depository by the Patent and 
Trademark Office. The depositories recognized as suit- 
able by the Office will be published in the Official Ga- 
zette of the Patent and Trademark Office as will the 
identity of a depository which has defaulted or discon- 
tinued its performance under these rules. 

New rule 1.203 would be proposed to set forth the 
time for making an original deposit. An original deposit 
may be made at any time before the application is filed 
or during pendency pursuant to a requirement that will 
be made no later than the date the Notice of Allowance 
and Issue Fee Due is mailed. The decision in Lundak in- 
dicated that a specification disclosure need not be en- 
abling until such time as a patent is granted. Unless the 
examiner and applicant agree on whether a deposit is re- 
quired, what must be deposited and the appropriate con- 
ditions, the deposit issues will be resolved pursuant to a 
rejection under 35 U.S.C. 112. The time specified in this 
particular rule for making a suitable deposit is the last 
practical moment that the Office can insure that a de- 
posit has been made in accordance with these regula- 
tions before a patent is granted. After the issue fee is 
paid in an application the application undergoes prepara- 
tion for printing for a period of 8 to 10 weeks so that all 
the information necessary for printing should be in the 
application file and should have been approved by the 
examiner as conforming to these regulations at the time 
the issue fee is paid. Where a deposit is made after the 
Notice of Allowance and Issue Fee Due is mailed, appli- 
cant would be required to file an amendment under 37 
CFR 1.312 to add a description of the accession number 
and depository together with any required statement. 

Unless the reguiar deposit is made before the effective 
filing date of an application for patent in the United 
States, a verified statement will be required from a per- 
son in a position to corroborate that the biological mate- 
rial described in the application as filed is the same bio- 
logical material which is deposited in a_ suitable 
depository. The nature of this corroboration will depend 
on the circumstances in the particular application under 
consideration including the length of time between the 
application filing date and the date of deposit. 
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New rule 1.204 would be proposed to define the cir- 
cumstances and procedures for replacing a deposit 
which is necessary for patent purposes. Failure to re- 
place a deposit within three (3) months after learning or 
receiving notice from a depository that a replacement is 
needed may cause the application or patent involved to 
be treated by the PTO as if no deposit were made. The 
Patent and Trademark Office will apply a rebuttable 
presumption of an identity between the original and the 
replaced sample in the event a deposit is replaced where 
the application or patent making reference to the deposit 
is relied upon during any Patent and Trademark Office 
gn 

New rule 1.205 would be proposed to define the term 
of a deposit to be a minimum of 5 years after the most 
recent request for the furnishing of a sample of the de- 
posited biological material and at least 30 years after the 
date of deposit. Any ——_ which is made pursuant to 
the Budapest Treaty will be for a term acceptable to the 
Office. However, where a deposit is not made under the 
Budapest Treaty, samples must be stored under an 
agreement that would make them available for at least 
the term specified in the Budapest Treaty so long as it 
extended beyond the enforceable life of the patent for 
which a deposit was made. The enforceable life of a pa- 
tent includes the original term of seventeen years, short- 
ened by any terminal disclaimer or lengthened by any 
patent term extension, plus six (6) years to cover the 
statute of limitations and any additional time beyond this 
period where the enforceability of the patent remains in 
litigation. 

The period for storing a deposit as literally stated in 
the Budapest Treaty is likely to cover almost all of the 
circumstances before the Patent and Trademark Office. 
However, in the event that the period of storage would 
expire before the earliest possible expiration date of the 
enforceable life of the patent, one of the basic intents of 
Congress to insure that the public can practice the in- 
vention claimed in an expired patent may be frustrated, 
and it is not believed that the period set forth in the Bu- 
dapest Treaty intended for such a situation to arise. The 
availability of the deposited biological material which is 
essential for making and/or using the subject matter 
claimed in the patent is a legitimate ground for concern 
on the part of the Patent and Trademark Office. Ex par- 
te Lundak (decided Aug. 21, 1984, reversed on other 
grounds Jn re Lundak, 227 USPQ 90 (Fed. Cir. 1985)). 
The Board of Patent Appeals considered the possibility 
that an initially enabling disclosure might become non- 
enabling over a period of time. Jn re Metcalfe, 410 F2d. 
1378, 161 USPQ 789 (CCPA 1969). Suggesting that a 
rule of reason approach similar to that applied by the 
Court in Metcalfe should continue to inhere in the de- 
posit procedure of the Patent and Trademark Office, the 
Board suggested that it was appropriate to insist that the 
depository be contractually obligated to maintain the de- 
posit for at least a reasonable time after expiration of the 
patent rights. In determining whether the period is suffi- 
cient to extend beyond the enforceable life of the patent, 
neither the possibility of patent term extension nor the 
possibility of protracted litigation will be considered. 
Where the minimum period of storage would not extend 
beyond the enforceable life of the patent, as where there 
is prolonged pendency of an application or continuation 
or divisional applications are involved, one approach 
would be to require applicant to undertake to request a 
sample every five years beyond the 30 years measured 
from the date of deposit so that the deposit would be 
stored for a period beyond the enforceable life of the pa- 
tent. 

A non-viable deposit cannot be relied upon to supple- 
ment a written description in a patent application. Expe- 
rience has shown that as many as 10% of the deposits 
made with American Type Culture Collection (ATCC) 
on which a viability test was conducted were not viable 
when received at the depository. The requirement for 
verification of the viability of deposits is consistent with 
the Budapest Treaty and is a subject of proposed new 
rule 1.206. 
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The viability of a deposit made under the Budapest 
Treaty is a ————- Thus, a mere statement by ap- 
plicant, an authorized representative of applicant or as- 
signee that the deposit has been accepted under the Bu- 
dapest Treaty would satisfy this rule. Otherwise, 
viability may be tested by the depository or any other 
entity provided that the material tested is received from 
the depository. The viability test must conclude that the 
deposited biological material is capable of reproduction 
directly or indirectly and no evidence will be required 
to satisfy the deposit requirement relative to the ability 
of the deposited material to perform any function de- 
scribed in the application. However, as with any other 
issue of description or enablement, if the examiner has 
evidence or reason to question the objective statements 
made in the application, applicants may be required to 
demonstrate that the deposited biological material will 
perform in the manner described. 

A viability statement for each deposit which is not 
made under the Budapest Treaty must be filed in the pa- 
tent application and contain the information identified in 
paragraph (b) of proposed new rule 1.206. The examiner 
shall not question the conclusion in a viability statement 
issued by a depository recognized under either pro 
new rule 1.202(a) or (b). If the viability test indicates 
that the deposit is not viable upon receipt, or the exam- 
iner cannot for scientific or other valid reasons accept a 
statement of viability received from the applicant, the 
examiner shall so notify the applicant stating the reasons 
for not accepting the statement and proceed with the ex- 
amination process as if no deposit had been made. 

New rule 1.207 would be proposed to address the 
conditions under which a deposit must be made in order 
to satisfy access to the deposit. First, access during the 
pendency of an application to a deposit must be avail- 
able to one determined by the Commissioner to be enti- 
tled thereto under 37 CFR 1.14 and 35 U.S.C. 122. A 
deposit pursuant to the Budapest Treaty meets this re- 
quirement. Secondly, the deposit must be made under 
conditions that all restrictions on the availability to the 
public of the deposited biological material will be irre- 
vocably removed upon the granting of the patent. Con- 
ditions on the release of a deposited biological material 
such as identifying the ultimate recipient of the material, 
or a provision on the further transfer of the material, or 
any other stipulation that acts as a precondition to the 
release of the biological material referenced in an issued 
patent will be considered to be a prohibited restriction 
on the availability to the public of the biological materi- 
al so deposited. The depository may be asked to provide 
to the depositor such information as the identity of sam- 
ple recipients but not as a precondition to release after 
the patent is granted. 

Since the mere description of a deposit or identity of a 
deposit in a patent specification is not necessarily an in- 
dication that a requirement for deposit or compliance 
with these rules has been made, the Office will certify 
whether a deposit was stated as having been made under 
conditions which make it available to the public provid- 
ed the request contains the information set forth in Para- 
graph (c) of proposed new rule 1.207. 

New rule 1.208 would be proposed to set forth the 
procedures which would be followed by an examiner 
once the examiner determines that a specific biological 
material is both essential to make and use the claimed in- 
vention and is not known and readily available within 
the meaning of rule 1.201(b). It is only when the examin- 
er has made these determinations based on the record in 
the application being considered that the need for a de- 
posit of the identified biological material must be consid- 
ered. A deposit accepted by an IDA under the Budapest 
Treaty shall be accepted for patent purposes by the 
PTO if additional statements are made that all restric- 


tions on the availability to the public of the deposited 
material will be irrevocably removed upon the granting 
of the patent, and the deposit will be replaced if viable 
samples cannot be dispensed by the depository. 

A deposit under the Budapest Treaty would mean 
that a viable deposit has been made (Budapest Rule 10) 
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in an acceptable depository (IDA) for a period of five 
years after the most recent request and at least 30 years 
from the date of deposit (Budapest Rule 9) under condi- 
tions that access to the deposit will be available during 
pendency of the patent application to one determined by 
the Commissioner to be entitled thereto under 37 CFR 
1.14 and 35 U.S.C. 122 (Budapest Rule 11.1). Assurance 
of reasonably permanent availability of the deposited 
material through the depository is reasonably assured 
through the deposit of a viable culture under the Buda- 
t Treaty and the requirement to make a new deposit 
in §1.204(a). It is sufficient if a written statement is made 
by applicant, an attorney or agent prosecuting the appli- 
cation or a person representing the assignee that a de- 
it has been accepted by an IDA under the Budapest 
reaty under conditions that all restrictions on the avail- 
ability to the public of the deposit will be irrevocably 
removed upon the granting of the patent. A suitable 
statement would be as follows: 


1) I am (relationship to application) 
2) Viable samples of 

Material: 

Accession Number: 

Deposit Date: 
were deposited and will be maintained with 
3) (Name and Address of Depository) 
4) Under terms which are in accordance with the 
provisions of the Budapest Treaty. 
5) Upon issuance of a patent on this application, all 
restrictions on the availability of the deposited mate- 
rial to the public will be irrevocably removed. 


eS 


If the examiner determines that a deposit is required 
and has not been made in compliance with these rules, 
the examiner shall reject all the affected claims in the 
application under the appropriate provision of 35 U.S.C. 
112, explaining why a deposit is needed or why a depos- 
it which was made cannot be accepted for patent pur- 
poses. Although the Court in Lundak indicated that the 
enablement requirement of 35 U.S.C. 112 need not be 
satisfied until the patent issues, the only way the Office 
can efficiently and effectively address the deposit issue is 
during the examination of the application. After the ex- 
aminer has determined that a deposit is required, and un- 
til a deposit in accordance with these rules is made, or 
until the Office is assured in writing that a deposit in ac- 
cordance with these rules will be made up to and in- 
cluding the date the issue fee is paid, or the examiner is 
convinced that a deposit is not required under the cir- 
cumstances of the application being considered, the re- 
jection will be made and maintained by the examiner. 
Written assurance may take the form that an identified 
specimen will be deposited and maintained in an IDA 
under the Budapest Treaty before the issue fee is paid 
under conditions that all restrictions on the availability 
to the public of the deposited material will be irrevoca- 
bly removed upon the granting of the patent, or any 
other specific assurance that the examiner can recognize 
and accept that there are no outstanding issues to be re- 
solved on the deposit question. 

In the circumstances where the Office has received 
written assurance that an acceptable deposit will be 
made before or on the date of payment of the issue fee, 
and there are no other outstanding matters to be consid- 
ered relative to the patentability of the claims, the Office 
will mail to the applicant a Notice of Allowance and Is- 
sue Fee Due together with a requirement that the re- 
quired deposit be made within three (3) months. The pe- 
riod for satisfying the requirement for deposit will be 
extendable under 37 CFR 1.136(a), as is the case with a 
requirement for drawing corrections made at the time 
the Notice of Allowance and Issue Fee Due is mailed. 
In appropriate circumstances, relief also may be avail- 
able under 37 CFR 1.136(b) if sufficient cause is shown 
for an extension of time in order to make the appropri- 
ate deposit. Sufficient cause would be decided by the ap- 
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propriate Group Director. Failure to make the required 
deposit in accordance with the requirement will result in 
abandonment of the application for failure to prosecute. 
Since the were f exists to request extensions of time 
under 37 CFR 1.136 to make a viable deposit, no appli- 
cation should go abandoned for failure to make a viable 
deposit. However, the Office reserves the right to re- 
quire the filing of a terminal disclaimer where the time 
required to make a viable deposit unreasonably delays 
the issuance of a patent. 

The contents of the specification regarding any depos- 
it made are specified in new rule 1.208(d). In addition to 
such identifying criteria as accession number for the de- 
posit and the name and address of the depository, the 
Fay mg should include the date of deposit (i.e. the 

te from which the term of deposit specified in new 
tule 1.205 is to be measured) and a taxonomic descrip- 
tion of the di it. This written description is that re- 


leposi 
quired by 35 U.S.C. 112, first paragraph and should be 
sufficient to characterize and distinguish the biological 
material deposited. This written description will serve to 
inform the public of the essential characteristics of the 
deposited material once the patent is granted, and will 
facilitate the examination process which necessarily in- 
volves comparisons with prior art biological material. 


OTHER CONSIDERATIONS 


The rule change being considered for proposal is in 
conformity with the requirements of the Regulatory 
Flexibility Act (Pub. L. 96-354), Executive Order 12291 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 

The rule changes being considered for proposal are 
not expected to have a significant adverse economic im- 
pact on a substantial number of small entities (Regulato- 
ry Flexibility Act, Pub. L. 96-354). The proposed de- 
posit practice will not impose extra work on patent 
— (whether small or large businesses or individ- 


The Patent and Trademark Office has determined that 
this rule change being considered for proposal is not a 
major rule under Executive Order 12291. The annual ef- 
fect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for 
consumers, individual industries, Federal, state or local 
government agencies, \r geographic regions. There will 
be no adverse effects on competition, employment, in- 
vestment, productivity, innovation, or on the ability of 
United States based enterprises to compete with foreign- 
based enterprises in domestic or export markets. 

Any information collection requirements that may be 
contained in the proposed rulemaking resulting from 
sega under this advance notice will be submitted 
or OMB approval at the time the proposed rulemaking 
is announced. 


List of subjects in 37 CFR Part 1. 


Administrative practice and procedure, Courts, Inven- 
tions and patents. 

For the reasons set out and under authority of 35 
U.S.C. 6, 37 CFR Part 1 is being considered for pro- 
posed amendment by adding new rules 1.200 to 1.208 as 
set forth below. 


PART 1 - Rules of Practice in Patent Cases 
DEPOSIT OF BIOLOGICAL MATERIAL 
1,200 Biological Material 


For the purposes of these regulations pertaining to the 
deposit of biological material for patent purposes, the 
term biological material shall include material that is ca- 
pable of self-replication either directly or after insertion 
into a host. Representative examples include bacteria, 
fungi including yeast, algae, protozoa, cell lines, plant 
tissue cells and seeds. Viruses, vectors, cell organelles 
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and other non-living material existing in and reproduc- 
ible from a living cell may be denosited by deposit of 
the host cell capable of reproducing the non-living mate- 
rial. Materials analogous to conventional chemical com- 
pounds such as proteins and enzymes are not subject to 
these regulations. 


1.201 Need to Make a Deposit 


(a) Where a claimed invention is, or relies on, a bio- 
logical material, the requirements of the first and second 
paragraphs of 35 U.S.C. 112 apply. Applicant is required 
to comply with these requirements in the written de- 
scription of the invention, which may include reference 
to known and readily available biological material. If the 
written description does not meet the requirements of 35 
U.S.C. 112, the specification may be supplemented by a 
deposit of samples of the biological material necessary to 
meet those requirements in a depository and under con- 
ditions complying with these regulations. 

(b) Biological material need not be deposited if it is 
known and readily available to the public or can be 
made or isolated in a reproducible manner from known 
and readily available material. Biological material will 
be considered to be known and readily available to the 
public if samples of the biological material are known 
and accessible without restriction to those who desire to 
obtain and test the biological material. Samples will be 
considered to be accessible even though some require- 
ment of law or regulation of the United States or of the 
country in which the depository institution is located 
permits access to the material only under conditions im- 
posed for safety, public health or similar reasons. 

(c) The reference to a specific organism or other bio- 
logical material in a specification disclosure does not 
create any presumption that the specific material is nec- 


essary to satisfy one or more requirements of 35 U.S.C. 
112 or that a deposit in accordance with these regula- 
tions is required. 


1.202 Acceptable Depository 


(a) A deposit may be made in any International De- 
positary Authority (IDA) as established under the Buda- 
pest Treaty on the International Recognitiua of the 
Deposit of Microorganisms for the Purposes of Patent 
Procedure. 

(b) A deposit may be made in any depository recog- 
nized to be suitable by the Office. Suitability will be de- 
termined by the Commissioner on the basis of the ad- 
ministrative and technical competence, and agreement of 
the depository to comply with the terms and conditions 
applicable to deposits for patent purposes. The Commis- 
sioner may seek the advice of impartial consultants from 
the biotechnology industry on the suitability of a deposi- 
tory. The depository must: 


(i) have a continuous existence; 

(ii) exist independent of the control of the depositor; 
(iii) possess the staff and facilities sufficient to enable 
it to examine the viability of a deposit and store it in 
a manner which ensures that it is kept viable and un- 
contaminated; 

(iv) provide for sufficient safety measures to mini- 
mize the risk of losing biological material deposited 
with it; 

(v) be impartial and objective; and 

(vi) furnish samples of the deposited material in an 
expeditious and proper manner. 


(c) If any depository under (a) or (b) defaults or dis- 
continues the performance of any of the tasks it should 
perform, the Office will recognize as a substitute in any 
pending application or patent a viable deposit made with 
an IDA or depository recognized to be suitable by the 
Office which is transferred to said depository from the 
defaulting depository in the manner required for replac- 
ing a deposit under §1.204. 
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(d) A depository seeking status under (b) must direct a 
communication to the Commissioner which shall: 


(i) indicate the name and address of the depository to 
which the communication relates; 

(ii) contain detailed information as to the capacity of 
the depository to comply with the requirements of 
(b), pseges pew y mr on its legal status, scientific 
standing, staff and facilities; 

(iii) indicate that the depository intends to be avail- 
able, for the purposes of deposit, to any depositor 
under these same conditions; 

(iv) where the depository intends to accept for de- 
posit only certain kinds of biological material, specify 
such kinds; 

(v) indicate the amount of any fees that the said de- 
pository will, upon acquiring the status of suitable 
depository under (b), charge for storage, viability 
statements and furnishing of samples of the deposit. 


(e) Once a depository is recognized to be suitable by 
the Commissioner or has defaulted or discontinued its 
performance under this section, notice thereof will be 

ublished in the Official Gazette of the Patent and 
rademark Office. 


1.203 Time of Making an Original Deposit 


(a) An original deposit may be made at any time be- 
fore filing an application for patent or during pendency 
of the application for patent pursuant to a requirement 
that will be made by the examiner no later than the date 
the Notice of Allowance and Issue Fee Due is mailed. 

(b) When the original deposit is made in a depository 
defined in §§1.202(a) or (b) after the effective filing date 
of an application for patent, a verified statement will be 
required from a person in a position to corroborate the 
fact that the biological material described in the applica- 
tion as filed is the same biological material which is de- 
posited in the depository defined in §§1.202(a) or (b). 


1,204 Replacement of Deposit 


(a) Where a depository possessing the original deposit 
cannot furnish samples of the deposit for any reason, the 
depository shall, promptly after having noted its inabili- 
ty to furnish samples, notify the depositor of such inabil- 
ity, indicating the cause thereof, and the depositor shall 
be required to make a new deposit of the biological ma- 
terial which was originally deposited within three 
months of receiving notification that the depository can- 
not furnish samples. The replacement shall be made in 
the same depository as the original deposit except (1) 
where the original depository has lost its status under §§ 
1.202(a) or (b) or no longer carries out its obligations ap- 
plicable tothe involved deposit; or (2) where the deposi- 
tory for health or other legitimate reasons is unable to 
provide samples to requesters outside of the jurisdiction 
where the depository is located. 

(b) An applicant or patent owner shall notify the Of- 
fice in writing as soon as reasonably possible after a re- 
placement deposit is made in each application or patent 
affected. This notification shall state the name and ad- 
dress of the depository, the accession number for the de- 
posit, the date of making the deposit, the results of a via- 
bility test (as provided for in §1.206), the reason for 
making the replacement deposit, and a statement that the 
replacement deposit is to the best of the depositor’s 
knowledge identical to the original deposit. The notifica- 
tion shall be placed in each application or patent file. 

(c) A depositor’s failure to replace a deposit within 
three months after learning or after receiving written 
notice from a depository that a replacement is needed 
may cause the application or patent involved to be treat- 
ed in any Office proceeding as if no deposit were made. 

(d) In the event a deposit is replaced, the PTO will 
apply a rebuttable presumption of an identity between 
the original and the replaced sample where the applica- 
tion or patent making reference to the deposit is relied 
upon during any Office proceeding. 
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1,205 Term of Deposit 


A deposit shall be made for a term of at least thirty 
(30) years after the date of a viable deposit and at least 
five (5) years after the most recent request for the fur- 
nishing of a sample of the deposited biological material 
was received by the depository. In any case, samples 
must be stored under agreements that would make them 
available beyond the enforceable life of the patent for 
which the deposit was made. 


1.206 Viability of Deposit 


(a) A deposit of biological material must be viable at 
the time of deposit and during the term of deposit. Via- 
bility may be tested by the depository or by another 
provided the material tested is received from the deposi- 
tory. The test must conclude only that the deposited ma- 
terial is capable of reproduction. No evidence is neces- 
sarily required relative to the ability of the deposited 
material to perform any function described in the patent 
application. 

(b) A viability statement for each deposit not made 
under the Budapest Treaty must be filed in the applica- 
tion and must contain: 


(i) name and address of the depository 

(ii) name and address of the depositor 

(iii) the date of deposit 

(iv) the identity of the deposit and the accession 
number given by the ——— 

(v) the date of the viability tesi 

(vi) the procedures used to obtain a sample if the test 
is not done by the depository, and 

(vii) a statement that the deposit is capable of repro- 
duction. 


(c) If a viability test indicates that the deposit is not 
viable upon receipt, or the examiner cannot, for scientif- 
ic or other valid reasons, accept the statement of viabili- 
ty received from the applicant, the examiner shall pro- 
ceed as if no deposit has been made. The examiner will 
accept the conclusion set forth in a viability statement 
issued by a depository recognized under §§1.202(a) or 
(b). 


1,207 Furnishing of Samples 


The deposit must be made under conditions that as- 
sure that 

(a) Access to the deposit will be available during pen- 
dency of the patent application making reference to the 
deposit to one determined by the Commissioner to be 
entitled thereto under §1.14 and 35 USC 122, and 

(b) All restrictions imposed by the depositor on the 
availability to the public of the deposited material will 
be irrevocably removed upon the — of the patent. 

(c) Upon request, the Office will certify whether a de- 


posit has been stated to have been made under condi- 
tions which make it available to the public as of the is- 
sue date of the patent grant provided the request 
contains: 


(i) The name and address of the depository 

(ii) The accession number given to the deposit 

(iii) The patent number and issue date of the patent 
referring to the deposit 

(iv) The name and address of the requesting party. 


1.208 Examination Procedures 


(a) The examiner shall determine in each application 
for an invention if a deposit is needed, in case one has 
not been made, or if a deposit actually made is accept- 
able for patent purposes. A deposit accepted in any de- 
pository under the Budapest Treaty shall be accepted 
for patent purposes if made under conditions complying 
with §1.207(b). If a deposit is required and has not been 
made in accordance with these regulations, the examiner 
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shall in an Office action reject the affected claims in the 
application under the appropriate provision of 35 U.S.C. 
112, explaining why a deposit is needed and/or why a 
deposit actually made cannot be accepted. 

(b) The applicant shall respond to a rejection under 
paragraph (a) of this rule by (1) making an acceptable 
— or assuring the Office in writing that an accept- 
able deposit will be made on or before the date of pay- 
ment of the issue fee or (2) establishing that the ieweheed 
biologicai material is known and readily available to the 
public or (3) arguing why a deposit is not required un- 
der the circumstances of the application considered. 
Other replies to the examiner’s action shall be consid- 
ered non-responsive. The rejection will be repeated until 
either (b)(1) or (b)(2) is satisfied or the examiner is con- 
vinced that a deposit is not required. 

(c) If an application is otherwise in condition for al- 
lowance except for the required deposit and the Office 
has received a written assurance that an acceptable de- 
posit will be made on or before payment of the issue fee, 
the Office will mail to the applicant a Notice of Allow- 
ance and Issue Fee Due together with a requirement 
that the required deposit be made within three months. 
The period for satisfying this requirement is extendable 
under 37 CFR 1.136. Failure to make the required de- 
posit in accordance with this requirement will result in 
abandonment of the application for failure to prosecute. 

(d) For each d it made pursuant to these regula- 
tions, the specification shall contain: 


(i) accession number for the deposit; 

(ii) date of the deposit; 

(iii) taxonomic description of the deposit; and 
(iv) name and address of the depository. 


COMMENTS AND RESPONSES 


The following responses are directed to the comments 
received in response to the draft policy statement on the 
deposit of biological materials for patent purposes. The 
comments are arranged to generally correspond to the 
order of topics addressed in the draft guidelines. 


Comment: 

The guidelines should make explicit that it is the Ex- 
aminer’s, not the applicant’s, burden to show that a writ- 
ten description is not adequate to describe the invention 
as claimed. This has been a real problem in that simply 
because a microorganism or other biological material is 
involved in a particular claimed invention, it is automati- 
cally assumed that a deposit should be required. This is, 
of course, quite out of touch with reality especially 
when it comes to inventions relating to recombinant 
technology. 

Response: 

This suggestion has been in effect, since the PTO 
clearly has the initial burden of giving reasons, support- 
ed by the record as a whole, as to why the written de- 
scription is not sufficient to enable one skilled in the art 
to make and use the claimed invention in the absence of 
a particular microorganism or other biological material. 
All assertions that the written description is not enabling 
without a deposit must be supported by the examiner 
with (1) evidence or (2) reasons to support the conclu- 
sion of noncompliance. New rule 1.201(c) being consid- 
ered for proposal also provides explicitly that there is no 
presumption that a specific material is required simply 
because it is described in the specification. 

Comment: 

If enablement and description requirements can be 
met with a written description, is a deposit required 
solely for compliance with the best mode requirement? 
Response: 

The best mode requirement of the first paragraph of 
35 U.S.C. 112 is a separate and distinct requirement 
from the enabling requirement. Jn re Newton, 414 F2d 
1400, 163 USPQ 34 (CCPA 1969). The best mode re- 
quirement is a safeguard against the possible seifish de- 
sire on the part of some people to obtain patent protec- 
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tion without making a full disclosure. The requirement 
does not permit an inventor to disclose only what is 
known to be the second-best embodiment, retaining the 
best as a trade secret. The fundamental issue that should 
be addressed is whether there was evidence to show 
that the quality of an applicant’s best mode disclosure is 
so poor as to effectively result in concealment. In re 
Sherwood, 615 F2d 809, 204 USPQ 537 (CCPA 1980). 
If a deposit is the only way to comply with the best 
mode requirement then the deposit must be made. 
Comment: 

We regret that the PTO has not attempted to provide 
some guidance as to the circumstances under which a 
biotechnology invention will be deemed to be reproduc- 
ible from the written description alone. One such cir- 
cumstance would appear to be where sequence data for 
the transcriptional unit of rDNA vector is available ei- 
ther directly from the specification, or from the 
published literature. 

Response: 

While such guidance may be of some assistance, it 
may be of momentary value because of the changing na- 
ture and development of technology. In addition, useful 
guidelines would be difficult in view of the tremendous 
variety of factual circumstances that play a role in deter- 
mining whether the claimed invention can be practiced 
without undue experimentation. Some guidance is avail- 
able in Ex Parte Forman, 230 USPQ 546 (BPAI 1986) 
where the Board of Patent Appeals and Interferences 
summarized eight (8) factors to be considered in a deter- 
mination of “undue experimentation.” 

Comment: 

Please consider replacing the word “define” in the 
phrase “define the metes and bounds of the claimed in- 
vention” with the word —support— because applicant 
should be allowed to select representative biological 
samples to place on deposit which support rather than 
define the “metes and bounds” of the claimed invention. 

Moreover, the deposited biological sample which ap- 
plicant demonstrates, by the description in the applica- 
tion, to be operable should be deemed sufficient by the 
PTO to satisfy the deposit requirement and provide ade- 
quate basis for applicant to claim variants of the deposit- 
ed material. Another comment expressed concern that 
limiting claims to the deposited material (Ex Parte Jack- 
son) may become the norm in patent examination prac- 
tice if such language is included. 

Response: 

Claims are required to set out and circumscribe a par- 
ticular area with a reasonable degree of precision and 
particularity. 35 U.S.C. 112, second paragraph. This re- 
quirement is separate and distinct from the requirement 
of the first paragraph of 35 U.S.C. 112 that the specifica- 
tion disclosure enable one skilled in the art to make and 
use the invention to a degree commensurate in scope 
with the claims. Under appropriate circumstances, it 
may be necessary to specially recite and limit the claims 
to the deposited biological material in order to adequate- 
ly define the metes and bounds of the claimed invention. 
Ex parte Jackson, 217 USPQ 804 (Bd. App. 1982). How- 
ever, the mere facts that a claimed invention requires 
the use of a living organism or that samples of a living 
organism that may be used in the claimed invention 
have been deposited are never alone sufficient to require 
applicant to comply with the deposit guidelines or limit 
any claim to the deposited material. 

Comment: 

There is some interest that the Patent and Trademark 
Office be requested to print deposit information on the 
front page of the issued patent - analogous to the cited 
references rather than buried in the general text. 
Response: 

At the last meeting of the WIPO Permanent Commit- 
tee on Patent Information, a revised standard was ap- 
proved recommending use of INID (Jnternationally 
agreed Numbers for The /dentification of Data) codes to 
identify bibliographic data on the front page of patent 
documents. A new INID Code (83) has been approved 
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to identify information concerning the deposit of micro- 
organisms, e.g., under the Budapest Treaty. 

The PTO is not considering the publication of deposit 
information on the front page of an issued patent be- 
cause of the substantial administrative burden that would 
be involved for a relatively small number of patents. No 
compelling need or rationale is apparent that would jus- 
tify the cost for the rare case where such a format may 
be more convenient. 

Comment: 

The practice of presenting a microorganism for depos- 
it in connection with a patent application was initially 
adopted as a means for complying with the requirements 
of Section 112. The PTO’s current proposal would make 
a deposit mandatory under administrative rulemaking, 
for compliance with the requirements of 35 U.S.C. 112 
in an invention which “depends on the use of biological 
material”. 

Response: 

e PTO proposal does not make a deposit mandato- 
ry for an invention which depends on the use of biologi- 
cal material. The PTO policy and deposit requirements 
are intended to provide guidance in thos situations when 
it is determined that a deposit is necessary to satisfy one 
or more requirements of 35 USC 112. The proposed 
rules concern the requirements and procedures for mak- 
ing a suitable deposit if it is determined that a deposit is 
required before a patent can be granted. The guidelines 
associated with the proposed rules recognize that the 
specification may properly rely on information which is 
publicly available. 

Comment: 

Some recognized culture collections do not make 
their strains readily available. What can a requester do if 
it is found that the biological material is not readily 
available. Most of us do not have access to legal re- 
course. 

Response: 

The PTO will assume that any deposit made accord- 
ing to these regulations will be readily available upon 
the granting of the patent. This is a rebuttable presump- 
tion that could be overcome only by evidence of the na- 
ture which would show that the patent relied upon is in- 
operative. Since every patent is presumed valid and 
since that presumption includes the presumption of oper- 
ability, the burden of proof is high. The PTO does not 
have the resources to police the depositories such that 
the depositor must assume the risk that the depository 
selected will preserve and maintain the deposit made. 
Comment: 

It was suggested that the statement that the availabili- 
ty of the biological material must be such that there is 
no reasonable basis to question the continued availability 
of the biological material beyond the enforceable life of 
a patent was overly stringent. Citing In re Metcalfe, 410 
F.2d 1378, 161 USPQ 789 (CCPA 1969). 

Response: 

e suggestion that the proper perspective should be 
whether there is reasonable basis to believe that the bio- 
logical material will cease to be available during the life 
of the patent has been adopted. 

Comment: 

The draft guidelines indicated that a material would 
be considered te be known and readily available to the 
public even though some requirement of law or regula- 
tion restricted access to material for safety, public health 
or similar reasons. It has been suggested that the term 
“national security” be specifically defined in the list of 
exceptions since this constitutes the basis which pre- 
cludes making available to the public significant amounts 
of governmental information. It was further suggested 
that the phrase “of either of the United States or of the 
state in which the depositor or the depository institution 
is located” be added after regulation in the acknowledg- 
ment of the fact that biotechnology is an international 
industry. Finally, it was noted that companies may find 
it advisable to restrict access even in the absence of any 
formal legal requirement for product liabilty reasons so 
that the PTO should regard more leniently restrictions 





JANUARY 5, 1988 


which are fully ay oy for public health reasons even 
if not required by law or regulation, and particularly if 
they are required by an insurer. 

Response: 

First, the PTO has not seen fit to add national securi- 
ty as a specific item which would it restriction on 
access to a biological material which would still be con- 
sidered to be known and readily available. It is difficult 
to determine with any degree of certainty what. any 
country may consider to be national security. Further, 
an invention which involved national security matters 
would not be published before the restrictions on access 
to that invention involving national security were re- 
moved. 

Secondly, while the international scope of the biotech- 
nology industry is clearly recognized, the proposal to in- 
clude the country or state in which the depositor is 
located would appear to be unnecessary so long as the 
requirement of law or regulation would apply to the de- 
pository institution where the deposit is located. Ac- 
cordingly, the suggestion has been adopted to this ex- 
tent. 

Finally, it is believed inappropriate for the PTO to 
accept a biological material to be known and readily 
available to the public on the basis of what some private 
insurer may require of the depositor. Unless the restric- 
tion is based on some requirement of law or regulation 
which restricts access to the material for safety, public 
health or similar reasons, the PTO will not consider that 
a pa gy material is known and readily available to 
the public. 

Comment: 

It was suggested that a biological material should not 
have to be deposited if it could be readily reproduced 
from materials known and available to the public based 
on the description of how to make and use found in the 
disclosure. 

Response: 

This suggestion has been adopted in the first sentence 
of new rule 1.201(b) being considered for proposal 
which includes the statement that the biological material 
need not be deposited if it can be made or isolated in a 
reproducible manner from known and readily available 
material. 

Comment: 

The guidelines had stated that the fact that the biolog- 
ical material had multiple known uses would tend to 
provide assurance that the required biological material 
would continue to be available. It was noted that this 
might be construed to mean that a recitation of multiple 
uses in applicant’s disclosure is evidence that the biologi- 
cal material would be readily available to the public 
which clearly it is not. 

Response: 

The person making the comment accurately noted 
that the two have no bearing one to the other. Howev- 
er, if there was evidence that the biological material had 
been put to use for more than one purpose by a variety 
of people, it would be considered to constitute at least 
an indication that the biological material in question was 
known and accessible to those who desire to obtain at 
least a sample of the subject biological material. It 
would have been evidence of distribution in commerce, 
consistent with the idea that it was known and readily 
available. 

Comment: 

With respect to biological material that is known and 
readily available, the initial guidelines indicated that the 
written description in the specification should contain in- 
formation on the biological material to the extent avail- 
able. This, according to the comment, could be con- 
strued as requiring an enormous amount of information. 
Response: 

This comment is well taken. Accordingly, new rule 
1.201(b) would be proposed to require that the written 
description of the biological material should be sufficient 
to allow one of ordinary skill in the art to identify and 
obtain the publicly available material. 
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Comment: 

The initial guidelines stated that material would be 
considered to be known and readily available if the bio- 
logical material was known and accessible to those who 
would desire a sample to practice the invention. The 
comment indicated that the word “practice” implies a 
right to utilize the deposited materials and thus the in- 
vention. This right does not exist absent a license if the 
material is protected by a patent. Experimental use is 
not a right but rather an exception to a finding of in- 
fringement and thus subject to different burdens of 
proof. It was suggested that the word “test” be 
substituted for practice. 

Response: 

This suggestion would be adopted in new rule 
1.201(b) since the concept of whether a biological mate- 
rial is known and readily available to the public is not 
determined on the basis of whether or not its manufac- 
ture, use or sale would infringe an existing patent. 
Comment: 

There is no statutory basis in U.S. law for supporting 
the position that availability of the biological material 
must extend beyond the enforceable life of a patent. To 
require otherwise is to inequitably place a patentee in a 
position that amounts to guaranteeing a supply of the 
“manufacturing facilities” to competitors at little or no 
cost and at a time when the competitors are free to use 
the deposited material without an accompanying benefit 
to the ex-patentee. 

Response: 

This provision finds specific basis in the decision of 
Ex Parte Lundak, and is based on one of the basic prin- 
ciples of the patent system - i.e. that a patent is an exclu- 
sionary right granted for a “limited” time and that the 
public is not excluded from practicing the invention 
once the patent expires. This does not mean that the pat- 
entee must be a perpetual supplier of the biological ma- 
terials that may be necessary to practice the invention. 
However, it does mean that the patentee should not be 
permitted to place a limitation on the accessibility of the 
necessary biological material once the patent expires. As 
noted by the Court in Jn re Metcalfe, 410 F2d. 1378, 161 
USPQ 789 (CCPA 1969) it is always possible that the 
practice of a given patented invention may become im- 
possible because an essential material becomes unavail- 
able due to a lack of raw materials, public disaster, or 
other occurrence not within the control of the patentee. 
The proposed regulations contemplate that the patentee 
would not control the availability of the biological mate- 
rial once the patent has expired. 

Comment: 

The phrase “known and readily available” should be 
in the disjunctive. There is no case regarding regular 
chemical inventions that chemicals used by an applicant 
need to be both known and readily available. 

Response: 

The phrase “known and readily available” was select- 
ed to indicate public accessibility to those wishing to 
test the biological material. A material may be known in 
the sense that its existence has been published, but is not 
available to those who wish to test that particular 
known biological material. In addition, a biological ma- 
terial may be available in the sense that those having 
possession of it would make it available upon request, 
but no one has been informed of its existence. Conse- 
quently, the concept of known and readily available is 
considered to accurately define the level of public acces- 
sibility to the biological material intended. 

Comment: 

An examination of the PTO policy statement on the 
deposit of biological materials suggests that the only safe 
procedure for satisfying the requirements of 35 U.S.C. 
112 would be to require a deposit or to establish that the 
biological material is readily available in nature or can 
be obtained by some type of screening procedure. The 
other criteria set forth pertaining to “known and readily 
available to the public” did not appear to have sufficient 
safeguards for access during the term of the patent and 
after its expiration date. 
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Response: 

While there is clearly an element of risk involved in 
trying to preserve living matter over an extended period 
of time even with a deposit, the Office believes that 
where there is a sufficient indication that the biological 
material has reached a sufficient level of accessibility 
and availability for distribution which is intended to be 
captured by the concept of “known and readily avail- 
able” the public interest has been served as necessary to 
support a patent grant. The incentives provided by the 
patent system should not be constrained by the possibili- 
ty that a disclosure that was once enabling would be- 
come non-enabling over a period of time through no 
fault of the patentee. In re Metcalfe,. 

Comment: 

Several people made comments relative to the com- 
mercial availability of the biological material being an 
indicator that the material was known and readily avail- 
able. Suggestions were made to substitute “applicant or 
applicant’s assignee” for those relying on the availability 
of the biological material and to clarify the “patent 
holder’s agent”. 

Response: 

The PTO does not want to guess or be constrained by 
any particular business relationship that may be created 
to control accessibility of the biological material to the 
public. The concept was intended to embrace the situa- 
tion where an applicant or a patentee before the Patent 
and Trademark Office relying on the public availability 
of the biological material through a commercial supplier 
is not likely to restrict access once the patent is granted. 
Comment: 

While some characterize the PTO’s concern for com- 
mercial suppliers under the control of those relying on 
the availability of the biological material as almost 
insulting, others indicated that they could appreciate the 
PTO’s concern when the patent holder controls com- 
mercial availability. One person suggested that a patent 
owner who tried to restrict access after a decision was 
made not to enforce the patent would run the risk that a 
disgruntled requester would seek treble damages anti- 
trust action based on patent misuse, or a requester might 
file a complaint with the FTC or the anti-trust division 
of the U.S. Department of Justice. Moreover, it was 
suggested that a disappointed requester could certainly 
notify the PTO of the incident which might result in a 
disciplinary proceeding against the patent counsel, and 
would certainly discredit subsequent attempts by the 
same patent owner to rely on an allegation of commer- 
cial availability. It was also suggested that it would be 
appropriate for the PTO to suggest one or more means 
by which a patent owner could provide acceptable as- 
surance that the biological materials would remain avail- 
able such as by deposit of a performance bond which 
would be forfeited if the biological material is not pro- 
vided to a lawful customer upon tender of payment. 
Response: 

The PTO does not have the resources or expertise to 
engage in the type of enforcement procedures suggested 
in these comments. Further, there is clearly no evidence 
at this point in time to provide for the mere possibility 
that a commercial supplier may be motivated to elimi- 
nate or otherwise restrict access to the biological materi- 
al once the patent is no longer enforceable or a decision 
is made not to enforce the patent. 

The PTO will accept commercial availability as evi- 
dence that a biological material is known and readily 
available only when the evidence is clear and convinc- 
ing that the public has unrestricted access to the materi- 
al. A product could be commercially available but only 
at a price which effectively eliminates its accessibility to 
those desiring to obtain a sample. The relationship be- 
tween an applicant relying on a biological material and 
the commercial supplier relied upon is simply one factor 
that would be considered in determining whether the bi- 
ological material was known and readily available. 
However, the mere fact that the biological material is 
commercially available only through the patent holder 
or the patent holder’s agents or assigns shall not by itself 
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justify a finding of non-availability, absent reason to be- 
lieve that access to the biological material would later 
be improperly restricted. 

Comment: 

Several comments were received directed to the use 
of printed publications providing evidence that the bio- 
logical material is known and available to the public. It 
was suggested that the probative value of this ba of 
evidence should d d not only on the number of pub- 
lications but also the character and institutional affilia- 
tion of the publications. It was also suggested that for- 

i —— would rightfully object to consideration 
of whether the publications are domestic or foreign. One 
comment stated that the concept of peer review should 
be eliminated and that inquiry be made into whether the 
publication policy of the journal makes references to the 
availability of cited material, and whether that policy is 
in fact enforced. Finally, it was indicated that it. was im- 
practical to expect an applicant to provide a tally or 
comprehensive search of technical journals and patent 
literature to establish availability of biological materials. 
Response: 

The PTO does not believe that it is possible to list all 
the possible factors that might be considered relevant or 
how they would be weighed under any particular factu- 
al circumstances to determine whether a biological ma- 
terial is known and readily available to the public. How- 
ever, it is considered appropriate to list exemplary 
factors that might be considered in determining the pro- 
bative value of this type of evidence. There was no in- 
tent to discriminate between domestic and/or foreign 
applicants or publications, but the reference to domestic 
and foreign publications could be an indication of the 
scope of distribution of the biological material in ques- 
tion. Thus, publications in a single country, whether it 
be domestic or foreign to the United States, would sug- 
gest more limited distribution than references and publi- 
cations of both domestic and foreign origin. Finally, 
there is no requirement to demonstrate that a biological 
material is known and readily available by any particular 
set of facts, but the PTO has provided some guidance in 
proposed rule 1.201(b) and associated text as to the vari- 
ety of circumstances that an applicant may use to estab- 
lish that a biological material is known and readily avail- 
able to the public. 

Comment: 

The language pertaining to declarations of 
accessibility which indicate a preference for those who 
are not members of the same organization as applicants 
in the application should be deleted because it suggests a 
higher level of credibility attaches to the declaration of 
such an individual. 

Response: 

While it is recognized that the declaration executed 
by any declarant is subject to the same penalties under § 
1001 of Title 18 of United States Code, it can be agreed 
that the evaluation of declarations should be based sole- 
ly on their merit and not the organizational relationship 
between the inventor and the declarant. However, the 
preference was directed not to the credibility of the de- 
clarant, but whether accessibility was known beyond the 
confines of the organization of which both the applicant 
and the declarant were members. The knowledge might 
be compared to an uncataloged manuscript in a library 
that was distributed among the staff of an organization 
which included that library but was unknown to people 
outside that organization. Again, the mere fact that ap- 
plicant and declarant were members of the same organi- 
zation should not by itself justify a finding that the bio- 
logical material in question is not known and readily 
available. Other factors such as the nature of the organi- 
zation, distribution of the biological material, and proce- 
= or mechanisms for access would also be consid- 
ered. 

Comment: 

The meaning of the term “abundantly” as modifying 
the availability in nature of the biological material was 
not understood. It was pointed out that a rare microor- 
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ganism might be readily obtained if a good screening 
procedure was available. It was also pointed out that it 
was not understood what is meant by evidence of being 
available in nature since a description in the patent of a 
precise geographic location should be sufficient because 
this is an instance when a deposit is not required. 
Response: 

These suggestions have been essentially adopted. As 
noted in one of the comments, the decision by the PTO 
Board of Patent Appeals and Interferences (Reinhardt, 
U.S. Patent 4,548,814) held that a description of the pre- 
cise geographic location of Marine Tunicates used in the 
patent was adequate to satisfy the enablement require- 
ment. However, use of the term “readily” to define 
availability is considered appropriate to define that de- 
gree of availability which would be reasonable under the 
circumstances. For example, when an applicant tried to 
rely on patent applications which had been opened for 
public inspection in Rhodesia, Panama and Luxembourg 
to fulfill the enabiing requirement, the Court held that 
when no guide at pee been given in the application, 
an applicant must show that anyone skilled in the art 
would actually possess the requisite knowledge or 
would reasonably be expected to check the source 
which the applicant relies — to complete his disclo- 
sure and would be able to locate the information with 
no more than reasonable diligence. In re Howarth, 210 
USPQ 689 (CCPA 1981). 

Comment: 

It was suggested that there is no good reason why a 
previous deposit can be relied upon only when it is re- 
ferred to in a United States patent or statutory invention 
registration as opposed to a foreign patent. One person 
went so far as to suggest that any reference to a micro- 
organism deposited in one of the recognized depositories 
should be sufficient in and of itself. 

Response: 

Since the arrangement made with the depository is 
one between the depository and the depositor, the sim- 
ple deposit of a biological material in a recognized de- 
pository is not sufficient in and of itself to satisfy the re- 
quirement of the biological material to be known and 
readily available. However, if the deposit has been ac- 
cepted under the Budapest Treaty and made under con- 
ditions that all restrictions on its accessibility will be ir- 
revocably removed upon the granting of the patent, 
whether the deposit is referenced in a United States or 
foreign patent document would not make any difference. 
However, there may be limitations on release of the bio- 
logical materials that are permitted in other countries 
but which are not within the scope of the conditions ac- 
cepted in the United States once the patent has been 
granted. Consequently, the mere reference in any docu- 
ment, be it a United States patent or a patent in a coun- 
try foreign to the United States is not in and of itself suf- 
ficient to establish that it is known and readily available 
unless the deposit has been made under conditions 
which are consistent with those specified in these pro- 
posed rules. 

Comment: 

It would be very helpful if you included a statement 
to the effect that if a deposit meets the requirement of 
the Budapest Treaty, the Office will accept the deposit. 
Response: 

An explicit provision to this affect would be included in 
new rule 1.208(a). It would state that a deposit accepted in 
any depository under the Budapest Treaty shall be accept- 
ed for patent purposes if made under the conditions com- 
plying with 1.207(b)-that all restrictions on the availability 
to the public of the deposited material will be irrevocably 
removed upon the granting of the patent. The additional 
requirement of 1.207(b) must be stated since the Budapest 
Treaty leaves to the national laws the specific provisions 
to obtain access to a sample after the patent has issued. 
The requirement to maintain a viable deposit of the bio- 
logical material (1.204a) recognizes the public interest in 
the availability of the information and materials to make 
and use the claimed invention. 
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Comment: 

The inventor of a biological invention should not be 
hostilily discriminated against by satisfying a higher bur- 
den to prove enablement but should instead be treated 
on the same basis as are all other applicants. The pro- 
posed guidelines should allow for and recognize that in 
many instances a deposit simply is not required. 
Response: 

There was no intent in the proposed guidelines nor in 
the proposed rules to alter in any way the standard of 
enablement required by 35 U.S.C. 112, first poe 
The rules being considered by the PTO specifically indi- 
cate that a biological material need not be deposited if the 
written description is sufficient to meet the requirements 
of 35 U.S.C. 112 or if the biological material is known and 
readily available to the public or can be made or isolated 
in a reproducible manner from known and readily avail- 
able materials. See new rules 1.202(a) and (b) being con- 
sidered for proposal. In addition, it is specifically stated 
that the mere reference to a specific organism or other bi- 
ological material in a specification disclosure does not cre- 
ate any presumption that the specific material is n 
to satisfy one or more requirements of 35 U.S.C. 112 or 
that a deposit is required to be made. See new rule 
1.201(c) being considered for proposal. 

Comment: 

Requiring that the deposits be made in an IDA is ex- 
cessively burdensome, particularly to a small inventor 
and those academic institutions which generate in the 
course of a typical research program dozens or even 
hundreds of hybridomas which must then be deposited if 
the institution is to comply with PTO deposit guidelines. 
Depositing of biological materials (when required) at 
any location should be sufficient providing that the aver- 
ments for appropriate access and supply of viable mate- 
rial can be made. The patentee has the most at stake in 
insuring that the deposit is maintained and available dur- 
ing the life of the patent. If the deposit is permanently 
lost, the patent will be lost also. The entire rationale for 
requiring an independent depositor is to remove the re- 
sponsibility from the patentee and place it in the hands 
of an independent third party. If the depository is re- 
quired to replace a strain if it becomes non-viable, it 
would appear that double depositing is necessary. The 
logical thing, according to one comment, is either to 
have the third party depository entirely responsible for 
the culture or to permit the depositor to maintain his 
own cultures. 

Response: 

The concept of an independent depository or an IDA 
as an acceptable depository is based on the need and de- 
sire to ensure the safe and reliable storage of a deposited 
biological material under circumstances that are free of 
the opportunity for intentional or negligent handling of 
the deposited material. The use of an independent depos- 
itory or an internationally recognized depository will 
tend to preserve the integrity of the deposit process 
against those that may accidently alter the deposited ma- 
terial, may wish to tamper with the deposited material 
or may wish to resume control of its availability when 
the patent is no longer enforceable, and to preserve the 
interest of the public in the free access to the biological 
material for any purpose once the term of the patent ex- 
pires. Further, while the PTO is constrained to approve 
independent depositories other than an IDA, the PTO 
has neither the resources nor capability to assess the in- 
dividual capability of any party that wishes to act as its 
own depository. The rules under consideration are in- 
tended to minimize depositories that will be found ac- 
ceptable. 

The concept of having an independent depository in 
addition to the requirement of the depositor to replace a 
culture which is no longer viable is based on the premise 
that the patent owner has an interest in maintaining the 
accessibility of the deposit during the enforceable life of 
the patent for its own protection, and has an obligation 
to the public to ensure access to that deposit during the 
period of enforceability so that a third party could test 
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the biological material, and availability to the public af- 
ter the patent expires. A patentee should not be able to 
intentionally convert a patented biological material to a 
trade secret merely because it was no longer interested 
or able to enforce the patent. 

Comment: 

A depository does not normally notify the depositor 
when his strains are supplied to third parties except un- 
der the Budapest Treaty. Does this mean we must now 
change our policy. 


Comment: 

Several comments were received to the effect that 
due to the nature of deposits, and the ease with which 
harmful infringing acts can be practiced following ac- 
cess to deposited material, it is reasonable to require that 
minimum restrictions be made before a request for ac- 
cess to a deposit is satisfied. Such minimum restrictions 
should include (1) identification of the ultimate recipient 
and (2) an averrment that the ultimate recipient will not 
use the deposited materials for any uses which would in- 
fringe a valid claim and (3) a — against transfer 
to third parties. The thrust of these arguments is that a 
patentee has a definite interest in knowing to whom the 
deposited material is being released and such restrictions 
would provide the patentee with some measure of pro- 
tection against those who would unfairly profit from the 
required deposit. It was concluded that these provisions 
would not in any substantive way interfere with the pur- 
pose of a deposit under 35 U.S.C. 112 or the public dis- 
closure function served by the patent system. 

Response: 

While the unique nature of a deposit in satisfying the 
enabling or other requirements of 35 U.S.C. 112 is rec- 
ognized, every patent is required to place in the hands 
of those skilled in the art to which the invention pertains 
the information required to make and use the invention 
without undue experimentation. The PTO does not re- 
strict or otherwise monitor the sale of other patent doc- 
uments containing an enabling disclosure nor place any 
limits on the further disposition of patents that it sells. 
Consequently, there is no basis in the law for treating a 
patent directed to an invention requiring the use of a de- 
posited biological material in any manner different from 
a patent which does not require a deposit. Patents not 
requiring a deposit may involve subject matter which is 
just as difficult to detect infringement as it may be 
where no deposit is required. 

The PTO recognizes the unique nature of an inven- 
tion which requires the deposit of a sample of a biologi- 
cal material as part of the disclosure, particularly as it 
relates to the attendant risks that the sample may be 
used in a way or location that would avoid infringement 
of the patent. The PTO, however, solicits comments on 
the advisability of and rationale for seeking a provision 
in the law that would permit the type of restrictions on 
access to a deposit after the patent issues that are recom- 
mended in the Apr. 8, 1987 WIPO report on the Indus- 
trial Property Protection of Biotechnological Inventions. 
These recommendations, on which we are seeking com- 
ment, were as follows: 


Samples shall be furnished only if the requesting party 
has undertaken vis-a-vis the owner of the patent on 
which the request is based, for the period during which 
the patent is in force: 

(i) not to make the deposited biological material or 
any biological material derived therefrom available 
to any third party; 

(ii) to use the deposited biological material or any bi- 
ological material derived therefrom only for experi- 
mental purposes concerning the invention; 

(iii) not to export the deposited biological material or 
any biological material derived therefrom to any oth- 
er country or, if the sample was obtained in the 
country where the depository institution is located 
and that country is not the country in or for which 
the patent on which the request was based has been 
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ted, to any other country than the country in or 
or which the relevant patent has been granted; 
(iv) the requesting party shall have the burden of 
proof concerning compliance with the undertakings 
referred to in subparagraphs (i-iii); and 
(v) for the purposes above, any biological material 
shall be deemed to be derived from the deposited bi- 
ological material if it is derived therefrom by cultur- 
ing or in any other way of replication, provided that 
the derived matter still exhibits those characteristics 
of the deposited biological which are essential for the 
carrying out of the invention. 

Comment: 

The guidelines appear to ignore that the identification 
of ultimate recipient and limitations on further transfer 
are required in many cases under the export control 
laws administered by the Commerce Department. De- 
positories such as the ATCC regularly apply for licenses 
before releasing strains. It would appear entirely consis- 
tent, therefore, to allow depositors to require that re- 
questers comply with the export control laws since the 
depository must do so in any event. 

Response: 

The rules being considered by the PTO require only 
that the depositor make the deposit under such condi- 
tions that all restrictions made by the depositor on the 
availability to the public of the deposited material will 
be irrevocably removed upon the granting of the patent. 
This condition does not affect laws or regulations that 
restrict access for public health or safety reasons. 
Comment: 

The requirement for the patentee to notify the deposi- 
tory promptly after issuance of the patent is unwise and 
unnecessary. One comment suggested that the use of the 
word “promptly” is vague and presents the opportunity 
for problems to arise. The provision was considered un- 
necessary. because the depository releases the deposit 
when the requester provides the depository with a copy 
of the issued patent. 

Response: 

This provision has been removed from the rules being 
considered by the PTO. However, it should be noted 
(new rule 1.201(c) being considered for proposal) that 
the mere reference to a specific biological material in 
the specification disclosure does not create any presump- 
tion that the specific material is necessary to satisfy one 
or more requirements of 35 U.S.C. 112 or that a deposit 
in accordance with Office policy has been made. A pro- 
cedure is defined in new rule 1.207(c) being considered 
for proposal whereby the Office would certify whether 
a deposit has been made under conditions which make it 
available to the public as of the issue date of the patent 
grant. 

Comment: 

Some of the comments received on the requirement 
for a viability statement provide an adequate response to 
other comments received. For example, some comments 
indicated that there should be a presumption that the mi- 
croorganism is alive and that such testing should not be 
required. On the other hand, one comment was received 
to the effect that we should be aware of the problem 
that material shipped to depositories which, presumably, 
was viable when shipped, is received and when tested is 
not viable. This is not uncommon at the ATCC. Anoth- 
er comment indicated that if a viability statement is re- 
quired it should be done by the depository if the biologi- 
cal material is deposited in a public depository. Another 
comment indicated that this person was pleased that we 
have included the third party competent to test for via- 
bility option. In some cases tests for viability can require 
expertise which might not be available at a depository. 
This option could be very helpful. 

Response: 

Based on the evidence and comments received to 
date, the PTO is convinced that the requirement for a 
viability test is appropriate. 

Comment: 

A deposit for either the enforceable life of the patent 

or for the 30/5 years of the Budapest Treaty should te 
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considered acceptable. While the Budapest Treaty is an 
executive agreement, and therefor cannot override any 
clear dictate of 35 U.S.C. 112, it seems presumptuous for 
an Office of an executive department to adopt a policy 
which is contrary to that embodied in an executive 
agreement. 

Response: 

e period literally defined in the mo ~ Treaty is 
considered acceptable for a deposit le under that 
Treaty. However, it is not difficult to imagine a situation 
where the period defined in the Budapest Brg | would 
not necessarily extend beyond the enforceable life of the 
patent. In the Board’s decision in Ex Parte Lundak, it 
was noted that one of the basic principles of the patent 
system was that the public would not be prohibited from 
practicing the invention after the enforceable life of the 
patent. Implicit in that basic principle is the logic that a 
depositor should not be able to make a deposit under 
conditions that do not provide for storage beyond the 
enforceable life of the patent. Nor do we believe that 
the Budapest Treaty contemplated that the deposit 
would not be available while the patent is in force. The 
patentee need not be a tor of the availability of 
the deposited material r the enforceable life of the 
patent, but neither should the patentee be permitted to 
provide for storage only up to the date the patent ex- 
pires. 

Comment: 

The requirement for corroboration goes beyond the 
holding in Lundak. The requirement is unprecedented in 
ex parte prosecution. The PTO has regularly accepted 
Rule 131 declarations without corroboration, and to re- 
quire it in the deposit situation would be completely in- 
consistent. The guidelines also fail to address what 
would be sufficient corroboration. 

Response: 

The degree of corroboration required would depend 
on circumstances in the individual application. For a sit- 
uation such as Lundak where a mistake was made rela- 
tive to the presence of a deposit at the time of filing 
followed by a deposit within a week to ten days, a veri- 
fied statement tracing the steps undertaken to deposit 
the biological material from the point of time of the fil- 
ing date of the application to the actual deposit would 
be sufficient. It is os function of the description require- 
ment to ensure that the subject matter that is later 
claimed in the patent was described in the application as 
originally filed. Consequently, an applicant who waits to 
make the deposit until sometime after the filing date of 
the application has the burden of showing that which is 
later deposited was the same biological material as 
existed and was described in the application as originally 
filed. Corroboration can take any form which is suitable 
to establish the fact, as op; to a bare statement 
made on information and belief, that the d ited mate- 
rial is the same as that which existed as of th filing date 
of the application. If the material was viable and capable 
of reproduction as of the time of deposit, the verified 
statement should indicate that the material was viable 


and capable of reproduction as of the filing date. 
Comment: 

It would seem that the two month formalities notice 
under Ex Parte Quayle would be Sas oa used in 


instances where an application is allowable but assurance 
of public accessibility has not yet been made. There is 
no statutory authority for setting a three month period 
for response which would not be extendable upon pay- 
ment of the appropriate fee. 

Response: 

The PTO believes that once the issue of deposits has 
been either resolved or is in dispute, no additional time 
should be necessary. The basic concern is an adverse im- 
pact on pendency and disclosure to the public for no ap- 
parent reason. If an applicant is going to dispute the ne- 
cessity of a deposit or the conditions under which it is 
made, then an appropriate appeal can be taken on that 
issue. If applicant agrees that a deposit is necessary, the 
three month period to pay the issue fee is considered ad- 
equate to get that job done. Nevertheless, provision has 
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been made in new rule 1.208(c) being considered for 
proposal for an extension of time under 37 CFR 1.136. 
Comment: 

There should be more specific guidelines as to the 
form of assurances that will be accepted for making an 
appropriate deposit. An averment by the applicant, as- 
signee or attorney, in papers submitted during pendency 
of the application should be acceptable to the PTO. De- 
ceit by such applicant, attorney or assignee should be 
dealt with in the same manner as deceit in conventional 
chemical cases. 

Response: 

e Office will accept any assurance made in the 
record with the intent that the PTO rely on applicant to 
fulfill the deposit requirement as set forth in these pro- 

rules. The PTO will ensure that applicants have 
filed a statement that all conditions have been satisfied 
before the application is allowed to become a patent. 
Comment: 

The PTO policy and guidelines should not make state- 
ments or predictions as to burden of —_ during enforce- 
ment or other actions in a court of law. The indication 
that the burden of proof to establish an identity between 
the replaced sample and the original deposit may be on 
those seeking to enforce the patent outside the PTO goes 
against a statutory presumption of validity. 

Response: 

e rules being considered by the PTO are limited to 
the presumption that the PTO will make in any proceed- 
ing involving the patent before the PTO. 

Comment: 

It has been suggested that the procedure to be 
followed when biological material becomes unavailable 
be separate from the rest of the paragraph dealing with 
replacement deposits so that these separate situations are 
not viewed as one. For example, cessation of availability 
of biological material not previously deposited can result 
from, for example, the bankruptcy of the sole commer- 
cial supplier of the material. Under such circumstance, a 
deposit of no longer readily available material would be 
required. 

Response: 

Since the necessity or desirability of replacing a de- 
posit may arise from a number of circumstances, the 
PTO does not consider it appropriate to define separate 
rules or procedures for making a replacement under 
each circumstance. The rules being considered by the 
PTO are limited to a replacement right only for the 
original depositor. As one comment observed, the law 
on property rights in biological materials is somewhat 
unclear at this time and redeposit by a party other than 
the original depositor might be considered an act of con- 
version, depending on the precise circumstances. More- 
over, the PTO has indicated an intention of applying a 
rebuttable presumption that once a biological material 
has been deposited for the term and under conditions 
specified in these rules under consideration by the PTO, 
the biological material deposited would be considered to 
be known and readily available to the public. 

Comment: 

The guidelines are unclear as to the ability to obtain 
the benefit of a foreign priority date. Apparently, the 
PTO is aware that Lundak held that 35 U.S.C. 112 re- 
peep that a deposit be made and a reference added to 

e specification before the U.S. patent issues Thus, 35 
U.S.C. 119 affords the benefit of the priority date even if 
the priority document fails to mention a deposit and 
even if a deposit had not been made. 

Response: 

The PTO will follow the same procedures for han- 
dling a claim for foreign priority in all applications. The 
examiner will acknowledge a claim for foreign priority 
when all formal requirements are met and will not con- 
sider the merits of an applicant’s claim of priority unless 
a reference is found with an effective date between the 
date of foreign filing and the date of filing in the United 
States or when an interference situation is under consid- 
eration. Where the merits of a claim for priority need to 
be determined, the examiner will follow the guidelines in 
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Section 201.15 of the Manual of Patent Examining Pro- 
cedure in making that determination. It must also be em- 
phasized that applicants may not be granted priority in 
applications filed in countries foreign to the United 
States if they fail to make a deposit in a permanent de- 

itory acceptable to that foreign country before the 
filing date of the application in the United States. 
Comment: 

If a deposit is found to be contaminated, what option 
does a depositor have? Can the deposit be replaced and 
the original deposit date be retained? 

Response: 

If a deposit can still be considered to be viable, even 
though contaminated, the rules being considered by the 
PTO would not permit replacement of the original de- 
posit. While there may be an appropriate mechanism for 
substitution of a deposit number in an existing applica- 
tion, the original deposit, even though contaminated, 
would provide the best evidence of whatever it was that 
was originally deposited and should be preserved. 
Comment: 

If a deposit does not produce the product for which it 
was deposited (antibiotic, for instance), what option does 
a depositor have? Can the deposit be replaced and the 
original date retained? 

Response: 

Any deposit which is made in accordance with the 
rules being considered by the PTO would have only a 
viability statement associated with it. There is absolutely 
no proof that the material originally deposited was capa- 
ble of producing the product for which it was deposited. 
While it’s clearly in the interest of the public to have a 
deposit available to it which is capable of making the 
product for which it was deposited, the destruction or 
replacement of the best evidence of what was originally 
deposited should not be lost if made in association with 
an existing patent. Perhaps the depositories should con- 
sider preservation of samples of the original deposit in 
conjunction with a deposit which is neither contaminat- 
ed nor incapable of producing the product for which it 
was deposited. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


June 19, 1987. 


[1082 OG 47] 


(133) Plant Life — Patentable Subject Matter 

The decision by the Board of Patent Appeals and In- 
terferences in Ex Parte Hibberd (Sept. 18, 1985) held 
that the Plant Patent Act (35 USC 161-164) and the 
Plant Variety Protection Act (7 USC 2321 et seq.) do 
not represent the exclusive forms of protection for plant 
life covered by these acts, and that there is no irrecon- 
cilable conflict between these plant-specific statutes and 
35 USC 101. It is clear from the Board decision that 
plant life is not excluded from patent protection under 
35 USC 101. 

Accordingly, the Patent and Trademark Office is now 
examining applications including claims to plant life — 
e.g., plants per se, seeds, plant parts. To the extent that 
the claimed subject matter is directed to a “‘nonnaturally 
occurring manufacture or composition of matter — a 
product of human ingenuity” (Diamond v. Chakrabarty, 
447 U.S. 303 (1980)), such claims will not be rejected 
under 35 USC 101 as being directed to unpatentable sub- 
ject matter. 


DONALD J. QUIGG, 
Commissioner of Patents and 
Trademarks—Designate. 


[1060 OG 4] 


Oct. 8, 1985. 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 21001-201] 


File Wrapper Continuing Application Procedure 


(134) 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases to provide a new 
procedure for filing continuation, continuation-in-part, 
and divisional patent applications. This procedure is be- 
ing provided to simplify filing and processing of contin- 
uation, continuation-in-part and divisional patent applica- 
tions which have heretofore required a new set of 
application papers. By using the application which is to 
be abandoned, the procedure will eliminate many of the 
problems currently involved in preparing and 
processsing such continuing patent application papers. 
Effective Date: Feb. 27, 1983. 

For Further Information Contact: Mr. Louis O. Maassel 
by telephone at (703) 557-3070, or by mail marked to his 
attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: The Patent and Trademark 
Office is amending the rules of practice for patent cases 
to permit an applicant to file a continuation or division 
of a pending patent application by simply filing a request 
therefor and paying the necessary application filing fee. 
To file a continuation-in-part application, an amendment 
adding the additional subject matter and an oath or dec- 
laration relating thereto is also required. 

The “file wrapper continuing” {FWO) procedure is in- 
corporated in the rules by adding a new §1.62. Under 
this simplified procedure, any continuing application 
such as a continuation, yma ste gga or divisional 
application may be filed by using the papers in the 
copending prior application, which application will be- 
come automatically expressly abandoned. Under the 
FWC procedure, a new serial number is assigned and 
the specification, drawings and other papers in the par- 
ent application file wrapper are used as the papers in the 
continuing application. Changes in inventorship may be 
made. The “file wrapper continuing” (FWC) procedure 
is available for utility, design, plant, and reissue applica- 
tions to the full extent that continuing applications can 
now be filed in such applications. Use of the FWC pro- 
cedure will automatically result in express abandonment 
of the prior application as of the date that the continua- 
as continuation-in-part, or divisional application is 
ued. 

The FWC procedure could be used for any continua- 
tion, continuation-in-part or divisional application pro- 
vided the applicant wishes the copending prior applica- 
tion to become abandoned. If a divisional application is 
desired without abandonment of the parent application, 
the procedure under §1.60 should be used. Applicant 
also has the option of filing new application papers with 
a reexecuted oath or declaration. 


Background 


The notice of proposed rulemaking was published in 
the Federal Register on Nov. 7, 1980 at 45 FR 73965 
and in the Official Gazette on Dec. 9, 1980 at 1003 O.G. 
9. An oral hearing was held on Feb. 4, 1981. 


Discussion of Major Issue Involved 


A continuatior or divisional application is an applica- 
tion in which the disclosure is identical to an earlier ap- 
plication. However, the claims may be changed. Contin- 
uation applications are often filed in situations where the 
applicant feels that the issue of patentability has not been 
satisfactorily resolved before the examiner and the appli- 
cation is not in condition for an appeal from the final re- 
jection to the Board of Appeals. Divisional applications 
are filed voluntarily or as a _ result of a 
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requirement for restriction by the examiner in a prior 
application. Continuation-in-part applications are filed 
where additional subject matter is added and claimed in 
the application. Under 35 U.S.C. 120 of the patent law, 
a continuation, continuation-in-part or divisional applica- 
tion may be filed during the pendency of the prior appli- 
cation and the benefit of the filing date of the prior ap- 
plication for the subject matter disclosed therein may be 
obtained. 

The practice under §1.60 has resulted in a number of 
problems, especially difficulties in obtaining good-quality 
— of prior applications. In addition, the practice in- 
volves unnecessary handling and processing delays. 

Under new §1.62, the specification, claims and draw- 
ings, and any amendments in the prior application are 
made available for use in the continuation, continuation- 
in-part, or divisional application. A new filing fee is re- 
quired in accordance with 35 U.S.C. 41 and 37 CFR 
1.16. The only other statutory requirement under 35 
U.S.C. 111 is a signed oath or declaration. Since a con- 
tinuation or divisional application cannot contain new 
matter, the oath or declaration filed in the prior applica- 
tion would supply all the information required under the 
statute and rules to have a complete application and to 
obtain a filing date. Accordingly, the previously-filed 
oath or declaration will be considered to be the oath or 
declaration of the §1.62 continuation or division. How- 
ever, if a continuation-in-part application is being filed, 
or a correction of inventorship is being made, then a 
new oath or declaration must be signed and filed by the 
applicant. 

The original disclosure of an application filed under 
§1.62 will be the original parent application as executed 
by the inventor(s). However, the filing fee will be based 
on the claims in the §1.62 application after entry of any 
unentered amendments under §1.116 in the prior applica- 
tion and any preliminary amendment which may accom- 


pany the FWC request and filing fee. The Certificate of 
Mailing Procedure under 37 CFR 1.8 will not apply to 
filing a request for a “File Wrapper Continuing” appli- 
cation since the filing of such a request is considered to 
be a filing of application papers for the purpose of 
obtaining an application filing date (37 CFR 1.8(a)(i)). 
The 7 plicant may file a signed FWC request and the 


regular g fee under §1.16 and other necessary papers 
with the Patent and Trademark Office, either by mail 
addressed to “Box FWC” or in person with the mail 
room. An individual check or deposit account authoriza- 
tion should accompany each FWC application, since 
combined checks delay processing. 


The Correspondence and Mail Division will sort out 
all “Box FWC” envelopes upon receipt and deliver 
them to a reader for prompt special handling. The read- 
er would apply the “Mail Room” date stamp and mark 
the categories of the fees. The papers for each FWC ap- 
plication would be assigned a regular national serial 
number and be placed in a “Jumbo” size file wrapper. 
The Special Handling Branch will review the FWC re- 
quest for accuracy and completeness and assign the fil- 
ing date if everything appears to be in order. Problems 
will be handled, insofar as possible, by calling the appli- 
cant or attorney by telephone. There will be no need for 
any processing of the FWC application by the Classifi- 
cation or Examination Branches of Application Division 
since there are no papers to be examined and the FWC 
application will be routed to the group assigned the pri- 
or application. When the FWC application file wrapper 
is received in the examining group, the parent applica- 
tion will be promptly obtained and processed by a cleri- 
cal staff member. 

All of the correspondence from the Office in a FWC 
application will refer to the FWC application serial 
number and filing date and will be processed in the same 
manner as any other continuation, continuation-in-part 
or divisional application. The first action final rejection 
procedures set forth in §706.07(b) of the Manual of Pa- 
tent Examining Procedure will also apply to FWC appli- 
cations filed under §1.62. 
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The PALM III system will supply information to au- 
thorized persons as to the location of the parent 
application file wrapper and will tie the parent applica- 
tion number to the C application number. 

The _— of §1.62 provide that if any application 
in the file wrapper is available to the public that all ap- 
a gg in the file wrapper will be available to the 
public. 

Some of the anticipated benefits of the new §1.62 pro- 
cedure are the following: 


For the Applicant 


1. Formal requirements will be minimal. 

2. A more prompt first action in the continuing appli- 
cation should be received in view of reduced processing 
time. The Application Division can process promptly all 
§1.62 applications with minimal effort. In the examining 
groups, the applications will be given high priority for 
processing purposes. ~i tre ‘ 

3. Amendments made to the specification, drawings 
and claims of the prior application will carry over into 
the §1.62 continuing application and will not need to be 
resubmitted in the continuing application. 


For the Public 


1. The dency of a series of applications should be 
reduced since the time delay before examination and is- 
suance of a continuing application filed under the §1.62 
procedure would be reduced. 

2. The entire record of prosecution could be in one 
file wrapper under the §1.62 procedure, even if several 
continuing a are filed. This will result in easi- 
er access by the public to a series of applications if a pa- 
tent is later issued. 


For the Patent and Trademark Office 


1. The workload of reviewing and processing-new ap- 
plication papers in the Application Division will be 
reduced. 

2. The examining group clerks will not be required to 
again enter amendments made in the prior application. 

3. Less storage space will be required under §1.62 
since there will be fewer papers to store. 

4. The prior application file history and references cit- 
ed therein will be readily available to the examiner un- 
der §1.62 and will not need to be ordered from aban- 
doned files. 

5. The Office will not be required to prepare a copy 
of the prior application file under the §1.62 procedure. 


Discussion of Comments Received 


After careful consideration of the comments which 
have been received, the proposed rulemaking relating to 
file wrapper continuing application procedure is being 
adopted with certain changes. A total of 23 comment let- 
ters were received. Six of these letters were received from 
patent law organizations. Two persons presented oral 
comments at the hearing. The comments of 6 letters sup- 
ported the proposed rulemaking without further sugges- 
tions for ne A Only one letter opposed the proposal. 

Seven of the letters urged adoption of a procedure 
whereby an applicant could pay a fee to have a final re- 
jection withdrawn so that prosecution could be extended 
in an application rather than filing a continuing applica- 
tion. This suggestion was not adopted for several rea- 
sons. Such a procedure could not be used for filing of 
continuation-in-part applications, the average pendency 
of applications in the Office would be extended, and sig- 
nificant problems in internal record systems would be 
created. 

A number of comments were received which present- 
ed specific suggestions to proposed §1.62. Four letters 
commented that the requirement of proposed §1.62(a)(4) 
to supply information as to title, applicant, correspon- 
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dence address, etc. in order to file under §1.62 could 
easily lead to filing errors. 

In final §1.62(a)(3) only the serial number, filing date 
and applicant’s name of the prior application are re- 
quired. The filing of information relating to the title, ap- 

licant’s name, etc. is however urged —— (e) of 
inal §1.62 and is needed to prepare Office records and 
the filing receipt. 

One comment letter was received which indicated 
that a specific reference should be made to unentered 
amendments filed under 37 CFR 1.116. Such a reference 
has been added to paragraph (a)(2) of §1.62. 

Two letters objected to the requirement in proposed 
§1.62(a)(2) that a new set of claims be presented. This 
requirement has been deleted from final §1.62. 

A number of general comments were also presented 
relating to §1.62. One comment argued that the pro- 
posed practice would encourage abuse by examiners of 
the second action final rejection practice. In response to 
this argument, it is felt that the proposed procedure 
would not create any new problems. 

One comment indicated that problems involving ac- 
cess to the file wrapper may arise. It is felt, however, 
that access problems should not arise in view of para- 
graph (c) of final §1.62 which relates to waiver of secre- 
cy. The current PALM III computer record system is 
capable of indicating the location of both the prior and 
continuing applications. 

One comment was received relating to proposed 
§1.138 which indicated that the reference to §1.60 was 
confusing. The reference to §1.60 has been deleted in fi- 
nal§1.138. 

New §1.62 sets forth the requirements of the file 
wrapper continuing procedure. 

Section §1.138 is amended so that a registered attor- 
ney or agent could, without being of record, file a §1.62 
application and expressly abandon a pending prior appli- 
cation. Such an action would not affect applicant’s 
rights to any great extent since the prior application 
would only be expressly abandoned if a filing date was 
granted to a continuing application. 


Other Considerations 


Environmental, Energy, and Other Considerations: The 
rule change will not have a significant impact on the 
quality of the human environment cr the conservation of 
energy resources. 

This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980(44 U.S.C. 3501 et seq.). 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties because it adds no burdens and does simplify filing 
procedures (Regulatory Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq., since no significant additional record keeping or re- 
porting requirements are placed upon the public. In fact, 
some paperwork, especially that related to preparing ap- 
plication papers and amendments, will be reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Lawyers. 
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(Text 3 adopted rules appears in 37 CFR, revised July 
1, 1983. 


GERALD J. MOSSINGHOFF, 
Sept. 30, 1982. Commissioner of Patents 
and Trademarks. 
[FR Doc, 82-29283 Filed 10-23-82: 8:45 am] 
BILLING CODE 3510-16-M 


[1024 0.G. 59] 


(135) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Reissue, Reexamination, Protest and Examination 
Procedures in Patent Cases 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 
Summary: The Patent and Trademark Office is amending 
the rules of a in patent cases (1) to eliminate con- 
sideration of the so-called “no defect” reissue applica- 
tions, (2) to limit the participation by protestors during 
the examination of patent en. (3) to reject and 
permit appeal to the Board of Appeals for failure to com- 
ply with the duty of disclosure rather than striking ap- 
plications without appeal rights, and (4) to clarify the in- 
terface between patent application examination and pa- 
tent reexamination in certain areas. These changes are 
intended to (1) reduce the prosecution costs of patent 
applicants, and (2) permit some of the Patent and Trade- 
mark Office resources now devoted to consideration of 
the so-called “no defect” reissue applications, and to ex- 
tensive participation by protestors during application ex- 
amination, to be directed toward reduction of the back- 
log of pending patent applications. The changes are also 
intended to provide for review by the Board of Appeals 
of duty of disclosure issues which arise during patent ap- 
plication examination. The rule changes are further in- 
tended to clarify the interface between the duty of dis- 
closure during patent application examination and the 
duty of disclosure during patent reexamination, as well 
as the treatment of concurrent reissue and reexamination 

roceedings on the same patent. 

lective Date: July 1, 1982. 

For Further Information Contact: Mr. R. Franklin Bur- 
nett by telephone at (703) 557-3054 or by mail marked to 
his attention and addressed to the Commissioner of Pa- 
tents and Trademarks. Washington, D.C. 20231. 


Supplementary Information: 
Background 


A notice of proposed rulemaking was published in the 
Federal Register on Nov. 10, 1981, at 46 FR 55666— 
55672 and in the Official Gazette on Dec. 8, 1981, at 
1013 O.G. 19-25. An oral hearing was held on Feb. 4, 
1982. Forty-two written letters and statements were sub- 
mitted. Fourteen persons testified at the oral hearing 
which resulted in 113 pages of testimony. Consideration 
was also given to the comments presented at the oral 
hearing on Apr. 16, 1981, relating to the proposed rules 
for implementing patent reexamination. 


Objectives of Rule Change 


The rule change is designed to adopt and implement 
suggestions from members of the public for changes in 
patent examination practice considered desirable in light 
of the implementation of statutory patent reexamination, 
contained in Public Law 96-517. Many of the persons 
who commented in writing and at the hearing held on 
Apr. 16, 1981, on the proposed rules for implementing 
patent reexamination favored modification of patent ex- 
amination rules as amended herein. This rule change is 
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designed to implement the suggestions received and, in 
particular, to reduce the prosecution costs of patent ap- 
plicants by limiting the amount of participation by pro- 
testors during the patent application examination pro- 
cess. 

The rule change also seeks to reduce the amount of 
time required by the Patent and Trademark Office to ex- 
amine protested erga by limiting protestor par- 
ticipation. The technical expertise of the Patent and 
Trademark Office will continue to be available to make 
determinations of patentability on the basis of prior art 
and related facts on an ex parte basis. However, the pa- 
tent examiners in the Office are not trained as hearing 
examiners and have no substantial experience in han- 
dling inter partes matters. Under the rule change, protes- 
tor participation will be limited to the filing of papers in 
opposition to the grant of a patent with no Office com- 
munications to the protestor resulting therefrom beyond 
an acknowledgment of receipt of a protest or petition to 
strike in reissue applications. The opportunity to com- 


ment on Office actions and applicants’ responses is elimi-. 


nated. The rule change also intends to accomplish these 
purposes by eliminating the consideration of reissue ap- 
plications not initially presented to correct defects pur- 
suant to 35 U.S.C. 251. 

The rule change is also designed to provide for re- 
view by the Board of Appeals of duty of disclosure 
issues which arise during patent application examination. 
This is accomplished by amending §1.56(d) to provide 
that the claims in an application be rejected if upon ex- 
amination pursuant to 35 U.S.C..131 and 132 it is found 
that applicant is not “entitled to a patent under the law” 
because of fraud or a violation of the duty of disclosure. 
The rejection would be made under the same conditions 
and circumstances previously used to strike an applica- 
tion, i.e., “clear and convincing evidence” of fraud or 
any violation of the duty of disclosure through bad faith 
or gross negligence. The statute, 35 U.S.C. 131, provides 
for examination of an application “and if on such exami- 
nation it appears that the applicant is entitled to a patent 
under the law, the Commissioner shall issue a patent 
* * *” Section 132 of Title 35, United States Code, 
makes provision for the rejection of a claim for a patent 
as a result of the examination directed by 35 U.S.C. 131. 
While questions of fraud and violations of the duty of 
disclosure have historically been dealt with by the Com- 
missioner through the mechanism of striking the affected 
application, there is no statutory requirement that the 
Commissioner act in that manner. Clearly the Commis- 
sioner can choose how, and by whom, the examination 
directed by 35 U.S.C. 131 can be made. 35 U.S.C. 132 
authorizes a rejection in those circumstances where ap- 
plicant is not “entitled to a patent under the law.” The 
rule change simply modifies the mechanism and proce- 
dures which the Commissioner will use where the appli- 
cant is not “entitled to a patent under the law” because 
of failures to comply with §1.56(d). 

The rule change is also designed to clarify the inter- 
face between patent application examination and patent 
reexamination in certain areas. The two areas involved 
are duty of disclosure and concurrent proceedings in- 
volving a patent under reexamination and for which a 
reissue application has been filed. 

Sections 1.56, 1.106, 1.175, 1.193, 1.291, 1.555, 1.565, 
and 1.570 are amended to accomplish the purpose indi- 
cated above. 


Discussion of Specific Rules 
Access and Publication of Reissue Applications 


The changes proposed in §1.11 are not being adopted 
since only one of the twenty-two comments favored the 
changes. 
The publication of notices of the filing of reissues and 
provisions for public access to reissues will therefore 
continue as at present. Such _— eliminates the 
need for interested members of the public to periodically 
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monitor the patent files to determine if a reissue applica- 
tion has been filed. 


Amendments to $1.56 


A large majority of the comments supported the 
amendments to §1.56. A number of comments ques- 
tioned the advisability of having relatively inexperienced 
or non-attorney examiners handle questions of fraud or 
violation of the duty of disclosure. In response thereto, 
the amendments to the rule do not require that such 
questions be handled by the examiner who examines the 
opp ication for questions of obviousness, enablement, etc. 

¢ Office presently plans to have questions of ible 
fraud or violation of the duty of disclosure examined by 
examiners with legal training 4 — to the Office of 
the Assistant Commissioner for Patents. Several com- 
ments suggested that the provisions for striking an appli- 
cation pursuant to existing paragraph (c) of §1.56 are in- 
consistent with the rejection for fraud or violation of the 
duty of disclosure contemplated in the amendment to 
paragraph (d). In response thereto, it is os out that 
paragraph (c) of §1.56 makes. striking of the application 
discretionary with the Commissioner. It is thus more ap- 
propriate to retain this authority to strike the application 
in appropriate circumstances rather than to make it sub- 
ject to a rejection. No inconsistency is seen between the 
different routes under paragraphs (c) and (d) of §1.56. 
Several comments were received indicating concern 
about the possible delay of a decision by the Board of 
Appeals pending consideration of a fraud or duty of dis- 
closure question. In response to these concerns, it is 

inted out that less time overall will be required by 
ving the Board of Appeals consider the matter once 
rather than in a series of separate decisions. Further, ex- 
pense to the applicant will be minimized by one appeal 
rather than two. The amendments to §1.56 are adopted 
as proposed except for some clarifying changes in para- 


ph (g). 

Section 1.56 is amended by revising the title and para- 
Page (d), and by adding new paragraphs (e) through (i). 

e revision to the title and paragraph (d) provides for 
the rejection of claims upon examination pursuant to 35 
U.S.C. 131 and 132 on the ground that applicant is not 
entitled to a patent under the law if it is established by 
clear and convincing evidence (1) that any fraud was 
practiced or attempted on the Office in connection with 
the application, or in connection with any previous ap- 
plication upon which the application relies, or (2) that 
there was any violation of the duty of disclosure 
through bad faith or gross negligence in connection with 
the application, or in connection with any previous ap- 
plication upon which the application relies. Under 
amended paragraph (d), any rejection which would be 
made would include all the claims in the application. 

The standards to be used in rejecting the claims under 
paragraph (d) as amended, would be the same as those 
utilized by the Commissioner in striking applications 
pursuant to present paragraph (d), i.e., clear and con- 
vincing evidence of fraud or any violation of the duty of 
disclosure through bad faith or gross negligence. Consis- 
tent with present practice, the revision of paragraph (d) 
looks to fraud or a violation of the duty of disclosure 
through bad faith or gross negligence with relation to 
the application under consideration or any previous ap- 
plication upon which the application relies. 

The phrase “in connection with the application” is con- 
strued in the same manner as in the present unamended 
paragraph (d). For purposes of this section, a reexamina- 
tion proceeding on a patent would be considered as being 
“in connection with the application” insofar as consider- 
ation of any subsequent reissue application is concerned. 
The phrase also includes within its scope the mere refiling 
of the subject matter of an application in another applica- 
tion without relying in the second application upon the 
first application. Thus, an appropriate rejection upon ex- 
amination pursuant to 35 U.S.C. 131 and 132 based on 
conduct or actions proscribed by §1.56(d) could not be 
avoided merely by refiling the subject matter of the appli 
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cation in a second or subsequent application which did 
not rely upon the earlier application. The phrase “in 
connection with any previous application upon which 
the application relies” is intended to include all applica- 
tions upon which the application under consideration 
relies, either directly or indirectly. For example, an ap- 
plication to reissue a patent obviously relies upon the ap- 
plication which resulted in the patent sought to be reis- 
sued. Likewise, continuation applications, continuation- 
in-part applications, and divisional applications also rely 
upon one or more parent applications. 

New paragraph (e) of §1.56 normally delays the exam- 
ination of an application for compliance with paragraph 
(d) of §1.56 until such time as (1) all other matters are 
resolved, or (2) appellant’s reply brief pursuant to 
§1.193(b) has been received and the application is other- 
wise ready for consideration by the Board of Appeals, at 
which time the appeal will be suspended for examination 
pursuant to paragraph (d) of this section. Present plans 
are to have this examination on the question of fraud or 
violation of the duty of disclosure conducted by examin- 
ers with legal training assigned to the Office of the As- 
sistant Commissioner for Patents. re (e), as add- 
ed, would thus permit the resolution of issues arisin 
under §1.56(d) to be delayed until consideration of suc 
issues is necessary and appropriate. The practice under 
new paragraph (e) is generally consistent with present 
practice under paragraph (d) which normally delays the 
substantive resolution of fraud and duty of disclosure is- 
sues until other issues have been resolved in favor of ap- 
plicant. Under new paragraph (e) an appeal would be 
suspended for examination pursuant to amended para- 
graph (d) of §1.56 once appellant’s reply brief pursuant 
to §1.193(b) has been received and the application is oth- 
erwise ready for consideration by the Board of Appeals. 
If no questions of possible violation of §1.56 are raised 
or evident on the record before the examiner, no exami- 


nation for compliance with paragraph (d) of §1.56 will 
be undertaken. New ——— (e) provides for the re- 


opening of prosecution of the application to the extent 
necessary to conduct the examination pursuant to 
amended paragraph (d) of §1.56 including any appeal 
pursuant to §1.191. New paragraph (e) also indicates 
that where an appeal has already been filed based on a 
rejection on other grounds, any further rejection under 
amended paragraph (d) will be treated in accordance 
with amended §1.193(c). 

New paragraph (f) continues the present long stand- 
ing practice whereby any member of the public can file 
a petition to strike an application from the files pursuant 
to paragraph (c) of §1.56. Such petitions are currently 
being filed without specific mention in §1.56. Under re- 
vised§1.56 petitions to strike an application for a viola- 
tion of §1.56 are limited to violations of paragraph (c), 
with any violations of paragraph (d) being subject mat- 
ter for rejection under paragraph (d). New = (f) 
requires that any such petition alleging a violation of 
paragraph (c) which is entered in the application file 
must: (1) Be timely filed, (2) specifically identify the ap- 
plication to which the petition is directed, and (3) be 
served on the applicant or be filed with the Office in du- 
plicate in the event service is not possible. New para- 
graph (f) does not specifically limit a “timely petition” 
to any particular point in the examination of the applica- 
tion. Such petitions will generally be considered “time- 
ly” if they are filed before final rejection or allowance 
of the application by the examiner. Whether or not a pe- 
tition filed after final rejection or allowance of the appli- 
cation by the examiner is considered “timely” will de- 
pend upon the circumstances and the point in the 
prosecution at which the petition is submitted. 

New paragraph (f) requires that the petition specifi- 
cally identify the application to which the petition is di- 
rected. While an identification by application serial num- 
ber is not essential, the identification must include 
enough specificity that the Office can determine with 
certainty the application to which the petition is direct- 
ed. Paragraph 6) requires service of the petition on the 
applicant, or a duplicate copy in the event service is not 
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possible, before the petition will be entered. While the 
Office might, in some circumstances, reproduce’ and 
serve a petition on the applicant, a member of the public 
would have no assurance that this would be done and, 
under paragraph (f), could not rely upon the Office do- 
ing so. Paragraph (f) also requires that any petition filed 
by an attorney or agent comply with §1.346. 

New graph (g) of §1.56 assures a member of the 
public that a petition to strike an ——— for viola- 
tion of paragraph (c) of §1.56 which meets the require- 
ments of paragraph (f) will be considered by the Office. 
Language has been added to conform to additional lan- 

ge in §1.291(c). The Office will send petitioner an ac- 
owledgment of the entry of a petition to strike in a re- 
issue application file. However, the Office will not 
communicate with the member of the public filing such 
a petition in non-reissue applications, except for the re- 
turn of any self-addressed postcard which was enclosed 
which “pry | acknowledges receipt of the petition. The 
member of the public filing the petition will not be per- 
mitted to contact the Office as to the disposition, or sta- 
tus, of the petition, or to participate in any Office pro- 
ceedings relating to the petition. No further papers will 
be acknowledged or considered unless they raise new is- 
sues which could not have been earlier presented and 
thereby constitute a new proper petition. Mere argu- 
ments relating to the Office’s decision on the petition or 
applicant’s response to the petition would not qualify as 
a new proper petition. The disposition of the petition, 
once one has been filed, will, under ponents (g), be an 
ex parte matter between the Office and the applicant. 
Paragraph (g) provides for communication by the Office 
with the applicant regarding a petition to strike the ap- 
ae maa which has been entered in the application file. 
nder new paragraph (g) the applicant could be re- 
quired by the ice to respond to the petition. Any 
such response would be ex parte and would not be 
served on the member of the public filing the petition. 

New paragraph (h) of §1.56 provides that any member 
of the public may seek to have the claims in an applica- 
tion rejected pursuant to the amended paragraph (a) of 
§1.56 by filing a timely protest in accordance with §1.291. 
New paragraph (h) also requires that any such protest 
filed by an attorney or agent seeking a rejection of 
claims pursuant to amended paragraph (d) of §1.56 must 
be in compliance with §1.346. One comment suggested 
that the last sentence of paragraph (h) is redundant since 
§1.346 applies without any specific mention. After care- 
ful consideration of the comment the sentence is being 
retained in order to emphasize and remind attorneys and 
agents of the obligations imposed by §1.346. 

New paragraph (i) provides for the Office requiring 
the applicant to supply information pursuant to para- 
graph (a) of §1.56 in order for the Office to decide any 
issues relating to paragraphs (c) and (d) of §1.56, wheth- 
er or not such issues arise as a result of a petition or a 
protest, or arise from other sources, e.g., an examiner 
discovering the issue while studying the application file. 
Any requirements for information under new paragraph 
(i) will be ex parte in nature between the Office and the 
applicant..The ex parte nature of the requirements for 
information under new paragraph (i) differs from past 
practice under which information was required, or re- 
quested, from applicant and one or more petitioners or 
protestors in some cases. 


Rejection of Claims 


Five comments were submitted relating to new para- 
graph (c) of §1.106. Two of the comments favored the 
paragraph as written and three recommended modifica- 
tion or clarification of the paragraph to ensure that it is 
not inconsistent with In re Ruff et al, 45 CCPA 1037, 
118 USPQ 340 (CCPA 1958), and subsequent decisions. 
No modification or clarification of the paragraph is con- 
sidered necessary since the intent of the paragraph was 
not to change current practice, but was merely to em- 
phasize the importance placed on admissions and to 
make §1.106 more closely reflect current practice, which 
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includes practice following In re Ruff, et al., and subse- 
quent decisions. The amendments to §1.106 are adopted 
as proposed. 

tion 1.106 is amended to include a new paragraph 
(c) which emphasizes the importance placed on admis- 
sions by the applicant or the patent owner in a reexamina- 
tion proceeding insofar as matters affecting patentability 
are concerned. Paragraph (c) includes a reference to the 
use of rejections based upon facts within the knowledge 
of the examiner as provided in §1.107. Paragraph (c) does 
not constitute a c e in practice, but does result in 
§1.106 more closely reflecting current practice. 


Reissue Oath or Declaration 


Ten persons commented on §1.175. Four comments 
were received in support of the proposed change. Three 
of these favorable comments were from patent law 
groups. Of the six comments received o ing the 
change, two were from patent law groups. Eleven com- 
ments received at the Apr. 16, 1981, hearing on reexami- 
nation argued for retraction of the “Dann Amendments” 
which included §1.175(a)(4). Four comments at the Apr. 
16, 1981, hearing favored retaining the “Dann Amend- 
ments”. The arguments supporting the change were gen- 
erally that paragraph (a)(4) was not necessary in view of 
the new reexamination procedure. The arguments op- 
posing the deletion were generally that an inter partes 
practice before the Office is desirable from the stand- 

int of the judiciary and for a complete resolution of 
issues. After careful consideration of all of the argu- 
ments and the resources available in the Patent and 
Trademark Office, it is felt that the practice under para- 
graph (a)(4) of §1.175 should be discontinued and para- 
graph (a)(4) should be cancelled. 

The numbering of paragraphs (a)(5) and (6) is not be- 
ing changed. Proposed paragraph 1.175(a)(6) is being 
adopted as new paragraph 1.175(a)(7). The proposed 
wording is otherwise being adopted without change. 

Amended §1.175 eliminates paragraph (a)(4). Under 
paragraph (a)(4), the Office gave advisory opinions on 
patentability over additio prior art without any 
changes in the patent claims. The courts have generally 
refused to give preclusive effect to these advisory opin- 
ions. See PIC, Inc. v. Prescon Corp., 485 F. Supp. 1302, 
205 USPQ 228 (D. Del. 1980), and Rohm and Haas Co. 
v. Mobil Oil Corp., 525 F. Supp. 1298, 212 USPQ 354 
(D. Del. 1981). Accordingly, in view of the implementa- 
tion of patent reexamination pursuant to Pub. L. 96-517 
it is appropriate to discontinue the advisory opinions 
provided pursuant to §1.175(a)(4). Under amended 
§1.175 an applicant for reissue of a patent will be re- 
quired to file with the reissue application a statement un- 
der oath or declaration specifically averring a defect in 
the patent, e.g., “a defective specification or drawing,” 
or an excess or insufficiency in the claims. Amended 
§1.175 also requires, in paragraphs (a)(5) and (a)(6), that 
applicant specify “errors” as opposed to “what might be 
deemed to be errors.” Amended §1.175 effectively elimi- 
nates Office consideration of the merits of “no defect” 
reissue applications since any such “no defect” reissue 
applications filed after July 1, 1982, the effective date of 
the changes to §1.175, will not be examined as to ques- 
tions of patentability. In addition, §1.175(a)(7) has been 
added to parallel the provisions in §1.65 requiring the 
same acknowledgment of the duty of disclosure in the 
oath or declaration of reissue applications as in the case 
of non-reissue applications. 


Delay in Examination of Reissue Applications 


Six comments were received relative to the proposed 
changes in §1.176. One comment supported, and five 
comments opposed, deleting the two month waiting pe- 
riod before action could be taken by an examiner in a 
reissue application. The opposing comments favored 
retaining the two month period to provide an opportuni- 
ty for interested parties to submit information relating to 
the examination of a reissue application after notice of 
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the filing thereof has been published in the Official Ga- 
zette. Since the notices under §1.11 will continue to be 
published, no need is seen to change §1.176. The pro- 
posed change is therefore not adopted. 


Examiner’s Answer 


Only one comment was made relating to the proposed 
addition of paragraph (c) to §1.193. It suggested includ- 
ing a minimum time period for response in the rule. This 
suggestion was not adopted because in some circum- 
stances it may be appropriate to set a shorter or a longer 
period for the reply brief. The amendments to §1.193 are 
adopted as proposed. 

Paragraph (c) adds to §1.193 a provision that any de- 
cision rejecting claims pursuant to §1.56(d) in an applica- 
tion already on appeal from a rejection based on other 
grounds shall constitute a supplemental examiner’s an- 
swer introducing a new ground of rejection and remov- 


- ing the suspension of the appeal introduced pursuant to 


§1.56(e). Prior to entering any such supplemental exam- 
iner’s answer under paragaph (c), the Office may require 
information from applicant pursuant to paragraph (i) of 
§1.56. Under paragraph (c) of §1.193, the paw may 
file a reply to the ee ope examiner’s answer. Para- 
graph (c) provides that the appellant’s reply to the sup- 
plemental examiner’s answer will be considered and re- 
sponded to as necessary with appellant being provided 
with an additional month, or such other time as may be 
set, within which to reply to any such response from the 
Office. After introduction of a supplemental examiner’s 
answer pursuant to paragraph (c) and any replies and re- 
sponse thereto, the application will be forwarded to the 
Board of Appeals for consideration. 


Protests by the Public Against Pending Applications 


Fifteen persons commented on the proposed amend- 
ment of §1.291. Two persons suggested that protests be 
acknowledged by more than the return of a self-ad- 
dressed postcard. The suggestion has been adopted to 
the extent of providing for an acknowledgment of the 
entry of a protest in a reissue application file to be sent 
to the member of the public filing the protest. The sug- 
gestion has not been adopted insofar as original applica- 
tions are concerned since these applications are general- 
ly required to be kept in confidence under 35 U.S.C. 
122. Further, the use of return postcards is an estab- 
lished method of receiving acknowledgment from the 
Office that a paper has been filed. By merely returning 
the postcard to a protestor in an application for an origi- 
nal patent and directing Office initiated communications 
solely to applicant, the amount of Office resources re- 
quired will be minimized. 

Several persons commented that the protest proceed- 
ing should be more inter partes. The weight of the com- 
ments received at the hearings held on Apr. 16, 1981, 
and Feb. 4, 1982, and in writing, favored ex parte pro- 
veedings. To ensure that the proceedings are essentially 
ex parte, a sentence is being added to paragraph (c) of § 
1.291, indicating that active participation by a member 
of public ends with the filing of the protest. To retain 
the inter partes nature of the protest would be contrary 
to the majority of the comments received and to one of 
the major purposes of the rule change, i.e., to reduce the 
amount of time spent by the Office in examining 
protested applications. The amendments to paragraphs 
(a) and (b) of §1.291 are adopted as proposed and para- 
graph (c) is being revised as indicated above. 

Amended §1.291 continues to permit protests by the 
public against pending original and reissue applications. 
The protest may include any grounds which the member 
of the public filing the protest believes to be applicable. 

Amended paragraph (a) of §1.291 provides for entry 
of a protest in the application file if the protest specifi- 
cally identifies the application, is timely submitted, and 
is either served upon the applicant in accordance with 
§1.248, or filed with the Office in duplicate, in the event 
service is not possible. The comments made above in the 
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discussion of new pao (f) of §1.56 regarding the 
timeliness of the filing or submission, specific identi- 
fication of the application, and service on the applicant, 
are also applicable to the amendments of paragraph (a) 
of §1.291. The requirement that the Office acknowledge 
the filing of a protest is deleted from paragraph (a), but 
is covered in paragraph (c). 

New paragraph (b) of §1.291 assures members of the 
public that a protest will be considered by the Office if 
(1) it specifically identifies the application to which it is 
directed; (2) it is timely submitted; (3) it is properly 
served upon the applicant in accordance with §1.248, or 
is filed with the Office the duplicate in the event service 
is not possible; (4) it includes a listing of the patents, 
publications or other information relied upon and a con- 
cise explanation of the relevance of each listed item; (5) 
it includes a copy of each listed patent or publication 
or other item of information in written form, or at least 
the pertinent portions thereof; and (6) it includes an Eng- 
lish language translation of all the necessary and pertinent 
parts of any non-English language document relied upon. 
It is considered desirable that §1.291 advise members of 
the public as to the contents which should be included in 
any protest since there will be no Office communications 
directed to the member of the public submitting the pro- 
test under paragraph (c). Thus, under paragraph (c) mem- 
bers of the public will not be given an opportunity to 
complete any protest which is incomplete. Amended 
paragraph (c) provides for the acknowledgment of the en- 
try of a protest in a reissue application file. 

Amended paragraph (c) of §1.291 provides that a 
member of the public filing a protest in an application 
for an original patent will not receive any communica- 
tions from the Office relating to the protest, other than 
the return of a self-addressed postcard acknowledging 
receipt of the protest. Amended paragraph (c) of §1.291 
does not permit the member of the public filing the pro- 
test, or any other member of the public, to contact the 
Office as to the disposition, or status, of the protest or to 
participate in any Office proceedings relating to the pro- 
test. The disposition of the protest, once it has been filed 
will, under paragraph (c), be an ex parte matter between 
the Office and the applicant. However, applications 
Sal! are open to the public may be inspected pursuant 
to §1.11. 

Amended paragraph (c) provides for the Office to 
communicate with the applicant regarding any protest 
entered in the application file. Under paragraph (c), the 
applicant could be required by the Office to respond to 
the protest. Any response would be ex parte and would 
not be served on the member of the public filing the 
protest. Paragraph (c) provides for the Office to require 
applicant to supply information pursuant to pargraph (a) 
of §1.56 in order for the Office to decide any issues 
raised by the protest. Requirements for information un- 
der paragraph (c) will be ex parte in nature between the 
Office and the applicant. The ex parte nature of the re- 
quirements for information under paragraph (c) differs 
from past practice under which information could be re- 
quired, or requested, from applicant and one or more 
protestors. Under amended paragraph (c), the active 
participation of the protestor ends with the filing of the 
protest and no further submission on behalf of the pro- 
testor will be acknowledged or considered unless such 
submission raises new issues which could not have been 
earlier presented, and thereby constitutes a new protest. 
Mere arguments relating to an Office action or an appli- 
cant’s response would not qualify as a new protest. 


Duty of Disclosure in Reexamination Proceedings 


Only two comments were received relative to pro- 
posed§1.555. One comment — that the Office 
should never ignore a ‘violation of the duty of disclosure 
or leave it hanging. In response thereto, neither the stat- 
ute nor the presently existing reexamination rules pro- 
vide for reexamination on grounds other than those 
based on patents or printed publications. The second 
comment questioned whether a patent owner has a duty 
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to cite new prior art after a request but prior to an order 
to reexamine. No further clarification of the section is 
necessary since §1.555(a) specifies when the patent own- 
er should file a prior art statement in a reexamination 
proceeding. The amendments to §1.555 are adopted as 


proposed. : i 

Amended §1.555 makes the duty of disclosure in reex- 
amination proceedings more consistent with the duty of 
disclosure in patent applications. Paragraph (a) 
of §1.555 specifies that a duty of candor and good faith 
toward the Patent and Trademark Office rests on the pa- 
tent owner or involved employees of the patent owner, 
on each attorney or agent who represents the patent 
owner, and on every other individual who is substan- 
tively involved on behalf of the patent owner in a reex- 
amination proceeding. This rule is consistent with the 
duty set forth in §1.56(a) insofar as patent > ge ge 
are concerned, except that in paragraph (a) of 
§1.555 the patent owner is specified rather than the in- 
ventor as set forth in paragraph (a) of §1.56. This does 
not, however, impose the responsibility for compliance 
with the duty of disclosure on a corporate entity or or- 
ganization but leaves the responsibility with involved in- 
dividuals in the corporation or other organization. Para- 

h (a) of §1.555 places a requirement on the 
individuals identified to bring to the attention of the Of- 
fice patents or printed publications material to the reex- 
amination which have not been previously made of 
record in the patent file and specifies how that should be 
accomplished. 

Amended paragraph (b) of §1.555 essentially parallels 
existing a ¢) of §1.56 and makes similar pro- 
visions applicable to disclosures in reexamination pro- 
ceedings. 

Amended paragraph (c) of §1.555 provides that the 
duties of candor, good faith, and disclosure required in 
paragraph (a) of §1.555 have not been complied with if 
any fraud was practiced or attempted on the Office or 
there was any violation of the duty of disclosure 
through bad faith or gross negligence by, or on behalf 
of, the patent owner in the reexamination proceeding. 
The language of paragraph (c) refers to fraud or viola- 
tion of the duty of disclosure in the reexamination pro- 
ceeding since such conduct during the pendency of ap- 
plications is covered by §1.56. 

Amended paragraph (d) of §1.555 affirms that the 
responsibility for compliance with §1.555 rests upon the 
individuals identified in paragraph (a). Paragraph (d) 
also provides that no evaluation will be made in the 
reexamination proceeding by the Office as to compliance 
with §1.555. Paragraph (d) of §1.555 also provides that 
questions of compliance with §1.555 which are discov- 
ered during a reexamination proceeding will be noted as 
unresolved questions in accordance with present 
§1.552(c). Paragraph (d) will not preclude the patent 
owner from filing a reissue application to have questions 
of candor, good faith, and duty of disclosure considered 
and resolved, including such questions which arise dur- 
ing a reexamination proceeding, so long as the require- 
ments of 35 U.S.C. 251 have been met. Paragraph (d) 
does not preclude suspension or disbarment proceedings 
under present §1.348 based upon conduct during a reex- 
amination proceeding. 


Concurrent Office Proceedings 


Four comments were received on §1.565. One com- 
ment proposed adding a sentence at the end of para- 
graph (b) of §1.565 reflecting that reexamination would 
only be stayed in extraordinary situations. This sugges- 
tion has not been oo since it is considered inappro- 
priate to attempt to further define by rule the circum- 
stances under which a stay of the reexamination may be 
appropriate. Two comments were received raising ques- 
tions as to the treatment, during a merged reissue and 
reexamination proceeding, of broader claims which are 
present therein because of a reissue application which 
contained broadened claims. No clarification or change 
is mecessary since the broadened claims are 
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properly in the merged proceeding during the period it 
is merged. Such broader claims which are present in 
both the reissue and reexamination files during the pen- 
dency of the merged proceeding will be treated in ac- 
cordance with the reissue statute and case law during 
the pendency of the merged proceeding. If the merged 
proceeding ceases to exist because of the abandonment 
of the reissue application, the claims in the reexamina- 
tion file, including any broadened claims, will be exam- 
ined in accordance with the reexamination statute and 
rules. Finally, one comment did not agree with merging 
reissue and reexamination proceedings because the merg- 
er is not seen to produce cost savings or other salutary 
results. One of the reasons for the merged proceedings is 
to ensure that claims of differing scope and inconsistent 
responses are not presented at the same time in different 
proceedings in the same patent. Moreover, since the 
proceedings are concurrent rather than sequential, a sig- 
nificant savings in resources and overall pendency time 
may be realized by merging in many cases. 

The amendment to §1.565 clarifies the proposed lan- 
guage of paragraph (b), eliminates from paragraph (b) 
the last two sentences relating to the treatment of con- 
current reexamination and reissue proceedings, and adds 
a new paragraph (d) relating to this subject. The clarifi- 
cation in paragraph (b) is intended to avoid misinterpre- 
tations relating to stay determinations where concurrent 
litigation or reissue applications are involved. 

Under new paragraph (d), which is consistent with 
the practice presently in effect under paragraph (b), if a 
reissue application and a reexamination proceeding on 
which an order pursuant to present §1.525 has been 
mailed are pending concurrently on a patent, a decision 
will normally be made to merge the two proceedings or 
to stay one of the proceedings. New paragraph (d) also 
provides that where merger of a reissue application and 
a reexamination proceeding is ordered, the merged ex- 
amination will be conducted in accordance with present 
§§1.171-1.179. The examiner, in examining the merged 
proceeding, will apply the reissue statute and case law, 
in addition to applicable provisions of §§1.171-1.179, to 
the merged proceeding. This is appropriate in view of 
the fact that the statutory provisions for reissue applica- 
tions and reissue application examination include, inter 
alia, provisions equivalent to 35 U.S.C. 305 relating to 
the conduct of reexamination proceedings. New para- 
graph (d) of §1.565 makes clear that the patent owner 
must place and maintain the same claims in the reissue 
application and the reexamination proceeding during the 
pendency of the merged proceeding. Under new para- 
graph (d) of §1.565 the examiner’s actions and any re- 
sponses by the patent owner in a merged proceeding 
will apply to both the reissue application and the reex- 
amination proceeding and will be physically entered into 
both files. New paragraph (d) also provides that any 
reexamination proceeding merged with a reissue applica- 
tion shall be terminated by the grant of the reissued pa- 
tent. The amendments to §1.565 are adopted with the 
changes or clarification indicated in paragraph (b). 


Reexamination Certificate 


Section 1.570, as amended, revises paragraph (e) to re- 
fer to new paragraph (d) of §1.565 rather than para- 
graph (b) in order to reflect the changes in §1.565. 

No comments were received concerning the section 
and it is adopted without change. 


Interim Procedures on Applications Pending on Effective 
Date 


On July 1, 1982, the revised procedures of §§1.56(d) 
and 1.193(c) will apply to any applications then pending 
which have not been the subject of a final Office deci- 
sion on questions of fraud or violation of the duty of dis- 
closure. Any petition to strike an application from the 
files or any protest against a pending application filed 
prior to July 1, 1982, will be governed by the rules in 
effect prior to that date. Any applications filed under 
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§1.175(a)(4) prior to July 1, 1982, will be examined until 
the application is amended and a reissue patent issues 
thereon or the application becomes abandoned. For a 
discussion of the interim practice in effect prior to July 
1, 1982, see 1013 O.G. 18-19. 

Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Fiexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
oe pe a is not a major rule under Executive Or- 

ler d 


List of Subjects in 37 CRF Part 1 


Administrative practice and procedure, Courts, Free- 
dom of information, Inventions and patents, Lawyers. 


Amendment of Regulations 


(Text of adopted rules appear in 37 CFR, 
revised July 1, 1983.) 


GERALD J. MOSSINGHOFF, 
Apr. 6, 1982. Commissioner of Patents 
and Trademarks. 
[FR Doc. 82~-13613 Filed 5-18-82; 8:45 am] 
BILLING CODE 3510-16-M 


[1019 O.G. 37] 


(136) Interim Reissue, Reexamination, Protest, And 
Examination Procedures In Patent Cases Pending 
Proposed Revision of 37 CFR §§1.11, 1.56, 1.106, 

1,175, 1.176, 1.193, 1.291, 1.555, 1.565, and 1.570. 


This notice sets forth, in general, the practice the Of- 
fice intends to follow pending a final determination on 
the “Notice of proposed rulemaking” published in the 
Federal Register on November 10, 1981, at 46 F.R. 
55666-55672. The “Notice of proposed rulemaking” is 
also being published in this issue of the Official Gazette. 


Practice Relating To §1.11 


Any reissue application which is presently open to in- 
spection by the general public pursuant to present 
§1.11(b), and any reissue application filed before the ef- 
fective date of a change in the rule, will continue to be 
= to inspection by the general public. No restriction 
of access to those reissue applications is contemplated at 
this time, either during their pendency before the Office, 
or after an abandonment of the reissue application. The 
filing of reissue applications will continue to be an- 
Br ile. in the Official Gazette pending revision of 


Practice Relating To §1.56 


Any issues arising under §1.56(d) prior to the effective 
date of a change in paragraph (d) will continue to be 
handled in accordance with paragraph (d) as it presently 
exists. If paragraph (d) is amended as proposed, the Of- 
fice presently intends to apply the revised procedures to 
any applications then pending which have not been the 
subject of a fina! Office decision on questions of “frand” 
or violation of the duty of disclosure. 

Any petitions to strike applications from the files 
which have been filed prior to the date of publication of 
this Notice in the cial Gazette will continue to be 
treated in accordance with the practices in effect prior 
to this Official Gazette Notice via the appropriate sec- 
tions of the Manual of Patent Examining Procedure. 
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Any petition to strike an application from the files 
which is filed after the date of publication of this Notice 
will be considered in accordance with the procedure set 
forth in the “Notice of proposed rulemaking” insofar as 
participation by the petitioner is concerned. Since the 
provisions of 37 CFR 1.56 now in effect do not guaran- 
tee a member of the public the right to icipate fully 
in Office consideration of petitions to strike applications, 
it is considered appropriate and proper to restrict partic- 
ipation on behalf of a petitioner as set forth in the “No- 
tice of proposed rulemaking” while such proposed 
rulemaking is pending. At this time the degree of partici- 
pation is solely at the discretion of the Commissioner 
and the Commissioner is hereby acting in his discretion 
to restrict such participation. Accordingly, any petition 
to strike an application from the files which is filed after 
the date of publication of this Notice must include a self- 
addressed postcard specifically identifying the petition 
and the application to which the — is directed if an 
acknowledgement of the filing of the petition is desired. 
A member of the public filing a petition to strike an ap- 
plication after the date of publication of this Notice will 
not receive any communications from the Office relating 
to the petition, other than the return of a self-addressed 
postcard which the Office will stamp and return in or- 
der to acknowledge receipt of the petition. All Office 
communications will be conducted with the applicant in 
accordance with the procedures set forth in the pro- 

a rulemaking, which procedures are those currently 
in effect. 


Practice Relating To §1.106 


No interim practice is necessary regarding this pro- 

posed revision since it would not constitute a change in 

ractice, but would merely make §1.106 more closely re- 
lect current practice. 


Practice Relating To §1.175 


Any applications filed under §1.175(a)(4) prior to the 
effective date of any change in the rule will be examined 
until the application is amended and a reissue patent is- 
sues thereon or the application becomes abandoned. 


Practice Relating To §1.176 


The examination of any applications filed prior to the 
effective date of any change in the rule will continue to 
be delayed for two months after the announcement of 
the filing in the Official Gazette, except where the delay 
ee is  wcian by a decision on a petition under 37 

1.183. 


Practice Relating To §1.193(.) 


No interim practice is necessary regarding this pro- 
posed revision since the practice of rejecting claims pur- 
suant to §1.56(d) will not be adopted prior to the effec- 
tive date of a change in paragraph (d). 


Practice Relating To §1.291 


Any protest against a pending application which is 
filed after the date of publication of this Notice in the 
Official Gazette will be treated essentially in accordance 
with the procedures set forth in the “Notice of proposed 
rulemaking.” Any protests which have been filed prior 
to the date of publication of this Notice in the Official 
Gazette will continue to be treated in accordance with 
the practices in effect prior to this Official Gazette No- 
tice via the appropriate sections of the Manual of Patent 
Examining Procedure. Since the provisions of 37 CFR 
1.291 now in effect do not guarantee a member of the 
public the right to participate fully in Office consider- 
ation of protests filed under §1.291, it is considered ap- 
propriate and proper to restrict participation on behalf 
of a protestor essentially as set forth in the “Notice of 
proposed rulemaking” while such proposed rulemaking 
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is pending. At this time the degree of participation is 
solely at the discretion of the Commissioner and the 
Commissioner is hereby acting in his discretion to re- 
strict such participation. Accordingly, any protest filed 
after the date of publication of this Notice will be ac- 
knowledged as set forth in present §1.291 on a self-ad- 
dressed postcard which protestor is hereby advised to 
include with the protest. The self-addressed postcard 
must specifically identify the protest and the application 
to which the protest is directed, to the extent such iden- 
tifying data for the application is known. A member of 
the public filing a protest against a ones application 
after the date of publication of this Notice will receive 
no communication from the Office relating to the pro- 
test, other than the self-addressed postcard which the 
Office will stamp and return in order to acknowledge 
receipt of the protest as set forth in present §1.291(a). 
All Office communications will be conducted with the 
—— in accordance with the procedures set forth in 
the proposed rulemaking, which procedures are those 
currently in effect. Pending adoption of the proposed 
rulemaking the Office will consider protests which com- 
ply with present §1.291(a) even though the protest does 
not include all the items enumerated in proposed new 
paragraph (b) of §1.291. 


Practice Relating To §1.555 


No interim practice is necessary regarding this pro- 

revision since it merely makes §1.555 more closely 

parallel §1.56 and more specifically defines the responsi- 
bility of a patent owner in a reexamination proceeding. 


Practice Relating To §1.565 


No interim practice is necessary regarding this pro- 
posed revision since it merely clarifies, but does not 
change, present practice. 


Practice Relating To §1.570 


No interim practice is necessary since this proposed 
mn fis merely reflects the paragraph change proposed 
in §1.565. 


CONCLUSION 


The present interim procedures will be in effect until 
further notice and pending a final determination on the 
proposed rulemaking. 

DONALD J. QUIGG, 
Deputy Commissioner 
of Patents & Trademarks. 


[1013 O.G. 18] 


Nov. 16, 1981. 


(137) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 


[Docket No. 40227-18] 
Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
the rules of practice in patent cases, Parts 1 and 5 of 37 
CFR, to establish a streamlined procedure for granting 
licenses for foreign filing. The changes simplify the 
obtaining of licenses for filing foreign patent applications 
and for filing amendments, modifications, and supple- 
ments in foreign patent applications. Under the revised 
rules (1) the export, but not actual filing, of technical 
data to a foreign country for purposes related to the fil- 
ing and prosecution of a patent application may be done 
either under appropriate export agencies’ rules or by a 
license issued by the Commissioner of Patents and 
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Trademarks, (2) certain licenses issued by the Commis- 
sioner for filing foreign patent applications include a li- 
cense to file amendments, modifications, and supple- 
ments, containing additional matter in foreign 
applications, (3) specific contents of a petition for retro- 
active license are established and (4) fees are set for ex- 
pedited handling of requests for foreign filing licenses 
and for certain petitions. These changes will result in re- 
duced work for both patent applicants and the Patent 
and Trademark Office and at the same time strengthen 
national security protections. 

Effective Date: June 1, 1984. 

For Further Information Contact: Kenneth L. Cage by 
telephone at (703) 557-2877 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to simplify and expedite the granting of li- 
censes under 35 U.S.C. 184. It contains a number of 
changes in practice designed to benefit both the Patent 
and Trademark Office in its handling of its mission and 
the public the Office serves. Notice of pro 
rulemaking was published May 23, 1983, at 48 3144 
and corrected June 7, 1983, at 48 FR 26319. 


Discussion of Specific Rules 


Section 5.11(a) has been substantially restructured and 
modified from the proposal. Under §5.11(a), a license 
from the Commissioner of Patents and Trademarks is al- 
ways needed for the act of filing a patent application in 
a foreign patent office unless the six-month period has 

or the invention was not made in the United 
States. 

Amended §5.11 (b) and (c) would clarify in the regu- 
lations that the export of technical data to a foreign 
country may be done under appropriate export agencies’ 
rules controlling the export of technical data—Depart- 
ment of State (22 CFR Parts 121-130); Department of 
Commerce, International Trade Administration Office 
(15 CFR Part 379); or the Department of Energy (10 
CFR Part 810)—or by license from the Commissioner. 
Compliance with the appropriate export agencies’ rules 
or the license from the Commissioner is required before 
exporting technical data in the form of a patent 7 ~~ 
tion or data in any form if related to preparing, filing, 
and prosecuting a patent application in a foreign coun- 
try, if the United States application has not been on file 
for six months at the time of export, or no application 
has been filed in the United States. It is optional from 
whom approval for export is obtained. In fact, for cer- 
tain technical data being exported to certain countries, a 
specific request for a license or approval from any of the 
export agencies would not be n . However, a sin- 
gle license from the Commissioner would cover both ex- 
port and filing and avoid any question whether a specif- 
ic license or approval is required from any of the export 
agencies. Approval from the appropriate export agencies 
for export would require a separate additional license 
from the Commissioner for the filing of the foreign pa- 
tent application. The rule changes will make the rules 
more closely conform with the regulations of other 
agencies which deal with the export of technical data to 
a foreign country. 

The definition of export in these regulations will be 
controlled by the definition of export in the appropriate 
regulations of the export agencies having jurisdiction 
over the export of technical data related to the patent 
application. (15 CFR 379.1, 22 CFR 125.03 and 10 CFR 
810.7). 


The requirement of complying with the rules of the 
export agencies or the Commissioner before exporting 
an application to a foreign country is not intended to 
change long-standing Patent and Trademark Office in- 
terpretation of 35 U.S.C. 184 or in any way interpret the 
language in 35 U.S.C. 184 “file or cause or authorize to 
be filed” as nae a license before technical data re- 
lated to the filing or prosecution of an application is 
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exported to a foreign country, such as to a foreign attor- 
ney or agent or corporation for review or revision for 
later filing. It does, however, reflect the delegations the 
Commissioner has received from other agencies and 
which are referenced in §§5.18, 5.19 and new §5.20 and 
clarifies that a patent applicant must be licensed for ex- 
port of technical data abroad for purposes related to the 
reparation, filing or possible filing and prosecution of a 
‘oreign patent application either by appropriate export 
agencies or by the Commission. The language “related 
to the preparation, filing or ible filing and prosecu- 
tion of a foreign patent application” in §5.11(b) is used 
rather than “support a patent application” as used in 
§5.18 or “foreign filing” as used in §5.19 to make clearer 
that the latter two phrases include the export of techni- 
cal data in the form of explanations or possible claim 
language or the like sent to a foreign agent or other per- 
son in relation to a foreign patent application. However, 
a license from the Commissioner would not substitute 
for approvals required by appropriate export agencies if 
technical data is a for purposes not related to the 
filing or possible filing and prosecution of a foreign pa- 
tent application. For example, a license from the Com- 
missioner would not cover export of technical data in a 
U.S. patent application to a foreign research laboratory 
to support a research project. 
Further, the rule is intended to reflect that every ex- 
rtation of technical data related to filing or possible 
ing or prosecution within six months of a United 
States filing without a license from the Commissioner is 
prohibited unless the applicant complies with the rules 
of the appropriate export agencies. For example, where 
an application has been —— to a foreign agent with 
an authorization to file a foreign patent application, the 
export of the application may be under a general license 
from the International Trade Administration of the De- 
partment of Commerce. A license from the Commission- 
er is always necessary for the actual filing of the foreign 
patent application. In another example, where a validat- 
ed license is needed under 15 CFR Part 379 to expoit 


technical data in the form of a patent application, appli- 
cants will need to obtain an International Trade Admin- 
istration license or obtain a Commissioner’s license prior 
to the act of export. Under either example, a license 
from the Commissioner is required before the applica- 


tion is filed in a foreign patent office. In the latter exam- 
ple, a single license from the Commissioner will permit 
both export and filing of the application. 

This rule is promulgated under the authority of 35 
U.S.C. 6 and delegations to the Commissioner by regula- 
tion (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 
810.7) or otherwise under the Export Administration Act 
of 1979, as amended, the Arms Export Control Act, as 
amended, the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978. Authority 
for this rule also exists under 35 U.S.C. 188 

The amended rule assures adequate protection of sen- 
sitive material under Title 35, United States Code and 
provides regulatory consistency with the Arms Export 
Control Act, as amended, the Export Administration 
Act, as amended, the Atomic Energy Act of 1954, as 
amended, the Nuclear Non-Proliferation Act of 1978, 
and their implementing regulations. The sanctions which 
apply for failure to obtain a license from either the 
Commissioner or the appropriate export agencies prior 
to export are the sanctions specified in the export acts. 
The sanctions which apply for failure to obtain a license 
from the Commissioner prior to the filing of a foreign 
application are the sanctions specified in Title 35, United 
States Code. 

Section 5.11(d), proposed as §5.11(b), states that appli- 
cations under secrecy order under §5.2 cannot 
exported to an international agency or filed in a foreign 
country except in accordance with §5.5. 

Section 5.11(e), proposed as §5.11(c), states that a li- 
cense pursuant to paragraph (a) is not required where 
the invention was not made in the United States, or the 
United States application was on file for six months 
without a secrecy order being issued. 
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Section 5.11(f), proposed as §5.11(d), states that a li- 
cense for foreign filing may be revoked at any time 
upon written notice. Similarly, an authorization for for- 
eign filing resulting from the passage of six months 
from the filing of a United States — application 
may be revoked by the imposition of a secrecy order. 
The revocation is effective as of the date of the notice 
and is not intended to be applicable to any prior acts 
by applicants relying in good faith on the grant of a li- 
cense. 

The language of §§5.12(b), 5.13, and 5.14 have been 
clarified from the proposal to reflect that the §1.17(h) 
requirement for a fee is for the expedited handling of a 
license. No fee is a for a routine, non-expedited 
request for a foreign filing license. 

tion 5.15 has been changed from the form pro- 
posed. Amended §5.15 defines licenses for foreign export 
and filing of two different scopes. The §5.15(a) scope li- 
cense, the grant of which is indicated on the filing re- 
ceipt in accordance with §5.12(a) published at 48 FR 
2696. (Jan. 20, 1983) and 1027 OG 9 (Feb. 1, 1983), per- 
mits the subsequent export and filing of technical data 
for purposes related to the preparation, filing or possible 
filing and prosecution of the foreign application and of 
any amendments or modifications to the application in a 
foreign country, even if “additional subject matter” 
were introduced; provided the additional subject matter 
does not change the general nature of the subject matter 
disclosed and does not pertain to certain categories of 
potentially sensitive material which are set forth in 
§5.15(a)(4). 

The phrase “change the general nature of the subject 
matter disclosed” is intended to cover situations where 
the additional subject matter so alters the character of 
the disclosure that national security review is appropri- 
ate. This phrase is intended to permit a broad range of 
amendments, modifications and supplements, including 
additional subject matter. The following examples are 
intended to further clarify the meaning of the language 
“general nature of the subject matter disclosed” in 
§5.15(a): 

Example 1—The physical data on a named compound. If 
a licensed disclosure gives the name and structure of a 
compound, the general nature of the subject matter dis- 
closed includes physical data such as boiling point, melt- 
ing point or specific gravity of the compound. If a name 
of a compound is disclosed, the structure of the com- 
pound is also within the general nature. If the licensed dis- 
closure deals with the hardness of a claimed alloy, the dis- 
closure of tensile strength is within the general nature. 

Example 2—A known specie of a known genus. If the 
genus “lower alkyl” is disclosed, the inclusion of the 
species “methyl” is within the general nature, as would 
be homologs and isomers of that genus. 

Example 3—Comparison data of the disclosed compound 
to data on prior art compounds. If the licensed disclosure 
contains a disclosure of the compounds of a pesticide in- 
vention, and pesticidal activities, the comparison of 
pesticidal data of a known compound representing the 
closest prior art is within the general nature. 

Example 4—A specific optimum temperature within a 
specified temperature range. If a licensed disclosure has a 
range of 0°C to 120°C, the disclosure of an optimum 
temperature of 100°C is within the general nature. 

Example 5—Activity data on compounds of the inven- 
tion. If activity data on 30 of 50 named compounds is 
disclosed, the disclosure of activity data on other named 
compounds of the invention is within the general nature. 

Example 6—Additional subject matter and utilities. If a 
licensed disclosure describes a chemical herbicide for 
weed control, the disclosure of chemical warfare uses or 
human toxic properties (other than to demonstrate safety 
or absence of such toxicity) is not within the general na- 
ture. If a licensed disclosure describes an analog com- 
puter for microwave telephone transmission, the addi- 
tion of a cryptographic encoding or decoding device 
and utility is not within the general nature. If a licensed 
disclosure describes a battery power source for a satel- 
lite, the addition or substitution of a nuclear isotopic 
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power source is within the general nature, but would be 
within the control of §5.15(a)(4)(ii). 

A §5.15(b) scope license is limited to the original sub- 
ject matter disclosed at the time the license was granted 
and does not cover “additional subject matter” as the 

hrase is currently interpreted (Jn re Gaertner, 202 

SPQ 714 (CCPA 1979)). 

Under §5.15(c), a license with the scope of §5.15(a) 
could also be granted pursuant to a §5.13 or §5.14 peti- 
tion. If granted, the §5.15(a) scope of license will be in- 
dicated on the license grant. For instance, under §5.15(c) 
an applicant who filed a United States patent application 
before Feb. 27, 1983, when the filing receipt license 
— became effective could request a §5.15(a) sco 
icense which, if granted, will cover the subsequent fil- 
ing of amendments, modifications or supplements, in- 
cluding additional matter in a correspondin wi pa- 
tent application. The licenses under 885.1200), 5.13, and 
5.14 are normally limited in scope to the original subject 
matter disclosed at the time the license was granted un- 
less a license of the §5.15(a) scope is indicated on the li- 
cense grant. If a petition for a license under 
§5.12(b) is granted prior to the grant of the §5.12(a) fil- 
ing receipt license, the former would merge into the 
latter and would be considered a §5.12(a) license for the 
purpose of §5.15. 

A new §5.20, not included in the proposal, sets forth 
the specific authority of the Commissioner to license for- 
eign filing, possible filing or prosecution of a patent ap- 
plication in a foreign country under 35 U.S.C. 184 re- 
garding unclassified activities in foreign atomic energy 
programs. This change only reflects the existing rela- 
tionship between 37 CFR 5.11 and 10 CFR §810.7 and 
alerts patent applicants in this technology to the Com- 
missioner’s authority. The term “sensitive nuclear tech- 
nology” used in paragraph (b) of §5.20 is defined in 10 
CFR §810.3(q). 

A new §5.25, proposed initially as §5.20 and modified, 
sets forth in the — the requirements to be met 
for the granting of a retroactive license. The require- 
ments include (1) a list of the foreign countries in which 
the patent application material was filed; (2) the date(s) 
of filing of the foreign application(s); (3) an oath or dec- 
laration which (i) states that the subject matter filed is 
not subject to a secrecy order under 35 U.S.C. 181, (ii) 
makes a showing of diligence in attempting to obtain the 
license upon discovery of the error, and (iii) makes a 
showing of facts which support a conclusion of inadver- 
tence; and (4) includes the required fee. The section also 
provides in paragraph (b) for review from a denial of a 
petition for a retroactive license. The section further 
provides in paragraph (c) that the granting of a retroac- 
tive license pursuant to §5.25 does not excuse any viola- 
tion of regulations of the export agencies which may 
have occurred because of the failure to obtain an appro- 
priate license prior to export. 

Sections 5.21, 5.22 and 5.23 have been redesignated to 
become §§5.31, 5.32 and 5.33, respectively. 


Significant Differences Between Proposed and Final Rules 


Section 1.17 


Section 1.17(h) is amended to include a specific refer- 
ence to §5.25 petitions for retroactive licenses for which 
the petition fee is charged, rather than having the pres- 
ent retroactive license fee under §1.182 petitions. The 
fee for §5.12(b) licenses is new and applies only where 
expedited handling of these license requests is sought. 
This fee for expedited handling is also referred to in 
§§5.13 and 5.14. Section 5.15(c) provides for a fee for 
changing the scope of a license. 


Section 5.1 


The proposed amendment to §5.1 is not being adopted 
and is withdrawn. 
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Section 5.11 


Section 5.11 is amended to control the export of tech- 
nical data in the form of an application or data in any 
form if related to preparing, filing, or prosecuting a pa- 
tent application in a foreign country, if the United States 
application has not been on file for at least six months 
ead to the date of transmittal, or if no application has 

filed in the United States. Export approvals, if re- 
quired, may be provided by appropriate export agenc- 
ies— ent of State; Department of Commerce, 
International Trade Administration or ment of 
Energy—or by the Commissioner. This will enable the 
Patent and Trademark Office and the export agencies to 
better reflect and exercise the export control functions 
set forth in the Arms Export Control Act, as amended, 
the Export Administration Act of 1979, as amended, the 
Atomic Energy Act of 1954, as amended, and the Nu- 
clear Non-Proliferation Act of 1978, respectively. 

Under these Acts, the export of technical data is the 
activity to be controlled. The final rule differs from the 
pro rule in that the Patent and Trademark Office 
will not be the sole export control authority over techni- 
cal data in the form of an ap lication, or data in any 
form, if related to preparing, filing, or prosecuting a pa- 
tent application. Applications will have the option to ob- 
tain necessary export approvals either (1) from appropri- 
ate export agencies or (2) from the Commissioner. The 
Commissioner will continue to be the sole licensing au- 
thority for the act of filing an application in a foreign 
patent office. 

Paragraphs (a), (b), and (c) of §5.11 control export ac- 
tivity by requiring either an expozt agency approval or a 
Commissioner’s license for export of technical data in 
connection with foreign filing of an application and to 
that extent implement the Arms Export Control Act, the 
Export Administration Act, the Atomic Energy Act and 
the Nuclear Non-Proliferation Act. If a license is 
obtained from the Commissioner under §5.12, §5.13 or 
§5.14, no separate approval for the export of technical 
data to a foreign country in connection with a patent ap- 
plication is required from the export agencies. 

It is emphasized that the scope of the Commissioner’s 
license is limited to exporting and filing technical data in 
the form of an applicatién,*or in any form, if related to 
sea filing and prosecuting a patent application or 
or consideration of the filing of a patent application in a 


foreign country. A Commissioner’s license does not au- 
thorize selling or using technical data in a foreign coun- 
try or exporting data for other purposes. These latter 
acts continue to require separate approvals from the ap- 
propriate export agencies. 

Also, the export of technical data in any form to a 
foreign country for fn gery other than related to filing 


or supporting the filing of a patent application is not 
controlled by Title 35, U.S.C. or the regulations in Part 
5. The exportation of data to a foreign country in such 
cases would be subject only to other iaws and regula- 
tions such as the export and arms control regulations. 
Approval for the export of such technical data for pur- 
poses related to filing, possible filing, or supporting the 
filing of a patent application will be available from the 
appropriate export agencies or the Commissioner. On 
the other hand, the Commissioner will be the sole licens- 
ing authority for the act of filing the application in a for- 
eign patent office. 

Section 5.11(d), proposed as §5.11(b), states that an 
application cannot be exported to a foreign country 
when the corresponding United States application is un- 
der secrecy order except under §5.5 

Section 5.11(e), proposed as §5.11(c), states that no li- 
cense is required if the invention was not made in the 
United States, or the application was on file in the Unit- 
ed States at least six months and is not under a secrecy 
order issued under §5.2 

Section 5.11(f), proposed as §5.11(d), states that any 
license for foreign filing may be revoked at any time by 
written notification. It has been amended to further clar- 
ify that revocation also applies to authorizations result- 
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ing from the passage of six months from the filing date 
of a United States patent application when a secrecy or- 


der is imposed. 
Section 5.12 


Section 5.12(b) is clarified from the a poe to speci- 
fy a inh _ is for expedited handling of a petition un- 
er §1. ; 


Section 5.13 


Section 5.13 is clarified from the proposal to specify 
fi A fee is for expedited handling of a petition under 


Section 5.14 


Section 5.14(a) is clarified from the pe to speci- 
fy that the fee is for expedited handling of a petition un- 
der §1.17(h). 

The other changes in §5.14 make grammatical correc- 
tions and do not alter the intent of the section. 


Section 5.15 


Section 5.15(a) broadens the scope of licenses granted 
under §5.12(a). Section 5.15(a), as proposed, is changed 
to clarify the scope of a §5.15(a) license and delete cer- 
tain of the exclusions originally proposed. This license 
permits exporting technical data to and filing corre- 
sponding subject matter in an application in any foreign 
sountry. The license also permits amendments, modifica- 
tions, and supplements, including divisions, changes or 
supporting matter consisting of the illustration, exempli- 
fication, comparison, or explanation of subject matter 
disclosed in the application, to be exported and filed in 
any foreign country. This license includes additional 
matter which does not change the general nature of sub- 
ject matter disclosed and does not pertain to certain pro- 
hibited subjects or areas listed on various export restric- 
tion lists established by the Department of State and the 
Department of Energy. 

These changes also permit an applicant to take action 
in the prosecution of the foreign or international applica- 
tion and submit supporting data such as affidavits, test 
data or the like as long as it directly relates to the filing, 
possible filing or prosecution of the application and does 
not pertain to the prohibited subjects or areas enumerat- 
ed in §5.15(a)(4). The changes in §5.15(a) obviate the 
problems in Jn re Gaertner, supra, by providing a license 
scope which covers the type of activity involved in that 
case. 

Amended paragraph (b) of §5.15 is the same as pro- 
posed paragraph (b) except for changes for consistency. 

Amended paragraph (c) of §5.15 differs from §5.15(c) 
as proposed by including a reference to §5.14 and specif- 
ically permitting an applicant to petition for a change of 
the scope of a license. 

New paragraph (d) of §5.15 is similar to proposed 
paragraph (d) with only changes for consistency. 

New paragraph (e) of §5.15 is similar to proposed 
paragraph (e) with only changes for consistency. 

Paragraph (f) of §5.15 is similar to proposed para- 
graph (f) with only changes for consistency. 

Paragraph (g) is adopted essentially as proposed. 


Section 5.17 


Section 5.17 is similar to proposed §5.17 with only 
consistency changes. 


Section 5.20 


Section 5.20, not included in the proposal, is new and 
clarifies the existing authority of the Commissioner un- 
der the unclassified activities in foreign atomic energy 
programs. Under 10 CFR 810.7, the license of the Com- 
missioner under 37 CFR 5.11 pursuant to 35 U.S.C. 184 
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constitutes information available to the public and gener- 
ally authorized activity. 


Section 5.25 


Section 5.25, proposed initially as §5.20, is new and 
sets forth the requirements for petitioning for a retroac- 
tive license. 


Section 5.31 and 5.32 


Sections 5.21 and 5.22 are redesignated as §§5.31 and 
5.32, respectively. 


Section 5.33 


Section 5.23 is redesignated as §5.33 and adopted as 
proposed. 


Responses to Comments on the Rules 


Specific comments were received on a number of the 
sections. All of the comments, including the written 
comments and the oral testimony were considered. 

Twenty-one letters presenting written comments were 
received and nine persons testified at the public hearing 
on July 20, 1983. Comments appear below along with 
the responses. 

Comment: 

One comment objected to the amendment of §5.1 to 
include “transmittal for” filing. 
Reply: 

This comment has been adopted by deleting the 
phrase from the final rule. 
Comment: 

Three comments requested an explanation of the con- 
ditions when a license may be revoked under §5.11(d) be 
clearly set forth and asked whether, if revocation oc- 
curs, past acts are valid and whether there will be com- 
pensation for damages. 

Reply: 

The section has been revised to further clarify the 
conditions under which a license may be revoked. The 
power to revoke licenses has been expressly included in 
all issued licenses for a number of years. Section 5.11(d) 
as proposed, merely recognizes in the rule the fact that 
licenses can be revoked. With the advent of the filing of 
a U.S. application becoming a request for a foreign filing 
license under §5.12(a), a regulatory procedure clarifying 
the revocation practice was appropriate. Revocation will 
be effective only as of the date of revocation and prior 
acts predicated on the license would be in compliance 
with 37 CFR Part 5. The rule as proposed has been 
clarified to indicate that revocation may apply either to 
a license specifically granted by the Commissioner or to 
an authorization to file a foreign application resulting 
from the passage of six months from the filing of a Unit- 
ed States patent application. No compensation is avail- 
able for revocation of a license. 

Comment: 

Eighteen comments requested the amendment of §5.11 
to eliminate the license requirement for “transmittal for 
filing” and substitute the requirement for “filing” only. 
Reply: 

The proposal has been adopted by eliminating the re- 
quirement for a license from the Commissioner prior to 
transmitting or exporting an application abroad. The 
regulations have been clarified to emphasize the require- 
ments for the export of technical data in the form of an 
application. An applicant has a choice of exporting such 
applications under authority of either (1) the appropriate 
export agencies controlling the export of technical data 
—Department of State; Department of Commerce, In- 
ternational Trade Administration; or Department of En- 
ergy or (2) a license from the Commissioner. While a li- 
cense from the Commissioner is required only for filing 
an application abroad, the provisions of §§5.18, 5.19 and 
5.20 reflect the Commissioner’s authority to license the 
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export of technical data in the form of an application for 
p related to filing in addition to the foreign filing 
of the application in a foreign country. 

Comment: 

Six person objected to the transmittal license require- 
ment and argued that the Patent and Trademark Office 
lacks authority under 35 U.S.C. 184 to require pre-filing 
(transmitting) licenses. It was also argued that foreign 
filing licensing is not the conduct of proceedings under 
35 U.S.C. 6. 


Reply: 

The final rules do not require a license from the Com- 
missioner for export (or transmittal). The export provi- 
sions of §5.11 are issued under 35 U.S.C. 6 and pursuant 
to delegations under the regulations of the export agen- 
cies. 

Comment: 

One comment argued that the constitutional right of 
freedom of speech would be impaired by requiring a li- 
cense for published material. 

Reply: 

A constitutional argument of prior restraint by ex- 
port licensing of the international Traffic in Arms 
Regulations was reviewed by the Ninth Circuit in the 
case of United States v. Edler, 579 F. 2d 516 (9th Cir. 
1978) cert. denied 449 U.S. 1084 (1981). No prior re- 
straint within first amendment protection was found by 
the Court. 

Comment: 

One comment stated that the $120 petition license fee 
under §5.12(b) is too high, and a $60 fee would be more 
reasonable. 

Reply: 

The license fee under §5.12(b), §5.13 and §5.14 is not 
applicable to routine licensing requests. It is only appli- 
cable to expedited processing of license requests which 
require special efforts by the Patent and Trademark Of- 
fice. The $120 petition fee better reflects the costs to the 
Patent and Trademark Office for providing expedited 
handling. 

Comment: 

One comment proposed the deletion of the last sen- 
tence of paragraph §5.14(a) since under §5.12(a) only 
those cases having interest from a security standpoint 
are refused a license. 

Reply: 

This suggestion has not been adopted because the pro- 
vision may apply to petitions filed prior to receipt of a 
filing receipt license where expedited handling is re- 
quested. 

Comment: 

One comment stated that §5.15(d) appears to be re- 
dundant since it applies only to cases on file for six 
months and on which no secrecy order has been im- 


posed. 
Reply: 

Under §5.15(d), a license is not needed for cases in 
this category if no additional subject matter is added. 
This section complements §5.15(b) where a license of 
narrow scope is granted. 

Comment: 


One comment raised the question whether 
§5.15(a) as to amendments, supplements, and modifica- 

tions includes continuation-in-part applications. 
Reply: 

Continuation-in-part applications are included within 
the term “amendments, supplements, and modifications.” 
Beckman Instruments, Inc. v. Coleman Instruments, 143 
USPQ 278 (7th Cir. 1964). 

Comment: 

Two comments requested that the express language in 
§5.15(a)(3) be amended to state that “Technical Data” 
relating to articles, materials and supplies 
be limited to the validated license requirements of 
§§379.4(c) and 379.4(d) of the Export Administration 
Regulations and no other sections, or alternatively, that 
paragraph (a)(3) be deleted in its entirety. 

Reply: 
The final rules do not include §5.15(a)(3) as proposed. 
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Comment: 

Two comments proposed that the two-tier licensing 
structure of §5.15(a) and §5.15(b) be amended to reflect 
a broad one-tier system based on §5.15(a). 

Reply: 

The two-tier system reflects different treatment for 
applications within the inspection scope of 35 U.S.C. 181 
and those outside of its inspection scope. Security re- 
view occurs on all applications with inspection cases 
having a narrow license grant, and noninspection cases 
having a broad license grant. This inspection case treat- 
ment is necessary for the Patent and Trademark Office 
to meet its responsibilities under 35 U.S.C. 184 and par- 
ticularly 37 CFR 5.18, 5.19, and 5.20 where the State, 
Commerce and Energy Departments accept the Com- 
missioner’s licenses in lieu of their own export approval. 
Comment: 

One comment indicated that proposed 
§5.15(a)(3) was of such wide scope that licenses will al- 
ways be needed. The example cited was that this section 
would require licenses for all amendments filed in North 
Korea and Cuba. 

Reply: 

The comment is correct and the provisions of 
§5.15(a)(3) have been deleted. The country of destina- 
tion restrictions did not provide a workable mechanism 
for technology review under the provisions of 35 U.S.C. 
1 


Comment: 

Three comments recommended making a §5.15(a) 
scope license available pursuant to a §5.14 petition 
where an application was filed prior to Feb. 27, 1983, or 
where an initial automatic §5.12(a) petition was not 
granted after Feb. 27, 1983 or where the general nature 
of the invention changed but is still outside of the provi- 
sions of §5.15(a)(4). 

Reply: 

This provision has been adopted to allow the Com- 
missioner to issue broadened licenses upon a §5.14 peti- 
tion in the above circumstances. New §5.15(c) allows 
the Commissioner to convert the scope of a license from 
§5.15(b) to a §5.15(a) license. 

Comment: 

Two comments proposed the extension of a §5.15(a) 
license upon petition after one or more years after the 
United States filing date or after grant of a §5.15(b) li- 
cense. 

Reply: 

This suggestion has been adopted in §5.15(c) which 
will provide the mechanism by petition at any time to 
convert the scope of a license. This is promulgated since 
errors may occur in the denial of a §5.15(a) license. 
Also, the initial determination of the sensitive nature of 
technology may be altered by changes in the security 
classification guidelines. Procedurally, such petitions will 
be referred to the appropriate defense agencies for their 
review of the technology prior to the grant of any li- 
cense. 

Comment: 

One comment requested clarification on how and un- 
der what circumstances a §5.12(b) license granted under 
§5.15(c) has the same scope as a license granted under 
§5.12(a). 

Reply: 

Licenses granted under §5.12(a) will have the §5.15(a) 
scope because the applications are not within the inspec- 
tion scope of a 35 U.S.C. 181 referred to the defense 
agencies for security review. Under §5.15(c), applica- 
tions which are not referred to defense agencies pursu- 
ant to petitions under §§5.12, 5.13 and 5.14 will have a 
license of the scope of §5.15(a). 

Comment: 

Three comments suggested an amendment to pro- 
posed§5.20(4) to delete the “inadvertence” standard and 
substitute “through error without deceptive intent.” 
Reply: 

Inadvertence is a statutory standard which cannot be 
altered by rulemaking. Further, judge-made law has de- 
termined the metes and bounds of this term which fur- 
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ther proscribes the rulemaking authority of the Commis- 
sioner. In Barr Rubber Products Co. v. Sun Rubber Co., 
149 USPQ 204, 209 (S.D.N.Y., 1966) inadvertence was 
defined as “lack of care or attentiveness: inattention” or 
“an effect of inattention: a result of carelessness; an 
oversight, mistake, or fault from negligence.” 

Inadvertence signifies want of attention, and an action 
which is deliberately taken with full knowledge of the 
law and facts is not inadvertent. In re Application of Nov. 
22, 1952, 153 USPQ 410, 411 (Asst. Commr. 1967). 


Implementation of Patent Procedure Revisions 


The various sections will be implemented by the 
Commissioner on the effective date of the rules by the 
acceptance of petitions under the various sections. The 
broadened license scope of §5.15(a) will apply as of the 
effective date of these rules to all cases having filing re- 
ceipt licenses under §5.12(a) which became effective on 
Feb. 27, 1983. The provisions of this broad license do 
not apply to acts of export or filing which occurred pri- 
or to the effective date of these rules. No other action 
will be required by an applicant to receive the benefits 
of this change. 


Other Considerations 


Environmental, energy, and other considerations: The 
rule change will not have a significant impact on the 
quality of the human environment or the conservation of 
energy resources. 

The Acting General Counsel of the Department of 
Commerce certified to the Small Business Administra- 
tion that the rule change will not have a significant ad- 


‘verse economic impact on a substantial number of small 


entities (Regulatory Flexibility Act, Pub. L. 96-354) for 
several reasons. Under this rulemaking, small entities 
would be able to obtain licenses without filing te 
requests therefor. In general, the rule change will also 
— proceedings before the Patent and Trademark 
ice, simplifying existing procedures where possible. 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive 
Order 12291. The annual effect on the economy will 
be less than $100 million. There will be no major in- 
creases in cost or prices for consumers, individual indus- 
tries, Federal, State, or local government agencies, or 
geographic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

Paperwork Reduction Act. The collection of informa- 
tion requirement of this rule is included in a PTO re- 
quest for approval pending before the OMB. Upon 
assignment of a control number by OMB, we will pub- 
lish an appropriate amendment of the affected rules. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Free- 
dom of Information, Inventions and patents, Lawyers, 
Small businesses. 


37 CFR Part 5 


Classified information, Foreign relations, Inventions 
and patents. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, 41 and 181-188 and by delegations to 
the Commissioner by regulation (15 CFR 370.10(j), 22 
CFR 125.04, and 10 CFR 810.7) or otherwise under the 
Export Administration Act of 1979, as amended, the 
Arms Export Control Act, as amended, the Atomic En- 
ergy Act of 1954, as amended, and the Nuclear Non- 
Proliferation Act of 1978, the Patent and Trademark Of- 
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fice is amending Parts 1 and 5 of Title 37 of the Code of 
Federal Regulations as set forth below: 


PART 1—{AMENDED] 


1. Section 1.17 is amended by revising paragraph (h) 
to read as follows: 


§1.17 Patent application processing fees. 


see#e% 


(h) For filing a petition to the Commissioner under a 
section of Part 1 or 5 listed below which refers to 
this paragraph $120.00 

—§1.47—for filing by other than all the inventors or a 
person not the inventor 
1.48—for correction of inventorship 
1.182—for decision on questions not specifically pro- 
vided for 

—4§1.183—to suspend the rules 

—§1.268—for late filing of interference settlement 
agreement 

—§§5.12, 5.13 & 5.14—for expedited handling of foreign 
filing license 

—§5.15—for changing the scope of a license 

—§5.25—for retroactive license 

2. The table of contents and heading for Part 5 are re- 
vised to read as follows: 


PART 5—SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE APPLICA- 
TIONS IN FOREIGN COUNTRIES 


Secrecy Orders 
Sec. 


Defense inspection of ceriain appiications. 

Secrecy order. 

Prosecution of application under secrecy orders; 
withholding patent. 

Petition for rescission of secrecy order. 

Permit to disclose or modification of secrecy 
order. 

General and group permits. 

Compensation. 

Appeal to Secretary. 


Licenses for Foreign Exporting and Filing 
5.11 


oy 
5.2 
5.3 
5.4 
5.5 
5.6 
5.7 
5.8 


License for filing in a foreign country an applica- 
tion on an invention made in the United States or 
for transmitting international application. 

Petition for license. 

Petition for license; no corresponding application. 
Petition for license; corresponding U.S. appli- 
cation. 

Scope of license. 

Effect of secrecy order. 

Who may use license. 

Arms, ammunition, and implements of war. 

Export of technical data. 

Export of technical data relating to sensitive nucle- 
ar technology. 

Petition for retroactive license. 


— 


CwOoworaAaun wn 


PA WA 
Nee Ree 


Ss) 
a 


General 


5.31 Effect of modification, rescission or license. 
5.32 Papers in English language. 
5.33 Correspondence. 


Authority: 35 U.S.C. 6, 41, 181-188 and the Export 
Administration Act of 1979, as amended, the Arms Ex- 
port Control Act, as amended, the Atomic Energy Act 
of 1954, as amended, and the Nuclear Non-Proliferation 
Act of 1978, and the delegations in the regulations under 
these acts to the Commissioner (15 CFR 370.10(j), 22 
CFR 125.04, and 10 CFR 810.7). 
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3. The center heading preceding §5.11 and the text of 
§5.11 are revised to read as follows: 


Licenses for Foreign Exporting and Filing. 


§5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 
ting an international application. 


(a) A license from the Commissioner of Patents and 
Trademarks under 35 U.S.C. 184 is required before filing 
any application for patent or for the registration of a 
utility model, industrial design, or model, in a foreign 
patent office or any foreign patent agency or any inter- 
national agency other than the United States Receiving 
Office, if: 

(1) An application on the invention has been on file in 
the United States less than six months prior to the date 
on which the application is to be filed, or 

(2) No application on the invention has been filed in 
the United States. 

(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also au- 
thorize the export of technical data abroad for purposes 
related to the preparation, filing or possible filing and 
prosecution of a a patent application without sepa- 
rately ao oe ey the regulations gontained in 22 
CFR Parts 121-130 (International Traffic!in Arms Regu- 
lations of the Department of State), 15 CFR Part 379 
(Regulations of the Office of Export Administration, 
Department of Commerce) and 10 CFR Part 810 (For- 
eign Atomic Energy Programs of the Department of 
Energy). 

(c) Where technical data in the form of a patent appli- 
cation, or in any form is being exported for purposes re- 
lated to the preparation, filing or possible filing and 

rosecution of a foreign patent application, without the 
icense from the Commissioner of Patents and Trade- 
marks referred to in paragraphs (a) or (b) of this section, 
or on an invention not made in the United States, the 
export regulations contained in 22 CFR Parts 121-130 
(International Traffic in Arms Regulations of the De- 
partment of State), 15 CFR Part 379 (Regulations of Of- 
fice of Export Administration, International Trade Ad- 
ministration, Department of Commerce) and 10 CFR 
Part 810 (Foreign Atomic Energy Programs of the De- 
partment of Energy) must be complied with unless a li- 
cense is not required because a United States application 
was on file at the time of export for at least six months 
without a secrecy order under §5.2 being placed there- 
on. The term “exported” means export as it is defined in 
22 CFR Parts 121-130, 15 CFR Part 379 and 10 CFR 
Part 810. 

(d) If a secrecy order has been issued under §5.2, an 
application cannot be exported to, or filed in, a foreign 
country (including an international agency in a foreign 
country), except in accordance with §5.5. 

(e) No license pursuant to paragraph (a) of this section 
is required if: 

(1) The invention was not made in the United 
States, or 

(2) The United States application is not subject to a 
secrecy order under §5.2, and was filed at least six 
months prior to the date on which the application is 
filed in a foreign country. 

(f) A license pursuant to paragraph (a) of this section 
can be revoked at any time upon written notification by 
the Patent and Trademark Office. An authorization to 
file a foreign patent application resulting from the pas- 
sage of six months from the date of filing of a United 
States patent application may be revoked by the imposi- 
tion of a secrecy order. 

4. Section 5.12 is amended by revising paragraph (b) 
to read as follows: 


§5.12 Petition for license. 
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(b) Petitions for license should be presented in letter 
form and must include the required fee (§1.17(h)), if ex- 
pedited handling of the petition is also sought, the pd 
tioner’s address, and full instructions for delivery of the 
requested license when it is to be delivered to other than 
the petitioner. 

5. Section 5.13 is revised to read as follows: 


§5.13 Petition for license; no corresponding application. 


If no corresponding national or international applica- 
tion has been filed in the United States, the petition for 
license under §5.12(b) must be accompanied by the re- 
quired fee (§1.17(h)), if expedited peg of the peti- 
tion is also sought, and a legible copy of the material 
upon which a license is desired. This copy will be re- 
tained as a measure of the license granted. For assistance 
in the identification of the subject matter of each license 
so issued, it is suggested that the petition be submitted in 
duplicate and provide a title and other description of the 
material. The duplicate copy of the petition will be re- 
turned with the license or other action on the petition. 

6. Section 5.14 is amended by revising paragraphs (a) 
and (c) to read as follows: 


§5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States appli- 
cation on file, a petition for iicense under §5.12(b) must 
include the required fee (§1.17(h)), if expedited handling 
of the petition is also sought, and must identify this ap- 
plication by serial number, filing date, inventor, and ti- 
tle, but a copy of the material upon which the license is 
desired is not required. The subject matter licensed will 
be measured by the disclosure of the United States appli- 
cation. Where the title is not descriptive, and the subject 
matter is clearly of no interest from a security stand- 
point, time may be saved by a short statement in the pe- 
tition as to the nature of the invention. 


see ee 


(c) When the application to be filed or exported 
abroad contains matter not disclosed in the United States 
application or applications, including the case where the 
combining of two or more United States applications in- 
troduces subject matter not disclosed in any of them, a 
copy of the application as it is to be filed in the foreign 
country or international application which is to be trans- 
mitted to a foreign international or national agency for 
filing in the Receiving Office, must be furnished with 
the petition. If however, all new matter in the foreign or 
international application to be filed is readily identifiable, 
the new matter may be submitted in detail and the re- 
mainder by reference to the pertinent United States ap- 
plication or applications. 

7. Section 5.15 is revised to read as follows: 


§5.15 Scope of license. 

(a) Grant of a license under §5.12(a) authorizes the ex- 
port and filing of an application in a foreign country or 
the transmitting of an international application to any 
foreign patent agency or international patent agency 
when the subject matter of the foreign or international 
application corresponds to that of the domestic applica- 
tion. This license includes authority: 

(1) To export and file all duplicate and formal papers 
to the foreign country or international agencies; 

(2) To make amendments, modifications and supple- 
ments, including divisions, changes or supporting matter 
consisting of the illustration, exemplification, compari- 
son, or explanation of subject matter disclosed in the ap- 
plication; 

(3) To take any action in the prosecution of the for- 
eign or international application; and 

(4) To add subject matter or take any action under 
paragraphs (a) (1)-(3) of this section which does not 
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change the general nature of the subject matter dis- 
closed at the time of filing, unless the subject matter 
added involves technical data pertaining to: 

(i) Defense services or articles designated in the Unit- 
ed States Munitions List applicable at the time of foreign 
filing, the unlicensed exportation of which is prohibited 
pursuant to the Arms Export Control Act, as amended, 
and 22 CFR Parts 121-130; or 

(ii) Restricted Data, sensitive nuclear technology or 
technology useful in the production or utilization of spe- 
cial nuclear material or atomic energy, the dissemination 
of which is subject to restrictions of the Atomic Energy 
Act of 1954, as amended, and the Nuclear Non-Prolifer- 
ation Act of 1978, as implemented by the regulations for 
Unclassified Activities in Foreign Atomic Energy Pro- 
— 10 CFR Part 810, in effect at the time of foreign 


() Grant of a license under §5:12(b) authorizes the 
export and filing of an application in a foreign country 
or the transmitting of an international application to any 
foreign patent agency or international patent agency. 
Further, this license includes authority to forward all 
duplicate and formal papers to the foreign patent agency 
or international patent agency and to make amendments, 
modifications or Ly ng eer to and take any action in 
the prosecution of the foreign or international applica- 
tion, provided subject matter additional to that covered 
by the license is not involved. 

(c) A license granted under §5.12(b) pursuant to §5.13 
or §5.14 shall have the scope indicated in paragraph (a) 
of this section, if it is so specified in the license. A peti- 
tion, accompanied by the required fee (§1.17(h)), may 
also be filed to change a license having the scope indi- 
cated in paragraph (b) of this section to a license having 
the scope indicated in paragraph (a) of this section. The 
change in the scope of a license will be as of the date of 
the grant of the change in scope. 

(d) In those cases in which no license is required to 
file the foreign application or transmit the international 
application, no license is required to file papers in con- 
nection with the prosecution of the foreign or interna- 
tional application not involving the disclosure of addi- 
tional subject matter. 

(e) Any paper filed abroad or transmitted to an 
international patent agency following the filing of a for- 
eign or international application which changes the gen- 
eral nature of the subject matter disclosed at the time of 
filing or which involves the disclosure of subject matter 
listed in paragraphs (a)(4) (i) or (ii) of this section must 
be separately licensed in the same manner as a foreign or 
international application. Further, if no license has been 
granted under §5.12(a) on filing the corresponding Unit- 
ed States application, any paper filed abroad or with an 
international patent agency which involves the disclo- 
sure of additional subject matter must be licensed in the 
same manner as a foreign or international application. 

(f) Licenses separately granted in connection with 
two or more United States applications may be exercised 
by combining or dividing the disclosures, as desired, 
provided: 

(1) Subject matter which changes the general nature 
of the subject matter disclosed at the time of filing or 
which involves subject matter listed in paragraphs (a)(4) 
(i) or (ii) of this section is not introduced and, 

(2) In the case where at least one of the licenses was 
obtained under §5.12(b), additional subject matter is not 
introduced. 

(g) A license does not apply to acts done before the li- 
cense was granted. See §5.25 for petitions for retroactive 
licenses. 

8. Section 5.17 is revised to read as follows: 


§5.17 Who may use license. 


Licenses may be used by anyone interested in the ex- 
port, foreign filing, or international transmittal for or on 
behalf of the inventor or the inventor’s assigns. 

9. A new §5.20 is added to read as follows: 
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§5.20 Export of technical data relating to sensitive nucle- 
ar technology. 


(a) Under regulations (10 CFR 810.7) established by 
the United States Department of Energy, an application 
filed in accordance with the regulations (37 CFR 5.11- 
5.33) of the United States Patent and Trademark Office 
and eligible for foreign filing under 35 U.S.C. 184, is 
considered to be information available to the public in 
published form and a generally authorized activity for 
the purposes of the Department of Energy regulations. 

(b) Inquiries concerning the export of sensitive nucle- 
ar technology other than related to the filing or prosecu- 
tion of a foreign patent application should be made to 
the Attention: Secretary, United States Department of 
Energy, Office of International Security Affairs, Wash- 
ington, D.C. 20858. 


§5.21 [Redesignated as §5.31] 
10. Section 5.21 is redesignated as §5.31. 
§5.22 [Redesignated as §5.32] 


11. Section 5.22 is redesignated as §5.32. 
12. A new §5.25 is added to read as follows: 


§5.25 Petition for retroactive license. 


(a) A petition of retroactive license under 35 U.S.C. 
184 shall be presented in accordance with §5.13 or 
§5.14, and shall include: 

(1) A listing of the foreign countries in which the pa- 
tent application material was filed, 

(2) The dates on which the material was filed, 

(3) A verified statement containing: 

(i) An averment that the subject matter in question was 
not under a secrecy order at the time it was filed abroad, 
and that it is not currently under a secrecy order. 

(ii) A showing that the license has been diligently 
sought after discovery of the proscribed foreign filing, 
and 

(iii) An explanation of why the material was inadver- 
tently filed abroad without the required license under 
§5.11 first having been obtained, and 

(4) The required fee (§1.17(h)). 

The above explanation must include a showing of 
facts rather than a mere allegation of inadvertence. The 
showing of facts should include statements by those per- 
sons having personal knowledge of the acts regarding 
filing in a foreign country and should be accompanied 
by copies of any necessary supporting documents such 
as letters of transmittal or instructions for filing. The 
acts which are alleged to constitute inadvertence should 
cover the period from the time of filing until actual fil- 
ing of the petition under this section. 

(b) If a petition for a retroactive license is denied, a 
time period of not less than thirty days shall be set, dur- 
ing which the petition may be renewed. Failure to re- 
new the petition within the set time period will result in 
a final denial of the petition. A final denial of a petition 
stands unless a petition is filed under §1.181 within two 
months of the date of the denial. If the petition for a ret- 
roactive license is denied with respect to the invention 
of a pending application and no petition under §1.181 
has been filed, a final rejection of the application under 
35 U.S.C. §185 will be made. 

(c) The granting of a retroactive license does not ex- 
cuse any violation of the export regulations contained in 
22 CFR Parts 121-130 (International Traffic in Arms 
Regulations of the Department of State), 15 CFR Part 
379 (Regulations of Office of Export Administration, In- 
ternational Trade Administration, Department of Com- 
merce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy) which may 
have occurred because of the failure to obtain an appro- 
priate license prior to export. 

13. Section 5.23 is redesignated as §5.33 and revised to 
read as follows: 
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§5.33 Correspondence. 


All correspondence in connection with this part, in- 
cluding petitions, should t< addressed to “Commissioner 
of Patents and Trademarks (Attention Licensing and Re- 
view), Washington, D.C. 20231.” 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks. 


Feb. 24, 1984. 


[FR Doc. 84-8884 Filed 4-3-84; 8:45 am] 
BILLING CODE 3510-16-M 


[1042 O.G. 3] 


(138) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 


[Docket No. 40227-18] 
Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule: Change of effective date 

Summary: The Patent and Trademark Office amended 
the rules of practice in patent cases, Parts 1 and 5 of 37 
CFR, to establish a streamlined procedure for granting 
licenses for foreign filing by publishing a notice in the 
Federal Register on Apr. 4, 1984, at 49 Fed. Reg. 13456- 
13463. The notice set an effective date of June i, 1984. 
However, title 35, United States Code, section 41(g) pro- 
vides that “‘No fee established by the Commissioner under 
this section will take effect prior to sixty days following 
notice in the Federal Register.” Since these rules establish 
fees and the effective date of the rules was slightly less 
than 60 days after the publication of the final rule change 
in the Federal Register, it is necessary to set a later effec- 
tive date. 

Date: The effective date of the rule change published at 49 
Fed. Reg. 13456-13463 is changed to June 4, 1984. 

For further information contact: Kenneth L. Cage by tele- 
phone at (703) 557-2877 or by mail marked to his atten- 
tion and addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


GERALD J. MOSSINGHOFF, 
Apr. 30, 1984. Commissioner of Patents 
and Trademarks. 
[1042 O.G. 58] 


(139) Office of Patents and Trademarks 
Revision of the Scope of the Secrecy Order 


for Defense Agency Use 


The Patent and Trademark Office (PTO) is revising 
the scope and format of the Secrecy Orders issued under 
the Invention Secrecy Act of 1951, 35 U.S.C. 181 et 
seq., 37 CFR Part 5. The present forms of Secrecy Or- 
ders are very restrictively worded to control disclosure 
or use of an invention under Secrecy Order. The PTO 
previously would only authorize disclosure or use of a 
Secrecy Order invention by the grant of a special per- 
mit. Permits authorize limited disclosure and permissible 
use of the invention depending upon the nature of the 
technical data and national security controls. To receive 
a permit, a patent applicant had to petition the Commis- 
sioner, or the defense agency sponsoring the Secrecy 
Order would issue or could have sua sponte issued a 
permit with the Order. 

The revised Secrecy Orders will permit disclosure and 
use consistent with the national security controls needed 
on the technical data in a patent application. The fea- 
tures of existing permits are incorporated into the Or- 
ders which will eliminate the need, in many cases, for 
the applicant to separately petition for a permit to au- 
thorize various degrees of disclosure or use. 
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These revisions to the scope and format of a Secrecy 
Order are intended to place essentially the same national 
security controls on the technical data in patent applica- 
tions as those on other types of technical data. With re- 
spect to publication or disclosure of information which 
would, in the opinion of the sponsoring Agency, be det- 
rimental to the national security, the revised Secrecy 
Orders will be consistent with existing national security 
and export control procedures. The revised Secrecy Or- 
ders will also clarify the procedures for handling and 
custody of applications subject to a Secrecy Order. 

The three new Secrecy Order formats to be used by 
the defense agencies of the Department of Defense are 
as follows: 


(1) Secrecy Order and Permit for Foreign Filing in Certain 
Countries 


This Secrecy Order will be used for those patent ap- 
plications that contain technical data whose export is 
controlled by the guidelines contained in DOD Direc- 
tive 5230.25, dated Nov. 6, 1984, (codified as 32 CFR 
Part 250) which relates to export control under 10 
U.S.C. 140(c) and the Militarily Critical Technologies 
List (MCTL). See 50 U.S.C. App. 2404(d). 

This Secrecy Order is intended to permit widest utili- 
zation of the technical data while still controlling any 
publication or disclosure which would result in an un- 
lawful exportation. This type of Secrecy Order sets 
forth the applicable export controls for technical data in 
either the Commodity Control List (CCL) 15 CFR Parts 
379, 399.1 or the Munitions List of the International 
Traffic in Arms Regulation (ITAR), 22 CFR Part 121. 

The countries where corresponding patent applica- 
tions may be filed will be identified in the Order. The 
Order specially authorizes use of the invention for legiti- 
mate business purposes. The definition of this term in 
the Order is identical to that found in DOD Directive 
5230.25, 32 CFR Part 250. The level of security control 
requires that the subject matter must be safeguarded un- 
der conditions that provide adequate protection and pre- 
vent access by unauthorized persons. Additional modifi- 
cations or permits to the Secrecy Order under 37 CFR 
5.1 et seq. will only be needed where the level of disclo- 
sure is beyond that specified in the Order. 

Following is a sample copy of this type of Secrecy 
Order: 


Serial No.: 

Filed: 

Applicant: 

Title: 

Sponsoring Agency & Address: 


ECCN! Reference 


Goods Accompanied by Sophisticated Know-How 
Keystone Equipment or Materials 


ITAR? Reference 
Goods Accompanied by Sophisticated Know-How 


Secrecy Order and Permit for Foreign Filing in Certain 
Countries 


(Title 35, United States Code, Sections 181-188 (1952)) 


NOTICE: To the applicant(s) above named; his, her, 
or their heirs; and any and all of the assignees, licensees, 
attorneys and agents, hereinafter designated principals: 

You are hereby notified that the above-identified pa- 
tent application has been found to contain subject matter 
which discloses critical technology with military or 
space application. The unauthorized disclosure of such 
subject matter would be detrimental to the national se- 
‘Export Control Commodity Number (ECCN) on the Commodity Control 


List (Supplement No. | to 15 CFR 399.1). 
2International Traffic in Arms Regulations (ITAR), 22 CFR 120-130. 
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curity, and you are ordered to keep the subject matter 
secret (as ae by 35 U.S.C. 181) and you are further 
ordered NOT TO PUBLISH OR DISCLOSE the sub- 
ject matter to any person except as specifically autho- 
rized herein. 

Any other patent application already filed or hereafter 
filed in the U.S. or any foreign country which contains 
any a part of the subject matter of the above- 
identified application falls within the scope of this Order. 
If such other patent application is not under Secrecy Or- 
der imposed by the U.S. Patent and Trademark Office, it 
and the common subject matter need to be brought to the 
attention of the Director, Group 220, Attn: Licensing and 
Review, U.S. Patent and Trademark Office, Washington, 
D.C. 20231 as soon as ible. 

Publication or disclosure of the subject matter of the 
above-identified patent application, except as authorized 
herein or subsequently by the Commissioner of Patents 
and Trademarks, may subject the person publishing or 
disclosing the subject matter to the penalties of 35 
U.S.C. 182, 185 and 186 (1952). 

The principals may disclose, for legitimate business 
purposes,’ the subject matter of the above-identified ap- 
plication to a U.S. citizen or to a person who is both ad- 
mitted lawfully into the United States for permanent res- 
idence and is located in the United States provided the 
U.S. citizen or person is furnished with a copy of this 
Secrecy Order and is informed that this Secrecy Order 
is applicable to the subject matter disclosed. 

Legitimate business purposes include both selling or 
producing products for the commercial domestic market- 

lace or for the commercial foreign marketplace, provid- 
ing that any required expert license is obtained. Legiti- 
mate business purposes also include selling or otherwise 
disclosing technical data to foreign contractors or govern- 
ments overseas after receiving the required export license 
or approval by the U.S. Government. 

e principals shall notify the Commissioner of Pa- 
tents and Trademarks if a validated license is obtained 
from the Office of Export Administration or 2 license is 
obtained from the Director, Office of Munitions Control 
under regulations governing the export of technical data 
(15 CFR 379 of the Export Administration Regulations 
or 22 CFR 125 of the International Traffic in Arms 
Regulations). 

The subject matter of the above-identified application 
has been determined not to be encompassed by E.O. 
10865, entitled “Safeguarding of Classified Information 
Within Industry” or E.O. 12356, entitled “National Se- 
curity Information” and thus is not subject to the “In- 
dustrial Security Manual for Safeguarding Classified In- 
formation.” However, since the disclosure of the subject 
matter would be detrimental to the national security, the 
subject matter must be safeguarded under conditions 
that will provide adequate protection and prevent access 
by unauthorized persons. When copies of the subject 
matter are no longer needed, they should be destroyed 
by any method that will prevent disclosure of the con- 
tents or reconstruction of the document. 

The principals are permitted, subject to the conditions 
stated hereinafter, to file and prosecute a corresponding 
application for patent in each of the following countries: 
Australia, Belgium, Canada, Denmark, France, Federal 
Republic of Germany, Greece, Italy, Luxembourg, 
Netheriands, Norway, Portugal, Sweden, Turkey and 
the United Kingdom. The papers for each foreign appli- 
cation and its prosecution shall be transmitted to the 
sponsoring agency, identified herein, for forwarding 
through diplomatic channels for filing in the foreign 
country either directly by the principals or through the 
principals’ foreign patent attorney or agent if authorized 
by the foreign government. Correspondence exclusively 
relating to payments of taxes and fees need not be sent 
through the sponsoring agency and diplomatic channels 
provided that such correspondence contains no informa- 


3The term legitimate business purposes is to be interpreted consistent with 
DOD directive 5230.25 entitled “Withholding of Unclassified Technical 
Data From Public Disclosure,” issued by the Secretary of Defense on Nov. 
6, 1984, 32 CFR Part 250, 49 FR 484040 (Dec. 10, 1984). 
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tion pertaining to the subject matter of the above-identi- 
fied application. 

International reciprocal agreements ty for the 
filing of patent applications under a recy Order in 
the above-identified countries require the principals to 
furnish to the sponsoring — identified herein (in ad- 
dition to the papers to be filed in the foreign patent of- 
fice) a copy of the specification (including any drawin, 
annexed thereto, any resume and the claims included in 
the patent application) filed in the patent office of the 
foreign country. This copy will be furnished to the a 
propriate defense agency of the foreign government for 
information only and without prejudice to any rights of 
the principals. The filing date and serial number of the 
patent application should also be furnished to the spon- 
soring agency. 

The principals shall request the foreign patent office 
to place in secrecy the foreign patent applications corre- 
sponding to the above-identified application and shall 
furnish a copy of this Secrecy Order and permit with 
the first papers to be filed in the foreign patent office. 

The foreign government may require a waiver in writ- 
ing of any claim to compensation for loss or damage due 
solely to the imposition of secrecy on the invention. Bel- 
gium, France, the Federal Republic of Germany, the 
Netherlands, Turkey and the United Kingdom normally 
require such a waiver in writing. 

This Order should not be construed in any way to mean 
that the Government has adopted or contemplates adop- 
tion of the invention disclosed in this application and it is 
not any indication of the value of such invention. 


Director, Special Laws Administration. 


(2) Secrecy Order and Permit for Disclosing Classified In- 
formation 


This Secrecy Order will be used for those patent ap- 
plications which contain technical data that is either 
classified under Executive Order 12356, National Securi- 
ty Information, 47 FR 14874, Aug. 6, 1982, or properly 
classifiable under a security guideline where the patent 
application owner has a current DOD Security Agree- 
ment, DOD form 441. This Agreement requires the pro- 
tection of classified technical data as prescribed in the 
Industrial Security Manual (ISM), DOD 5220.22-M. 

The intent of this Secrecy Order is to treat classified 
technical data in a patent applicatiou in the same manner 
as any other classified material under the Industrial Se- 
curity Manual (ISM). Accordingly, this Secrecy Order 
will include a notification of the classification level of 
the technical data in the application, and provided a lev- 
el of protection at that classification level. The Order 
will apply to owners of patent applications who have a 
current DOD Security agreement (DD Form 441) under 
the ISM. Additional modifications or permits to the Se- 
crecy Order under 37 CFR 5.1 et seq. will only be need- 
ed where the level of disclosure is beyond that specified 
in the order. 

The following is a copy of this second type of Secre- 
cy Order: 


Serial No: 

Filed: 

Applicant: 

Title: 

To be protected at Classification Level of: 
Top Secret, Secret, Confidential, or Special 
Instructions 

Sponsoring Agency & Address: 


Secrecy Order and Permit for Disclosing Classified Infor- 
mation 


(Title 35, United States Code, sections 181-188 (1952)) 
NOTICE: To the applicant(s) above named, his, her, 


or their heirs; and any and all of the assignees, licensees, 
attorneys and agents, hereinafter designated principals: 
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You are hereby notified that the above-identified pa- 
tent application has been found to contain subject matter 
which discloses classifiable information. The unautho- 
rized disclosure of such matter would be detrimental to 
the national security, and you are ordered to keep the 
subject matter secret (as required by 35 U.S.C. 181) and 
you are further ordered NOT TO PUBLISH OR DIS- 
CLOSE the subject matter to any person except as spe- 
cifically authorized herein. 

Any other patent application already filed or hereafter 
filed in the Us. or any foreign country which contains 
any significant of the subject matter of the above- 
identified patent application falls within the scope of this 
Order. If such other patent application is not under a Se- 
crecy Order imposed by the U.S. Patent and Trademark 
Office, it and the common subject matter need to be 
brought to the attention of the Director, Group 220, Attn: 
Licensing and Review, U.S. Patent and Trademark Of- 
fice, Washington, D.C. 20231 as soon as possible. 

Publication or disclosure of the subject matter of the 
above-identified patent application, except as authorized 
herein or subsequently by the Commissioner of Patent 
and Trademarks, may subject the person publishing or 
disclosing the subject matter to the penalties of 35 
U.S.C. 182, and 186 (1951). 

The subject matter of the above-identified application 
has been determined to be encompassed by E.O. 19865, 
entitled “Safeguarding of Classified Information Within 
Industry” or E.O. 12356, entitled ‘National Security In- 
formation” and thus is subject to the “Industrial Security 
Manual for Safeguarding Classified Information.” 

The principals shall protect the subject matter as re- 
quired by the Industrial Security Manual for 
Safeguarding Classified Information and may disclose 
the subject matter of the above-identified application to 
other persons having the requisite clearance on a “need- 
to-know basis” provided the person to whom the subject 
matter is disclosed is furnished with a copy of this Se- 
crecy Order and is informed that this Secrecy Order is 
applicable to the subject matter disclosed. The 
declassification, in whole or in part, of the subject mat- 
ter of the above-identified application does not modify 
this Secrecy Order. The requirements of this Secrecy 
Order remain in effect until the Secrecy Order is re- 
scinded or modified by the Commissioner of Patent and 
Trademarks. The fact that the subject matter as a whole 
is declassified should be brought to the attention of the 
sponsoring agency. 

This permission to disclose does not authorize the dis- 
closure of the subject matter of the above-identified ap- 
plication through (1) the — of any foreign application 
without specific permission of the Patent and Trademark 
Office, or (2) the export of any item or data without any 
export license which may be required. 

This Order should not be construed in any way to mean 
that the Government has adopted or contemplates adop- 
tion of the invention disclosed in this application and it is 
not any indication of the value of such invention. 


Director, Special Laws Administration. 


(3) Secrecy Order 


This Secrecy Order will be used for those patent ap- 
plications that contain properly classifiable technical 
data under a security guideline where the patent applica- 
tion owner does not have a DOD Security Agreement 
under the ISM. 

This Secrecy Order is substantially the same as the 
Secrecy Order in use up to now, and will be used where 
the other types of Orders do not apply. This Order may 
be issued by direction of agencies other than the Depart- 
ment of Defense. Unless issued with the initial Order, 
modifications to the Secrecy Order and/or permits un- 
der 37 CFR 5.1 et seq. will be needed for additional dis- 
closure. 

The following is a copy of this third type of Secrecy 
Order: 
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Serial No: 

Filed: 

— 

Title: 

Sponsoring Agency & Address: 


Secrecy Order 


(Title 35, United States Code, sections 181-188 (1952)) 


NOTICE: To the applicant(s) above named; his, her 
or their heirs; and any and all of the assignees, licensees, 
attorneys and agents, hereinafter designated ser 

You are hereby notified that the above-identified pa- 
tent application has been found to contain subject matter 
the unauthorized disclosure of which would be detri- 
mental to the national security, and you areordered to 
keep the subject matter secret (as required by 35 U.S.C. 
181) and you are further ordered NOT TO PUBLISH 
OR DISCLOSE the subject matter to any person except 
as specifically authorized by the Commissioner of Pa- 
tents and Trademarks. 

Any — application already filed or hereafter 
filed in the U.S. or any — country which contains 
any —_—- part of the subject matter of the above- 
identified patent application falls within the scope of this 
Order. If such other patent application is not under a Se- 
crecy Order im by the U.S. Patent and Trademark 
Office, it and the common subject matter need to be 
brought to the attentioti of the Director, Group 220, Attn: 
Licensing and Review,: U.S. Patent and Trademark Of- 
fice, Washington, D.C: 20231 as soon as possible. 

Publication or disclosure of the subject matter of the 
above-identified patent application, except as authorized 
herein or subsequently by the Commissioner of Patents 
and Trademarks, may subject the person aregge or 
disclosing the subject matter to the penalties of 35 
U.S.C. 182, 185 and 186 (1952). 

Since the disclosure of the subject matter of the above- 
identified application would be detrimental to the national 
security, the subject matter must be safeguarded under 
conditions that will provide adequate protection and pre- 
vent access by unauthorized persons. When copies of the 
subject matter are no ‘longer needed, they should be 
destroyed by any method that will prevent disclosure of 
the contents or reconstruction of the document. . 

This Order should not be construed in any way to mean 
that the Government has adopted or contemplates adop- 
tion of the invention disclosed in this application and it is 
not any indication of the value of such invention. 


Director, Special Laws Administration. 


Each Secrecy Order forbids the publication or disclo- 
sure of the invention except as specially authorized. By 
revising these Secrecy Orders to conform with existing 
export and classification authority, the burden on patent 
applicants to seek additional permits for disclosure 
and/or foreign filing under 37 CFR Part 5 will be re- 
duced. The new Secrecy Orders reflect the level of se- 
crecy required by law and regulation for various tech- 
nologies and will place National Security and export 


controls on the patent application in harmony with other - 


=~ export and classification controls. Also, this 
change will reduce the risk of disclosure of the subject 
matter of the invention by providing greater guidance 
on the safeguarding of the subject matter invention. 

Information regarding the new Secrecy Orders may 
be obtained by calling Mr. Kenneth L. Cage, Director, 
Special Laws Administration Group, at (703) 557-2877 
or by mail directed to Mr. Kenneth L. Cage, Director, 
Special Laws Administration, Group 220, Washington, 
D.C. 20231. 


DONALD W. PETERSON, 
Deputy Commissioner of 


Sept. 9, 1986. 
Patents and Trademarks. 
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[FR Doc. 86-21023 Filed 9-16-86; 8:45 am] 
BILLING CODE 3510-16-M 


[1071 OG 31} 


Guidelines for Extension of Patent Term 
Under 35 U.S.C. 156 


This notice is intended to establish initial guidelines 
for patent owners who are seeking extensions of patent 
terms pursuant to newly enacted 35 U.S.C. 156. These 
guidelines will be effective until further notice. Section 
156 of Title 35, United States Code, provides that a pa- 
tent owner seeking an extension of the term of a patent 
pursuant to its provisions must submit an application to 
the Commissioner of Patents and Trademarks (hereinaf- 
ter Commissioner) within a certain defined period of 
time. Section 156 specifies certain components the appli- 
cation is to contain, including “such patent or other in- 
formation as the Commissioner may require.” See 35 
U.S.C. 156(d) (1) (EB). Section 156(d) (4) also provides 
that “[a] n application for the extension of the term of a 
patent is subject to the disclosure requirements pre- 
scribed by the Commissioner.” Section 156(h) provides 
that the “Commissioner may establish such fees as the 
Commissioner determines appropriate to cover the costs 
to the Office of receiving and acting uppn applications 
under this section.” The purpose of this notice is to pro- 
vide the guidelines. which a patent owner or its agent 
should use in deciding whether to submit an application 
for the extension of the term of a patent to the Patent 
and ‘Trademark Office and in actually making the sub- 
mission of such an application. This notice is divided 
into a number of sections set forth below which treat 
various determinations which have to be made by a pa- 
tent owner or its agent prior to submission of an applica- 
tion and further includes guidelines as to the actual con- 
tent of an application for extension of the term of a 
patent. 

A patent owner or its agent should use the guidelines 
in the various sections set forth below in determining 
whether a patent is subject to, and meets the conditions 
for, extension of its term. If so, the patent owner or its 
agent should also use the guidelines set forth below in 
preparing and filing an application for extension of the 
patent term. If any application for extension of the term 
of a patent is filed in accordance with 35 U.S.C. 156 be- 
fore the date on which this notice is published in the Of- 
ficial Gazette and is not in compliance with the require- 
ments of this notice, applicant will be notified of the 
deficiencies in the — and will be given a period 
of time within which to correct the deficiencies. 


Guidelines 


(140) 


§A. Patents subject to extension of the patent term. 


(a) Any patent which claims a product as defined in 
paragraph (b) of this section, or a method of using such 
a product, or a method of manufacturing such a prod- 
uct, is subject to being extended in accordance with 35 
U.S.C. 156. 

(b) The term “product” referred to in paragraph (a) of 
this section means (1) a human drug product or (2) any 
medical device, food additive, or color additive subject 
to regulation under the Federal Food, Drug, and Cos- 
metic Act. The term “human drug product” means the 
active ingredient of a new drug, antibiotic drug, or hu- 
man biological product (as those terms are used in the 
Federal Food, Drug, and Cosmetic Act and the Public 
Health Service Act) including any salt or ester of the 
active ingredient, as a single entity or in combination 
with another active ingredient. 


§B. Conditions for extension of term of a patent. 


The term of a patent may be extended if: 
(a) the patent claims a product or a method of using or 
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manufacturing a product as defined in §A of this no- 
tice; 

(b) the term of the patent has never been previously ex- 
tended except for any interim extension issued pursu- 
ant to 35 U.S.C. 156(e) (2); 

(c) an application for extension is submitted pursuant to 
§D of this notice; 

(d) the product has been subject to a regulatory review 
period as defined in 35 U.S.C. 156(g) and by the Sec- 
retary of Health and Human Services before its com- 
mercial marketing or use; 

(e) the product has received permission for commercial 
marketing or use and (i) the application is submitted 
within the sixty day period beginning on the date the 
product first received permission for commercial 
marketing or used under the provision of law under 
which the applicable regulatory review period oc- 
curred, or (ii) in the case of a patent claiming a 
method of manufacturing the product which primari- 
ly uses recombinant DNA technology in the manu- 
facture of the product, the application for extension 
is submitted within the sixty day period beginning on 
the date of the first permitted commercial marketing 
or use of a product manufactured under the process 
claimed in the patent; 

(f) the term of the patent has not expired before the sub- 
mission of an application pursuant to §D of this no- 
tice; and 

(g) no other patent has been extended for the same regu- 
latory review period for the product. 


§C. Applicant for extension of patent term. 


Any application for extension of a patent term must 
be submitted by the owner of record of the patent or its 
agent and must comply with the requirements of §D of 
this notice. 


§D. Application for extension of the term of a patent. 


(a) An application for extension of the term of a patent 
must be made in writing to the Commissioner of Pa- 
tents and Trademarks. The filing date of an application 
for extension of the term of a patent is the date on 
which the complete application for extension and a 
duplicate of the papers thereof, certified as such, are 
received in the Patent and Trademark Office or filed 
pursuant to the provisions of 37 CFR 1.10. The provi- 
sions of 37 CFR 1.8 should not be used to file an appli- 
cation for the extension of the term of a patent. 

(b) A complete application for the extension of the term 
of a patent comprises: 

(1) a complete identification of the approved product as 
by appropriate chemical and physical structure or 
characteristics; 

(2) a complete identificatiou of the Federal statute in- 
cluding the applicable provision of law under which 
the regulatory review occurred; 

(3) an identification of the date on which the product 
received permission for commercial marketing or 
use under the provision of law under which the ap- 
plicable regulatory review period occurred; 

(4) a statement that the application is being submitted 
within the sixty day period permitted for submission 
and an identification of the date of the last day on 
which the application could be submitted; 

(5) a complete identification of the patent for which an 
extension is being sought by the name of the inven- 
tor, the patent number, and the date of issue; 

(6) a copy of the patent for which an extension is being 
sought, including the entire specification (including 
claims) and drawings, in the form of a cut-up copy 
of the original patent with only a single column of 
the printed patent securely mounted or reproduced 
in permanent form on one side of a separate paper; 

(7) a copy of any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamina- 
tion certificate issued in the patent; 
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(8) a statement that the patent claims the approved prod- 
uct or a method of using or manufacturing the ap- 
proved product, and a showing which lists each 
applicable patent claims and demonstrates the 
mannerin which each applicable patent claim reads on 
the approved product or a method of using or manu- 
facturing the approved product; 

(9) the relevant dates and information pursuant to 35 
U.S.C. 156(g) in order to enable the Secretary of 
Health and Human Services to determine the applica- 
ble regulatory review period; 

(10): brief description of the activities undertaken by the 
applicant during the applicable regulatory review pe- 
riod with respect to the approved product and the sig- 
nificant dates applicable to such activities; 

(11): statement that in the opinion of the applicant the pa- 
tent is eligible for the extension and a statement as to 
the length of extension claimed, including how the 
length of extension was determined; 

(12) statement that applicant acknowledges a duty to dis- 
close to the Commissioner of Patents and Trademarks 
and the Secretary of Health and Human Services any 
information which is material to any determinations to 
be made relative to the application for extension; and 

(13the prescribed fee for receiving and acting upon the 
application for extension (see §F of this notice) and an 
oath or declaration as set forth in paragraph (c) of this 
section. 

(c) Any application for extension of the term of a patent 
submitted pursuant to paragraphs (a) and (b) of this 
section must include an oath or declaration signed by 
the owner of record of the patent or its agent which 
specifically identifies the application papers and the 
patent for which an extension is sought and avers that 
the person signing the oath or declaration: 

(1) has reviewed and understands the contents of the ap- 
plication being submitted pursuant to this section; 

(2) believes the patent is subject to extension pursuant to 
§A of this notice; 

(3) believes an extension of the !ength claimed is fully jus- 
tified under 35 U.S.C. 156; and 

(4) believes the patent for which the extension is being 
sought meets the conditions for extension of the term 
of a patent as set forth in §B of this notice. 

(d) If any application for extension of the term of a patent 
submitted pursuant to this section is held to be incom- 
plete, applicant may seek to have that holding re- 
viewed by filing a petition pursuant to 37 CFR 1.182 
within such time as may be set, or if no time is set, 
within one month of the date on which the application 
was held incomplete. 


§E. Interim extension of the term of a patent. 


An applicant who has filed an application for exten- 
sion pursuant to §D of this notice may request one or 
more interim extensions for periods of up to one year 
pending a final determination on the application. Any 
such request should be filed at least three months prior 
to the expiration date of the patent. The Commissioner 
may issue interim extensions for periods of up to one 
year until a final determination is made without a re- 
quest by the applicant. In no event will the interim ex- 
tensions granted under this section be longer than the 
maximum period of extension to which the applicant 
would be eligible. 


§F. Fee for receiving and acting on an application for ex- 
tension of the term of a patent. 


Pursuant to 35 U.S.C. 156(h) the Commissioner has 
determined that a fee of $750.00 is appropriate to cover 
the costs to the Patent and Trademark Office of receiv- 
ing and acting upon applications for extension of the 
term of a patent filed pursuant to 35 U.S.C. 156. The fee 
should accompany the application when filed. If a fee in 
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a different amount is adopted in Title 37 of the Code of 
Federal Regulations, applicant will be refunded any ex- 
cess or required to submit any deficiency. 


§G. Address for application for extension of the term of a 
patent and communications relating thereto. 


All applications for extension of the term of a patent 
and any communcations relating thereto intended for the 
Patent and Trademark Office should be a4dressed to the 
Commissioner of Patents and Trademarks, Box Patent 
Ext., Washington, D.C. 20231. When appropriate, the 
communication should also be marked to the attention 
of a particular individual. 


§H. For further information contact: 


R. Franklin Burnett by telephone at (703) 557-3054 or 
by mail marked to his attention and addressed to the 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. 


Summary 


The initial guidelines set forth above are considered to 
be appropriate and authorized by 35 U.S.C. 156. They 
will provide appropriate guidance to patent owners and 
their agents pending appropriate changes which will be 
made in Title 37 of the Code of Federal Regulations. 


DONALD J. QUIGG, 
Sept. 25, 1984. Acting Commissioner of 
Patents and Trademarks. 
[1047 O.G. 16] 


(141) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 60594-7007] 
Rules for Extension of Patent Term 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent cases, Part 1 of 
Title 37, Code of Federal Regulations, to provide the 
rules and procedures under which extensions in the 
terms of patents may be sought pursuant to the provi- 
sions of 35 U.S.C. 156 which was enacted on Sept. 24, 
1984 in Title II of Pub. L. 98-417, the “Drug Price 
Competition and Patent Term Restoration Act of 1984.” 
The new 35 U.S.C. 156 provides that, upon application 
to the Commissioner of Patents and Trademarks, the 
term of a particular patent, which claims a product or a 
method of using or manufacturing a product as defined 
in the Public Law, may be extended under certain cir- 
cumstances and conditions where the product has been 
subject to a regulatory review as defined in Pub. L. 98- 
417 and by the Secretary of Health and Human 
Services, before its commercial marketing or use. The 
rule changes amending Part 1 of Title 37 would provide 
specific procedures for the submission of such applica- 
tions to the Patent and Trademark Office and for the de- 
termination and issuance of certificates of patent term 
extension (PTE) by the Patent and Trademark Office on 
the applications submitted. 

Effective Date: May 26, 1987. 

For Further Information Contact: Charles E. Van Horn 
by telephone at (703) 557-3637 or by mail marked to his 
attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: A notice of proposed 
rulemaking was published in the Federal Register on 
July 30, 1986, at 51 FR 27205-27215 and in the Official 
Gazette on Aug. 19, 1986, at 1069 O.G. 25-34. An oral 
hearing was held on Sept. 15, 1986. Sixteen written let- 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 231 
(140) 


ters and statements were submitted. Two (2) persons tes- 
tified at the oral hearing which resulted in ten (10) pages 
of testimony. 


Objectives of the Rule Change 


The rule change makes some clarifications and addi- 
tions to the initial operating guidelines which were 
published as “Guidelines for Extension of Patent Term 
under 35 U.S.C. 156” in the Official Gazette of the PTO 
on Oct. 9, 1984. Several of the changes are designed to 
pe: %t and implement suggestions from members of the 
public. 


Discussion of Specific Rules 


Section 1.1 is amended to indicate that applications 
for extension of patent terms and any communications 
relating thereto intended for the Patent and Trademark 
Office should be directed to “Box Patent Ext.” 

The filing of an application for an extension of the 
term of a patent would be considered timely if received 
in the Patent and Trademark Office on or before the 
statutory deadline, or if the application is deposited with 
the U.S. Postal Service in accordance with the provi- 
sions of §1.8 or §1.10 of this part before the statutory 
deadline. The filing of an application for an extension of 
the term of a patent would be treated in the same man- 
ner as the filing of any paper required to be filed in the 
Patent and Trademark Office within a set period of time 
17 _ subject to the exceptions enumerated in 37 CFR 

.8(a). 

Section 1.20 is amended to add paragraph (n) to estab- 
lish a fee of $550.00 for filing an application for exten- 
sion of the term of a patent pursuant to §1.740. This 
amount is set to cover the costs to the Patent and 
Trademark Office of receiving and acting upon applica- 
tions for extension of patent term as provided in 35 
U.S.C. 156(h) based upon PTO experience in processing 
applications for patent term extension during the first 
two years of implementation. 

Comment: The reduction in the fee for filing an applica- 
tion for patent term extension from $750.00 to $550.00 
has raised the question of how to obtain refunds for 
those applications filed under the initial operating guide- 
lines. 

Reply: When the final rules are approved, refunds will 
be made to those who paid the higher fee without any 
request being filed. Although the final rules do not take 
effect until 60 days from publication in the Federal Reg- 
ister, the fee of $550.00 should be paid with any applica- 
tion filed after the date of this publication of the final 
rules. 

Comment: It has been suggested that a lower fee be set 
for the filing of a patent term extension application 
which would be applicable to small entities. 

Reply: This suggestion has not been adopted since there 
is no statutory provision for such a fee structure. 

A new “Subpart F—Extension of Patent Term” is 
added to Part 1 to include §§1.710 through 1.785. 

Section 1.710 defines the patents subject to extension 
of the patent term. Paragraph (a) of §1.710 defines the 
patents subject to extension in terms of the subject mat- 
ter being claimed therein. Under paragraph (a) of §1.710 
a patent to (1) a product, (2) a method of using a prod- 
uct, (3) or a method of manufacturing a product can be 
extended as long as the product meets the definition 
contained in paragraph (b) of §1.710, and as long as the 
other conditions and requirements for extension of pa- 
tent term are met. Paragraph (b) of §1.710 follows the 
language of 35 U.S.C. 156 and defines a “product” as 
meaning (1) a human drug product or (2) any medical 
device, food additive, or color additive subject to regu- 
lation under the Federal Food, Drug, and Cosmetic Act. 
The term “human drug product” as defined in para- 
graph (b) of §1.710 means the active ingredient of a new 
drug, antibiotic drug, or human biological product (as 
those terms are used in the Federal Food, Drug, and 
Cosmetic Act and the Public Health Service Act) in- 
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cluding any salt or ester of the active ingredient, as a 
single entity or in combination with another active in- 
gredient. 
Comment: It has been proposed that §1.710 be modified 
to specifically acknowledge that patents claiming phar- 
maceutical compositions or formulations of the “prod- 
uct” are eligible for extension or alternatively to modify 
the term “product” to include such compositions or for- 
mulations. 
Reply: “Product” is specifically defined in 35 U.S.C. 
156(f) as follows. For a human drug product, the term 
means “the active ingredient of a new drug, antibiotic 
drug or human biological product (as those terms are 
used in the Federal Food, Drug and Cosmetic Act and 
the Public Health Service Act) including any salt or es- 
ter of the active ingredient, as a single entity, or in com- 
bination with another active ingredient.” A patent is 
considered to claim the product where it claims the ac- 
tive ingredient per se, or claims a composition or formu- 
lation which contains the active ingredient(s) and reads 
on the composition or formulation approved for com- 
mercial marketing or use. 
Comment: It has been suggested that the language of 
§1.710(b) be modified to read “(1) a human drug prod- 
uct (i.e., the active ingredient of a new drug, antibiotic 
drug or human biological product, as those terms are 
used in the Federal Food, Drug, and Cosmetic Act 
and/or the Public Health Service Act)”, with a similar 
modification at the bottom of the paragraph. 
Reply: Since the language used in this section of the rule 
tracks the statutory language on which it is based and to 
avoid possible confusion or unnecessary ambiguity, the 
proposed modification has not been adopted. 
Comment: It has been suggested that the definition of 
the term “product” be broadened to specifically refer to 
product-by-process claimed products. 
Reply: The term “product” as defined in the statute and 
rules is considered to encompass any means of defining a 
product. Product-by-process claims are only an alterna- 
tive form available to claim a product. Neither the pro- 
posed rules nor statute limit the manner of claiming a 
product. 

Section 1.720 defines the conditions under which the 
term of a patent may be extended. The conditions for 
extension are: 


(1) The patent must claim a product or a method of 
using or manufacturing a product as defined in §1.710; 

(2) The term of the patent must never have been 
previously extended except for any interim extension is- 
sued pursuant to §1.760; 

(3) An application for extension must be submitted in 
compliance with §1.740; 

(4) The product must have been subject to a regulato- 
ry review period as defined in 35 U.S.C. 156(g) before 
its commercial marketing or use; 

(5) The product must have received permission for 
commercial marketing or use and (i) the permission for 
the commercial marketing or use of the product must be 
the first received permission for commercial marketing 
or use under the provision of law under which the appli- 
cable regulatory review occurred, or (ii) in the case of a 
patent claiming a method of manufacturing the product 
which primarily uses recombinant DNA technology in 
the manufacture of the product, the permission for the 
commercial marketing or use must be the first received 
permission for the commercial marketing or use of a 
product manufactured under the process claimed in the 
patent; 

(6) The application must be submitted within the sixty 
day period beginning on the date the product first re- 
ceived permission for commercial marketing or use un- 
der the provisions of law under which the applicable 
regulatory review period occurred, or in the case of a 
patent claiming a method of manufacturing the product 
which ‘primarily uses recombinant DNA technology in 
the manufacture of the product, the application for ex- 
tension {must be submitted within the sixty day period 
beginnitig on the date of the first permitted commercial 
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marketing or use of the product manufactured under the 
process claimed in the patent; 

(7) The term of the patent must not have expired be- 
frais —— of an application in compliance with 

-741; an 

(8) No other patent term must have been extended for 
the same regulatory review period for the product. 
Comment: It has been suggested that §1.720(e) be mod- 
ified to avoid combining the two statutory require- 
ments that (1) the product is an approved product, that 
is, it has received permission for commercial marketing 
or use and (2) that the application be submitted within 
the sixty day period beginning on the date the product 
first received permission for commercial marketing 
or use. 

Reply: The section has been modified to be more consis- 
tent with the underlying statutory language. In addition, 
subsection (e)(i) has been changed to (f), the term (ii) 
has been cancelled and subsections (f) and (g) have been 
relettered as (g) and (h) respectively. Thus, each statuto- 
ry requirement is separately provided for as suggested. 
Comment: The rule appears to distinguish between the 
date when communal marketing or use is “first permit- 
ted” for products made by DNA method inventions, 
versus the date a product first “received permission” for 
commercial marketing or use. Since this distinction is 
not required by the statute which uses the language 
“first permitted commercial marketing or use” in each 
case, is there some other policy reason for the apparent 
distinction? 

Reply: No distinction was intended, simply a different 
combination of words used to describe the same date— 
ie. the date of “first permitted commercial marketing or 
use.” 

Comment: It has been suggested that patent term exten- 
sion should not be available for a patent in which a ter- 
minal disclaimer has been filed and particularly where 
such a terminal disclaimer was necessary to avoid dou- 
ble patenting. 

Reply: The suggestion has not been adopted since there 
is no statutory basis for denying an ——— for pa- 
tent term extension where the term of the patent sought 
to be extended is affected by a terminal disclaimer. 

Section 1.730 requires that an application for extension 
of a patent be submitted by the owner of record of the pa- 
tent or its agent and that the application must comply 
with the requirements of §1.740. The application papers 
submitted would be required to clearly reflect and estab- 
lish the authority of the person submitting the application 
to do so on behalf of the owner. See §1.740(b). For exam- 
ple, if the person submitting the application is the owner 
of record, the application papers would be required to so 
reflect. If the —_— submitting the application is doing so 
as the agent of the owner of record, the application papers 
must so reflect and establish the authority of the agent to 
act on behalf of the owner, e.g., as an officer of a corpo- 
rate owner. 

Comment: It has been suggested that §1.730 be deleted 
as being redundant with §§1.720(c) and 1.740(b). 

Reply: This suggestion has not. been adopted. Section 
1.730 repeats the statutory requirement as to those eligi- 
ble to file the application for patent term extension. Sec- 
tions 1.720(c) and 1.740(b) reflect the Commissioner’s 
rule making authority as to what is necessary to demon- 
strate that the statutory requirement has been met by de- 
fining (1): who must sign the oath or declaration which 
accompanies an application for patent term extension 
and (2) the contents of the oath and declaration. Thus 
the sections are not redundant. 

Section 1.740 establishes the contents and require- 
ments of an yey for extension of patent term. 
Paragraph (a) of §1.740 requires that the application be 
made in writing to the Commissioner of Patents and 
Trademarks. The certified duplicate of the application 
papers will serve as the copy to be submitted by the 
Commissioner to the Secretary of Health and Human 
Services in order that the Secretary may determine the 
— regulatory review period as required by Pub. 

. 98-417. 
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Paragraph (a) of §1.740 further specifies the contents 
of a formal application for extension of patent. If the ap- 
plication does not meet all formal requirements when 
submitted, the applicant will be notified of the 
informalities and may seek to have that holding re- 
viewed under §1.740(c). In accordance with paragraph 
(a) of §1.740, a formal application for the extension of 
the term of a patent shall include: 

(1) A complete identification of the approved product 
as by appropriate chemical and generic name, physical 
structure or characteristics that would permit the Com- 
missioner to make a determination of whether the patent 
claims the approved product, or a method of making or 
using the approved product; 

(2) A complete identification of the Federal statute in- 
cluding the applicable provision of law under which the 
regulatory review occurred; 

(3) An identification of the date on which the product 
received permission for commercial marketing or use 
under the provision of law under which the applicable 
regulatory review period occurred; 

(4) In the case of a human drug product, an identifica- 
tion of each active ingredient in the product and as to 
the product and each active ingredient, a statement that 
they have not been previously approved for commercial 
marketing or use under the Federal Food Drug and 
Cosmetic Act, or a statement of when the active ingre- 
dient was approved for commercial marketing or use (ei- 
ther alone or in combination with other active ingredi- 
ents) and the provision of law under which it was 
approved; 

(5) A statement that the application is being submitted 
within the sixty day period permitted for submission 
pursuant to proposed §1.720(f) and an identification of 
the date of the last day on which the application could 
be submitted; 

(6) A complete identification of the patent for which 
an extension is being sought by the name of the inven- 
tor, the patent number, the date of issue, and the date of 
expiration; 

(7) A copy of the patent for which an extension is be- 
ing sought, including the entire specification (including 
claims) and drawings; 

(8) A copy of any disclaimer, certificate of correction, 
receipt or statement of maintenance fee payment, or 
reexamination certificate issued in the patent; 

(9) A statement beginning on a new page that the pa- 
tent claims the approved product or a method of using 
or manufacturing the approved product, and a showing 
which lists each applicable patent claim and demon- 
strates the manner in which each applicable patent claim 
reads on the approved product or a method of using or 
manufacturing the approved product; 

(10) A statement beginning on a new page of the rele- 
vant dates and information pursuant to 35 U.S.C. 156(g) 
in order to enable the Secretary of Health and Human 
Services to determine the applicable regulatory review 
period. 

(i) For a human drug product, this information will in- 
clude the effective date of the investigational new drug 
(IND) application and the IND number; the date on 
which a new drug application (NDA) was initially sub- 
mitted and the NDA number; and the date on which the 
NDA was approved; 

(ii) For a food or color additive, this information will 
include the date a major health or environmental effects 
test on the additive was initiated and any available sub- 
stantiation of that date; the date on which a petition for 
product approval under the Federal Food, Drug and 
Cosmetic Act was initially submitted and the petition 
number; and the date on which the application was ap- 
proved; 

(iii) For a medical device, this information will in- 
clude the effective date of the investigational device ex- 
emption (IDE) and the IDE number, if applicable, or 
the date on which the applicant began the first clinical 
investigation involving the device if no IDE was submit- 
ted and any available substantiation of that date; the date 
on which an application for product approval under sec- 
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tion 515 of the Federal Food, Drug and Cosmetic Act 
was initially submitted and the number of the applica- 
tion; and the date on which the application was ap- 
proved. 

In the cases where there is no regulatory event to re- 
flect the commencement of the testing or approval phase 
of the regulatory review period, applicants should in- 
clude in the application the dates that they claim initiate 
either the approval or the testing phases and an explana- 
tion of their reasonable basis for why they conclude that 
these dates are the relevant dates. For instance, when 
the clinical trials are conducted outside the United 
States, the testing phase for a medical device begins on 
the date the clinical investigation involving the device 
was begun. An applicant should include an explanation 
as to why the date claimed is the date on which such 
clinical investigations had commenced. If the applicant 
had any means of substantiating that date, that informa- 
tion should be included in the application. 

Finally, on this separate page in the application there 
should be a statement as to the length of the regulatory . 
review period claimed including an explanation of how 
the applicant determined the length of the regulatory re- 
view period. It should be noted in the application that 
this particular calculation is made solely with respect to 
section 156(G)(1) thru (3) of Title 35 of the United 
States Code and does not take into account any other 
limitations or restrictions on the length of possible pa- 
tent extension. 

(11) A brief description beginning on a new page of 
the significant activities undertaken by the marketing ap- 
plicant during the applicable regulatory review period 
with respect to the approved product and the significant 
dates applicable to such activities. This description 
should include an identification of significant communi- 
cations of substance with the Food and Drug Adminis- 
tration (FDA) and the dates related to such communica- 
tions. For example, these activities would include the 
dates of the submission of new data to the FDA, com- 
munications between FDA and the applicant with re- 
spect to the appropriate protocols for testing the prod- 
uct, and communications between FDA and the 
applicant that are attempts to define the particular re- 
quirements for premarketing approval of this particular 
product. 

(12) A statement beginning on a new page that in the 
opinion of the applicant the patent is eligible for the ex- 
tension and a statement as to the length of extension 
claimed, including how the length of extension was de- 
termined and whether the 14 year limit of 35 U.S.C. 
156(c)(3), the five year limit of 35 U.S.C. 156(g)(4)(A) 
or (B) or the two year limit of 35 U.S.C. 156(g)(4)(C) 
applies. 

(13) A statement that applicant acknowledges a duty 
to disclose to the Commissioner of Patents and Trade- 
marks and the Secretary of Health and Human Services 
any information which is material to the determination 
of entitlement to the extension sought (see §1.765); 

(14) The prescribed fee for receiving and acting upon 
the application for extension (see §1.20(n)); 

(15) The name, address, and telephone number of the 
person to whom contacts and correspondence relating to 
the application for patent term extension are to be di- 
rected; 

(16) A duplicate of the application papers, certified as 
such; and 

(17) An oath or declaration as set forth in paragraph 
(b) of this section. 

Paragraph (b) of §1.740 requires that an oath or decla- 
ration signed by the owner of record of the patent or its 
agent accompany the application as a part thereof. An 
application for extension filed without an oath or decla- 
ration is not a formal application. The oath or declara- 
tion filed as a part of the application must specifically 
identify the application papers and the patent for which 
an extension is sought and include averments that the 
person signing the oath or declaration: 

(1) Is the owner, an official of a corporate owner au- 
thorized to obligate the corporation, or a patent attorney 
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or agent authorized to practice before the Patent and 
Trademark Office and who has general authority from 
the owner to act on behalf of the owner in patent mat- 


ters. 

(2) Has reviewed and understands the contents of the 
application being submitted pursuant to §1.740; 

(3) Believes the patent is subject to extension pursuant 
to §1.710; 

é) Believes an extension of the length claimed is fully 
justified under 35 U.S.C. 156 and the applicable regula- 
tions; and 

(5) Believes the patent for which the extension is be- 
ing sought meets the conditions for extension of the 
term of a patent as set forth in §1.720. 

In signing the oath or declaration referred to in para- 
graph () of §1.740 an official of a corporate owner or 
an attorney or agent acting on behalf of the owner is 
representing that he or she is the agent of the owner and 
has authority to act on behalf of the owner in filing the 
application for patent term extension. Note also §1.730. 

enone (c) of §1.740 provides for review of a hold- 
ing that an ype for patent term extension is infor- 
mal by the g of a petition with any appropriate fee, 
if necessary, pursuant to §§1.181, 1.182 or 1.183 of this 
title. Should an applicant disagree with the holding of 
informality and wish to have the holding reviewed, a 
petition under 37 CFR 1.181 would be a. If 
applicant chooses to provide additional information to 
correct the informality, a petition under 37 CFR 1.182, 
accompanied by the required fee, should accompany 
such a filing. 

The failure to timely comply with any requirement of 
these regulations which is not an explicit requirement of 
the statute may be waived under the appropriate circum- 
stances in accordance with 37 CFR 1.183. While timely 
action is expected, relief under 37 CFR 1.183 may be ap- 
propriate in view of the tight time deadlines and other 
circumstances involved in filing an application for exten- 
sion of the patent term. Any such petition must be filed 
with the required fee within such time as may be set, or 
if no time is set, within one month of the holding. 
Comment: It has been suggested that §1.740 be modified 
in order to permit the obtaining of a filing date for an 
application should it be found not to meet all of the re- 
quirements of §1.740(a). The suggestion arises from a 
concern that an application which was filed within the 
60 day filing period provided by statute and which was 
subsequently found to be informal within the meaning of 
the rules, might lose the filing date for failing to meet all 
requirements of the rules at the time of filing. Since the 
period for filing an application for patent term extension 
is limited by statute, it might not be possible for an ap- 
plicant to correct such informalities within the statutory 
period of 60 days and could result in the loss of rights to 
an extension. In this regard it has also been suggested 
that the rules be modified to allow a filing date for a 
“substantially complete application” which might have 
been determined by the Patent and Trademark Office to 
be incomplete or informal. 

Reply: This suggestion has been essentially adopted by 
providing a new section designated 1.741 which specifi- 
cally defines the requirements which must be met in or- 
der for an application to be entitled to a filing date. 
These requirements are those set forth in 35 U.S.C. 
156(d)(1). Section 1.740(b) has been relettered as (a) and 
defines what constitutes a ‘formal application”. 
Subparagraph (c) now provides for notice to applicant 
in the event that the application as filed is found to be 
informal as well as applicant’s recourse to such a hold- 
ing. If the requirements of §1.741 are met, the filing date 
will have been established as provided therein even if 
the application is held to be informal under §1.740. 
Comment: Clarification of the requirements of §§1.740 
(a)(1) and 1.740 (a)(4) has been requested with regard to 
products or methods of making or using them so as not to 
require the submission of trade secret information unless 
necessary for a determination of eligibility for patent term 
extension or at least enable the PTO to maintain the infor- 
mation of this type as a trade secret. 
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Reply: There is no provision in the statute or proposed 
pe for withholding from the public any information 
that is submitted to the PTO or FDA relating to an ap- 
plication for patent term extension. If proprietary or 
trade secret information is submitted to the Office, and 
specifically identified as such, it will be maintained in se- 
cret by the PTO until a certificate of patent term exten- 
sion is issued. Identification should be made by page, 
line and word as necessary. If such information was nec- 
essary to a determination of eligibility or any other PTO 
responsibility under 35 U.S.C. 156, it will be made pub- 
lic at the time the certificate is issued. Otherwise, the 
trade secret information will be expunged from the file 
and returned to the patent term extension applicant, if 
the information regarded as a trade secret is specifically 
identified. 

Comment: Section 1.740(a)(4) is confusing because it is 
unclear whether an applicant for a patented formulation 
that combines two active agents must submit informa- 
tion as to the regulatory review periods for each active 
ingredient separately, the combined active agents, or all 
of the above. 

Reply: All of the above is correct, so that a determina- 
tion can be made under 35 U.S.C. 156(a)(5). 

Comment: Section 1.740(a)(4) should be modified to in- 
clude a statement that the applicant is not prejudiced by 
the rule requirements in obtaining a patent term exten- 
sion where some, but not all, active\ingredients have 
been approved by the FDA for commercial marketing 
or use prior to approval of the new chemical entity 
(NCE) claimed in the patent for which a PTE applica- 
tion has been filed. 

Reply: The basic issue presented by this comment is 
whether a patent claiming an approved product contain- 
ing an old active ingredient (approved by FDA in a pri- 
or regulatory review) and a new active ingredient is eli- 
gible for patent term extension. The PTO has a long 
standing policy of not addressing an issue in advance of 
receiving an application presenting the issue for determi- 
nation. However, the concept of patent term restoration 
appears to be directed to those situations where a new 
chemical entity is involved as an active ingredient, re- 
gardless of the content of the balance of the formulation 
approved by the FDA. 

Comment: It has been suggested that §1.740(a)(4) be de- 
leted as redundant with §§1.740(a)(1) and 1.740(a)(3) and 
might be interpreted as requiring information not autho- 
rized by statute. 

Reply: Section 1.740(a)(4) requires a statement, by appli- 
cant, that each active ingredient present in the approved 
product has not been previously approved for commer- 
cial marketing and use. This is a different requirement 
from either §1.740(a)(1) or §1.740(a)(3) which require an 
indentification of the approved product and an identifi- 
cation of the date on which the product received per- 
mission for commercial marketing or use. This informa- 
tion is important to a determination of eligibility under 
35 U.S.C. 156(a)(5). As to the question of information 
authorized by statute, 35 U.S.C. 156(d)(1)(E) permits the 
Commissioner to request any such information required. 
Comment: It has been suggested that §1.740(a)(6) be 
modified to include a requirement that the application, 
in identifying the patent for which extension is sought, 
include the date of expiration and such information 
should take into account any terminal disclaimer. 

Reply: Section 1.740(a)(6) has been modified to require a 
statement of the expiration date. 

Comment: It was observed that the proposed rules no 
longer require a “reissue style” cut-up copy of the origi- 
nal patent. , 

Reply: The observation is accurate since the PTO has 
found that a cut-up copy has not been required and only 
adds unnecessary work for the applicant and bulk to the 
application. 

Comment: It has been suggested that §1.740(a)(8) be 
modified by adding the requirement for a copy of any 
decision by a court of competent jurisdiction, which de- 
cision is adverse to the validity of the patent. 
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Reply: This suggestion has not been adopted because the 
atent owner or agent has a duty of disclosure under 
B1.765 which would reasonably include the obligation to 
bring such a decision to the attention of the Office. 
Comment: It has been suggested that the comments in 
the proposed preamble regarding §1.740(a)(10) be re- 
vised to reflect that this subsection does not require a 
statement of the length of the regulatory review period 
and how it was determined. 
Reply: This observation concerning the requirements of 
§1.740(a)(10) was correct since there was no require- 
ment that a description be provided as to how the regu- 
latory review period is determined. However, since it 
would be helpful to the FDA in confirming its own cal- 
culation to have a statement concerning the length of 
the regulatory review period, including how the length 
was determined, these requirements have been made a 
part of §1.740(a)(10). 
Comment: It is suggested that the language of §1.740 
(a)(11) which calls for a description of the activities car- 
ried out by the “applicant” is too restrictive since other 
parties may be involved in or sponsoring the FDA ap- 
proval work. 
Reply: The provisions of §1.740(a)(11) have been modi- 
fied to poini out that a description of the activities of 
the marketing applicant before the FDA is requried. 
Comment: It has been suggested that §1.740(a)(11) 
should be modified to require a description of “signifi- 
cant” or “material” activities undertaken by the market- 
ing applicant during the applicable review period. It is 
argued that the section taken in combination with the re- 
lated discussion in the proposed preamble places too 
great a burden on an applicant, i.e. submission of sum- 
maries of all communications and all dates of any activi- 
ties regarding the FDA approval process. 
Reply: The section has been modified so as to require a 
brief description of the significant activities undertaken 
by the marketing applicant during the applicable regula- 
tory review period and the significant dates applicable 
thereto. Thus the requirements of this section may be 
met by an identification of significant communications of 
substance with the FDA during the regulatory review 
period and the dates related to such communications. 
There is no intent on the part of the PTO to broaden 
the burden of the statute, in regard to the description of 
the activities to which this section pertains, by requiring 
submission of insignificant details. The PTO does not 
read the statute to require an applicant to establish the 
existence of due diligence during the regulatory review 
period in order to have a complete application. It is rec- 
ognized that the regulatory review process may be con- 
tinuous and protracted. Not all communications are ma- 
terial to that process but certainly all of those which are 
significant to the regulatory review process should be 
identified. It is sufficient that the description of the ac- 
tivities briefly identify those significant activities under- 
taken by the marketing applicant in order to identify sig- 
nificant events in the effort directed toward regulatory 
approval of the product. 
Comment: It has been suggested that the requirement of 
§1.740(b)(1) that the person signing or declaring other 
than either the patent owner or corporate owner with 
the authority to obligate the corporation must have 
“specific” written authority to sign the oath or declara- 
tion was confusing and might well work a hardship on 
applicants since the rule is unclear as to just what type 
of authorization is required. 
Reply: This section has been modified to include an at- 
torney or agent who has general authority to take action 
on behalf of the patent owner with respect to patent 
matters so long as that person is registered to practice 
before the Patent and Trademark Office. 
Comment: It has been suggested that §1.740(c), which 
permits an applicant whose application has been found 
to be informal to file a petition with the required fee 
pursuant to §§1.181, 1.182 or 1.183, is unduely burden- 
some for minor informalities. It has been suggested, 
therefore, that an applicant be given a period in which 
to resubmit the application in corrected form together 
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with a fee and avoid the filing of the described petition. 
Reply: This suggestion has not been adopted since the 
PTO expects that the application will be complete and 
formal as filed. A petition, with the appropriate fee, as 
necessary is a well recognized mechanism for reviewing 
a holding that a defect exists or curing a defect in papers 
that have been submitted and providing an opportunity 
for applicant to explain how the defect occurred. 

Section 1.741 provides that the filing date of an appli- 
cation for patent term extension will be the date on 
which an application is received in the Patent and 
Trademark Office or filed pursuant to the “Certificate of 
Mailing” provisions of 37 CFR 1.8 or “Express Mail” 

rovisions of 37 CFR 1.10 and which includes all of the 
ollowing: 

(1) An identification of the approved product; 

(2) An identification of the Federal statute under 
which regulatory review occurred; 

(3) An identification of the patent for which an exten- 
sion is being sought; 

(4) An identification of each claim of the patent which 
claims the approved product or a method of using or 
manufacturing the approved product; 

(5) Sufficient information to enable the Commissioner 
to determine under 35 U.S.C. 156 subsection (a) and (b) 
the eligibility of a patent for extension and the rights 
that will be derived from the extension and information 
to enable the Commissioner and the Secretary of Health 
and Human Services to determine the period of the ex- 
tension; and 

(6) A brief description of the activities undertaken by 
the marketing applicant during the applicable regulatory 
review period with respect to the — product and 
the significant dates applicable to such activities. 

Section 1.741(b) provides that if an application submit- 
ted pursuant to this section is held to be incomplete, ap- 

licant may seek to have this holding reviewed under 
1.181. 

Section 1.741 has been provided in response to con- 
cerns presented in many of the written comments 
received as to the limited statutory time period for filing 
an application for patent term extension and the possibil- 
ity of not obtaining a filing date within the 60 day peri- 
od during which the statute requires such an application 
to be filed. The rule now provides that the filing date 
will be that date on which the application is filed with 
the PTO and meets those requirements specifically set 
forth. These requirements are those specifically required 
by the statutory language of 35 U.S.C. 156(d)(1). The 
PTO will consider each of these statutory requirements 
to be satisfied in an application which provides sufficient 
information, directed to each requirement, to aci on the 
application, even though further information may be de- 
sired by the PTO or Secretary before a final determina- 
tion of eligibility and length of patent term extension is 
made. 

Section 1.750 covers the determination of eligibility 
for extension of the term of a patent which will be made 
by the Patent and Trademark Office on the application 
for extension. As provided for by Pub. L. 98-417, and as 
set forth in this section, it is intended that the determina- 
tion as to whether a patent is eligible for an extension 
can be made solely on the representations contained in 
the application for extension filed in compliance with 
§1.740 of this part. Section 1.750 does, however, provide 
that further information may be required of applicant by 
the Commissioner or other officials or the Commissioner 
or other officials may make such independent inquiries 
as desired before a final determination is made on 
whether a patent is eligible for extension. In circum- 
stances where further information is required by the Of- 
fice, the applicant will be given a time period within 
which to respond. The failure to file a response within 
the period provided may result in a final determination 
adverse to the granting of an extension of patent term 
unless the response period is extended. An extension of 
time to respond may be requested under the provisions 
of 37 CFR 1.136. Under appropriate circumstances, a re- 
quest for information may contain a statement that the 





1086 TMOG 236 
(141) 


provisions of 37 CFR 1.136(a) are not available. The in- 
tentional failure to provide the information requested 
also will result in a final adverse determination. 

A final determination may be made at any time after 
an application is filed, but no later than when a certifi- 
cate of extension is issued. Section 1.750 provides that a 
single request for reconsideration of a final determina- 
tion may be filed within one month or within such other 
time period set in the final determination. Section 1.750 
also provides that the determination may be delegated to 
appropriate Patent and Trademark Office officials. A no- 
tice will be mailed to applicant containing the determi- 
nation as to eligibility of the patent for extension and the 
period of time of the extension of the term, if any. This 
notice shall constitute the final determination as to eligi- 
bility and any period of extension of the patent term. If 
no response to the notice of final determination is re- 
ceived, the certificate of patent term extension will be is- 
sued in due course. 

Comment: It has been suggested that §1.750 be modified 
to expressly recognize that the rules being simultaneous- 
ly promulgated by the FDA (Subpart B) provide for the 
FDA to give the PTO assistance in making eligibility 
determinations under the statute and that the PTO may 
seek such assistance and make such independent inquir- 
ies as it deems desirable in determining eligibility. 

Reply: The §1.750 has been modified by adding, immedi- 
ately following the term “information”, the phrase “or 
make such independent inquiries as desired”’. 

Comment: It has been suggested that §1.750 be modified 
to permit applicant to respond to a request for informa- 
tion or a notice under this section under the provisions 
of 37 CFR 1.136(a) upon payment of the appropriate 
fee. Applicant could thus extend the time for the re- 
quired response without meeting the requirements of 37 
CFR 1.136(b). 

Reply: Sections 1.740(c) and 1.750 have been modified to 
permit extensions under 37 CFR 1.136. However, if time 
is of the essence for a particular reason, applicant should 
anticipate that a requirement made by the PTO would 
include a statement that extensions under 37 CFR 
1.136(a) were not available. 

Comment: It has been suggested that §1.750 should be 
modified to provide notice to applicant, 30 days prior to 
a final determination of eligibility for extension of the 
identity of all patents or claims eligible for extension in 
order to permit time to choose which patent to extend 
and which to withdraw prior to the issuance of the cer- 
tificate. 

Reply: This proposal has not been adopted since appli- 
cant will be given an opportunity to elect in the notice 
of final determination. See §1.770. 

Comment: It has been suggested that the identification of 
a final route of appeal should be set forth as a second 
paragraph of §1.750. 

Reply: This proposal has not been adopted since no ap- 
peal is provided for by the legislation and the PTO does 
not determine the jurisdiction of the Federal Courts. 

Section 1.760 provides for one or more interim exten- 
sions for periods of up to one year each where a com- 
plete application in compliance with §1.741 has been 
filed by an applicant and a final determination pursuant 
to §1.750 has not been made on the application. Section 
§1.760 provides that the Commissioner may issue an in- 
terim extension with or without a request by the appli- 
cant. The section also provides that if an interim exten- 
sion is granted, a notice will be issued to the applicant 
for the extension of the patent term, the notice would be 
recorded in the official file of the patent and will be 
considered as part of the original patent. Notification of 
the issuance of the interim extension will be published in 
the Official Gazette of the Patent and Trademark Office. 
In order for an interim extension to be granted, the ap- 
plication in compliance with §1.741 must have been filed 
prior to the expiration date of the patent even though 
the interim extensions may not actually be granted until 
after the original expiration date of the patent. In no 
event will interim extensions be granted under §1.760 for 
a period of patent term exten- 
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o- longer than that to which the patent would be eligi- 
e. 
Comment: It has been suggested that §1.760 be clarified 
as to whether the one year limitation appearing therein 
applies to each such extension or all such extensions 
added together could only be for a period of up to one 
year. 
Reply: The section has been modified by adding the term 
“each” following the term “year”, to make it clear that 
multiple extensions of up to one year each can be 
ranted under appropriate circumstances. 
Comment: It has been suggested that §1.760 be modified 
to require a shorter filing period than the present 
3-months prior to expiration of the patent where appro- 
priate. 
Reply: While §1.760 provides that a request for an inter- 
im extension “should” be filed three months prior to the 
expiration of the patent, this time frame is not mandato- 
ry. Note further that the Commissioner may issue such 
an interim extension without the filing of a request. Any 
request filed within a shorter period of time will be con- 
sidered, particularly where it is not possible to make an 
earlier request. The provisions of the rule state a highly 
desirable time frame for making a request but not a man- 
datory time limit. 
Comment: It has been suggested that §1.760 be modified 
to provide that on issuance of an interim extension that 
the PTO will notify the patent holder, make the decision 
a part of the official record of the patent and publish the 
determination in the Federal Register and the Official 
Gazette of the PTO. 
Reply: The section has been modified as suggested. 
Comment: It has been suggested that §1:760 be modified 
to provide for a single request for reconsideration of a 
PTO decision denying a request for an interith extension 
and that the patent would be granted an interim exten- 
sion during the time required for. reconsideration and 
any subsequent appeal. 
Reply: While a request for reconsideration which was 
timely filed would be considered, a determination that 
an interim extension will not be issued would only occur 
where the Commissioner is not convinced that the sub- 
ject patent is eligible for extension under 35 U:S.C. 156. 
Therefore, an interim extension while applicant sought 
reconsideration would also be improper. . 

Section 1.765 defines the duty of disclosure in patent 
term extension proceedings. Paragraph (a) of §1.765 
specifies the individuals on whom the duty rests and the 
extent of the duty. Paragraph (b) of §1.765 requires that 
disclosures pursuant to the section be accompanied by a 
copy of each written document being disclosed and 
specifies to whom the submission is to be made, i.e., the 

atent and Trademark Office or the Secretary, as appro- 
priate. Such disclosures would be able to be made 
through an attorney or agent. 

Paragraph (c) of §1.765 precludes a determination of 
eligibility he an extension or the issuance of a certificate 
if clear and convincing evidence of fraud or attempted 
fraud on the Office or the Secretary is determined to be 
present or the duty of disclosure is determined to have 
been violated through bad faith or gross negligence in 
connection with the patent term extension proceeding. 
Since the determination as to whether a patent is eligible 
for extension pursuant to §1.750 may be made solely on 
the basis of the representations le in the application 
for extension, a final determination to refuse a patent 
term extension because of fraud or a violation of the 
duty of disclosure is expected to be raré. 

Paragraph (d) of §1.765 precludes submissions to the 
Patent and Trademark Office by or on behalf of third 
parties, thereby making patent term extension proceed- 
ings in the Office an ex parte matter between the patent 
owner or its agent and the Commissioner. Under para- 
graph (d) of §1.765, submissions by third parties to the 
Office will be returned, or otherwise disposed of, with- 
out consideration. Paragraph (d) does not affect submis- 
sions authorized by Pub. L. 98-417 to be made to the 
Secretary during determination of the applicable regula- 
tory review period. 
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Comment: It has been suggested that the language of 
section 1.765(d) is too limited in not permitting informa- 
tion bearing on violations of the duty of disclosure as 
well as other information relevant to the determination 
of eligibility of the patent for extension of term to be 
submitted to the Office by third parties. 

Reply: Although Congress specifically gootees for pub- 
lic input into the determination of the length of the reg- 
ulatory review period, no such provision was made for 
proceedings before the PTO. Since applicant already has 
a duty of disclosure to both the PTO and FDA, and 
Congress expected that it would be an administratively 
simple proceeding, no input from third parties is consid- 
ered appropriate. 

Comment: It has been suggested that the definition of 
the phrase “patent term extension proceeding” should be 
spelled out. 

Reply: Since the phrase clearly encompasses all phases of 
the proceeding between the filing of an application for 
the extension of the term of a patent until either the issu- 
ance of an extension certificate or a final. denial of eligi- 
bility no longer subject to petition, request for reconsid- 
eration or appeal, defining the phrase is not deemed a 
necessary part of the rules. 

Comment: It has been suggested that the phrase “infor- 
mation material to the” in line 12 of §1.765(a) be 
changed to. material adverse to a__, in order to 
avoid unnecessary submission of evidence or information 
which has no bearing on the proceedings. 

Reply: This suggestion has been adopted since it is not 
intended to require information or evidence which has 
either no bearing on the proceeding or is material to a 
favorable determination by the Office of the Secretary. 
Comment: It has been suggested that §1.765 is unclear in 
that it applies the duty of disclosure relating to the pa- 
tent term extension application to “each attorney or 
agent who represents the patent owner.” There was 
concern of the effect of this broad duty of disclosure, 
for example, in a large corporation. 

Reply: The language in this section specifically limits the 
duty of disclosure to those who are substantively in- 
volved on behalf of the patent owner in a patent term 
extension proceeding. 

Comment: It has been suggested that §1.765 should be 
clarified as to whether the duty of disclosure extends to 
prior art discovered since issuance of the patent. 

Reply: Section 1.765(b) specifically states that an attor- 
ney, agent or patent owner has no duty to transmit in- 
formation which is not material to the determination of 
entitlement to the extension sought. 

Section 1.770 provides for the express withdrawal of 
an application for extension of the term of a patent if the 
written declaration of withdrawal signed by the owner 
of record or its agent is filed in the Office, in duplicate, 
before a determination is made pursuant to §1.750. Un- 
der §1.770, an application for extension of the term of a 
patent may not be expressly withdrawn after the date 
permitted for response to the final determination pursu- 
ant to §1.750. Section 1.770 also provides that an express 
withdrawal is effective when acknowledged in writing 
by the Office and that the filing and acceptance of an 
express withdrawal does not entitle applicant to a refund 
of the filing fee for the application for patent term ex- 
tension or any portion thereof. 

Comment: It has been suggested that §1.770 be modified 
to set forth reasons for withdrawal of an application for 
patent term extension. 

Reply: Section 1.770 permits the withdrawal of an appli- 
cation for patent term extension for any reason prior to 
the date permitted for response to the final determina- 
tion pursuant to §1.750. Since reasons may arise at a lat- 
er date for the withdrawal of such an application for pa- 
tent term extension which are not contemplated at this 
time, it is preferable not to limit the reasons for with- 
drawal of the application under this section, but to deal 
with each reason on a case-by-case basis. 

Comment: It has been suggested that §1.770 be modified 
to permit the withdrawal of a patent term extension ap- 
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plication within the 30 day period for response provided 
for in §1.750. 
Reply: This proposal has been adopted. 

Section 1.775 provides the procedure for calculating 
the length of patent term extension for a human drug 
product. 

Paragraph (a) of §1.775 specifies that the extension 
will run from the original expiration date of the patent 
or any earlier date set by terminal disclaimer. 

Paragraph (b) of §1.775 provides that the patent term 
would be extended by the length of the regulatory re- 
view period for the product as determined by the Secre- 
tary of Health and Human Services but reduced, where 
ao by the time periods provided in paragraph 


Paragraph (é) defines the length of the regulatory re- 
view period which is determined by the Secretary of 
Health and Human Services. 

For a human drug product, the regulatory review pe- 
riod is defined in 35 U.S.C. 156(g)(1)(B) as the sum of: 

(1) The number of days in the period beginning on the 
date an exemption under section 505 or 507 of the Fed- 
eral Food, Drug, and Cosmetic Act became effective for 
the approved human drug product and ending on the 
date an application was initially submitted for the drug 
product under section 505 or 507 above or under section 
351 of the Public Health Service Act; and 

(2) The number of days in the period beginning on the 
date the application was initially submitted for the ap- 
proved human drug product under section 351 of the 
Public Health Service Act or subsection (b) of section 
505 or 507 of the Federal Food, Drug, and Cosmetic 
Act and ending on the date the application was ap- 
proved under the section. 

This period is then reduced, where appropriate, by 
the time periods described in paragraph (d). 

Paragraph (d) of §1.775, defines the term of the patent 
extension by indicating that 

(1) The time period determined from paragraph (c) 
would be reduced, where appropriate by 

(i) The number of days in the periods of paragraph 
(c)(1) and (c)(2) of §1.775 which were on and before the 
date on which the patent issued 

(ii) The number of days from paragraphs (c)(1) and 
(c)(2) of §1.775 during which it is determined under 35 
U.S.C. 156(d)(2)(B) by the Secretary of Health and Hu- 
man Services that applicant did not act with due dili- 
gence; and 

(iii) One-half the number of days remaining in the pe- 
riod defined by paragraph (c)(1) after the period has 
been reduced in accordance with paragraphs (d)(1)(i) 
and (d)(1)(ii) of §1.775. Half days will be ignored for 
purposes of subtraction. 

(2) Adding the number of days determined in para- 
graph (d)(1) to the original term of the patent as short- 
ened by any terminal disclaimer; 

(3) Adding 14 years to the date of approval of the ap- 
plication under section 351 of the Public Health Service 
Act, or subsection (b) of section 505 or section 507 of 
the Federal Food, Drug, and Cosmetic Act; 

(4) Comparing the dates for the ends of the periods 
obtained from (d)(2) and (d)(3) with each other and 
selecting the earlier date; 

(5) If the original patent issued after Sept. 24, 1984, (i) 
by adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer; and 

(ii) By comparing the dates obtained in paragraphs 
(d)(4) and (d)(5)(i) with each other and selecting the ear- 
lier date. 

(6) If the original patent was issued before Sept. 24, 
1984 

(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 
507 of the Federal Food, Drug, and Cosmetic Act be- 
fore Sept. 24, 1984, by (A) adding 5 years to the original 
expiration date of the patent or any earlier date set by 
terminal disclaimer and (B) by comparing the dates 
obtained in paragraphs (d)(4) and (d)(6)(i)(A) with each 
other and selecting the earlier date; 
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(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 
507 of the Federal Food, Drug and Cosmetic Act, be- 
fore Sept. 24, 1984 and the commercial marketing or use 
of the product was not approved before Sept. 24, 1984, 
by (A) adding 2 years to the original expiration date of 
the patent or any earlier date set by terminal disclaimer, 
and (B) by comparing the dates obtained in paragraph 
(d)(4) and (d)(6)(ii)(A) with each other and selecting the 
earlier date. 

Comment: It has been suggested that the PTO publish a 
form for the use by patent term extension applicants in 
the calculation of the extension under §§1.775, 1.776 and 
1.777. 

Reply: This suggestion has been adopted. Suitable forms 
will be available from the PTO. 

Comment: It has been suggested that §§1.775(d)(1)(ii); 
1.776(d)(1)(ii) and 1.777(d)(1)(@ii) be modified so as to 
avoid the double subtraction of any period for which an 
applicant has been found to have acted without due dili- 
gence where such period occurred prior to the issuance 
of the patent. This double subtraction would occur since 
both the period of regulatory review prior to the issu- 
ance of the patent and the total period of time in which 
applicant has been determined to have acted without 
due diligence is subtracted from the length of the regula- 
tory review period on which the calculation of the peri- 
od of extension of the patent is based. 

Reply: This suggestion has not been adopted since the 
statute makes clear that any part of the regulatory re- 
view period which occurs before the patent was granted 
should not be counted toward patent term extension, 
and makes equally clear that any period in which the 
marketing applicant failed to exercise due diligence, 
thereby unnecessarily adding to the length of the regula- 
tory review period after the patent issued, should not be 
considered in determining the length of the extension pe- 
riod. 

Comment: It has been suggested that the language “half 
days will be ignored for the purposes of subtraction” 
which appears in §§1.775(d)(1)(iii), 1.776(d)(1)@ii) and 
1.777(d)(1)(iii) should be clarified. 

Reply: The language in question appears in the sections 
which describe how the length of extension of the pa- 
tent term to which an applicant is entitled is to be deter- 
mined. Specifically the above listed sections are directed 
to the subtraction of one-half of the number of days in 
the period defined by subsection (c)(1), of the same sec- 
tion, after that period has been reduced in accordance 
with subsections (d)(1)(i) and (d)(1)(ii) from the regula- 
tory review period as previously determined. Since one- 
half of an odd number of days will result in a fraction or 
one-half day, the above language, which appears in all 
three sections, indicates that the one half-day will be ig- 
nored and thus will not be subtracted from the regulato- 
ry review period. 

Section 1.776 provides the procedure for calculating 
the patent term extension for a food additive or color 
additive. The paragraphs correspond to those of §1.775. 

Section 1.777 provides the procedure for calculating 
the patent term extension for a medical device. The 
paragraphs correspond to those of §1.775 with the major 
difference being in the calculation of the regulatory re- 
view period. 

Comment: It has been suggested that subsection (c) of 
§1.777 be modified in order for the definition of the 
“date a clinical investigation on humans involving the 
device was begun” to be consistent with the definition 
provided by FDA(21 CFR 60.22(c)(1). 

Reply: This suggestion has not been adopted since the 
PTO has used the language of the statute and has left to 
FDA the determination of the length of the regulatory 
review period. 

Section 1.780 specifies that once a determination is 
made pursuant to §1.750 that a patent is eligible for ex- 
tension, a certificate of extension, under seal, will be is- 
sued to the applicant for the extension of the term of the 
patent. Section 1.780 also provides that the certificate 
will be recorded in the official file of the patent and will 
be considered as part of the original patent. Section 
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1.780 also provides for notification of the issuance of the 
certificate of extension to be published in the Official 
Gazette of the Patent and Trademark Office. 

No certificate or extension will be issued if the term 
of a patent cannot be extended, even though the patent 
is otherwise determined to be eligible for extension. In 
such situations the final determination made pursuant to 
§1.750 would indicate that no certificate will issue. 
Comment: It has been suggested that §1.780 be modified 
to clarify the situations contemplated where a patent 
might be eligible for extension but the patent cannot be 
extended. If the only possible exceptions are those of 
§§1.765 and 1.785, the rule should so state this fact. 
Reply: It is difficult to contemplate all the situations that 
might arise, but situations have occurred where the pa- 
tent and approved product meet all the eligibility re- 
quirements of section 720, but the term of the patent 
cannot be extended because the patent issued less than 
three years before the product was approved by FDA. 

Section 1.785 specifies the procedures to be followed 
where multiple applications are filed for extension of the 
same patent or of different patents for the same regulato- 
ry review period for a product. Pub. L. 98-417 and 
§1.785 provide that only one patent may be extended for 
a regulatory review period for any product. Under 
§1.785, if more than one application for extension of the 
same patent is filed, the certificate of extension of the 
term of the patent, if appropriate, would be issued based 
upon the first filed application for extension of patent 
term. If applications are filed by a single applicant for 
extensions of the terms of different patents based upon 
the same regulatory review period for a product, the 
certificate of extension will be issued on the application 
for extension of the patent having the earliest date of is- 
suance of those for which extension is sought unless all 
but a single application for the extension of one patent 
term is voluntarily withdrawn by applicant. 

If applications are filed by different applicants for ex- 
tension of the terms of different patents based upon the 
same regulatory review period for a product, the certifi- 
cate of extension will be issued on the application of the 
holder of the regulatory approval granted with respect 
to the regulatory review period. If the holder of the reg- 
ulatory approval granted with respect to the regulatory 
review period is not an applicant, the certificate of ex- 
tension will issue to the applicant for extension which 
holds express and exclusive authorization from the hold- 
er of the regulatory approval to rely upon the regulato- 
ry review period as the basis for the application for ex- 
tension. If the holder of the regulatory approval is not 
an applicant and has not given a prior express and exclu- 
sive authorization to seek extension based on the regula- 
tory review period, the certificate of extension will be 
issued on the application for extension of the patent hav- 
ing the earliest date of issuance of those for which ex- 
tension is sought. 

An application for extension will be considered com- 
plete and formal whether it contains the identification of 
the holder of the regulatory approval granted with re- 
spect to the regulatory review period or express and ex- 
clusive authorization from the holder of the regulatory 
approval to rely on the regulatory review period for ex- 
tension. A request may be made of any applicant to sup- 
ply such information regarding the authorization on 
which applicant relies from the holder of the regulatory 
approval on which the application for extension is based. 
The failure to provide such information within the peri- 
od for response shall be regarded as conclusively 
establishing that the applicant is not the holder of the 
regulatory approval and is not authorized by the holder 
of the regulatory approval to seek the extension being 
sought. 

Environmental, energy, and other considerations: The 
tule change will not have a significant impact on the 
quality of the human environment or conservation of en- 
ergy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 
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The Genera! Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties because patented drugs are generally not commer- 
cialized by small entities (Regulatory Flexibility Act, 
Pub. L. 96-354). 

The Patent and Trademark Office has determined that 
this rule change is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
Federal, State, or local government agencies, or geo- 

raphic regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The information collection requirement contained in 
this proposed rule has been submitted by OMB for re- 
view under section 3504(h) of the Paperwork Reduction 
Act. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interest, 
Courts, Inventions and patents, Lawyers. 


Notice is hereby given that pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and Pub. L. 98-417, the Patent and 
Trademark Office is amending Title 37 of the Code of 
Federal Regulations as set forth below. 


PART 1—[AMENDED] 


1. The authority citation for 37 CFR Part 1 continues 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by adding a new paragraph 
(f) before the note to read as follows: 


§1.1 All communications to be addressed to the Commis- 
sioner of Patents and Trademarks. 


see e 


(f) All applications for extension of patent term and 
any communications relating thereto intended for the 
Patent and Trademark Office should be additionally 
marked “Box Patent Ext.” When appropriate, the com- 
munication should also be marked to the attention of a 
particular individual, as where a decision has been ren- 
dered. 


3. Section 1.20 is amended by adding a new paragraph 
(n) to read as follows: 


§1.20 Post-issuance fees. 
see et 


(n) For fi’ .on for extension of the term of 


a patent (§1./. 


4. A new Subpart F—Extension of Patent Term, con- 
sisting of §§1.710 through 1.785 is added to read as fol- 
lows: 


Subpart F—Extension of Patent Term 


Sec. 
1.710 
1.720 


Patents subject to extension of the patent term. 
Conditions for extension of patent term. 
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1.730 
1.740 
1.741 
1.750 


1.760 
1.765 


Applicant for extension of patent term. 
Application for extension of patent term. 
Filing date of application. 
Determination of eligibility for extension of pa- 
tent term. 
Interim extension of patent term. 
Duty of disclosure in patent term extension 
proceedings. 
Express withdrawal of application for extension 
of patent term. 

culation of patent term extension for a hu- 
man drug product. 
Calculation of patent term extension for a food 
additive or color additive. 
Calculation of patent term extension for a med- 
ical device. 
Certificate of extension of patent term. 
Multiple applications for extension of term of 
the same patent or of different patents for the 
same regulatory review period for a product. 


1.770 
1.775 
1.776 
1.777 


1.780 
1.785 


Subpart F—Extension of Patent Term 
Authority: 35 U.S.C. 6 and 156. 
§1.710 Patents subject to extension of the patent term. 


(a) A patent is eligible for extension of the patent term 
if the patent claims a product as defined in paragraph (b) 
of this section, or a method of using such a product, or 
a method of manufacturing such a product, and meets 
all other conditions and requirements of this subpart. 

(b) The term “product” referred to in paragraph (a) of 
this section means— 

(1) A human drug product which means the active in- 
gredient of a new drug, antibiotic drug, or human bio- 
logical product (as those terms are used in the Federal 
Food, Drug, and Cosmetic Act and the Public Health 
Service Act) including any salt or ester of the active in- 
gredient, as a single entity or in combination with anoth- 
er active ingredient; or 

(2) Any medical device, food additive, or color addi- 
tive subject to regulation under the Federal Food, Drug, 
and Cosmetic Act. 


§1.720 Conditions for extension of patent term. 
The term of a patent may be extended if: 


(a) The patent claims a product or a method of using 
or manufacturing a product as defined in §1.710; 

(b) The term of the patent has never been previously 
extended except for any interim extension issued pursu- 
ant to §1.760; 

(c) An application for extension is submitted in com- 
pliance with §1.740; 

(d) The product has been subject to a regulatory re- 
view period as defined in 35 U.S.C. 156(g) before its 
commercial marketing or use; 

(e) The product has received permission for commer- 
cial marketing or use and— 

(i) The permission for the commercial marketing or 
use of the product is the first received permission for 
commercial marketing or use under the provision of 
law under which the applicable regulatory review oc- 
curred, or 

(ii) In the case of a patent claiming a method of manu- 
facturing the product which primarily uses recombinant 
DNA technology in the manufacture of the product, the 
permission for the commercial marketing or use is the 
first received permission for the commercial marketing 
or use of a product manufactured under the process 
claimed in the patent; 

(f) The application is submitted within the sixty day 
period beginning on the date the product first received 
permission for commercial marketing or use under the 
provisions of law under which the applicable regulatory 
review period occurred, or in the case of a patent 
claiming a method of manufacturing the product which 
primarily uses recombinant DNA technology in the 
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manufacture of the product, the application for exten- 
sion is submitted within the sixty day period beginning 
on the date of the first permitted commercial marketing 
or use of a product manufactured under the process 
claimed in the patent; 

(g) The term of the patent has not expired before the 
submission of an application in compliance with §1.741; 
and 

(h) No other patent term has been extended for the 
same regulatory review period for the product. 


§1.730 Applicant for extension of patent term. 


Any application for extension of a patent term must 
be submitted by the owner of record of the patent or its 
agent and must comply with the requirements of §1.740. 


§1.740 Application for extension of patent term. 


(a) An application for extension of patent term must 
be made in writing to the Commissioner of Patents and 
Trademarks. A formal application for the extension of 
patent term shall include: 

(1) A complete identification of the approved product 
as by appropriate chemical and generic name, physical 
structure or characteristics; 

(2) A complete identification of the Federal statute in- 
cluding the applicable provision of law under which the 
regulatory review occurred; 

(3) An identification of the date on which the product 
received permission for commercial marketing or use 
under the provision of law under which the applicable 
regulatory review period occurred; 

(4) In the case of a human drug product, an identifica- 
tion of each active ingredient in the product and as to 
each active ingredient, a statement that it has not been 
previously approved for commercial marketing or use 
under the Federal Food, Drug and Cosmetic Act, or a 
statement of when the active ingredient was approved 
for commercial marketing or use (either alone or in 
combination with other active ingredients) and the pro- 
vision of law under which it was approved. 

(5) A statement that the application is being submitted 
within the sixty day period permitted for submission pur- 
suant to §1.720(f) and an identification of the date of the 
last day on which the application could be submitted; 

(6) A complete identification of the patent for which 
an extension is being sought by the name of the inven- 
tor, the patent number, the date of issue, and the date of 
expiration; 

(7) A copy of the patent for which an extension is be- 
ing sought, including the entire specification (including 
claims) and drawings; 

(8) A copy of any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamination 
certificate issued in the patent; 

(9) A statement beginning on a new page that the pa- 
tent claims the approved product or a method of using 
or manufacturing the approved product, and a showing 
which lists each applicable patent claim and demon- 
strates the manner in which each applicable patent claim 
reads on the approved product or a method of using or 
manufacturing the approved product; 

(10) A statement beginning on a new page of the rele- 
vant dates and information pursuant to 35 U.S.C. 156(g) 
in order to enable the Secretary of Health and Human 
Services to determine the applicable regulatory review 
period as follows: 

(i) For a patent that claims a human drug product, the 
effective date of the investigational new drug (IND) ap- 
plication and the IND number, the date on which a new 
drug application (NDA) was initially submitted and the 
NDA number, and the date on which the NDA was ap- 
proved; 

(ii) For a patent that claims a food or color additive, 
the date a major health or environmental effects test on 
the additive was initiated and any available substantia- 
tion of that date; the date on which a petition for prod- 
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uct approval under the Federal Food, Drug and Cos- 
metic Act was initially submitted and the petition num- 
ber; and the date on which the FDA published a 
Federal Register notice listing the additive for use; 

(iii) For a patent that claims a medical device, the ef- 
fective date of the investigational device exemption 
(IDE) and the IDE number, if —. or the date on 
which the applicant began the first clinical investigation 
involving the device if no IDE was submitted and any 
available substantiation of that date; the date on which 
an application for product approval under section 515 of 
the Federal Food, Drug and Cosmetic Act was initially 
submitted and the number of the application; and the 
date on which the application was approved. 

(11) A brief description beginning on a new page of 
the significant activities undertaken by the marketing ap- 
plicant during the applicable regulatory review period 
with respect to the approved product and the significant 
dates applicable to such activities; 

(12) A statement beginning on a new page that in the 
opinion of the applicant the patent is eligible for the ex- 
tension and a statement as to the length of extension 
claimed, including how the length of extension was de- 
termined; 

(13) A statement that applicant acknowledges a duty 
to disclose to the Commissioner of Patents and Trade- 
marks and the Secretary of Health and Human Services 
any information which is material to the determination 
of entitlement to the extension sought (see §1.765); 

(14) The prescribed fee for receiving and acting upon 
the application for extension (see §1.20(n)); 

(15) The name, address, and telephone number of the 
«person to whom inquiries and correspondence relating 
to the application for patent term extension are to be di- 
rected; 

(16) A duplicate of the application papers, certified as 
such; and 

(17) An oath or declaration as set forth in paragraph 
(b) of this section. 

(b) Any oath or declaration submitted in compliance 
with paragraph (a) of this section must be signed by the 
owner of record of the patent or its agent, specifically 
identify the papers and the patent for which an exten- 
sion is sought and aver that the person signing the oath 
or declaration: 

(1) Is the owner, an official of a corporate owner au- 
thorized to obligate the corporation, or a patent attorney 
or agent authorized to practice before the Patent and 
Trademark Office and who has general authority from 
the owner to act on behalf of the owner in patent mat- 
ters. 

(2) Has reviewed and understands the contents of the 
application being submitted pursuant to this section; 

(3) Believes the patent is subject to extension pursuant 
to §1.710; 

(4) Believes an extension of the length claimed is jus- 
tified under 35 U.S.C. 156 and the applicable regula- 
tions; and 

(5) Believes the patent for which the extension is be- 
ing sought meets the conditions for extension of the 
term of a patent as set forth in §1.720. 

(c) If any application for extension of patent term sub- 
mitted pursuant to this section is held to be informal, ap- 
plicant may seek to have that holding reviewed by filing 
a petition with the required fee, as necessary, pursuant 
to §1.181, §1,182 or §1.183, as appropriate, within such 
time as may be set in the notice that the application has 
been held to be informal, or if no time is set, within one 
month of the date on which the application was held in- 
formal. The time periods set forth herein are subject to 
the provisions of 37 CFR 1.136. 


§1.741 Filing date of application. 


(a) The filing date of an application for extension of 
patent term is the date on which a complete application 
is received in the Patent and Trademark Office or filed 
pursuant to the “Certificate of Mailing” provisions of 37 
CFR 1.8 or “Express Mail” provisions of 37 CFR 1.10. 
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A complete on shall include: 

(1) An identification of the approved product; 

(2) An identification of the Federal statute under 
which regulatory review occurred 

(3) An identi maga of the patent for which an exten- 
sion is being sough 

(4) An ‘deutilinetion of each claim of the patent which 
claims the approved product or a method of using or 
manufacturing the approved product; 

(5) Sufficient information to enable the Commissioner 
to determine under 35 U.S.C. 156 subsections (a) and (b) 
the eligibility of a patent for extension and the rights 
that will be derived from the extension and information 
to enable the Commissioner and the Secretary of Health 
and Human Services to determine the period of the ex- 
tension; and 

(6) A brief description of the activities undertaken by 
the marketing applicant during the applicable regulatory 
review period with respect to the rs apn product and 
the it ent dates applicable to such activities. 

(b) If any — submitted pursuant to this sec- 
tion is held to be incomplete, applicant may seek to have 
this holding reviewed under §1.181. 


§1.750 Determination of eligibility for extension of patent 
term. 


A determination as to whether a patent is eligible for 
extension may be made by the Commissioner solely on 
the basis of the representations contained in the applica- 
tion for extension filed in compliance with §1.740. This 
determination may be delegated to appropriate Patent 
and Trademark Office officials and may be made at any 
time before the certificate of extension is issued. The 
Commissioner or other appropriate officials may require 
from applicant further information or make such inde- 

dent inquiries as desired before a final determination 
is made on whether a patent is eligible for extension. A 
notice will be mailed to applicant containing the deter- 
mination as to the eligibility of the patent for extension 
and yd pect of time of the extension, if any. This no- 
tice si constitute the final determination as to the eli- 
gibility and any period of extension of the patent. A sin- 
gle request for reconsideration of a final determination 
may be made if filed by the applicant within such time 
as may be set in the notice of determination or, if 
no time is set, within one month from the date of the fi- 
nal determination. The time periods set forth herein are 
subject to the provisions of 37 CFR 1.136. 


§1.760 Interim extension of patent term. 


An applicant who has filed a formal application for 
extension in compliance with §1.740 may request one or 
more interim extensions for periods of up to one year 
each pending a final determination on the application 

ursuant to §1.750. Any such request should be filed at 
least three months prior to the expiration date of the pa- 
tent. The Commissioner may issue interim extensions, 
without a request by the applicant, for periods of up to 
one year each until a final determination is made. The 
patent owner or agent will be notified when an interim 
extension is granted and notice of the extension will be 
published in the Official Gazette of the Patent and 
Trademark Office. The notice will be recorded in the 
Official file of the patent and will be considered as part 
of the original patent. In no event will the interim exten- 
sions granted under this section be longer than the maxi- 
mum period of extension to which the applicant would 
be eligible. 


§1.765 Duty of disclosure in patent term extension pro- 
ceedings. 


(a) A duty of candor and good faith toward the Pa- 
tent and Trademark Office and the Secretary of Health 
and Human Services rests on the patent owner or its 
agent, on each attorney or agent who represents the pa- 
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tent owner and on every other individual who is sub- 
stantively involved on behalf of the patent owner in a 
patent term extension proceeding. All such individuals 
who are aware, or become aware, of material informa- 
tion adverse to a determination of entitlement to the ex- 
tension sought, which has not been previously made of 
record in the patent term extension proceeding must 
bring such information to the attention of the ice or 
the Secretary, as appropriate, in accordance with para- 
graph (b) of this section, as soon as it is practical to do 
so after the individual becomes aware of the informa- 
tion. Information is material where there is a substantial 
likelihood that the Office or the Secretary would consid- 
er it important in determinations to be made in the pa- 
tent term extension proceeding. 

(b) Disclosures pursuant to this section must be ac- 
companied by a copy of each written document which 
is being disclosed. The disclosure must be made to the 
Office or the Secretary, as appropriate, unless the disclo- 
sure is material to determinations to be made by both 
the Office and the Secretary, in which case duplicate 
copies, certified as such, must be filed in the Office and 
with the Secretary. Disclosures pursuant to this section 
may be made to the Office or the Secretary, as appropri- 
ate, through an attorney or agent having responsibility 
on behalf of the patent owner or its agent for the patent 
term extension proceeding or through a patent owner 
acting on his or her own behalf. Disclosure to such an 
attorney, agent or patent owner shall satisfy the duty of 
any other individual. Such an attorney, agent or patent 
owner has no duty to transmit information which is not 
material to the determination of entitlement to the exten- 
sion sought. 

(c) No patent will be determined eligible for extension 
and no extension will be issued if it is determined that 
fraud on the Office or the Secretary was practiced or 
attempted or the duty of disclosure was violated 
through bad faith or gross negligence in connection with 
the patent term extension proceeding. If it is established 
by clear and convincing evidence that any fraud was 
practiced or attempted on the Office or the Secretary in 
connection with the patent term extension proceeding or 
that there was any violation of the duty of disclosure 
through bad faith or gross negligence in connection with 
the patent term extension proceeding, a final determina- 
tion will be made pursuant to §1.750 that the patent is 
not eligible for extension. 

(d) The duty of disclosure pursuant to this section 
rests on the individuals identified in graph (a) of this 
section and no submission on behalf of f third parties, in 
the form of protests or otherwise, will be considered by 
the Office. Any such submissions by third parties to the 
Office will be returned to the party making the submis- 
on otherwise disposed of, without consideration by 

e ce. 


§1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be 
expressly withdrawn before a determination is made pur- 
suant to §1.750 by filing in the Office, in duplicate, a 
written declaration of withdrawal signed by the owner 
of record of the patent or its agent. An application may 
not be expressly withdrawn after the date permitted for 
response to the final determination on the application. 
An express withdrawal pursuant to this section is effec- 
tive when acknowledged in writing by the Office. The 
filing of an express withdrawal pursuant to this section 
and its acceptance by the Office does not entitle appli- 
cant to a refund of the filing fee (§1.20(n)) or any por- 
tion thereof. 


§1.775 Calculation of patent term extension for a human 
drug product. 


(a) If a determination is made pursuant to §1.750 that 
a patent for a human drug product is eligible for exten- 
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sion, the term shall be extended by the time as calculat- 
ed in days in the manner indicated by this section. The 
patent term extension will run from the original expira- 
tion date of the patent or any earlier date set by terminal 
disclaimer (§1.321)}. 
(b) The term of the patent for a human drug product 
will be extended by the length of the regulatory review 
riod for the product as determined by the Secretary of 
ealth and Human Services, reduced as appropriate pur- 
suant to oe (d)(1) through (d)(6) of this section. 
(c) The length of the regulatory review period for a 


human drug leg will be determined by the Secre- 


tary of Health and Human Services. Under 35 U.S.C. 
156(g)(1)(B), it is the sum of — 

(1) The number of days in the period beginning on the 
date an exemption under subsection (i) of section 505 or 
subsection (d) of section 507 of the Federal Food, Drug, 
and Cosmetic Act became effective for the approved hu- 
man drug product and ending on the date an application 
was initially submitted for such drug product under 
those sections or under section 351 of the Public Health 
Service Act; and 

(2) The number of days in the period beginning on the 
date the application was initially submitted for the ap- 
proved human drug product under section 351 of the 
Public Health Service Act, subsection (b) of section 505 
or section 507 of the Federal Food, Drug, and Cosmetic 
Act and ending on the date such application was ap- 
proved under such section. 

(d) The term of the patent as extended for a human 
drug product will be determined by— 

(1) Subtracting from the number of days determined 
by the Secretary of Health and Human Services to be in 
the regulatory review period: 

(i) The number of days in the periods of paragzaphs 
(c)(1) and (c)(2) of this section which were on and be- 
fore the date on which the patent issued; 

(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is deter- 
mined under 35 U.S.C. 156(d)(2)(B) by the Secretary of 
Health and Human Services that applicant did not act 
with due diligence; 

(iii) One-half the number of days remaining in the pe- 
riod defined by paragraph (c)(1) of this section after that 
period is reduced in accordance with paragraphs 
(d)(1)() and (ii) of this section; half days will be ignored 
for purposes of subtraction; 

(2) By adding the number of days determined in para- 
graph (d)(1) of this section to the original term of the 
patent as shortened by any terminal disclaimer; 

(3) By adding 14 years to the date of approval of the 
application under section 351 of the Public Health Ser- 
vice Act, or subsection (b) of section 505 or section 507 
of the Federal Food, Drug, and Cosmetic Act; 

(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 

(5) If the original patent was issued after Sept. 24, 
1984, 

(i) By adding 5 years to the original expiration date of 
the patent or any earlier date set by terminal disclaimer; 
and 

(ii) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(5)(i) of this section with each other 
and selecting the earlier date; 

(6) If the original patent was issued before Sept. 24, 
1984, and 

(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 
507 of the Federal Food, Drug, and Cosmetic Act be- 
fore Sept. 24, 1984, by— 

(A) Adding 5 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer; and 

(B) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6){i)(A) of this section with each 
other and selecting the earlier date; or 

(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 
507 of the Federal Food, Drug, and Cosmetic Act be- 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


fore Sept. 24, 1984 and the commercial marketing or 

et the product was not approved before Sept. 24, 
» OY— 

(A) Adding 2 years to the original expiration date of 

the patent or earlier date set by terminal disclaimer, and 
) By comparing the dates obtained pursuant to para- 

graphs (d)(4) and (d)(6)(iiMA) of this section with each 

other and selecting the earlier date. 


§1.776 Calculation of patent term extension for a food ad- 
ditive or color additive. 


(a) If a determination is made pursuant to §1.750 that 
a patent for a food additive or color additive is eligible 
for extension, the term shall be extended by the time as 
calculated in days in the manner indicated by this sec- 
tion. The patent term extension will run from the origi- 
nal expiration date of the patent or earlier date set 4 
terminal disclaimer (§1.321). 

(b) The term of the patent for a food additive or color 
additive will be extended by the length of the regulatory 
review period for the — as determined by the Sec- 
retary of Health and Human Services, reduced as appro- 
priate pursuant to paragraphs (d)(1) through (ae of 
this section. 

(c) The length of the regulatory review period for a 
food additive or color additive will be determined by 
the Secretary of Health and Human Services. Under 35 
U.S.C. 156(g)(2)(B), it is the sum of— 

(1) The number of days in the period beginning on the 
date a major health or environmental effects test on the 
additive was initiated and ending on the date a petition 
was initially submitted with respect to the approved 
product under the Federal Food, Drug, and Cosmetic 
Act requesting the issuance of a regulation for use of the 
product; and 

(2) The number of days in the period beginning on the 
date a petition was initially submitted with respect to the 
approved product under the Federal Food, Drug, and 
Cosmetic Act requesting the issuance of a regulation for 
use of the product, and ending on the date such regula- 
tion became effective or, if objections were filed to such 
regulation, ending on the date such objections were re- 
solved and commercial marketing was permitted or, if 
commercial marketing was permitted and later revoked 
pending further proceedings as a result of such objec- 
tions, ending on the date such proceedings were finally 
resolved and commercial marketing was permitted. 

(d) The term of the patent as extended for a food ad- 
ditive or color additive will be determined by 

(1) Subtracting from the number of days determined 
by the Secretary of Health and Human Services to be in 
7 7. sta 94 period: 

i ie number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section which were on and be- 
fore the date on which the patent issued; 

(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is deter- 
mined under 35 U.S.C. 156(d)(2)(B) by the Secretary of 
Health and Human Services that applicant did not act 
with due diligence; 

(iii) The number of days equal to one-half the number 
of days remaining in the period defined by paragraph 
(c)(1) of this section after that period is reduced in ac- 
cordance with paragraphs (d)(1)(i) and (ii) of this sec- 
tion; half days will be ignored for purposes of subtrac- 
tion; 

(2) By adding the number of days determined in 
paragraph (d)(1) of this section to the original term of 
the patent as shortened by any terminal disclaimer; 

(3) By adding 14 years to the date a regulation for use 
of the product became effective or, if objections were 
filed to such regulation, to the date such objections were 
resolved and commercial marketing was permitted or, if 
commercial marketing was permitted and later revoked 
pending further proceedings as a result of such objec- 
tions, to the date such proceedings were finally resolved 
and commercial marketing was permitted; 
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(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 

(5) If the original patent was issued after Sept. 24, 
1984, 

(i) By adding 5 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer; and 

(ii) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(5)(i) of this section with each other 
and selecting the earlier date; 

(6) If the original patent was issued before Sept. 24, 
1984, and 

(i) If no major health or environmental effects test was 
initiated and no petition for a regulation or application for 
registration was submitted before Sept. 24, 1984, by 

(A) Adding 5 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer, and 

(B) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(i(A) of this section with each 
other and selecting the earlier date; or 

(ii) If a major health or environmental effects test was 
initiated or a petition for a regulation or application for 
registration was submitted by Sept. 24, 1984, and the 
commercial marketing or use of the product was not ap- 
proved before Sept. 24, 1984, by 

(A) Adding 2 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer, an 

(B) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(iiA) of this section with each 
other and selecting the earlier date. 


§1.777 Calculation of patent term extension for a medical 
device. 


(a) If a determination is made pursuant to §1.750 that 
a patent for a medical device is eligible for — 
the term shall be extended by the time as calculated 
days in the manner indicated by this section. The catent 
term extension will run from the original expiration date 
of the patent or earlier date as set by terminal disclaimer 
(§1.321). 

(b) The term of the patent for a medical device will 
be extended by the length of the regulatory review peri- 
od for the product as determined by the Secretary of 
Health and Human Services, reduced as aon ad pur- 
suant to paragraphs (d)(1) through (d)(6) of this section. 

(c) The length of the regulatory review period for a 
medical device will be determined by the Secretary of 
Health and Human Services. Under 35 U.S.C. 156(g) 
(3)(B), it is the sum of 

(1) The number of days in the period beginning on the 
date a clinical investigation on humans involving the de- 
vice was begun and ending on the date an application 
was initially submitted with respect to the device under 
section 515 of the Federal Food, Drug, and Cosmetic 
Act; and 

(2) The number of days in the period beginning on the 
date the application was initially submitted with respect 
to the device under section 515 of the Federal Food, 
Drug, and Cosmetic Act, and ending on the date such 
application was approved under such Act or the period 
beginning on the date a notice of completion of a prod- 
uct development protocol was initially submitted under 
section 515(f)(5) of the Act and ending on the date the 
protocol was declared completed under section 515(f)(6) 
of the Act. 

(d) The term of the patent as extended for a medical 
device will be determined by— 

(1) Subtracting from the number of days determined 
by the Secretary of Health and Human Services to be in 
the regulatory review period pursuant to paragraph (c) 
of this section: 

(i) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section which were on and be- 
fore the date on which the patent issued; 

(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is deter- 
mined under 35 U.S.C. 156(d)(2)(B) by the Secretary of 
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Health and Human Services that applicant did not act 
with due diligence; 

(iii) One-half the number of days remaining in the 
riod defined by paragraph (c)(1) of this pr after thet 

period is reduced in accordance with paragraphs 
(ox) and @® of this section; half days will be ignored 

urposes of subtraction; 

ie, By addin the number of days determined in para- 
graph (d)(1) of this section to the ee _ of the 
patent as shortened by any terminal disclaim 

(3) By adding 14 years to the date of a a of the 
application under section 515 of the Federal Food, 

rug, and Cosmetic Act or the date a product develop- 
ment protocol was declared completed under section 
515(f)(6) of the Act; 

(4) By comparing the dates for the ends of the 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 

(5) If the original patent was issued after t. 24, 
1984, (i) By adding fg years to the original expiration 
date of the patent or earlier date set by terminal dis- 
claimer; — 

(ii) By comparing the dates obtained pursuant to para- 
graphs (aya) and (d)(5)(i) of this section with each other 
and selecting the earlier date; 

(6) If a original patent was issued before Sept. 24, 


84, an 

(i) If no clinical investigation on humans involving the 
device was begun or no product development protocol 
was submitted under section 515(f)(5) of the Federal 
Food, Drug, and Cosmetic Act before Sept. 24, 1984, by 

(A) Adding 5 years to the original expiration date of 
the patent or earlier date set by terminal disclaimer and 

(B) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(i)(A) of this section with each 
other and selecting the earlier date; or 

(ii) If a clinical investigation on humans involving the 
device was begun or a product development protocol 
was submitted under section 515(f)(5) of the Federal 
Food, Drug, and Cosmetic Act before Sept. 24, 1984 
and the commercial marketing or use of the product was 
not approved before Sept. 24, 1984, by 

(A) Adding 2 years to the po da expiration date of 
the patent or earlier date set by terminal disclaimer, and 

(B) By comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6){ii(A) of this section with each 
other and selecting the earlier date. 


§1.780 Certificate of extension of patent term. 


If a determination is made pursuant to §1.750 that a 
patent is eligible for extension and that the term of the 
patent is to be extended, a certificate of extension, under 
seal, will be issued to the applicant for the extension of 
the patent term. Such certific cate will be recorded in the 
Official file of the patent and will be considered as part 
of the original patent. Notification of the issuance of the 
certificate of extension will be published in the Official 
Gazette of the Patent and Trademark Office. No certifi- 
cate of extension will be issued if the term of the patent 
cannot be extended, even though the patent is otherwise 
determined to be eligible for extension. In such situa- 
tions the final determination made pursuant to §1.750 
will indicate that no certificate will issue. 


§1.785 Multiple applications for extension of term of the 
same patent or of different patents for the same regulato- 
ry review period for a product. 


(a) Only one patent may be extended for a regulatory 
review period for any product (§1.720(g)). If more than 
one application for extension of the same patent is filed, 
the certificate of extension of patent term, if appropriate, 
will be issued based upon the first filed application for 
extension. 

(b) If more than one application for extension is filed 
by a single applicant which seeks the extension of the 
term of two or more patents based upon the same regu- 
latory review period, and the applications are otherwise 
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eligible for extension pursuant to the requirement of this 
subpart, the certificate of extension of patent term, if ap- 
propriate, will be issued upon the application for exten- 
sion of the patent having the earliest date of issuance of 
those patents for which extension is sought. 

(c) If an application for extension is filed which seeks 
the extension of the term of a patent based upon the 
same regulatory review period as that relied upon in one 
or more applications for extension pursuant to the re- 
quirements of this subpart, the certificate of extension of 
patent term will be issued on the application only if— 

(1) The applicant for extension is the holder of the 
regulatory approval granted with respect to the regula- 
tory review period, or 

(2) The holder of the regulatory approval granted 
with respect to the regulatory review period is not an 
applicant and the applicant for extension holds express 
and exclusive authorization from the holder of the regu- 
latory approval to rely upon the regulatory review peri- 
od as the basis for the application for extension, or 

(3) The holder of the regulatory approval granted 
with respect to the regulatory review period is not an 
applicant and no applicant for extension holds an express 
and exclusive authorization from the holder of the regu- 
latory approval to rely upon the ag aed review peri- 
od as the basis for the application for extension and the 
application is for extension of the patent having the ear- 
liest date of issuance of those patents for which exten- 
sion is sought based upon the same regulatory review 

riod. 

(d) An applicanun for extension shall be considered 
complete and formal regardless of whether it contains 
the identification of the holder of the regulatory approv- 
al granted with respect to the regulatory review period 
or express and exclusive authorization from the holder 
of the regulatory approval to rely on the regulatory re- 
view period for extension. When an application contains 
such information, or is amended to contain such infor- 
mation, it will be considered in determining whether an 
application is eligible for an extension under this section. 
A request may be made of any applicant to supply such 
information within a non-extendable period of not less 
than one (1) month whenever multiple applications for 
extension of more than one patent are received and rely 
upon the same regulatory review period. Failure to pro- 
vide such information within the period for response set 
shall be regarded as conclusively establishing that the 
applicant is not the holder of the regulatory approval 
and is not expressly and exclusively authorized by the 
holder of the regulatory approval to seek the extension 
being sought. 

(e) Determinations made under this section shall be in- 
cluded in the notice of final determination of eligibility 
for extension of the patent term pursuant to §1.750 and 
shall be regarded as part of that determination. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Jan. 9, 1987. 


[FR Doc. 87-6045 Filed 3-23-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1079 OG 52] 


(142) Guidelines for the Submission 
of Applications for Interim Protection 


of Mask Works Under 17 U.S.C, 914 


Chapter 9 of Title 17 of the United States Code, The 
Semiconductor Chip Protection Act of 1984, establishes 
a new form of intellectual property protection mask 
works that are fixed in semiconductor chips. Mask 
works are defined as a “series of related images, howev- 
er fixed or encoded” that represent the three-dimension- 
al patterns in the layers of a semiconductor chip. This 
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chapter provides a 10 year term of protection mask 
works measured from their date of registration on first 
commerical exploitation anywhere in the world. Mask 
works might be registered in the United States Copy- 
right Office within two years’ of first commerical exploi- 
tation to maintain this protection. 

This chapter denies protection to foreign owners of 
mask works unless the works are first commercially 
exploited in the United States. It is contemplated that 
foreign countries will eventually obtain full protection 
by concluding treaties or enacting chip protection legis- 
lation. In order to encourage steps toward a regime of 
internatonal comity in work protection, Section 
914(a) provides that the Secretary of Commerce may ex- 
tend the privilege of interim protection under the Semi- 
conductor Chip Act to nationals of foreign nations un- 
der certain conditions. These are: (1) that the foreign 
nation in question is making progress (either by treaty 
negotiation or legislative enactment) toward a regime of 
mask work protection generally similar to that under the 
Act; (2) that its nationals wie wey controlled by 
them (such as subsidiaries or affiliated companies) are 
not engaging and have not in the recent past engaged in 
chip piracy or the sale of products containing infringing 
semiconductor components; and (3) that entry of the 
Secretary’s order would promote the purposes of the 
Act and of achieving international comity toward mask 
work protection. 

This notice establishes initial guidelines that specify 
the content and procedures for the submission of peti- 
tions for the Secretary of Commerce to issue or to ter- 
minate an Order extending the privilege of making inter- 
im registrations for mask works pursuant to chapter 9 of 
Title 17 of the United States Code. The Assistant Secre- 
tary of Commerce and Commissioner of Patents and 
Trademarks has been delegated the responsibility to re- 
ceive petitions, conduct proceedings, make findings, and 
issue or terminate Orders. These guidelines set forth, in 
accordance with the statutory provisions, the persons el- 
igible to initiate such proceedings, the procedures to be 
followed, and the information required to be submitted 
so that the Commissioner can make the determination 
required by the statute. 


A. DEFINITIONS 
As used in these guidelines: 


(a) “Commissioner” means the Assistant Secretary of 
Commerce and Commissioner of Patents and 
Trademarks. 

(b) “Interim registration” means a registration of a 
mask work with the Register of Copyrights by a 
foreign national, domiciliary or sovereign authority 
made pursuant to an Order issued under these 
guidelines. 

(c) “Order” means an action by the Commissioner is- 
suing or terminating an Order extending to foreign 
nationals, domiciliaries and sovereign authorities 
the privilege of making interim registrations for 
a. works pursuant to Chapter 9 of title 17, 

(d) “Petition” means a request that the Commissioner 
issue or terminate an Order extending to foreign 
nationals, domiciliaries and sovereign authorities 
the privilege of making interim registrations or 
—_ works pursuant to Chapter 9 of title 17, 

Cc 


(e) “Proceeding” means a proceeding to issue or to 
terminate an Order extending to foreign nationals, 
domiciliaries and sovereign authorities the privi- 
lege of making interim registrations for mask 
works pursuant to Chapter 9, of title 17, U.S.C. 

(f) “Secretary” means the Secretary of Commerce. 


B. Effective Date of Guidelines 


These guidelines shall come into force on the date of 
signature of H.R. 6163 by the President. 
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C. Initiation of Proceedings 


(a) The Commissioner may initiate proceedings under 
these guidelines on his own motion or as directed 
by the Secretary. 

(b) The Commissioner shall initiate proceedings under 
these guidelines upon receipt of a petition. 


D. Submission of Petitions 


(a) Petitions may be submitted at any time, however 
the effective date of any Order shall not precede 
the coming into force of Chapter 9 of 17 U.S.C. 

(b) Petitions shall be submitted to the Commissioner 
for review and evaluation. 


E. Content of Petitions 


(a) Any petition requesting that the Commissioner is- 
sue an Order extending the privilege of making in- 
terim registration under Chapter 9 of 17 U.S.C. 
must include: 


(1) A statement of the foreign governmental agency in 
charge of developing legislation or negotiating a 
treaty for the protection of mask works in a man- 
ner generally similar to the provisions of Chapter 9 
of 17 U.S.C.: (i) that it is making good-faith efforts 
and reasonable progress toward developing and 
enacting such legislation or toward entering into 
such a treaty, and (ii) providing substantive infor- 
mation regarding the entity in the foreign nation to 
whom the responsibility has been delegated and 
the procedures that will be followed including any 
expected target dates for action. 

(2) A statement by the appropriate foreign govern- 
ment or foreign governmental agency, including 
such supporting evidence as may be available, that 
neither that nation or persons controlled by them 
are engaged in the misappropriation, or unautho- 
rized distribution or commercial exploitation of 
mask works. 

(3) Information from the party submitting the petition 
that provides evidence of the progress or the actu- 
al efforts undertaken by the foreign nation. Such 
information should include: 


(i) Copies of bills introduced in the foreign legislature; 

(ii) Copies of legislative proposals by responsible agen- 
cies; 

(iii)Records of international proceedings or negotia- 
tions showing efforts toward developing an appro- 
priate treaty; 

(iv)Reports of governmental or private sector 
commissions studying and making recommendations 
on appropriate measures to protect mask works in 
semiconductor chip products; 

(v) Correspondence between private sector organiza- 
tions and responsible governmental organizations; 


and 

(vi)Any other material including executive proclama- 
tions, resolutions or regulations that would support 
the claim of good-faith efforts and the absence of 
misappropriations or the absence of unauthorized 
—o or commercial exploitation of mask 
works. 


(b) All materials furnished must be in the English lan- 
guage or provided with a certified English trans- 
lation. 


F. Proceeding 


(a) A proceeding shall be initiated by the publication of 
a notice in the Federal Register providing interested 
parties with an opportunity to submit relevant com- 
ments. 

(b) Based upon comments received or a review of any 
petition submitted, the Commissioner, at his discre- 
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tion, may hold a hearing to permit interested parties 
and the petitioner to on additionalinformation. 

(c) The Commissioner review the petition, evalu- 
ate the evidence submitted, consider the results of 
any hearing conducted during the course of the pro- 
ceeding, and issue or terminate an Order. 

(d) If the Commissioner refuses to issue an Order the 
petitioner may, within 30 days and upon the submis- 
sion of additional evidence, request reconsideration. 
If 30 days and no request for reconsideration is 
received, the refusal to issue an Order shall be con- 
sidered final. 

(e) The Commissioner may issue an Order that is valid 
for a period of up to three years. The Commissioner, 
in making a determination on the duration of the 
proposed Order, will be guided by the strength and 
weight of the evidence submitted. 

G. Duration of Orders 

(a) Orders shall endure for the period specified in ac- 
cordance with Section F(e) above, but in no case 
longer than three years from the effective date of 
Chapter 9 of 17 U.S.C. in accordance with 17 
U.S.C. 914(d)(1(e) unless the authority of the Secre- 
tary is extended in accordance with 17 U.S.C. 914(f) 


2). 
(b) , shall be terminated if: 


(1) The Commissioner finds after a proceeding under 
Section F above that the conditions upon which the 
Order was based no longer exist, or 

(2) Mask works of nationals, domicilaries, and sover- 
eign authorities of that foreign nation or mask works 
first commercially exploited in that nation become 
eligible for protection under: (i) a Presidential proc- 
lamation issued in accordance with 17 U.S.C. 902(a) 
(2), or (ii) that nation’s own law for the protection 
of such works so long as that nation is a y toa 
treaty protecting such works to which the United 
States is also a party. 


H. Mailing Address 


(a) Petitions, requests for reconsideration, and all corre- 
pe submitted pursuant to these guidelines 
shall be addressed to: 


oa ioner of Patents and Trademarks 
x 

Washington, D.C. 20231 
(b) For further information contact: 


Assistant Commissioner for External Affairs 
703/557-3065 

Mail inquiries should be directed to the same ad- 
dress indicated above to his attention. 


SUMMARY 


The initial guidelines set forth above are considered to 
be appropriate to implement Title 17 U.S.C. 914. They 
will become effective on the date of signature of H.R. 
6163 by the President. They will provide appropriate 
guidance to mask work owners and their agents pending 
the issuance of regulations. 


RENE D. TEGTMEYER 
Acting Commissioner of 
Patents and Trademarks. 


Nov. 1, 1984. 
[1048 O.G. 30] 


(143) Errors in Notice of Allowance 


The purpose of this notice is to clarify existing Office 
practice with respect to providing a new issue fee due 
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date. Sometimes errors appear on the Notice of Allow- 
ance, such as an incorrect number of claims, the mis- 
spelling of an inventor’s name, an incorrect inventorship, 
or an incorrect title. A duplicate Notice of Allowance 
correcting the errors may be requested from the Group 
that mailed the Notice. However, a new issue fee due 
date will not be provided if the information on the origi- 
nal Notice of Allowance is sufficient to allow a reason- 


able practitioner to timely file a proper issue fee in the 
correct application. Specifically, the mere filing of a re- 
quest for a corrected or duplicate Notice of Allowance 
will not act to stay the period for paying the issue fee. 


JAMES E. DENNY, 
Deputy Assistant Commissioner 
for Patents. 


June 12, 1985. 


[1056 OG 35] 


(144) _ Initial Guidelines area | Changes 


in 35 U.S.C. 116, and 120 


The Patent and Trademark Office has established ini- 
tial guidelines for patent examiners to use in 
implementing the changes made in 35 U.S.C. 103, 116, 
and 120 by Public Law 98-622, the Patent Law Amend- 
ments Act of 1984. As a service to the public, those 
guidelines are published below. A copy of Public Law 
98-622 is also being published concurrently herewith. 
Some of the procedural aspects of matters contained in 
the guidelines will be incorporated into Title 37 of the 
Code of Federal Regulation through the rule-making 
process. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Dec. 11, 1984. 


Initial Guidelines As To Implementation Of 35 U.S.C. 103 


Public Law 98-622 added a new sentence to 35 
U.S.C. 103 which reads as follows: 


“Subject matter developed by another person, which 
qualifies as prior art only under subsection (f) or (g) 
of section 102 of this title, shall not preclude patent- 
ability under this section where the subject matter 
and the claimed invention were, at the time the in- 
vention was made, owned by the same person or 
subject to an obligation of assignment to the same 
person.” 


The significant features resulting from this amendment 
to §103 are the following: 


(1) The only prior art which is disqualified is prior art 
under §102(f) or (g) where the subject matter, i.e., 
the prior art, and the invention “were, at the time 
the invention was made, owned by the same person 
or subject to an obligation of assignment to the 
same person.” (Person includes organization.) 

If the subject matter (prior art) qualifies as prior art 
under any other section, e.g., §102(a), (b), or (e), it 
is still prior art and can be used. 

Amendment applies only to subject matter which 
qualifies as prior art under §103; it does not affect 
subject matter which qualifies as prior art under 
§102, i.e., anticipatory prior art. 

Term “another person” means any inventive entity 
other than the inventor and includes the inventor 
and any other person. 

Term “developed” is to be read broadly and is not 
limited to any particular manner of development. 
Subject matter derived from another under §102(f) 
is prior art under §103 unless the derived subject 
matter and the claimed invention are owned by, or 
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subject to an obligation of assignment to, the same 
rson at the time the claimed invention was made. 
e disclosure of an earlier filed patent application 
which issues as a patent continues to be prior art 
under §102(e) against a later invented and filed ap- 
plication of another inventor even though the pa- 
tent and the later application are owned by, or sub- 
ject to an obligation of assignment to, the same 
person. 
Commonly owned applications, i.e., applications 
owned by the same person, may be refiled as a sin- 
gle application to avoid one or more of them be- 
— prior art against another under §§102(e) and 
103. 

(9) The phrase “owned by the same person” requires 
that the same person, persons, or organization own 
100% of the subject matter (prior art) and 100% of 
the claimed invention. 

(10) The phrase “subject to an obligation of assignment 
to the same person” requires that a legal obligation 
of assignment exist and not merely a moral or unen- 
forceable obligation. 

(11) As long as the same person owns the subject matter 
and the invention at the time the claimed invention 
was made, a license to another may be made with- 
out the subject matter becoming prior art. 

(12) Amended i 103 requires actual ownership (or obliga- 
tion to assign) be in existence at the time the 
claimed invention is made for the subject matter to 
be disqualified as — art; acquiring one or the 
other later is not sufficient. 

(13) Burden of establishing that subject matter is 
disqualified as prior art is placed on patent applicant 
and not on the patent examiner once the examiner 
establishes a prima facie case of obviousness based 
on the prior art. 

(14) Double patenting rejections may now be made in 
— based on commonly owned patents of 
different inventive entities and double patenting re- 
jections of the obviousness type can be overcome 
by terminal disclaimers. 

(15) A double patenting rejection may also be made in a 
later filed application where the application/patent 
on which the rejection is based and the later filed 
application are not commonly owned as long as one 
of the inventors is common between the later filed 
application and the application/patent; such a rejec- 
tion cannot be overcome by terminal disclaimer in 
view of the lack of common ownership. 

(16) The Commissioner’s Notice of January 9, 1967, 
“Double Patenting”, 834 O.G. 1615 (Jan. 31, 1967) 
is withdrawn to the extent that it does not authorize 
a double patenting rejection where different inven- 
tive entities are present. 

(17) Inventors of subject matter not commonly owned at 
the time of the invention may file as joint inventors 
in a single application. However, the claims in such 
an application are not protected from a §102(f) /103 
or §102(g)/103 rejection. 


Implementation Steps As To Amended 35 U.S.C. 103 


A. Applications To Be Considered 

(1) Amended §103 does not “affect any final deci- 
sion made by the court or the Patent and Trade- 
mark Office before the date of enactment 
[November 8, 1984]. . . with respect to a patent 
or application for patent, if no appeal from such 
decision is pending and the time for filing an ap- 
peal has expired.” 

(2) The amendment of §103 will not be considered 
to apply to: 


(a) Any application which has been abandoned 
prior to November 8, 1984, unless such appli- 
cation is revived pursuant to the provisions 
of 37 CFR 1.137(a) or (b) and is pending on 
or after November 8, 1984; 
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(b) Any application in which all the claims have 
been allowed and in which prosecution has 
been closed prior to November 8, 1984, e.g., 
by an Ex parte Quayle action, a Notice of 
allowability, or a Notice of Allowance. 
However, a continuing application would ob- 
tain the benefit of amended §103 if filed prior 
to the abandonment or issuance of the appli- 
cation; and 

(c) Any application in which an appeal has been 
filed and is no longer pending or in which 
the time for filing an appeal has expired prior 
to November 8, 1984. However if the appli- 
cation contains allowed claims on or r 
November 8, 1984, the allowed claims are 
subject to amended §103. 


(3) The amendment to §103 will be applied to any 
application (a) which is before the examiner for 
action and in which all the claims have not been 
allowed and the prosecution closed or (b) in 
which prosecution has been closed and is being 
reopened to reject the allowed claims on 
grounds other than $102(f) /103 or §102(g)/103. 

(4) Applications not before the examiner for action, 
e.g., an application in which a response from ap- 
plicant is required, will not be considered as to 
the applicability of amended §103 unless appli- 
cant takes timely action which properly requires 
an action on the merits by the examiner. 

Conflicting Co-pending Applications Of Different In- 

ventive Entities With No Indication That They Are 

Commonly Owned 

(1) If the application files do not establish that they 
are owned by, or subject to an obligation of as- 
signment to, the same person, the examiner will: 


(a) assume that the applications are not com- 
monly owned; 

(b) examine the applications on all grounds other 
than any conflict between the applications; 
(c) consider the applicability of §102(f) /103 or 

§102(g)/103 if one application refers to the 
other (if there is no cross-reference between 
the applications it would be inappropriate for 
the examiner to refer to one application in the 

other in view of 35 U.S.C. 122); 

(d) consider interference if appropriate; 

(e) suspend the later filed application if it is other- 
wise allowable until the earlier filed applica- 
tion is abandoned or issues as a patent and 
then reject the later filed application under 
§102(e)/103, if appropriate; and 

(f) proceed under item C below if at any time 
during the examination a statement is made 
that the applications are commonly owned. 


C. Conflicting Co-pending Applications Of Different In- 


ventive Entities Which Are Commonly Owned 
(1) Co-pending applications will be considered by the 
examiner to be owned by, or subject to an obliga- 
tion of assignment to, the same person if (a) the 
application files refer to assignments recorded in 
the PTO in accordance with 37 CFR 1.331 which 
convey the entire rights in the applications to the 
same person(s) or organization(s); or (b) copies of 
unrecorded assignments which convey the entire 
rights in the applications to the same person(s) or 
organization(s) are filed in each of the applica- 
tions; or (c) an affidavit or declaration by the 
common owner is filed which states that there is 
common ownership and explains why the affiant 
believes there is common ownership; or (d) other 
evidence is submitted which establishes common 
ownership of the applications in question, e.g., a 
court decision determining the owner. In circum- 
stances where the common owner is a corpora- 
tion or other organization an affidavit or declara- 
tion averring common ownership may be 
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signed by an official of the corporation or 
organization empowered to act on behalf of the 
corporation or organization. 

(2) If the application files establish that they are 
owned by, or subject to an obligation of assign- 
ment to, the same person, the examiner will: 


(a) examine the applications as to all grounds ex- 
cept §§102(f) and (g) as they apply through 
§103 if the application files establish common 
ownership at the time the later invention was 
made; 

(b) examine the ier for double patenting, 
including double patenting of the obviousness 
type, and make a provisional rejection, if a 
propriate, (see In re Mott, 190 USPQ 536 
(CCPA 1976); 

(c) examine the later filed application under 
§102(e) as it applies through §103 and make a 
a rejection under §102(e)/103 in the 
ater filed application, if appropriate; 

(d) permit applicant of the later Filed application 
to file an affidavit under 37 CFR 1.131 to 
overcome the provisional or actual 
§102(e)/103 rejection, if appropriate, and a 
terminal disclaimer to overcome the provi- 
sional or actual rejection on double patenting 
of the obviousness type. 


Initial Guidelines As To Implementation Of 35 
U.S.C. 116 


Public Law 98-622 amended 35 U.S.C. 116 to clarify 
that each inventor need not “sign the application” in ad- 
dition to making the required oath and to add a new 
sentence which reads as follows: 


“Inventors may apply for a patent jointly even 
though (1) they did not physically work together or 
at the same time, (2) each did not make the same 
type or amount of contribution, or (3) each did not 
make a contribution to the subject matter of every 
claim of the patent.” 
The significant features resulting from these amend- 
ments to §116 are the following: 


(1) The joint inventors do not have to separately “sign 
the application,” but only need apply for the patent 
jointly and make the required oath by signing the 
same; this is a clarification, but not a change in cur- 
rent practice. 

Inventors may apply for a patent jointly even 
though “they did not work together or at the same 
time,” thereby clarifying (a) that it is not necessary 
that the inventors physically work together on a 
project, and (b) that one inventor may “take a step 
at one time, the other an approach at different 
times.” (Monsanto Co. v. Kamp, 154 USPQ 259 
(D.D.C. 1967)). 

Inventors may apply for a patent jointly even 
though “each did not make the same type or 
amount of contribution,” thereby clarifying the 
“fact that each of the inventors plays a different 
role and that the contribution of one may not be as 
great as that of another does not detract from the 
fact that the invention is joint, if each makes some 
original contribution, though partial, to the final so- 
lution of the problem.” Monsanto, supra. 

Inventors may apply for a patent jointly even 
though “each did not make a contribution to the 
subject matter of every claim of the patent.” 
Inventors may apply for a patent jointly as long as 
each inventor made a contribution, i.e., was an in- 
ventor or joint inventor, of the subject matter of at 
least one claim of the patent; there is no require- 
ment that all the inventors be joint inventors of the 
subject matter of any one claim. 

If an application by joint inventors includes more 
than one independent and distinct invention, restric- 
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tion may be required with the possible result of a 
necessity to change the inventorship named in the 
application if the elected invention was not the in- 
vention of all the originally named inventors. 

The amendment to §116 increases the likelihood 
that different claims of an application or patent may 
have different dates of invention; when necessary 
the Office or court may inquire of the patent appli- 
cant or owner concerning the inventors and the in- 
— dates for the subject matter of the various 
claims. 


Implementation Steps As To Amended 35 U.S.C. 116 


See items (1) to (4) above under “Applications To 
Be Considered” for applications to be considered 
under amended §116. 

Pending applications will be permitted to be 
amended by complying with 37 CFR 1.48 to add 
claims to inventions by inventors not named when 
the application was filed as long as such inventions 
were disclosed in the application as filed since 37 
CFR 1.48 permits correction of inventorship where 
the “correct inventor or inventors are not named in 
an application for patent through error without any 
deceptive intention on the part of the actual inven- 
tor or inventors”. 

Under amended §116 an examiner will reject claims 
under §102(f) only in circumstances where a named 
inventor is not the inventor of at least one claim in 
the application; no rejection under §102(f) is appro- 
priate if a named inventor made a contribution to the 
invention defined in any claim of the application. 
Under amended §116 considered in conjunction with 
amended §103, a rejection may be appropriate under 
§102(f)/103 where the subject matter, i.e., prior art, 
and the claimed invention were not owned by, or 
subject to an obligation of assignment to, the same 
person at the time the invention was made. 
Applicants are responsible for correcting, and will be 
required to correct, the inventorship in compliance 
with 37 CFR 1.48 when the application is amended 
to change the claims so that one (or more) of the 
named inventors is no longer an inventor of the sub- 
ject matter of a claim remaining in the application. 

In requiring restriction in an application filed by joint 
inventors the examiner will remind applicants of the 
necessity to correct the inventorship pursuant to 37 
CFR 1.48 if an invention is elected and the claims to 
the invention of one or more inventors are cancelled. 
The examiner will not inquire of the patent applicant 
concerning the inventors and the invention dates for 
the subject matter of the various claims until it be- 
comes necessary to do so in order to properly exam- 
ine the application. 

If an application is filed with joint inventors, the ex- 
aminer will assume that the subject matter of the 
various claims was commonly owned at the time the 
inventions covered therein were made, unless there is 
evidence to the contrary. If inventors of subject mat- 
ter, not commonly owned at the time of the later in- 
vention, file a joint application, applicants have an 
obligation pursuant to 37 CFR 1.56 to point out the 
inventor and invention dates of each claim and the 
lack of common ownership at the time the later in- 
vention was made in order that the examiner may 
consider the applicability of §102(f)/103 or § 
102(g)/103. The examiner will assume, unless there is 
evidence to the contrary, that applicants are comply- 
ing with their duty of disclosure. 


Initial Guidelines As To Implementation Of 
35 U.S.C. 120 


Public Law 98-622 amended 35 U.S.C. 120 by striking 
out “by the same inventor” and inserting in its place 
“which is filed by an inventor or inventors named in the 
previously filed application.” 
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The amended first paragraph of 35 U.S.C. 120 (the 
bracketed portion was deleted and the underlined por- 
tion added) reads as follows: 


§120. Benefit of earlier filing date in the United States 


An application for patent for an invention disclosed in 
the manner provided by the first paragraph of section 
112 of this title in an application previously filed in the 
United States, or as provided by section 363 of this title, 
[by the same inventor] which is filed by an inventor or in- 
ventors named in the previously filed —— shall have 
the same effect, as though filed on the date of the prior 
application, if filed before the patenting or abandonment 
of or termination of proceedings on the first application 
or on an application similarly entitled to the benefit of 
the filing date of the first application and if it contains 
or is amended to contain a specific reference to the ear- 
lier filed application.” 

The significant features of these amendments to §120 
are the following: 


(1) A later filed application by an inventor or inventors 
of a previously filed co-pending application may 
claim the benefit of the previously filed co-pending 
application under §120 even though the later filed 
application does not name all of the same inventors 
as the previously filed application. 

In order for the later filed application to be entitled 
to claim the benefit of the earlier filed co-pending 
application under §120 the earlier filed co-pending 
application must 
(a) have at least one inventor in common with the 
later filed application; and 
(b) disclose the common inventor’s invention in the 
manner provided by the first paragraph of 35 
U.S.C. 112, i.e., fully disclose and support at 
least one of the common inventor’s claims found 
in the later application. 
When necessary the Patent and Trademark Office 
or a court may inquire of the patent applicant or 
owner as to who invented, and the date of inven- 
tion of, the subject matter being claimed in any 
claims in the later filed application. 
Double patenting rejections may be applicable, 
whether or not the applications and patents are com- 
monly owned as long as the applications/ 
patent(s) have at least one inventor in common. 
If the applications and patents are commonly 
owned, the rejection of the applications on the 
grounds of double patenting can be overcome by an 
appropriate terminal disclaimer as long as the identi- 
cal invention is not being claimed. See In re Robe- 
son, 141 USPQ 485 (CCPA 1964), and In re Kaye, 
141 USPQ 829 (CCPA 1964). 
If the applications and patents are not commonly 
owned, the double patenting rejection is entered in 
the later filed application and cannot be overcome 
by a terminal disclaimer since the ownership of the 
subject matter being claimed belongs to someone 
other than the owner of the later application. 


Implementation Steps As To Amended 35 U.S.C. 120 


(1) See items (1) to (4) above under “Applications To 
Be Considered” for applications to be considered 
under amended §120. 
(2) The examiner will examine any earlier filed co- 
pending application to which priority is claimed un- 
der §120 to determine if 
(a) the earlier filed co-pending application has at 
least one inventor in common with the later 
filed application; 

(b) the other requirements for claiming benefit un- 
der §120 are met; and 

(c) a rejection on the grounds of double patenting is 
proper. 

As long as the formal requirements for claiming 

benefit under §120 are met, the examiner will per- 

mit the claim to be made without examining the 
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earlier filed co-pending application for disclosure and 

oe of at least one claim of the later filed application 

under the first paragraph of §112 unless it becomes nec- 
essary to do so, e.g. because of an interference or an in- 
tervening reference. 

(4) The examiner will not inquire of the patent appli- 

cant as to who invented, and the date of invention 
of, the subject matter being claimed in any claims in 
the later filed — until it becomes necessary 
to do so in order to properly examine the applica- 
tion. 
The examiner will examine the earlier and later 
filed applications and make actual or provisional re- 
jections: for double patenting where appropriate, 
— or not the applications are commonly 
owned. 


Example 1 - Single Application - Plural Inventors 


Inventors A and B, both employees of eee E 
with obligation to assign all their inventions to E devel- 
op inventions X and Y respectively. An application for 
patent is properly filed listing A and B as joint inventors 
and with claims to both X and Y as now possible under 
§116 as amended by Public Law 98-622. 


Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 


mo otherwise patentable over the prior art—allows ap- 
plication. 


Situation 2. 
The claims to X and Y are patentably distinct. 


Examiner’s Action: 


Require restriction and election of claims to either X 
or Y. The Pye after election, must correct the 
inventorship of the application to list only the inventor 
of the elected invention; for example, inventor A if 
claims to invention X were elected. A divisional applica- 
tion with B as inventor and claims to Y may claim bene- 
fit of the originally filed application under 35 U.S.C. 120 
as amended by Public Law 98-622. 


Situation 3. 
The application contains a Markush-type claim to X 
and Y and separate species claims to X and Y. 


Examiner’s Action: 


(a) Examine the application to determine if the inven- 
tions X and Y are restrictable.- If so, the claims to 
elected invention X (assume X is elected by appli- 
cants) and the X portion of the Markush claim to X 
and Y are examined. 

(i) if the claim to X is allowable, the entire 
Markush claim and the species claim to Y must 
also be examined. 

(ii) if the claim to X is not allowable, no further ac- 
tion on species claim Y or the Y portion of the 
Markush claim is required. 

The inventorship of the application at the time of al- 
lowance must be corrected, if necessary, to correspond 
to the inventions covered by the claims allowed. 


Example 2 - Multiple applications - plural inventions 


Inventors A and B, both employees of Company E, 
with obligation to assign all their inventions to E, devel- 
op inventions X and Y with Y being developed by B af- 
ter knowledge of A’s development of X. A files applica- 
tion on X before B’s development of Y and B later files 
application. Both applications establish they are owned 
by Company E. 


Situation 1. 
The claims to X and Y are not patentably distinct. 
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Examiner’s Action: 

(a) Examine the applications as to all grounds except 


§102(f) and (g) as they apply throu 103; 
(b) Make a not te pe bes a of py filed appli- 


cation on the grounds of double —_— of the 
obviousness type, if appropriate. If a terminal dis- 
claimer is filed in accordance with §1.321(b), the 
provisional double patenting rejection of the obvi- 
ousness type will be overcome; 


Examine the later filed application under 
§102(e)/103 and make a provisional rejection based 
on §102(e)/103, if appropriate. An affidavit under 
§1.131 can be filed to overcome the rejection based 
on §102(e)/103. 


Situation 2. 

After receiving the examiner’s action in situation 1, A 
and B filed a continuation-in-part application with inven- 
tor C and claim A’s invention, B’s invention and an im- 
provement they jointly developed with C. A and B 
abandon their prior applications. 


Examiner’s Action: 


Examine the application in the normal manner; no 
double patenting and §102(e)/103 problems now exist. 


Example 3 - Two copending applications with no indica- 
tion in the record of common ownership 

Inventor A files an application with claims to inven- 
tion X. Another copending application is filed by inven- 
tor B claiming invention Y. There is no indication of 
common ownership. 


Situation 1. 
The claims in the two applications are directed to 
patentably distinct inventions. 


Examiner’s Action: 


If the claims are otherwise allowable, the applications 
are both allowed. 


Situation 2. 
The claims in the two applications are not patentably 
distinct. 


Examiner’s Action: 


The applications are prosecuted until one application 
is allowable. If the time difference between the two ap- 
plications is too large to declare an interference, action 
on the later filed application is suspended until the earli- 
er filed application issues as a patent. At that time the 
later filed application is rejected over the earlier filed 
application under §102(e)/103. 

f the filing dates of the applications are sufficiently 
close to declare an interference, claims for an interfer- 
ence should be suggested. If the applications are com- 
monly owned, the common owner must make the own- 
ership known. When such common ownership is made 
known, a provisional double patenting rejection should 
be made in the later filed application. If the double 
patenting rejection is of the obviousness type, a terminal 
disclaimer under 37 CFR 1.321(b) may be filed. The lat- 
er filed application should be examined under 

102(e)/103 and a provisional rejection based on 

102(e)/103 should be made in the later filed application, 
if appropriate. An affidavit under §1.131 can be filed to 
overcome a rejection based on §102(e)/103. 


Example 4 - Claims in single application by different in- 
ventors. 

An application for patent is filed in the Patent and 
Trademark Office in which the owner E sets forth the 
following information. 

“The subject matter of claim 1 was invented by inven- 
tor A. The subject matter of claim 2 was invented by in- 
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ventor B. Inventor B knew of the invention of inventor 
A at the time he made his invention. Both A and B 
made their inventions while working for owner E with a 
duty to assign”. The inventions are different but not 
patentably distinct. 


Examiner’s Action: 


If the claims are patentable over the prior art, the ap- 
plication should be allowed. 


Public Law 98-622 
Signed November 8, 1984 


Ninety-eighth Congress of the United States of America 
AT THE SECOND SESSION 


Begun and held at the City of Washington on Monday, the 
twenty-third day of January, one thousand nine hundred 
and eighty-four 


An Act 


To amend title 35, United States Code, to increase the 
effectiveness of the patent laws, and for other purposes. 


Be it enacted by the Senate and House of Representatives 
of the United States of America in Congress assembled, 


SHORT TITLE 


SECTION !. This Act may be cited as the “Patent 
Law Amendments Act of 1984”. 


TITLE I—PATENT IMPROVEMENT PROVISIONS 


USE OF PATENTED INVENTIONS OUTSIDE 
THE UNITED STATES 


SEC. 101.(a) Section 271 of title 35, United States 
Code, is amended by adding at the end thereof the fol- 
lowing new subsection: 


“(f)(1) Whoever without authority supplies or causes 
to be supplied in or from the United States all or a sub- 
stantial portion of the components of a patented inven- 
tion, where such components are uncombined in whole 
or in part, in such manner as to actively induce the com- 
bination of such components outside of the United States 
in a manner that would infringe the patent if such com- 
bination occurred within the United States, shall be lia- 
ble as an infringer. 

“(2) Whoever without authority supplies or causes to 
be supplied in or from the United States any component 
of a patented invention that is especially made or espe- 
cially adapted for use in the invention and not a staple 
article or commodity of commerce suitable for substan- 
tial noninfringing use, where such component is uncom- 
bined in whole or in part, knowing that such component 
is so made or adapted and intending that such compo- 
nent will be combined outside of the United States in a 
manner that would infringe the patent if such combina- 
tion occurred within the United States, shall be liable as 
an infringer.” 


STATUTORY INVENTION REGISTRATION 


SEC. 102.(a) Chapter 14 of title 35, United States 
Code, is amended by adding at the end thereof the fol- 
lowing new section: 


“§157. Statutory invention registration 


“(a) Notwithstanding any other provision of this title, 
the Commissioner is authorized to publish a statutory in- 
vention registration containing the specification and 
drawings of a regularly filed application for a patent 
without examination if the applicant: 
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“(1) meets the requirements of section 112 of this ti- 


tle; 
“(2) has complied with the peteme for print- 
ing, as set forth in regulations of the Commissioner; 
“(3) waives the right to receive a patent on the in- 
vention within such period as may be prescribed by 
the Commissioner; and 
“(4) pays application, publication, and other pro- 
cessing fees established by the Commissioner. 
If an Saecnan | is declared with respect to such an ap- 
plication, a statutory invention registration may not be 
published unless the issue of priority of invention is fi- 
nally determined in favor of the applicant. 

“(b) The waiver under subsection (a)(3) of this section 
by an applicant shall take effect upon publication of the 
statutory invention registration. 

“(c) A statutory invention r erie published pur- 
suant to this section shall have all of the attributes speci- 
fied for patents in this title except those specified in sec- 
tion 183 and sections 271 through 289 of this title. A 
statutory invention registration shall not have any of the 
attributes specified for patents in any other provision of 
law other than this title. A statutory invention registra- 
tion published pursuant to this section shall give appro- 
priate notice to the public, pursuant to regulations which 
the Commissioner shall issue, of the preceding provi- 
sions of this subsection. The invention with respect to 
which a statutory invention certificate is published is not 
a ~ome invention for purposes of section 292 of this 
tit 


e. 

“(d) The Secretary of Commerce shall report to the 
Congress annually on the use of statutory invention reg- 
istrations. Such report shall include an assessment of the 
degree to which agencies of the Federal Government 
are making use of the statutory invention registration 
system, the — to which it aids the management of 
federally developed technology, and an assessment of 
the cost savings to the Federal Government of the use 
of such procedures.”’. 

(b) The table of sections at the beginning of chapter 
14 of title 35, United States Code, is amended by adding 
at the end thereof the following: 


“157. Statutory invention registration.”. 


(c) The amendments made by this section shal! take 
effect six months after the date of the enactment of this 
Act. 


PRIOR ART 


SEC. 103. Section 103 of title 35, United States Code, 
is amended by adding at the end thereof the following: 

“Subject matter developed by another person, which 
qualifies as prior art only under subsection (f) or (g) of 
section 102 of this title, shall not preclude patentability 
under this section where the subject matter and the 
claimed invention were, at the time the invention was 
made, owned by the same person or subject to an obli- 
gation of assignment to the same person.” 


JOINT INVENTORS 


SEC. 104. (a) Section 116 of title 35, United States 
Code, is amended by amending the first paragraph to 
read as follows: 

“When an invention is made by two or more persons 
jointly, they shall apply for patent jointly and each make 
the required oath, except as otherwise provided in this 
title. Inventors may apply for a patent jointly even 
though (1) they did not physically work together or at 
the same time, (2) each did not make the same type or 
amount of contribution, or (3) each did not make a con- 
tribution to the subject matter of every claim of the pa- 
tent.”. 

(b) Section 120 of title 35, United States Code, is 
amended by striking out “by the same inventor” and in- 
serting in lieu thereof “which is filed by an inventor or 
inventors named in the previously filed application”. 
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ARBITRATION OF INTERFERENCES 


SEC. 105. Section 135 of title 35, United States Code, 
is amended by adding at the end thereof the following 
new subsection: 

“(d) Parties to a patent interference, within such time 
as may be specified by the Commissioner by regulation, 
may determine such contest or any aspect thereof by ar- 
bitration. Such arbitration shall be governed by the pro- 
visions of title 9 to the extent such title is not inconsis- 
tent with this section. The parties shall give notice of 
any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitra- 
tion award shall be unenforceable until such notice is 
given. Nothing in this subsection shall preclude the 
Commissioner from determining patentability of the in- 
vention involved in the interference.”. 


EFFECTIVE DATE 


SEC. 106. (a) Subject to subsections (b), (c), (d), and 
(e) of this section, the amendments made by this Act 
shall apply to all United States patents granted before, 
on, or after the date of enactment of this Act, and to all 
applications for United States patents pending on or 
filed after the date of enactment. 

(b) The amendments made by this Act shall not affect 
any final decision made by the court or-the Patent and 
Trademark Office before the date of enactment of this 
Act with respect to a patent or application for patent, if 
no appeal from such decision is pending and the time for 
filing an appeal has expired. 

(c) Section 271(f) of title 35, United States Code, add- 
ed by section 101 of this Act shall apply only to the sup- 
plying, or causing to be supplied, of any component or 
components of a patented invention after the date of en- 
actment of this Act. 

(d) No United States patent granted before the date of 
enactment of this Act shall abridge or affect the right of 
any person or his successors in business who made, pur- 
chased, or used prior to such effective date anything 
protected by the patent, to continue the use of, or to sell 
to others to be used or sold, the specific thing so made, 
purchased, or used, if the patent claims were invalid or 
otherwise unenforceable on a ground obviated by sec- 
tion 103 or 104 of this Act and the person made, pur- 
chased, or used the specific thing in reasonable reliance 
on such invalidity or unenforceability. If a person rea- 
sonably relied on such invalidity or unenforceability, the 
court before which such matter is in question may pro- 
vide for the continued manufacture, use, or sale of the 
thing made, purchased, or used as specified, or for the 
manufacture, use, or sale of which substantial prepara- 
tion was made before the date of enactment of this Act, 
and it may also provide for the continued practice of 
any process practiced, or for the practice of which sub- 
stantial preparation was made, prior to the date of enact- 
ment, to the extent and under such terms as the court 
deems equitable for the protection of investments made 
or business commenced before the date of enactment. 

(e) The amendments made by this Act shall not affect 
the right of any party in any case pending in court on 
the date of enactment to have their rights determined on 
the basis of the substantive law in effect prior to the 
date of enactment. 


TITLE II—PATENT AND TRADEMARK OFFICE 
PROCEDURES 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


SEC. 201. (a) Section 7 of title 35, United States 
Code, is amended to read as follows: 


“§7, Board of Patent Appeals and Interferences 


“(a) The examiners-in-chief shall be persons of compe- 
tent legal knowledge and scientific ability, who shall be 
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appointed to the competitive service. The Commission- 
er, the Deputy Commissioner, the Assistant Commis- 
sioners, and the examiners-in-chief shall constitute the 
Board of Patent Appeals and Interferences. 

“(b) The Board of Patent Appeals and Interferences 
shall, on written appeal of an applicant, review adverse 
decisions of examiners upon applications for patents and 
shall determine priority and patentability of invention in 
interferences declared under section 135(a) of this title. 
Each appeal and interference shall be heard by at least 
three members of the Board of Patent Appeals and In- 
terferences, who shall be designated by the Commission- 
er. Only the Board of Patent Appeals and Interferences 
has the authority to grant hearings. 

“(c) Whenever the Commissioner considers it neces- 
sary, in order to keep current the work of the Board of 
Patent Apeals and Interferences, the Commissioner may 
designate any patent examiner of the primary examiner 
poe ope higher, having the requisite ability, to serve as 
examiner-in-chief for periods not exceeding six months 
each. An examiner so designated shall be qualified to act 
as a member of the Board of Patent aout and Inter- 
ferences. Not more than one of the members of the 
Board of Patent Appeals and Interferences hearing an 
appeal or determining an interference may be an examin- 
er so designated. The Secretary of Commerce is autho- 
rized to fix the pay of each designated examiner-in-chief 
in the Patent and Trademark ice at not to exceed the 
maximum rate of basic pay payable for grade GS-16 of 
the General Schedule under section 5332 of title 5. The 
rate of basic pay of each individual designated examiner- 
in-chief shall be adjusted, at the close of the period for 
which that individual was designated to act as examiner- 
in-chief, to the rate of basic pay which that individual 
would have been receiving at the close of such period if 
such designation had not been made.” 

(b) The item relating to section 7 in the table of sec- 
tions at the beginning of chapter 1 of title 35, United 
States Code, is amended by striking out “Appeals” and 
inserting in lieu thereof “Patent Appeals and Interfer- 
ences”. 


INTERFERENCES 


SEC. 202. Section 135(a) of title 35, United States 
Code, is amended to read as follows: 

“(a) Whenever an application is made for a patent 
which, in the opinion of the Commissioner, would inter- 
fere with any pee application, or with any unex- 
pired patent, an interference may be declared and the 
Commissioner shall give notice of such declaration to 
the applicants, or ap 4 pee and patentee, as the case 
may be. The Board of Patent Appeals and Interferences 
shall determine questions of priority of the inventions 
and may determine questions of patentability. Any final 
decision, if adverse to the claim of an applicant, shall 
constitute the final refusal by the Patent and Trademark 
Office of the claims involved, and the Commissioner 
may issue a patent to the applicant who is adjudged the 
prior inventor. A final judgment adverse to a patentee 
from which no appeal or other review has been or can 
be taken or had shall constitute cancellation of the 
claims involved in the patent, and notice of such cancel- 
lation shall be endorsed on copies of the patent distribut- 
“as after such cancellation by the Patent and Trademark 

ice.””. 


APPEALS AND CIVIL ACTIONS 


SEC. 203. (a) Section 141 of title 35, United States 
Code, is amended— 
(1) in the first sentence— 

(A) by striking out “of the Board of Patent Ap- 
peals may appeal” and inserting in lieu thereof “in 
an appeal to the Board of Patent Appeals and In- 
terferences under section 134 of this title may ap- 
peal the decision”; and 

(B) by striking out “, thereby waiving his 
right” and inserting in lieu thereof “. By filing” 
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such an appeal the applicant waives his or her 


(2) in the second sentence— 

(A) by striking out “board of patent interfer- 
ences on the question of priority may appeal” and 
inserting in lieu thereof “Board of Patent Appeals 
and Interferences on the interference may appeal 
the decision”; 

(B) by striking out “according to” and inserting 
in lieu thereof “ in accordance with”; and 

(C) by striking out “he” and inserting in lieu 
thereof “the party”; and 

(3) by amending the last sentence to read as follows: 

“If the appellant does not, within thirty days after the 
filing of such notice by the adverse party, file a civil ac- 
tion under section 146, the decision appealed from shall 
govern the further proceedings in the case.” 

(b) Section 145 of title 35, United States Code, is 
amended— ; 

(1) in the first sentence by striking out “Appeals 
may” and inserting in lieu thereof “Patent Ap- 
peals and Interferences in an appeal under section 
134 of this title may,”; and 

(2) in the second sentence by striking out “Appeals” 
and inserting in lieu thereof “Patent Appeals and 
Interferences”. 

(c) Section 146 of title 35, United States Code, is 
amended by striking out “board of patent intereferences 
on the question of priority” and inserting in lieu thereof 
“Board of Patent Appeals and Interferences on the inter- 
ference”. 


TECHNICAL AND CONFORMING 
AMENDMENTS 


SEC. 204. (a) Section 41(a)(6) of title 35, United 
States Code, is amended— 

(1) by striking out “Appeals” each place it appears 
and inserting in lieu thereof “Patent Appeals and 
Interferences”; and 

(2) by inserting “in the appeal” after “oral hearing”. 

(b)(1) Section 134 of title 35, United States Code, is 
amended— 

(A) in the section caption by striking out “AP- 
PEALS” and inserting in lieu thereof “PATENT AP- 
PEALS AND INTERFERENCES”; and 

(B) by striking out “Appeals” and inserting in lieu 
thereof “Patent Appeals and Interferences”. 

(2) The item relating to section 134 in the table of 
sections at the beginning of chapter 12 of title 35, 
United States Code, is amended by striking out 
“Appeals” and inserting in lieu thereof “Patent 
Appeals and Interferences”’. 

(c) Section 305 of title 35, United States Code, is 
amended by striking out “Appeals” and inserting in lieu 
thereof “Patent Appeals and Interferences”. 


AMENDMENTS TO OTHER PROVISIONS 
OF LAW 


SEC. 205. (a) Section 1295(a)(4)(A) of title 28, United 
States code, is amended by striking out “Appeals or the 
Board of Patent” and inserting in lieu thereof ‘Patent 
Appeals and”. 

(b) Section 152 of the Atomic Energy Act of 1954 (42 
U.S.C. 2182) is amended in the third paragraph— 

(1) by striking out “a Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent 
Appeals and Interferences”; and 

(2) by striking out “the Board of Patent Interfer- 
ences” and inserting in lieu thereof “the Board of 
Patent Appeals and Interferences”’. 

(c)(1) Section 305(d) of the National Aeronautics and 
Space Act of 1958 (42 U.S.C. 2457(d)) is amended— 

(A) by striking out “a Board of Patent Interfer- 
ences” and inserting in lieu thereof “the Board of 
Patent Appeals and Interferences”; and 
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(B) by striking out “the Board of Patent Inter- 
ferences” and inserting in lieu thereof “the Board 
of Patent A: and Interferences”. 

(2) Section 305(e) of the National Aeronautics and 
Space Act of 1958 (42 U.S.C. 2457(e)) is amended by 
striking out “a Board of Patent Interferences” and in- 
serting in lieu thereof “the Board of Patent Appeals and 
Interferences”. 


SAVINGS PROVISION 


SEC. 206. Any individual who, on the effective date 
of this title, is an examiner-in-chief of the Board of Pa- 
tent Appeals of the Patent and Trademark Office or an 
examiner of interferences of the Board of Patent Inter- 
ferences of such office shall be entitled to continue in of- 
fice as a member of the Board of Patent Appeals and In- 
terferences of the Patent and Trademark Office as of 
such effective date. 


EFFECTIVE DATE 


SEC. 207. Section 206 of this Act and the amend- 
ments made by this title shall take effect three months 
after the date of the enactment of this Act. 


TITLE III—NATIONAL COMMISSION ON INNO- 
VATION AND PRODUCTIVITY 


ESTABLISHMENT 


SEC. 301. There is hereby established a National 
Commission on Innovation and Productivity (hereinafter 
in this title referred to as the ““Commission”). 


MEMBERSHIP OF COMMISSION 
SEC. 302. (a) The Commission shall be composed of 


(1) three Members of the Senate appointed by the 
President of the Senate; 

(2) three Members of the House of Representatives 
apointed by the Speaker of the House of Representa- 
tives; and 

(3) three members appointed by the President of the 
United States, one of whom the President shall desig- 
nate as Chairman. 

Of the members appointed by the President, one mem- 
ber should be an appropriate officer or employee of the 
United States, one member should be an employer who 
employs inventors, and one member should be an 
employed inventor. 

(b) At no time shall more than two of the members 
appointed under paragraph (1), (2), or (3) of subsection 
(a) be persons who are members of the same political 
party. 

(c) Any vacancy in the Commission shall not affect its 
powers but shall be filled in the same manner in which 
the original appointment was made, and subject to the 
limimtation set forth in subsection (b) with respect to 
the original appointment. 

(d) Six members of the Commission shall constitute a 
quorum, but a lesser number may conduct hearings. 


DUTIES OF THE COMMISSION 


SEC. 303. The Commission shall make a full and com- 
plete review and study of the level of innovation and 
producitivity of employed inventors. Such study shall 
include an analysis of the various methods available to 
inspire or stimulate individual and corporate innovation 
and productivity, including an assessment of the tech- 
niques used in other countries to achieve this objective. 
Such study may include an assessment of those aspects 
of other areas of intellectual property law that inspire or 
stimulate such innovation and productivity. The Com- 
mission shall make recomendations for such revisions of 
the laws of the United States, including the — of un- 
necessary or undesirable statutes, and such other chang- 
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es as the Commission considers will better foster innova- 
tion and productivity. 


COMPENSATION OF MEMBERS OF THE 
COMMISSION 


SEC. 304. (a) A member of the Commission who is a 
Member of Congress or a full-time officer or employee 
of the United States shall receive no additional compen- 
sation by reason of his or her service on the Commis- 
sion. 

(b) Subject to amounts provided in advance in — 
priations Acts, a member of the Commission from 
private life shall receive the daily equivalent of the an- 
nual rate of basic pay payable for level III of the Execu- 
tive Schedule for each day (including traveltime) during 
which such member is engaged in the actual perfor- 
mance of duties vested in the Commission, plus reim- 
bursement for travel, subsistence, and other necessary 
expenses incurred in the performance of such duties, in 
accordance with subchapter I of chapter 57 of title 5, 
United States Code. 


DIRECTOR AND STAFF 


SEC. 305. (a) The Commission shall have a Director 
who shall be appointed by the Commission and who 
shall be paid at a rate not to exceed the rate of basic pay 
payable for level IV of the Executive Schedule. The Di- 
rector, subject to the direction of the Commission, shall 
supervise the activities of persons emloyed by the Com- 
mission and the preparation of the reports of the Com- 
mission and shall perform such other duties as may be 
assigned to the Director by the Commission. 

(b) The Commission may appoint and fix the pay of 
such additional personnel as it considers appropriate. 

(c) The staff of the Commission may be appointed 
without regard to the provisions of title 5, United States 
Code, governing appointments in the competitive ser- 
vice, and may be paid without regard to the provisions 
of chapter 51 and subchapter III of chapter 53 of such 
title relating to classification and General Schedule pay 
rates, except that no individual so appointed may receive 
pay in excess of the maximum annual rate of basic pay 
payable for GS-16 of the General Schedule. 

(d) The Chairman of the Commission may procure 
temporary and intermittent services under section 
3109(b) of title 5, United States Code. 


GOVERNMENT AGENCY COOPERATION 


SEC. 306. The Commission is authorized to request 
from any department, agency, or independent instrumen- 
tality of the Government any information and assistance 
it considers necessary to carry out its functions under 
this title. Each such department, agency, and instrumen- 
tality is authorized to cooperate with the Commission 
and, to the extent permitted by law, to furnish such in- 
formation and assistance to the Commission. 


REPORT OF THE COMMISSION; TERMINATION 


SEC. 307. The Commission shall submit interim re- 
ports on its activities to the President and the Congress 
at such times as the Commission considers appropriate, 
except that at least one such report shall be so submitted 
within one year after the date of the enactment of this 
Act. The Commission shall submit its final report on its 
activities to the President and the Congress within two 
years after such date of enactment. The Commission 
shall cease to exist sixty days after the date of the sub- 
mission of its final report. 


ADMINISTRATIVE SERVICES 
SEC. 308. The General Services Administration shall 


provide administrative services for the Commission on a 
reimbursable basis. 
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AUTHORIZATION OF APPROPRIATIONS 


SEC. 309. There is authorized to be appropriated 
$250,000 to carry out this title. 


EFFECTIVE DATE 


SEC. 310. This title shall take effect on January 21, 
1985. 16 TITLE ee PROVI- 
IONS 


INTERNATIONAL STAGE 


SEC. 401. (a) Section 361(d) of title 35, United States 
Code, is amended in the first sentence by inserting “or 
within one month after the date of such filing” after 
“application”. 

(b) Section 366 of title 35, United States Code, is 
amended— 

(1) in the first sentence— 
(A) by inserting “after the date of withdrawal,” 
after “effect”; and 
(B) by inserting before the period the follow- 
ing: “, unless a claim for the benefit of a prior fil- 
ing date under section 365(c) of this part was 
made in a national application, or an international 
application designating the United States, filed be- 
fore the date of such withdrawal”; and 
(2) in the second sentence by inserting “withdrawn” 
after “such”. 


NATIONAL STAGE 


SEC. 402. (a) Section 371(a) of title 35, United States 
Code, is amended— 

(1) by striking out “is” and inserting in lieu thereof 
“may be”; and 

(2) by striking out‘, except those filed in the Patent 
Office”. 

(b) Section 371(b) of title 35, United States Code, is 
amended to read as follows: 

“(b) Subject to subsection (f) of this section, the na- 
tional stage shall commence with the expiration of the 
applicable time limit under article 22(1) or (2) of the 
treaty.” 

(c) Section 371(c)(2) of title 35, United States Code, is 
amended— 

(1) by striking out “received from” and inserting in 
lieu thereof “communicated by”; and 
(2) by striking out “verified” before “translation”. 

(d) Section 371(d) of title 35, United States Code, is 

amended to read as follows: 


“(d) The requirements with respect to the national fee 
referred to in subsection (c)(1), the translation referred 
to in subsection (c)(2), and the oath or declaration re- 
ferred to in subsection (c)(4) of this section shall be 
complied with by the date of the commencement of the 
national stage or by such later time as may be fixed by 
the Commissioner. The copy of the international appli- 
cation referred to in subsection (c)(2) shall be submitted 
by the date of the commencement of the national stage. 
Failure to comply with these requirements shall be re- 
garded as abandonment of the application by the parties 
thereof, unless it be shown to the satisfaction of the 
Commissioner that such failure to comply was unavoid- 
able. The payment of a surcharge may be required as a 
condition of accepting the national fee referred to in 
subsection (c)(1) or the oath or declaration referred to in 
subsection (c)(4) of this section if these requirements are 
not met by the date of the commencement of the nation- 
al stage. The requirements of subsection (c)(3) of this 
section shall be complied with by the date of the com- 
mencement of the national stage, and failure to do so 
shall be regarded as a cancellation of the amendments to 
the claims in the international application made under 
article 19 of the treaty.”. 

(e) Section 372(b) of title 35, United States Code, is 
amended— 
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(1) by striking out the period at the end of paragraph 
(2) and inserting in lieu thereof “; and”; and 
(2) by adding at the end thereof the following: 


“(3) the Commissioner may require a verification of 
the translation of the international application or 
any other document pertaining to the application 
if the application or other document was filed in 
a language other than English.”. 


(f) Section 372 of title 35, United States Code, is 
amended by striking out subsection (c). 

(g) Section 376(a) of title 35, United States Code, is 
amended by striking out paragraph (5) and redesignating 
paragraph (6) as paragraph (5). 


TECHNICAL AMENDMENTS 


SEC. 403. (a) Title 35, United States Code, is 
amended by striking out “Patent Office” each place it 
appears and inserting in lieu thereof “Patent and Trade- 
mark Office”. 

(b) The table of parts at the beginning of title 35, 
United States Code, is amended by adding at the end 
thereof the following: 


“IV. Patent Cooperation Treaty 
PATENT FEES 


SEC. 404. (a) Notwithstanding section 41 of title 35, 
United States Code, as in effect before the enactment of 
Public Law 97-247 (96 Stat. 317), no fee shall be col- 
lected for maintaining a plant patent in force. 

(b) Notwithstanding section 41(c) of title 35, United 
States Code, as in effect before the enactment of Public 
Law 97-247 (96 Stat. 317), the Commissioner of Patents 
and Trademarks may accept, after the six-month grace 
period referred to in such section 41(c), the payment of 
any maintenance fee due on any patent based on an ap- 
plication filed in the Patent and Trademark Office on or 
after December 12, 1980, and before August 27, 1982, to 
the same extent as in the case of patents based on appli- 
cations filed in the Patent and Trademark Office on or 
after August 27, 1982. 


TRADEMARK TRIAL AND APPEAL BOARD 


SEC. 405. Section 3 of title 35, United States Code, is 
amended by adding at the end thereof the following: 

“(e) The members of the Trademark Trial and Appeal 
Board of the Patent and Trademark Office shall each be 
paid at a rate not to exceed the maximum rate of basic 
pay payable for GS-16 of the General Schedule under 
section 5332 of title 5.” 


EFFECTIVE DATE 


SEC. 406. (a) Section 404 of this Act and the amend- 
ments made by section 403 of this Act shall take effect 
on the date of the enactment of this Act. 

(b) The amendments made by sections 401, 402, and 
of this Act shall take effect six months after the date of 
the enactment of this Act. 
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Code of Federal Regulations, to provide rules and pro- 
cedures for the miscellaneous patent provisions enacted 
into law by Public Laws 98-620 and 98-622, on Nov. 8, 
1984, in which statutory invention registrations, changes 
in appeals to the courts, prior art and joint inventor pro- 
visions and PCT international application filing and pro- 
cessing procedures were established or amended. The 
rulemaking provides specific rules and procedures for 
the new and amended provisions. 
Effective Date: May 8, 1985 
For Further Information Contact: R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his at- 
tention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: This rule change is designed 
primarily to establish a set of rules and procedures for 
the various requirements of Public Laws 98-620 and 98- 
622 concerning appeals to the courts, statutory invention 
registrations, rejections based on prior art and double 
patenting, and filing of international applications under 
the Patent Cooperation Treaty. The proposed rules were 
ublished on Jan. 25, 1985 in Volume 50 of the Federal 
egister, pages 3712 through 3725. A public hearing 
was held on the proposed rule changes on Feb. 8, 1985. 
Background Information: Most of the rule changes con- 
tained herein are necessary as a result of Public Laws 
98-620 or 98-622, both of which were signed by Presi- 
dent Reagan on Nov. 8, 1984. The following is a sum- 
mary of the purposes of the various statutory 
amendments. 


Amended 35 U.S.C. 103 - Unpublished knowledge of pri- 
or art. 


Public Law 98-622 changes a complex body of case 
law which discourages communication among members 
of research teams working in corporations, universities 
or other organizations. It amended 35 U.S.C. section 103 
by adding a new sentence which provides that subject 
matter developed by another which qualifies as “prior 
art” only under subsections 102(f) or (g) of 35 U.S.C. is 
not to be considered when determining whether an in- 
vention sought to be patented is obvious under 35 
U.S.C. 103, provided the subject matter and the claimed 
invention were commonly owned at the time the inven- 
tion was made. 

“Prior art” is the existing body of technical informa- 
tion against which the patentability of an invention is 
judged. Publicly known information is always consid- 
ered in determining whether an invention would have 
been obvious. However, under In re Bass, 474 F. 2d 
1276, 177 USPQ 178 (CCPA 1973), and Jn re Clemens, 
622 F.2d 1029, 206 USPQ 289 (CCPA 1980), an earlier 
invention which is not public could have been treated 
under 35 U.S.C. 102(g), and possibly under 102(f), as 
prior art with — to a later invention made by an- 
other employee of the same organization. 

New technology often is developed by using back- 
ground scientific or technical information known within 
an organization but unknown to the public. Public Law 
98-622, by disqualifying such background information 
from prior art, encourages communication among mem- 
bers of research teams, and leads to more public dissemi- 
nation through patents of the results of team research. 

The subject matter that is disqualified as prior art un- 
der 35 U.S.C. 103 is strictly limited to subject matter 
that qualifies as prior art only under 35 U.S.C. 102(f) or 
102(g). If the subject matter qualifies as prior art under 
any other subsection—e.g., subsection 102(a), 102(b) or 
102(e)—it will not be disqualified as prior art under the 
amendment to section 103. 

The contents of a patent of the same or different own- 
ership as an application, continues to be available as pri- 
or art against the application under section 103 by virtue 
of section 102(e) as of the application filing date of the 
patent. If subject matter becomes potential prior art un- 
der section 102 (e) because a patent application is filed 
on such subject matter before a commonly owned 
claimed invention is made the subject matter of a later 
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application the two applications may be combined (un- 
der amended §§116 and 120) into a single application 
and such subject matter (with the abandonment of the 
two applications) would no longer constitute potential 

rior art under section 102(e) or under section 103 since 
it would not be “described in a patent granted on an ap- 
plication for patent by another.” 

It is important to recognize that the amendment to the 
law applies only to consideration of prior art for pur- 

of section 103. It does not apply to or affect sub- 
ject matter which qualifies as prior art under section 
102. A patent applicant urging that subject matter is 
* disqualified has the burden of establishing that it was 
commonly owned at the time the claimed invention was 
made. 

Public Law 98-622 was not intended to permit anyone 
other than the inventors to be named in a patent applica- 
tion or patent. Also, the amendment was not intended to 
enable appropriation of the invention of another. 

The Patent and Trademark Office has withdrawn the 
Commissioner’s Notice of Jan. 9, 1967, “Double 
Patenting”, 834 O.G. 1615 (Jan. 31, 1967), to the extent 
that it does not authorize a double patenting rejection 
where different inventive entities are present. See the 
Commissioner’s Notice of Dec. 11, 1984, “Initial Guide- 
lines Implementing Changes in 35 U.S.C. 103, 116, and 
120”, 1050 O.G. 316 (Jan. 8, 1985). The Office is reinsti- 
tuting, in appropriate circumstances, the practice of re- 
jecting claims in commonly owned applications of dif- 
ferent inventive entities on the ground of double 
patenting. See 130 Cong. Rec. H 10527, column 3 (daily 
ed. Oct. 1, 1984) (statement of Rep. Kastenmeier); Jn re 
Rogers, 394 F.2d 566, 567 n. 4, 157 USPQ 569, 570 n. 4 
(CCPA 1964). This is in accordance with existing case 
law and prevents an organization from obtaining two or 
more patents with different expiration dates covering 
nearly identical subject matter. See In re Zickendraht, 
319 F.2d 225, 138 USPQ 22 (CCPA 1963) (“The doc- 
trine is well established that claims in different applica- 
tions need be more than merely different in form or con- 
tent; and that patentable distinction must exist to entitle 
applicants to a second patent”) and Jn re Christensen, 
330 F.2d 652, 141 USPQ 295 (CCPA 1964) (“. . . the 
correct procedure for double patenting cases is to ana- 
lyze the claims to determine the inventions defined 
therein, and then decide whether such inventions, as 
claimed are patentably distinct and therefore qualified to 
be claimed in separate patents”). In accordance with es- 
tablished patent law doctrines, double patenting rejec- 
tions can be overcome in certain circumstances by 
disclaiming, pursuant to the existing provisions of 37 
CFR 1.321, the terminal portion of the term of the later 
patent and including in the disclaimer a provision that 
the patent shall be enforceable only for and during the 
period the patent is commonly owned with the applica- 
tion or patent which formed tke basis for the rejection, 
thereby eliminating the problem of extending patent life. 

Information learned from or transmitted to persons 
outside the organization is not disqualified as prior art. 

The term “subject matter” will be construed broadly, 
in the same manner the term is construed in the remain- 
der of §103. The term “another” as used in §103 means 
any inventive entity other than the inventor and would 
include the inventor and any other persons. The term 
“developed” is to be read broadly and is not limited by 
the manner in which the development occurred. The 
term “commonly owned” means wholly owned by the 
same person, persons, or organization at the time the in- 
vention was made. 


Amended 35 U.S.C. 116 - Joint inventor filing 


35 U.S.C. 116 as amended by Public Law 98-622 rec- 
ognizes the realities of modern team research. A re- 
search project may include many inventions. Some 
inventions may have contributions made by individuals 
who are not involved in other, related inventions. 

Amended 35 U.S.C. 116 allows inventors to apply for 
a patent jointly even though (i) they did not physically 
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work together or at the same time, (ii) each did not 
make the same type or amount of contribution, or (iii) 
each did not make a contribution to the subject matter 
of every claim of the patent. Items (i) and (ii) — > the 
rationale stated in decisions such as Monsanto v. Kamp, 
269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967). Item 
(iii) adopts the rationale of cases such as SAB Industries 
AB v. Bendix Corp., 199 USPQ 95 (E.D. Va. 1978). 

Like other patent applications, jointly-filed applica- 
tions are subject to the requirements of 35 U.S.C. 121 
that an application be directed to only a single inven- 
tion. If more than one invention is included in the appli- 
cation, the Patent and Trademark Office may require the 
application to be restricted to one of the inventions. In 
such a case, a “divisional” application complying with 
35 U.S.C. 120 would be entitled to the benefit of the 
earlier filing date of the original application. 

It is possible that different claims of an application or 
patent may have different dates of invention even 
though the patent covers only one independent and dis- 
tinct invention within the meaning of 35 U.S.C. 121. 
When necessary, the Patent and Trademark Office or a 
court may inquire of the patent application or owner 
concerning the inventors and the invention dates for the 
subject matter of the various claims. 


Amended 35 U.S.C. 120 - Benefit of prior U.S. 
application 


35 U.S.C. 120 was amended by Public Law 98-622 to 
provide that an application can obtain the benefit of the 
filing date of an earlier application when not all inven- 
tors named in the joint application are the same as those 
named in the earlier application. This amendment per- 
mits greater latitude in filing “divisional” applications. 
For example, if the previously filed application named 
inventors A and B as the inventors, a later application 
by either A or B could be filed during the pendency of 
the previously filed application and claim benefit of the 
previously filed application. In order for a claim to be 
entitled to the benefit of an earlier pending application, 
the subject matter of the claim of the later application 
would have to be disclosed in the earlier application. 

Similarly, if inventor A filed an application on an in- 
vention and during the pendency of that application 
made an improvement on the subject matter of the ap- 
plication as a joint inventor with inventor B, the joint 
application filed on behalf of inventors A and B could 
claim the benefit of A’s previously filed sole application 
to the extent that the later filed joint application con- 
tained claims directed solely to A’s subject matter which 
was disclosed in the earlier filed pending application in 
the manner provided by the first paragraph of section 
112 of title 35, U.S.C. 

Likewise, an application filed by inventors A and C 
could claim the benefit of an earlier filed pending appli- 
cation of inventors A and B, to the extent that the re- 
quirements of section 120 could be met. 

Like other patent applications, jointly-filed applica- 
tions will continue to be subject to the requirement of 35 
U.S.C. 121 that an application be directed to only a sin- 
gle invention. If more than one invention is included in 
the application, the Patent and Trademark Office may 
require the application to be restricted to one of the in- 
ventions. In such a case, a “divisional” application 
would be entitled to the benefit of the earlier filing date 
of the original application. 


New 35 U.S.C. 157 - Statutory Invention Registration 
(SIR) 


This section which is effective on May 8, 1985, 
establishes an optional procedure by which an inventor 
may secure protection which is strictly defensive in 
nature. 

Under current law, there is no simple, practical meth- 
od by which an inventor can protect his or her ability to 
exploit the invention without obtaining a patent. The 
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new procedure confers on an inventor the same defen- 
sive rights that a patent — to prevent others from 
tenting the invention. However, it does not permit the 
older to exclude others from making, using or selling 
the invention. 

Due to the fact that a SIR does not grant an exclusive 
right to an inventor, it is not necessary to subject a SIR 
to the lengthy examination process required for the 
granting of a patent. Such an examination is necessary if 
the SIR is subject to an interference proceeding to de- 
termine priority of invention. In all other instances, the 
Patent and Trademark Office will only review the appli- 
cation for adherence to formal printing and fee payment 
requirements and to ensure that the requirements of 35 
U.S.C. 112 are satisfied. 

An applicant desiring to have a SIR —— will be 
required to file a pecs complete application for a pa- 
tent and to execute a request including a waiver of en- 
forcement of patent rights. This waiver of the claimed 
invention will be effective at the time of publication. 
The original application can be abandoned in favor of a 
continuing application for a patent, claiming the filing 
date of the earlier filed application, by filing an express 
abandonment of the original application and a timely re- 
quest or petition to withdraw the request for a SIR prior 
to publication of the SIR, thereby providing the appli- 
cant with flexibility during the pendency period of the 
application. Until the SIR is published the application 
remains an application for a patent. However, the holder 
of a SIR will not be able to file a reissue application to 
recapture the rights to exclusive use that were waived 
by the initial publication of the SIR. 

The waiver of the right to receive a patent, required 
of ali applicants electing to receive a SIR, applies to 
those remedies provided for the enforcement of a patent 
under section 183 and sections 271 through 289 of title 
35, United States Code. The waiver also applies to rem- 
edies under other titles of the United States Code in- 
cluding sections 1337 and 1337a of title 19, section 2356 
of title 22, and section 1498 of title 28. This waiver of 
enforcement applies only to the claimed subject matter 
of the SIR and not to any foreign patent arising from an 
application which might have served as the basis of a 
priority claim under the Paris Convention for the Pro- 
tection of Industrial Property. Likewise, the waiver does 
not prevent the holder of a SIR from asserting any de- 
fenses provided in sections 271 through 289 of title 35, 
U.S.C. with respect to a charge of infringement of any 
other patent. 

The Commissioner of Patents and Trademarks can re- 
fuse to accept the waiver in certain cases. For example, 
the waiver could not be accepted if the waiver is not a 
waiver of all the previously mentioned rights. The Com- 
missioner also has discretion, which has not been exer- 
cised at this time, to set time limits on the waiver. This 
would allow the Commissioner to limit the ability of an 
inventor to keep inventions secret through a series of 
continuing patent applications followed by a conversion 
to a SIR. 

The waiver of patent rights in the SIR to the subject 
matter claimed therein may affect the patentability of a 
claim in other related applications, particularly divisional 
applications, since the waiver of patent rights would be 
effective for all inventions claimed in the SIR and 
would be effective as a waiver of the right of the inven- 
tor to obtain a patent on the invention claimed in the 
same application or any other application, but not in any 
patent issued before the date the SIR is published. 
Where an application containing generic claims is 
published as a SIR, the waiver in that application applies 
to any other related applications, including divisions, 
continuations, and continuations-in-part, to the extent 
that the same invention claimed in the SIR is also 
claimed in the other related application. 

The Patent and Trademark Office will apply stan- 
dards similar to those which it applies in ——e deter- 
minations of “same invention” double patenting for pur- 
poses of determining whether or not a waiver by an 
inventor to claims in a SIR precludes patenting by the 
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same inventor to subject matter in any other related ap- 
plication. 

Therefore, the waiver would preclude patenting of an 
invention claimed by an inventor in a related application 
which is the same as the invention claimed by the same 
inventor in the SIR. When ing this determination it 
is the claimed subject matter of the related application. 
Where the subject matter claimed in the related applica- 
tion is the same as the subject matter waived in the SIR, 
i.e., the “same invention” in the a pas sense, 
the claims of the related application will be rejected as 
being precluded by the waiver in the SIR and cannot be 
overcome by a terminal disclaimer. The limitation of the 
scope of the waiver to the claimed invention would not 
affect the application of existing §1.658(c) should the 
SIR become involved in an interference. If a divisional 
application is filed and published as a SIR claiming only 
a method, publication thereof will not normally effect a 
waiver on an application for a oe claiming only an 
apparatus. The waiver in a SIR would not affect an 
rights in a patent which issued prior to the date of publi- 
cation of the SIR, but would preclude an already issued 
patent from being broadened by reissue if the rights to 
the subject matter to which broadened claims relate 
have been waived by publication of the SIR. The waiv- 
er applies to any rights of the same inventor in any ap- 

lication pending when the SIR is published even if the 
inventor is a joint applicant in the pending application 
and was a sole applicant in the application published as a 
SIR. The waiver would not affect the rights of any oth- 
er inventor even though those rights are commonly 
owned by the same = 

The holder of a SIR containing the required waiver 
will be left without the offensive rights associated with a 
patent. In other respects a SIR will be the same as a pa- 
tent, including the application which is published as a 
SIR serving as the basis for a priority claim in a forei 
application under the Paris Convention. A SIR will 5 
treated the same as a U.S. patent for all defensive pur- 
—. The application, and the SIR published there- 
rom, could become involved in an interference; the SIR 
would be a “constructive reduction to practice” under 
35 U.S.C. 102(g); it will be “prior art” under all applica- 
ble sections of 35 U.S.C. 102 including section 102(e); 
and it will be classified, cross-referenced and placed in 
the search files, disseminated to a offices, 
stored in the Patent and Trademark ice computer 
tapes, made available in commercial data bases, and an- 
nounced in the Official Gazette of the Patent and Trade- 
mark Office. A published SIR is intended to be a full 
viable publication for defensive purposes, usable as a ref- 
erence as of its filing date in the same manner as a pa- 
tent. A SIR will also serve as a basis to initiate or partic- 
ipate in an interference or priority proceeding under 35 
U.S.C. 291 in a manner similar to a patent and can be 
used as a reference in defense of an infringement suit. 

A SIR is based on a regularly filed application for a 
patent. Therefore, the filing date of the application will 
be a sufficient basis for a priority claim in a foreign ap- 
plication. Article 4, section A(3) of the Paris Convention 
states: 


“By a regular national filing is meant any filing that 
is adequate to establish the date on which the appli- 
cation was filed in the country concerned, whatever 
may be the subsequent fate of the application.” 


After a SIR is published, markings such as “patent 
pending” are improper under section 292 of title 35 of 
the United States Code. 

The SIR will serve as a replacement for the current 
“defensive publication program” which was established 
by regulation under 37 CFR 1.139. Although publication 
under the “defensive publication program” was intended 
to provide rights similar to those of the SIR, publication 
under that pro has been held not to be available as 
evidence of prior knowledge as of its filing date under 
section 102(a) of title 35, U.S.C. (Ex parte Osmond, 191 
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USPQ 334 (P.T.O. Bd. App. 1976)). The use of a “de- 
fensive publication” as a reference to prevent a patent 
from issuing on a subsequent application is therefore lim- 
ited. A SIR, on the other hand, will have a clear statuto- 
ry basis in title 35, U.S.C. The SIR will be “prior art” 
and a “constructive reduction to practice” under section 
102(a) and section 102(g), respectively, as of the filing 
date of the application on which it is based. 

A SIR will not be subject to reexamination under sec- 
tions 302 to 307 of title 35, United States Code. 

The Commissioner is authorized to issue SIRs for de- 
fensive purposes, but is not required to do so. The Com- 
missioner has discretion in determining whether or not a 
SIR should be issued on a particular application. In cir- 
cumstances where the subject matter is obviously not an 
invention, is too informal to print, and so forth, the 
Commissioner has the right to refuse to publish the SIR. 

SIRs will be published sooner than patents because no 
substantive examination will normally be required for 
SIRs. To the extent that examination is required, it will 
be conducted in the same manner as in any other patent 
— Maintenance fees will not be charged for 

s. 

Since the fees set by the Commissioner for the new 
SIR procedure under section 157 of title 35, U.S.C. are 
not established under section 41(a) or (b) of that title, 
they are not subject to reduction if the applicant has 
small entity status. 

If the fee for requesting publication is not paid at the 
time of filing of the waiver of the right to receive a pa- 
tent, the Commissioner may set a period within which 
the fee must be paid to prevent abandonment of the ap- 
plication. Such a period would be subject to petitions 
and fees for extensions of time. If abandonment should 
occur, the application may be revived. 

In the final analysis, the SIR procedures set forth in 
the law should give inventors defensive protection more 


cheaply than they could get by obtaining a patent. The 
procedure will allow the government and the private 
sector to make inventions public knowledge. Last, the 
SIR would be particularly useful to those with limited 
resources such as universities and small businesses, who 
have a new, less expensive alternative to the traditional 
patenting of inventions. 


Amended 35 U.S.C. 361, 366, 371, 372 and 376 - Miscel- 
laneous provisions relating to the applications under the 
Patent Cooperation Treaty. 


Section 361(d) of title 35, United States Code, was 
amended effective May 8, 1985, to provide a one-month 
grace period from the date of filing an international ap- 
plication for payment of the basic international fee and 
the transmittal and search fees. 

Section 366 of title 35, United States Code, was 
amended, effective May 8, 1985, to clarify the effect of 
withdrawal of an international application on claims for 
the benefit of its filing date. The withdrawal of an inter- 
national application designating the United States will 
not deprive an applicant of the right to claim the benefit 
of the filing date of such an international yy ee ina 
later filed application, provided the claim for benefit is 
made before that international application is withdrawn. 
Stated otherwise, this clarifies that withdrawing the des- 
ignation of the United States in an international applica- 
tion is comparable to abandoning a national application 
as far as a claim for an earlier filing date is concerned. 


National Stage 


As a general proposition, the amendments made to 35 
U.S.C. 371 set forth a legislative scheme, effective May 
8, 1985, to provide greater flexibility in the Patent and 
Trademark Office for the handling of international appli- 
cations. In addition, by relaxing the requirements which 
interrational applicants must satisfy by the commence- 
ment of the national stage, the amendments give interna- 
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tional applicants benefits similar to those given national 
applications by section 111, 35 U.S.C. as amended by 
Public Law 97-247 with respect to the time for filing 
the national fee and oath or declaration. 

Section 372(b) of title 35, United States Code, is 
amended, effective May 8, 1985, to authorize the Com- 
missioner to require a verification of the translation of 
an international application or any other document per- 
taining thereto if the application or other document was 
filed in a language other than English. An authorization 
for the Commissioner to require verification in appropri- 
ate cases is necessary since subsection (c)(2) of section 
371 was amended to remove the requirement that the 
translation be verified in all cases. 

Section 372(c) of title 35, United States Code, was de- 
leted thereby discontinuing the requirement for payment 
of a special fee to maintain claims in an international ap- 
plication which were not searched by an international 
searching authority. This deletion was made to place in- 
ternational applications processed in the national stage 
on the same footing as purely national applications. 

Section 376(a) of title 35, United States Code, was 
also amended by Public Law 98-622 to delete mention 
of the special fee in order to conform with the amend- 
ment of section 372(c). 


Discussion of Specific Rules 


Section 1.11 is amended as proposed to add a refer- 
ence to published statutory invention registrations in 
paragraph (a) to indicate that they are available to the 
public. The portion of present §1.11(a) which deals with 
interferences is transferred to a new paragraph (e) and 
rewritten. 

The amendment to paragraph (b) deletes reference to 
§1.139, which is being deleted in favor of the SIR, and 
inserts language which covers opening to the public de- 
fensive publications published under §1.139 as well as 
other applications laid open to the public such as the 
previously published abstracts and abbreviatures. 

Section 1.11 is amended as proposed to delete the 
word “general” before public as unnecessary. 

New paragraph (e) of §1.11 is added to cover the 
availability to the public of all interferences, including 
those which involved a statutory invention registration. 
This paragraph applies to interferences declared under 
the new rules which became effective on Feb. 11, 1985, 
49 F.R. 48416, (Dec. 12, 1984) as well as the rules for- 
merly in effect. The term “award of priority” is intend- 
ed to refer to those decisions of the Board of Patent In- 
terferences, or Board of Patent Appeals and 
Interferences, awarding priority in interferences con- 
ducted under the former rules. The term “judgment” re- 
fers to judgments entered by the Board of Patent Ap- 
peals and Interferences in interferences conducted under 
the new rules. The language of the proposed rule has 
been slightly modified for clarity in the final rule. 

Section 1.14 is amended as proposed to delete refer- 
ence to §1.139 since that section is being removed. 

Section 1.17 paragraph (h) is amended as proposed to 
include the petition fee required by new §1.295. 

Section 1.17 is amended to add new paragraphs (n) 
and (0) to establish fees for requesting publication of 
statutory invention registrations. Paragraph (n) estab- 
lishes a $400.00 fee for requesting publication of a statu- 
tory invention registration where no first examiner’s ac- 
tion pursuant to §1.104 has been issued in the applica- 
tion. The amount paid for basic filing fees under 
§1.16(a), (f) or (g) will be credited against this amount. 
For example, if a $300.00 filing fee was paid, only 
$100.00 additional would be required for requesting pub- 
lication of a statutory invention registration. 

The addition of paragraph (0) to §1.17 is similar to the 
addition of paragraph (n) but establishes a fee for re- 
questing publication of applications, which have re- 
ceived any examiner’s action pursuant to §1.104, as a 
statutory invention registration. The higher fee of 
$800.00 set in paragraph (0) is necessary in view of the 
expenditure of additional Office resources in examining 





1086 TMOG 258 
(145) 


the application prior to the filing of the request for a 
statutory invention registration. 

Section 1.19 is amended as proposed to provide in 
a (a)(1) a reference to the cost of a printed 
copy of a statutory invention registration and in para- 
graph (e) to provide reference to statutory invention 
registrations listed by subclass. 

Section 1.20 is amended as proposed to delete the re- 
quirement to pay maintenance fees in all plant patents in 
view of the amendment in Public Law 98-622. Para- 
graph 1.20(m) is amended as proposed to provide that 
non-timely payment of maintenance fees may be accept- 
ed in patents based on applications filed prior to Aug. 
27, 1982, in accordance with Public Law 98-622. 

Public Law 98-622 provides that no maintenance fees 
are charged for plant patents, regardless of when filed. 
Without this provision that no maintenance fees be 
charged for plant patents, plant patent owners whose ap- 
plications were filed between the dates of enactment of 
Public Law 96-517 and Public Law 97-247 (Dec. 12, 
1980 to Aug. 27, 1982) would be subject to payment of 
maintenance fees, while plant patent owners whose ap- 
plications were filed outside those dates would not be 
subject to such fees. Public Law 98-622 eliminates that 
inconsistency. 

Section 1.45 is amended as proposed to reflect the 
change made by Public Law 98-622 in 35 U.S.C. 116. 
The previously existing paragraph is designated as para- 
graph (a). New paragraph (b) incorporates the wording 
added to 35 U.S.C. 116 by Public Law 98-622. New 
paragraph (c) indicates that each named inventor listed 
in an application must have made a contribution, indi- 
vidually or jointly, to the subject matter of at least one 
claim of the application and that the application will be 
considered to be a joint application under 35 U.S.C. 116. 

Section 1.48 is amended to add new paragraphs (b) 
and (c). New paragraph (b) provides for deleting the 
names of persons originally properly included as inven- 
tors, but whose invention is no longer being claimed in 
the application. Such a situation would arise where 
claims have been amended or deleted because they are 
unpatentable or as a result of a requirement for restric- 
tion of the application to one invention, or for other rea- 
sons. Public Law 98-622 and §1.48(b) change the result 
reached in Ex parte Lyon, 146 USPQ 222, 1965 Dec. 
Comm’r. Pat. 362 (Bd. App. 1964). The final rule has 
fewer requirements than the proposed rule for correc- 
tion of inventorship in this situation. The proposed rule 
would have required, in addition to the requirements of 
the final rule, an oath or declaration by each actual in- 
ventor or inventors as required by §1.63 and the written 
consent of any assignee. The final rule requires only a 
petition and fee with the petition including a statement 
identifying each named inventor who is being deleted 
and acknowledging that the inventor’s invention is no 
longer being claimed in the application. The amendment 
would have to be diligently made under paragraph (b). 

The final rule adds a paragraph (c) in response to a 
comment to provide for the situation where an applica- 
tion discloses unclaimed subject matter by an inventor 
or inventors not named in the application as filed. In 
such a situation, the application may be amended pursu- 
ant to paragraph (a) of §1.48 to add claims to the subject 
matter and also to name the correct inventors for the ap- 
plication. The claims would be added by an amendment 
and, in addition, an amendment pursuant to paragraph 
(a) of §1.48 would be required to correct the inventors 
named in the application. Any claims added to the appli- 
cation must be supported by the disclosure as filed and 
cannot add new matter. 

Section 1.60 is amended to include wording which 
would permit an application to be filed under this sec- 
tion only if it named as inventors the same or less than 
all the inventors who were named and signed the oath 
or declaration in the prior application. This addition is 
necessary in view of the new provisions of 35 U.S.C. 
120, as amended by Public Law 98-622, which permit 
continuing applications to be filed by different inventors. 
Under §1.60 additional inventors are not permitted to be 
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named since the oath or declaration from the prior ap- 
plication is relied upon. 

Section 1.61 is amended as proposed to incorporate 
the ability to file the translation, oath or declaration, and 
national fee after the 20 month deadline set forth in PCT 
Article 22(1) for entering the national phase in the Unit- 
ed States Patent and Trademark Office. 

Public Law 98-622 amended 35 U.S.C. 371(a) to pro- 
vide greater flexibility for the PTO handling internation- 
al applications. Also, 35 U.S.C. 371(a), by relaxing the 
requirements which international applicants must satisfy 
by the commencement of the national stage, gives inter- 
national applicants benefits similar to those given nation- 
al applicants under 35 U.S.C. 111 by P.L. 97-247 with 
respect to the time for filing the national fee and oath or 
declaration. 

Paragraph (b) of §1.61 is amended to delete the 2 
month time period to conform with the decision con- 
cerning PCT Article 22(2) adopted by the Assembly of 
the International Patent Cooperation Union (PCT 
Union) on Feb. 3, 1984. The amendment to the Article 
took effect on Jan. 1, 1985. 

PCT Article 22(2) as amended, reads as follows: 

“Where the International Searching Authority makes 
a declaration, under Article 17(2)(a), that no interna- 
tional search report will be established, the time limit 
for performing the acts referred to in paragraph (1) 
of this Article shall be the same as that provided in 
paragraph (1).” 

The additional wording to paragraph (b) of §1.61 sets 
forth the ability to comply with the requirements for en- 
tering the national phase before the Patent and Trade- 
mark Office as a Designated Office within 22 months of 
the priority date. If the national fee or oath or declara- 
tion is submitted later than 20 months after the priority 
date, a surcharge as set in §1.445(a) (5) is required to be 
paid. If a required English translation of the internation- 
al application is filed later than 20 months after the pri- 
ority date, a processing fee as set in §1.445(a) (6) is re- 
quired to be paid. 

New paragraph (c) of §1.61 provides that any 
amendments u cer PCT Article 19 which are not re- 
ceived along wih any necessary English translation by 
the end of 20 months from the priority date will be con- 
sidered as cancelled. This change is required in view of 
amended §371(d) of 35 U.S.C. 

Paragraph (d) is added as proposed to §1.61 in view 
of §372(b) of title 35, United States Code, as amended 
by Public Law 98-622, which authorizes the Commis- 
sioner to require a verification of the translation of an 
international application or any other document pertain- 
ing thereto if the application or other document was 
filed in a language other than English. An authorization 
for the Commissioner to require verification in appropri- 
ate cases was necessary since subsection (c) (2) of 35 
U.S.C. 371 was amended to remove the requirement that 
the translation be verified in all cases. 

Section 1.62 is amended by revising paragraphs (a), 
(c), and (h) to include wording which would permit a 
continuing application to be filed under this section by 
the same or less than all the same inventors who filed 
and signed the oath or delcaration in the prior applica- 
tion. This addition is necessary in view of the new pro- 
visions of 35 U.S.C. 120, as amended by Public Law 98- 
622, which permit continuing applications to be filed by 
different inventors. Under §1.62, additional inventors 
may be added only in applications in which a new oath 
or declaration is required because additional subject mat- 
ter is being claimed. Paragraph (h) has been amended to 
also request applicants to furnish the title of the inven- 
tion and the names of the applicants in the continuing 
application to permit the Office to enter this information 
in its records in the Application Branch. 

Section 1.78 is amended to provide in paragraph (a) 
that the inventorship in the continuing application may 
be different from the inventorship in the prior copending 
application and that the prior application must disclose 
the invention claimed in at least one claim of the later 
filed application in the manner provided by the first 
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pa of 35 U.S.C. 112. The requirement that at 
least one claim be fully supported in the prior applica- 
tion to be entitled to priority benefit is not new, but is 
included to serve as a reminder that information such as 
foreign patenting, publication, or public use or sale in 
the United States which occurred more than one year 
prior to the filing date of the later te is avail- 
able as prior art where the claims of the continuation-in- 
part application are not fully supported by the disclosure 
of the parent application so as to be entitled to an earlier 
effective filing date under 35 U.S.C. 120. See In re 
Ruscetta, 255 F. 2d 687, 118 USPQ 101 (CCPA 1958); In 
re van Langenhoven, 458 F. 2d 132, 173 USPQ 426 
(CCPA 1972), and Chromalloy American Corp. v. Alloy 
Surfaces Co., Inc., 339 F. Suppl. 859, 173 USPQ 295 (D. 
Del. 1972). 

Paragraph (c) as amended provides for the reply to an 
examiner’s inquiry as to first inventor of conflicting 
claims in commonly owned applications or an applica- 
tion and a patent to be either ay a statement that the in- 
ventions were both commonly owned at the time the 
later invention was made or (2) an indication of the first 
inventor. Paragraph (c) has been changed from that pro- 
posed in response to comments to clarify that common 
ownership or an obligation of assignment to the same 
person has *> exist at the time the later invention was 
made. New paragraph (d) providss for making a double 
patenting rejection where an application claims an in- 
vention which is not patentably distinct from an inven- 
tion claimed in a commonly-owned patent with the same 
or different inventive entities. An obviousness-type dou- 
ble patenting rejection could be overcome by the assign- 
ee by submitting a terminal disclaimer complying with 
§1.321(b). 

Section 1.101 is amended as proposed to delete refer- 
ence to applications filed under §1.139 since this section 
is being removed. 

Section 1.103 is amended as proposed to refer in para- 
graph (d) to a request “for a defensive publication” rath- 
er than a request “filed under §1.139” since §1.139 is be- 
ing removed. Paragraph (d) is amended as proposed to 
also refer to “patent interference proceedings under 
Subpart E” rather than to “proceedings under 
§1.201(b)” since §1.201(b) has been removed. 

Section 1.104 is amended as proposed to add a new 
paragraph (e) to specify the nature of the showing nec- 
essary before the examiner would consider co-pending 
applications to be owned by, or subject to an obligation 
of assignment to, the same person for purposes of 35 
U.S.C. 102(f)/103, 102(g)/103, and paragraph (d) of 
§1.106. The rule permits the necessary showing to be 
made in different alternative ways. The necessary show- 
ing will be considered by the examiner to be present if 
the application files refer to assignments which are re- 
corded in the Patent and Trademark Office in accor- 
dance with §1.331 as long as the assignments conveyed 
the entire rights in the applications to the same person 
or organization. A second alternative which can be 
used, if assignments have not been recorded, permits the 
examiner to consider copies of unrecorded assignments 
filed in each of the applications by the applicants as long 
as the unrecorded assignments convey the entire rights 
in the applications to the same person or organization. A 
third alternative permits an affidavit or declaration to be 
filed by the common owner stating that there is com- 
mon ownership and stating facts which explain why the 
affiant or declarant believes there is common ownership. 
Under this alternative, sufficient facts will have to be 
presented in order to enable the examiner to conclude 
that a prima facie case of common ownership exists. The 
fourth alternative permits other evidence to be used 
which would establish common ownership of the appli- 
cations, e.g., a court decision determining the owner. 
The terms “person” and “organization” in the rule 
would include circumstances where the ownership resid- 
ed in more than one person and/or organization as long 
as the applications are owned jointly by the same own- 
ers. Paragraph (e) also provides that where the common 
owner is a corporation or other organization an affidavit 
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or declaration averring common ownership may be 
— by an official of the corporation or organization 
who is empowered to act on behalf of the corporation 
or organization. A mere power of attorney to prosecute 
a patent application will not make an individual an offi- 
cial of the corporation or organization or empower the 
individual to act on behalf of the corporation or organi- 
zation. 

The wording of §1.106(d) amends the rule to reflect the 
change in 35 U.S.C. 103 and refers to the “entire” rights 
to the subject matter and the claimed invention to make it 
clear that the term “commonly owned” means wholly 
owned by the same person, persons, or organization. 

If the person, persons, or organization owned less 
than 100 percent of the subject matter which would oth- 
erwise be prior art to the claimed invention, or less than 
100 percent of the claimed invention, then common 
ownership would not exist. Common ownership requires 
that the person, ms, Or Organization own 100 per- 
cent of the subject matter and 100 percent of the 
claimed invention. As long as principal ownership rights 
to either the subject matter or the claimed invention re- 
side in different persons or organizations common own- 
ership does not exist. A license of the claimed invention 
to another by the owner where basic ownership rights 
are retained would not defeat ownership. The require- 
ment for common ownership at the time the claimed in- 
vention was made is intended to preclude obtaining 
ownership of subject matter after the claimed invention 
was made in order to disqualify that subject matter as 
prior art against the claimed invention. The question of 
whether common ownership exists at the time the 
claimed invention was made is to be determined on the 
basis of the evidence presented and the facts of the par- 
ticular case in question. Actual ownership of the subject 
matter and the claimed invention by the same individual 
or organization or a legal obligation to assign both the 
subject matter and the claimed invention to the same in- 
dividual or organization must be in existence at the time 
the claimed invention was made in order for the subject 
matter to be disqualified as prior art. A moral or unen- 
a obligation would not evidence common own- 
ership. 

The burden of establishing that subject matter is 
disqualified as prior art under the section is intended to 
be placed and reside upon the person or persons urging 
that the subject matter is disqualified. For example, the 
examiner would normally make what appears to be a 
proper 35 U.S.C. 102(f)/103 or 102(g)/103 rejection and 
the burden would be on the patent applicant to establish 
that subject matter is disqualified as prior art because it 
was commonly owned at the time the claimed invention 
was made. To place the burden upon the patent examin- 
er would not be appropriate since evidence as to com- 
mon ownership at the time the claimed invention was 
made might not be available to the patent examiner, but 
such evidence, if it exists, should be readily available to 
the patent applicant or the patentee. 

The invention is made for purposes of the amendment 
to §103 when the conception is complete as defined in 
Mergenthaler v. Scudder, 11 App. D.C. 264, 1897 C.D. 
724 (C.A.D.C. 1897), and in Jn re Tansel, 117 USPQ 188 
(CCPA 1958). 


“The conception of the invention consists in the 
complete performance of the mental part of the in- 
ventive act. All that remains to be accomplished in 
order to perfect the act or instrument belongs to the 
department of construction, not invention. It is, 
therefore, the formation in the mind of the inventor 
of a definite and permanent idea of the complete and 
operative invention as it is thereafter to be applied in 
practice that constitutes an available conception 
within the meaning of the patent law.” 


Mergenthaler v. Scudder, supra, at page 731. 


Paragraph (e) of §1.106 has been added in response to 
a comment that the rulemaking should leave no doubt as 
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to the standard to be applied in determining the effect of 
a statutory invention registration waiver in one applica- 
tion on a related application. Paragraph (e) of §1.106 
provides that the claims in any original application nam- 
ing an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration 
naming that inventor if the same subject matter is 
claimed in the application and the statutory invention 
registration. Paragraph (e) of §1.106 also provides that 
the claims in any reissue application naming an inventor 
will be rejected as being precluded by a waiver in a 
published statutory invention registration naming that in- 
ventor if the reissue application seeks to claim subject 
matter which was not covered by claims issued in the 
patent prior to the date of publication of the statutory 
invention registration and which was the same subject 
matter waived in the statutory invention registration. 

Section 1.108 is amended as proposed to delete the 
reference to filing a request under §1.139, which is being 
removed, and insert in its place a reference to a defen- 
sive publication. 

A new section 1.110 is added as proposed to allow the 
examiner or other Office official to make inquiry as to 
the invention date, inventors and ownership at the time 
the invention was made when necessary for purposes of 
an Office proceeding. 

Section 1.131 is amended to require that affidavits to 
overcome a rejection of a claim on a cited patent or 
publication be by the inventor or inventors of the sub- 
ject matter of that claim. Section 1.131 has also been 
amended in response to a comment to permit the person 
qualified under §§1.42, 1.43, or 1.47 to make the re- 
quired oath or declaration in appropriate circumstances. 

Section 1.139 is being removed in view of the new 
statutory invention registration. The proposed rules 
made clear the intent to remove this section which es- 
tablished the defensive publication program although the 
section per se was not published as being removed. The 
defensive publication program is being replaced by the 
ability to obtain a statutory invention registration. 

Section 1.193 is amended as proposed to change from 
twenty days to one month the time for filing a reply 
brief in response to an examiner’s answer which raises 
new points of argument. This amendment is intended to 
simplify the docketing of this time period and make it 
consistent with the time period fixed for requesting an 
oral hearing in §1.194(b). 

Section 1.293 is added to provide who may file a re- 
quest for a statutory invention registration (SIR) and the 


requirements of such a request in accordance with 35 .. 


U.S.C. 157 added by Public Law 98-622. Paragraph (a) 
of §1.293 indicates that a request for publication of a 
statutory invention registration in a complete pending 
patent application for an original patent may be filed 
and be signed by the applicant, and any assignee of 
record, or the attorney or agent of record in the applica- 
tion. Paragraph (b) sets forth the requirements for a re- 
quest for a statutory invention registration. Such a re- 
quest must include: 


(1) a waiver of the applicant’s right to receive a patent. 
This waiver will become effective upon the date of 
publication. Therefore, it will be possible to petition 
to withdraw a request for publication of a statutory 
invention registration until such time that publication 
can not be terminated; 

(2) payment of the fee for requesting publication of a 
statutory invention registration as set forth in 
§1.17(m) or (0). The fee is set at two levels to reflect 
the amount of resources used by the Patent and 
Trademark Office; 

(3) a statement that the application meets the disclosure 
requirements of 35 U.S.C. 112. This provision is con- 
sidered desirable in order to prevent publication of 
defective and insufficient disclosures; and 

(4) a statement that the application complies with the 
formal requirements of the rules of practice relating 
to printing. This provision is required in order to 
provide the printer with drawings and specification 
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which are suitable for printing in substantially the 
same format as a patent. 
A suggested format for use in filing a request for a 
statutory invention registration is as follows: 


Request for Statutory Invention Registration 


ae Serial No. or [ ] Attached hereto 
Filed: 

Titled: 

Applicants: 


A. In the above identified patent application, I hereby 

1. request and authorize the Commissioner of Patents 
and Trademarks to publish the above identified reg- 
ularly filed patent Sra as a Statutory Inven- 
tion ee (35 U.S.C. 157) 
waive the right to receive a United States patent on 
the same invention claimed in the above identified 
patent application. These rights, which are waived, 
include those specified in 35 U.S.C. §183 and §§271 
through 289 as well as all attributes specified for pa- 
tents in any other provision of law other than title 
35 United States Code. The waiver includes, but is 
not limited to, the remedies under 19 U.S.C. 1337 
and 1337a, 22 U.S.C. 2356 and 28 U.S.C. 1498. (35 
U.S.C. 157(c)) 
understand that the above waiver will be effective 
pursuant to 37 CFR 1.293 upon publication of the 
Statutory Invention Registration to waive the inven- 
tor’s right to receive a United States patent on the 
invention claimed in the Statutory Invention Regis- 
tration. (37 CFR 1.293(b) (1)) 
state that, in my opinion, the disclosure and claims 
of the above identified patent application meet the 
requirements of 35 U.S.C. 112. (37 CFR 1.293(b) (3)) 
state that, in my opinion, the above identified appli- 
cation complies with the requirements for printing as 
set forth in the Rules of Practice for Patent Cases, 
37 CFR Part 1. (37 CFR 1.293(b) (4)) 
enclose the fee set forth in 37 CFR 1.17(n) or (0) for 
requesting publication of a Statutory Invention Reg- 
istration. 
[ ] A first examiner’s action has not been mailed in 
the above application, 37 CFR 1.17(n) — $400.00 or 
[ ] A first examiner’s action has been mailed in the 
above application, 37 CFR 1.17(0) — $800.00 


Minus Basic Filing Fee, if previously paid 
Small entity Large entity 


Basic filing fee for utility 
patent application set 
forth in 37 CFR 1.16(a) 
Basic filing fee for design 
atent application set 
orth in 37 CFR 1.16(f) {} 
Basic filing fee for plant 
patent application set 
forth in 37 CFR 1.16(g) 


[ ] $150.00 [] $300.00 


$62.50 [] $125.00 


[ ] $100.00 [ ] $200.00 
MINUS: §. 
Amount Due $ 


[ ] Amount enclosed by check or money order 


[ ] Please charge Deposit Account No. ________in 

i 

[ ] If payment of any additional fee is required for publi- 

cation of the Statutory Invention Registration, 
charge such payment to Deposit Account No. 


. For printing on the Statutory Invention Registration 
front page list below the name(s) of not more than 3 
registered paient attorneys or agents OR alternative- 
ly, the name of the firm having as a member a regis- 
tered patent attorney or agent. If no name is listed 
below, no name will be printed. —__EEE 
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C. Name of assignee, if any, for printing on the Statuto- 
ry Invention Registration ——____ 


Address (City and State or Country) ___ 
State of incorporation, if assignee is a corporation 


(signature(s) (37 CFR 1.293(a)) 
applicant(s) and any assignee 
] attorney or agent of record 


Paragraph (c) of §1.293 is added to define the effects 
of a waiver filed with a request for a statutory invention 
registration. The waiver is effective, upon publication of 
the SIR, to waive the inventor's right to receive a pa- 
tent on the invention claimed in the SIR in any applica- 
tion for an original patent which is pending on, or filed 
after, the date of publication of the SIR. The waiver 
will affect pending or later applications the inventor 
filed as a joint inventor with others, but will not affect 
an application of another person, even if the application 
and the SIR were commonly owned. The waiver will 
affect a reissue application of an earlier patent of the in- 
ventor only to the extent that the reissue application 
seeks to enlarge the —— of the claims. Paragraph (c) 
of §1.293 has been modified from the proposal by inclu- 
sion of a reference to §1.106(e). 

Section 1.294 is added as proposed to provide in para- 
graph (a) for a review of the request for publication of a 
statutory invention registration and the patent applica- 
tion to which it is directed. The request will be exam- 
ined to determine if the requirements of §1.293 have 
been met. The application to which the request is direct- 
ed will be examined to determine (1) if the subject mat- 
ter of the application is appropriate for publication, (2) if 
the requirements for publication are met, and (3) if the 
requirements of 35 U.S.C. 112 and §1.293 are met. Un- 
der 35 U.S.C. 157, the Commissioner is authorized to 
publish a statutory invention registration, but is not re- 
quired to do so. Thus, the Commissioner has discretion 
in determining whether or not a statutory invention reg- 
istration should be issued on a particular patent. In cir- 
cumstances where the subject matter was obviously not 
a patentable invention, was too informal to print, and so 
forth, the request to publish the statutory invention reg- 
istration will be refused. 

Paragraph (b) of §1.294 provides for notifying appli- 
cant of the results of the examination of the request for 
publication of the statutory invention registration. Para- 
graph (c) of §1.294 provides for the issuance of a notice 
of the intent to publish a statutory invention registration 
once the request has been examined and approved. 

Section 1.295 is added to provide for the review of a 
final refusal to publish a statutory invention registration. 
The review would be by petition to the Commissioner 
for matters other than those arising from a rejection pur- 
suant to 35 U.S.C. 112 and by appeal for a rejection pur- 
suant to 35 U.S.C. 112. The language of the final rule is 
slightly different from that proposed to emphasize that 
the Board either affirms or reverses decisions rather 
than rejections. Paragraph (a) also differs from the pro- 
posal by including, in response to a comment, a provi- 
sion for requesting return of the petition fee if the neces- 
sity for the petition resulted from an error by the Patent 
and Trademark Office. 

Section 1.296 has been modified from the proposal to 
provide a specific period during which a request for a 
statutory invention registration may be withdrawn. Un- 
der §1.296, as modified, a request for a statutory inven- 
tion registration may be withdrawn, at applicant’s op- 
tion, prior to the date of the notice of intent to publish a 
statutory invention registraiton issued pursuant to 
§1.294(c) by filing a request to withdraw the request for 
publication of a statutory invention registration. An ap- 
plicant filing such a request to withdraw may also, un- 
der §1.296, request a refund of any amount paid in ex- 
cess of the application filing fee and a handling fee of 
$100.00 which will be retained by the Office. Any re- 
quest to withdraw the request for publication of a statu- 
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tory invention registration filed on or after the date of 
the notice of intent to publish pursuant to §1.294(c) must 
be in the form of a petition pursuant to §1.183 accompa- 
nied by the fee set forth in §1.17(h). 

Section 1.297 is added to provide for the publication 
of the statutory invention registration and of the notice 
of its publication in the Official Gazette. In response to a 
comment, §1.297 has been modified so that the statement 
on the statutory invention registration will specifically 
state that the statutory invention registration is not a pa- 
tent. 

Sections 1.301, 1.302 and 1.304 are amended as pro- 
posed to delete the requirement to give reasons for ap- 
peal when filing an appeal to the Court of Appeals for 
the Federal Circuit in accordance with §414(a) of Public 
Law 98-620 which amended 35 U.S.C. 142, 143 and 144. 

Section 1.378 is amended as proposed to delete from 
paragraph (a) the limitation that only applications filed 
on or Aug. 27, 1982 may have the maintenance fee 
accepted after expiration of the patent. This change fol- 
lows the change made by $404(b) of Public Law 98-622. 

Section 1.431 is amended as proposed to provide for 
the later payment directly to the Receiving Office of the 
basic fee portion of the international fee and the trans- 
mittal and search fees within one month of the filing of 
an international application. The rule follows §361(d) of 
title 35 U.S.C. as amended by Public Law 98-622, to 
provide a one-month grace period from the date of filing 
of an international application for the payment of the ba- 
sic international fee and the transmittal and search fees. 

It should be noted that the designation fees continue 
to be required by 12 months after the priority date and 
that no subsequent grace period is provided in the Re- 
ceiving Office for designation fees. 

New paragraphs 1.431(d) and (e) incorporate into the 
regulations the provisions of PCT Rule 16 bis. Under 
these provisions the Receiving Office will charge any 
unpaid or insufficient fees to a deposit account 
maintained by the International Bureau. The applicant 
will then be notified by the International Bureau and be 
given one month to reimburse the amount charged plus 
a surcharge of 50%. The surcharge would not be less 
than 248 Swiss francs or more than 624 Swiss francs un- 
der the current fee schedule. 

Section 1.445 is amended as proposed to clarify j wes 
graph (a) (4) to clearly indicate that the national fee is 
credited by an amount of $250 only one time where a 
$500 search fee has been paid to the Patent and Trade- 
mark Office to act as an international searching authori- 
ty. This is consistent with current practice. The special 
fee provisions in me omy (a) (5) are being deleted in 
view of §402(g) of Public Law 98-622 which deleted the 
fee in 35 U.S.C. 376(a)(5). The wording of §1.445(a) (5) 
sets forth the surcharge required for filing of a national 
fee or oath or declaration later than 20 months from the 
priority date. Poms yo (a)(6) of §1.445 is added to re- 
quire a fee of $20.00 for filing an English translation of 
an international application later than 20 months after 
the priority date. This makes the practice in internation- 
al applications consistent with that in national applica- 
tions where a fee of $20.00 is charged under §1.17(k) for 
processing an application filed with a specification in a 
non-English language. 

Section 1.446 is amended as proposed to clarify the 
refund of a portion of the $500 search fee toward pay- 
ment of the national fee. 

Section 1.451 is amended as proposed to correct a rule 
citation in paragraph (b) and to amend paragraph (c) to 
provide for supplying a copy of the priority document 
to the Receiving ice in conformance with revised 
PCT Rule 17.1. 

Section 1.461 is amended as proposed to delete provi- 
sions which relate to the applicant transmitting the 
record copy to the International Bureau. Provisions for 
such alternative transmittal were deleted from PCT Rule 
22, effective Jan. 1, 1985. Accordingly, since the PCT 
rules no longer provide for such transmittal, the provi- 
sions therefor in the U.S. rules are also being deleted. 
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Response to Comments on the Rules 


Specific comments were received on a number of the 
proposed rule changes. Six letters submitting written 
comments were received. Oral testimony was presented 
by four persons at the public hearing conducted on Feb. 
8, 1985 and the oral testimony of two of these persons 
(representing the American Intellectual Property Law 
Association and Intellectual Property Owners, Inc.) was 
supplemented by written statements. All of the written 
and oral comments were considered in adopting the 
changes set forth herein. Comments suggesting modifica- 
tions to the proposed rules appear below with responses 
thereto. 

Comment: 

One Comment suggested that 37 CFR 1.11 be 
amended to create a waiver of secrecy of an application 
as of the date of filing of a notice of appeal to the Court 
of Appeals for the Federal Circuit. The comment sug- 
gests that secrecy could be maintained upon request by 
the appellant in such a situation. 

Reply: 

The change was not published in the proposed 
rulemaking and is considered to be too substantial a 
change to be adopted without publication as a proposal 
to allow public comment. Further, if the suggestion 
were adopted appellants might simply include a request 
for secrecy with every notice of appeal. 
Comment: 

One comment suggested that the $120.00 
under §1.17(h) for review of a refusal to publi 


ition fee 
a statu- 


tory invention registration under §1.295 be returned to 
the petitioner if the refusal to publish is found to have 
occurred only through an administrative error of the 
PTO. 
Reply: 

This suggestion has been adopted by an additional 


sentence being added to §1.295(a). 
Comment: 

Three comments suggested that the proposed fees for 
a statutory invention registration were too high. One 
comment suggested the elimination of the fee proposed 
in §1.17(0). 

Reply: 

Although lower fees would certainly be preferred by 
the public, the Office must recover its costs of process- 
ing and publishing statutory invention registrations. The 
two levels of fees permit an applicant whose application 
has not had a first Office action mailed to pay a mini- 
mum amount while those filing a request for a statutory 
invention registration later would share the average ad- 
ditional costs. The amounts proposed are the current es- 
timates of expected costs and cannot be reduced. This 
will become apparent when it is realized that about 
$250.00 of the $400.00 fee which has been established 
for requesting publication of a statutory invention regis- 
tration prior to the mailing of the first examiner’s action 
pursuant to §1.104 is the cost of printing the statutory 
invention registration and does not include in-house pub- 
lication staff costs. The remainder of the fee is used to 
cover the administrative processing costs and the limited 
examination which is required to be given pursuant to 
35 U.S.C. 157. The higher fee of $800.00 which has been 
established is necessary to cover the additional costs to 
the Office when an applicant requests publication of a 
statutory invention registration after the office has begun 
examination of the application on which the applicant is 
requesting publication of a statutory invention registra- 
tion. Since the rules permit the request to be filed at any 
time during the examination process substantial addition- 
al examination costs, including possibly appeal costs, 
may have been incurred in a particular application prior 
to the date on which the request for publication is made. 
Accordingly, the additional $400.00 ic required to cover 
the extra costs to the Office where the applicant belated- 
ly requests publication of a statutory invention registra- 
tion. Applicants can avoid the higher costs to them- 
selves and the Office by requesting publication of the 
statutory invention registration in a timely fashion prior 
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to the mailing of the first examiner’s action pursuant to § 
1.104. The possibility of reducing fees below costs to the 
Office does not exist since the legislative history of 35 
U.S.C. 157 does not reflect any intent that other Office 
fees or appropriations be used to defer the costs of statuto- 
ry invention registrations. Further, most of the comments 
received urged that the fees be set as low as possible, but 
not below the level necessary to recover costs. 

Comment: 

One comment suggested that the Patent and Trade- 
mark Office should investigate less expensive procedures 
for printing statutory invention registrations to reduce 
the costs and thereby lower the fees. 

Reply: 

If the registrations are not printed by a system using 
computer tape, the subject matter of the registrations 
would not be easily searchable in paper form and would 
not be fully available for searching under the planned 
ee ee system. Further, the “section-by- 
section” ysis submitted for the Record by Represen- 
tative Kastenmeier during discussion of H. R. 6286 on 
the floor of the House stated that the statutory invention 
registration “would be classified and cross-referenced, 
disseminated to ray ayes offices, stored in the Pa- 
tent and Trademark ice computer tapes, made avail- 
able in commercial data bases, and announced in the Of- 
ficial Gazette of the PTO.” (130 Cong. Rec. H 10526 
(1984), column 3). These uses of the statutory invention 
registrations preclude use of any informal method of 

rinting which would be different from the method used 
or the printing of patents. 
Comment: 

A number of comments were received concerning 
§1.48(b). The comments related to (1) the propriety of 
the fee required, (2) the incorporation of paragraph (b) 
into current §1.48, (3) the inclusion in the rules of a 
fixed and definite time period to correct inventorship, 
(4) the inclusion in the rules of a provision to add inven- 
tors claiming previously disclosed but unclaimed subject 
matter, and (5) a suggestion that the change in 
inventorship be simplified and possibly effected by a 
statement by applicant’s attorney. 

Reply: 

Each comment will be treated separately in order. (1) 
The fee of $120.00 to accompany a petition for correc- 
tion of inventorship is considered appropriate since the 
consideration of such a petition and correction of Office 
records takes additional resources. Such a fee should 
also act as a discouragement to grouping marginal in- 
ventions and loosely related inventions into the same ap- 

lication. (2) Whether paragraph (b) is made part of 
1 .48 or established as a separate rule does not appear to 
be a substantive matter. Paragraph (b) is being made 
of §1.48 to place all rules relating to correction of 
inventorship in applications in a single rule. (3) No spe- 
cific time poms for correction of inventorship was indi- 
cated in the proposed rules. The rule requires that the 
correction must be made diligently. Since the examiner 
will not normally be aware of when inventorship cor- 
rection is required, the responsibility of making such a 
correction diligently must rest with the applicant. The 
time of the correction will vary from case to case. (4) 
The addition of claims to previously disclosed but 
unclaimed subject matter of additional inventors is con- 
sidered to be an error in the application and is therefore 
corrected under §1.48(a). A new paragraph (c) has been 
added to §1.48 to make this clear. Such a correction 
must always include a new oath or declaration. (5) The 
correction of inventorship has been simplified from that 
proposed. Final §1.48(b) does not require a new oath or 
declaration of each actual inventor or written consent of 
any assignee as originally proposed. The final rule re- 
quires a petition including a statement identifying each 
named inventor who is being deleted and acknowledg- 
ing that the inventor’s invention is no longer being 
claimed in the application, and the fee set forth in 
§1.17(h). The petition could be signed by applicant’s at- 
torney who would then take full responsibility for ensur- 
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ing that the inventor is not being improperly deleted 
from the application. 
Comment: 

One comment suggested that proposed §§1.60 and 
1.62 should be modified to permit the filing of such con- 
tinuing applications with different inventive entities from 
the prior application. 

Reply: 

The procedures under §§1.60 and 1.62 were devel- 
oped to allow continuing applications to be filed without 
the necessity of again obtaining an inventor’s signature 
to a declaration. The proposed rule wording has been 
modified in the final rule to permit inventors to be de- 
leted in the continuing application. The addition of in- 
ventors is now permitted where a new oath or declara- 
tion would be required because of claims in the 
continuing application being drawn to additional subject 
matter. 

Comment: 

One comment suggested that §§1.77 and 1.78 be modi- 
fied to change the placement in a patent application of 
the information regarding cross-reference to related ap- 
plications. It was suggested to require this information 
to be placed immediately after the Abstract, following 
the claims, so that the cross-reference information could 
be easily removed when filing the application outside 
the United States. 

Reply: 

These changes were not included in the proposed 
rulemaking and therefore the public has not had an op- 
portunity to comment on the suggestion. Accordingly, 
the suggestion has not been adopted. 

Comment: 

One comment suggested that proposed §1.78(c) be 
modified to permit a statement that the claimed inven- 
tions were subject to an obligation of assignment to the 
same person at the time the inventions were made. 
Reply: 

The suggestion has been adopted. 

Comment: 

One comment suggested that the sean of double 
patenting rejections to applications of different inventive 
entities which are commonly owned as set out in pro- 
posed§1.78(d) not be made until the effective date of this 
rulemaking. 

Reply: 

The Commissioner’s Notice of Dec. 11, 1984, “Initial 
Guidelines Implementing Changes in 35 U.S.C. 103, 116, 
and 120”, 1050 O.G. 316 (Jan. 8, 1985), changed the 
practice in accordance with the intention of Congress in 
enacting Public Law 98-622. See 130 Cong. Rec. H 
10527, column 3 (daily ed. Oct. 1, 1984) (statement of 
Rep. Kastenmeier) wherein the following statement ap- 


pears: 


“The Committee expects that the Patent and Trade- 
mark Office will reinstitute in appropriate circum- 
stances the practice of rejecting claims in commonly 
owned applications of different inventive entities on 
the ground of double patenting. This will be neces- 
sary in order to prevent an organization from 
obtaining two or more patents with different expira- 
tion dates covering nearly identical subject matter. 
In accordance with established patent law doctrines, 
double patenting rejections can be overcome in cer- 
tain circumstances by disclaiming the terminal por- 
tion of the term of the later patent, thereby eliminat- 
ing the problem of extending patent life.” 


Since the provisions of Public Law 98-622 became 
effective on Nov. 8, 1984, it was not appropriate to de- 
lay the change in practice. 

Comment: 

One comment suggested that the policy of rejecting 
common!v-owned applications of different inventive en- 
tities on the grounds of double patenting, as set forth in 
proposed §1.78(d), was unnecessary in view of 35 U.S.C. 
102(e). 
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Reply: 

The provisions of 35 U.S.C. 102(e) will not be effec- 
tive to preclude double patenting in situations where the 
applicants of the later filed application can use the pro- 
visions of 37 CFR 1.131 to antedate the filing date of 
the earlier filed application or patent. Accordingly, the 
application of the prohibitions against double patenting 


is necessary in order to prevent an organization from 
obtaining two or more patents with different expiration 
130 


dates covering nearly identical subject matter. 
Cong. Rec. H 10527, supra. 
Comment: 

One comment suggested that proposed §1.78(c) was 
broader than required by statute and capable of being 
construed to conflict with proposed §1.106(d) by refer- 
ring to common ownership at “the time the inventions 
were made” rather than at the time the later invention 
was made. 

Reply: 

The wording of §1.78(c) has been revised from the 
proposal to clarify the problem spoken to in the com- 
ment. 

Comment: 

One comment suggested that the proposed amend- 
ment to §1.131 not be made so that the “applicant” can 
make affidavits or declarations to overcome rejections. 
The comment suggested that the proposed rule provides 
no remedy in situations where the inventor is dead, in- 
sane, legally incapacitated, cannot be reached or refuses 
to join in the application. 

Reply: 

The final rule has been changed in response to the 
comment to permit the person qualified under §§1.42, 
1.43, or 1.47 to make the required oath or declaration in 
appropriate circumstances. 

Comment: 

Two comments suggested that the scope of the waiv- 
er in a statutory invention registration be limited to the 
subject matter of the claims of the statutory invention 
registration and not to any obvious modifications there- 
of. Another comment suggested that the statutory inven- 
tion registration applicant should be able to waive the 
right to a patent on all of the subject matter disclosed in 
the application if he wishes to do so. One comment 
— that the rulemaking should leave no doubt as 
to the standard to be applied in determining the effect of 
a statutory invention registration waiver in one applica- 
tion on a related application. 

Reply: 

A new paragraph (e) has been added to §1.106 to clar- 
ify the standard to be applied in determining the effect 
of a statutory invention registration waiver. The sugges- 
tion that the scope of the waiver be limited to the sub- 
ject matter of the claims of the statutory invention —_ 
tration and not to any obvious modifications thereof 
been adopted. 

Comment: 

Three comments suggested that since a statutory in- 
vention registration is prior art as of its effective filing 
date, the time permitted between the effective filing date 
and the publication of the statutory invention registra- 
tion should be limited. Several different approaches 
were suggested. One comment suggested that there was 
no problem in this regard. Another comment suggested 
that the organization is studying the question and will 
have recommendations in several months. 

Reply: 

The statute makes it clear that the Commissioner is 
not required to publish a statutory invention registration 
in response to a request therefor. The case-by-case con- 
sideration of zequests for publication of a statutory in- 
vention registration should safeguard the public without 
unduly placing limits on patent applicants. The Office 
will await further recommendations on this question and 
will observe actual experience prior to placing any time 
limitations on the use of statutory invention registra- 
tions. 
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Comment: 

Two comments suggested that §1.293 be modified to 
eliminate the requirement for a statement in the request 
for publication of a statutory invention registration that 
the application meets the requirements of 35 U.S.C. 112. 
One oF these comments also suggested the elimination of 
the statement that the application meets formal require- 
ments for mney 4 One comment suggested that if there 
is a requirement for a statement in the request for publi- 
cation of a statutory invention registration that the appli- 
cation meets the requirements of 35 U.S.C. 112, there 
will not be a great necessity for the Office to spend a lot 
of time examining the application, although there has to 
be some examination. 

Reply: 

e reason for the statements in §1.293 regarding 
compliance with 35 U.S.C. 112 and the formal require- 
ments for printing as a patent was to reduce the cost of 
statutory invention registrations to the applicants and to 
the Office. The level of fees which have been estab- 
lished assumes that applicants will include the statements 
required by §1.293 in their requests and that the state- 
ments will accurately reflect the condition of the appli- 
cations to which the requests are directed. 

Comment: 

One comment suggested that the rules should include 
a fixed and definite time period in which an authorized 
party can withdraw a statutory invention registration af- 
ter its approval and before its publication. 

Reply: 

The suggestion has been adopted. Section 1.296 has 
been modified to permit a request to withdraw the re- 
quest for publication of a statutory invention registration 
to be filed at any time prior to the date of the notice of 
intent to publish the statutory invention registration. Af- 
ter the date of the notice of intent to publish the statuto- 
ry invention registration, any request to withdraw the 
request for publication of the statutory invention regis- 
tration must be in the form of a petition pursuant to 
§1.183 accompanied by the fee set forth in §1.17(h). 
Comment: 

One comment suggested that the statement to be 
printed on statutory invention registrations as set out in 
proposed §1.297(b) be modified to be easily understood 
by lay people. 

Reply: 

The statement has been modified to specifically state 

that the statutory invention registration is not a patent. 


Environmental, Energy, and Other Considerations: The fi- 
nal rule change will not have a significant impact on the 
quality of the human environment or conservation of en- 
ergy resources. 

The rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96- 
354), Executive Order 12291, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule change will not have a significant adverse 
economic impact on a substantial number of small enti- 
ties (Regulatory Flexibility Act, Pub. L. 96-354). In fact, 
the rule change will benefit small entities since the statu- 
tory invention registration procedures will provide a 
new, less expensive alternative to the traditional 
patenting of inventions in appropriate circumstances. 
Further, the ability to join multiple inventors in a single 
application in appropriate circumstances will be of par- 
ticular benefit to small entities. Other changes, such as 
the elimination of the reasons for appeal, will also be 
beneficial to all inventors. See a “section-by-section” 
analysis submitted for the Record by Representative 
Kastenmeier during discussion of H.R. 6286 on the floor 
of the House in which the following statement appears 
(130 Cong. Rec. H 1057 (1984), column 1): 


“Last, the SIR would be particularly useful to those 
with limited resources such as universities and small 
businesses, who have a new less expensive alterna- 
tive to the traditional patenting of inventions.” 
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These rules, therefore, will have no significant adverse 
economic impact on small entities. 

The Patent and Trademark Office has determined that 
this rule c e is not a major rule under Executive Or- 
der 12291. The annual effect on the economy will be 
less than $100 million. There will be no major increase 
in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geo- 
—_ regions. There will be no significant adverse ef- 
ects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

The information collection requirements contained in 
these rules were submitted to the Office of Management 
and Budget (OMB) at the time of the proposed 
rulemaking for review under Section 3504(h) of the Pa- 
perwork Reduction Act. OMB has approved the infor- 
mation collection requirements and has assigned OMB 
control number 0651-0018 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that ane to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, Pub. L. 98-620 and 98-622, the Patent 
and Trademark Office is amending Title 37 of the Code 
of Federal Regulations as set forth below. 

1. Section 1.11 is amended by revising paragraphs (a) 
= (b) and adding new paragraph (e) to read as fol- 
lows: 


§1.11 Files open to the public. 


(a) After a patent has been issued or a statutory inven- 

tion registration has been published, the specifica- 
tion, drawings and all papers relating to the case in 
the file of the patent or statutory invention registra- 
tion are open to inspection by the public, and copies 
may be obtained upon paying the fee therefor. See 
§2.27 for trademark files. 
All reissue applications, all applications in which the 
Office has accepted a request to open the complete 
application to inspection by the public, and related 
papers in the application file, are open to inspection 
by the Bony a and copies may be furnished upon 
paying the fee therefor. The filing of reissue applica- 
tions will be announced in the Official Gazette. The 
announcement shall include at least the filing date, 
reissue application and original patent numbers, title, 
class and subclass, name of the inventor, name of 
the owner of record, name of the attorney or agent 
of record, and examining group to which the reissue 
application is assigned. 


eseee8 


The file of any interference involving a patent, a 
statutory invention registration, or an application on 
which a patent has issued or which has been 
published as a statutory invention registration, is 
open to inspection by the public, and copies may be 
obtained upon paying the fee therefor, if: (1) the in- 
terference has terminated, or (2) an award of priori- 
ty or judgment has been entered as to all parties and 
all counts. 

Section 1.14 is amended by revising paragraph (b) to 
read as follows: 


§1.14 Patent applications preserved in secrecy. 


(b) Except as provided in §1.11(b) abandoned applica- 
tions are likewise not open to public inspection, ex- 
cept that if an application referred to in a U.S. pa- 
tent, or in an application in which the applicant has 
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filed an authorization to open the complete application 
to the public, is abandoned and is available, it may be 
inspected or copies obtained by any person on written 
request, without notice to the applicant. 


see te 


3. Section 1.17 is amended by revising paragraphs (h) 
= by adding new paragraphs (n) and (0) to read as 
‘ollows: 


§1.17 Patent application processing fees. 


eseee8 


(h) For filing a petition to the Commissioner 
under a section of this part listed below 
which refers to this paragraph $120.00 

§1.47 — for filing by other than all the inven- 

tors or a person not the inventor 

tiie — for correction of inventorship 

1.182 — for decision on questions not specifical- 
ly provided for 

eo — to suspend the rules 

1.295 — for review of refusal to publish a statu- 
tory invention registration 

§1.377 — for review of ‘decision refusing to 
accept and record payment of a main- 
tenance fee filed prior to expiration of 


tent 
— for reconsideration of decision on peti- 
tion refusing to accept delayed pay- 
ment of maintenance fee in expired pa- 
tent 
§1.644(e) — for petition in an interference 
§1.644(f) — for request for reconsideration of a 
decision on petition in an interference 
§1.666(c) — for late filing of interference settlement 
agreement 
§§5.12, 


§1.378(e) 


— for expedited handling of foreign filing 
license 

— for changing the scope of a license 

— for retroactive license 


eee et 


(n) For requesting publication of 

a statutory invention registra- 

tion prior to the mailing of 

the first examiner’s acton pur- 
$400.00 reduced by 


suant to §1.104 
the amount of the ap- 
plication basic filing 
fee paid 


(o) For requesting publication of 
a statutory invention registra- 
tion after the mailing of the 
first examiner’s action pursu- 
ant to §1.104 $800.00 reduced by 

the amount of the ap- 

plication basic filing 
fee paid 


Section 1.19 is amended by revising paragraphs (a) 
and (e) to read as follows: 


§1.19 Document supply fees. 


The Patent and Trademark Office will supply copies 
of the following documents upon payment of the fees in- 
dicated: 


(a) Uncertified copies of Office documents: 


(1) Printed copy of a patent, including a de- 
sign patent, statutory invention regis- 
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tration, or defensive publication docu- 


ment, except color plant patent $1.00 


see 


(e) List of patents in subclass: 
(1) For list of all United States patents and 
statutory invention registrations in a sub- 
class, per 100 numbers or fraction there- 


of 
(2) For list of United States patents and stat- 
utory invention registrations in a sub- 
class limited by date or number, per 50 
numbers or fraction thereof . 
5. Section 1.20 is amended by revising paragraphs (e), 
(f), (g) and (m) to read as follows: 


§1.20 Post-issuance fees. 


eseee8 


(e) For maintaining an original or reissue pa- 
tent, except a ng oe or plant patent, based 
on an application filed on or after Decem- 
ber 12, 1980 and before August 27, 1982, in 
force beyond 4 years; the fee is due by 
three years and six months after the original 


gran 

For maintaining an original or reissue pa- 
tent, except a design or plant patent, based 
on an application filed on or after Decem- 
ber 12, 1980 and before August 27, 1982, in 
force beyond 8 years; the fee is due by sev- 
en years and six months after the original 
grant 

For maintaining an original or reissue pa- 
tent, except a design or plant patent, based 
on an application filed on or after Decem- 
ber 12, 1980 and before August 27, 1982, in 
force beyond 12 years; the fee is due by 
eleven years and six months after the origi- 


(m) Surcharge for accepting a maintenance fee 

after expiration of a patent for non-timely 

a of a maintenance fee where the de- 
in payment is shown to the satisfaction 

of — Commissioner to have been unavoid- 

able 

Section 1.45 is revised by labeling the existing para- 
ph as (a) and by adding new paragraphs (b) and 

c) to read as follows: 


§1.45 Joint inventors. 


(a) ***** 
(b) Inventors may apply for a patent jointly even 
though 
(1) they did not physically work together or at the 
same time, 
(2) each inventor did not make the same type or 
amount of contribution, or 
(3) each inventor did not make a contribution to the 
subject matter of every claim of the application. 
If multiple inventors are named in an application, 
each named inventor must have made a contribu- 
tion, individually or jointly, to the subject matter of 
at least one claim of the application and the applica- 
tion will be considered to be a joint application un- 
der 35 U.S.C. 116. 
Section 1.48 is amended by labeling the current 
paragraph as paragraph (a) and by adding new para- 
graphs (b) and (c) to read as follows: 


§1.48 Correction of inventorship. 


@eeeee 
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(b) If the correct inventors are named in the application 
when filed and the prosecution of the application re- 
sults in the amendment or cancellation of claims so 
that less than all of the originally named inventors 
are the actual inventors of the invention being 
claimed in the application, an amendment shall be 
filed deleting the names of the person or persons 
who are not inventors of the invention being 
claimed. The amendment must be diligently made 
and shall be accompanied by: 

(1) a petition including a statement identifying each 
named inventor who is being deleted and ac- 
knowledging that the inventor’s invention is no 
longer being claimed in the application, and 

(2) the fee set forth in §1.17(h). 

(c)If an application discloses unclaimed subject matter 
by an inventor or inventors not named in the applica- 
tion, the application may be amended pursuant to 
paragraph a of this section to add claims to the sub- 
ject matter and name the correct inventors for the ap- 
plication. [OMB Control No. 0651-0018]. 

8. Section 1.60 is revised to read as follows: 


§1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(a) A continuation or divisional application (filed under 
the conditions specified in 35 U.S.C. 120 or 121 and 
§1.78(a)), naming as inventors the same or less than 
all the inventors named in a B wad application and 
which discloses and claims only subject matter dis- 
closed in the prior — may be filed as a sep- 
arate — before the patenting or abandon- 
ment of or termination of proceedings on the prior 
application. 

An applicant may omit signing of the oath or decla- 
ration in a continuation or divisional application if 
(1) the prior application was a complete application 
as set forth in §1.51(a), (2) applicant files a true copy 
of the prior complete application as filed including 
the specification (including claims), drawings, oath 
or declaration showing the signature or an indication 
it was signed, and any amendments referred to in 
the oath or declaration filed to complete the prior 
application, and (3) the inventors named in the con- 
tinuation or divisional application are the same or 
less than all the inventors named in the prior appli- 
cation. The copy of the prior application must be 
accompanied by a statement that the application pa- 
pers filed are a true copy of the prior application 
and that no amendments referred to in the oath or 
declaration filed to complete the prior application 
introduced new matter therein. Such statement must 
be by the applicant or applicant’s attorney or agent 
and must be a verified statement if made by a person 
not registered to practice before the Patent and 
Trademark Office. Only amendments reducing the 
number of claims or adding a reference to the prior 
application (§1.78(a)) will be entered before calculat- 
ing the filing fee and granting the filing date. If the 
continuation or divisional application is filed by less 
than all the inventors named in the prior application 
a statement must accompany the application when 
filed requesting deletion of the names of the person 
or persons who are not inventors of the invention 
being claimed in the continuation or divisional appli- 
cation. 

Section 1.61 is amended by revising the section 
heading and paragraphs (a) and (b) and adding para- 
graphs (c) and (d) to read as follows: 


§1.61 Filing of applications in the United States of Ameri- 
ca as a Designated Office. 


(a) To maintain the benefit of the international filing 
date and obtain an examination as to the patentabili- 
ty of the invention in the United States, the appli- 
cant shall furnish to the U.S. Patent and Trademark 
Office not later than the expiration of 20 months 


from the priority date: (1) a copy of the internation- 
al application with any amendments under PCT Ar- 
ticle 19, unless it has been previously communicated 
by the Internationa! Bureau or unless it was original- 
ly filed in the U.S. Patent and Trademark Office; (2) 
a translation of the international application and a 
translation of any amendments under PCT Article 
19 into the English language, if originally filed in an- 
other language; (3) the national fee (see 
§1.445(a)(4)); and (4) an oath or declaration of the 
inventor (see §1.70). 


(b) If the translation of the international application, 


oath or declaration, and national fee have not been 
submitted by the applicant within twenty (20) 
months from the priority date, such requirements 
may be met within twenty-two (22) months from the 
— date. The payment of the surcharge set 
orth in §1.445(a)(5) is required as a condition for 
ting the national fee or the oath or declara- 
tion later than 20 months after the priority date. 
The — of the processing fee set forth in 
§1.445(a)(6) is required for tance of an English 
translation later than 20 months after the priority 
date. Failure to comply with these requirements will 
result in abandonment of the application. The provi- 
sions of §1.136 do not apply to the 22 month period 
of this section. 
If a copy of the amendments under PCT Article 19 
is not communicated by the International Bureau or 
a copy thereof and any necessary English translation 
thereof is not received by the end of 20 months 
from the priority date, such failure will be regarded 
as cancellation of the amendments under PCT Arti- 
cle 19 in the international application. 


(d) Verification of the translation of the international 


10. 


application or any other document pertaining to an 
international application may be required where it is 
considered necessary, if the international application 
or other document was filed in a language other 
than English. 

Section 1.62 is amended by revising paragraphs (a), 
(c) and (h) to read as follows: 


§1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional 


application, which uses the specification, drawings 
and oath or declaration from a prior complete appli- 
cation (§1.51(a)) which is to be abandoned, may be 
filed before the payment of the issue fee, abandon- 
ment of, or termination of proceedings on the prior 
application. The filing date of an application filed 
under this section is the date on which a request is 
filed for an application under this section including 
identification of the Serial Number, filing date, and 
—= name of the prior complete application. 
If the continuation, continuation-in-part, or division- 
al application is filed by less than all the inventors 
named in the prior application a statement must ac- 
company the application when filed requesting dele- 
tion of the names of the person or persons who are 
not inventors of the invention being claimed in the 
continuation, continuation-in-part, or divisional ap- 
plication. 


see e 


In the case of a continuation-in-part application 
which adds and claims additional disclosure by 
amendment, an oath or declaration as required by 
§1.63 must also be filed. In those situations where a 
new oath or declaration is required due to additional 
subject matter being claimed, additional inventors 
may be named in the continuing application. In a 
continuation or divisional application which dis- 
closes and claims only subject matter dislcosed in a 
prior application, no additional oath or declaration is 
required and the application must name as inventors 
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the same or less than all the inventors named in the pri- 
or application. 


see et 


(h) The applicant is urged to furnish the following in- 
formation relating to the prior and continuing appli- 
cations to the best of his or her ability: 


see 


(5) The title of the invention and names of the 
applicants to be named in the continuing appli- 
cation. 


11. Section 1.78 is amended by revising paragraphs (a) 
and (c) and by adding a new paragraph (d) to read 
as follows: 


§1.78 Claiming benefit of earlier filing date and cross-ref- 
erences to other applications. 


(a) An application may claim an invention disclosed 
in a prior filed copending national application or 
international application designating the United 
States of America. In order for an application to 
claim the benefit of a prior filed copending na- 
tional application, the prior application must 
name as an inventor at least one inventor named 
in the later filed application and dislcose the 
named inventor’s invention claimed in at least 
one claim of the later filed application in the 
manner provided by the first paragraph of 35 
U.S.C. 112. In addition, the Bg application 
must be (1) complete as set forth in §1.51, or (2) 
entitled to a filing date as set forth in §1.53(b) 


and include the basic filing fee set forth in §1.16; 
or (3) entitled to a filing date as set forth in 
§1.53(b) and have paid therein the processing and 
retention fee set forth in §1.21(1) within the time 
period set forth in §1.53(d). Any application 
a the benefit of a prior filed copending 


national or international application must contain 
or be amended to contain in the first sentence of 
the specification following the title a reference to 
such prior a eg identifying it by serial 
number and Fi ing date or international applica- 
tion number and international filing date and in- 
dicating the relationship of the applications. 
Cross-references to other related applications 
may be made when appropriate. (See §1.14(b)). 


(c) Where two or more applications, or an applica- 
tion and a patent naming different inventors and 
owned by the same party contain conflicting 
claims, and there is no statement of record indi- 
cating that the claimed inventions were common- 
ly owned or subject to an obligation of assign- 
ment to the same person at the time the later 
invention was made, the assignee may be called 
upon to state whether the claimed inventions 
were commonly owned or subject to an obliga- 
tion of assignment to the same person at the time 
the later invention was made, and if not, indicate 
which named inventor is the prior inventor. In 
addition to making said statement, the assignee 
may also explain why an interference should or 
should not be declared. 

(d) Where an application claims an invention which 
is not patentably distinct from an invention 
claimed in a commonly owned patent with the 
same or a different inventive entity, a double 
patenting rejection will be made in the applica- 
tion. An obviousness-type double patenting rejec- 
tion may be obviated by filing a terminal dis- 
claimer in accordance with §1.321(b). 
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12. Section 1.101 is amended by revising paragraph (a) 
to read as follows: 


§1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Of- 
fice and accepted as complete applications are 
assigned for examination to the respective examining 
groups having the classes of inventions to which the 
applications relate. Applications shall be taken up 
for examination by the examiner to whom they have 
been assigned in the order in which they have been 
filed except for those applications in which examina- 
tion has been advanced pursuant to §1.102. Interna- 
tional applications which have complied with the re- 
quirements of 35 U.S.C. 371(c) will be taken up for 
action based on the date on which such require- 
ments were met. However, unless a request has been 
filed under 35 U.S.C. 371(f), no action may be taken 
prior to 21 months from the priority date. 


see 


13. Section 1.103 is amended by revising paragraph (d) 
to read as follows: 


§1.103 Suspension of action. 


(d) Action on applications in which the Office has ac- 

ted a request to publish a defensive publication 

ill be suspended for the entire pendency of these 

applications except for purposes relating to patent 
interference proceedings under Subpart E. 

14. Section 1.104 is amended by adding a new para- 

graph (e) immediately following the Note to para- 

graph (d) to read as follows: 


§1.104 Nature of examination; exeminer’s action. 


seee8 


(e) Co-pending applications will be considered by the 
examiner to be owned by, or subject to an obligation 
of assignment to, the same person if (1) the applica- 
tion files refer to assignments recorded in the Patent 
and Trademark Office in accordance with §1.331 
which convey the entire rights in the applications to 
the same person or organization; or (2) copies of 
unrecorded assignments which convey the entire 
rights in the applications to the same person or orga- 
nization are filed in each of the applications; or (3) 
an affidavit or declaration by the common owner is 
filed which states that there is common ownership 
and states facts which explain why the affiant or de- 
clarant believes there is common ownership; or (4) 
other evidence is submitted which establishes com- 
mon ownership of the applications. In circumstances 
where the common owner is a corporation or other 
organization an affidavit or declaration may be 
signed by an official of the corporation or organiza- 
tion empowered to act on behalf of the corporation 
or organization. 

15. Section 1.106 is amended by adding new paragraphs 
(d) and (e) to read as follows: 


§1.106 Rejection of claims. 


(d) Subject matter which is developed by another per- 
son which qualifies as prior art only under 35 U.S.C. 
102 (f) or (g) may be used as prior art under 35 
U.S.C. 103 against a claimed invention unless the en- 
tire rights to the subject matter and the claimed in- 
vention were commonly owned by the same person 
or organization or subject to an obligation of assign- 
ment to the same person or organization at the time 
the claimed invention was made. 
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(e) The claims in any original application naming an in- 


ventor will be rejected as being precluded by a 
waiver in a published statutory invention registration 
naming that inventor if the same subject matter is 
claimed in the application and the statutory inven- 
tion registration. The claims in any reissue applica- 
tion naming an inventor will be rejected as being 
precluded by a waiver in a published statutory in- 
vention registration naming that inventor if the reis- 
sue application seeks to claim subject matter (1) 
which was not covered by claims issued in the pa- 
tent prior to the date of publication of the statutory 
invention registration and (2) which was the same 
subject matter waived in the statutory invention reg- 
istration. 


16. Section 1.108 is revised to read as follows: 


§1.108 Abandoned applications not cited. 


Abandoned applications as such will not be cited as 


references except those which have been opened to in- 
spection by the public following a defensive publication. 
17. Section 1.110 is added to read as follows: 


§1.110 Inventorship and date of invention of the 


18. 


subject matter of individual claims. 


When more than one inventor is named in an appli- 
cation or patent, the Patent and Trademark ice, 
when necessary for purposes of an Office proceed- 
ing, may require an applicant, patentee, or owner to 
identify the inventive entity of the subject matter of 
each claim in the application or patent. Where ap- 
propriate, the invention dates of the subject matter 
of each claim and the ownership of the subject mat- 
ter on the date of invention may be required of the 
applicant, patentee or owner. See also §§1.78(c) and 
(d). [OMB Control No. 0651-0018]. 

Section 1.131 is amended by revising paragraph (a) 
to read as follows: 


§1.131 Affidavit or declaration of prior invention to over- 


come cited patent or publication. 


(a) When any claim of an application or a patent under 


reexamination is rejected on reference to a domestic 
patent which substantially shows or describes but 
does not claim the rejected invention, or on refer- 
ence to a foreign patent or to a printed publication, 
and the inventor of the subject matter of the reject- 
ed claim, the owner of the patent under reexamina- 
tion, or the person qualified under §§1.42, 1.43 or 
1.47, shall make oath or declaration as to facts show- 
ing a completion of the invention in this country be- 
fore the filing date of the application on which the 
domestic patent issued, or before the date of the for- 
eign patent, or before the date of the printed publi- 
cation, then the patent or publication cited shall not 
bar the grant of a patent to the inventor or the con- 
firmation of the patentability of the claims of the pa- 
tent, unless the date of such patent or printed publi- 
cation is more than one year prior to the date on 
which the inventor’s or patent owner’s application 
was filed in this country. 


see ee 


§1.139 [removed] 


19. Section 1.139 is removed. 
20. Section 1.193 is amended by revising paragraph (b) 


to read as follows: 


§1.193 Examiner’s answer. 


se ee 


(b) The appellant may file a reply brief directed only to 


such new points of argument as may be raised in the 
examiner’s answer, within one month from the date 
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of such answer. However, if the examiner’s answer 
states a new ground of rejection appellant may file a 
reply thereto within two months from the date of 
such answer; such reply may include any amend- 
ment or material appropriate to the new ground. 


see e 


21. A new section 1.293 is added to read as follows: 
§1.293 Statutory invention registration. 


(a) An applicant for an original patent may request, at 


any time during the pendency of applicant’s pending 
complete application, that the specification and 
drawings be published as a statutory invention regis- 
tration. Any such request must be signed by (1) the 
applicant and any assignee of record or (2) an 
attorneyor agent of record in the application. 

Any request for publication of a statutory invention 

registration must include the following parts: 

(1) a waiver of the applicant’s right to receive a pa- 
tent on the invention claimed effective upon the 
date of publication of the statutory invention reg- 
istration; 

(2) the ee fee for filing a request for publica- 
tion of a statutory invention registration as pro- 
vided for in §1.17(n) or (0); 

(3) a statement that, in the opinion of the requester, 
the application to which the request is directed 
meets the requirements of 35 U.S.C. 112; and 

(4) a statement that, in the opinion of the requester, 
the application to which the request is directed 
complies with the formal requirements of this 
part for printing as a patent. 

A waiver filed with a request for a statutory inven- 

tion registration will be effective, upon publication 

of the statutory invention registration, to waive the 
inventor’s right to receive a patent on the invention 
claimed in the statutory invention registration, in 
any application for an original patent which is pend- 
ing on, or filed after, the date of publication of the 
statutory invention registration. A waiver filed with 

a request for a statutory invention registration will 

not affect the rights of any other inventor even if 

the subject matter of the statutory invention registra- 
tion and an application of another inventor are com- 

monly owned. A waiver filed with a request for a 

statutory invention registration will not affect any 

rights in a patent to the inventor which issued prior 
to the date of publication of the statutory invention 
registration unless a reissue application is filed seek- 
ing to enlarge the scope of the claims of the patent. 
See also §1.106(e). [OMB Control No. 0651-0018]. 
22. A new section 1.294 is added to read as follows: 


§1.294 Examination of request for publication of a statu- 


tory invention registration and patent application 
to which the request is 


(a) Any request for a statutory invention registration 


will be examined to determine if the requirements of 
§1.293 have been met. The application to which the 
request is directed will be examined to determine (1) 
if the subject matter of the application is appropriate 
for publication, (2) if the requirements for publica- 
tion are met, and (3) if the requirements of 35 U.S.C. 
112 and §1.293 of this part are met. 

Applicant will be notified of the results of the exam- 
ination set forth in paragraph (a) of this section. If 
the requirements of §1.293 and this section are not 
met by the request filed, the notification to applicant 
will set a period of time within which to comply 
with the requirements in order to avoid abandon- 
ment of the application. If the application does not 
meet the requirements of 35 U.S.C. 112, the notifica- 
tion to applicant will include a rejection under the 
appropriate provisions of 35 U.S.C. 112. The periods 
for response established pursuant to this section are 
subject to the extension of time provisions of §1.136. 
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After response by the applicant, the application will 
again be considered for publication of a statutory in- 
vention registration. If the requirements of §1.293 
and this section are not timely met, the refusal to 
ublish will be made final. If the requirements of 35 
S.C. 112 are not met, the rejection pursuant to 35 
U.S.C. 112 will be made final. 

(c) If the examination pursuant to this section results in 
approval of the request for a statutory invention reg- 
istration the applicant will be notified of the intent 
to publish a statutory invention registration. 

23. A new section 1.295 is added to read as follows: 


§1.295 Review of decision finally refusing to publish a 
statutory invention registration. 


(a) Any requester who is dissatisfied with the final re- 
fusal to publish a statutory invention registration for 
reasons other than compliance with 35 U.S.C. 112 
may obtain review of the refusal to publish the stat- 
utory invention registration by filing a petition to 
the Commissioner accompanied by the fee set forth 
in §1.17(h) within one month or such other time as 
is set in the decision refusing publication. Any such 

titian should comply with the requirements of 
§1.181(b). The petition may include a request that 
the petition fee be refunded if the final refusal to 
publish a statutory invention registration for reasons 
other than compliance with 35 U.S.C. 112 is deter- 
mined to result from an error by the Patent and 
Trademark Office. 

(b) Any requester who is dissatisfied with a decision fi- 
nally rejecting claims pursuant to 35 U.S.C. 112 may 
obtain review of the decision by filing an appeal to 
the Board of Patent Appeals and Interferences pur- 
suant to §1.191. If the decision rejecting claims pur- 
suant to 35 U.S.C. 112 is reversed, the request for a 
statutory invention registration will be approved and 
the registration published if all of the other provi- 
sions of §1.293 and this section are met. [OMB Con- 
trol No. 0651-0018}. 

24. A new section 1.296 is added to read as follows: 


§1.296 Withdrawal of request for publication of statutory 
invention registration. 


A request for a statutory invention registration, which 
has been filed, may be withdrawn prior to the date of the 
notice of the intent to publish a statutory invention regis- 
tration issued pursuant to §1.294(c) by filing a request to 
withdraw the request for publication of a statutory inven- 
tion registration. The request to withdraw may also in- 
clude a request for a refund of any amount paid in excess 
of the application filing fee and a handling fee of $100 
which will be retained. Any request to withdraw the re- 
= for publication of a statutory invention registration 

iled on or after the date of the notice of intent to publish 
issued pursuant to §1.294(c) must be in the form of a awa 
tion pursuant to §1.183 accompanied by the fee set forth 
in §1.17(h). [OMB Control No. 0651-0018]. 

25. A new section 1.297 is added to read as follows: 


§1.297 Publication of statutory invention registration. 


(a) If the request for a statutory invention registration 
is approved the statutory invention registration will 
be published. The statutory invention registration 
will be mailed to the requester at the correspon- 
dence address as provided for in §1.33(a). A notice 
of the publication of each statutory invention regis- 
tration will be published in the Official Gazette. 

(b) Each statutory invention registration published will 

include a statement relating to the attributes of a 
statutory invention registration. The statement will 
read as follows: 
A statutory invention registration published pursu- 
ant to 35 U.S.C. 157 is not a patent but it has all of 
the attributes specified for patents in title 35, Unit- 
—— Code, except those specified in 35 U.S.C. 
18 
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and sections 271 through 289. A statutory invention 
registration does not have any of the attributes speci- 
fied for patents in any other provision of law other 
than title 35, United States Code. The invention with 
respect to which a statutory invention registration is 
published is not a patented invention for purposes of 
the marking provisions of 35 U.S.C. 292. 
26. Section 1.301 is revised to read as follows: 


§1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a 
reexamination proceeding dissatisfied with the decision 
of the Board of Patent Appeals and Interferences, and 
any party to an interference dissatisfied with the deci- 
sion of the Board of Patent oe an and Interferences, 
may appeal to the U.S. Court of Appeals for the Federal 
Circuit. The appellant must take the following steps in 
such an appeal: (a) In the Patent and Trademark Office 
file a written notice of appeal directed to the Commis- 
sioner (see §§1.302 and 1.304); and (b) in the Court, file 
a copy of the notice of appeal and pay the fee for ap- 
gon as provided by the rules of the Court. The certified 
ist of documents and any original or certified copies of 
such documents required by the Court will be transmit- 
ted to the Court by the Patent and Trademark Office. 
27. Section 1.302 is revised to read as follows: 


§1.302 Notice of appeal. 


(a) When an appeal is taken to the U.S. Court of Ap- 
peals for the Federal Circuit, the appellant shall give 
notice thereof to the Commissioner within the time 
specified in §1.304. 

(b) In interferences, the notice must be served as pro- 
vided in §1.646. 

28. Section 1.304 is amended by revising paragraph (a) 
to read as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit (§1.302) or 
for commencing a civil action (§1.303) is sixty days 
from the date of the decision of the Board of Patent 
Appeals and Interferences. If a request for reconsid- 
eration or modification of the decision is filed within 
the time provided under §1.197(b) or §1.658(b), the 
time for filing an appeal or commencing a civil ac- 
tion shall expire at the end of the sixty-day period or 
thirty days after action on the request, whichever is 
later. Except for an appeal from or commencing a 
civil action after a decision of the Board of Patent 
Appeals and Interferences in a reexamination pro- 
ceeding or an interference proceeding, the time peri- 
ods set forth herein are subject to the provisions of 
§1.136. See §1.550(c) for extensions of time to appeal 
or commence a civil action in a reexamination pro- 
ceeding. See §1.645(a) for extensions of time to ap- 
peal or commence a civil action in an interference. 
An examiner-in-chief, upon a showing of excusable 
neglect, may extend the time for seeking judicial re- 
view of a decision of the Board of Patent Appeals 
and Interferences in an interference case when a re- 
quest is untimely filed after expiration of the time 
prescribed by this section. 


eee 


29. Section 1.378 is amended by revising the section 
heading and paragraph (a) to read as follows: 


§1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent after expiration of 
the patent if, upon petition, the delay in payment of 
the maintenance fee is shown to the satisfaction of 
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the Commissioner to have been unavoidable and if 
the surcharge required by §1.20(m) is paid as a con- 
dition of accepting payment of the maintenance fee. 
If the Commissioner accepts payment of the mainte- 
nance fee upon petition, the patent shall be consid- 
ered as not having expired, but will be subject to the 
conditions set forth in 35 U.S.C. 41(c)(2). 


eee 08 


. Section 1.431 is amended by revising paragraphs 
(b)(3)(iii) and (c) and by adding new paragraphs (d) 
and (e) to read as follows: 


§1.431 International application requirements. 


(b)(3) * * * 

(iii) The name of the applicant, as prescribed (note 
§§1.421-1.424); 

(c) Payment of the basic portion of the international fee 
(PCT Rule 15.2) and the transmittal and search fees 
(§1.445) may be made in full at the time internation- 
al application papers required by paragraph (b) of 
this section are deposited or within one month there- 
after. Failure to make full payment within one 
month of the deposit of the international application 
papers required by paragraph (b) of this section will 
result in the fees being charged to the International 
Bureau under the provisions of paragraph (d) of this 
section and PCT Rule 16 bis. 

(d) The United States Receiving Office will charge to the 
International Bureau in accordance with PCT Rule 16 
bis and will consider as having been timely paid: 

(1) the transmittal fee, the basic fee portion of the in- 
ternational fee, or the search fee where these fees 
have not been fully paid by the applicant within 
one month of the date of deposit of the interna- 
tional application, and 

(2) the destination fee, or the amount necessary to 
cover all the designations made in the request 
which have not been paid by the applicant with- 
in one year from the priority date. 

The International Bureau will notify applicant of 

any amount charged under paragraph (d) of this sec- 

tion and invite the applicant to pay directly to the 

International Bureau within one month from the 

date of the notification, the amount charged, aug- 

mented by a surcharge of 50%, provided the sur- 
charge will not be less and will not be more, than 
the amounts indicated in the Schedule of Fees 
appended to the PCT Rules. If the payment needed 
to cover the transmittal fees, the basic fee, the 
search fee, one designation fee and the surcharge is 
not timely made to the International Bureau, the In- 
ternational Bureau will notify the Receiving Office 
which will declare the international application 
withdrawn under PCT Article 14(3)(a). If the appli- 
cant makes timely payment of the fees referred to in 
the previous sentence, but the amount paid is not 
sufficient to cover all the designation fees, the Re- 
ceiving Office will declare any designations not paid 
withdrawn under PCT Article 14(3)(b) in accor- 

dance with PCT Rule 16 bis. 2(c). 

. Section 1.445 is amended by revising paragraphs 
fay(4) and (5) and adding paragraph (a)(6) to read as 
ollows: 


§1.445 International application filing and processing 
fees. 


(a) *** 

(4) The national fee, that is, the amount set forth as 
the filing fee under §1.16(a) through (d) credited 
one time only by an amount of $250 where an in- 
ternational search fee of $500.00 has been paid on 
the corresponding international application to the 
United States Patent and Trademark Office as an 
International Searching Authority. Where the 
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amount of the credit is in excess of that required 
for the national fee, a request for a refund of the 
excess under §1.446(b) may be filed at the time of 
paying the national fee. Only one such credit is 
permitted based on a single $500.00 international 


search fee. 

(5) Surcharge for filing the national fee or 
oath or declaration later than 20 months 
from the priority date 

(6) For filing an English translation of an 
international application later than 20 
months after the priority date (§1.61(b)).. 


*eee 


$100.00 


$20.00 


32. Section 1.446 is amended by revising the section 
heading and paragraph (b) to read as follows: 


§1.446 Refund of international application filing and 
processing fees. 


see 


(b) Refund of a portion of the search fee toward pay- 
ment of the national fee may be made one time to 
the extent set forth in §1.445(a)(4) if requested at the 
time of paying the national fee provided that a $500 
search fee has been paid. 


***ee 


33. Section 1.451 is amended by revising paragraphs (b) 
and (c) to read as follows: 


§1.451 The priority claim and priority document in an 
international application. 


see et 


(b) Whenever the priority of an earlier United States na- 

tional application is claimed in an international appli- 
cation, the applicant may request in a letter of trans- 
mittal accompanying the international application 
upon filing with the United States Receiving Office 
or in a separate letter filed in the Receiving Office 
not later than 16 months after the priority date, that 
the Patent and Trademark Office prepare a certified 
copy of the national application for transmittal to 
the International Bureau (PCT Article 8 and PCT 
Rule 17). The fee for preparing a certified copy is 
stated in §1.19(a)(3) and (b)(1). 
If a certified copy of the priority document is not 
submitted together with the international application 
on filing, or, if the priority application was filed in 
the United States and a request and appropriate pay- 
ment for preparation of such a certified copy do not 
accompany the international application on filing or 
are not filed within 16 months of the priority date, 
the certified copy of the priority document must be 
furnished by the applicant to the International Bu- 
reau or to the United States Receiving Office within 
the time limit specified in PCT Rule 17.1(a). 


34. Section 1.461 is amended by deleting paragraph (b) 
and by revising paragraph (a) to read as follows: 


§1.461 Procedures for transmittal of record copy to the 
International Bureau. 


(a) Transmittal of the record copy of the international 
application to the International Bureau shall be 
made by the United States Receiving Office. 

(b) (reserved) 


eseee 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1053 OG 10] 


Feb. 14, 1985. 
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(146) Establishing Common Ownership of Patent 
Applications and/or Patents Owned by a 


Corporation or Other Organization 


This notice is intended to simplify the practice of 
establishing common ownership of patent applications 
and/or patents in circumstances where the common own- 
er is a corporation or other age Under 37 CFR 
1. 104(e), in order to establish common ownership 

“[iJn circumstances where the common owner is a co: 
ration or other organization an affidavit or declaration 
may be signed by an official of the corporation or organi- 
zation empowered to act on behalf of the corporation or 
organization.” A mere power of attorney to prosecute a 
patent application does not make an individual an official 
of a corporation or organization or empower the individu- 
al to act on behalf of the corporation or organization in 
making an affidavit or declaration averring to common 
ownership. However, such an affidavit could be made by 
a patent attorney, patent agent, or other individual if the 
attorney, agent, or other individual has been appointed in 
writing by the corporation or organization as an official of 
the corporation or organization specifically empowered 
to make affidavits or declarations on its behalf averring to 
common ownership. In circumstances where such a writ- 
ten appointment has been given to a patent attorney, pa- 
tent agent, or other individual, that person could then 
make affidavits or declarations averring to common own- 
ership as long as the affidavit or declaration referred to an 
attached copy of the written appointment and averred 
that the authority is still in effect. Under this practice the 
original signed copy of the written appointment would be 
retained by the t or declarant unless the Patent and 
Trademark Office specifically required it to be filed. Un- 
less some question arose as to the authority of the individ- 
ual to make the averment as to common ownership, the 
Patent and Trademark Office would ordinarily not need 
to require the original signed copy of the written appoint- 
ment. While this practice should simplify the establishing 
of common ownership by necessitating only one original 
signed written appointment, corporations and other orga- 
nizations must exercise care that the written appointment 
is only given to those persons who are in a ition to 
know that common ownership does in fact exist and can 
therefore properly make affirmative representations to 
that effect to the Patent and Trademark Office. 


DONALD J. QUIGG, 
Assistant Secretary 

and Commissioner of 

Patent and Trademarks. 


[1067 OG 11] 


May 12, 1986. 


(147) U.S. Department of Commerce 


Patent and Trademark Office 


Special Status for Patent Applications 
Relating to Superconductivity 


In his Remarks of July 28, 1987, to the Federal Con- 
ference On Commercial Applications of Superconduc- 
tivity, the President stated that “We need to strengthen 
patent laws to increase protection for manufacturing 
processes and speed up the patent process so that it can 
keep pace with the fast-paced world of high technolo- 
gy.” The President also noted that “to most of us 
laymen, superconductivity was a completely new term, 
but it wasn’t long before we learned of the great prom- 
ise it held out to alter our world for the better — a 
quantum leap in energy efficiency that would bring with 
it a host of benefits, not least among them a reduced de- 
pendence on foreign oil, a cleaner environment, and a 
stronger national economy.” The President’s Supercon- 
ductivity Initiative of even date included, as a major ad- 
ministrative component, a proposal “Directing the Pa- 
tent and Trademark Office to accelerate the processing 
of patent applications and adjudication of disputes in- 
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volving ay technologies when requested 
by the applicants to do so.” 

In accordance with the President’s proposal, the Pa- 
tent and Trademark Office will, on request, accord “ 
cial” status to all patent applications for inventions in- 
volving superconductive materials. Examples of such 
inventions would include those directed to the supercon- 
ductive materials themselves as well as to their manufac- 
ture and application. In order that the Patent and Trade- 
mark Office may implement this procedure, we invite all 
applicants desiring to participate in this program to re- 
quest that their applications be accorded “special” sta- 
tus. Such requests should be in writing, should identify 
the application by serial number and filing date, and 
should be accompanied by a statement 37 CFR 
1.102 that the invention involves superconductive mate- 
rials. No fee is required. The statement must be verified 
if made by a person not registered to practice before the 
Patent and Trademark ice. Decisions whether to ac- 
cord “special” status on the ‘basis of a request will be 
made by the appropriate Group Director. 

Requests should be addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 


DONALD J. QUIGG, 
Assistant Secretary of 
Commerce and Commissioner 
of Patents and Trademarks. 


[1082 TMOG 7] 


Aug. 5, 1987. 


(148) Preparation for Processing High Temperature 
Superconductor Technology 


In response to the President’s Superconductivity Ini- 
tiative announced on July 28, 1987 and with the expec- 
tation of the filing of increasing numbers of patent appli- 
cations relating to higher temperature superconductors, 
the U.S. Patent and Trademark Office has taken a num- 
ber of steps to prepare for the effective handling of ap- 
plications on this subject matter. 

These actions include (1) establishing a special Task 
Force to prepare for the processing of patent applica- 
tions for higher temperature superconductor technology; 
(2) making patent applications relating to this technolo- 
gy special on request of the applicant and (3) renewing 
support for legislation providing for an expanded scope 
of protection for process patents to cover products made 
by the patented process. 

The responsibilities of the Task Force are to (1) coor- 
dinate the development of a Patent and Trademark Of- 
fice capability to examine the expected large number of 
patent applications in this area and (2) provide an infor- 
mation resource and sounding board for legal and prac- 
tice questions and policy development in this area. The 
Task Force has been assigned a number of specific tasks, 
such as developing a complete search file on supercon- 
ductivity technology for the use of Examiners and the 
public, establishing a training program for examiners on 
the technology and assuring a uniform and consistent 
application of the patent law to the technology in the 
U.S. Patent and Trademark Office. 


RENE D. TEGTMEYER, for 
DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 16, 1987. 


[1083 OG 16] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 70754-7154] 


Miscellaneous Amendments of Patent Rules 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of proposed rulemaking 


(149) 
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Summary: The Patent and Trademark Office aig md 
amendments to the rules of practice in — cases, Parts 
1 and 5 of Title 37, Code of Federal Regulations, (1) to 
bring the rule relating to swearing back of a reference into 
conformity with current interference practice; (2) to limit 
the length of the appellant’s brief and reply brief in an ex 
parte appeal, and require that the brief contain certain spe- 
cific items; (3) to reset the time period for requesting an 
oral hearing in ex parte appeals where the examiner’s an- 
swer states a new ground of rejection; (4) to clarify the 
procedure following a final rejection after a remand to the 
examiner under §1.196(b)(1); (5) to give the examiner-in- 
chief the authority to decide certain requests for access by 
an interference party; (6) to clarify the rule relating to ac- 
cess to pending or abandoned applications; (7) to modify 
the rules concerning requests for interference with an ap- 
plication or patent; (8) to amplify the rule concerning the 
requirements of a motion to declare an additional interfer- 
ence; (9) to more clearly define the application of interfer- 
ence estoppel; (10) to make more comprehensive the rule 
concerning the filing of a reissue application by a patentee 
involved in an interference; and (11) to conform the rule 
concerning applications under secrecy order to current 
interference practice. 

Dates: Comments and suggestions should be received by 
Dec. 1, 1987. A public hearing will be held on Dec. 9, 
1987, beginning at 9:00 AM; requests to make oral pre- 
sentations at the hearing should be received on or before 
Dec. 1, 1987. 

Address: Address written comments to Box Interference, 
Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. The public hearing will be held in Rm. 
11C10, Crystal Plz. Bldg. 3, 2021 Jefferson Davis Hwy., 
Arlington, Va. Written comments and a transcript of the 
public hearing will be available for public inspection in 
Rm. 10C01, Crystal Gateway II, 1225 Jefferson Davis 
Hwy., Arlington, Va. 

For Further Information Contact: Saul I. Serota by tele- 
phone at (703) 557-4072 or Ian A. Calvert by telephone 
at (703) 557-4000 or by mail marked to the attention of 
either and addressed to Box Interference, Commissioner 
of Patents and Trademarks, Washington. D.C. 20231. 


Supplementary Information: 
(1) Swearing Back of a Reference 


The Patent and Trademark Office published its notice 
of final rule amending the rules of practice in patent in- 
terference cases in the Federal Register of Dec. 12, 1984 
(49 Fed. Reg. 48416 through 48471) and in the Official 
Gazette of Jan. 29, 1985 (1050 O.G. 385 through 440). 
Included in the rules adopted was §1.601(n), which de- 
fines “same patentable invention.” 

Section 1.131(a), if amended as proposed, would insert 
“the same patentable invention, as defined in §1.601(n), 
as” before the phrase “the rejected invention”. The 
amendment does not change the present practice where 
the inventor of the rejected claim, the owner of a patent 
under reexamination, or the person qualified under §§1.42, 
1.43 or 1.47 can swear behind a domestic patent which 
discloses but does not claim the same invention as the re- 
jected invention, a foreign patent or a printed publication. 
Rather, the amendment is necessary to define precisely 
the term “does not claim the rejected invention.” See In 
re Eickmeyer, 602 F.2d 974, 202 USPQ 655 at 661 (CCPA 
1979) where the Court stated: 


. . we conclude that the phrase “does not claim 
the rejected invention” should be construed favor- 
ably to an applicant, if possible, so that unless the 
applicant is clearly claiming the same invention as 
the U.S. patent reference, he will not lose his rights 
under Rule 131. [Emphasis added.] 


and also expressed its dissatisfaction with the PTO for 


. . . leaving an applicant in a position where he 
cannot overcome the reference claims by a 131 
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affidavit because the PTO has decided that the 
reference claims his invention, while at the same 
time, he is denied an interference because the 
PTO has decided that the claims of his applica- 
tion and those of the reference are not for sub- 
stantially the same invention. 


Possibly because of this decision, some patent practi- 
tioners seem to have been of the opinion that an 
affidavit under 37 CFR 1.131 can be used to overcome a 
rejection on a domestic patent so long as there is no ver- 
batim correspondence between the claims of the applica- 
tion or the patent under reexamination rejected on that 
domestic patent and the claims of the domestic patent. 

Such an opinion is not in accord with the law 
expressed in such cases as In re Clark, 53 CCPA 954, 
457 F.2d 1004, 173 USPQ 359 (1972); In re Hidy, 49 
CCPA 1152, 303 F.2d 954, 133 USPQ 650 (1962); In re 
Teague, 45 CCPA 877, 254 F.2d 145, 117 USPQ 284 
(1958); and In re Ward, 43 CCPA 1007, 236 F.2d 428, 
111 USPQ 101 (1956). In In re Hidy, supra, 133 USPQ at 
652, the Court stated: 


A Rule 131 affidavit is ineffective to overcome 
a United States patent, not only where there is a 
verbatim correspondence between claims of the 
application and of the patent, but also where 

ere is no patentable distinction between the re- 
spective claims. Jn re Wagenhorst, 20 CCPA 829, 
62 F.2d 831, 16 USPQ 126; In re Teague, 45 
CCPA 877, 254 F.2d 145, 117 USPQ 284. 


If the application (or patent under reexamination) and 
the domestic patent contain claims which are identical, 
or which are not patentably distinct, then the application 
and patent are claiming the “same patentable invention,” 
defined by §1.601(n) as follows: 


Invention “A” is the “same patentable inven- 
tion” as an invention “B” when invention “A” is 
the same as (35 U.S.C. 102) or is obvious (35 
U.S.C. 103) in view of invention “B” assuming in- 
— “B” is prior art with respect to invention 


As provided in §1.601(i), an interference may be de- 
clared whenever an examiner is of the opinion that an 
application and a patent contain claims for the “same 
patentable invention.” The purpose of the proposed 
amendment to §1.131(a) is to insure that an applicant 
who is claiming an invention which is identical to, or 
obvious in view of, the invention claimed in a domestic 
patent cannot employ an affidavit under §1.131 as a 
means for avoiding an interference with the patent. To 
allow an applicant to do so would result in the issuance 
of two patents to the same invention. 

Section 1.131(b), if amended as proposed, would insert 
in the first sentence thereof the language, “prior to” be- 
fore the words “said date”. This amendment makes clear 
that the showing of facts under §1.131(b) must establish 
due diligence from a date prior to the effective date of 
the reference to affiant’s subsequent reduction to prac- 
tice or to the filing of his application as set forth in In re 
Mulder, 716 F.2d 1542, 219 USPQ 189 (Fed. Cir. 1983). 


(2) Appellant’s Brief and Reply Brief 
A. Limitation on Length 
Section 1.192(a), if amended as proposed, would de- 
lete the last sentence and insert the following sentence 
after the first sentence: 
If the brief exceeds 30 pages, in addition to the 
appendix required by paragraph (c)(7) of this sec- 
tion, it will be returned to the appellant. 


Section 1.193(b), if amended as proposed, would insert 
the following as the third sentence: 
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If the reply brief exceeds 15 pages, or the ex- 
aminer determines that it is not directed only to 
new points of argument raised in the examiner’s 
answer, the examiner will so notify the appellant 
and at the same time return the reply brief to the 
appellant. 


The last sentence of §1.192(a) is proposed to be de- 
leted in view of the proposed addition of enemas (c), 
which would impose more specific requirements for the 
contents of the brief. 

The sentences pro’ to be added to §§1.192(a) and 
1.193(b) would limit the length of an apellant’s brief and 
reply brief in an ex parte appeal to 30 and 15 pages, re- 
spectively, by providing that briefs or reply briefs which 
exceed these limits will be returned. These numbers of 
pages are for pages which comply with the requirements 
of 37 CFR 1.52. In determining whether a brief exceeds 
the 30-page limit, the pages of the appendix required by 
proposed §1.192(c)(7) would not be counted. 

While the length of the majority of briefs and reply 
briefs filed in ex parte appeals is substantially less than 
the 30- and 15-page limits proposed, in some instances 
briefs and reply briefs greatly exceed these limits. In 
many instances, these lengthy briefs and reply briefs are 
unnecessary; rather than focusing upon the issues in- 
volved in the appeal, they are verbose and repetitious, 
beclouding the issues and taking up an inordinate 
amount of the time spent by the examiner and examin- 
ers-in-chief in considering the appeal. The page limits set 
in proposed §§1.192(a) and 1.193(b) are intended to elim- 
inate such lengthy briefs and reply briefs while at the 
same time giving appellants adequate scope to fully de- 
velop their arguments. 

The proposed amendment to §1.193(b) would also 
provide for return of the reply brief to the appellant if 
the examiner determines that the —_ brief did not 
comply with the requirement of §1.193(b) that it be lim- 


ited to any new points of argument raised in the examin- 
er’s answer. 


B. Contents of the Main Brief 


Section 1.192, if amended as proposed, would add 
paragraphs (c) and (d). Paragraph (c) lists a number of 
items which would have to be included in the appel- 
lant’s brief, while poo (d) would permit dismissal 
of the appeal for failure to include any of the items re- 
quired by paragragh (c), in the order specified in para- 
graph (c). Paragraph (d) would also add the following 
sentence: 


Any arguments or authorities not included in the 
brief may be refused consideration by the Board 
of Patent Appeals and Interferences. 


This sentence emphasizes that all arguments and au- 
thorities which an appellant wishes the Board to consid- 
er must be included in the brief. It should be noted that 
arguments not presented in the brief and made for the 
first time at oral hearing are not entitled to consider- 
ation. In re Chiddix, 209 USPQ 78 (Comr. 1980); 
Rosenblum v. Hiroshima, 220 USPQ 383 (Comr. 1983). 

Proposed paragraph (c) would require that the brief 
contain, in order, seven specific items. This proposed re- 
quirement arose from the recommendations of a commit- 
tee which was appointed by the Commissioner of Patents 
and Trademarks in 1986 to study and report on alterna- 
tives for reducing the backlog of ex parte appeals at the 
Board of Patent Appeals and Interferences. One of the 
committee’s recommendations was that §1.192 be 
amended to require that the appellant’s brief include cer- 
tain items. Items (3), (4), (5) and (6) of proposed §1.192(c) 
are based upon the committee’s recommendations. The 
committee indicated that the inclusion of those items in 
the brief would crystallize the issues involved in the ap- 
peal. By eliminating inadequate briefs, the Board of Patent 
Appeals and Interferences would not need to engage in 
what might be called “de novo” examination of a patent 
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application, but rather could confine its activities to re- 
view of the appealed rejections. 

The committee also recommended that certain items 
be required to be included in the examiner’s answer. It is 
expected that the Manual of Patent Examining Proce- 
dure wil! be amended to require that the examiner’s an- 
swer contain these and other items, substantially as indi- 
cated in Appendix A. 

In addition to the committee’s recommendations, some 
of the proposed items are supported by the evaluation of 
selected practices conducted as a part of the PTO’s 
Quality Reinforcement Program. A summary of the re- 
sults of that evaluation is published at 1078 Official Ga- 
zette 22 — 19, 1987). 

The specific items required by proposed §1.192(c) are: 


(1) A statement of the status of all the claims in the 
application, or patent under reexamination, i.e., for each 
claim in the case, appellant should state whether it is 
cancelled, allowed, rejected, etc. Each claim on appeal 
must be identified. 

(2) A statement of the status of any amendment filed 
subsequent to final rejection, i.c., whether or not the 
amendment has been acted upon by the examiner, and if 
so, whether it was entered, denied entry, or entered in 


part. 

Items (1) and (2) are included in proposed §1.192(c) 
because in the past confusion has sometimes arisen as to 
which claims are on appeal, and the precise wording of 
those claims, particularly where the appellant has sought 
to amend claims after final rejection. The inclusion of 
items (1) and (2) in the brief would advise the examiner 
of what the appellant considers the status of the claims 
and post-final rejection amendments to be, allowing any 
disagreement on these questions to be resolved before 
the appeal was taken up for decision by the Board of 
Patent Appeals and Interferences. 

(3) A concise explanation of the invention defined in 
the claims involved in the appeal. This explanation 
would be required to refer to the specification by page 
and line number, and, if there were a drawing, to the 
drawing by reference characters. Where applicable, it 
would be preferable to read the appealed claims on the 
specification and any drawing. 

(4) A concise statement of the issues presented for re- 
view. Each stated issue would correspond to a separate 
ground of rejection which appellant wished the Board 
of Patent Appeals and Interferences to review. While 
the statement of the issues would have to be concise, it 
could not be so concise as to omit the basis of each is- 
sue. For example, the statement of an issue as “Whether 
claims 1 and 2 are unpatentable” would not comply with 
proposed §1.192(c)(4). Rather, the basis of the alleged 
unpatentability would have to be stated, e.g., “Whether 
claims 1 and 2 are unpatentable under 35 U.S.C. 103 
over Smith in view of Jones”, or “Whether claims 1 and 
2 are unpatentable under 35 U.S.C. 112, first paragraph, 
as being based on a non-enabling disclosure.” The state- 
ment would be limited to the issues presented, and 
should not include any argument concerning the merits 
of those issues. 

(5) If an appealed ground of rejection applied to more 
than one claim and appellant considered the rejected 
claims to be separately patentable, proposed §1.192(c)(5) 
would require appellant to state that the claims do not 
stand or fall together, and the reasons why they were con- 
sidered separately patentable. The absence of such a state- 
ment would be taken by the PTO as a concession by the 
applicant that, if the ground of rejection were sustained as 
to any one of the rejected claims, it would be equally ap- 
plicable to all of them. Proposed §1.192(c)(5) continues 
the current practice of the Board of Patent Appeals and 
Interferences, and is consistent with the practice of the 
Court of Appeals for the Federal Circuit indicated in such 
cases as In re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. 
Cir. 1983), and In re King, 801 F.2d 1324, 231 USPQ 136 
(Fed. Cir. 1986). 

(6) The appellant’s contentions with respect to each of 
the issues presented for review in proposed §1.192(c)(4), 
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and the basis for these contentions, including citations of 
authorities, statutes, and parts of the record relied on. 
Included in this proposed —- are five 
subparagraphs, (i) to (v). Subparagraphs (i) to (iv) con- 
cern the grounds of rejection most commonly involved 
in ex parte appeals, namely, 35 U.S.C. 112, first and sec- 
ond paragraphs, 35 U.S.C. 102, and 35 U.S.C. 103. 
Subparagraph (v) is a general provision concerning 
a. of rejection not covered by subparagraphs (i) to 
iv). 

The purpose of subparagraphs (i) to (iv) is to insure 
that the appellant’s ——- concerning each appealed 
ground of rejection will include a discussion of the ques- 
tions relevant to that ground. It is believed that compli- 
ance with the requirements of the particular 
subparagraphs which are pertinent to the grounds of re- 
jection involved in an — would be beneficial both 
to the PTO and to appellants. It would not only facili- 
tate a decision by the Board of Patent Appeals and In- 
terferences by enabling the Board to determine more 
quickly and precisely the appellant’s position on the rel- 
evant issues, but also would help appellants to focus 
their arguments on those issues. 

For each rejection not falling under subparagraphs (i) 
to (iv), proposed subparagraph (v) provides that the ar- 

ent should specify the specific limitations in the re- 
jected claims, if appropriate, or other reasons, which 
cause the rejection to be in error. This proposed lan- 
guage recognizes that for some grounds of rejection, it 
may not be necessary to specify particular claim limita- 
tions; for example, a rejection under 35 U.S.C. 101, as in 
Ex parte Hibberd, 227 USPQ 443 (BPAI 1985), or a re- 
jection for violation of the duty of disclosure under 37 
CFR 1.56(d), as in Ex parte Harita, 1 USPQ2d 1887 
(BPAI 1986). 

(7) An appendix containing a copy of the claims in- 
volved in the appeal. 


C. Contents of Reply Brief 


Section 1.193(b), if amended as proposed, would insert 
the following as the second sentence: 


The new points of argument shall be specifically 
identified in the reply brief. 


Since the reply brief must be limited to any new 
points of argument raised in the examiner’s answer, com- 
pliance with the requirement of this proposed sentence 
would facilitate both preparation of the reply brief by 
appellant and consideration of the reply brief by the 
PTO. 

The final sentence of §1.193(b), if amended as pro- 
posed, would provide that the reply may be accompa- 
nied by, rather than include, any amendment or material 
appropriate to the new ground of rejection. This pro- 
posed change in the rule makes clear that the amend- 
ment or other material must be presented in a separate 
paper, rather than in the reply itself. 


(3) Time Period for Requesting an Oral Hearing 


Section 1.194(b), if amended as proposed, would add 
the following sentence after the first sentence: 


If the examiner’s answer states a new ground of 
rejection and if appellant files a reply as provided 
by §1.193(b), then the written request must be 
made within three months after the date of the 
filing of the reply. 


The present rule does not provide the appellant an ad- 
ditional time period for requesting an oral hearing in the 
event that the examiner’s answer states a new ground of 
rejection. If the answer states a new ground of rejection, 
§1.193(b) provides that appellant’s reply may also in- 
clude any amendment or material appropriate to the 
new ground of rejection. However, under §1.194(b) ap- 
pellant must file the request for oral hearing within one 
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month after the date of the answer whereas the reply 
thereto must be filed within two months from the date 
of the answer. Consequently, appellant must file a re- 
quest for oral hearing before having the benefit of the 
examiner’s views, if any, with respect to the reply. 
Although the examiner does not normally issue a sup- 
plemental answer in response to a oply see Manual of 
Patent Examining Procedure §1208.01 (Sth Ed., Aug. 
1983), the proposed amendment to §1.194(b) would per- 
mit the appellant to postpone filing a request for an oral 
hearing until three months after the date the reply is 
filed. This will give the appellant time to receive the ex- 
aminer’s response, if any, to the reply before the appel- 
lant has to decide whether to request an oral hearing. 


(4) Procedure Following Final Rejection, Remand Under 
§1.196(b) 


Section 1.196(b)(1), if amended as proposed, would 
add the following sentence as the penultimate sentence 
of the section: 


Should the examiner make the rejection final the 
applicant may again appeal to the Board of Pa- 
tent Appeals and Interferences. 


Under §1.196(b), the Board of Patent Appeals and In- 
terferences may, in its decision on an ex parte appeal, 
make a new rejection of one or more appealed claims, in 
which case the appellant has the option of (1) submitting 
an appropriate amendment of the rejected claims, 
and/or a showing of facts, (2) requesting reconsidera- 
tion, or (3) treating the decision as a final p Bore If the 
appellant elects option (1), the case is remanded to the 
examiner for consideration. If the examiner does not 
consider that the amendment and/or showing of facts 
overcome the rejection, he or she will make the rejec- 
tion final. 

An applicant in whose application such a final rejec- 
tion has been made may mistakenly believe that he or 
she is entitled to review of the final rejection by the 
Board of Patent Appeals and Interferences by virtue of 
the fact that the application was previously on appeal. 
The proposed amendment would correct this belief by 
making clear that after such a final rejection, an appli- 
cant who desires further review of the matter must file a 
new appeal to the Board of Patent Appeals and Interfer- 
ences. The language of the proposed amendment is simi- 
lar to the fourth sentence of §1.196(d). 


(5) Request for Access by Interference Party 


Section 1.612(a), if amended as proposed, would add 
the following sentence as the last sentence of the sec- 
tion: 


A party seeking access to any abandoned or 
pending application referred to in the opposing 
party’s involved application or access to any 
pending application referred to in the opposing 
party’s patent must file a motion under §1.635. 


The proposed amendment would require an interfer- 
ence party seeking access either to a pending or aban- 
doned application referred to in an opposing party’s in- 
volved application or to a pending application referred 
to in an opposing party’s involved patent to file a mo- 
tion under 37 CFR 1.635. Such a motion is decided by 
an examiner-in-chief (§1.640(b)). 

Under the present practice, access can only be obtained 
by filing an ex parte petition to the Commissioner accom- 
panied by the petition fee set forth in §1.17(i) and normal- 
ly no decision is rendered on the petition until after the 
opposing party has had an opportunity to respond to the 
petition. The proposed amendment would expedite the in- 
terference proceeding by eliminating the delays inherent 
in the petition process. By requiring the party seeking ac- 
cess to file a motion under §1.635, that party would first 
have to confer with the opposing party in an effort to re- 
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solve the issue of access as required by §1.637(b). The 
examiner-in-chief would not have to decide the issue un- 
less it could not be resolved by the parties. 


(6) Access to Applications 


Section 1.14(e) if amended as proposed, would delete 
the word “of” from the phrase “or of any papers relat- 
ing thereto” and would add a reference to §1.612(a) by 
— the following sentence as the last sentence 
thereof: 


See §1.612(a) for access by an interference party 
to a pending or an abandoned application. 


Section 1.14(e) as presently worded appears to limit a 
request by a member of the public to copies of, but not 
access to, any papers relating to any pending or aban- 
doned application. Any such limitation was unintention- 
al. The amended language will permit a member of the 
public to request both access to and copies of those pa- 


pers. 
(7) Request for Interference with an Application or Patent 


Sections 1.604(a) and 1.607(a), if amended as pro- 
posed, would provide for the situation in which a patent 
applicant requests an interference with another applica- 
tion or patent, respectively, on the basis of one or more 
claims which are already present in his or her applica- 
tion. The present rules require that when an applicant 
seeks an interference with another application or an 
unexpired patent, he or she must present a claim corre- 
sponding to the proposed count. The proposed rules 


would eliminate this requirement if a claim or claims 
corresponding to the proposed count are already in the 
application, and the applicant identifies them as such. 


(8) Motion to Declare Additional Interference 


Section 1.637(e)(1)(vi), if amended as proposed, would 
clearly state that a motion to declare an additional inter- 
ference under 37 CFR 1.633(e)(1) between an additional 
application not involved in the interference and owned 
by a party and an opponent’s application or patent in- 
volved in the interference shall designate the claims of 
the opponent’s application or patent which define the 
same patentable invention defined by the proposed count 
or if the opponent’s application does not contain any 
such claim, the moving party shall propose a claim to be 
added to the opponent’s application. The present section 
states that when the opponent is a patentee, the motion 
shall designate the patent claims which define the same 
patentable invention defined by the proposed count. The 
present section does not require, although such a re- 
quirement is inferred from §1.637(e)(2)(vi), that when 
the opponent is an applicant, the motion shall designate 
the application claims which define the same patentable 
invention defined by the proposed count or, if the oppo- 
nent’s application does not contain any such claim, the 
moving party shall propose a claim to be added to the 
opponent’s application. 


(9) Interference Estoppel 


Section 1.658(c), if amended as proposed, would insert 
in the first sentence the language “by a motion under 
§1.633(e)” after the words ‘(3) could have been proper- 
ly raised” and substitute the language “on an invention 
which was claimed during the pendency of the original 
interference either (i) in the winning party’s involved ap- 
plication or patent or (ii) in a noninvolved application 
owned by a losing party” for the words “with a motion 
under §1.633(e)”. In the second sentence, the language 
“who could have properly moved, but failed to move, 
under §§1.633 or 1.634” appearing after the words “los- 
ing party” would be deleted. Also in the second sen- 
tence, the language “that party’s failure to properly 
move” would be deleted and the language “the issues 
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settled by the judgment” inserted in its place. The pro- 

amendment incorporates into §1.658(c) the guide- 
ines set forth in the interference rules correction notice 
(50 Fed. Reg. 23122, May 31, 1985, 1059 Official Ga- 
zette 27, Oct. 22, 1985) for the application of the doc- 
trine of interference estoppel under 37 CFR 1.658(c) 
with respect to a losing party’s failure to move under 37 
CFR 1.633(e) to declare an “additional interference” be- 
tween an additional application not involved in the in- 
terference and owned by the party and an opponent’s 
application or patent involved in the interference on a 
separate patentable invention. The correction notice 
states that generally a losing party will be estopped for 
failure to move when the separate patentable invention 
(subject matter) which could have been the subject of 
the “additional interference” was claimed (during the 
pendency of the interference) (1) in the opponent’s in- 
volved application or patent or (2) in a non-involved ap- 
plication owned by the party during the pendency of the 
interference. Should a losing party after the termination 
of the interference acquire an application which dis- 
closes or claims the separate patentable invention and 
which could have been the subject of the “additional in- 
terference”, estoppel would not apply because the party 
did not own the application during the pendency of the 
interference. 

The correction notice illustrates the general applicabil- 
ity of interference estoppel in certain situations where a 
losing party fails to move under §1.633(e) to declare an 
“additional interference” on a separate patentable inven- 
tion as follows: 


Winning Opponent’s 
Involved Application 
or Patent 


Claimed 

Claimed 

Disclosed 
(Application) 
(Patent) 

Disclosed 


Losing Party’s Non- 
Involved Application 


Claimed 
Disclosed 
Claimed 


Estoppel 


Yes 
Yes 


Yes 
No* 
Disclosed No 

*An invention disclosed and not claimed in a winning opponent’s patent 
would not form the basis for a count because the patent does not contain a 
claim which can be designated to correspond to the count. Thus, a motion 
to declare an additional interference under §1.633(e) could not have been 
properly brought, and interference estoppel therefore would not apply. 


(10) Filing of Reissue Application During Interference 


Section 1.662(b), if amended as proposed, would insert 
a comma after “§1.633(h)” and add the language “or 
would not be appropriate” at the end of the last sen- 
tence. The present rule contemplates that a reissue appli- 
cation may be filed by a patentee involved in an interfer- 
ence only for one of two reasons: either for the purpose 
of avoiding the interference, or for some other purpose 
relating to the interference, e.g., to add claims corre- 
sponding to a proposed new count. In the first case, 
judgment would be entered against the patentee and in 
the second case, a motion under §1.633(h) to add the re- 
issue application to the interference would be appropri- 
ate. 

However, it has been found that a patentee involved in 
an interference may file a reissue application for some oth- 
er reason not contemplated by the rule, and for which the 
entry of judgment or a motion under §1.633(h) would not 
be appropriate. For example, the patentee might file a re- 
issue application for the purpose of amending claims of 
the patent which are directed to an invention which is 
patentably distinct from the issue of the interference and 
which is not disclosed by the opposing party. In such a 
situation, addition of the reissue application to the inter- 
ference would be unn . The proposed amendment 
of §1.662(b) would accommodate this third possibility by 
providing that, instead of filing a motion under §1.633(h) 
to add the reissue application to the interference, a paten- 
tee could show good cause why such a motion would not 
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be appropriate under the particular circumstances in- 
volved. ‘ 


(11) Applications Under Secrecy Order 


Section 5.3(b), if amended as proposed, would delete 
the language “under secrecy order copies claims from an 
issued patent” and insert in its place the language “‘is un- 
der secrecy order seeks to provoke an interference with 
an issued patent” to make the section’s language consis- 
tent with that of §1.607(d). In addition, it is proposed to 
correct the reference to “§1.205(c)” to read “§1.607(d)”. 


Environmental, Energy and Other Considerations 


The proposed rule change will not have a significant 
impact on the quality of the human environment or con- 
servation of energy resources. 

The proposed rule change is in conformity with the 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seg., Executive Order 12291, and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the proposed rule change will not have a significant 
adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)), because it is intended to expedite the disposition 
of appeals and to simplify by clarification and amplifica- 
tion certain of the rules governing the conduct of an in- 
terference. The expedited disposition of appeals will per- 
mit the small entity to make earlier business decisions 
which may be affected by a pending appeal. The effect 
of the clarification and amplification of the rules relating 
to interferences will be to reduce the costs associated 
with involvement in an interference. 

The Patent and Trademark Office has determined that 
this proposed rule change is not a major rule under Ex- 
ecutive Order 12291. The annual effect on the economy 
will be less than $100 million. There will be no major in- 
crease in costs or prices for consumers, individual indus- 
tries, federal, state or local government agencies, or geo- 
graphic regions. There will be no significant adverse 
effects on competition, employment, investment, produc- 
tivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 

This rule change will not impose a burden under the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq., 
since no significant additional record keeping or reporting 
requirements are placed upon the public. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Authority del- 
egations (government agencies), Conflict of interests, 
Courts, Inventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority 
granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6, the Patent and Trademark Office pro- 
poses to amend Title 37 of the Code of Federal Regula- 
tions as set forth below. It is proposed to amend 37 
CFR, Parts 1 and 5, as follows with deletions indicated 
by brackets and additions by arrows. 


Part 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would 
continue to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.14 is proposed to be amended by revising 
paragraph (e) to read as follows: 


§1.14 Patent applications preserved in secrecy. 
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(e) Any request by a member of the public seeking ac- 
cess to, or of, any pending or abandoned applica- 
tion preserved in secrecy pursuant to = A and 
(b) of this section, or fo any papers relating thereto, 
must (1) be in the form of a — and be accompanied 
by the petition fee set forth in §1.17(i) or (2) include 
written authority granting access to the member of the 
public in that particular application from the applicant 
or the _— assignee or attorney or agent of 
record. p» § 1.612(2) for access by an interference 
party to a pending or abandoned application.q 


3. Section 1.131 is proposed to be revised to read as 
follows: 


§1.131 Affidavit or declaration of prior invention to 
overcome cited patent or publication. 

(a) When any claim of an application or a patent un- 
der reexamination is rejected on reference to a domestic 
patent which substantially shows or describes but does 
not claim pthe same patentable invention, as defined 
in §1.601(n), as the rejected invention, or on refer- 
ence to a foreign patent or to a printed publication, and 
the inventor of the subject matter of the rejected claim, 
the owner of the patent under reexamination, or the per- 
son qualified under §§1.42, 1.43 or 1.47, shall make oath 
or declaration as to facts showing a completion of the 
invention in this country before the filing date of the ap- 
plication on which the domestic patent issued, or before 
the date of the foreign patent, or before the date of the 
printed publication, then the patent or publication cited 
shall not bar the grant of a patent to the inventor or the 
confirmation of the patentability of the claims of the pa- 
tent unless the date of such patent or printed publication 
is more than one year prior to the date on which the in- 
ventor’s or patent owner’s application was filed in this 
country. 

(b) The showing of facts shall be such, in character 
and weight, as to establish reduction to practice prior to 
the effective date of the reference, or conception of the 
invention prior to the effective date of the reference 
coupled with due diligence from pprior to « said date 
to a subsequent reduction to practice or to the filing of 
the application. Original exhibits of drawings or records, 
or photocopies thereof, must accompany and form part 
of the affidevit or declaration or their absence satisfacto- 
rily explained. 

4. Section 1.192 is proposed to be amended by revis- 
ing paragraph (a) and adding new paragraphs (c) and (d) 
to read as follows: 


§1.192 Appellant’s brief. 


(a) The appellant shall, within 2 months from the date 
of the notice of appeal under §1.191 in an application, 
reissue application, or patent under reexamination, or 
within the time allowed for response to the action 
appealed from, if such time is later, file a brief ia tripli- 
cate.pIf the brief exceeds 30 pages, in addition to the 
— required by paragraph (c)(7) of this section, it 

ill be returned to the appellant. < The brief must be 
accompanied by the requisite fee set forth in §1.17(f ) 
and must set forth the authorities and arguments on 
which the appellant will rely to maintain the appeal. 
[The brief must include a concise explanation of the in- 
vention which should refer to the drawing by reference 
characters, and a copy of the claims involved.] 


se ee 


p(c) The brief shall contain the following items un- 
der appropriate headings and in the order here indicat- 
ed: 


(1) Status of Claims. A statement of the status of all 
the claims, pending or cancelled, and identifying the 
claims appealed. 

(2) Status of Amendments. A statement of the status of 
any amendment filed subsequent to fina! rejection. 
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(3) Summary: of Invention. A concise explanation of 

the invention defined in the claims involved in the ap- 

, which shall refer to the specification by page and 

ine number, and to the drawing, if any, by reference 
characters. 

(4) Issues. A concise statement of the issues presented 
for review. 

(5) Grouping of Claims. For each ground of rejection 
which appellant contests and which applies to more than 
one claim, it will be presumed that the rejected claims 
stand or fall together unless a statement is included that 
the rejected claims do not stand or fall together, accom- 
panied by reasons as to why appellant considers the re- 
jected claims to be separately patentable. 

(6) Argument. The contentions of the appellant with 
respect to each of the issues presented for review in 
subparagraph (c)(4) of this section, and the basis there- 
for, with citations of the authorities, statutes, and parts 
of the record relied on. Each issue should be treated un- 
der a separate heading. 


(i) For each rejection under 35 U.S.C. 112, first 
paragraph, the argument shall specify the errors in the 
rejection and how the first paragraph of 35 U.S.C. 112 is 
complied with, including, as appropriate, how the » sad 
fication and drawings, if any, (A) describe the subject 
matter defined by each of the rejected claims, (B) enable 
any person skilled in the art to make and use the subject 
matter defined by each of the rejected claims, and (C) 
set forth the best mode contemplated by the appellant of 

ing out his or her invention. 

(ii) For each rejection under 35 U.S.C. 112, second 
paragraph, the argument shall specify the errors in the 
rejection and how the claims particularly point out and 
distinctly claim the subject matter which applicant re- 
gards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the ar- 
gument shall specify the errors in the rejection and why 
the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims 
which are not described in the prior art relied upon in 
the rejection. 

(iv) For each rejection under 35 U.S.C. 103, the ar- 
gument shall specify the errors in the rejection and, if 
appropriate, the specific limitations in the rejected 
claims which are not described in the prior art relied on 
in the rejection, and shall explain how such limitations 
render the claimed subject matter unobvious over the 
prior art. If the rejection is based upon a combination of 
references, the argument shall explain why the refer- 
ences, taken as a whole, do not suggest the claimed sub- 
ject matter, and shall include, as may be appropriate, an 
explanation of why features disclosed in one reference 
may not properly be combined with features disclosed in 
another reference. A general argument that all the limi- 
tations are not described in a single reference does not 
satisfy the requirements of this paragraph. 

(v) For any rejection other than those referred to in 
paragraphs (i) to (iv) of this section, the argument shall 
specify the errors in the rejection and the specific limita- 
tions in the rejected claims, if appropriate, or other rea- 
sons, which cause the rejection to be in error. 


(7) Claims appealed. An appendix containing a copy of 
the claims involved in the appeal. 

(d) Failure to comply with any of the requirements of 
paragraph (c) of this section may result in dismissal of 
the appeal. Any arguments or authorities not included in 
the brief may be refused consideration by the Board of 
Patent Appeals and Interferences. 

Section 1.193 is proposed to be amended by revising 
paragraph (b) to read as follows: 


1.193 Examiner’s answer. 


eseeet 


(b) The appellant may file a reply brief directed only 
to such new points of argument as may be raised in the 
examiner’s answer, within one month from the date of 
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such answer. pThe new points of argument shall be 
specifically identified in the reply brief. If the reply brief 
exceeds 15 pages, or the examiner determines that it is 
not dir only to new points of argument raised in 
the examiner’s answer, the examiner will so notify the 
appellant and at the same time return the reply brief to 

appellant. « [ However, if ] pif ¢ the examin- 
er’s answer states a new ground of rejection appellant 
may file a reply thereto within two months from the 
date of such answer, such reply may [include] pbe ac- 
companied by. any amendment or material appropri- 
ate to the new | oye 

6. Section 1.194 is proposed to be amended by revis- 
ing paragraph (b) to read as follows: 


§1.194 Oral hearing. 


eseee8,% 


(b) If appellant desires an oral hearing, appellant must 
file a written request for such hearing accompanied by 
the fee set forth in §1.17(g) within one month after the 
date of the examiner’s answer. p If the examiner’s an- 
swer states a new ground of rejection and if ppellant 
files a reply as provided for by §1.193(b), then :he writ- 
ten request must be made within three months after the 
date of the filing of the reply. ¢ If —— requests an 
oral hearing and submits therewith the fee set forth in 
§1.17(g), an oral argument may be presented by, or on 
be! of, the primary examiner if considered desirable 
by either the primary examiner or the Board. 


7. Section 1.196(b)(1) is proposed to be revised to read 
as follows: 


§1.196 Decision by the Board of Patent Appeals and In- 
terferences. 


(b ses 


(1) The appellant may submit an appropriate amendment 
of the claims so rejected or a showing of facts, or both, 
and have the matter reconsidered by the examiner in 
which event the application will be remanded to the ex- 
aminer and the decision of the Board of Patent Appeals 
and Interferences shall not be considered final for the 
purpose of judicial review. The statement shall be bind- 
ing upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground for 
rejection stated in the decision. p»Should the examiner 
make the rejection final the applicant may again appeal 
to the Board of Patent Appeals and Interferences.¢ 
When appropriate, upon conclusion of proceedings on 
remand before the examiner, the Board of Patent Ap- 
peals and Interferences may enter an order otherwise 
making its decision final. 


see28 


8. Section 1.604(a) is proposed to be revised to read as 
follows: 


§1.604 Request for interference between applications by 
an applicant. 


(a) An applicant may seek to have an interference de- 
clared with an application of another by (1) suggesting a 
proposed count and presenting [a] pat least oneg claim 
corresponding to the proposed count por identifying at 
least one claim in his or her application that corresponds 
to the proposed count¢, (2) identifying the other appli- 
cation and, if known, a claim in the other application 
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which corresponds to the proposed count, and (3) 
explaining why an interference should be declared. 


9. Section 1.607(a) is proposed to be revised to read as 
follows: 


§1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference de- 
clared between an application and an unexpired patent 
by (1) pidentifying the patent, (2)¢q presenting a pro- 
posed count p, (3) identifying at least one claim in the 
patent corresponding to the proposed count, (4) present- 
ing at least oneq [and a] claim corresponding to the 
proposed count por identifying at least one claim al- 
ready pending in his or her application that corresponds 
to the proposed count, and, if any claim of the patent 
or application pidentified as corresponding to the pro- 
posed count does not correspond exactly to the pro- 

count, explaining why [an interference should be 
declared, (2) identifying the patent and indicating which 
claim in the application and which claim or claims of 
the patent correspond to the proposed count] peach 
such claim corresponds to the proposed count¢, and [3] 
p(5)q applying the terms of pany¢ [the] app) ication 
claim pi) identified asq corresponding to the count 
pand (ii) not previously in the applicationg to the 
disclosure of the application. 


eee 


10. Section 1.612(a) is proposed to be revised to read 
as follows: 


§1.612 Access to applications. 


(a) After an interference is declared, each party shall 
have access to and may obtain copies of the files of any 
application set out in the notice declaring the interfer- 
ence, except for affidavits filed under §1.131 and any ev- 
idence and explanation under §1.608 filed separate from 
an amendment. pA party seeking access to any aban- 
doned or pending application referred to in the opposing 
party’s involved application or access to any pending 
application referred to in the opposing party’s patent 
must file a motion under §1.635.¢4 


ese ee 
11. Paragraph (¢)(1)(vi) of §1.637 is proposed to be re- 
vised to read as follows: 
§1.637 Content of motions. 


*e ee 
(e)*** 
a> 4+ 


(vi) [When the opponent is a patentee, designate the 
claims of the patent which define the same patentable in- 
vention defined by the proposed count.] pldentify all 
claims in the opponent’s application or patent which 
should be designated to correspond to each proposed 
count; if the opponent’s application does not contain any 
such claim, the motion shall propose a claim to be added 
to the opponent’s application.¢ 


s**t 


see e & 


12. Paragraph (c) of §1.658 is proposed to be revised 
to read as follows: 


§1.658 Final decision 
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(c) A judgment in an interference settles all issues 
which (1) were raised and decided in the interference, 
(2) could have been properly raised and decided in the 
interference by a motion under §1.633 (a) through (d) 
and (f ) through (j) or §1.634 and (3) could have been 
properly raised p»by a motion under §1.633(€)q and de- 
cided in an additional interference [with a motion under 
§1.633(e)] pon an invention which was claimed during 
the pendency of the original interference either (i) in the 
winning party’s involved application or patent or (ii) in 
a non-involved application owned by a losing party¢. 
A losing party [who could have properly moved, but 
failed to move, under §§1.633 or 1.634] shall be estopped 
to take ex parte or inter partes action in the Patent and 
Trademark Office after the interference which is incon- 
sistent with [that party’s failure to properly move] pthe 
issues settled by the judgment¢, except that a losing 
party shall not be estopped with respect to any claims 
which correspond, or properly could have correspond- 
ed, to a count as to which that party was awarded a fa- 
vorable judgment. 

13. Paragraph (b) of §1.662 is proposed to be revised 
to read as follows: 


§1.662 Request for entry of adverse judgment; reissue 
filed by patentee. 


(b) If a patentee involved in an interference files an 
application for reissue during the interference and omits 

1 claims of the patent corresponding to the counts of 
the interference for the purpose of avoiding the interfer- 
ence, judgment may be entered against the patentee. A 
patentee who files an application for reissue other than 
for the purpose of avoiding the interference shall timely 
file a preliminary motion under §1.633(h) p,q or show 


a cause why the motion could not have been timely 
iled por would not be appropriateq. 


PART 5—SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE APPLICA- 
TIONS IN FOREIGN COUNTRIES 


14. The authority citation for 37 CFR Part 5 would 
continue to read as follows: 


Authority: 35 U.S.C. 6, 41, 181-188 and the Export 
Administration Act of 1979, as amended, the Arms Ex- 
port Control Act, as amended, the Atomic Energy Act 
of 1954, as amended, and the Nuclear Non-Proliferation 
Act of 1978, and the delegations in the regulations under 
these acts to the Commissioner (15 CFR 370.10(j)), 22 
CFR 125.04, and 10 CFR 810.7). 


15. Paragraph (b) of §5.3 is proposed to be revised to 
read as follows: 


§5.3 Prosecution of application under secrecy orders; 
withholding patent. 


se eee 


(b) An interference will not be declared involving na- 
tional applications under secrecy order. However, if an 
applicant whose application [under secrecy order copies 
claims from] pis under secrecy order seeks to provoke 
an interference with¢ an issued patent, a notice of that 
fact will be placed in the file wrapper of the patent. (See 
[§1.205(c)] p-§1.607(d).q). 


ese eee 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 16, 1987. 
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Appendix A 


Proposed Requirements for Examiner’s Answer 


Chapter 1200 of the Manual of Patent Examining Pro- 
cedure would be amended to require that the examiner’s 
answer include, in the order indicated, the following 
items: 


(1) Status of claims. A statement of whether the 
examiner agrees or disagrees with the state- 
ment of the status of claims contained in the 
brief and a correct statement of the status of 
all the claims pending or cancelled, if neces- 


sary. 
Status of Amendments. A statement of whether 
the examiner agrees or disagrees with the 
statement of the status of amendments con- 
tained in the brief, and an explanation of any 
disagreement. 

Summary of invention. A statement of whether 
the examiner agrees or disagrees with the 
summary of invention contained in the brief, 
an explanation of why the examiner disagrees, 
and a correct summary of invention, if neces- 


sary. 
Issues. A statement of whether the examiner 
agrees or disagrees with the statement of the 
issues in the brief and an explanation of why 
the examiner disagrees, including: 


(i) Identification of any issues which are 
petitionable rather than appealable, and 

(ii) Identification of any issues or grounds of 
rejection which the examiner no longer 
considers applicable. 


(5) Grouping of Claims. A statement of whether 
the examiner agrees or disagrees with any 
statement in the brief that certain claims do 
not stand or fall together, and, if the exam- 
iner disagrees, an explanation as to why 
those claims are not separately patentable. 
Claims appealed. A statement of whether 
the copy of the appealed claims contained 
in the appendix to the brief is correct and if 
not, a correct copy of any incorrect claim. 
References of record. A listing of the refer- 
ences of record relied on, including (where 
appropriate, and especially in the case of 
non-patent references) the page or pages in 
each reference relied on. 

New references. A statement of whether or 
not any new reference is being applied and 
a listing of each such reference being cited 
for a new ground of rejection in the exam- 
iner’s answer, including (where appropriate, 
and especially in the case of non-patent ref- 
erences) the page or pages in each reference 
relied on. 

Grounds of rejection. For each ground of re- 
jection applicable to the appealed claims, an 
explanation of the ground of rejection, or 
reference to a final rejection or other single 
prior action for a clear exposition of the re- 
jection. 


(i) For each rejection under 35 U.S.C. 112, 
first paragraph, the examiner’s answer, or 
the single prior action, shall explain how 
the first paragraph of 35 U.S.C. 112 is not 
complied with, including, as appropriate, 
how the specification and drawings, if 
any, (a) do not describe the subject mat- 
ter defined by each of the rejected claims, 
(b) would not enable any person skilled in 
the art to make and use the subject matter 


contemplated by the appellant of carrying 
out his or her invention. 

For each rejection under 35 U.S.C. 112, 
second paragraph, the examiner’s answer, 
or single prior action, shall explain how 
the claims do not particularly point out 
and distinctly claim the subject matter 
which applicant regards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, 
the examiner’s answer, or single prior ac- 
tion, shall explain why the rejected claims 
are anticipated or not patentable under 35 
U.S.C. 102, pointing out where all of the 
specific limitations recited in the rejected 
claims are found in the prior art relied 
upon in the rejection. 

(iv) For each rejection under 35 U.S.C. 103, 

the examiner’s answer, or single prior ac- 
tion, shall state the ground of rejection 
and point out where each of the specific 
limitations recited in the rejected claims is 
found in the prior art relied on in the re- 
jection, shall identify any difference be- 
tween the rejected claims and the prior 
art relied on and shall explain how the 
claimed subject matter is rendered unpat- 
entable over the prior art. If the rejection 
is based upon a combination of refer- 
ences, the examiner’s answer, or single 
prior action, shall explain the rationale for 
making the combination. 
For each rejection under 35 U.S.C. 102 
or 103 where there may be questions as 
to how limitations in the claims corre- 
spond to features in the prior art, the ex- 
aminer, in addition to the requirements of 
(9)(iii) and (iv) above, should compare at 
least one of the rejected claims feature by 
feature with the prior art relied on in the 
rejection. The comparison shall align the 
language of the claim side by side with a 
reference to the specific page, line num- 
ber, drawing reference number and quota- 
tion from the prior art, as appropriate. 

(vi) For each rejection, other than those re- 
ferred to in paragraphs (i) to (v) of this 
section, the examiner’s answer, or single 
prior action, shall specifically explain the 
basis for the particular rejection. 


(10) New ground of rejection. A statement of wheth- 


er or not any new ground of rejection is being 
made in the examiner’s answer and a complete 
statement and explanation of any such new 
ground. The requirements of section (9) shall 
be complied with for any new ground of re- 
jection. 


(11) Response to argument. A statement of wheth- 


er the examiner agrees or disagrees with each 
of the contentions of appellant in the brief 
with respect to the issues presented and an ex- 
planation of the reasons for disagreement with 
any such contention. If any ground of rejec- 
tion is not argued and responded to by appel- 
lant, the response shall point out each claim 
affected. 


(12) Period of response to new ground of rejection. A 


(150) 


statement setting the period for appellant to 
file a reply to any new ground of rejection, if 
necessary. 


[1083 OG 19] 


MISCELLANEOUS 
Hearings Before the Board of Appeals 


1086 TMOG 279 
(150) 


defined by each of the rejected claims, In recent years the backlog of cases awaiting decision 
and (c) do not set forth the best mode by the Board of Appeals has grown substantially. The 
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average time elapsing between filing of the examiner’s 
answer and final disposition is now roughly 17 months. 
Intensive effort by the Board and greater use of acting 
examiners-in-chief have been successful in raising the 
number of dispositions, but at the same time the number 
of appeals continues to grow. Thus in the first six 
months of 1974, the Board disposed of 1,193 appeals but 
received 1,915; in the last half of the year the d dis- 
posed of 1,993 appeals but received 2,179. 

In this connection it will be helpful if applicants and 
attorneys will dispense with oral hearings except where 
unusual circumstances are present which make a hearing 
important to the decision. Appeals submitted on brief re- 
ceive just as careful consideration as those in which oral 
argument is presented, nor are any implications drawn 
as to the merits of the appeal from failure to request a 
hearing. It has been the Board’s experience that in the 
ordinary case the hearing is not of great value in arriv- 
ing at the ultimate decision. 

Appellants are also encouraged to review cases where a 
hearing has already been requested, with a view to with- 
drawing the request if it is not necessary. It is particularly 
important that the Board be given timely notice whenever 
circumstances prevent the applicant or his representative 
from the appearing at a scheduled hearing. 

Rule 194 (37 CFR 1.194) limits oral argument to thir- 
ty minutes unless otherwise ordered by the Board. It has 
been the Board’s experience, however, that effective ar- 
guments can be presented in less than thirty minutes in 
most cases. Effective immediately the Board will be in- 
forming appellants in the notices of hearing mailed to 
them that oral argument will be limited to twenty min- 
utes unless otherwise ordered before the hearing begins. 

The assistance of the public will be appreciated. 


C. MARSHALL DANN, ’ 
Commissioner of Patents 
and Trademarks. 


Mar. 20, 1975. 


[933 O.G. 1010] 


(151) Hearings Before the Board of Patent 


Appeals and Interferences 


During the past twelve months there has been an in- 
crease in the number of ex parte appeals pending before 
the Board of Patent Appeals and Interferences. In order 
to address the growing backlog of pending appeals, it is 
necessary to make the most effective use of the time of 
Examiners-in-Chief hearing appeals. Significant amounts 
of time are spent by Examiners-in-Chief preparing for 
the hearings. In an effort to conserve the time spent in 
the preparation for hearing by Examiners-in-Chief, no- 
tice is hereby given that subsequent to the confirmation 
of attendance at oral hearing, requests for postponement 
of the hearing will not be granted in the absence of a 
showing of dramatically unusual circumstances. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 44] 


(152) Hearings Before the Board of Patent Appeals 
and Interferences 


Rule 1.3 (37 CFR 1.3) provides that: 
“fa]pplicants and their attorneys or agents are re- 
quired to conduct their business with the Patent and 
Trademark Office with decorum and courtesy.” 
Notice is hereby given that persons attending hearings 
before the Board of Patent Appeals and Interferences 
are advised that the above provision also applies to 
dress. If an attendee at a hearing is not appropriately 
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dressed, the attendee may be requested to leave the 
hearing room. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 45] 


(153) Access to Interference Settlement 


Agreements by Government Agencies 


Under the provisions of 35 U.S.C. §135(c), a party to 
an interference filing a copy of a settlement agreement 
may request that the copy be kept separate from the file 
of the interference, and made available only to Govern- 
ment agencies on written request, or to any person on a 
showing of good cause. 

In order to provide the parties with a record of the 
inspection of such agreements by Government agencies, 
a representative of an agency will henceforth be re- 
quired to present a written request, similar to the follow- 
ing, for each interference in which the inspection and/or 
copying of the agreement(s) is desired: 


Date: 
To: Clerk, Board of Patent Interferences 


Pursuant to the provisions of 35 U.S.C. 135(c), 
please permit 
the bearer(s) of this letter, to[ ] inspect and/or [ 
mov the settlement agreement(s) filed in Interference 
0. 
The information gained from such inspection and/or 
copying will be kept in confidence and will not be 
disclosed to any other person except for official in- 
vestigative or law enforcement purposes. 


The request will be placed in the folder containing the 
copy of the agreement, where it may be inspected by 
the parties or their authorized representatives. 

This procedure will be applicable only to inspection 
or copying by the representatives of Government agen- 
cies, since no person other than a representative of a 
Government agency, or of a party, will be granted ac- 
cess to a copy of an interference settlement agreement 
which is kept separate from the interference file except 
by way of a petition for access thereto, see M.P.E.P. 
§1002.02(k), item 2, and the parties to the interference 
are normally provided with copies of any such petition. 


LUTRELLE F. PARKER, 
Acting Commissioner of Patents 
and Trademarks. 


June 5, 1978. 
[972 O.G. 2] 


(154) Accessibility of Non-Final Discovery Opinions 
and Orders Issued by the Board 
of Patent Interferences 


A number of inquiries have been received from the pa- 
tent bar and other interested persons relating to discovery 
practice under 37 C.F.R. §1.287 before the Board of Pa- 
tent Interferences. The inquiries indicate a need for mak- 
ing available to the public non-final Board opinions, in- 
cluding concurring and dissenting opinions, as well as 
orders, made in the adjudication of discovery matters be- 
fore the Board. While non-final opinions need not be 
made available to the public [5 U.S.C. §552(a)(2)], in or- 
der to satisfy the need, copies of non-final opinions issued 
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by the Board will be kept in a file in the Service Branch 
of the Board in the U.S. Patent and Trademark Office 
(Crystal Plaza, Building 6, Eleventh Floor, Room 1116, 
Arlington, Virginia). inions in the file may be re- 
viewed by the public during normal business hours (8:30 
A.M. to 5:00 P.M.). Copies of opinions may be made by 
the public on reproducing Se in the Service 
Branch with tokens at a cost of $0.15 per page or copies 
TOI ordered at a cost of $0.30 per page [37 C.F.R. 

In view of the provisions of 35 U.S.C. §122 and 37 
C.F.R. §1.11(a), a consent will be obtained by the Office 
from all parties in an interference before an opinion is- 
sued in connection with the interference is placed in the 
file if the interference file is not otherwise available to 
the public. Preliminary indications are that the parties 
and their counsel generally consent. 

In order to obtain optimum dissemination of the infor- 
mation contained in the file, opinions placed therein will 
be indexed according to specific topics. Copies of the in- 
dex will be updated from time to time as the need oc- 
curs. Specific questions relating to the index and file 
may be directed to the Patent Interference Examiners. 

The initial index is as follows: 


Index 


1.00 Discovery in general [37 C.F.R. §1.287] 
1.10 Requests and service under §1.287(a) 
1.20 Requests under §1.287(b) 

1.30 Motions for additional discovery under 

§1.287(c) 

1.31 Related to derivation 

1.32 Related to abandonment, suppression, and 

concealment 

1.33 Related to inequitable conduct 

1.34 Other 

40 Motions under §1.287(d)(1) 
0 


}, 
1.50 Action under §1.287(d)(2) 
1.60 Agreements under §1.287(e) 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 
[944 O.G. 2098] 


Mar. 5, 1976 


(155) Petitions in Interference Cases From Decisions 
of The Board on Motions for Additional Disccvery 
Under 37 CFR 1.287(c) 


Notwithstanding the clear statement in the last sen- 
tence of 37 CFR 1.287(c), parties in interference cases 
continue to seek review by the Commissioner of deci- 
sions of the Board of Patent Interferences on motions 
for additional discovery under 37 CFR 1.287(c). Review 
of such a decision can be had along with judicial review 
of a decision on the question of priority. Cochran v. 
Kresock, 530 F.2d 385, 188 USPQ 553 (CCPA 1976); 
Comstock v. Kroekel, 200 USPQ 548 (Comm’r. Pat. 
1978). Accordingly, parties in interference cases are 
reminded that a petition to the Commissioner should not 
be filed for the purpose of seeking review of an interloc- 
utory decision of the Board granting or denying a mo- 
tion for additional discovery under 37 CFR 1.287(c). See 
also Fenstermacher v. Daugherty, 189 USPQ 536 
(Comm’r. Pat. 1975) and Sheehan v. Doyle, 202 USPQ 
783 (Comm’r. Pat. 1978). The filing of such a petition 
only serves to delay the ultimate disposition of interfer- 
ences on the merits. The filing of a paper for the mere 
purpose of delay is not permitted by the rules. 37 CFR 
1.346. The Board of Patent Interferences will no longer 
grant a stay of proceedings pending disposition of a peti- 
tion to the Commissioner seeking review of a decision of 
the Board on a motion for additional discovery under 37 
CFR 1.287(c). 


SIDNEY A. DIAMOND, 
Commissioner of Patents 


Apr. 17, 1980. 
and Trademarks. 
[994 O.G. 28] 
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Commissioner’s Notice 
Practice under 37 CFR §1.225(b) 


(156) 


When a junior party to an interference is placed under 
an order to show cause why judgment should not be en- 
tered pursuant to 37 CFR §1.225 and requests final hear- 
ing to contest an ancillary matter, either the junior or 
senior party may file a motion for ission to take tes- 
timony Ae to 37 CFR §1.225(b) and the last sen- 
tence of 37 CFR §1.251(b). However, some uncertainty 
has arisen as to when the motion must be filed and what 
it must contain. 


Motion by the Junior Party 


When a junior party is placed under an order to show 
cause and the junior party desired a testimony period, 
the motion for permission to take testimony should be 
filed preferably before the time set for responding to the 
order to show cause. The motion will be considered 
timely, however, if filed no later than twenty (20) days 
after the Board of Patent Interferences enters an order 
setting final hearing. 

There are instances where the requested testimony re- 
lates to priority. For example, the junior party may oc- 
casionally desire to take testimony to establish prior in- 
ventive acts alleged in a preliminary statement even 
though those acts are subsequent to the senior party’s ef- 
fective filing date. This situation arises when (1) the ju- 
nior party’s preliminary statement dates fall between the 
filing date of the senior party’s involved application and 
the filing date of a prior application accorded to the se- 
nior party, (2) the junior party has unsuccessfully con- 
tended in a motion under 37 CFR §1.231 that the senior 
party should not be accorded benefit of the prior appli- 
cation, and (3) the junior party has requested final hear- 
ing to review the examiner’s adverse decision on the 
motion. 

When the requested testimony includes priority testi- 
mony, the motion to take testimony may be pro forma, 
viz, a simple request that a testimony period be set to 
obtain priority evidence. Normally, however, when a ju- 
nior y seeks to take testimony under 37 CFR 
§1.225(b), the proposed testimony relates solely to ancil- 
lary matters. When the requested testimony relates sole- 
ly to ancillary matters, the motion must comply with the 
provisions of 37 CFR §1.225(b)}—a showing of good 
cause must be submitted and a pro forma request would 
not be sufficient. See generally Rivise & Caesar, Interfer- 
ence Law and Practice, Vol. Ill, §§376-377 (1947). 


Motion by the Senior Party 


There are occasions when a senior party may desire a 
testimony period even if the junior party does not re- 
quest a testimony period. See e.g., Lorenian v. Winstead, 
127 USPQ 501 (Bd.Int. 1959). When a senior party de- 
sires a testimony period, the motion for permission to 
take testimony should be filed promptly after the Board 
of Patent Interferences enters an order setting final hear- 
ing, but in no event later than twenty (20) days after en- 
try of such order. A senior party should take into ac- 
count the fact that a junior party will begin preparation 
of a brief for final hearing after receiving notice of the 
briefing schedule. Therefore, a senior party should not 
be permitted to let a junior party expend unnecessary 
energy preparing a brief for final hearing if the senior 
party plans to move to take testimony. 

As in the case of a junior party, a request to take testi- 
mony relating to priority may be pro forma. A request to 
take testimony limited to ancillary matters must comply 
with 37 CFR §1.225(b). See 37 CFR 1.251(b), last sen- 
tence. 


RENE D. TEGTMEYER, 
Acting Commissioner of 
Patents and Trademarks. 


[1008 O.G. 9] 


June 15, 1981. 
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(157) 
(157) Interference Practice: Response to 
Order to Show Cause 
Under 37 CFR 1.640 


37 CFR 1.640(e) provides that when an order to show 
cause under 37 C 1.640(d) is issued against an inter- 
ference party, the Board of Patent Appeals and Interfer- 
ences will enter judgment against that party “unless, 
within 20 days r the date of the order, the party 
against whom the order issued files a paper which 
shows good cause why judgment should not be entered 
in accordance with the order.” In the ee of this 
rule, some confusion has arisen as to the nature of the 
“paper” which the y must file when the basis of the 
order is 37 CFR 1.640(d)(1), i.c., where “[a] decision on 
a motion is entered which is dispositive of the interfer- 
ence against the party on any count.” 

Normally, the “paper” filed in response to such an or- 
der to show cause should be a simple request that final 
hearing (see 37 CFR 1.654) be set to review the decision 
on the motion which was dispositive of the interference 
against the party, as well as any other decision on mo- 
tion which the party may wish to have reviewed by the 
Board.* When such a response is filed, the Examiner-in- 
Chief will normally set the times for filing briefs under 
37 CFR 1.656. The response should be accompanied by 
a motion requesting a testimony period, if the party de- 
sires to take testimony. See 37 CFR 1.640(e), last sen- 
tence. Also, an opposing party may request a testimony 
period, even if the party responding to the order to 
show cause does not. Such a request should be filed 
promptly after the Examiner-in-Chief enters an order 
setting the brief times, but in no event more than twenty 
(20) days after entry of such order. Cf. the Commission- 
er’s Notice of June 15, 1981, 1008 O.G. 9 (July 14, 
1981). 

Instead of filing a request that final hearing be set, the 
party under order to show cause may file a paper con- 
taining a full discussion of the reasons why judgment 
should not be entered. However, before deciding to file 
such a paper, the following should be taken into consid- 
eration: 


(1) Such paper will be construed as a request for final 
hearing if a testimony period is requested; 

(2) Such paper will be deemed a waiver of any oppor- 
tunity to present oral argument concerning the matters 
discussed therein, and the matter will be decided by the 
Board based upon the content of the paper and any re- 
sponse thereto; 

(3) An opposing party may still request final hearing 
and/or a testimony period within twenty (20) days of 
the date of service of the paper, and if either request is 
granted it will be necessary for the parties to file briefs 
under 37 CFR 1.656. 


It is the policy of the Board of Patent Appeals and In- 
terferences that,.when final hearing is set pursuant to a 
request therefor following an order to show cause issued 
as a result of a decision on preliminary motions under 37 
CFR 1.633 or 1.634, the parties must raise at that hear- 
ing for consideration by the Board all matters specified 
in 37 CFR 1.655(b) which were decided on the merits 
by the Examiner-in-Chief and which they wish to have 
considered. In other words, once the brief times are set 
for such a final hearing, every matter which was decid- 
ed by an Examiner-in-Chief in connection with a motion 
under 37 CFR 1.633 or 1.634 must be raised in the 
parties’ main briefs if the parties wish to have those mat- 
ters considered by the Board. A party cannot wait to see 
what the Board’s decision on one such matter will be 
and then, if the decision is unfavorable to the party and 


*It should be recognized that the decision of the Board following the final 
hearing may not terminate the interference. For example, if the order to 
show cause resulted from an Examiner-in-Chief's grant of a motion for 
judgment, and the Board after final hearing reversed the Examiner-in- 
Chief's decision, the case might then proceed to the taking of priority testi- 
mony. The Board’s decision would however be final with regard to the ba- 
sis of the motion for judgment. 
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the case continues, raise that matter or any other such 
matter at a subsequent final hearing. 


DONALD W. PETERSON, 
Deputy Commissioner 
of Patents 
and Trademarks. 


Dec. 8, 1986. 


[1074 OG 4] 


Interference Practice: Fraud and 
Inequitable Conduct Allegations 


(158) 


In patent interference cases, the Board of Patent Ap- 
peals and Interferences will review every “fraud” and 
“inequitable conduct” issue which is properly raised at 
final hearing on the basis of the record as presented. 
Whatever basis may exist during the interlocutory stages 
of an interference for raising and pursuing such issues, 
Counsel is forewarned that when an _ interference 
approaches the final hearing stage, he or she should ma- 
turely reflect on the state of the record. Only if the 
record supports the fraud or inequitable conduct allega- 
tions by clear and convincing evidence should such is- 
sues be pursued at final hearing. Failure to heed this 
warning by pursuit of such issues at final hearing with- 
out a reasonable evidentiary basis to support each ele- 
ment thereof may result in the case being referred to the 
Office of Enrollment and Discipline for disciplinary in- 
vestigation. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Dec. 23, 1986. 


[1074 OG 421] 


(159) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


Docket No. 40104-4151 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
its rules of practice in patent interference cases. The Pa- 
tent Law Amendments Act of 1984, Public Law 98-622, 
§§201-202, abolished the Board of Appeals and Board of 
Patent Interferences and created in their place a Board 
of Patent Appeals and Interferences which will decide 
ex parte appeals from adverse decisions of patent exam- 
iners and interference cases. The Patent and Trademark 
Office, through this amendment of its rules, intends to 
provide guidance on the procedures the Office will be 
following in conducting interference cases before the 
Board of Patent Appeals and Interferences. 

Date: The effective date of these rules is: Feb. 11, 1985. 
For Further Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4025 (if no answer, message may 
be left at 703-557-4103) or by mail marked to his atten- 
tion and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: The Patent and Trademark 
Office (PTO) conducts interference proceedings to de- 
termine who as between two or more applicants for pa- 
tent or one or more applicants and one or more paten- 
tees is the first inventor of a patentable invention. 
Heretofore, the determination was made by a Board of 
Patent Interferences. The Patent Law Amendments Act 
of 1984, Public Law 98-622, §§201-202 combines the 
Board of Appeals and the Board of Patent Interferences 
into a single Board of Patent Appeals and Interferences 
(Board) and authorizes the Board to consider priority 
and patentability in interference cases. 
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In view of the discretion given the Board under 35 
U.S.C. §135(a), as amended by Public Law 98-622 
(“The Board . . . . may determine questions of patent- 
ability . . . .”), these new rules will apply to all interfer- 
ences declared on or after Feb. 11, 1985, except in spe- 
cial circumstances, such as: (1) interferences which are 
declared as a result of a motion made in another inter- 
ference which was pending before the Board before 
Feb. 11, 1985, (e.g., an interference declared as a result 
of a motion under 37 CFR §1.231 to declare an addition- 
al interference); (2) an interference related to another in- 
terference declared prior to Feb. 11, 1985 (e.g., an inter- 
ference involving a method of using a compound where 
an interference involving the same ies and the com- 
pound was declared prior to Feb. 11, 1985); and (3) an 
interference reinstituted after having been dissolved un- 
der the old rules (37 CFR §§1.201-1.288)(e.g., an inter- 
ference reinstituted after having been dissolved as a re- 
sult of a motion under 37 CFR §1.231 to dissolve on the 
grounds of unpatentability where the applicant has 
obtained allowance of the claims held unpatentable in 
the decision on motions). 

Through these new rules the PTO seeks to improve 
interference procedure so that the rights of parties in in- 
terferences are determined at an early date and the over- 
all process of examining patent applications which be- 
come involved in interferences is simplified. 

In order to obtain maximum input from the public 
prior to formally proposing revisions to the rules, on 
Aug. 1, 1983, the PTO published in the Federal Register 
an advance notice of proposed rulemaking for interfer- 
ence rules. 48 F.R. 34836-34855. The advance notice 
was not published in the Official Gazette. Twenty-one 
written comments were received. All comments are 
available for public inspection in Rm. 10C01, Crystal 
Gateway II, 1225 Jefferson Davis Hwy., Arlington, Va. 

On Jan. 30, 1984, the PTO published in the Federal 
Register a notice of proposed rulemaking. 49 F.R. 
3768-3892. The notice was also published in the Offi- 
cial Gazette on Feb. 14, 1984. 1039 O.G. 11; 1039 
TMOG 11.The notice also appeared in the Bureau of 
National Affairs’ Patent, Trademark & Copyright Jour- 
nal, Vol. 27, pp. 312-346 (Feb. 2, 1984), hereinafter 
‘BNA.” Eighteen written comments were received in 
response to the notice of proposed rulemaking. The 
comments are analyzed herein. A hearing was held on 
May 15, 1984. Three individuals appeared at the hear- 
ing. Oral comments made at the hearing are also ana- 
lyzed herein. The eighteen comments and copy of the 
transcript of the hearing are available for public in- 
spection in Rm. 10C01, Crystal Gateway II, 1225 Jef- 
ferson Davis Hwy., Arlington, Va. 

The new rules for interferences are set forth herein in 
§§1.601 through 1.688. The new rules replace entirely 
the present interference rules (37 CFR §§1.201 through 
1.288). A “six hundred” number series is used for the 
new rules. The use of a six hundred number series for 
the new rules will permit interested individuals to re- 
search published decisions (e.g., F.2d, USPQ) or 
computerized legal research services (e.g., LEXIS) cit- 
ing tine new rules. 

An index of the headings of §§1.601-1.688 and a table 
correlating 37 CFR §§1.201 through 1.288 (old rules) to 
§§1.601 through 1.688 (new rules) appears below. 

Under the new rules, interferences are decided by the 
Board. The Board has jurisdiction to determine (1) pri- 
ority of invention, (2) patentability of any claim corre- 
sponding to a count both as to applicants and patentees, 
(3) any issue of interference-in-fact as to any count, and 
(4) any other issue necessary to resolve the interference. 
The rules permit an interference to be declared on the 
basis of a single count defining one patentable invention 
in interferences involving patents as well as applications. 
The Board also has jurisdiction to determine whether 
counts are patentably distinct. 

When an interference is declared, an examiner-in-chief 
is assigned to handle the interlocutory stages of the in- 
terference. An examiner having full signatory authority 
determines when one or more applications or one or 
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more applications and a patent claim the same patentable 
invention. When the examiner makes such determina- 
tion, the examiner will forward any involved applica- 
tions or patents to the Board. The examiner will desig- 
nate, at the time the involved applications or patents are 
sent to the Board, the claims of any application and pa- 
tent which correspond to each count. The examiner-in- 
chief can subsequently designate additional claims to 
correspond to a count. The examiner-in-chief assigned to 
handle the interference will issue a notice to the parties 
declaring the interference. 

The object of the interference will be to resolve all 
controversies as to all interfering subject matter defined 
by one or more counts. A final decision in the interfer- 
ence will determine who, if anyone, is entitled to claims 
which correspond to a count. Any decision adverse to 
an —_ by the Board will constitute a final refusal 
by the PTO to that applicant of the claims involved. 
Any decision adverse to a patentee constitutes cancella- 
tion from the patent of the claims involved. 

Any decision by the Board on any issue is binding on 
the examiner and would govern further proceedings in 
the PTO. 

The designation of a single examiner-in-chief to han- 
dle the interlocutory phases of an interference will per- 
mit better management of, and control over, interference 
proceedings. The rules provide that times be set and the 
examiner-in-chief exercise control over proceedings in 
the interference such that dency of the interference 
before the Board from declaration to final decision will 
not normally exceed 24 months. The examiner-in-chief 
should be familiar with the history of the interference 
and will be accessible to counsel for the parties. For ex- 
ample, an examiner-in-chief, where appropriate, may 
conduct telephone conference calls to obtain agreement 
of the parties on the setting of schedules. The rules also 
— the examiner-in-chief to hold hearings in the 

O or by conference telephone call in order to expe- 
dite or settle interlocutory issues in interferences. Any 
hearing can be transcribed by a court reporter under 
such conditions as an examiner-in-chief or the Board 
deems appropriate. The examiner-in-chief, where appro- 
priate, will be available by phone to rule on the admissi- 
bility of evidence in the event parties encounter unusual 
problems during the taking of depositions. The examin- 
er-in-chief will also be available to rule on requests for 
production of documents which take place during cross- 
examination. Oral orders given by phone will be 
followed by written orders. 

At the time an interference is declared, the examiner- 
in-chief will set a time for filing preliminary motions. 
The preliminary motions can include: 


(1) A motion for judgment on the ground that a claim 
corresponding to the count is not patentable to an oppo- 
nent under 35 U.S.C. §§102, 103, 112, or any other pro- 
vision of law. 

(2) A motion for judgment on the ground that there is 
no interference-in-fact between the claims of the oppo- 
nents in the interference. 

(3) A motion to add or to substitute new counts, to 
amend a claim corresponding to a count, to designate an 
application or patent claim to correspond to a count, to 
designate an application or patent claim as not corre- 
sponding to a count, or to require an applicant to pre- 
sent a claim to be designated to correspond to a count. 

(4) A motion to substitute another application for the 
application involved in the interference or to add an ap- 
plication for reissue to the interference. 

(5) A motion to declare another interference. 

(6) A motion to be accorded the benefit of an earlier 
application or to attack the benefit of an earlier applica- 
tion which has been accorded to an opponent. 


Other motions are permitted as necessary, such as a 
motion to amend the count and/or a claim correspond- 
ing to the count in response to a preliminary motion for 
judgment. 
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Oppositions to motions are permitted if filed within a 
time set by the examiner-in-chief. Replies are also autho- 
rized. Papers which are not authorized by the rules or 
requested by the examiner-in-chief can be returned 
unfiled. 

A preliminary statement will be filed prior to or con- 
currently with the preliminary motions outlined above. 

Motions will be decided by an examiner-in-chief, who 
may consult with an examiner on questions of patentabil- 
ity which have not previously been decided by the ex- 
aminer. The examiner-in-chief may grant a motion, deny 
a motion, defer consideration on the merits of a motion 
to final hearing, or take such other action with respect 
to a motion as may be appropriate, e.g., dismiss an en- 
tirely inappropriate motion. 

At the time preliminary motions are decided, the pre- 
liminary statements will be opened. If a decision on a 
motion or inspection of the preliminary statement results 
in entry of an order to show cause why a judgment 
should not be entered, the party against whom judgment 
might be entered can request a hearing before the exam- 
iner-in-chief and two additional examiners-in-chief. The 
decision will govern further proceedings. If adverse, the 
decision will constitute a final agency action. If favor- 
able, the interference will proceed before the examiner- 
in-chief. 

After preliminary motions are decided and assuming 
judgment does not result, a period may be set for the 
parties to file motions for additional discovery. The 
scope of the additional discovery would be the same as 
under current practice. 

When a time period is set for filing discovery motions, 
or after discovery has closed, the examiner-in-chief will 
set a period for taking testimony. Any party wishing to 
take the testimony of a witness can elect to have the tes- 
timony of the witness taken by deposition or presented 
by affidavit. A transcript of an ex parte deposition can 
be used as an affidavit. If an affidavit is presented, the 
opposing party may then cross-examine on oral deposi- 
tion. Any redirect will take place at the deposition. The 
party calling the witness is responsible for securing a 
court reporter and filing the transcript and record asso- 
ciated with cross-examination of its witness. 

In the event a party needs testimony from a third-par- 
ty who will not appear unless a subpoena is issued, in- 
cluding a hostile witness, direct and cross-examination 
testimony may be taken on oral deposition. The rules 
provide that prior authorization of an examiner-in-chief 
is required before a party can take testimony by issuance 
of a subpoena under 35 U.S.C. §24. The rule thus adopts 
the policy of Sheehan v. Doyle, 513 F.2d 895, 898, 185 
USPQ 489, 492 (ist Cir.), cert. denied, 423 U.S. 874 
(1975), and Sheehan v. Doyle, 529 F.2d 38, 40, 188 
USPQ 545, 546 (ist Cir.), cert. denied, 429 U.S. 870 
(1976), rehearing denied, 429 U.S. 987 (1976), and rejects 
the policy announced in Brown v. Braddick, 595 F.2d 
961, 967, 203 USPQ 95, 101-102 (Sth Cir. 1979). Testi- 
mony obtained in other proceedings, e.g., another inter- 
ference or an infringement action, may be used if other- 
wise admissible. 

Under the rules, the Federal Rules of Evidence are 
made applicable to interferences, except for those por- 
tions which relate to criminal actions, juries, and other 
— not relevant to interferences. Those portions in- 
clude: 


(1) Rule 103(c). 

(2) Rule 104(c), (d), and (e). 

(3) The language in Rule 105 which reads “and in- 
struct the jury accordingly.” 

(4) Rule 201(g). 

(5) The language in Rule 403 which reads “or mis- 
leading the jury.” 

(6) Rule 404(a)(1) and (2). 

(7) The word “charge” in Rule 405(b). 

(8) The language “or criminal” and proviso (ii) in 
Rule 410. 

(9) Rule 412. 

(10) Ruie 606. 
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(11) The language “whether by an accused” and “oth- 
er” in the last sentence of Rule 607. 

(12) The provisions of the first sentence of Rule 611 
(c) relating to leading questions on direct examination 
do not apply to statements made in an affidavit autho- 
rized to be filed under the rules. 

(13) The language “Except as otherwise provided in 
criminal proceedings by section 3500 of title 18, United 
States Code” and “except that in criminal cases when 
the prosecution elects not to comply, the order shall be 
one striking the testimony or, if the court in its discre- 
tion determines that the interests of justice so require, 
declaring a mistrial” in Rule 612. 

(14) Rule 614. 

(15) Rule 706. 

(16) The language “excluding, however, in criminal 
cases matters observed by police officers and other law 
enforcement personnel” and “and against the Govern- 
ment in criminal cases” in Rule 803(8). 

(17) The language “but not including, when offered 
by the Government in a criminal prosecution for pur- 
poses other than impeachment, eg or against per- 
sons other than the second” in Rule 803(22). 

(18) The language “prosecution for homicide or in a” 
in Rule 804(b)(2). 

(19) The language “A statement tending to expose the 
declarant to criminal liability and offered to exculpate 
the accused is not admissible unless corroborating cir- 
cumstances clearly indicate the trustworthiness of the 
statement” in Rule 804(b)(3). 

(20) Rule 1101(a), (b), (d)(2), (d)(3), and (e). 


The examiner-in-chief will set a period for filing the 
record and briefs. Oral hearings normally will be held be- 
fore a panel consisting of the examiner-in-chief assigned to 
the interference and two other examiners-in-chief. The 
panel will render a final decision in the interference. Re- 
quests for reconsideration are permitted. 

In rendering its decision, the Board will consider only 
that evidence which can be made available to the public 
under §1.11(a). Accordingly, the Board will not consider 
evidence which is submitted under a protective order is- 
sued by a court if release of that evidence under §1.11(a) 
would be inconsistent with the terms of the court’s order. 

A final decision of the Board is reviewable in the U. 
S. Court of Appeals for the Federal Circuit or an appro- 
priate U. S. district court. Any reviewing court can re- 
view all aspects of the decision including patentability, 
priority, and all relevant interlocutory orders, such as 
denials of discovery. 

Except as noted above, these new rules are applicable 
to all interferences declared on or after Feb. 11, 1985. 
Interferences declared prior to Feb. 11, 1985, continue 
to be governed by the prior rules (37 CFR §§1.201- 
1.288 (July 1, 1984)) and will be decided by personnel of 
the Board of Patent Appeals and Interferences. Actions 
presently taken by a patent interference examiner or ex- 
=—" of interferences will be taken by an examiner-in- 
chief. 

An anticipated time schedule for a two-party interfer- 
ence follows. 

Sections 1.601 through 1.688 would introduce new 
concepts in interference practice. Some of the more sig- 
nificant aspects of the rules, as well as some of the new 
concepts, include the following. 

Section 1.1 codifies a practice announced in a Com- 
missioner’s Notice of Nov. 28, 1983, “Mailing of Papers 
to the PTO in Patent Interference Proceedings,” 1037 
Official Gazette 25 (Dec. 27, 1983) and authorizes a party 
in an interference to direct mail to the PTO intended for 
the interference to a special box in the Mail Room for 
interference papers. Amendments copying claims which 
are filed prior to the time an interference is declared 
30) continue to be addressed in accordance with 

.5(a). 

Section 1.5 provides that when a paper filed in the 
PTO concerns an interference which has been declared, 
it should state the names of the parties (e.g., Smith v. 
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Jones) and the number of the interference. The name 
of the examiner-in-chief assigned to the interference 
— and the name of the party filing the paper 
should also - owed conspicuously on the first page of the 
paper. Identification of the examiner-in-chief assigned to 
the interference and the name of the party filing the pa- 

r will greatly assist the Board in its administration of 
interference cases. 

Section 1.8 excludes from the certificate of mailing 
practice any paper in an interference which an examin- 
er-in-chief orders filed by hand or “Express Mail.” Pa- 
pers filed by “Express Mail” in an interference case 
would be in as set forth in §1.1(e). 

Section 1.11 sets forth when the interference file 
would become available to the public without a petition 
for access. 

Section 1.48 provides that when a request is filed to 
correct inventorship of an application involved in an in- 
terference, the request s comply with the require- 
ments of §1.48 and shall be accompanied by a motion 
under §1.634. The request will be placed in the file of 
the application and the motion will be placed in the file 
of the interference. The request will be decided as part 
of the interference. 

Section 1.138 permits an attorney or agent to sign and 
file a paper abandoning an application involved in an in- 
terference. 

Section 1.196 more clearly sets forth the options open 
to an applicant when the Board makes a new ground of 
rejection under §1.196(b). The last sentence of para- 
graph (b)(1) is intended to clarify practice in certain situ- 
ations. One situation involves a case where (1) the 
Board affirms an examiner’s rejection of a “first” claim 
and makes a new ground of rejection under §1.196(b) of 
a “second” claim, (2) the applicant elects to have further 
proceedings before the examiner on the new ground of 
rejection on the second claim, and (3) those proceedings 
do not result in a further appeal (i.e., the second claim 
is allowed or is canceiled). The last sentence of 
§1.196(b)(1) permits the Board to make its decision final 
on the first claim. By making its decision final on the 
first claim, the time period under §1.304 for seeking judi- 
cial review begins. Another situation involves a case 
where (1) the Board affirms an examiner’s rejection of a 
claim over reference A, (2) the Board also enters a new 
ground of rejection of the claim over reference B, (3) 
the applicant elects to have further proceedings before 
the examiner on the new ground of rejection, and (4) 
those proceedings result in applicant overcoming the 
new ground of rejection based on reference B. The last 
sentence of §1.196(b)(1) permits the Board to make its 
decision final as to its affirmance of the rejection over 
reference A. Entry of an order making its decision final 
would start the period under §1.304 for seeking judicial 
review. Thus, an applicant does not forego possible judi- 
cial review by electing further prosecution before the 
examiner when a new ground of rejection is made by 
the Board. Under paragraph (d), a recommendation by 
the Board that an allowed claim be rejected is binding 
on the examiner (rather than being a mere recommenda- 
tion as was previously the case) in the absence of (1) an 
amendment, (2) showing of facts by affidavit or other 
appropriate evidence, or (3) both. The last sentence of 
paragraph (d) is intended to clarify that the Board may 
enter a final decision in certain circumstances. When the 
Board affirms an examiner’s rejection of a “first” claim 
and makes a recommendation under paragraph (d) as to 
a “second” claim, the application is remanded to the ex- 
aminer and the Board’s decision affirming the rejection 
of the first claim is not a final decision. If proceedings 
before the examiner on remand do not result in a further 
appeal (i.e., the second claim is allowed or is cancelled), 
the Board may then make its decision final as to the first 
claim. By making its decision final as to the first claim, 
the time period under §1.304 for seeking judicial review 
starts. Thus, an applicant does not forego judicial review 
on the first claim merely because of the remand pro- 
ceedings with respect to the second claim. 
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Most of the current interference rules (§§1.201 
through 1.247 and 1.251 through 1.288) are removed, 
but will continue to govern interferences declared prior 
to Feb. 11, 1985. Section 1.248 is retained and governs 
service of papers in all patent cases except interference 
proceedings. Section 1.646 governs service of papers in 
interference proceedings. 

Under §1.292, it is intended to modify public use pro- 
ceedings only to the extent that public use and on sale 
issues which arise during an interference shall be raised 
by a preliminary motion under §1.633(a). There is no fee 
for filing the motion in the interference, but a fee would 
continue to be necessary when a petition is filed for in- 
stitution of a public use proceeding apart from an inter- 
ference. When a public use proceeding is instituted apart 
from an interference, the Commissioner will designate 
an appropriate official to conduct the proceeding includ- 
ing the setting of times for taking testimony under 
§§1.671 through 1.685. There will continue to be no 
“additional discovery” (see §§1.687 and 1.688) in public 
use proceedings. 

Section 1.304 makes clear that the provisions of §1.136 
do not apply when judicial review is sought of a deci- 
sion of the Board of Patent Appeals and Interferences in 
(1) a reexamination proceeding or (2) an interference. 
An extension of time to seek judicial review of a deci- 
sion of the Board in a reexamination proceeding may be 
obtained under §1.550(c). An extension of time to seek 
judicial review of a decision of the Board in an interfer- 
ence proceeding may be obtained under §1.645. Section 
1.304 also establishes an “excusable neglect” standard 
for seeking judicial review in interference cases when a 
notice of appeal is untimely filed or a civil action is not 
timely commenced. The excusable neglect standard is in- 
tended to be the same as the standard under Rule 4(a)(5) 
of the Federal Rules of Appellate Procedure. 

Section 1.322 provides that when a request for a cer- 
tificate of correction under 35 U.S.C. §254 (PTO mis- 
take) is filed to make a correction of a patent involved 
in an interference, the request shall comply with the re- 
quirements of §1.322 and shall be accompanied by a mo- 
tion under §1.635. The request will be placed in the file 
of the patent and the motion will be placed in the file of 
the interference. The request will be decided as part of 
the interference. 

Section 1.323 provides that when a request for a cer- 
tificate of correction under 35 U.S.C. §255 (patentee’s 
mistake) is filed to make a correction of a patent in- 
volved in an interference, the request shall comply with 
the requirements of §1.323 and shall be accompanied by 
a motion under §1.635. The request will be placed in the 
file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as 
part of the interference. 

Section 1.324 provides that when a request is filed to 
correct inventorship of a patent involved in an interfer- 
ence, the request shall comply with the requirements of 
§1.324 and shall be accompanied by a motion under pro- 
posed §1.634. The request will be placed in the file of 
the patent and the motion will be placed in the file of 
the interference. The request will be decided as part of 
the interference. 

Section 1.565 provides that when a patent is involved 
in an interference proceeding and a reexamination pro- 
ceeding, both the interference proceeding and the reex- 
amination proceeding will continue unless one of the 
proceedings is stayed. A stay of a reexamination pro- 
ceeding will be made by the Commissioner. A stay of an 
interference proceeding will be made by an examiner-in- 
chief, subject to review by the Commissioner. Section 
1.565 continues the present practice of the Commission- 
er determining in every instance whether to stay a reex- 
amination proceeding when the patent involved in the 
reexamination proceeding is sought to be reissued or be- 
comes involved in litigation. 

Under §1.601, the rules shall be construed to secure 
the just, speedy, and inexpensive determination of inter- 
ferences. Section 1.601 defines various terms used in 
Subpart E including ‘additional discovery,” “affidavit,” 
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“case-in-chief,” “‘case-in-rebuttal,” “count,” “effective 
filing date,” “filing date,” “interference,” “interference- 
in-fact,” “junior party,” “lead” attorney, “party,” “phan- 
tom count,” “same patentable invention,” “separate pat- 
entable invention,” “senior party,” “sworn,” and “Unit- 
ed States.” “Affidavits” include declarations under 35 
U.S.C. §25 and 37 CFR §1.68 as well as statutory decla- 
rations under 28 U.S.C. §1746. The definition of “United 
States” is the same as the definition of United States in 
35 U.S.C. §100(c). 

The definition of “interference” permits an interfer- 
ence between one or more applications and one or more 
patents. Thus, these new rules follow the policy of Wil- 
son v. Yakel, 1876 Dec. Comm’r. Pat. 245 (Comm’r.Pat. 
1876) and, to the extent inconsistent therewith, do not 
follow the policy announced in Touval v. Newcombe, 194 
USPQ 509 (Comm’r.Pat. 1976). However, in view of the 
statutory requirement for the presence of at least one ap- 
plication in an interference, if an applicant were to con- 
cede priority or otherwise be terminated from an inter- 
ference involving only one application and more than 
one patent, the interference would have to be terminated 
for lack of subject matter jurisdiction unless one or more 
of the patentees filed an application for reissue which 
could be added to the interference under §1.633(h). A 
“count” defines interfering subject matter. An interfer- 
ence may have two counts only if the second count de- 
fines a “separate patentable invention” from the first 
count. The reason the second count must define a —_ 
rate patentable invention is to permit the PTO to lawful- 
ly issue separate patents to different parties in an inter- 
ference when a single party does not prevail as to all 
seul A “separate patentable invention” is defined in 

1.601(n): 


Invention (A) is a “separate patentable inven- 
tion” with respect to invention (B) when in- 
vention (A) is new (35 U.S.C. §102) and non- 
obvious (35 U.S.C. §103) in view of invention 
(B) assuming invention (B) is prior art with re- 
spect to invention (A). 


Section 1.602(a) continues the present PTO practice 
(37 CFR §1.201(c)) of not declaring or continuing an in- 
terference between (1) two or more applications owned 
by the same party or (2) an application and a patent 
owned by a single party unless good cause is shown. A 
corporation and its wholly-owned subsidiary are consid- 
ered a “single party” within the meaning of §1.602(a). 
Under prior rules, when a patent and an application in- 
volved in an interference became commonly owned, the 
interference was not “dissolved.” Rather, the PTO re- 
quired that the interference be terminated with a judg- 
ment. Chillas v. Weisberg, 1928 Dec. Comm’r. Pat. 24 
(Comm’r.Pat. 1928); Malone v. Toth, 202 USPQ 397 
(Comm’r.Pat. 1978); and Morehouse v. Armbruster, 209 
USPQ 514 (Comm’r.Pat. 1980). Under these new rules, 
all interferences, including those involving only applica- 
tions, will be terminated with a judgment. As noted in 
Chillas v. Weisberg, supra at 25 “the common owner can 
allow a judgment against the junior party to be rendered 
by default or it can file a coricession of priority from 
one party to the other.” Paragraphs (b) and (c) of §1.602 
continue the present PTO practice (37 CFR §1.201(c)) 
of requiring a party to notify the PTO of any real party 
in interest not apparent on the face of the notice declar- 
ing the interference (see §1.611) or of any change in the 
real party in interest after the interference is declared. 
The PTO needs to know the identity of any real party 
in interest to properly enforce §1.602(a) and to enable an 
examiner-in-chief to determine whether recusal is neces- 
sary or appropriate. A new requirement in paragraphs 
(b) and (c), not present in 37 CFR §1.201(c), is a 20-day 
time period for advising the PTO of the identity of, or 
any change in, the real party in interest. 

Under §§1.601(f), 1.603, and 1.606, the interfering sub- 
ject matter would be defined by one or more counts. All 
the claims in an application or a patent which define the 
same patentable invention as a count would be designat- 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


ed to correspond to the count. An interference would 
have two counts only if one count defines a separate 
patentable invention from another count. Under §1.606, 
at the time an interference is declared between a patent 
and an application, a count would not be narrower in 
scope than any patent claim which corresponds to the 
count. Thus, a patent claim would be presumed, subject 
to a motion under §1.633(c), not to embrace “separate 
= gad inventions.” Some examples illustrate how the 

'O would formulate counts and designate patent and 
application claims to correspond to counts. 

mple 1: Application A contains patentable claim 1 
(engine). Application B contains patentable claim 8 (en- 
gine). If an interference is declared, there would be one 
count (engine). Claim 1 of application A and claim 8 of 
application B would be designated to correspond to the 
count. 

Example 2: A peeeee C contains patentable claims 1 
(engine) and 2 ylinder engine). Application D con- 
tains patentable claim 8 (engine). An engine and a 6-cyl- 
inder engine define the same patentable invention. If an 
interference is declared, there would be one count (en- 
gine). Claims 1 and 2 of application C and claim 8 of ap- 
plication D would be designated to correspond to the 
count. 

Example 3: oe armen E contains patentable claims 1 
(engine), 2 (6-cylinder engine), and 3 (engine with a plat- 
inum piston). ps F contains patentable claims 
11 (engine) and 12 (8-cylinder engine). Claims 1 and 2 of 
application E and claims 11 and 12 of application F de- 
fine the same patentable invention. Claim 3 of applica- 
tion E defines a separate patentable invention from 
claims 1 and 2 of application E and claims 11 and 12 of 
application F. If an interference is declared, there would 
be one count (engine). Claims 1 and 2 of application E 
and claims 11 and 12 of application F would be desig- 
nated to correspond to the count. Claim 3 of application 
E would not be designated to correspond to the count. 

Example 4: Application G contains patentable claims 
1 (engine), 2 (6-cylinder engine), and 3 (engine with a 
platinum piston). Application H contains patentable 
claims 11 (engine) and 15 (engine with a platinum pis- 
ton). Claims 1 and 2 of application G and claim 11 of 
application H define the same patentable invention. 
Claim 3 of application G and claim 15 of application H 
define a separate patentable invention from claims 1 and 
2 of application G and claim 11 of application H. If an 
interference is declared, there would be two counts: 
Count 1 (engine) and Count 2 (engine with a platinum 
piston). Claims 1 and 2 of application G and claim 11 of 
application H would be designated to correspond to 
Count 1. Claim 3 of application G and claim 15 of appli- 
cation H would be designated to correspond to Count 2. 

Example 5: Application J contains patentable claims 1 
(engine), 2 (combination of an engine and a carburetor) 
and 3 (combination of an engine, a carburetor, and a cat- 
alytic converter). Application K contains patentable 
claims 31 (engine), 32 (combination of an engine and a 
carburetor), and 33 (combination of an engine, a carbu- 
retor, and an air filter). The engine, combination of an 
engine and carburetor, and combination of an engine, 
carburetor, and air filter define the same patentable in- 
vention. The combination of an engine, carburetor, and 
catalytic converter define a separate patentable invention 
from engine. If an interference is declared, there would 
be one count (engine). Claims 1 and 2 of application J 
and claims 31, 32, and 33 of application K would be des- 
ignated to correspond to the count. Claim 3 of applica- 
tion J would not be designated as corresponding to the 
count. 

Example 6: The PTO will continue to follow Waldeck 
v. Lewis, 120 USPQ 88 (Comm’r.Pat. 1955). Application 
L contains patentable claims 1 (Markush group of ben- 
zene or toluene), 2 (benzene), and 3 (toluene). Applica- 
tion M contains patentable claim 11 (benzene). Benzene 
and toluene define the same patentable invention. If an 
interference is declared, there would be one count 
(Markush group of benzene or toluene). Claims 1, 2, and 
3 of application L and claim 11 of application M would 
be designated to correspond to the count. 
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Example 7: Application N contains patentable claim 1 
(benzene). Application P contains patentable claim 11 
(xylene). Benzene and xylene define the same patentable 
invention. If an interference is declared, there would be 
one count (benzene or xylene). Claim 1 of application N 
and claim 11 of application P would be designated to 
correspond to the count. 

Example 8: Application Q contains patentable claims 
1 (Markush group of benzene or chloroform), 2 (ben- 
zene), and 3 (chloroform). Application R contains pat- 
entable claim 33 (benzene). if benzene and chloroform 
define the same patentable invention and an interference 
is declared, there would be one count (Markush group 
of benzene or chloroform). Claims 1, 2, and 3 of applica- 
tion Q and claim 33 of application R would be designat- 
ed to correspond to the count. If chloroform defines a 
separate patentable invention from benzene and an inter- 
ference is declared, there would be one count (benzene). 
Claims 1 and 2 of application Q and claim 33 of applica- 
tion R would be designated to correspond to the count. 
Claim 3 of application Q would not be designated to 
correspond to the count. 

Example 9: Application S contains patentable claims 1 
(Markush group of benzene or chloroform), 2 (benzene), 
and 3 rk atte orm). Application T contains patentable 
claims 11 (Markush group of benzene or chloroform), 12 
(benzene), and 13 (chloroform). If benzene and chloro- 
form define the same patentable invention and an inter- 
ference is declared, there would be one count (Markush 
group of benzene or chloroform). Claims 1, 2, and 3 of 
application S and claims 11, 12, and 13 of application T 
would be designated to correspond to the count. The 
PTO will continue to adhere to Becker v. Patrick, 47 
USPQ 314 (Comm’r.Pat. 1939). An interference can 
have two counts only if one count defines a separate 
patentable invention from another count. If chloroform 
defines a separate patentable invention from benzene and 
an interference is declared, there would be two counts: 
Count 1 (benzene) and Count 2 (chloroform). Claims 1 
and 2 of application S and claims 11 and 12 of applica- 
tion T would be designated to correspond to Count 1. 
Claims 1 and 3 of application S and claims 11 and 13 of 
application T would be designated to correspond to 
Count 2. 

Example 10: Patent A contains claim 1 (engine). Ap- 
plication U contains patentable claim 11 (engine). If an 
interference is declared, there would be one count (en- 
gine). Claim 1 of patent A and claim 11 of application U 
would be designated to correspond to the count. 

Example 11: Patent B contains claims 1 (engine) and 2 
(6-cylinder engine). Application V contains patentable 
claim 8 (engine). An engine and a 6-cylinder engine de- 
fine the same patentable invention. If an interference is 
declared, there would be one count (engine). Claims 1 
and 2 of patent B and claim 8 of application V would be 
designated to correspond to the count. 

Example 12: Patent C contains claims 1 (engine), 2 
(6-cylinder engine), and 3 (engine with a platinum pis- 
ton). Application W contains patentable claims 11 (en- 
gine) and 12 (8 cylinder engine). Claims 1 and 2 of pa- 
tent C and claims 11 and 12 of application W define the 
same patentable invention. Claim 3 of patent C defines a 
separate patentable invention from claims 1 and 2 of pa- 
tent C and claims 11 and 12 of application W. If an in- 
terference is declared, there would be one count (en- 
gine). Claims 1 and 2 of patent C and claims 11 and 12 
of application W would be designated to correspond to 
the count. Claim 3 of patent C would not be designated 
to correspond to the count. 

Example 13: Patent D contains claim 1 (engine), 2 
(6-cylinder engine), and 3 (engine with a platinum pis- 
ton). Application X contains patentable claims 11 (en- 
gine) and 15 (engine with a platinum piston). Claims 1 
and 2 of patent D and claim 11 of application X define 
the same patentable invention. Claim 3 of patent D and 
claim 15 of application X define a separate patentable in- 
vention from claims 1 and 2 of patent D and claim 11 of 
application X. If an interference is declared, there would 
be two counts: Count 1 (engine) and Count 2 (engine 
with a platinum piston). Claims 1 and 2 of patent D and 
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claim 11 of application X would be designated to corre- 
spond to Count 1. Claim 3 of patent D and claim 15 of 
application X would be designated to correspond to 
Count 2. 

Example 14: Patent E contains claims 1 (Markush 
group of benzene or toluene), 2 (benzene), and 3 (tolu- 
ene). Application Y contains patentable claim 11 (ben- 
zene). Benzene and toluene define the same patentable 
invention. If an interference is declared, there would be 
one count (Markush group of benzene or toluene). 
Claims 1, 2, and 3 of patent E and claim 11 of applica- 
tion Y would be designated to correspond io the count. 

Example 15: In this example, the claims of t E 
and application Y in Example 14 are reversed. Patent E 
contains claim 1 (benzene). Application Y contains pat- 
entable claims 11 (Markush group of benzene or tolu- 
ene), 12 (benzene), and 13 (toluene). If an interference is 
declared, the count would be the same as the count in 
Example 14—(Markush group of benzene or toluene). 
Claim 1 of patent E and claims 11, 12, and 13 of applica- 
tion Y would be designated to correspond to the count. 

Example 16: The PTO will ccntinue to follow cases 
such as Case v. CPC International, Inc., 730 F.2d 745, 
221 USPQ 196 (Fed. Cir. 1984); cert. denied, 105 S.Ct. 
233 (1984); Aelony v. Arni, 547 F.2d 566, 192 USPQ 486 
(CCPA 1977); and Nitz v. Ehrenriech, 537 F.2d 539, 190 
USPQ 413 (CCPA 1976), and declare interferences 
where interfering patent and application claims are mu- 
tually exclusive provided the claims define the same pat- 
entable inventicn. Patent F contains claim 1 (benzene). 
Application Z contains patentable claim 11 (xylene). 
Benzene and xylene define the same patentable inven- 
tion. If an interference is declared, there would be one 
count (benzene or xylene). Claim 1 of patent F and 
claim 11 of application Z would be designated to corre- 
spond to the count. 

Example 17: It will be the practice of the PTO under 
§1.606 to initially declare interferences with counts 
which are identical to or broader than patent claims 
which correspond to the counts. A single patent claim 
would be presumed, subject to a motion under §1.633(c), 
not to define separate patentable inventions. Patent G 
contains claim 1 (Markush group of benzene or chloro- 
form), 2 (benzene), and 3 (chloroform). Application AA 
contains patentable claim 33 (benzene). If an interference 
is declared, initially it would be presumed by the PTO, 
subject to a later motion under §1.633(c), that benzene 
and chloroform define the same patentable invention. 
There would be one count (Markush group of benzene 
or chloroform). Claims 1, 2, and 3 of patent G and claim 
33 of application AA would be designated to correspond 
to the count. If a party believes benzene and chloroform 
define separate patentable inventions, that party could 
file a motion under §1.633(c) to redefine the count and 
the claims corresponding to the counts. 

Example 18: Patent H contains claims 1 (Markush 
group of benzene or chloroform), 2, (benzene), and 3 
(chloroform). Application AB contains patentable claims 
11 (Markush group of benzene or chloroform), 12 (ben- 
zene), and 13 (chloroform). Benzene and chloroform ini- 
tially would be presumed, subject to a motion under 
§1.633(c), to define the same patentable invention, be- 
cause they are recited as a Markush group in a single 
patent claim. If an interference is declared, there would 
be one count (Markush group of benzene or chloro- 
form). Claims 1, 2, and 3 of patent H and claims 11, 12, 
and 13 of application AB would be designated to corre- 
spond to the count. If a party believes benzene and chlo- 
roform define separate patentable inventions, the party 
could move under §1.633(c) to substitute a count (ben- 
zene) for (Markush group of benzene or chloroform) 
and to add a count (chloroform). See Example 36. 

Example 19: Under §1.606, the PTO will continue to 
follow the practice announced in Ex parte Card and 
Card, 1904 Dec.Comm’r.Pat. 383 (Comm’r.Pat. 1904). 
Patent J contains claim 1 (method of mixing, grinding, 
and heating). Application AC contains patentable claim 
8 (method of mixing and heating) and does not disclose 
or claim a grinding step. In the context of the inventions 
disclosed in patent J and application AC, a method of 
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mixing, grinding, and heating is the same patentable in- 
vention as a method of mixing and heating. Under cur- 
rent practice, it would be said that “grinding” is an “im- 
material” limitation in claim 1 of patent J. Under §1.606, 
the fact application AC does not disclose grinding 
would not preclude an interference. If an interference is 
declared, there would be one count (method of mixing 
and heating). Claim 1 of patent J and claim 8 of applica- 
tion AC would be designated to correspond to the 
count. 

Under §1.605, timely filing of an amendment present- 
ing a claim suggested by the examiner for purposes of an 
interference would stay ex parte proceedings in the ap- 
plication in which the claim is presented pending a de- 
termination by the examiner of whether an interference 
will be declared. Also under §1.605(a), when an examin- 
er suggests a claim, the applicant will be required to 
copy verbatim the suggested claim. At the time the 
suggested claim is copied, however, the applicant may 
also (1) call the examiner’s attention to other claims al- 
ready in the application or which are presented with the 
copied claim and (2) explain why the other claims 
would be more appropriate to be included in any inter- 
ference which may be declared. 

Under §1.607(b), when an applicant seeks an interfer- 
ence with a patent, e.g., by copying claims from the pa- 
tent, examination of the application including any appeal 
would be handled with special dispatch within the PTO. 
“Special dispatch” would be construed to be the same as 
special dispatch in a reexamination proceeding. See 35 
U.S.C. §305. 

Under §1.608, the PTO will continue current practice 
(37 CFR §1.204(c)) of requiring an applicant seeking to 
provoke an interference with a patent to submit evi- 
dence which demonstrates that the applicant is prima 
facie entitled to a judgment relative to the patentee. Evi- 
dence would be submitted only when the earlier of the 
filing date or effective filing date of the application is 
more than three months after the earlier of the filing 
date or effective filing date under 35 U.S.C. §120 of the 
patent. The evidence may relate to patentability and 
need not be restricted to priority. When the evidence (1) 
consists of prior printed publications and patents and (2) 
shows that the claims of the application are not patent- 
able, the claims in the application would be rejected and 
the applicant could file a request for reexamination of 
the patent. 

Section 1.609 sets forth what an examiner shall for- 
ward to the Board when an interference is declared. For 
the most part, §1.609 continues current practice. How- 
ever, under §1.609(b)(3), the examiner would identify all 
claims in an application which the examiner believes are 
patentable over the proposed counts. Thus, a claim in an 
application would either correspond to a count or 
would be indicated as being patentable over the count. 
For instance, in Example 3, supra, the examiner would 
indicate that (1) claims 1 and 2 of application E and 
claims 11 and 12 of application F correspond to the 
count and (2) claim 3 of application E defines a separate 
patentable invention from the count. 

Under §1.610, each interference will be declared by 
an examiner-in-chief. The examiner-in-chief enters all 
interlocutory orders in the interference. As necessary, 
another examiner-in-chief may act in place of the ex- 
aminer-in-chief assigned to the interference. At the dis- 
cretion of the examiner-in-chief assigned to the interfer- 
ence, a panel of two or more examiners-in-chief may 
enter an interlocutory order. The examiner-in-chief will 
set times and control proceedings such that pendency 
of the interference normally will not exceed 24 
months. Under 
§1.610(d), the examiner-in-chief is authorized to hold 
conferences. Any conference can be by a telephone 
conference call. Under §1.610(e), an examiner-in-chief 
is authorized to determine a proper course of conduct 
for any situation not specifically covered by the rules. 

Under §1.611(a), the PTO will normally notify each 
party at its correspondence address (37 CFR §1.33(a)) 
that an interference is declared. This practice will save 
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the PTO the administrative burden of sending multiple 
notices as is required by the present rules. Under 
§1.611(a), the PTO could, in an appropriate circum- 
stance, also send a notice to a patentee or an assignee. 
An appropriate circumstance for sending an additional 
notice would be a situation where a patent was issued 
on the basis of an application filed under 37 CFR §1.47. 
The matters to be specified in a notice declaring an in- 
terference are set out in §1.611(c). One item to be set 
out is the “order of the parties,” meaning the order in 
which the parties will take testimony. If Jones is the ju- 
nior party and Smith is the senior party, the order of the 
parties is: Jones v. Smith. The order of the parties may 
change as a result of the granting of a motion under 
§1.633(d), (f), or (g). Under $1.611€4), the notice declar- 
ing the interference may also set dates for filing prelimi- 
nary statements, notices that preliminary statements have 
been filed, motions under §1.633, oppositions to those 
motions, and replies to the oppositions. Alternatively, an 
examiner-in-chief may set those times in a separate order 
before or after consultation with counsel for the parties. 
Under §1.611(e), the PTO may place a notice in the Of- 
ficial Gazette each time an interference is declared in- 
volving a patent. The notice would make it easier for 
patent practitioners throughout the country to determine 
whether a given patent is or has been involved in an in- 
terference. 

Under §1.612, except for affidavits under §1.131 and 
any evidence and explanation under §1.608(b) filed sepa- 
rate from an amendment, each party shall have access to 
the file of every other party after an interference is de- 
clared. The files of applications and patents involved in 
an interference will be maintained if the Service Branch 
of the Board of Patent Appeals and Interferences for in- 
spection and copying. Any explanation which is filed as 
part of an amendment or an amendment which discusses 
details contained in an affidavit under §1.131 would not 
be sealed under §1.612(a). Thus, §1.612(a) continues the 
practice discussed in Moorman v. Martin, 103 USPQ 273 
(Comm’r.Pat. 1950) and Calvert, An Overview of Interfer- 
ence Practice, 62 J. Pat. Off. Soc’y. 290, 293 (1980). Un- 
der§1.612(b), each party will have access to an oppo- 
nent’s affidavit under §1.131 or an opponent’s evidence 
and explanation under §1.608(b) when a decision is ren- 
dered on motions under §1.633. Under §1.612(c), a party 
would be required to serve any evidence and explana- 
tion under §1.608(b) if an order to show cause is issued 
under §1.617(a) and the party responds to the order un- 
der§1.617(b). Under §1.612(d), the parties may agree to 
exchange copies of their respective files. 

Under §1.613(a), when a party has appointed more 
than one attorney or agent of record, the party may be 
required to designate a “lead” attorney or agent. A lead 
attorney or agent would be a registered attorney or 
agent of record who is primarily responsible for prose- 
cuting an interference on behalf of a party and is the in- 
dividual whom an examiner-in-chief can contact to set 
times and take other action in the interference. Section 
1.613(b) continues the practice of not permitting the 
same attorney or agent to represent two or more parties 
in an interference except as permitted by Chapter 1, see 
e.g., §1.344. Under §1.613(c), an examiner-in-chief can 
make an appropriate inquiry to determine whether an at- 
torney or agent should be disqualified from representing 
a party. A final decision to disqualify an attorney or 
o is made by the Commissioner under 35 U.S.C. 

Section 1.614 specifies when the Board gains jurisdic- 
tion over an interference. The section also indicates when 
an interference becomes a contested case within the mean- 
ing of 35 U.S.C. §24. A remand to the examiner is autho- 
rized and may be useful in certain situations, such as, 
when a _ moves under §1.633(c) to add a proposed 
count which is broader than any count in an interference. 
Alternatively, an examiner-in-chief would be able to ob- 
tain informal opinions from examiners during the course 
of an interference. Nothing in the rules, however, is in- 
tended to authorize informal conferences between an ex- 
aminer-in-chief and an examiner with respect to the merits 
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of an application before the Board in an ex parte appeal 
from an adverse decision of the examiner. 

Section 1.616 permits an examiner-in-chief or the 
Board to impose appropriate sanctions against a party 
who fails to comply with the rules or with an order en- 
tered in the interference. Paragraphs (a) through (e) set 
forth some of the possible sanctions which can be en- 
tered. The particular sanction to be entered would de- 
pend on the facts of a given case and ordinarily would 
not be entered prior to giving the affected party an op- 

rtunity to present its views. An individual examiner- 
in-chief could not impose a sanction granting judgment 
inasmuch as entry of a judgment requires action by the 
Board. See §1.610(a). A — es sanctions imposed 
against an opponent could move under §1.635 for entry 
of an order imposing sanctions. 

Section 1.617 retains summary judgment proceedings 
in those cases where a junior party applicant is required 
to file evidence and an explanation under §1.608(b). To 
avoid summary judgment, the junior party applicant 
must establish that it is prima facie entitled to judgment 
relative to the senior party patentee. For the most part, 
practice under §1.617 will the same as the current 
practice under 37 CFR §1.228. The major changes 
would be the following: (1) A prima facie case could be 
based on patentability as well as priority. (2) A stricter 
standard would be imposed for presenting additional evi- 
dence after entry of an order to show cause. Under cur- 
rent practice (37 CFR §1.228), additional evidence may 
be submitted with a response to an order to show cause 
“when a showing in excuse of . . . [its] omission from 
the original” showing is made. The “good cause” show- 
ing required by §1.617(b) imposes a stricter standard 
than was required under the prior rules. The stricter 
standard is necessary to encourage —— copying 
claims from a patent to better prepare their initial show- 
ings under proposed §1.608(b). Under current practice, 
the Board of Patent Interferences has found that sub- 
stantial time is lost in issuing orders to show cause based 
on an inadequate initial showing only to have an ade- 
quate showing made with the response to the order to 
show cause. Under the “good cause” standard, igno- 
rance by a party or counsel of the provisions of the 
rules or the substantive requirements of the law would 
not constitute good cause. (3) When an interference in- 
volves more than two parties, all opponents would be 
permitted to participate in summary judgment proceed- 
~- Thus, the new rules overrule Chan v. Akiba v. 
Clayton, 189 USPQ 621 (Comm’r.Pat. 1975). (4) Current- 
ly, an applicant must file two copies of its initial show- 
ing under 37 CFR §1.204(c). Under §1.608(b), a party 
would file only one copy of the showing. However, any 
party responding to an order to show cause would be 
required to serve a copy of its initial showing under 
§1.608(b) with any response to the order to show cause. 
(5) A single examiner-in-chief may order an interference 
to proceed after issuance of an order to show cause un- 
der §1.608(b) and the filing of a response by an applicant 
under §1.617(b). Only the Board, however, may enter a 
summary judgment. See §1.617(b). 

Under §1.618, the PTO has authority to return to a par- 
ty any paper presented in an interference which is not au- 
thorized by, or is not in compliance with the requirements 
of, Subpart E. When an improper paper is filed, a party 
may be given an opportunity to file a proper paper under 
such conditions as an examiner-in-chief may deem appro- 
priate. Two examples of improper papers are: (1) replies 
to replies which are not authorized by the ruies and (2) 
papers presented which have attached thereto a paper 
previously filed in the interference. 

Sections 1.621 through 1.629 govern preliminary state- 
ments which continue to be required in interference 
cases. 

Under §1.621, a preliminary statement can be signed 
by any individual having knowledge of the facts (e.g., 
the inventor) or by an attorney or agent of record. Per- 
mitting an attorney or agent of record to sign a prelimi- 
nary statement eliminates unnecessary mailing of papers 
between parties and their attorney or agent. 
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Under §1.622, the preliminary statement would identi- 
fy the inventor who made the invention defined by each 
count. If the inventor identified in the preliminary state- 
ment is not an inventor named in the application or pa- 
tent involved in the interference, a motion under §1.634 
must be diligently filed to correct inventorship. 

Sections 1.623, 1.624, and 1.625 respectively set out 
the allegations which should be made in, and the attach- 
ments which should accompany, a preliminary statement 
when (1) the invention was made in the United States, 
(2) the invention was made abroad and was introduced 
into the United States, and (3) derivation by an oppo- 
nent from a party is to be an issue. 

Section 1.626 permits a party to file a preliminary 
statement which states that the party only intends to 
rely on the filing date of an earlier United States or for- 
eign application. Ordinarily, a junior party who fails to 
file a preliminary statement is not entitled to access to 
any other preliminary statement filed (see §1.631(b)). 
Section 1.626 would permit a junior party who only in- 
tends to rely on an earlier application to have access to 
any opponent’s preliminary statement. 

Section 1.628 sets out how an error in a preliminary 
statement may be corrected. 

Section 1.629 sets out the effect of a preliminary state- 
ment. A party who fails to file a preliminary statement 
will not be permitted to prove (1) that the party made 
the invention defined by a count prior to the party’s fil- 
ing date or (2) that an opponent derived the invention 
from the y. 

Under FL63i, preliminary statements normally will be 
opened for inspection when an examiner-in-chief decides 
preliminary motions filed under §1.633. A junior party 
who does not file a preliminary statement is not entitled 
to access to a preliminary statement of any other party. 
When an interference is terminated before preliminary 
statements are opened, any preliminary statement which 
has been filed will be returned unopened to the party 
who submitted the statement. 

Under §1.632, a notice must be filed by a party who 
intends to argue that an opponent abandoned, sup- 
pressed, or concealed an actual reduction to practice. 35 
U.S.C. §102(g). A party will not be permitted to brief 
(§1.656) or argue at final hearing (§1.654) that an oppo- 
nent abandoned, suppressed, or concealed an actual re- 
duction to practice unless the notice is timely filed. A 
notice is timely if filed within ten (10) days of the close 
of the testimony-in-chief period of an opponent. While a 
party has the burden of proving that an opponent aban- 
doned, suppressed, or concealed, the burden may be 
discharged on the basis of the opponent’s evidence 
alone. Shindelar v. Holdeman, 628 F.2d 1337, 207 USPQ 
112 (CCPA 1980). See also Correge v. Murphy, 705 F.2d 
1326, 217 USPQ 753 (Fed. Cir. 1983); Horwath v. Lee, 
564 F.2d 948, 195 USPQ 701 (CCPA 1977); and Peeler 
v. Miller, 535 F.2d 647, 190 USPQ 117 (CCPA 1976). 
Under current practice where notice is not required, it is 
possible that a party may learn for the first time that 
abandonment, suppression, or concealment is an issue 
when the party receives an opponent’s brief at final 
hearing. See Klug v. Wood, 212 USPQ 767, 771 n. 2 
(Bd.Pat.Int. 1981). At that point, it is often too late to 
reopen proceedings in the interference. The purpose of 
requiring the notice under §1.632 is to make the parties 
and the Board aware during the interlocutory stage of 
an interference that abandonment, suppression, or con- 
cealment may be an issue in the interference. Early no- 
tice will permit the parties to ask for and the examiner- 
in-chief to set appropriate testimony periods for a party 
to present evidence related to abandonment, suppression, 
and concealment, particularly in those cases where long 
unexplained delays tend to prove the allegatior. of sup- 
pression or concealment. Early notice will also eliminate 
the need for the party moving to reopen the testimony 
period. Klug v. Wood, supra. 

Under §1.633, a party may file preliminary motions 
for judgment, to redefine the interference, to subsiituie a 
different application in the interference, to declare an 
additional interference, to be accorded the benefit of an 
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earlier application, to attack benefit previously accorded 
an opponent, or to add a reissue application to the inter- 
ference. The motions are called “preliminary motions” 
in order to —— the motions from other motions 
which might be filed during the course of an interfer- 
ence. The preliminary motions would replace motions 
currently authorized by 37 CFR §1.231. 

Under §1.633(a), a motion to dissolve would be re- 
placed with a motion for judgment. A party can file a 
motion for judgment on the ground that an opponent’s 
claim corresponding to a count is unpatentable to the 
opponent. With two exceptions, unpatentability can be 
based on prior art (35 U.S.C. §§102, 103), insufficiency 
of disclosure (35 U.S.C. §112, first paragraph), indefi- 
niteness of claims (35 U.S.C. §112, second paragrarh), 
double patenting, estoppel, or any other ground which 
would support a holding that claims corresponding to a 
count are not patentable. The two exceptions are (1) pri- 
ority of invention of the subject matter of a count by the 
moving party as against any opponent and (2) derivation 
of the subject matter of a count by the opponent from 
the moving party. The two exceptions are directed to is- 
sues which are traditional “priority” issues, e.g., which 
inventor made the invention defined by a count first or, 
when derivation is an issue, who made the invention. 
Resolution of those “priority” issues almost always re- 
quires the taking of testimony. A motion for judgment, 
however, would be proper when a party believed an in- 
dividual not involved in the interference made the in- 
vention defined by the count prior to an opponent in the 
interference, but subsequent to the moving party. Thus, 
a patentability issue, such as that raised under 35 U.S.C. 
§102(g) in Sutter Products Co. v. Pettibone Mulliken 
Corp., 428 F.2d 639, 166 USPQ 100 (7th Cir. 1970), 
properly could be raised with a motion for judgment un- 


der§1.633(a). Derivation by an opponent from an indi- 


vidual not involved in the interference could also be 
raised under §1.633(a). 

Under §1.633(b), a party could move for a judgment 
when the party believes there is no interference-in-fact. 
A motion for judgment on the ground of no interfer- 
ence-in-fact is only proper under one of three condi- 
tions: (1) when an interference involves designs, (2) 
when the interference involves plant applications or a 
plant application and plant patent, or (3) when no claim 
of a party which corresponds to a count is identical to 
any claim of an opponent which corresponds to that 
count. An example illustrates when a motion under 
§1.636(b) is proper. 

Example 20: Application AD contains patentable 
claim 1 (6-cylinder engine). Application AE contains 
patentable claim 3 (8-cylinder engine). An interference is 
declared with a single count (6 or 8-cylinder engine). 
Claim 1 of application AD and claim 3 of application 
AE are designated to correspond to the count. Appli- 
cant AD believes that a 6-cylinder engine is a “separate 
patentable invention” (see §1.601(n)) from an 8-cylinder 
engine. Applicant AD would file a motion under 
§1.633(b) for a judgment on the ground of no interfer- 
ence-in-fact stating why a 6-cylinder engine is patentably 
distinct from an 8-cylinder engine. If the Board ultimate- 
ly agrees with applicant AD, a patent could issue to AD 
containing claim 1 of application AD and a second pa- 
— could issue to AE containing claim 3 of application 
AE. 


Under §1.633(c), a party may move to redefine inter- 
fering subject matter. One way to redefine interfering 
subject matter would be to add or substitute a count. 
When a party seeks to add a count, the party is required 
to demonstrate that the proposed count to be added is 
directed to a “separate patentable invention” from every 
other count in the interference. 

A motion may be filed to amend an application claim 
which has already been designated to correspond to a 
count. See §1.633(c)(2). Such a motion might be filed 
when a party believes an application claim designated to 
correspond to a count is unpatentable and the amended 
claim is believed to be patentable. 
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An applicant may move to add a claim to the appli- 
cant’s application and to designate the claim to be added 
to correspond to a count. See §1.633(c)(2). Such a mo- 
tion may be filed when the applicant discloses specific 
subject matter which is not claimed, would like to claim 
the subject matter, and wants the subject matter in- 
volved in the interference. 

Another way to redefine interfering subject matter 
would be to designate a claim as corresponding or not 
corresponding to a count. See §1.633(c)(3) and (c)(4). 
Examples 21 and 22 illustrate this latter point. 

Example 21: Application AF contains patentable 
claim 1 (engine). Patent K contains claims 3 (engine) 
and 5 (6-cylinder engine). Claim ! of application AF and 
claim 3 of patent K are designated to correspond to the 
count. Applicant AF believes a 6-cylinder engine is the 
“same patentable invention” (see §1.601(n)) as engine. 
Applicant AF would file a motion under §1.633(c)(3) to 
designate claim 5 of patent K as corresponding to the 
count. If the motion is granted and applicant AF pre- 
vails in the interference, judgment would be entered 
against patentee K and both claims 3 and 5 of patent K 
would be cancelled under 35 U.S.C. §135(a). 

Example 22: Application AG contains patentable 
claim 1 (engine). Patent L contains claims 3 (engine) and 
5 (8-cylinder engine). An interference is declared with 
one count (engine). Claim 1 of application AG and 
claims 3 and 5 of patent L are designated to correspond 
to the count. Patentee L believes that an 8-cylinder en- 

ine defines a “separate patentable invention” (see 

1.601(n)) from engine. Patentee L should file a motion 
under §1.633(c)(4) to designate claim 5 of patent L as 
“not corresponding” to the count. If the motion is 
granted and an adverse judgment is entered against pat- 
entee L, only claim 3 would be cancelled from the pa- 
tent pursuant to 35 U.S.C. §135(a). 

A motion to redefine the interfering subject matter 
may also request that an opponent who is an applicant 
be required to add a claim to the opponent’s application 
and to designate the claim to correspond to a count. See 
§1.633(c)(5). Such a motion might be filed when a party 
sees that the opponent discloses, but does not claim, sub- 
ject matter which the party believes should be involved 
in the interference. 

Section 1.633(i) would continue present practice (37 
CFR §1.231) of allowing a party to move to redefine the 
subject matter of the interference or substitute a differ- 
ent application when an opponent moves for judgment 
(see §1.633(a) and (b)) or to attack benefit (see 
§1.633(g)). 

Paragraph (j) of §1.633 will permit an opponent to 
move for benefit when a party moves to add or substi- 
tute a count. Thus, when a motion to 71d a count is 
filed by a party and an opponent want enefit of an 
earlier application in the event the motion to add is 
granted, the opponent should file a motion under 
§1.633(j) to be accorded benefit. The mere fact that the 
opponent had been accorded benefit of an earlier appli- 
cation when the interference was declared does not 
mean the opponent will be accorded benefit as to some 
other count which may be added on motion of some 
other party. 

Section 1.634 authorizes a motion to correct 
inventorship in an application (see §1.48) or a patent (see 
§1.324) involved in an interference. 

Section 1.635 authorizes the filing of motions other 
than those specified in §§1.633 or 1.634. Motions filed 
under §1.635 would be referred to as “miscellaneous mo- 
tions” to distinguish from “preliminary motions” under 
§1.633. Instances where a miscellaneous motion would 
be filed include motions to correct an error in a prelimi- 
nary statement, to extend time for taking action or to 
seek judicial review, to obtain permission to proceed un- 
der 35 U.S.C. §24, or to obtain additional discovery. 

Section 1.636 sets out the times within which a mo- 
tion would be filed. 

Section 1.637 sets out the content of motions. In prior 
interference practice, parties and their counsel have had 
difficulty meeting all the “unwritten” requirements for 
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motions under 37 CFR §1.231. Section 1.637 is quite 
specific in setting out the requirements for each type of 
motion, particularly the preliminary motions. By setting 
out with specificity the requirements for each type of 
motion, it is intended to minimize disposition of motions 
on technicalities. A vast majority of the comments in re- 
sponse to the advanced notice published in the Federal 
Register on Aug. 1, 1983, commenting on then proposed 
§1.637 were in favor of the requirements for motions be- 
ing specifically set out in the regulations. 

Section 1.638 authorizes oppositions to motions. Any 
cpposition would have to identify any material fact in 
dispute. A reply to an opposition would be authorized 
for all motions. A reply to a reply is not authorized. 

Section 1.639 sets forth the evidence which may ac- 
company a motion, opposition, or reply. Every material 
fact alleged in a motion, opposition, or an reply would 
have to be supported by proof. Section 1.639(b) autho- 
rizes affidavits to be used as proof for any motion. The 
affidavit may later be used by a y during the testi- 
mony period (see §§1.671(e) and 1.672(b)). When a party 
believes that testimony is necessary to decide a motion 
under §1.633 or §1.634, the party would have to de- 
scribe the nature of the testimony needed. If an examin- 
er-in-chief agrees that testimony is needed, appropriate 
interlocutory relief would be granted and testimony 
would be ordered. 

Example 23: An interference is declared with one count 
between application AH and application AJ. Applicant 
AH files a preliminary motion under §1.633(c)(1) to rede- 
fine the interference by adding a second count. In order to 
succeed, applicant AH must show that the proposed 
count to be added is directed to a “separate patentable in- 
vention” (see §1.601(n)) from the count already in the in- 
terference. In the motion, applicant AH sets forth in detail 
the testimony which would be required to prove that the 
subject matter of the proposed count is to a separate pat- 
entable invention from the subject matter of the count in 
the interference. Applicant AJ opposes the motion on the 
ground that the proposed and present counts define the 
“same patentable invention” (see §1.601(n)). An examiner- 
in-chief determines that a material fact is in dispute and 
that applicant AH has established testimony is needed to 
properly rule on the motion. Under the circumstances, the 
motion would be deferred to final hearing and a testimony 
period would be ordered. The questions of (1) whether 
the proposed and present counts define the same patent- 
able invention and (2) priority would be decided at final 
hearing. 

Under §1.640, an examiner-in-chief would decide all 
motions. A hearing could be held on a motion in the dis- 
cretion of an examiner-in-chief. Where appropriate, an 
examiner-in-chief could consult with an examiner on a 
question of patentability which arises in the first instance 
in the interference. Consultation would not be necessary 
where the examiner had already ruled on the patentabili- 
ty question which comes before the examiner-in-chief or 
the Board. Moreover, nothing in §1.640 authorizes con- 
ferences between examiners-in-chief and examiners in ex 
parte appeals under 35 U.S.C. §134 from an adverse de- 
cision of an examiner. A party is entitled to request re- 
consideration of a decision on a motion by a single ex- 
aminer-in-chief. An opposition to a request for 
reconsideration could not be filed unless ordered by an 
examiner-in-chief or the Board, but the decision by the 
single examiner-in-chief would not normally be modified 
unless an opposition has been requested. The request for 
reconsideration would be acted on by a panel of the 
Board consisting of at least three examiners-in-chief, one 
of whom would normally be the examiner-in-chief who 
decided the motion. Several comments were received in 
response to the advance notice questioning why the ex- 
aminer-in-chief who decided the motion would form 
part of the panel deciding the request for reconsidera- 
tion. The decision to propose, and now adopt, a regula- 
tion which would permit the examiner-in-chief who de- 
cided the motion to participate in the decision on 
reconsideration was made after careful balancing of all 
the factors involved. It could have been proposed to 
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permit the examiner-in-chief to individually decide the 
request for reconsideration. However, it is believed that 
parties in interference cases would feel that their re- 
quests for reconsideration are being more fully consid- 
ered if more than one person considers their request. 
The two additional examiners-in-chief would be able to 
consult with the examiner-in-chief most familiar with the 
case, but would be able to control the decision on re- 
consideration by a majority vote. Use of the examiner- 
in-chief who decided the motion and two additional ex- 
aminers-in-chief would (1) minimize delay which would 
occur if three new examiners-in-chief were used who 
were unfamiliar with the record and (2) minimize the 
possibility that reversible error occurred if only the ex- 
aminer-in-chief who decided the motion also individual- 
ly decided the request for reconsideration. 

Under §1.644, petitions to the Commissioner are au- 
thorized in interference cases under certain restricted 
conditions. Petitions in interferences have been the 
source of substantial delay. Section 1.644 attempts to 
minimize those delays. Section 1.644 authorizes a peti- 
tion to the Commissioner from a decision of an examin- 
er-in-chief or a panel when the examiner-in-chief or the 
panel shall be of the opinion (1) that the decision in- 
volves a controlling question of procedure or an inter- 
pretation of a rule as to which there is a substantial 
ground for a difference of opinion and (2) that an imme- 
diate decision on petition would materially advance the 
ultimate termination of the interference. The standard is 
intended to be analogous to that of a district court certi- 
fying a question to a court of appeals under 28 U.S.C. 
§1292(b). A petition could be filed seeking to invoke the 
supervisory authority of the Commissioner. However, 
the petition could not be filed prior to entry of judgment 
and could not relate to the merits of priority or patent- 
ability or the admissibility of evidence under the Federal 
Rules of Evidence. A petition could also be filed seeking 
waiver of a rule. A fee of $120 would be charged for 
each petition and for each request for reconsideration of 
a decision on petition. Any petition would be decided 
on the record made before the examiiner-in-chief or the 
Board and additional evidence could not be submitted 
with the petitica. An opposition could not be filed un- 
less ordered by the Commissioner. Where reasonably 
possible, service of a petition would have to be such that 
delivery is accomplished within one day. Service by 
hand or “Express Mail” would comply with this re- 
quirement. 

Section 1.645 permits a party to file a motion to seek 
an extension of time to take action in an interference or 
to seek judicial review. The motion would have to be 
filed within sufficient time to actually reach an examin- 
er-in-chief prior to expiration of the time for taking ac- 
tion. Under §1.645, a moving party would not be able to 
assume that a motion for an extension of time would be 
granted. Under §1.610(d)(6), a request for an extension 
of time could be made orally and an appropriate order 
would then be entered thus eliminating considerable pa- 
per work. The order would be the written record of the 
request and decision. See §1.2. Extensions of time have 
caused numerous delays in interference cases. Under 
present interference practice, some delays are caused be- 
cause attorneys and agents on many occasions unexpect- 
edly receive orders setting times. Under the new prac- 
tice, attorneys and agents can expect times to be set for 
filing preliminary statements, preliminary motions, mo- 
tions for additional discovery, testimony, and briefs after 
a conference call. It is expected that use of conference 
calls will permit an examiner-in-chief and attorneys or 
agents for parties to set a time schedule which is mutual- 
ly satisfactory. A motion to extend time would not be 
granted unless a party shows good cause. The use of 
conference calls would allow schedules to be set before 
orders setting time are entered and therefore the press of 
other business which arises after the examiner-in-chief 
and attorneys and agents agree to times would not nor- 
mally be considered good cause. 

Under §1.647, when a party relies on a document in a 
foreign language, an English language translation of the 
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document and an affidavit ev ge the accuracy of 
the translation would be required. The rule would apply 
to any document, including evidence submitted wi 

motions, foreign applications for which a y seeks 
benefit, testimony, and exhibits introduced in evidence 
during testimony. ier 

Under §1.651, after a decision is entered on prelimi- 
nary motions, an examiner-in-chief would set times for 
filing motions for additional discovery and for taking 
testimony. Any motion for additional discovery would 
be to obtain answers to terrogatories, requests for edmis- 
sions, and documents and things necessary for a party to 
prepare its case-in-chief. 

Section 1.653 sets out what shall be in the record to 
be considered by the Board at final hearing. The record 
would continue to be printed or typed on paper 8-1/2 
by 11 inches in size. Accordingly, when a party files an 
affidavit, the party should use 8-1/2 by 11 inches paper 
for the affidavit. 

Section 1.654 continues the practice of holding a final 
hearing where oral argument may be presented by all 
parties. No fee would be charged for appearing at oral 
argument at final hearing in an interference. 

Section 1.655 specifies the matters which can be con- 
sidered in rendering a final decision. Patentability is an 
issue which may be raised. The Board can also consider 
whether any interlocutory order was manifestly errone- 
ous or an abuse of discretion, although any interlocutory 
order would be presumed to be correct and burden of 
showing error shall be on the party attacking the order. 
This last procedural provision permits the Board to cor- 
rect any manifest error before a party seeks judicial re- 
view of an interlocutory order along with judicial re- 
view of the Board’s final decision. 

Section 1.656 sets forth the requirements for briefs for 
final hearing. In large measure, §1.656 follows the re- 
quirements of Rule 28 of the Federal Rules of = 
Procedure. An original and three copies of a brief is re- 
quired. Under §1.656(h), if a party wants the Board in 
rendering its final decision to rule that any evidence is 
inadmissible, the party must file with its opening brief an 
original and three copies of a motion to suppress the evi- 
dence. Any previous objection to the admissibility of ev- 
idence is waived unlegs the motion to suppress is filed. 
This procedural provision makes clear that an objection 
to the admissibility of evidence must be renewed at final 
hearing and will be considered by the Board in render- 
ing its final decision. When a junior party fails to file a 
brief, an order can be issued requiring the junior party 
to show cause why failure to file the brief should not be 
taken as a concession of priority. 

Under §1.658 the Board would enter a final decision. 
The decision can (1) enter judgment, in whole or in 
part, (2) remand the interference to an examiner-in-chief, 
or (3) take further action not inconsistent with law. A 
judgment as to a count shall state whether or not each 
patty is entitled to a patent containing claims which cor- 
respond to the count. When judgment is entered as to all 
counts, the decision of the Board is considered final for 
the purpose of judicial review. Section 1.658(c) defines 
the doctrine of interference estoppel as it is to be applied 
in the PTO after an interference is terminated. The defi- 
nition of interference estoppel is designed to encourage 
parties in interference cases to settle as many issues as 
possible in one proceeding. Section 1.658(c) creates an 
estoppel both as to senior and junior parties unlike the 
present practice (37 CFR §1.257) which limits estoppel 
in some instances to junior parties. An estoppel would 
not apply with respect to any claims which correspond, 
or which properly could have corresponded, to a count 
as to which the party was awarded a favorable judg- 
ment. A few examples illustrate how estoppel would be 
applied. 

Example 24: Junior party applicant AL and senior 
party applicant AK both disclose separate patentable in- 
ventions “A” and “B” and claim only invention A in 
their respective applications. An interference is declared 
with a single count to invention A. Neither party files a 
preliminary motion (see §1.633(c)(1)) to add a count to 
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invention B. Judgment as to all of AL’s claims corre- 
sponding to the sole count is awarded to junior party 
applicant AL. Senior party applicant AK would be es- 
topped to thereafter obtain a patent containing claims to 
invention B, because applicant AK failed to move to 
add a count to invention B in the interference. Junior 
party applicant AL would not be estopped to obtain a 
patent containing claims to invention B. 

Example 25: In this example, the facts are the same as 
in Example 24 except that judgment is awarded as to all 
AK’s claims corresponding to the count to senior party 
applicant AK. Junior party applicant AL would be es- 
topped to obtain a patent containing claims to invention 
B in the interference. Senior party applicant AK would 
not be estopped to obtain a patent containing claims to 
invention B. 

Example 26: Junior party applicant AM and senior 
party applicant AP both disclose separate patentable in- 
ventions “C”, “D”, and “E” and claim inventions C and 
D in their respective applications. An interference is de- 
clared with two counts. Count 1 is to invention C and 
Count 2 is to invention D. Neither party files a prelimi- 
nary motion to add a proposed Count 3 to invention E. 
Judgment as to all AM’s claims corresponding to Counts 
1 and 2 is awarded to junior party applicant AM. Senior 
party applicant AP would be estopped to thereafter ob- 
tain a patent containing claims to invention E, because 
applicant AP failed to move to add a count to invention 
E in the interference. Junior party applicant AM would 
not be estopped to obtain a patent containing claim to 
invention E. 

Example 27: In this example, the facts are the same as 
in Example 26 except that judgment is awarded as to all 
AP’s claims corresponding to Counts 1 and 2 to senior 
party applicant AP. Junior party applicant AM would 
be estopped to obtain a patent containing claims to in- 
vention E, because applicant AM failed to move to add 
a count to invention E in the interference. Senior party 
applicant AP would not be estopped to obtain a patent 
containing claims to invention E. 

Example 28: In this example, the facts are the same as 
in Example 26 except that judgment is awarded on all of 
AM’s claims corresponding to Count 1 to junior party 
applicant AM and judgment is awarded on all AP’s 
claims corresponding to Count 2 to senior party appli- 
cant AP. Both parties would be estopped to obtain a pa- 
tent containing claims to invention E, because neither 
moved to add a count to invention E during the inter- 
ference. Assume that junior party AM could have prop- 
erly moved under §1.633(f) to be accorded the benefit 
of an earlier application, but did not do so during the in- 
terference. Junior party AM would not be estopped in 
subsequent ex parte prosecution from asking for benefit 
of the earlier application as to the invention defined by 
Count 1. Accordingly, if the examiner were to reject ju- 
nior party AM’s claim corresponding to Count 1 on the 
basis of some newly discovered prior art, junior party 
AM could properly antedate the prior art by seeking the 
benefit under 35 U.S.C. §120 of the earlier application. 
Thus, even though junior party AM was a “losing par- 
ty” as to Count 2 (an adverse judgment as to junior par- 
ty AM’s claims corresponding to Count 2 having been 
entered), junior party AM was awarded a favorable 
judgment (§1.658(c)) as to Count 1. Junior party AM 
would be estopped in subsequent ex parte prosecution 
from attempting to be accorded the benefit of the earlier 
application as to the invention of Count 2. 

Example 29: Applicant AQ discloses and claims in- 
vention “F.” Applicant AR discloses and claims separate 
patentable inventions “F” and “G.” The assignee of ap- 
plicant AQ also owns an application AS which discloses 
and claims invention “G.” An interference is declared 
between applicant AQ and applicant AR. The sole 
count is directed to invention F. No motion is filed by 
applicant AQ or its assignee to declare an additional in- 
terference between applicant AR and applicant AS with 
a count to invention G. A judgment as to all of AR’s 
claims corresponding to the sole count is awarded to ap- 
plicant AR. Applicant AS and the assignee would be es- 
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topped to obtain a patent containing claims to invention 
G, because applicant AR and the assignee failed to 
move to declare an additional interference with a count 
to invention G. 

Example 30: The facts in this example are the same as 
the facts in Example 29 except that judgment as to all of 
AQ’s claims corresponding the sole count is awarded to 
applicant AQ. Applicant AS and the assignee would not 
be estopped, because applicant AQ was not a “losing 
party” (§1.658(c)). _ ; we 

Example 31: Applicant AT discloses a generic inven- 
tion to “solvent” and a species to “benzene.” Applica- 
tion AT contains a patentable claim 1 (solvent) and no 
other claims. Applicant AU discloses the generic inven- 
tion to “solvent” and species to “benzene” and “tolu- 
ene.” Application AU contains patentable claim 3 (sol- 
vent) and no other claims. An interference is declared 
with a single count (solvent). Claims 1 of application 
AT and claim 3 cf applicaticn AU are designated to cor- 
respond to the count. No pany motions are filed. 
A judgment is entered in favor of applicant AT on the 
claim corresponding to the sole count. Applicant AU 
would be estopped to obtain a patent containing a claim 
to benzene, because applicant AU failed to file a prelimi- 
nary motion under §1.633(c)(1) seeking to add a count 
to benzene and benzene was disclosed in winning party 
AT’s application. Applicant AU would also be esto 
to obtain a patent containing a claim to toluene, unless 
“toluene” defines a “separate patentable invention” from 
“solvent .” A basis for interference estoppel (§1.658(c)) 
exists if “toluene” and “solvent” define the “same pat- 


entable invention,” because a claim to “toluene” could 
properly have been added and designated to correspond 
to the count. See §1.633(c)(2). 

Under §1.659, the Board would be able to make rec- 
ommendations to examiners and the Commissioner, in- 
cluding recommendations that application claims not in- 


volved in the interference be rejected and that a patent 
be reexamined as to patent claims not involved in the in- 
terference. 

Under §1.660, a party would be required to notify the 
Board when the party’s patent or application becomes 
involved in other PTO proceedings (reexamination, reis- 
sue, or protest) or litigation. 

Section 1.661 sets forth when an interference is con- 
sidered terminated after a judgment is entered in the 
interference. For the purpose of filing copies of settle- 
ment agreements, an interference is considered termi- 
nated when the time for all appeals has expired. 
Tallent v. Lemoine, 204 USPQ 1058 (Comm’r.Pat. 
1979). See also Nelson v. Bowler, 212 USPQ 760 
(Comm’r.Pat. 1981). 

Section 1.662 provides that a party may request that 
an adverse judgment be entered. The section also pro- 
vides that when a written disclaimer (not a statutory dis- 
claimer), concession of priority or unpatentability, aban- 
donment of the invention, abandonment of an 
application, or abandonment of the contest is filed, the 
disclaime+, concession, or abandonment would be treat- 
ed as a r2quest for entry of an adverse judgment. Sec- 
tion 1.662(b) provides that when a patentee files a reis- 
sue application and omits all clai of a_ patent 
corresponding to the counts of an interference for the 
purpose of avoiding the interference, judgment would be 
entered against the patentee. Under §1.662(c), the filing 
of a statutory disclaimer would not be treated as a re- 
quest for entry of an adverse judgment unless all patent 
claims corresponding to a count are disclaimed. Under 
§1.662(d), if after entry of a judgment or after filing of a 
statutory disclaimer no interference exists, the interfer- 
ence would be terminated as to any party against whom 
judgment has not been entered and any further prosecu- 
tion of any application involved in the interference 
would be ex parte before the examiner. 

Section 1.666 sets out the procedure for filing settle- 
ment agreements in interference cases. The PTC is 
merely a repository for copies of agreements filed under 
35 U.S.C. §135(c) and does not undertake to rule on 
whether the statute requires that a copy of any particu- 
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lar agreement be filed. Nelson v. Bowler, 212 USPQ 760 
(Comm’r.Pat. 1981). 

Section 1.671 sets out what would be considered evi- 
dence. The Federal Rules of Evidence, with certain ex- 
ceptions, are made applicable to interference cases. Un- 
der§1.671(e), a y cannot rely on a previously filed 
affidavit unless the affidavit is served and notice is given 
that the party intends to rely on the affidavit. The pur- 
pose for the notice is to permit an opponent to deter- 
mine whether a d ition for cross-examination is nec- 
essary (see §§1.672(b) and 1.673(e)). 

Section 1.67l(e) is intended to overrule prior 
construction of PTO rules in Holmes v. Kelly, 586 F.2d 
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978) and 
Brecker v. Jennings, 204 USPQ 663 (Bd.Pat.Int. 1978), 
which considered a Rule 132 affidavit in the file of an 
involved ——— to be part of the “record” in an in- 
terference. Under §1.671(e), a party intending to rely on 
such an vit must give notice and serve a copy of 
the affidavit on the opponent. 

Under §1.671(f), the significance of documentary and 
other exhibits must be discussed with particularity by a 
witness during oral di ition or in an affidavit. Section 
1.671(f) sets out in the regulations an evidentiary re- 
quirement im by precedent. See Popoff v. Orchin, 
144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained experi- 
mental data should not be considered); Chandler v. 
Mock, 150 F.2d 563, 66 USPQ 209 (CCPA 1945) 
(records standing alone were held to be meaningless), 
and Smith v. Bousquet, 111 F.2d 157, 45 US 347 
(CCPA 1940) (unexplained tests in stipulated testimony 
are entitled to little weight). See also In re Borkowski, 
505 F.2d 713, 184 USPQ 29 (CCPA 1974) and Triplett v. 
Steinmayer, 129 F.2d 869, 54 USPQ 409 (CCPA 1942). 
Under §1.671(g), a party is required to obtain permission 
from an examiner-in-chief prior to proceeding under 35 
U.S.C. §24. This requirement insures that a subpoena is 
necessary (e.g., a subpoena ordinarily should not be nec- 
essary where testimony of an opponent is sought) and 
that testimony sought through a §24 subpoena is rele- 
vant before a subpoena is issued. The motion seeking 
permission to proceed under §24, any o ition thereto, 
and the order of an examiner-in-chief authorizing the 
moving party to proceed under §24 will be of assistance 
to a federal court in the event a party is required to re- 
sort to a court to enforce the subpoena or to compel an- 
swers to questions propounded at any deposition where 
a witness is appearing pursuant to a subpoena. See 
Sheehan v. Doyle, 529 F.2d 38, 188 USPQ 545 (lst Cir.), 
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429 
U.S. 987 (1976). 

Under §1.671(h), any evidence which is not taken or 
sought and filed in accordance with the regulations will 
not admissible. 

Section 1.672 sets forth the manner in which testimo- 
ny shall be taken. Testimony can be taken by deposition 
or affidavit at the election of the party presenting the 
testimony. A party presenting testimony by affidavit 
must file and serve the affidavit. If the ' presents 
testimony by affidavit and an opponent elects to cross- 
examine the affiant, the party is required to notice a de- 
position for the purpose of cross-examination. Re-direct 
and re-cross will take place at the deposition. Where the 
parties agree, testimony can be presented by affidavit 
without opportunity for cross-examination (see §1.672(e)) 
or by an agreed statement of facts (see §1.672(£)). 

Section 1.673 sets out how a deposition must be no- 
ticed. A deposition can be noticed for any reasonable 
place in the United States. The extent to which parties, 
witnesses, and attorneys or agents have to travel may be 
considered in determining whether a place is reasonable. 
Prior to serving a notice for a deposition, a is re- 
quired to take two procedural steps. Under §1.673(b), a 
party would be required to serve a copy of the docu- 
ments and a list of the things in its possession, custody, 
and control upon which it intended to rely. Under 
§1.673(g), the party is required to have an oral confer- 
ence (in person or by telephone) with: all opponents to 
attempt to agree on a mutually acceptable time and 
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place for taking the deposition. An examiner-in-chief 
may set the time and place if agreement is not reached. 
A single notice listing all the witnesses and the general 
nature of their expected testimony is then served. Under 
§1.673(c) and except as provided, a party can not rely 
on any witness not mentioned in the notice, any docu- 
ment not served, or any thing not listed. Under 
§1.673(h), a copy of any notice must be attached to the 
certified transcript of each deposition filed. 

Section 1.674 sets out the persons before whom depo- 
sitions can be taken. 

Section 1.675 sets out how a deposition is to be taken. 

Section 1.676 sets out how a court reporter should 

repare and file a certified transcript of a deposition. 
Section 1.676(d) sets out how exhibits are to be marked 
for identification, used at depositions, and filed. Provi- 
sions similar to those of Rule 30(f) (1)(A) and (B) of the 
Federal Rules of Civil Procedure are applicable to inter- 
ferences. 

Section 1.677 sets out the form of a transcript of a de- 

ition. 

Under §1.678, a transcript of a deposition must be 
filed in the PTO within 45 days of the date of the depo- 
sition. 

Section 1.682 sets out how a party may introduce in 
evidence, if otherwise admissible, official records or 
printed publications. When a notice is served, a party is 
also required to serve (but not file) copies of the official 
records and printed publications. Any objection to the 
notice or to the admissibility of any official record or 
publication must be filed within 15. days of the date of 
service of the notice. 

Section 1.683 sets out how a party may use testimony 
from another interference or proceeding. 

Section 1.684 sets out how a party may take testimony 
in a foreign country. 

Section 1.685 sets out how objections during the tak- 
ing of depositions must be raised. Under §1.685(a), an er- 
ror in a notice of deposition is waived unless a motion to 
quash the notice is filed as soon as the error is, or could 
have been, discovered. Under §1.685(b), any objection 
to the qualifications of an officer is waived unless (1) the 
objection is noted on the record of the deposition before 
a witness begins to testify or (2) if discovered after the 
deposition, a motion to suppress is filed as soon as the 
objection is, or could have been, discovered. Under 
§1.685(c), any error in the manner in which testimony is 
transcribed, the transcript is signed by a witness, or the 
transcript is prepared or otherwise handled by the court 
reporter is waived unless a motion to suppress is filed as 
soon as the error is, or could have been, discovered. Un- 
der §1.685(d), any objection on the merits to the admis- 
sibility of evidence (e.g., under the Federal Rules of Ev- 
idence is waived unless an objection is made on the 
record at the deposition stating the specific ground of 
objection. Often objections are cured by subsequent tes- 
timony. Accordingly, any objection which a party wants 
the Board to consider at final hearing must also be made 
the subject of a motion under §1.656(h). 

Section 1.687 sets out how a party could seek and ob- 
tain additional discovery. ‘““Additional discovery” is de- 
fined in §1.601(a). Section 1.687 does not change the 
standard (“interest of justice”) for obtaining discovery. 

Section 1.688 sets out how a party can introduce into 
evidence admissions and answers to interrogatories 
obtained as a result of additional discovery. 


Changes in Text 


Several changes have been made to the text of the 
proposed rules published in the Federal Register on Jan. 
30, 1984. The changes are discussed below. Additional 
rationale for the changes are further discussed under the 
heading ‘“‘Analysis of Comments.” 

All references to the “Board of Appeals and Interfe:- 
ences” have been changed to “Board of Patent Appeais 
and Interferences” in view of Public Law 98-622. 

In §1.11(a) the language “‘or after termination, of an in- 
terference without an award of judgment” has been de- 
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leted. This change has been made in view cf changes 
made in paragraphs (c) and (d) of §1.662. 

In response to a comment, the fee required for a peti- 
tion in an interference under §1.644(e) and a request fcr 
reconsideration of a decision on petition in an interfer- 
ence under §1.644(f) have been set out as separate items. 

Section 1.136 was changed to refer to §1.611 rather 
than §1.610(a). 

The following sentence was inadvertently omitted as 
the third sentence of §1.138 in the notice of proposed 
rulemaking; “A registered attorney or agent acting un- 
der the provision of §1.34(a), or of record, may also ex- 
pressly abandon a prior application as of the filing date 
granted to a continuing ee when filing such a 
serie. application.” This sentence presently appears 
in §1.138. 

In §1.196(d), second sentence, “thirty days” has been 
changed to “one month”. 

In §1.197(b), “thirty days” has been changed to “one 
month”. 

In the last sentence of §1.304, “The Commissioner” 
has been changed to “An examiner-in-chief’ and “of a 
decision of the Board of Patent Appeals and Interfer- 
ences in an interference case” has been inserted after 
“time for seeking judicial review.” This change is made 
to limit the “excusable neglect” standard to interference 
cases only. 

In §1.601(j), the language “all the claims of a party 
which correspond” has been changed to read “‘at least 
one claim of a party which corresponds”. The language 
“all the claims of an opponent which correspond” has 
been changed to read “at least one claim of an opponent 
which corresponds”. 

Section 1.605(a) has been changed by deleting from 
the third sentence the language “a claim which is the 
same or substantially the same as” and by adding the fol- 
lowing sentence as the fourth sentence: “Ai the time the 
suggested claim is presented, the applicant may also (1) 
call the examiner’s attention to other claims already in 
the application or which are presented with the 
suggested claim and (2) explain why the other claims 
would be more appropriate to be included in any inter- 
ference which may be declared.” In the second sen- 
tence, “30 days” has been changed to “one month”. 

In the last sentence of §1.606, the language “to define 
one patentable invention” has been changed to read: 
“not to contain separate patentable inventions.” 

The word “and” has been inserted in §1.607(a) before 
“(3)”. The word “must” in the first sentence of §1.607(c) 
has been changed to “shall” in response to a suggestion 
in a comment. 

Pursuant to two separate suggestions, the following is 
being added after the first sentence in §1.608(b): “Where 
the basis upon which an applicant is entitled to judg- 
ment relative to a patentee is priority of invention, the 
evidence shall include affidavits by the applicant, if pos- 
sible, and one or more corroborating witnesses, support- 
ed by documentary evidence, if available, each setting 
out a factual description of acts and circumstances 
performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to judgment on 
priority with respect to the earlier of the filing date or 
effective filing date of the patent. To facilitate prepara- 
tion of a record (§1.653(g) and (h)) for final hearing, an 
applicant should file affidavits on paper which is 8-1/2 
by 11 inches (21.8 by 27.9 cm.).” 

In §1.609(b)(1), the language ‘“‘count or counts” has 
been changed to “proposed count or counts”. In 
§1.609(b)(2), each occurrence of “the count” has been 
changed to “each count”. 

In §1.613(a), “§1.344” has been changed to “this 
Chapter.” This change is being made to obviate the need 
to again amend §1.613 in the event new rules relating to 
practice before the PTO are issued. See the notice of 
proposed rulemaking published in the Federal Register 
on Aug. 24, 1984. 49 F.R. 33790, proposed §§10.62 and 
10.66. The language “‘or members of the same firm of at- 
torneys or agents” has been added after “agent” in 


§1.613(b). 
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In §1.615(a), second sentence, “which are” has been 
deleted and “in the interference” has been added after 
“will not be entered or considered”. 

Several changes have been made in §1.617. In 
§1.617(a), the language “the interference shall proceed 
before the examiner-in-chief’ has been changed to read: 
“the interference shall proceed in the normal manner un- 
der the regulations of this part”. The second sentence of 
§1.617(b) (“A response may include a request by the ap- 
plicant for a hearing before the Board.”) has been 
changed to read: “Any request by the applicant for a 
a before the Board shall be made in the response.’ 

ange was made to clarify when and how a hear- 
ing must be requested by the applicant. The second sen- 
poh of §1.61 61714) has been changed to read: “The state- 
ment may set forth views as to why summary judgment 
should be granted against the applicant, but the state- 
ment shall be limited to discussing why all the evidence 
presented by the applicant does not overcome the rea- 
sons given by the examiner-in-chief for issuing the order 
to show cause.” Section 1.617(e) has been re-written as 
follows: “Within a time authorized by the examiner-in- 
chief, an applicant may file a reply "s any statement 
filed by any fap ” The language “examiner-in-chief 
or the” has been added after “by ra of is timely 
filed, the” in the first sentence of §1.617(g). The lan- 
guage “Board decides that” has been deleted from the 
second sentence of oe. ee _ language “If the 
Board decides otherwise” has es with “Oth- 
erwise” in the third sentence of SL ‘§i. 61K ). The language 
“before the examiner-in-chief” in the xd sentence of 
§1.617(g) has been changed to read: “in the normal man- 
ner under the regulations of this part.” These changes 
will authorize either an examiner-in-chief or a Board to 
authorize an interference to proceed under §1.617(g). It 
will continue to be necessary for the Board to enter an 
order granting summary j udgment. In the last sentence 
of §1. 617(h), “patentee” Pom been changed to “any oppo- 
nent”. 

The language “the name of” has been deleted from 
the first sentence of §1.622(a). The second sentence of 
§1.622(a) in the notice of proposed rulemaking (“When 
an inventor identified in the preliminary statement is not 
identical to the inventor named in the party’ sai lication 
or patent, the party shall file a motion. . . 
changed to read: “When an inventor identified in the 

preliminary statement is not an inventor named in the 
party’s application or patent, the party shall file a mo- 
tion . ” This change is being made in view of §105(a) 
of Public Law 98-622 which amended 35 U.S.C. §116 to 
permit joint inventors to be named “even though . . . (3) 
each did not make a contribution to the subject matter 
of every claim . 

The following changes have been made in §1.623(c). 
In the first sentence, “copy of the drawing” has been 
changed to “copy of the first drawing”. In the second 
sentence, “copy of the written description” has been 
changed to “copy of the first written description”. In 
the third sentence, “when a drawing or written descrip- 
tion” has been changed to “when a copy of the first 
drawing or first written description”. 

Several changes have been made to §1.624. The fol- 
lowing has been added as a second sentence in 
§1.624(a)(5): “If an actual reduction to practice of the in- 
vention was not introduced into the United States, the 
preliminary statement shall so state.” The following 
changes have been made in §1.624(c). Each occurrence 
of “was made” has been changed to “was introduced 
into the United States.” In the first sentence, “copy of 
the drawing” has been changed to “co; copy of that draw- 
ing”. In the second sentence, “copy of the written de- 
scription” has been changed to “copy of that written de- 
scription”. In the third sentence, “a drawing or written 
description” has been changed to “a copy of the first 
drawing or first written description introduced in the 
United States”. 

The following changes have been made in §1.625(c). 
In the first sentence, “copy of the drawing” has been 
changed to “copy of the first drawing”. In the second 
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sentence, “copy of the written description” has been 
changed to “copy of the first written description”. In 
the third sentence, “a drawing or written 

has been changed to “a first drawing or first written de- 
scription”. 

The language of §1.628(b) which read: Ss — 
drawing or written description is not in the aa 
session, custody, or control, the party may file a moti 

. to amend its preliminary statement promptly after it it 
secures possession, custody, or control of a copy of the 
drawing or written description” has been changed to 
read as follows: “the party (1) shall show good cause 
and explain in the preliminary statement ‘why a copy of 
the drawing or written description cannot be attached to 
the preliminary statement and (2) shall attach to the pre- 
liminary statement the earliest drawing or written de- 
scription made in or introduced into the United States 
which is available. The party shall file a motion . . . to 
amend its preliminary statement promptly after the first 
drawing, first written description or drawing or written 
description first introduced into the United States be- 
comes available.” 

The first sentence (“A preliminary statement should 
be carefully prepared.”) has been deleted from $i. 629(a). 

In §1.629(b), the language “no earlier than” has been 
changed to “as early as” 

In §1.629(d), the Yollowing has been added after “alle- 
gation”: “unless the party complies with §1.628(b).” 

A new §1.632 has been added to require a party to 
give timely notice of the party’s intent to argue that an 
opponent has abandoned, suppressed, or concealed an 
actual reduction to practice. A companion change has 
been made to §1.654. 

Two changes have been made to §1.633(c). Velen 
(c)(2) has been changed by adding thereto the followin 
language: “or adding a claim in the moving party’s a 
plication to be designated to correspond to a count”. . 
addition, in §1.633(c), the “or” before “(4)” has been de- 
leted and the following has been added to the end of the 
first sentence: “, or (5) requiring an opponent who is an 
applicant to add a claim and to designate the claim to 
correspond to a count.” 

Paragraph (j) has been added to §1.633. 

In §1.636(b), “(i)” has been changed to “(i) or (j)” in 
view of the addition of paragraph 0) to §1.633. The lan- 
guage “filed as soon as practical” in §1.636(c) has been 
changed to “diligently filed” in —— to conform §1.636 
to §1.48. A party must exercise diligence in correcting 
inventorship. Van Otteren v. Hafner, 278 F.2d 738, 126 
USPQ 151 (CCPA 1960). 

Several changes have been made to §1.637. The lan- 
uage “Where appropriate,” has been deleted from the 
ollowing paragraphs of §1.637: (c)(1Xvi); (2Miv); 

(c)(3){iii); (d)(4); Ki (eX2(vii); and (hX(4). Th 
following has been added in §1.637(c)\(2) before “shall”: 
“or adding a claim to be designated to correspond to a 
count”. The language “amended claim” in §1. 637CX) 
has been changed to read: “amended or added claim 

The language “Apply the terms of each proposed c' claim 
to the disclosure of the application” in §1.637(c\(2ii) 
has been changed to read: “Show that the proposed or 
added claim defines the same patentable invention as the 
count.” The language “proposed amended claim” in 
§1.637(c)(2){iii) has been changed to read Sages or 
added claim.” The i been change 

claim” in §1.637(c)(2)iii) has ged — ane 
“making the amended or added c 

The word “interferences” in 1.63 637(c\(4)ii) has been 
corrected to read: “interference”. 

Subparagraph (c)(5) has been added to §1.637. 

The following has been added as the last sentence to 
§1.637(f)(2): “If the earlier application filed abroad is 
not in English, the requirements of §1.647 must also 
be met.” 

In paragraph §1. 637(f 3), the —omp “discloses an 
embodiment with the scope” been changed ‘ to read: 
“constitutes a constructive reduction to practice”. 

The first sentence, originally proposed in §1. a 
(“A reply to an opposition shall not be filed unless 
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thorized by this subpart or an examiner-in-chief or the 
motion was filed under §§1.633 or 1.634”), has been de- 
leted. The language “any authorized reply” in §1.638(b) 
has been changed to “a reply”. 

The language “or a motion to correct inventorship 
under §1.634” has been added to the first sentence of 
§1.639(c) after “preliminary motion under §1.633.” 

The following has been added after the first sentence 
of §1.640(b)(1): “Failure or refusal of a party to timely 
present an amendment required by an examiner-in-chief 
shall be taken without further action as a disclaimer by 
that party of the invention involved.” The fourth sen- 
tence of §1.640(c) (“A ———— for reconsideration will 
ordinarily not be granted unless an opposition has been 
requested by an examiner-in-chief or the Board”) has 
been changed to read: “A decision of a single examiner- 
in-chief will not ordinarily be modified unless an opposi- 
tion has been requested by an examiner-in-chief or the 
Board.” In the last sentence of §1.640(c), the language 
“shall be decided by a panel” has been changed to read: 
“shall be acted on by a panel”. 

The word “application” in the paragraph heading and 
text of §1.642 has been changed to read: “application or 
patent”. 

Three ony om have been made in §1.644. The follow- 
ing language has been added after “Commissioner” in 
re 644(a)(2) and is not filed prior to the decision of the 
Board awarding judgment and does not relate to (i) the 
merits of priority of invention or patentability or (ii) the 
admissibility of evidence under the Federal Rules of Ev- 
idence”. The followin; — language has been deleted from 
the second sentence of §1.644(b): “and shall not relate to 
(1) the merits of priority of invention or patentability or 
(2) the admissibility of evidence under rhe Federal Rules 
cf Evidence”. The language “A request for reconsidera- 
tion will ordinarily not be granted unless” in the second 
sentence of §1.644(f) has been changed to read: “The 
decision will not ordinarily be modified unless such”. 

Two changes have been made in §1.645. The word 
“to” has been added before “file a notice of appeal” and 
“commence a civil action” in the first sentence of 
graph (a). The language “, accompanied by an affida- 
vit,” has been deleted from paragraph (b). 

Three changes have been made to §1.646. The word 
“service” has been added after “additional” in the third 
sentence of paragraph (b). The ianguage “or except as 
otherwise provided by this part,” has been added after 
“otherwise ordered by an examiner-in-chief,” in para- 
graph (c). The language in paragraph (c) “paper may be 
made” has been changed to “paper shall be made”. The 
word “time” has been changed to “date” in the last sen- 
tence of paragraph (e). 

A new paragraph (c) has been added to §1.654 to re- 
quire that a party give timely notice of the party’s intent 
to argue that an opponent has abandoned, suppressed, or 
concealed an actual reduction to practice. Section 1.632 
specifies the time within which the notice shall be filed. 

Three changes have been made in §1.658. The lan- 

uage Moy age (a) of the section” in the last sentence 
of §1.658(b) has been changed to “paragraph (a) of this 
section”. The “(i)” in the first sentence of §1.658(c) has 
been changed to ‘“(j)” in view of the addition of 
§1.633(j). In the notice of proposed rulemaking, the sec- 
ond sentence of §1.658(c) read: “A party, other than a 
party awarded a favorable judgment as to all counts, 
who could have properly moved, but failed to move, 
under §§1.633 or 1.634, shall be estopped to take ex par- 
te or inter partes action in the Patent and Trademark Of- 
fice after the interference which is inconsistent with the 
party’s failure to properly move.” This sentence has 
been changed to read: “A losing party who could have 
properly moved, but failed to move, under §1.633 cr 
1.634, shall be estopped to take ex parte or inter partes 
action in the Patent and Trademark Office after the in- 
terference which is inconsistent with that party’s failure 
to properly move, except that a losing party shall not be 
estopped with respect to any claims which correspond, 
or properly could have corresponded, to a count as to 
which that party was awarded a favorable judgment.” 
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Several changes have been made in §1.662. In 
§1.662(a), the word “construed” has been changed to 
“treated”. The first sentence of §1.662(c) in the notice of 
proposed rulemaking read: “The filing of a statutory dis- 
claimer under 35 U.S.C. §253 by a patentee will not be 
treated as a request for entry of an adverse judgment 
, tt the patentee, but will delete any statutorily dis- 

ed claims from being involved in the interference.” 
That first sentence has been changed to read: “The filing 
of a statutory disclaimer under 35 U.S.C. §253 by a pat- 
entee will delete any statutorily disclaimed claims from 
— involved in the interference.” The second sentence 
f §1.662(c) in the notice of pro; rulemaking read: 
“A statutory disclaimer of any claim involved in an in- 
terference in ——— proceedings have the same 
effect with respect to the patentee as an adverse judg- 
ment.” That second sentence has been changed to read: 
“A statutory disclaimer will not be treated as a request 
for entry of an adverse judgment against the patentee 
unless it results in the deletion of all patent claims corre- 
sponding to a count.” In view of this change, proposed 
= 662(d) has been deleted as unnecessary, and a change 
has also been made in §1.11(a) to delete any reference to 
a — of an interference by any means other than 


jud; 

The las last sentence of §1.671(g) has been changed from 
“The motion shall describe the general nature and show 
the admissibility in the interference of the testimony, 
document, or thing” to: “The motion shall describe the 
general nature and the relevance of the testimony, docu- 
ment, or thing.” 

Three changes have been made to §1.672(b). In the 
second sentence after “witness by affidavit shall” the fol- 
lowing has been added: “‘, prior to the close of the par- 
ty’s relevant testimony period”. The language “file an 
affidavit” has been changed to “file and serve an affida- 
vit”. The following has been added after the third sen- 
tence: “A party shall not be entitled to rely on any doc- 
umeni referred to in the affidavit unless a copy of the 
document is filed with the affidavit. A party shall not be 
entitled to rely on any thing mentioned in the affidavit 
unless the opponent is given reasonable access to the 
thing. A thing is something other than a document.” 

Several changes have been made in §1.673(b). The in- 
troductory sentence of —— (b) (“Unless the 
parties agree otherwise, at least three days prior to the 
conference required by oe (g) of this section, a 
party shall serve, but not file, the following:”) has been 
changed to read: “Unless the parties agree otherwise, a 
party shall serve, but not file, at least three days prior to 
the conference required by paragraph (g) of this section, 
if service is made by hand or “Express Mail,” or at least 
ten days prior to the conference if service is made by 
any other means, the following:” In §1.673(b)(1) the 
word “copy” has been changed to “list and copy”. 

In the last sentence of §1.675(d), the a, ee 
by the witness in the presence of any notary” h 
changed to read “signed by the witness in the hp of 
(1) an affidavit in the presence of any notary or (2) a 
declaration”. This change conforms §1.675(d) to §1.68. 

In §1.682(a)(4), “, where appropriate,” has been added 
prior to “be accompanied” and “(§1.671(d))” has been 
added after “printed publication”. 

The word “admissible” in §1.684(a)(4) has been 
changed to “relevant”. 

The following sentence has been deleted from 
§1.687(b): “If the witness refuses to produce a requested 
document or thing, the party may file a motion (§1.635) 
for additional discovery under paragraph (c) of this sec- 
tion.” 

Section 1.688 has been revised to more clearly de- 
scribe how a party may introduce in evidence an answer 
to a request for admission or an answer to a written in- 
terrogatory. 


Analysis of Comments 


_Eighteen written comments were received. Three in- 
dividuals testified at a hearing held on May 15, 1984. 
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The following is an analysis of the written comments 
and the oral comments made at the hearing. 

One comment suggested that §1.8 not be amended to 
exclude from the certificate of mailing practice a paper 
in an interference which an examiner-in-chief orders to 
be filed by hand or “Express Mail.” The comment ar- 
gues that “[s]ome parties might not have an attorney in 
the Washington area or they may live in an area not ser- 
viced by Express Mail.” The suggestion is not being 
adopted. Experience has shown that there are situations 
in interferences where it is desirable to have and the 
parties need a prompt ruling on a written motion. It is 
difficult for an examiner-in-chief to render a prompt rul- 
ing if the motion and any opposition are not promptly 
served and filed. In those situations where a party has 
no Washington, D.C. metropolitan area attorney or 
where a party resides in an area not served by “Express 
Mail,” it may not be possible to hand-file or use “Ex- 
press Mail.” The examiner-in-chief would then exercise 
discretion by not invoking the exception of new 
subparagraph (xii) of §1.8(a). 

One comment suggested that it would be clearer if the 
fee for a petition in an interference and the fee for a re- 
quest for reconsideration of a decision on petition in an 
interference were set out in §1.17(h) as separate items. 
This suggestion has been adopted and the two fees have 
been set out in §1.17(h) as te items. 

A suggestion was made that a reference be made in 
§1.136 to §1.611 rather than §1.610(a). The suggestion is 
being adopted, because a reference to §1.611 is believed 
to be more appropriate. Once an interference is declared 
involving an application, ex parte prosecution of the ap- 
plication is suspended and the applicant need not re- 
spond to any PTO action outstanding as of the date the 
interference is declared. 

One comment made the following remark concerning 
§1.196: “I do not understand the need or desire of the 
PTO to start the time to appeal to a Court from a PTO 
final decision on one claim, while PTO action is con- 
tinuing on a second claim.” As explained in the notice of 
proposed rulemaking (49 F.R. 3770, columns 2-3; 1039 
0.G. 20-21; 1039 TMOG 20-21), when there are further 
proceedings before the examiner following a decision by 
the Board of Patent Appeals and Interferences, judicial 
review is not appropriate. Hence, under §1.196, the PTO 
will not start a time for seeking judicial review of a 
PTO decision on one claim while PTO action is con- 
tinuing on another claim. The last sentences of 
§1.196(b)(1) and §1.196(d) authorize the Board to enter 
an order making its decision final as to one claim when 
remand proceedings as to another claim result in a fa- 
vorable decision for the applicant. Section 1.196 is in- 
tended to eliminate piecemeal appeals. 

With respect to §1.292(c), one commentator said: “[a] 
party should be able to raise public use and jon] sale is- 
sues at any stage [of an interference proceeding] provid- 
ed the issue is raised in a timely manner after learning of 
the use or sale.” Public use and on sale issues are to be 
raised in interferences by way of a preliminary motion 
under §1.633(a). If a motion under §1.633(a) cannot be 
timely filed, a belated motion may be filed provided the 
moving party complies with the provisions of §1.645(b). 
Whether or not a belated motion will be accepted where 
a public use or sale is discovered after the time for filing 
§1.633(a) motions which has passed will manifestly de- 
pend on the facts of a given case. 

One comment suggested that the language “speedy, 
and inexpensive” be deleted from the second sentence of 
the preamble of §1.601. This suggestion is not being 
adopted. The second sentence of the preamble of §1.601 
provides that the rules “shall be construed to secure the 
just, speedy, and inexpensive determination of every in- 
terference.” The provision is modeled in part after the 
second sentence of Rule 1 of the Federal Rules of Civil 
Procedure which states that the Federal Rules “shall be 
construed to secure the just, speedy, and inexpensive de- 
termination of every action.” The “just, speedy, and in- 
expensive determination” provision of §1.601 will prove 
useful in construing other provisions in the rules. 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 297 
(159) 


Two comments were received which suggested a 
change in language in §1.601(j). One comment correctly 
noted that “[i] f even one claim of each party defines the 
same patentable invention, there is an interference-in- 
fact.” The comment went on to correctly note that “[t] 
he remaining claims can be disposed of by a motion un- 
der§1.633(c)(4).” A second comment noted that under 
the definition proposed, all the claims of both parties 
corresponding to a count must define the same patent- 
able invention. The comment went on to correctly note 
the intent of the PTO is, however, that an interference- 
in-fact exists if at least one of the claims of a party cor- 
responding to a count defines the same patentable inven- 
tion as one of the corresponding claims of an opponent. 
In view of the suggestions made in the two comments, 
§1.601(j) has been changed to state that an interference- 
in-fact exists when at least one claim of a party which 
corresponds to a count and at least one claim of an op- 
ponent which corresponds to the count defines the same 
patentable invention. 

Two comments were received which suggested that 
the language “earliest filing date” in §1.601(m) be 
changed to read “earliest effective filing date.” The sug- 
gestion is not being adopted. Section 1.601(m) defines 
“senior party.” The definition of “senior party” in 
§1.601(m) is consistent with current practice and is in- 
tended to codify current practice. In an interference 
where there are no benefit applications, the “senior par- 
ty” is the party with the earliest “filing date.” There are 
interferences where a party may be “senior” with re- 
spect to a first count based on the filing dates of the ap- 
plications involved in the interference and “junior” with 
respect to a second count because the opponent is enti- 
tled to benefit of an earlier application as to the second 
count only. Under these circumstances in the past, the 
PTO has designated the party who is “senior” based on 
the filing dates of the applications involved as the “se- 
nior party.” The designation of the party as “senior par- 
ty” is for procedural purposes only, i.e., setting who 
takes testimony first, and does not affect which party 
has the burden of proof. Section 1.601(m) preserves this 
past practice. 

Comments were received regarding §1.601(n) which 
defines “same patentable invention” and “separate pat- 
entable invention.” One written comment suggested that 
§1.601(n) be deleted. The commentator appeared at the 
hearing and also urged orally that §1.601(n) be deleted. 
The suggestion is not being adopted. In view of the na- 
ture of the comment and the importance of the defini- 
tions in §1.601(n), the written comment is reproduced in 
its entirety: 


Comment: The paragraph to be deleted contains an ex- 
plicit definition of both “same patentable invention” and 
“separate patentable invention”. It requires application 
of a two-prong test for determining “sameness” or “sep- 
arateness”. Two inventions are considered to be the 
“same patentable invention” when they are the same un- 
der 35 USC 102 or obvious variants under 35 USC 103 
when one is considered as “prior art” with respect to 
the other. Application of this standard may lead to re- 
sults which are anomalous or in conflict with statutory 
requirements if, as the proposed rules apparently assume, 
the award of priority as to counts embodying “separate 
patentable inventions” will inherently and finally resolve 
the question of entitlement to a patent as between the 
parties on involved claims corresponding to those 
counts. Three specific problems with the definition of 
Rule 601(n) have been identified as follows: 


(1) If the standard of separate patentability as between 
two counts is applied on a mutual basis (i.e., Invention 
A must be separately patentable from Invention B con- 
sidered as prior art and Invention B must be separately 
patentable from Invention A considered as prior art), 
then the conduct of interferences with separate counts 
directed to both a generic invention and an included 
specific embodiment thereof (i.e., a species) are frustrat- 
ed. If, however, such mutuality is not applied (i.e., if In- 
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vention A is the existing count, then a count directed to 
Invention B is proper so | as Invention B would be 
considered patentable over Invention A as prior art), 
then a number of irreconcilable anomalies in count mod- 
ification through preliminary motions practice will be 
manifest. 

(2) “Separate patentability” as a non-obviousness issue 
is in every context except interference practice before 
the PTO determined with finality only when an affirma- 
tive determination has been reached or the applicant 
elects to discontinue further prosecution of any applica- 
tions embodying the invention or to admit obviousness. 
Because in the ex parte context an applicant may contin- 
ue to marshall additional evidence supportive of non-ob- 
viousness until separate patentability over a prior art in- 
vention has been established, “separate patentability” is 
always a fluid concept where ultimate resolution can 
neither be predicted nor foreclosed. On certain cases in- 
terference proceedings under the proposed rules will be 
conducted and judgment rendered on the assumption of 
a lack of “separate patentability”, which would ordinari- 
ly be subject to change or rebuttal as additional argu- 
ment, evidence or other supportive activity of non-obvi- 
ousness were marshalled. Thus, simply determining a 
proposed count is not yet “separately patentable” for the 
purposes of count formation ought not to foreclose post- 
interference reconsideration of separate patentability 
questions when the party proposing the count would not 
have been foreclosed on priority grounds. 

(3) The underlying assumption that “separate patent- 
ability” is to be established under the proposed rules for 
one invention when a second invention is considered as 
“prior art” does not have any correspondence 


to the effect of an adverse judgment in an interference 
on the question of priority. While a lost count in inter- 
ference is not patentable to the loser, the lost count will 
be considered as “prior art” against the losin = 
only if the status of prior art for the purposes of 35 USC 


103 is established by the record in the interference, (i.e., 
by representing a prior invention of another made in the 
United States, not abandoned, suppressed or concealed 
under 35 USC 102). A party entitled to priority for a 
count under the benefit provisions of 35 USC 119 cre- 
ates no “prior art” under 35 USC 102(g)/103 against his 
opponent. Separate counts ought not to be created or 
denied in an interference on the basis of a rule which 
fails to account for whether the interference record will 
confirm the assumption in the definition that a lost count 
will become “prior art”. 

The following examples are provided as indicative of 
perceived difficulties in the application of the definition 
embodied in Rule 601(n): 


Example A: Rule 601(n) is applied in a mutuality sense 
to an interference where the existing count (Invention 
A) is a broad genus over organic compounds. Both 
parties disclose a species (Invention B) which one of the 
parties alleges represents a “selection invention”, i.e., is 
neither anticipated by the genus nor obvious therefrom. 
The party proposing to add a species count to Invention 
B must demonstrate that the genus was neither the same 
as nor obvious in view of the species, an ‘impossibility 
since disclosure of the species anticipates the genus under 
35 USC 102. In effect, no party could ever propose sub- 
generic or species counts included within broader gener- 
ic counts. Since all potential patentability and priority 
questions with respect to possible sub-generic and spe- 
cies claims are intended to be resolved in the unified 
patentability/priority proceedings, loss of such a broad 
generic count might be construed as estopping the losing 

from arguing entitlement to a patent for ies 
and sub-genera within the lost count. Since proof of a 
single species is dispositive of the question of priority as 
to a genus, no matter how large, this is a more severe 
result than would appear to be proper or intended. 

Example B: Under the facts of Example A, if the stan- 
dard under which the propriety for including a second 
sub-generic or species count is merely that the proposed 
count must be non-obvious over the existing count con- 
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sidered as prior art, then, an interference could conceiv- 
ably proceed with both the generic and the species 
count in the interference. The usual criteria for “‘selec- 
tion inventions” could be employed. However, when an 
interference is declared with a ies count embodying 
Invention A, then utilization of a test requiring that a 
proposed count be non-obvious over the existing count 
as prior art leads literally to the conclusion that a pro- 
posed count to a generic Invention B is anticipated by 
the existing species count and therefore may not be add- 
ed to the interference. This artificial distinction can cer- 
tainly not have been intended, and yet the rules provide 
no clear indication of which result is the “correct” one 
or whether another test will be employed, e.g., the 
narrower count need only be non-obvious over the 
broader count. 

Example C: A party moves to substitute two sub-ge- 
neric counts to allegedly separately patentable inven- 
tions, Invention A and Invention B, in place of a broad 
generic count to the “Markush” group of Invention A 
and Invention B. The y alleges Invention B has sur- 

rising and unexpected properties over Invention A and 
1s separately patentable thereover. Because, however, a 
consideration of Invention B as “prior art” suggests In- 
vention A would not be non-obvious thereover, the mo- 
tion is denied. The moving party establishes priority as 
to Invention B, but loses the sole count of the interfer- 
ence to an opponent who filed a foreign application 
disclosing a single species from Invention A. The result 
is that the moving party with clear evidence of priority 
apparently loses the right to patent an invention on the 
technicality of “count formation” in interference. The 
result is substantially more severe than had he been sim- 
ply faced with a statutory bar! 

Example D: The senior y, a foreign applicant, 
relies on a priority application disclosing Embodiment 
A. Subsequently the junior y files a United States 
application directed to an bodiment B. Thereafter 

th parties file applications in the United States 
disclosing a generic invention vay oy = Sheep Embodi- 
ments A and B. An interference is declared on the ge- 
neric invention and the junior party moves to substitute 
two counts, one count to Embodiment A and a second 
count to Embodiment B on the ground that they repre- 
sent separate patentable inventions. Since the junior par- 
ty’s invention date for Embodiment B is after the senior 
party’s priority date, the junior party will be obliged to 
concede priority on the sole count in the interference 
unless his motion to substitute counts is granted. 

Accordingly, the junior party undertakes laboratory 
tests which indicate that both Embodiments A and B 
achieve substantially the same result in substantially the 
same manner without any significant differences in effec- 
tiveness. Without evidence of separate patentability to 
support the motion to substitute, the junior party is un- 
successful and priority is awarded to the senior party. 

The junior party abandons his claim to the generic in- 
vention of the lost count, but persists in his assertion he 
is entitled to a patent on Embodiment B since the inter- 
ference record indicates no actual priority for this em- 
bodiment in favor of the senior party. Ultimately, the ju- 
nior party obtains evidence that Embodiment B is 
unexpectedly more useful than anticipated in a commer- 
cial setting, while Embodiment A is substantially unsuit- 
able for any practical use in a commercial setting. 

Is the junior party entitled to a patent notwith- 
standing the disposition of the issue of its separate pat- 
entability in an inter partes proceeding? If indeed, the 
junior party would be entitled to such a patent, must a 
second interference now be declared with the senior 
party to again litigate the issue of priority? Had the ju- 
nior party failed to have made the motion to substitute 
counts in view of his utter lack of supporting evidence 
of separate patentability, would the estoppel under 37 
CFR 1.658(0) have applied? Finally, would the ends of 
justice be better served by a standard for count forma- 
tion which could be finally determined contemporane- 
ously with the filing of the imi motions them- 
selves? All of these questions suggest that the utilization 
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of a fluid concept such as non-obviousness as the basis 
for count formation will give unintended and unsupport- 
able results in situations where the lack of separate pat- 
entability is turely assumed. 

Example E: In the scenario of Example D, the non- 
entitlement to contest Embodiment B as a separate 
count was premised on a failure to demonstrate that 
Embodiment B was non-obvious over Embodiment A 
considered as prior art. However, an award of 7 
to the senior party based on the disclosure of Embodi- 
ment A in a foreign ont lication does not render 
Embodiment A as available prior art (35 USC 
102(g)/103) inasmuch as Embodiment A would not have 
been a prior invention of another made in the United 
States which had not been abandoned, suppressed or 
concealed. The junior party’s entitlement to a patent on 
Embodiment B should depend, therefore, solely on his 
entitlement to priority with respect to Embodiment B. 
Priority is a necessary condition for entitlement to a pa- 
tent since both parties disclose the embodiment a 
sufficient condition since regardless of the party entitled 
to priority on Embodiment A, it should not become ob- 
viousness-generating prior art. fore, any standard 
or count formation which fails to reach the result of the 
junior party is entitled to contest priority and a patent 
on Embodiment B is contrary to current statutory re- 
quirements for entitlement to a patent. 

The pro; rules attempt to rationally define counts 
in an interference so that the judgment in the interference 
settles all questions of entitlement to a patent. This not 
only cannot be done tively, but should not be done 
at all. Judgment should be made on claims, not counts and 
unpatentability determinations made against a party sub- 
ject to the normal ex parte standard that additional evi- 
dence of non-obviousness, or other eviden: a 
ity wholly independent of —— itself, compel a 
reconsideration of the judgment tentability. 
the comment, the 

lied “on a mutu- 
al basis.” Thus, if a species is patentable over a genus, 
the species is a “‘ patentable invention” from the 
genus. Compare Jn re Taub, 348 F.2d 556, 146 USPQ 
384 (CCPA 1965) (fluorine species might be patentable 
over genus of Markush group of hydrogen and halogen). 
A first count to a genus and a second count to a species 
which is patentable over the genus may ly appear 
in an interference. See e.g., ple 4. comment 
suggests that if “such mutuality is not applied . . . then a 
number of irreconcilable anomalies . . . will be mani- 
fest.” The urged “irreconcilable anomalies” are not 
readily a t to the PTO. 

The disagrees with the yo expressed in 
paragraph (2) of the comment that there should be 
“post-interference reconsideration of separate patentabil- 
ity.” One of the principal objects of Public Law 98-622 
and these new rules is to encourage complete determina- 
tion of all rights between parties in an interference and 
to avoid post-interference reconsideration in an ex parte 
environment of issues which were or could have been 
raised inter partes in an interference. 

The commentator remarks in paragraph (3) of the 
comment that “{a] y entitled to priority for a count 
under the benefit of 35 USC 119 creates no ‘prior art’ 
under 35 USC 102(g)/103 against his opponent.” In re 
McKellin, 529 F.2d 1324, 188 USPQ 428 (CCPA 1976), 
arguable provides support for the commentator’s re- 
mark. It should be noted, however, that in defining 
“same patentable invention” and “separate patentable in- 
vention” in §1.601(n), the PTO is not establishing a new 
definition of “prior art.” Rather, the PTO is providing 
definitions which will determine—both initially and ulti- 
mately in an interference—how claims in an application 
or patent will be designated to correspond to counts. 
See §§1.603 and 1.606. Examples 1-19 illustrate how the 
PTO proposes to initially designate claims to correspond 
to counts. The designation of claims to correspond (or 
not correspond) to a count is significant because, as not- 
ed by the plurality opinion in McKellin, 529 F.2d at 
1327, 188 USPQ at 432: “[a] n applicant [or patentee] 
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who has lost an interference is not entitled to claims 
which correspond to the subject matter of the counts of 
the interference.” Section 1.658(c) est a party from 
obtaining a* claim which could have added and 
which would have been designated to correspond to the 
lost count. The definitions of “same patentable inven- 
tion” and “separate patentable invention” in §1.601(n), 
the availability of motions to designate or not designate 
claims as corresponding to a count under §1.633(c), and 
the estoppel provisions of §1.658(c) provide the basis for 
accomplishing the PTO’s objective of resolving inter 
partes in a single proceeding all issues which are or 
could have been raised between parties in an interfer- 
ence. 


Examples illustrate how §§1.601(n), 1.633(c) and 
1.658(c) accomplish the PTO’s objective. 


Example 32: Application AV discloses engines in gen- 

eral and in particular a 6-cylinder engine. Application 
AV contains only claim 1 (engine). Application AW dis- 
closes engines in general, but does not ifically dis- 
close a 6-cylinder engine. Application AW contains on- 
ly a single claim 3 (engine). The U.S. “filing date” 
$1.601(h)) of the AV application is prior to the U. S. 
fin g date of the AW application, but the AW applica- 
tion claims a foreign priority date under 35 U.S.C. 119 
based on an application filed in a foreign country prior 
to the filing date of the AV application. An interference 
is declared. The sole count of the interference is to “an 
engine.” Claim 1 of the AV application and claim 3 of 
the AW application are designated to correspond to the 
count. During the interference, applicant AV does not 
move under £1.633(¢X2) to add a claim to a 6-cylinder 
engine and to designate the claim to correspond to the 
count. Applicant AW is awarded a judgment in the in- 
terference based on the earlier filing date of the foreign 
patent application. After the interference, applicant AV 
adds claim 2 (6-cylinder engine) to the AV application. 
Whether AV would be entitled to a patent containing a 
claim to a 6-cylinder engine will depend solely on 
whether a 6-cylinder engine is a “‘se; patentable in- 
vention” from “engine”—the subject matter of the 
count. If a 6-cylinder engine is a “ patentable in- 
vention” within the meaning of §1.601(n), applicant AV 
could not have successfully moved under §1.633(c)(2) to 
add claim 2 and to designate it to correspond to the 
count. Therefore applicant AV could obtain a patent 
containing claim 2. If, on the other hand, a 6-cylinder 
engine is not a “ ate patentable invention,” claim 2 
of the AV application would be rejected on the basis of 
interference estoppel because claim 2 could have been 
added by a motion under §1.633(c)(2). See §1.658(c). See 
also Example 37. 

Example 33: This example is basically the same as Ex- 
ample 32, except that application AV initially contains 
claim 1 (engine) and claim 2 (6-cylinder engine). When 
the interference is declared, both claims 1 and 2 of appli- 
cation AV are designated to correspond to the count. 
During the interference, applicant AV does not move 
under §1.633(c\(4) to designate claim 2 as not corre- 
sponding to the count. A judgment in the interference is 
entered for applicant AW based on the earlier filing date 
of the foreign patent application. After the interference, 
applicant AV would not be able to obtain a patent con- 
taining claim 2, because that claim was designated to 
correspond to a count and entry of the judgment consti- 
tutes a final decision by the PTO refusing to grant appli- 
cant AV a patent containing claim 2. 

In the written comment, Examples A through E were 
set out to illustrate what the commentator believed were 
“perceived difficulties.” These examples are set out 
above and are analyzed below. 


Analysis of Commentator’s Example A 
Example A does not describe any practice under these 


rules, because “same patentable invention” and “separate 
patentable invention” under §1.601(n) are not intended 
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to be “applied in a mutuality sense.” Where a first count 
is to a genus and a second count is to a species within 
the scope of the genus, there may be two counts if the 
species is separately patentable from the genus. The spe- 
cies is “invention A” referred to in §1.601(n); the genus 
is “invention B” referred to in §1.601(n). 


Analysis of Commentator’s Example B 


Commentator’s Example B suggests—incorrectly— 
that if an interference is declared with a count to a spe- 
cies that no motion under §1.633(c)(1) to add a count to 
a genus can ever be granted. If the species (“invention 
A” referred to in §1.601(n)) is not anticipated by or ob- 
vious in view of the genus (“invention B” referred to in 
§1.601(n)), a motion to add a separate count to the genus 
may be proper. The commentator uses the language “‘se- 
lection inventions” in both Examples A and B. Insofar 


as the PTO is aware, the language is not a term of art in 
the patent law. The PTO has not ascribed any particular 
meaning to the language in analyzing Examples A or B. 


Analysis of Commentator’s Example C 


The result suggested in commentator’s Example C can 
come to pass only if the moving party accepts as final 
the denial of the motion tc substitute two “sub-generic 
counts” for the “broad generic count.” Unlike practice 
under the rules which have been in effect, under these 
new rules a decision denying a motion to substitute a 
count is reviewable by the Board (see §1.640(c) and 
§1.655(a), second sentence). Additionally, the party 
could seek judicial review (35 U.S.C. §§141, 146) of any 
final decision by the Board. However, if the party ac- 
cepts as final the PTO’s determination that inventions A 
and B are the “same patentable invention,” the party 
would be precluded from obtaining a patent to invention 
B. After the interference is terminated, the only conceiv- 
able way that the moving party could seek to obtain a 
patent containing claims to invention B would be to first 
successfully move to reopen the interference for the pur- 
pose of presenting additional evidence. If the motion to 
reopen is granted (and it would be expected that such a 
motion will rarely be granted), the moving party would 
then have to successfully establish that invention A and 
invention B are not the same patentable invention. The 
PTO will continue to follow the general guidelines of 4 
Rivise & Caesar, Interference Law and Practice, §821 et 
seq. (Michie Co. 1948), in determining motions to reo) 
an interference after entry of judgment. It should be ad- 
ditionally noted that interferences in which a judgment 
has been entered by a district court in an action brought 
under 35 U.S.C. §146 or a mandate has been entered by 
the U. S. Court of Appeals for the Federal Circuit (35 
U.S.C. §141 or 28 U.S.C. §1295(a)(4)(C)) will not be re- 
opened until the district court vacates its judgment 
and/or the Federal Circuit withdraws its mandate. 


Analvsis of Commentator’s Example D 


Several questions asked in the commentator’s Example 
D can be answered as follows: 

Question: Is the junior party entitled to a patent not- 
withstanding the disposition of the issue of its separate 
patentability in an inter partes proceeding? Answer: No. 
The junior party should have presented the “evidence 
that Embodiment B is unexpectedly more useful than an- 
ticipated in a commercial setting” during the interfer- 
ence. The PTO expects to resolve issues inter partes in 
the interference. If the PTO was to permit the evidence 
to be presented after the interference is terminated and 
after ex parte prosecution resumes, a principal purpose 
of the overall change to interference practice would be 
defeated. It may be unfortunate that the evidence was 
not known to the junior party. However, it may also be 
true that the winning party—had the evidence been 
presented in the interference—could have produced pro- 
bative counter-evidence. ‘Why should the winning party 
be put to the expense of a second interference? 
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Question: If indeed, the junior party would be entitled 
to such a Panne must a second interference now be de- 
clared with the senior party to again litigate the issue of 
priority? Answer: The premise in the question is not cor- 
rect. The junior party is not entitled to a patent to Em- 
bodiment B and therefore there will not be a second in- 
terference. 

Question: Had the junior party failed to have made 
the motion to substitute counts in view of his utter lack 
of supporting evidence of separate patentability, would 
the estoppel under 37 CFR 1.658(c) have = An- 
swer: Yes, unless the junior party can successfully move 
to reopen the interference. 

Question: Would the ends of justice be better served 
by a standard for count formation which could be final- 
ly determined contemporaneously with the filing of the 
preliminary motions themselves? Answer: While the 

uestion is not fully understood, it should be recognized 
that counts will initially be formed when an interference 
is declared and are subject to being changed by a mo- 
tion (§1.633(c)) or by the Board (§1.640(c) and §1.655, 
second sentence). The correctness of the PTO’s ultimate 
decision on what counts should be is subject to judicial 
review (35 U.S.C. §§141, 146). 


Analysis of Commentator’s Example E 


The PTO, without agreeing or disagreeing with all of 
the commentator’s statements in Example E, disagrees 
with any ultimate conclusion that the junior party is en- 
titled to a patent on Embodiment B and that such a re- 
sult “is contrary to current statutory requirements for 
entitlement to a patent.” Interference estoppel precludes 
granting a patent claiming Embodiment B to the junior 
party even if Embodiment A is not prior art with re- 
spect to Embodiment B. 

One comment asked whether “invention A” and “in- 
vention B” mentioned in §1.601(n) “refer to the entire 
scope of subject matter recited in a claim or to the dis- 
closed embodiment(s) supporting the claim (a la In re 
Vogel, [422 F.2d 438,] 164 USPQ 619 (CCPA 1970))?” 
The question is somewhat difficult, if not impossible, to 
answer in the abstract. Whether “invention A” refers to 
the entire scope or to the embodiments which support a 
claim is not controlling under these new rules. One funda- 
mental change being made under the new rules is that 
judgments will be in the form of whether an applicant or 
patentee is or is not entitled to a claim. In the past, the 
Board of Patent Interferences has entered an “award of 
priority.” The use of an “award of priority” does not al- 
ways accurately express the “judgment” entered in many 
interferences. See e.g., Applegate v. Scherer, 332 F.2d 571, 
573 n. 1, 141 USPQ 796, 798 n. 1 (CCPA 1964). Whether 
an applicant or patentee is or is not entitled to a particular 
claim in any given interference will depend on many fac- 
tors, some of which include the scope of the claim, the 
scope of the opponent’s claim, and the prior art. An exam- 
ple illustrates the point. 

Example 34: Applicant AX discloses an apparatus 
having fastening means. The specific means disclosed are 
rivets. Applicant AY discloses a similar apparatus hav- 
ing fastening means. The specific means disclosed are a 
nut and bolt. The prior art reveals that items have been 
fastened with numerous fastening means including both 
rivets and nuts and bolts. In determining whether AX’s 
apparatus with rivet fastening means is the “same patent- 
able invention” as AY’s apparatus with nut and bolt fas- 
tening means, it would be proper to consider the specific 
apparatus disclosed by AX, the specific apparatus dis- 
closed by AY, the fact that both AX and AY disclose 
the use of “fastening means” broadly, and the prior art 
which shows rivets and nuts and bolts to be known fas- 
tening means. 

One comment suggested that the last sentence of 
§1.604(b) and the last sentence of §1.607(c) be deleted in 
view of a proposed rule (§10.23(c)(7); 49 F.R. 10028; 49 
F.R. 33809) which defines “misconduct” as including 
“{kJnowingly withholding from the Office information 
identifying a patent or application of another from 
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which one or more claims have been copied.” The pro- 
posed rule is still being considered. In any event, the last 
sentences of §§1.604(b) and 1.607(c) are instructions to 
examiners whereas proposed 37 CFR §10.23(c)(7) de- 
fines misconduct for those registered to practice before 
the PTO. Another comment mpgue deletion of 
§1.604(b) because “existing rules [37 CFR §1.56] already 
provide a duty of disclosure of subject matter material 
to examination.” There is no inconsistency between the 
rule <a % the duty of disclosure and §1.604. The 
comment suggested that by identifying another ap- 
plication, an applicant “might be construed as having 
admitted that the claims” of the other application are di- 
rected to the same table invention as the claims in 
the applicant’s application. The — of such a paper is 
a statement by the applicant that the claims presented 
are “known to the — to define the same patent- 
able invention” (emphasis added). If an applicant wishes 
to call another application to the attention of an examin- 
er and the applicant believes that the other application 
does not claim the same patentable invention, but never- 
theless may be relevant within the meaning of 37 CFR 
§1.56, the applicant may identify the other application 
and at the same time state why the invention claimed in 
the other application is not the same patentable inven- 
tion as the invention claimed in the applicant’s applica- 
tion. For the reasons given, the suggestions made in the 
two comments are not being adopted. 

Three comments relating to §1.605 were received. 
One comment suggested that the language “or substan- 
tially the same as the suggested claim” be deleted from 
the third sentence of §1.605. The suggestion is being 
adopted to the extent that the language “‘a claim which 
is the same or substantially the same as” is being deleted. 
Under §1.605, when the examiner requests an applicant 
to copy a suggested claim, the applicant will be required 
to copy verbatim the claim suggested by the examiner. 
A second comment suggested that the second and third 
sentences of §1.605 be changed to read as follows: 


The applicant to whom the claim is suggested shall 
amend the application by presenting the suggested 
claim, or shall identify in the application one or more 
pending claims which the applicant regards as being 
directed to the same or substantially the same inven- 
tion as the suggested claim, within a time specified by 
the Examiner, not less than thirty days. Failure or re- 
fusal of an applicant to timely present a claim or to 
timely identify one or more claims which are directed 
to the same or substantially the same invention as the 
suggested claim shall be taken without further action 
as a disclaimer by the applicant of the invention de- 
fined by the suggested claim. 


A third comment suggested that the second and third 
sentences of §1.605 fail to take into account the case 
where an applicant is already claiming the invention. 
The third comment suggested addition of the following 
at the end of the third sentence of §1.605(a): “, unless 
the application already contains claims to the same pat- 
entable invention.” The suggestions made in the second 
and third comments are not being adopted as such. 
However, the following sentence is being added as the 
fourth sentence of §1.605: “At the time the suggested 
claim is presented, the applicant may also (1) call the ex- 
aminer’s attention to other claims already in the applica- 
tion or which are presented with the suggested claim 
and (2) explain why the other claims would be more ap- 
propriate to be included in any interference which may 
be declared.” A major deficiency of the suggestions 
made in the second and third comments was the inabili- 
ty of the PTO to efficiently and effectively handle situa- 
tions where the applicant (1) presents a claim which is 
“substantially the same as” the suggested claim or (2) 
points to a claim already in the application and the ex- 
aminer is of the opinion that the claim is not to the same 
patentable invention. Under these circumstances, the ex- 
aminer could not properly declare an interference. Ac- 
cordingly, the applicant will be required to present ver- 
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batim the suggested claim. The applicant may, however, 
also present any other claim which the applicant be- 
lieves is more appropriate. Alternatively, the applicant, 
in addition to presenting verbatim the suggested claim, 
may also call the examiner’s attention to a claim already 
in the application which the applicant believes is more 
appropriate for interference purposes. In either case, the 
applicant must explain to the examiner why a claim oth- 
er than the suggested claim is more appropriate for in- 
clusion in the interference. Upon consideration of the 
suggested claim and the applicant’s alternative claims 
and any explanation, the examiner is in a position to for- 
ward the application to the Board for declaration of an 
interference. If the applicant is dissatisfied with the 
claims of the application designated to correspond to the 
count, the applicant may file an appropriate motion un- 
der §1.633(c). 

Two comments were received which suggested that 
the last sentence of §1.506 is not entirely clear. One 
comment suggested that the language in the last sen- 
tence which reads: “to define one patentable invention” 
be changed to read: “not to contain separate patentable 
invention.” This suggestion is being adopted. The use of 
the language “one patentable invention” was unfortunate 
and rendered the actual intent of the rule unclear. Under 
§1.606, at the time an interference is declared a rebutta- 
ble presumption will exist that any patent claim designat- 
ed to correspond to a count does not embrace separate 
patentable inventions. Moreover, at the time the interfer- 
ence is declared, no count will be narrower in scope 
than the broadest patent claim designated to correspond 
to that count. The presumption is rebuttable and may be 
challenged and overcome by a motion under §1.633(c). 
Examples 17 and 18 illustrate practice under §1.606. 

Two comments were received discussing §1.607. A 
first comment suggested that the word “must” in the 
first sentence of §1.607(c) be changed to “shall”. The 
suggestion is being adopted. Use of “shall” makes 
§1.607(c) consistent with §1.604(b). A second comment 
asked the following question: 


“If the examiner determines that the applicant’s 
claim is patentable but that there is no interfering 
subject matter, and the examiner accordingly allows 
the claim but refuses to declare an interference, is 
that determination appealable [to the Board of Ap- 
peals and Interferences under 35 U.S.C. §1.134]?” 


The commentator suggests that “such a determina- 
tion” is appealable and rationale in support of the com- 
mentator’s position appears in Gholz, Board cf Appeals 
Jurisdiction Over Appeals from Decisions by Primary Ex- 
aminers Refusing to Institute Interferences on Modified or 
Phantom Counts, 64 J. Pat. Off. Soc’y 651 (1982). At the 
hearing, the commentator orally urged that the rules be 
amended to permit an appeal to the Board when an ex- 
aminer allows a claim, but refuses to declare an interfer- 
ence involving the allowed claim. The suggestion is not 
being adopted. A decision by an examiner to allow a 
claim, but not to declare an interference involving the 
allowed claim, is petitionable and not appealable. See 
Gholz, supra, at 652 n. 13. The rule being suggested 
would enlarge the jurisdiction of the Board. Action by 
Congress would be necessary to accomplish what is em- 
bodied in the suggestion. 

Several written comments and one oral presentation at 
the hearing were made concerning §1.608. One com- 
ment suggested that §1.608 be expanded to provide for 
summary judgment in interferences involving applica- 
tions where the earlier of the filing date or effective fil- 
ing date of one application was three months earlier 
than the date of the other application. This suggestion is 
not being adopted. Ordinarily, interferences are not de- 
clared between applications having effective dates more 
than three months apart. Moreover, expanding summary 
judgment proceedings to application-application interfer- 
ences would result in delay in resolving interferences. 
Currently in application-patent summary judgment pro- 
ceedings under 37 CFR §1.204(c), very few summary 
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judgments are entered against applicants who are junior 
to a patentee by more than three months. There is no 
reason to expect that a significant number of summary 
judgments would be entered in application-application 
interferences. As noted in the notice of proposed 
rulemaking, the PTO has already declined to expand 
summary judgment proceedings to cases where a paten- 
tee is junior to an applicant by more than three months. 
See 49 F.R. 3775 raph bridging columns | and 2), 
1039 0.G. 34; 1039 TMOG 34; 27 BNA 319. 
Two written comments were received which sug- 
gested that §1.608(b) should be more specific in indicat- 
the kind of evidence which should be submitted 
alee an applicant attempts to make out a prima facie 
case based on priority of invention. The suggestions in 
the comments are being adopted. The following sen- 
tence has been added to §1.608(b): 


Where the basis upon which an applicant is entitled 
to judgment relative to a patentee is priority of in- 
vention, the evidence shall include affidavits by the 
applicant, if possible, and one or more corroborat- 
ing witnesses, supported by documentary evidence, 
if available, each setting out a factual description of 
acts and circumstances performed or observed by 
the affiant, which collectively would prima facie en- 
title the applicant to judgment on — with re- 
spect to the earlier of the filing date or effective fil- 
ing date of the patent. 


Similar language appears in the current rule: 37 CFR 
§1.204(c). The PTO agrees entirely with the following 
discussion made by one commentator: 


The material added to Rule 608(b) currently ap- 
pears in existing 37 CFR §1.204(c). A comparison 
of the existing language cf 37 CFR §1.204(c) with 
the proposed rule might be construed as suggesting 
that the allegations which are now expressly re- 
quired where priority is an issue will be changed, 
specifically relaxed in some manner. Since under 
proposed Rule 617 this clearly is not the case, the 
proposed addition to Rule 608(b) should assist the 
practitioner in understanding the intent of the PTO. 


The commentator has accurately pointed out that the 
\PTO intends to apply a stricter standard for filing addi- 
tional evidence in summary judgment proceedings after 
an order to show cause has been issued. See the notice 
of proposed rulemaking. 49 F.R. 3775 (column 1); 1039 
0.G. 34; 1039 TMOG 1039; 27 BNA 319 (column 1). 

At the hearing, it was suggested that §1.608 should 
encourage the use of 8-1/2 by 11 inch paper for affida- 
vits. This suggestion is being adopted and the following 
sentence has been added to §1.608(b): “To facilitate 
preparation of a record (§1.653(g) and (h)) for final hear- 
ing, an applicant should file affidavits on paper which is 
8-1/2 x 11 inches (21.8 by 27.9 cm.).” The commenta- 
tor at the hearing suggested that “many people submit- 
ting a Rule 608(b) showing are going to want to rely 
upon that showing under Rule 672(b)” in those cases 
where an interference is allowed to proceed. Use of 
8-1/2 by 11 inch paper will facilitate preparation of the 
ultimate record. 

Two comments were received with respect to §1.609. 
The first comment suggested that the language “count 
or counts” in §1.609(b)(1) be changed to “proposed 
count or counts” and that each occurrence of “the 
count” in §1.609(b)(2) be changed to “each count”. The 
suggestion is being adopted. These changes are editorial 
in nature and are designed to enhance the clarity of the 
rule. A second comment indicated that it was not clear 
to the commentator why it was necessary under 
§1.609(b)(3) for the examiner to identify the claims in an 
application or patent which are deemed to be patentable 
over any count. The commentator went on to say that 
the examiner “could probably readily identify claims 
which would clearly be unpatentable over a count and 
perhaps this would be all that is needed. If the examiner 
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simply said all claims are considered unpatentable over 
the count, what recourse does the applicant have if he 

i 7” The purpose of having the examiner identify 
all c which are patentable over the count or counts 
is to place the ies on notice that those claims are al- 
lowable notwi ing any decision in the interfer- 
ence. Thus, in an interference between Jones and Smith 
if the examiner indicates that claim 8 of Jones is patent- 
able over the proposed count or counts, Smith will 
know that Jones may receive a patent containing claim 8 
even if Smith wins the interference. This will permit 
Smith to move-under §1.633(c) to add claim 8 as corre- 
sponding to a count if Smith believes claim 8 defines the 
same patentable invention as one of the counts. Contrary 
to the es in the comment, an examiner will not 
indicate that a claim is unpatentable over a count; rath- 
er, the examiner will designate the claim to correspond 
to a count. Each claim in a patent or application which 
is directed to the same patentable invention as a count 
will be designated to correspond to the count. Under the 
new practice, an examiner will no longer have occasion 
to indicate that a claim will be rejected over a lost 
count. To fully answer the commentator’s question, if a 
claim is designated to correspond to a count and the ap- 
plicant believes the claim does not define the same pat- 
entable invention as the count, the applicant may move 
under §1.633(c) to designate the claim as not correspond- 
ing to the count. If the motion is granted, the examiner 
would be authorized to issue the applicant a — con- 
taining the claim even if the applicant loses the interfer- 
ence. 

Several comments were received which discuss 
§1.611. One comment suggested addition of a paragraph 
(f) to it expanded summary judgment proceedings 
in app! “application interferences. Since expanded 
summary judgment proceedings are not contemplated, 
the suggestion is not being adopted. See the discussion 
above under analysis of comments of §1.608(b). Two 
comments suggested that §1.611(c)(8), which provides 
that a notice declaring the interference shall specify 
among other things the “order of the parties,” fails to 
take into account the fact one party may be “senior” as 
to one count and “junior” as to another count. As 
explained above in connection the analysis of the com- 
ments concerning §1.601(m), the “order of the parties” is 
a procedural tool. It indicates the “style” of the case— 
which practitioners are encouraged to use. If there are 
two counts and one party is “senior” as to one count 
and “junior” as to another count, the party has the bur- 
den [ as to that count to which the party is “ju- 
nior.” §1.657. Appropriate testimony periods will be 
set (§1.651(b)) to accommodate differing burdens of 
proof in cases where a party is “senior” on one count 
and “junior” on another count. The suggestions to 
change the meaning of “order of the parties” are not be- 
ing adopted. Another comment suggested that §1.611(e) 
be changed to indicate that notice “shall” (as opposed to 
“may”) be given in the Official Gazette when an interfer- 
ence has been declared involving a patent. No useful 
purpose would be served by changing “may” to “shall” 
inasmuch as the rights of parties involved in an interfer- 
ence are not affected by publication or non-publication 
of the fact that a patent is involved in the interference. 
By §1.611 the PTO intends to exercise discretion to pub- 
lish in the Official Gazette an identification of patents 
which become involved in interferences; however, the 
PTO does not intend to undertake an absolute obligation 
to do so. The use of “may” better expresses the PTO’s 
intent behind §1.611(e). 

No written comments were received relating to 
$1.612. However, at the hearing two suggestions were 
made orally. The first suggestion was that where a “par- 
ty” has obtained a copy of his “ ent’s” affidavit un- 
der §1.131 or §1. )) (see §1.612(b)), the party should 
be required to notify the opponent. According to the 
suggestion, if the opponent then intends to rely on the 

vit (§1.671(e)), the opponent would have to “re- 
serve” the vit on the party. This suggestion is not 
being adopted. When the party gains access to the affi- 
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davit under §1.612(b), the party may or may not make 
an accurate copy. On the other hand, the opponent 
knows exactly those portions of the affidavit upon 
which the opponent intends to rely. After careful con- 
sideration, the PTO believes on balance that it is better 
for the opponent to serve a copy of the evidence upon 
which the opponent intends to rely. Service avoids is- 
sues as to whether the party obtained under §1.612(b) a 
complete and/or accurate copy of the evidence upon 
which the opponent intends to rely. 

The second suggestion concerning §1.612 made orally 
at the hearing was that a party should have access to an 
opponent’s “predecessor application, even though the 
application may not be relied upon for 35 USC, Section 
120 benefit.” According to the suggestion, access to a 
“predecessor application” may be needed to uncover 
relevant evidence, including violations of 37 CFR §1.56. 
Specifically, the commentator called attention to Driscoll 
v. Cebalo, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 1984), 
rehearing denied mem., (Fed. Cir. July 25, 1984). The 
suggestion is not being adopted. The Patent Statute (35 
U.S.C. §122) provides that applications for patent will 
be preserved in secrecy by the PTO unless special cir- 
cumstances are shown. Section 1.687(c) provides for 
“additional discovery” when required in the interest of 
justice. Additional discovery is believed to provide the 
necessary procedural vehicle for obtaining access to an 
opponent’s “predecessor application.” 

One comment was received which suggested that the 
language “or members of the same firm of attorneys and 
agents” be added after “agent” in §1.613(b). The sugges- 
tion is being adopted, because it is believed to make the 
rule clearer. 

One comment was received which said the following 
with respect to §1.616: “Sanctions should not be left to 
the Examiner-in-Chief (EIC) or BAI [Board of Patent 
Appeals and Interferences] - This Rule is unnecessary 
and should be deleted. An alternative would be to give 
sanction power only to the BAI.” The suggestion to de- 
lete §1.616 is not being adopted. There are cases where 
sanctions are warranted. See e.g., Woods v. Tsuchiya, 207 
USPQ 228 (Comm’r. Pat. 1979) and Tezel v. Bellantoni, 
188 USPQ 688 (Bd.Pat.Int. 1975). The PTO continues to 
believe that imposition of a sanction (except judgment) 
by a single examiner-in-chief is appropriate. In any 
event, a party may ask a 3-member panel of the Board 
to reconsider any sanction which may be imposed by a 
single examiner-in-chief. See §1.640(c). 

Several written and oral comments were recived re- 
garding §1.617. 

One oral comment made at the hearing suggested that 
“it should be explicitly stated in Rule 617(a) that the de- 
cision of the examiner-in-chief to permit the interference 
to proceed is without prejudice to the right of any other 
party to attack the sufficiency of the Rule 608(b) show- 
ing when offered as Rule 672 testimony.” The sugges- 
tion is not being adopted. While no explicit statement to 
that effect will be placed in §1.617(a), it necessarily fol- 
lows that any opponent may attack the sufficiency of an 
applicant’s showing under §1.608(b) when that showing 
is presented as evidence under §1.672. In summary judg- 
ment proceedings, all an applicant need do is make out a 
prima facie case. If the interference is allowed to pro- 
ceed in the normal manner, the applicant must prove 
priority by a preponderance of evidence (when the ap- 
plication and the pete are copending) or beyond a rea- 
sonable doubt (when the application was filed after the 
patent issued). Manifestly, the burden in summary judg- 
ment proceedings is not as strict as the burden in pro- 
ceedings following summary judgment. Breuer v. 
DeMarinis, 558 F.2d 22, 28, 194 USPQ 308, 313 (CCPA 
1977) and Schwab v. Pittman, 451 F.2d 637, 640, 172 
USPQ 69, 71 (CCPA 1971). 

Several comments suggested that an applicant should 
be permitted as a matter of right to file a reply to any 
statement filed by any opponent under §1.617(d). The 
suggestion that a reply be permitted is being adopted. 
Accordingly, §1.617(e) has been changed to read: “[w] 
ithin a time authorized by the examiner-in-chief, an ap- 
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plicant may file a reply to any statement filed by any op- 
ponent.” Some of the comments indicated that the appli- 
cant should be able to reply to a statement by a patentee 
or another opponent. The language “any opponent” in 
§1.617(e) is intended to include both the patentee and 
any other opponent. The change in the last sentence of 
§1.617(h) of “patentee” to “any opponent” is intended to 
make clear that all parties may appear at a hearing if the 
applicant requests a hearing. 

One comment suggested that the patentee (and pre- 
sumably any other opponent) should be allowed to pres- 
ent “evidence” during summary judgment proceedings. 
This suggestion is not being adopted. A change in the 
second sentence of §1.617(d) is intended to make clear 
that opponents may file statements in response to an ap- 
plicant’s “response,” but the statement “shall be limited 
to discussing why all the evidence presented by the ap- 
plicant does not overcome the reasons given by the ex- 
aminer-in-chief for issuing the order to show cause.” 
The PTO does not intend to expand summary judgment 
proceedings into a “mini-interference.” An applicant 
presents evidence under §1.608(b). If the examiner-in- 
chief finds that evidence insufficient, an order to show 
cause stating reasons for the insufficiency is issued. An 
applicant may respond and, if appropriate, file “addition- 
al evidence.” The PTO intends to be rather strict in per- 
mitting the filing of new evidence. After the applicant 
responds (with or without additional evidence), any op- 
ponent may file a statement. In the statement, the oppo- 
nent should be free to comment on all the evidence 
(original and additional) which the applicant presents. 
Compare In re Plockinger, 481 F.2d 1327, 179 USPQ 103 
(CCPA 1973). Under §1.617(d) the opponent may not 
urge a rationale for summary judgment which does not 
appear in the order to show cause issued by the examin- 
er-in-chief. However, it is not the PTO’s intent to inter- 
pret §1.617(d) in the narrow manner the Court of Cus- 
toms and Patent Appeals interpreted 37 CFR §1.204(c) 
in Kahl v. Scoville, 609 F.2d 991, 995-996, 203 USPQ 
652, 656 [headnote 6] (CCPA 1979). An example will il- 
lustrate how the PTO intends to interpret §1.617(d). 

Example 35: An applicant copies claims from a pa- 
tent and is required to submit a showing under 
§1.608(b). Upon review of the showing under 
§1.608(b), the examiner-in-chief concludes that the 
showing fails to make out a prima facie case of priori- 
ty, because applicant has failed to show an actual re- 
duction to practice. Applicant files a response and in- 
cludes additional evidence which purports to show an 
actual reduction to practice. The patentee then files a 
statement in which two arguments are made. First, pat- 
entee argues that the additional evidence has not been 
properly authenticated. Second, patentee argues that 
even if applicant has shown an actual reduction to 
practice, summary judgment is nevertheless appropriate 
because applicant suppressed and concealed after the 
actual reduction to practice. The first argument is 
proper, but the second argument is not. A patentee 
may comment on the sufficiency of the applicant’s evi- 
dence. Fairness, however, dictates that summary judg- 
ment be granted only after fair notice in the order to 
show cause. Accordingly, summary judgment will not 
be based on a rationale raised by a patentee in a state- 
ment which does not correspond to the rationale used 
by the examiner-in-chief in the order to show cause. 

A change has been made in §1.617(a) and §1.617(g) to 
make clear that once summary judgment proceedings 
have concluded, an interference will proceed “in the nor- 
mal manner.” The change is intended to codify the deci- 
sions in Walsh v. Sakai, 167 USPQ 465 (Comm’r.Pat. 
1967) and Ing v. Chiou, 207 USPQ 321 (Comm’r.Pat. 
1979). This change is further discussed in the discussion of 
the comments received with respect to §1.635. 

P One comment was received which indicated that 
1.618: 


“needs qualification. It may be appropriate to 
resubmit certain papers (See also §1.644(d) last 
sentence).” 
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The precise “qualification” needed was not set forth 
in the comment. Likewise, no example of “certain pa- 
pers” was set forth. Under the circumstances, the PTO 
declines to make any change in §1.618. 

Several comments were received which discussed the 
rules relating to preliminary statements. 

Three comments were received which suggested that 
§1.622(a) be amended to “take into account several 
court decisions holding that joint inventors need not be 
joint inventors of [the subject matter of] all claims.” 
Changes have been made in §1.622(a) consistent with the 
amendment to 35 U.S.C. §116 made by Public Law 98- 
622. 

One comment was critical of §§1.623(c); 1.624(c); and 
1.625(c), because §1.628(b) does not cover the possibility 
that a drawing might not be available, e.g., a drawing 
destroyed in “a fire.” Section 1.628(b) has been amended 
to permit a party to allege a date when a first drawing or 
first written description was made in those circumstances 
where the first drawing or first written description is not 
available. The party will be required (1) to show good 
cause and explain in the preliminary statement why a 
copy of the drawing or written description cannot be at- 
tached to the preliminary statement and (2) attach to the 
preliminary statement the earliest drawing or written de- 
scription made in or introduced into the United States 
which is available. The party would also be required 
to file a motion to amend its preliminary statement 
promptly after the drawing or written description be- 
comes available. It is the PTO’s intent by the amendment 
to §1.628(b) to overrule the holding of headnote [1] of 
Reddy v. Davis, 187 USPQ 386, 388 (Comm’r.Pat. 1975) 

Another comment was critical of the language “‘con- 
ceived” in §1.623(a)(4). The current rules do not require a 
party to allege a conception; rather, they require one to 
allege the date of the certain acts which, if proved, would 
establish conception. See 37 CFR §1.216(a)(4). According 
to the commentator, an allegation of conception is 
“unprovable and meaningless.” The use of “conception” 
in §1.623(a)(4) is intentional and is designed to permit a 
party to “plead” the earliest date on which it believes con- 
ception occurred. Contrary to the suggestion in the com- 
ment, “conception” is not meaningless and may be proved 
during the the testimony period. See Gould v. Schawlow, 
363 F.2d 908, 150 USPQ 634 (CCPA 1966); Meitzner v. 
Corte, 410 F.2d 433, 161 USPQ 599 (CCPA 1969); and 
Mergenthaler v. Scudder, 11 App.D.C. 264, 1897 C.D. 724 
(D.C.Cir. 1897). There is no need to prove “conception” 
in the preliminary statement. 

A preliminary statement serves several useful purposes 
in an interference: (1) it serves to limit a party’s proofs 
as to time, (2) it serves as a vehicle for permitting the 
examiner-in-chief or the Board to issue orders to show 
cause in those cases where it would be futile to take tes- 
timony, and (3) it serves as notice to an opponent of the 
case which is alleged by a party. Under the rules being 
announced herein, the issues which will be raised and 
decided by the Board at final hearing are made known 
during the interlocutory stage through (a) the prelimi- 
nary statement, (b) motions under §1.633 and decisions 
thereon, and (c) notices under §1.632 of a party’s intent 
to argue abandonment, suppression, or concealment. 
Section 1.632(a)(4) requires a party to allege a date of 
conception—it does not require proof of conception. 
The allegation puts the opponent on notice that the par- 
ty intends to prove conception as of a date no earlier 
than the date alleged in the preliminary statement. 

One comment suggested that the rules relating to pre- 
liminary statements are deficient because they do not 
permit one to allege allegations concerning tapes. Specif- 
ically, the commentator said: ““What about a taped tran- 
script of an invention, a practice being followed in a 
number of research departments of corporations?” If 
making a tape is the last act of conception, a party may 
allege the date the tape was made as the conception date 
under §1.623(a)(4). 

Several comments were received which suggested 
that a party should not have to allege derivation in a 
preliminary statement because the party may not know 
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derivation cccurred until the testimony period. Section 
1.625 requires a party to file a prelimi statement 
when derivation is an issue. If derivation is not known 
or discovered prior to the date the preliminary statement 
is due, a party may move to amend the preliminary 
statement and allege derivation promptly after existence 
of derivation is discovered. 

Several comments discussing §1.624 were received. 
One comment suggested that §1.624(a)(5) should require 
a party to state, where appropriate, that no actual reduc- 
tion to practice of an invention made in a foreign coun- 
try was introduced into the United States. This sugges- 
tion is being adopted and a second sentence has been 
added to §1°624(0(5) which provides: “If an actual re- 
duction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so 
state.” This sentence conforms §1.624(a)(5) to the allega- 
tion required in the second sentence of §1.623(a)(5). An- 
other comment suggested that the language “in the Unit- 
ed States” be inserted after “reasonable diligence” in 
§1.624(a)(6) and that all occurrences of the language 
“was made” in §1.624(c) be changed to “was introduced 
into the United States”. This suggestion is being 
adopted. As noted in the comment, “[t] he changes... 
are n to clarify that for an invention made 
abroad the only relevant activities are those which oc- 
cur in the United States.” See 35 U.S.C. §104. 

One comment asked “how does one introduce ‘an ac- 
tual reduction to practice of the invention’ in the United 
States?” Breuer v. DeMarinis, 558 F.2d 22, 194 USPQ 
308 (CCPA 1971), illustrates a case where an actual re- 
duction to practice abroad was introduced into the Unit- 
ed States. 

One comment suggested that §1.627(a) be changed to 
require preliminary statements “be enclosed in an outer 
envelope addressed to the Commissioner of Patents and 
Trademarks and be additionally marked Box Interfer- 
ence—Preliminary Statement.” According to the com- 
ment, the confidentiality of preliminary statements 
“envisioned under the proposed rules would be further 
enhanced .. . .” The suggestion is not being adopted. 
The PTO believes it is sufficient if preliminary state- 
ments are enclosed in a sealed envelope as specified in 
§1.627(a). The Board will not permit access to prelimi- 
nary statements which have not been ordered opened by 
an examiner-in-chief. 

Several comments discussing §1.629 were received. 
One comment suggested that the first sentence (“A pre- 
liminary statement should be carefully prepared.”) 
should not appear in §1.629(a). This suggestion is being 
adopted. The PTO agrees with the commentator that 
the sentence: 


“no longer appears necessary or appropriate 
: Th ‘ 


in the context of rulemaking. The remainder 
of the paragraph makes the admonition redun- 
dant at best.” 


Two comments were received which suggested that 
the word “normally” be deleted from the last sentence 
of §1.629(d). The suggestions are not being adopted. A 
preliminary statement is a pleading. The Board does not 
evaluate or consider the content of a drawing or written 
description prior to final hearing. At final hearing, in 
fact, the Board will only consider the drawing or writ- 
ten description if a party places the drawing or written 
description in evidence. The word “normally” first ap- 
peared in 37 CFR §1.223(c), last sentence, in 1978 (see 
e.g., 973 TMOG 19 (Aug. 1, 1978)). The last sentence of 
37 CFR §1.223(c) was intended to codify headnote [2] 
of Reddy v. Davis, 187 USPQ 386 (Comm’r.Pat. 1975). 
The word “normally” appears in the rule to permit the 
Board to exercise discretion to evaluate or consider the 
content of a drawing or written description in some un- 
usual and presently unforeseen circumstance. 

One comment suggested that “no earlier than” in 
§1.629(b) be changed to “as early as”. The suggestion is 
being adopted inasmuch as it is believed to more clearly 
state the intent of the rule. 
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ested that §1.629(d) “is improper 
because it fails to take into account testimony which can 
show that a drawing and/or written description were 
actually made even though the drawing and/or written 
description are not now available.” A change to 
§1.628(d) and addition of “unless the y cnaies 
with §1.628(b)” to the first sentence of $1.629(d) elimi- 
nates the problem raised by the commentator. 

One comment discussing §1.631(a) was received 
which expressed the view that a junior party should be 
required to send a copy of its preliminary statement to 
the senior party even if the senior party does not file a 
preliminary statement. According to the commentator, 
the senior party is prima facie the first inventor and at 
some time it will have to know the earliest dates alleged 
by the junior party. The rules require all parties to file a 
preliminary statement. If a junior y does not file a 
preliminary statement, it will be denied access to any 
other preliminary statement which is filed. A senior par- 
ty, however, is always entitled to access to any prelimi- 
nary statement filed by a junior party. See e.g., 
§1.631(b). However, a junior y will only be required 
to serve a senior party who files a statement. 

Numerous comments were received discussing §1.633. 

One commentator asked: “What sort of a judgment is 
in order if a count is not patentable over the prior art to 
an opponent?” Section 1.633(a) authorizes a party to 
bring a motion for judgment on the ground that the op- 
ponent’s claim corresponding to a count is not patent- 
able. It is important to note that the motion raises the 
patentability of the opponent’s c/aim not the count. Ac- 
cordingly, by a motion under §1.633(a), a party seeks en- 
try of a judgment that the opponent is not entitled to a 
patent containing a claim corresponding to a count. 

Two comments questioned the nature of the judgment 
when a motion under §1.633(b) is granted. Section 
1.633(b) authorizes the filing of a motion for judgment 
on the ground that there is no interference-in-fact. If a 
motion under §1.633(b) is granted, the judgment would 
provide that each party is entitled to a patent containing 
that party’s claims corresponding to the count. Judg- 
ments in interferences under these rules will determine a 
party’s entitlement or lack of entitlement to claims corre- 
sponding to a count. 

One comment expressed the hope that “third party 
inventorship” would not be made an issue in interfer- 
ences. Contrary to the hope expressed by the commenta- 
tor, “third party inventorship” can be made the subject 
of a motion under §1.633(a). Any ground of unpatent- 
ability may be made the subject of a motion under 
§1.633(a) except (1) priority of invention of the subject 
matter of a count by the moving party as against any 
opponent or (2) derivation of the subject matter of a 
count by an opponent from the moving party. It should 
be noted that under past practice, third party 
inventorship has not been considered “ancillary” to pri- 
ority. Sheffner v. Gallo, 515 F.2d 1169, 185 USPQ 72 
(CCPA 1975). However, under these rules, the question 
of whether an issue is “ancillary” no longer arises. See 
130 Cong. Rec. H10528 (daily ed. Oct. 1, 1984)(state- 
ment by Rep. Kastenmeier). Public Law 98-622 gives 
the Board authority to consider priority and patentabili- 
ty. Third party a involves a question of pat- 
entability. 35 U.S.C. §102(f). One comment pointed out 
that §1.633(e) adopts the estoppel rule approved by the 
Court of Customs and Patent Appeals in Avery v. Chase, 
101 F.2d 205, 40 USPQ 343 (CCPA 1939), cert. denied, 
307 U.S. 638 (1939), while rejecting the rule announced 
by the U. S. Court of Appeals for the District of Colum- 
bia Circuit in International Cellucotton Products Co. v. 
Coe, 35 F.2d 869, 30 USPQ 366 (D.C. Cir. 1936). See 
also American Cyanamid Co. v. Coe, 106 F.2d 851, 42 
USPQ 302 (D.C. Cir. 1939). The. commentator is correct 
in noting that the rules adopt the estoppel rule approved 
in Avery v. Chase. The following comment by the CCPA 
in its opinion in Jn re Shimer, 69 F.2d 556, 558, 21 
USPQ 161, 163 (CCPA 1934), accurately expresses the 
intent of the PTO in promulgating $81.633(e) and 
1.658(c): 


One comment su; 


197-786 TMOG-88-20 —- QL 3 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 305 
(159) 


It may be stated that this rule works no hardship to 
him who is diligent in pursuit of his rights. When an 
interference is declared, the files of his contestants 
are open to him. He has full cognizance of their dis- 
closures and claims. So advised, it becomes his duty 
to put forward every claim he has. [Rule 1.633(e)] 
. .. affords him this opportunity. If the rule be not 
enforced or enforceable, then delays and litigation 
are greatly increased. It is quite obvious that the 
doctrine of estoppel, as applied in these cases, re- 
sults in the better conduct of the business of the Pa- 
tent[and Trademark] Office and in the public good. 


One comment suggested that the following be added 
to the end of §1.633(c): 


A motion to add or substitute a count shall be con- 
strued as an automatic request for the benefit of any 
earlier application [filing] dates accorded the 
existing count, and also as encom by a con- 
temporaneous motion under §1.633(f) or (g), unless 
indicated otherwise. Any opposition thereto must be 
raised in a motion opposition pursuant to §1.638. 


The suggestion is not being adopted. A specific refer- 
ence to §1.637(c) appears in $1.633(c). The provisions of 
§1.637(c) spell out in detail the steps which a moving 
party must take in filing a motion under §1.633(c). One 
of those steps requires the moving party to request bene- 
fit of any earlier application. The mere fact that benefit 
has been accorded for a “first” count does not establish 
that benefit should be accorded for a “second” count. 
The PTO believes the burden should be on the moving 
party to point out where an earlier application supports 
a count rather than placing the burden on an opponent 
in the first instance to point out where an earlier appli- 
cation fails to support particular subject matter. There is 
no compelling reason to force the opponent “to prove a 
negative.” It should be noted that the language “Where 
appropriate,” has been deleted in every instance from 
§1.637 to make clear that the burden lies on the moving 
party to — benefit when that party files a motion 
under §1.633. 

At the hearing, one individual commented that 
§1.633(a) is not clear as to whether a motion for judg- 
ment based on “fraudulent appropriation of the moving 
party’s invention by his opponent” excluded. The 
“fraudulent appropriation of the moving party’s inven- 
tion by his opponent” is derivation. Section 1.633(a)(2) 
excludes both “innocent” derivation (e.g., through a 
third party and unknown to either y in an interfer- 
ence) or “fraudulent” derivation (e.g., where one party 
knowingly takes the invention from an opponent). In ei- 
ther event if derivation by an opponent of a party’s in- 
vention is proved, the party will be awarded judgment. 

One comment made the following statement: 


An opponent faced with a motion for judgment on 
the ground that a count is unpatentable may not be 
able to prove patentability in the short time periods. 
Provision should be made for extensions of time in 
such cases. 


Provisions for extensions of time are made in §1.645. 

One comment addressed Example 23 which appeared 
in the notice of proposed rulemaking. Example 23 also 
appears in a slightly modified form herein and, as modi- 
fied, takes into account discussion in the comment. The 
commentator believed that the motion mentioned in Ex- 
ample 23 should be denied and that a testimony period 
should be set. Accordingly to the commentator, the 
granting of the motion would shift the burden to the op- 
ponent of the motion. The commentator’s point is well 
taken. Actually, the motion should be deferred to final 
hearing and a testimony period would be set. In ruling 
on motions under §1.633, it will not always be possible 
for the examiner-in-chief to grant or deny outright a mo- 
tion. When testimony is needed to rule on a motion, the 
proper course of action is to defer a decision on the mo- 
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tion to final hearing and permit testimony. See §1.639(c). 
The moving party retains the burden. If testimony is 
taken on patentability, the parties would also have to 
take testimony on priority. With all testimony at its dis- 
posal, the Board would then be in a position to rule on 
all issues and award a judgment. 

One comment asked how the claims of the parties 
would be designated to correspond to the counts if in 
Example 18 a motion to substitute Count 2 (benzene) 
and add Count 3 (chloroform) was granted. The follow- 
ing Example 36 answers the commentator’s question. 

Example 36: The facts in this example are the same as 
Example 18. Assume that a AB believes that 
benzene and chloroform define — patentable in- 
ventions. Applicant AB would file a motion under 
§1.633(c)(1) to substitute Count 2 (benzene) for Count 1 
(Markush group of benzene or chloroform) and add 
Count 3 (chloroform). If the examiner-in-chief grants the 
motion, the interference would be redeclared by deleting 
Count 1 and substituting in its place Counts 2 and 3. 
Claims 1 and 2 of the patent H and claims 11 and 12 of 
application AB would be designated to correspond to 
Count 2. Claims 1 and 3 of patent H and claims 11 and 
13 of application AB would be designated to correspond 
to Count 3. If one party iy priority with respect to 
both benzene and chloroform, that party would be enti- 
tled to all claims in its application or patent correspond- 
ing to Counts 2 and 3. The other party would not be en- 
titled to a patent containing any claim corresponding to 
Counts 2 and 3. If patentee H proves priority with re- 
spect to benzene and applicant AB proves priority with 
respect to chloroform (assuming there was no issue 
raised at final hearing with respect to the patentable dis- 
tinctness of benzene and chloroform), the judgment 
would provide that patentee H is not entitled to a patent 
with claims 1 and 3, but is entitled to a patent with 
claim 2 and that applicant AB is not entitled to a patent 
with claims 11 and 12, but is entitled to a patent with 
claim 13. If an issue is properly raised at final hearing as 
to whether benzene and chloroform are the same patent- 
able invention and the Board holds that they are the 
same patentable invention, the party proving the earliest 
priority as to either benzene or chloroform would pre- 
vail as to all claims. Thus, if patentee H invented ben- 
zene before applicant AB invented benzene or chloro- 
form, patentee H would be entitled to a patent 
containing claims 1 through 3 even if applicant AB 
invented chloroform before patentee H invented chloro- 
form. Applicant AB would not be entitled to a patent 
with claims 11 through 13. 

An oral comment was received by telephone which 
raised the question of whether a party is, or could be, re- 
quired to present in the party’s application every claim 
which the party may ever seek to obtain in a patent based 
on the party’s application. According to the commenta- 
tor, such a requirement would prevent the party from 
proceeding ex parte after the interference on any claim on 
which a favorable judgment was not entered. It is not the 
PTO’s intent to require a party who is an applicant to 
present at the outset all claims which the party may ever 
seek to obtain in a patent based on his application. Parties 
in interference cases should recognize, however, that the 
interference estoppel provisions of §1.658(c) have been 
expanded with the view to eliminating much of the ex par- 
te maneuvering which has taken place in the past after an 
interference is terminated. Accordingly, a party who fails 
to move to place a matter in issue runs a considerable risk 
that the party will not be able to raise the issue ex parte af- 
ter an interference is terminated. Nevertheless, the PTO 
has determined that it will not, at this time, adopt the re- 
quirement suggested by the commentator. The commen- 
tator also suggested, contingent on his earlier suggestion 
being rejected, that the rules provide that a party be au- 
thorized to file a motion to require an opponent who is an 
applicant to add a claim to the opponent’s application and 
to designate the claim as corresponding to a count. This 
suggestion is being adopted by addition of §1.633(c)(5). 
Paragraph (c)(5) authorizes the filing of a motion to rede- 
fine the interfering subject matter by requiring an oppo- 
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nent who is an applicant to add a claim and to designate 
the claim to correspond to a count. A companion addition 
of paragraph (c)(5) to §1.637 sets out the requirements of a 
motion under §1.633(c)(5). Those requirements are: the 
moving party must (1) propose a claim to be added to the 
opponent’s application, (2) show the patentability of the 
¢ to the opponent and apply the terms of the claim to 
the disclosure of the opponent’s application, (3) identify 
the count to which the proposed claim shall be designated 
to correspond, and (4) show that the proposed claim de- 
fines the same patentable invention as the count to which 
it will be designated to correspond. The following exam- 
ple ‘lustrates how practice under §§1.633(c)(5) and 
1.637(c)(5) is expected to occur. 

Example 37: In this example, some of the facts set out 
in Example 32 will be used. Application AV discloses 
engines and in particular a 6-cylinder engine. Applica- 
tion AV contains only claim 1 (engine). Application AW 
discloses —— in general, but does not specifically dis- 
close a 6-cylinder engine. Application AW contains only 
a single claim 3 (engine). Seeing that application AV 
specifically discloses a 6-cylinder engine and believing 
that a 6-cylinder engine is the same patentable invention 
as “engine,” AW could move under §1.633(c)(5) to re- 
quire applicant AV to add a claim (6-cylinder engine) 
and to have the claim designated to correspond to the 
count (engine). Applicant AV could oppose on the 
ground that a 6-cylinder engine is not the “same patent- 
able invention” as “engine.” If the motion is granted, ap- 
plicant AV would be required to add a claim to 6-cylin- 
der engine and the claim would be designated to 
correspond to the count. If applicant AV loses the inter- 
ference, the judgment coll preclude applicant AV 
from obtaining a patent with claims to “engine” or 
“6-cylinder engine.” If the motion is denied on the basis 
that a 6-cylinder engine is not the same patentable in- 
vention, applicant AV would not be required to present 
a claim to 6-cylinder engine and would be able to pursue 
such a claim ex parte even if applicant AV loses the in- 
terference. 

If an applicant is ordered by an examiner-in-chief to 
file an amendment to present a claim and the applicant 
fails or refuses to timely present the amendment, the fail- 
ure or refusal will be taken without further action as a 
disclaimer by the applicant of the subject matter of the 
claim. See the second sentence of §1.640(b)(1). 

At the hearing, one commentator indicated that it is 
not clear whether §1.635 “would permit a motion for 
judgment in a situation where a junior party’s case-in- 
chief fails as a matter of law to overcome a senior par- 
ty’s effective filing date.” Under the rules, it is not the 
intent of the PTO to allow a senior party to test the suf- 
ficiency of the case-in-chief of a junior party prior to fi- 
nal hearing. Thus, a “motion for a directed verdict” (see 
Rule 50(a) of the Federal Rules of Civil Procedure) at 
the conclusion of the junior party’s case-in-chief and pri- 
or to a senior party’s case-in-chief is not authorized un- 
der the rules. If a senior party believes the case-in-chief 
of the junior party is insufficient as a matter of law, the 
senior party may elect to proceed immediately to final 
hearing. If the senior party is incorrect, however, the se- 
nior party will have waived any right to present any 
case-in-chief or rebuttal. See e.g., Comstock v. Kroekel, 
200 USPQ 548, 550 n. 4 (Comm’r.Pat. 1978); Lorenian v. 
Winstead, 127 USPQ 501, 508 (Bd.Pat.Int. 1959); and, 
more recently, Burson v. Carmichael, 731 F.2d 849, 221 
USPQ 664 (Fed. Cir. 1984) (“There is no support in law 
for repeated bites at the apple”). This would be true 
even if the only evidence relied upon by the junior party 
is a showing under 1.608(b). In this respect, the rules 
codify the decision in Walsh v. Sakai, 167 USPQ 465 
(Comm’r.Pat. 1970). 

Two comments were received which suggested that 
the twenty-day period in §1.636(b) is too pony It was 
suggested that a longer time period be set and one com- 
ment suggested thirty (30) days. The suggestions are not 
being adopted. The time period set for filing oppositions 
will normally be set during a telephone conference call 
between the examiner-in-chief and the attorneys for the 
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parties. The twenty-day period appears in the rule in the 
event a specific time for filing oppositions is not set by 
an examiner-in-chief. The twenty-day period is deemed 
to be sufficient in most cases. Twenty days are currently 
allowed to respond to a motion. See 37 CFR §1.231(b). 
It should be noted that the twenty-day period is longer 
than the minimum period allowed by the Federal Rules 
of Civil Procedure for responding to motions. See Rule 
6(d) and (e). 

Two comments were received which discussed 
§1.637. Both comments suggested that a sentence be 
added to §1.637(f) (2) to require a translation to be filed 
when a party moves for benefit of an earlier foreign ap- 
plication which is not in English. The suggestions are 
being adopted and the following has been added as the 
last sentence of §1.637(f) (2): “If the earlier application 
filed abroad is not in English, the requirements of §1.647 
must also be met.” Section 1.647 requires a translation 
whenever a party relies on a document in a language 
other than English. One comment suggested that the 
language of §1.637(f)(3) (“Show that the earlier rover 
tion discloses an embodiment within the scope of the 
each count.”) may be “contrary to past decisions of the 
CCPA which have held a disclosure can be good with- 
out a specific embodiment.” The critical issue in each 
benefit situation is whether the earlier application consti- 
tutes a constructive reduction to practice of the inven- 
tion defined by the count. The issue is necessarily re- 
solved on a case-by-case basis and the presence or 
absence of an embodiment is only one factor to be con- 
sidered. Accordingly, the language of §1.647(f)(2) has 
been changed to read: “Show that the earlier application 
constitutes a constructive reduction to practice of each 
count.” The comment also criticized the use of the word 
“each” in §1.647(f)(2). The term “each” is used to make 
clear that when there are two or more counts, the mov- 
ing party must show that the earlier application consti- 
tutes a constructive reduction to practice for each count. 
There are cases where a disclosure in an earlier applica- 
tion would constitute a constructive reduction to prac- 
tice for one count but not for another count. 

Several changes have been made to §1.637 which 
were not made as a result of a comment submitted from 
the public. Each occurrence of the language “Where ap- 
propriate,” in §1.637 has been deleted as being unneces- 
sary and possibly confusing. Whenever a party wants or 
believes that it is entitled to benefit of an earlier applica- 
tion, the party must file a motion under §1.633(f) for 
benefit. The language “Where appropriate” may have 
given parties the mistaken impression that a motion was 
not necessary where benefit of the earlier application 
had been accorded in the papers declaring the interfer- 
ence. See the discussion above of the suggested change 
to §1.633(c) which was rejected. 

The language “or adding a claim to be designated to 
correspond to a count” has been added to §1.637(c)(2). 
The change supplements a change made in §1.633(c)(2). 
Section 1.637(c)(2) sets out the requirements for a pre- 
liminary motion to redefine the interfering subject mat- 
ter by adding a claim in the moving party’s application 
and to designate the claim to correspond to a count. 

In §1.637(c)(2)(ii), the language “Apply the terms of 
each proposed claim to the disclosure of the applica- 
tion” has been changed to “Show that the proposed or 
added claim defines the same patentable invention as the 
count”. This change was made to add the requirement 
of showing that the new claim defines the same patent- 
able invention as the count and to eliminate a require- 
ment already contained in §1.637(c)(2)(iii). 

Section 1.637(c)(2)(iii) was changed to refer to an 
“amended or added claim” and thereby conform the lan- 
guage of the section to the language of §1.633(c)(2). 

Paragraph (c)(5) was added to set out the require- 
ments of a motion under §1.633(c)(5) which permits a 
party to move to require an opponent who is an appli- 
cant to add a claim to the application and to designate 
the claim to correspond to a count. See Example 37. 

Two comments were made concerning §1.638. One 
comment suggested that the twenty-day periods of para- 
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graphs (a) and (b) were too short. The PTO has evaluat- 
ed the time periods of paragraphs (a) and (b) and has de- 
cided that no change will be made to those periods. At- 
tention is directed to the discussion above of the 
comments concerning §1.636(b) which also contains a 
twenty-day period. 

Another comment made at the hearing suggested that 
a reply to an opposition to a motion should be permitted 
as a matter of course. Upon consideration of the com- 
ment, it has been decided to authorize the filing of re- 
plies to opposition to all motions. Presently, replies are 
permitting as a matter of course only for oppositions to 
motions under 37 CFR §1.231. Section 1.638(b), as 
changed, would permit the reply in every instance. The 
PTO over the years has received complaints concerning 
the inability of a party to file replies. The change being 
made in §1.638(b) will be reviewed sometime in the fu- 
ture to determine whether authorizing replies is helpful 
to the Board and/or whether undue delay in resolving 
interference occurs because replies are filed. Moreover, 
the PTO will make a judgment on whether “new issues” 
are being raised as a matter of course in replies. It can 
thus be seen that the change in authorizing replies may 
be considered experimental and could be changed in the 
future if found to be counter-productive or inconsistent 
with the objective of resolving interferences in a rela- 
tively prompt manner. 

One comment discussing §1.639 was received. The 
comment states: 


The requirement that proofs of alleged material 
facts must be filed may be difficult or im ible to 
meet in view of the shortened times. e] rule 
should make provisions for timely submission of 
proofs within reasonable times. 


To the extent that the comment suggests setting spe- 
cific times in the rules, the suggestion is not being 
adopted. It should be noted that if affidavits cannot be 
timely prepared to be filed with a motion, the moving 
party may wish to take advantage of paragraph (c) 
which requires a party to specify any testimony needed 
to resolve a motion. 

One change was made in §1.639(c) to make clear that 
a moving party or an opponent may describe any testi- 
mony needed to resolve a motion under either §1.633 or 
§1.634. Often, testimony is needed to resolve 
inventorship disputes. Accordingly, a party may de- 
scribe testimony needed to resolve motions to correct 
inventorship under §1.634. It should be noted that if a 
party relies solely on affidavits in support of a motion 
(under §1.633 or §1.634) and the issue raised in the mo- 
tion is to be considered at final hearing, the party must 
comply with §1.671(e). 

Several comments were received which discussed 
§1.640. One comment asked: “When the final sentence 
speaks of a panel deciding the request for reconsidera- 
tion, does this mean that the panel decides whether to 
reconsider or whether to modify the decision?” It was 
the PTO’s intent that the panel make a decision on 
whether to modify the decision made by the single ex- 
aminer-in-chief. Accordingly, the language “shall be de- 
cided by a panel” in the last sentence of §1.640(c) has 
been changed to read: “shall be acted on by a panel”. 
Another change in language to the fourth sentence of 
§1.640(c) has been made to make clear that a decision of 
a single examiner-in-chief will not ordinarily be modified 
by a panel without an opportunity to file an opposition. 

Another comment suggested that §1.640(a) be 
changed to “allow, even encourage, the examiner-in- 
chief to travel to conferences where more 
convenient/practical for all concerned.” This suggestion 
is not being adopted. The use of a telephone conference 
call eliminates the need to adopt the suggestion. The 
same comment suggested that the “speedy and inexpen- 
sive” language of the second sentence of §1.640(b) be 
deleted. The suggestion is not being adopted. The com- 
ment fails to explain why the language should be de- 
leted. It is obvious that a motion cannot always be 
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granted or denied; other action is often appropriate, e.g., 
deferring consideration of a motion to hearing. Sec- 
tion 1.640(b) gives the examiner-in-chief discretion to 
take appropriate action and the “just, speedy, and inex- 
pensive determination” language provides some standard 
which an examiner-in-chief may follow in those cases 
where granting or denying a motion is not appropriate. 

One comment was received which suggested that 
§1.640 be changed to provide that an examiner-in-chief 
hold a hearing to determine whether an interference 
should Beomeres in those cases where a junior party fails 
to allege a date prior to the senior party and remains in 
an interference only because the junior party is alleging 
“fraud” by the senior party. The suggestion is not being 
adopted. If a party believes that an opponent has com- 
mitted “fraud” or has engaged in egy se conduct,” 
the party may file a motion under §1.633(a) for judg- 
ment. Obviously, a motion for judgment on the basis of 
“fraud” or “inequitable conduct” must make out a case 
by clear and convincing evidence. The examiner-in-chief 
has sufficient authority under the rules to preclude a 
party from proceeding in an interference on a baseless 
charge of “fraud” or “inequitable conduct.” 

One oral comment was received which suggested that 
the examiner-in-chief be required to consult with an ex- 
aminer prior to deciding a preliminary motion for judg- 
ment under §1.633(a) based on patentability. The oral 
comment suggested alternate proposals: 

(1) The examiner-in-chief will normally obtain a pat- 
entability report when deciding motions involving a 
question of patentability. 

(2) The examiner-in-chief will consult with a primary 
examiner prior to deciding a motion raising an issue of 
patentability. 

The suggestion of the oral comment is not being 
adopted. An examiner-in-chief is a person having ‘“com- 
petent legal knowledge and scientific ability.” 35 U.S.C. 
§7. Examiners-in-chief review decisions of examiners on 
questions of patentability. Accordingly, there is no rea- 
son to require an examiner-in-chief to consult with an ex- 
aminer on a question of patentability. The PTO recog- 
nizes that many examiners possess special expertise in 
particular arts. It is for this reason that §1.640(b) pro- 
vides that “[a] n examiner-in-chief may consult with an 
examiner in deciding motions involving a question of 
patentability” (emphasis added). Thus, an examiner-in- 
chief is authorized to consult with an examiner on a 
question of patentability where the examiner-in-chief be- 
lieves consultation will be beneficial. 

One comment suggested that §1.642 be changed to 
permit an examiner-in-chief to add a newly discovered 
patent, as well as newly discovered applications, to an 
interference. Inasmuch as 35 U.S.C. §135(a) authorizes 
interferences between applications and patents, the sug- 

estion is being adopted. The language “application” in 
1.642 has been changed to read: “application or pa- 
tent”. 

Several comments discussing §1.644 were received. 
One commentator made four suggestions, none of which 
are being adopted. First, the commentator suggested 
that there should be no fee for a petition under 
§1.644(a)(1). This suggestion is not being adopted. A de- 
cision on a petition is a service performed by the PTO 
on behalf of a petitioner. The Commissioner is autho- 
rized to charge fees for services performed. 35 U.S.C. 
§41(d). Second, the commentator suggested that the last 
sentence of §1.644(d) be deleted. This suggestion is not 
being adopted. In the past when parties have filed peti- 
tions, copies of documents already in the interference 
file have been attached to the petition. The copies tend 
to increase unnecessarily the size of the file of an inter- 
ference. Inasmuch as the document submitted with the 
petition is already in the interference, there is no need to 
file a “second” copy of the document. Parties can expect 
that petitions will be returned (§1.618) if the petition is 
accompanied by documents which are already in the in- 
terference file. Third, the commentator argued that the 
“requirement of service within one (1) day is too oner- 
ous and should be deleted” from §1.644(g). No rationale 
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was given in support of the argument. Petitions have 
caused considerable delay in interference cases in the 
past. To avoid unnecessary delay and surprise on the 
part of the o; ent, the PTO has decided to require 
that service of a petition be such that delivery to the op- 
ponent is within one (1) working day. Service within 
one day should not ordinarily be difficult in view of 
“Express Mail” and numerous commercial one-day de- 
livery services available. Lastly, the commentator 
suggested that §1.644(i) be changed to provide that deci- 
sion on a —_— would not be delegated to the examin- 
er-in-chie’ dling the interference. The suggestion to 
change §1.644(i) is not being adopted. However, when a 
PTO employee is granted authority to decide a petition 
in an interference case, the employee would not be the 
examiner-in-chief handling the interference or an em- 
ployee on a panel of the Board deciding the petition. It 
would be expected that an employee deciding a petition 
by delegation of authority would be one who could ex- 
ercise independent judgment on the petition bearing in 
mind that a petition will be decided on the record made 
before the examiner-in-chief or the panel. In connection 
with this latter point, findings of fact by an examiner-in- 
chief or the Board will be presumed to be correct unless 
shown to be clearly erroneous. Discretionary action by 
an examiner-in-chief or the Board will not be overturned 
unless it is shown that an abuse of discretion occurred. 

One commentator asked the following: “Is §1.644(g) 
intended to apply only to ‘oppositions’ to §1.644 peti- 
tions, or is it applicable to §1.638 oppositions?” The 
provisions of §1. ) apply only to petitions filed un- 
der §1.644; those provisions do not apply to oppositions 
under §1.638. 

Two comments suggested that §1.644(a)(2) be 
changed to include an express statement that a petition 
under paragraph (a)(2) could not be filed until after the 
Board has entered judgment and that the petition could 
not relate to the merits of priority of invention or pat- 
entability or a question of whether evidence is admissi- 
ble under the Federal Rules of Evidence. The sugges- 
tions are being adopted and appropriate language has 
been added to §1.644(a)(2) after the word “Commission- 
er”. The change was suggested by the commentators so 
that no reasonable person could possibly overlook the 
fact that a — to exercise supervisory authority can 
be filed only after entry of judgment. It should be noted 
that the language “and shall not relate to (1) the merits 
of priority of invention or patentability or (2) the admis- 
sibility of evidence under the Federal Rules of Evi- 
dence” has been deleted from §1.644(b) in view of the 
change to §1.644(a)(2). 

One comment suggested that the last sentence of 
§1.644(f) be changed to make clear that a decision 
would not ordinarily be modified unti! the Commission- 
er had requested an opposition to a request for reconsid- 
eration. This suggestion has been adopted and an appro- 
priate change has been made to the last sentence of 
§1.644(g). 

One comment suggested that the word “shall” in the 
last sentence of §1.644(b) precludes the filing of an op- 
position beyond the 15-day period specified in the rules. 
According to the commentator, the opposition should 
also be considered timely if filed within “any appropri- 
ate extension.” A party may move to extend the time for 
filing an opposition. See §1.645. 

One comment argued that §1.644(a)(1) cannot “be 
squared with the statute as interpreted in Myers [v. 
Feigelman, 455 F.2d 596, 172 USPQ 580 (CCPA 1972)].” 
The rationale in support of the comment is the follow- 
ing: 


I presume that the limitation in subparagraph (b) 
that a petition under subparagraph (a)(2) “shall not 
relate to . . . the merits of priority of invention or 
patentability or . . . the admissibility of evidence” is 
intended to avoid conflict with Myers v. Feigelman, 
172 USPQ 580 (CCPA 1972), and its progeny. 
However, I read Myers as saying that, if the board 
has statutory authority to make a decision (includ- 
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ing all the myriad of ancillary decisions that the 
panels and/or the single examiner-in-chief will be 
making under the new procedure), then the Com- 
missioner does not have authority to review the 
board’s or the single examiner-in-chief’s decision. 
Or, to put it the other way around, if the Commis- 
sioner reviews an examiner-in-chief’s decision, he is 
stepping into the shoes of the examiner-in-chief, and 

the Commissioner’s decision is in turn reviewable 
by the panel (which is, of course, the only entity 
authorized to exercise the statutory jurisdiction of 
the board—see Knickerbacker Toy Co. v. Faultless 
Starch Co., 175 USPQ 417 n.8 (CCPA 1972)). Thus, 
I don’t see how proposed section 1.644(a)(1) can 
possibly be squared with the statute as interpreted 
in Myers. 


It is true that the CCPA has stated that, “in perform- 
ing his duties, the Commissioner cannot usurp the func- 
tions or impinge upon the jurisdiction of the Board . 
established by 35 U.S.C. 135. ” In re Dickinson, 299 F.2d 
954, 958, 133 USPQ 39, 43 (CCPA 1962). See also Myers 
Vv. Feigeiman, supra, 455 F.2d at 599 n. 8, 172 USPQ at 
583 n. 8. However, it is also true that the Commissioner 
“shall a or perform all oe required by vig 
respecting the granting and issuing of patents. . .” 

USC. §6; Kingsland v. Carter Carburetor Cor , 83 

p-D.C. 266, 168 F.2d 565, 77 US 499 
Boek 1948); In re Staeger, 189 USPQ 284, 285 n. 2 
Comm" r.Pat. 1974). The Commissioner, subject to ap- 
proval of the Secretary of Commerce, establishes the 
procedure by which the examiners-in-chief and the 
Board will consider interference cases. 35 U.S.C. §6. See 
also 35 U.S.C. §23 relating to affidavits and depositions. 

Under the rules, the Commissioner will not determine 
on petition either “priority of invention” or “patentabili- 
ty.” See §1.644(b). Likewise, the Commissioner will not 
consider whether evidence should have been admitted 
or excluded under the Federal Rules of Evidence. The 
PTO believes that the federal courts, which routinely 
rule on admissibility under the Federal Rules, are in a 
better position to determine whether the Board properly 
—— the Federal Rules of Evidence. 

the Commissioner will not decide “priority of 
invention” or “patentability” under 35 U.S.C. §135(a), it 
does not follow that the Commissioner is precluded 
from interpreting PTO rules on procedural matters, in- 
cluding procedural matters related to the admissibility of 
evidence on some basis other than the Federal Rules of 
Evidence, e.g., whether a party has complied with a 
PTO rule such as §1.671(e)(procedure for relying on af- 
fidavits) or §1.671(g)(permission required for obtaining 
evidence by subpoena). 

Full consideration has been given to the comment. 
The PTO nevertheless believes that §1.644(a)(1) is not 
inconsistent with law. Several comments concerning 
§1.645 were received. One comment suggested that “to” 
be inserted in the first sentence of paragraph (a) before 
“file a notice of appeal” and “commence a civil action”. 
According to the comment, “[t] he use of parallel infini- 
tive verb forms provides greater clarity to the rule.” 
The suggestion has been adopted. 

Another commentator said the following: 


“No good reason is seen to require a notarized oath 
from an attorney merely to explain why a paper 
was filed late, if there is no claim of substantive 
prejudice by other parties. Attorneys and examin- 


ers-in-chief should not be spending unnecessary time 
and effort on merely procedural formalities. That is 
contrary to the intent of the new rules.” 


The PTO agrees with the commentator and has de- 
sie . language “accompanied by an affidavit” from 

1.645 

One comment suggested that a reference to 
§1.610(d)(6) which provides for oral requests should be 
inserted into §1.645 to reflect intent stated in the com- 
ments [of the notice of proposed rulemaking] on pro- 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 309 
(159) 


posed §1.645.” This suggestion is not being adopted. As 
the commentator notes, §1.610(d) authorizes an examin- 
er-in-chief to hold a conference call to resolve issues and 
to enter an appropriate order following the ‘erence 
call. A conference call may be used to obtain an exten- 
sion of time. If the examiner-in-chief grants the request, 
an order may be entered—in which case a written mo- 
tion is not . The order provides the written 
record required by 37 CFR §1.2. However, it would un- 
duly lengthen the rules to insert a reference to §1.610(d) 
in each rule to which it may be applicable. Section 
1.645(a) specifies the procedure to be used when a writ- 
ten motion is filed. It should be noted that an examiner- 
in-chief may require a written motion notwithstanding a 
conference call. 

One comment stated that “[t] he ‘other business’ may 
be more pressing than the Interference. In order to serve 
the ends of justice, the PTO should be considerate in 
this matter.” The PTO intends to evaluate each request 
for an extension of time on a case-by-case basis. Howev- 
er, extensions of time in interference cases have become 
“routine.” A recent survey of a file in one interference 
revealed the following. The interference was declared 
on Mar. 30, 1976. Preliminary statements were filed on 
May 5, 1979. A decision on motions was entered on 
June 28, 1982. Testimony was filed on Jan. 3, 1984. Dur- 
ing the period between declaration and filing of testimo- 
ny, sixty-four (64) requests or stipulations for extension 
of time were filed. 

counsel and an examiner-in-chief agree to a 
schedule and times are set, the parties will be expected 
to adhere to the schedule unless there are unusual cir- 
cumstances. Apart from work that counsel may have in 
an interference, an examiner-in-chief will have a docket 
and must manage not only the interference involving 
counsel, but numerous other interferences. The U. S. 
Court of Appeals for the Federal Circuit recently said 
the following in Rosemount, Inc. v. Beckman Instru- 
ments, Inc., 727 F.2d 1540, 1549-1550, 221 USPQ 1, 10 
(Fed. Cir. 1984): 


The conduct of a trial, granting of continuances and 
the like, is not, however, solely or entirely a matter 
of balancing conveniences of the parties. The Fed- 
eral Rules of Civil Procedure recognize another 
consideration—the need for the exercise of discre- 
tion by the trial court in carrying out its duty of 
managing the judicial process, the business of the 
court, and the administration of justice. 


Likewise, these rules also recognize the need for the 
exercise of discretion by an examiner-in-chief in carrying 
out his or her duty of managing the interference 
(§1.610), the business of the PTO (§1.610), and the ad- 
ministration of justice (§1.601). 

Several comments were received which discussed 
§1.646. One comment suggested that it would be clearer 
if “service” was inserted after “additional” in the last 
sentence of §1.646(b). This suggestion has been adopted. 

Another comment suggested that “or except as other- 
wise provided in these Rules” be added to §1.646(c) af- 
ter “otherwise ordered by an examiner-in-chief’. The 
commentator pointed out that the change was needed 
because certain rules (§§1. OAs) and 1.658(b)) require 
service by “Express Mail” or b . The commenta- 
tor accurately pointed out that adding the suggested 
phrase “will call attention to the fact that there are oth- 
er rules which have their own requirements for service 
of papers.” The suggestion has been adopted, except 
that “this part” has been used instead of “these Rules.” 

One comment suggested changing “time” to “date” in 
the last sentence of §1.646(e). The suggestion has been 
adopted. The change is necessary to conform with the 
language of the rule to actual practice and other lan- 
guage in the rule. 

Two comments suggested that §1.646(d), which au- 
thorizes an examiner-in-chief to order service by hand or 
“Express Mail,” be deleted. This suggestion is not being 
adopted. The use of “Express Mail” or delivery by hand 
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is often desirable to expedite matters or to avoid unnec- 
essary delay. One comment argued that delivery by 
hand may be prohibitive. Commercial couriers may be 
used to accomplish delivery by hand. The fee charged 
by most commercial couriers is not “prohibitive.” The 
other comment argued that “there are circumstances 
when... hoped by hand] is ‘not] possible.” The use 
of §1.646(d) is discretionary on the part of an examiner- 
in-chief. If delivery by hand, i.e., personal delivery or 
——- by commercial courier, or by “Express Mail” is 

ible, it would be expected that the examiner-in- 
chief would exercise discretion and permit service by 
first class mail. 

One comment suggested that the language “present 
case,” which was said to appear in §1.651(b)(1) and 
§1.651(c), be changed to “prepare case.” The suggestion 
is not being adopted because the language “present 
case” does not appear in §1.651. In any event, a testimo- 
ny period is set for a party to present its testimony—ei- 
ther case-in-chief or case-in-rebuttal. 

One comment was received which made two sugges- 
tions regarding §1.652. First, the comment suggested 
that a period longer than 15 days be set for filing a re- 
— to a paper answering an order to show cause. 

suggestion is not being adopted. The fifteen-day pe- 
riod is believed to be adequate in most cases. If more 
time is needed, a party may file a motion under §1.645. 
Second, the comment suggested that the party placed 
under an order to show cause should be itted as a 
matter of course to file a “reply” brief. This suggestion 
is not being adopted. In those instances where the Board 
believes a “reply” brief is desirable it may authorize the 
filing of a “reply.” 

One comment argued that §1.653(i) “fails to make 
provision for exhibits which are too big to file or are too 
dangerous to file.” If an “exhibit” cannot be filed, it will 
not be given consideration. A party will have to rely on 


testimony and/or pictures or sketches for “exhibits” 
(e.g., a large machine in a factory) which are too large 
or too dangerous to be filed in the PTO. 

While no comments were received concerning §1.654, 


it should be noted that a new paragraph (c) has been 
added and paragraph (c) as set out in the notice of pro- 
posed rulemaking has been redesignated as paragraph 
(d). New paragraph (c) provides that a party shall not 
be entitled to argue that an opponent abandoned, sup- 
pressed, or concealed an actual reduction to practice un- 
less a notice under §1.632 was timely filed. 

Two comments discussing §1.655 were received. The 
first comment made the following statement regarding 
§1.655(a): 


Last sentence—interlocutory orders are reviewed 
only for ‘manifest error’ etc. It is not clear whether 
this includes show cause orders under §1.640 result- 
ing from  unpatentability determined under 
§1.633(a). However, if so, it precludes proper re- 
view of the patentability determination. 


Patentability will initially be determined by a single 
examiner-in-chief. See §§1.610(a) and 1.640(b). If the ex- 
aminer-in-chief determines that a claim of a party is 
unpatentable to that party, an order to show cause why 
judgment should not be entered as to that claim will be 
issued to that party. See §1.640(d). If a response to the 
order to show cause is filed, a decision will be entered 
by the Board. See §§1.610(a) and 1.640(e). If the Board 
determines that the claim is not patentable to the party, 
a final decision and judgment will be entered holding 
the claim to be unpatentable. Review of the final deci- 
sion and judgment is by judicial review under 35 U.S.C. 
§§141 or 146. It should be noted, however, that if there 
are other claims in the party’s application or patent 
which are deemed to be patentable, an interlocutory or- 
der would be entered holding only that certain claims 
are unpatentable. A final order holding those claims 
unpatentable would be entered after final hearing on 
other issues. Such a practice will avoid piecemeal judi- 
cial review. 
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Another comment suggested that §1.655 be changed 
to preclude consideration of patentability at final hear- 
ing. Public Law 98-622 authorizes consideration of pat- 
entability assuming patentability is properly raised by a 
party during the interlocutory phase of an interference. 

Two comments discussing §1.656 were received. One 
comment suggested that “[b] riefs should be letter size 
for consistency.” The PTO has no preference for the 
size of briefs. Briefs may be filed on letter or legal-size 
paper. Inasmuch as the federal courts now require letter- 
size paper, parties who intend to use a PTO brief as an 
exhibit in a federal court should use letter-size paper. 

Another comment suggested that §1.656 be amended 
to preclude a single examiner-in-chief from ruling on ad- 
missibility of evidence. The introductory remarks to the 
notice of proposed rulemaking (and this notice) state 
that “[t] he examiner-in-chief, where appropriate, will be 
available by phone to rule on the admissibility of evidence 
in the event parties encounter unusual problems during the 
taking of depositions” (emphasis added). The commenta- 
tor states: 


If an examiner-in-chief has ruled certain evidence 
inadmissible, that evidence would presumably not 
be before the Board at final hearing. Proposed Rule 
1.656(h) provides a means for a party to obtain sup- 
pression of evidence to which he has made timely 
objection, but the Rule does not provide for any 
means for a party whose proffered evidence has 
been held inadmissible by the examiner-in-chief, to 
have that holding considered by the Board. 


The change suggested by the comment will not be 
adopted. However, a brief explanation of how practice 
is expected to work is in order. The introductory re- 
marks indicate that a single examiner-in-chief may rule 
on admissibility of evidence “where appropriate” and in 
“unusual” circumstances. There are times during inter- 
ferences where a motion in limine can be helpful. For 
example, a junior party during its case-in-chief may wish 
to examine a witness on a document which was not 
served as required by §1.673(b)(1). The senior party ob- 
jects and realizes that if the junior party is permitted to 
examine the witness on the document, extensive cross- 
examination using numerous documents would be neces- 
sary. In order to avoid wasting considerable time, the 
parties could contact the examiner-in-chief by phone for 
a determination in limine on whether the junior party 
should be able to examine the witness on the document. 
Under the circumstances outlined the examiner-in-chief 
in his or her discretion could enter an order excluding 
the document from evidence. The order would be sub- 
ject to a request for reconsideration. See §1.640(c). Ordi- 
narily, however, it would be expected that parties would 
present evidence subject to objection. See §1.675(c), last 
sentence. It is not envisioned that a single examiner-in- 
chief will routinely rule on the admissibility of evidence. 

Several comments discussing §1.658 were received. 
One comment suggested that the 14-day time period in 
§1.658(b) is too short. Section 1.658(b) provides that a 
party may file a request for reconsideration with 14 days 
of a final decision by the Board. The 14-day time period 
is the same period authorized for filing requests for re- 
consideration by the U. S. Court of Appeals for the 
Federal Circuit. See Rule 40(a) of the Federal Rules of 
Appellate Procedure. 

Several individuals suggested that a less restricted “‘in- 
terference estoppel” be set out in §1.658(c). While full 
consideration has been given to the suggestions, it has 
been decided to retain in these rules the interference es- 
toppel provisions of §1.658(c) essentially as proposed. 
“Interference estoppel” under §1.658(c) is designed to 
implement the PTO’s intent to have as many issues re- 
solved as possible in a single inter partes proceeding. Nu- 
merous examples in this notice illustrate how practice is 
expected to take place under §1.658(c). 

The language in the second sentence of §1.658(c) has 
been changed to more clearly state the nature of the es- 
toppel and the exception to estoppel. The word “counts” 
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in the second sentence of §1.658(c) means the counts as 
they exist at the time a final decision is entered. 

One comment was received concerning §1.658(c) 
which requires a specific answer. The comment made 
the following statement: 


You state that an estoppel would not apply 
against a party awarded a favorable judgment 
as to all counts. However, it seems to me that 
there will be occasion when it would not be 
appropriate to have estoppel where there was 
a split decision. For instance, consider an in- 
terference between applicants A and B in 
which A was awarded priority as to count 1 
and B was awarded priority as to count 2. If I 
understand you correctly, A would be es- 
topped in post-interference ex parte practice to 
present an additional claim X which was 
patentably indistinct from his claim corre- 
sponding to count 1 if B had support for claim 
X. I think this result would be unfortunate, 
and that A should be permitted to further re- 
fine his claim structure after the interference 

— that is, after he has been assured that he is 
entitled to claims to the basic invention recit- 
ed in count 1. Under the circumstances de- 
scribed by the commentator, inventor A 
would not be estopped to present a claim to X 
because X is “patentably indistinct” (the prop- 
er terminology under the rules would be to 
say X is the “same patentable invention” as 
the subject matter of count 1) from the subject 
matter of count 1. Inventor A would be enti- 
tled to claim any disclosed invention which is 
directed to the “same patentable invention” as 
count 1. The change in the second sentence of 
§1.658(c) more clearly reflects the PTO’s in- 
tent in this regard. Inventor A would not be 
entitled to claim any invention which is the 
“same patentable invention” as the subject 
matter of lost count 2. See Examples 26, 27, 
and 28 for illustrations of interference estoppel 
practice when a “split” judgment is entered. 


Two comments were received discussing §1.659. One 
comment suggested that the first sentence of §1.659(b) 
should “reflect” that a reexamination may be based only 
on patents and printed publications. The suggestion is 
not being adopted. The basis upon which a reexamina- 
tion may be instituted are set out elsewhere in the stat- 
ute and rules. 35 U.S.C. 301-306; 37 CFR 1.501-1.570. 
There is no further need to set that basis out again in 
§1.659(b). Another comment suggested that the language 
“not involved in the judgment of the interference” be 
deleted from §1.659(b). The rationale in support of the 
comment was as follows: 


Besides introducing a potential ambiguity as to what 
claims were ‘involved in the judgment,’ there does 
not appear to be any good reasons to draw this dis- 
tinction, particularly unless it is made more specif- 
ic. Why should the Board be prevented from 
recommending reexamination of some (less relevant) 
patent claims and not other patent claims which are 
potentially even more relevant to the public, unless 
all of the same art has already been fully evaluated 
against the same claims in the Board’s decision? 
(emphasis in original). 


When a patent is involved in an interference, each 
claim of the patent will be designated to (1) correspond 
to a count or (2) not correspond to a count. All claims 
which are ultimately determined to correspond to a 
count will be “involved in the judgment of the interfer- 
ence.” Inasmuch as they are involved in the judgment of 
the interference, there is no need to recommend reexam- 
ination of those claims. The claims involved in the inter- 
ference are either patentable or unpatentable based on 
the final decision of the Board. Section 1.659(b) merely 
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authorizes the Board to recommmend reexamination of 
patent claims which (1) are not involved in the judgment 
and (2) for one reason or another neither party saw fit 
to move to designate as corresponding to a count. 

One comment was received which suggested that the 
requirements of §1.660 are unn . The PTO dis- 
agrees. The requirements of §1.660 are designed to keep 
the PTO and a party’s opponent informed of activity 
which is relevant to an interference. These rules at- 
tempt, to the extent possible, to eliminate procedural 
surprise. Inasmuch as mail delays occur and the PTO 
cannot react instantaneously to every paper filed in con- 
nection with every application or patent, the provisions 
of §1.660 are believed helpful in preventing surprise on 
the part of opponent’s and unnecessary work by examin- 
ers-in-chief or the Board due to a lack of knowledge of 
relevant activity which may be taking place in the PTO. 

One comment suggested that at the end of §1.661 the 
following be added: “and the time for any such available 
appeal or review has expired.” The suggestion is not be- 
ing adopted. Section 1.661 already provides for finality 
when “no appeal . . . can be taken... . .” The language 
finds antecedent basis in 35 U.S.C. §135(a). 

Several comments discussing §1.662 were received. 
Two comments suggested a change be made to provide 
that when a patentee files a statutory disclaimer under 
35 U.S.C. §253 and deletes a// claims corresponding to a 
count, the disclaimer will be treated as a request for 
judgment. As one of the comments pointed out, “[s] ince 
. . . [the filing of a statutory disclaimer disclaiming all 
claims corresponding to a count] by the patentee could 
have no other conceivable effect, the proposed rule 
should be changed to require judgment when all corre- 
sponding claims are disclaimed.” The suggestion has 
been adopted and appropriate changes have been made 
to §1.662(c). In view of the changes, the following lan- 
guage in §1.662(c), as proposed, is not necessary: “A 
statutory disclaimer of any claim involved in an interfer- 
ence shall in subsequent proceedings have the same ef- 
fect with respect to the patentee as an adverse judg- 
ment.” When a patentee disclaims less than all claims 
corresponding to a count; the claims which remain in 
the patent continue to be involved in the interference 
and any patentability or priority issues involving those 
remaining claims will be involved in the judgment on 
the merits in the interference. 

Two comments suggested that the word “dissolved” 
in §1.662(d) be changed to “terminated”. This suggestion 
is being adopted, because §1.662(d) has been deleted. 
However, all interferences will be terminated with a 
“judgment.” A change has been made in the language of 
§1.11(a) to delete any reference to terminating an inter- 
ference other than by judgment. 

One comment suggested that the word “construed” in 
§1.662(a) be changed to “treated”. This suggestion has 
been adopted and more clearly states the intent of the 
PTO. The filing of the various papers mentioned para- 
graphs (a) and (c) of §1.662 will result in certain action 
by the PTO. The word “treated” more appropriately de- 
scribes the consequences of filing such papers. 

One comment suggested that §1.662(a) “is too sweep- 
ing.” According to the commentator, a patentee may file 
a disclaimer because it has “become aware of a statutory 
bar or can not afford the expense of an interference.” If 
the patentee becomes aware of a statutory bar, the pat- 
entee should call the “bar” to the attention of the PTO 
or file an appropriate motion under §1.633(a) for judg- 
ment if the “bar” applies to the opponent. If a junior 
party patentee decides than an interference is too expen- 
sive and for that reason files a disclaimer, there is no 
reason why judgment should not be entered in favor of 
the opponent. The comment also suggested that 
§1.662(c) “needs revision” because a patentee may dis- 
claim one claim corresponding to a count, but not an- 
other. Section 1.662(c), as revised, takes into account the 
possibility that less than all claims corresponding to a 
count may be disclaimed. When some of the patent 
claims corresponding to a count are disclaimed, the in- 
terference proceeds on the basis of the remaining claims 
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which correspond to the count. If all patent claims cor- 
responding to a count are disclaimed, judgment will be 
entered. 

One comment made the following statement regarding 
the third sentence of §1.662(a): 


What of abandonment in favor of a CIP [continu- 
ation-in-part application]? Would this be construed 
as [a] request to enter [an] adverse judgment? Lan- 
guage should reflect procedural moves of 
substituting CIP for abandoned application and/or 
declaring new interference. 


The third sentence of §1.662(a) does not apply to an 
application which is not involved in an interference. If 
an applicant files a continuation-in-part application and 
successfully moves (§1.633(d)) to substitute the continua- 
tion-in-part for the application involved in the interfer- 
ence, abandonment of the application originally involved 
in the interference would have no bearing on the inter- 
ference. Accordingly, no additional language is needed 
in §1.662(a). 

Two comments discussing §1.663 were received. One 
comment suggested that an explanation of the status of 
patent claims involved in an adverse judgment should be 
stated in the rule. This suggestion is not being adopted. 
The status of patent claims involved in an adverse judg- 
ment is stated in 35 U.S.C. §135(a). Another comment 
suggested that the status of “claims which could have 
been counts . . . should be made of record.” Unless a 
motion (§1.633(c)) to add claims to correspond to counts 
is filed, no reference will be made in a judgment as to 
claims “which could have been made counts.” 

One comment suggested that the language “then 
owned by either party but” be inserted after “applica- 
tion” in §1.665. This suggestion is not being adopted. 
The language “same parties” in §1.665 is intended to 
cover a party and any assignee. The suggested language 
“then owned” would narrow the scope of the rule in a 
manner not intended by the PTO. 

An oral comment at the hearing suggested that 
§1.671(e) be changed so that a party would not have to 
serve copies of affidavits relied upon under §1.608(b) in 
those cases where an opponent had already obtained 
copies of the Rule 608(b) affidavits. This suggestion is 
not being adopted. See the discussion above answering 
comments related to §1.612(b). Another comment made 
at the hearing noted that the PTO is “adopting” the 
Federal Rules of Evidence. The Federal Rules include a 
“shop book” rule—Rule 803(b)(6). The commentator 
expressed the view that adopting of a “shop book” rule 
might make an important change in evidence which is 
admissible in interferences and suggested that “it would 
be helpful if the Patent and Trademark Office would 
publicly comment on this extremely important evidentia- 
ry rule...” The PTO believes that adoption of Rule 
803(b)(6) of the Federal Rules of Evidence does not 
constitute a change in the admissibility of “shop book” 
evidence in interference cases. Rule 803(b)(6) is very 
similar to the former Federal Shop Book Rule (28 
U.S.C. §1732) which it replaced. The courts have articu- 
lated a rule of law which the PTO will continue to ap- 
ply in determining admissibility of laboratory note books 
under the “shop book” Rule 803(b)(6) of the Federal 
Rules of Evidence. See e.g., Alpert v. Slatin, 305 F.2d 
891, 134 USPQ 296 (CCPA 1962) and Elliott v. Barker, 
481 F.2d 1337, 179 USPQ 100 (CCPA 1973). 

One comment suggested that §1.671(f) be eliminated 
on the ground that a rule should not be used to train at- 
torneys and agents. The suggestion is not being adopted. 
The problem addressed by §1.671(f) is significant. By 
providing in the rules that documentary evidence must 
be explained the PTO hopes to save both parties and the 
Board considerable difficulty in presenting and evaluat- 
ing evidence. 

One comment suggested that §1.671(g) should be 
changed to require a party only to show the “relevan- 
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cy” of expected testimo = opposed to the “‘admissibil- 

ity” of the testimony. This suggestion is being adcpted 

and an appropriate change has been made to §1.671(g) 

to require a moving party to “describe the general na- 

—_ and the relevance of the testimony, document, or 
g.” 

An oral comment was received which asked whether 
permission to issue a su would be needed in the 
event a party seeks to a witness under the control of 
an opponent. Ordinarily, the examiner-in-chief can order 
a party to produce an individual for a deposition as long 
as the individual is a party or is under the control of the 
party, e.g., an employee of an assignee. Where so-called 
“third parties” are concerned, however, issuance of a 
subpoena may be necessary, because the PTO has no au- 
thority to compel attendance of third parties. Several 
comments concerning §1.672 were received. One com- 
ment at the — pointed out that use of 8-1/2 by 11 
inch paper for affidavits appears to be optional. The 
commentator is correct in pointing out that the use is 
optional. By using 8-1/2 by 11 inch paper, however, a 
Peres). save considerable time when filing a record 

.653). 

Two comments asked questions concerning §1.672(b), 
and in particular, the meaning of the word “party” in 
the phrase “a y shall not be entitled to rely on any 
document or thing not mentioned in one or more of the 
affidavits . . .” Specifically, one commentator stated: 


It is the scope of the words “the party” which 
leave doubt as to the meaning of the passage. If 
“the party” refers only to the party proffering the 
affidavit testimony, then the ge is fair since 
such party had the opportunity to use whatever 
documents it deemed favorable to its position. But if 
“the party” also encompasses the opponent, i.e., the 
cross-examining y not proffering the affidavit 
testimony, then the passage improperly restricts the 
scope of cross-examination. Surely, the proponent 
saad cannot, simply by confining the affidavit to 
avorable documents, insulate the witness from 
cross-examination on unfavorable documents. 


Section 1.672(b) refers to a “party” and an “oppo- 
nent.” The “party” is the party filing the affidavit and 
not an opponent of that party. Any “opponent” con- 
ducting cross-examination of an affiant may properly 
oy on documents and things not referred to in the affi- 

vit. 

One comment suggested that the language “a witness 
whose testimony will not be compelled under 35 U.S.C. 
24” should be deleted or revised. According to the com- 
mentator: 


This is often not determinable in advance. Even a 
“voluntary” witness may develop cold feet and re- 
quire a subpoena, or demand one for his own pro- 
tection. Nor will all witnesses agreeable to affidavits 
be agreeable to depositions. 


The suggestion is not being adopted. An affidavit may 
be used only when a witness agrees to sign the affidavit. 
If an individual refuses to sign an affidavit or voluntarily 
appear at a deposition, the party calling the witness will 
have to compel attendance at a deposition by a subpoe- 
na under 35 U.S.C. §24 after receiving permission from 
an examiner-in-chief. 

One comment asked why there is “no express provi- 
sion . . . [in the rules] for simply taking appropriate 
testimony of an adverse party by notice . . . rather 
than requiring a subpoena?” In many cases, notice will 
be sufficient inasmuch as an examiner-in-chief or the 
Board may generally order an adverse party to appear 
and give testimony. Thus, in many cases a subpoena is 
not needed to require attendance at a deposition of an 
adverse party. 
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Two comments suggested that a time be set out in the 
rules by which an affidavit should be filed. The suggestion 
is being adopted and the second sentence of §1.672(b) has 
been changed to provide that affidavits shall be filed prior 
to the close of the party’s relevant testimony period. The 
two comments also suggested that the rules specify that 
documents relied upon in an affidavit be filed with the af- 
fidavit. This suggestion is also being adopted by an appro- 
priate change to §1.672(b) which will provide that a party 
cannot rely on any document referred to in an affidavit 
unless a copy of the document is filed with the affidavit. 
Any document filed with an affidavit must also be served 
(§1.646). Section 1.672(b) will also provide that a party 
may not rely on any “thing” mentioned in an affidavit un- 
less the opponent is given reasonable access to the 
“thing.” A “thing” is something other than a document. 
The comments had suggested that the “things” be limited 
to those under the possession, custody, or control of the 
party submitting the affidavit. This suggestion is not being 
adopted. If a “thing” is not under the possession, custody, 
or control of a party, the party should resort the use of a 
deposition and compel production of the “thing” by a sub- 
poena under 35 U.S.C. §24. 

Four comments were received discussing §1.673. It was 
suggested that the time for service under §1.673(b) be 
three days if service is accomplished by hand or “Express 
Mail” and ten days if service is accomplished by any other 
means. This suggestion is being adopted. An appropriate 


change has been made in the introductory sentence of 


§1.673(b). It was also suggested that the word “copy” in 
§1.673(b)(1) be changed to read “list and copy”. In sup- 
port of the suggestion, one commentator states: 


In connection with the service of documents, the 
amendment to the proposed rule would require that a 
listing of documents accompany the documents 
themselves. Tnis would permit cross-checking be- 
tween lists and documents to ascertain whether or 
not discrepancies exist and reduce the possibility for 
later controversy. 


The suggestion is being adopted. Under §1.673(b)(1) a 
list of the documents would have to accompany the 
documents. One comment suggested that documents 
served should be “Bates numbered.” While this sugges- 
tion is not being adopted in the sense of —— the 
language of a rule, it must be remembered that the party 
serving documents may be required to later prove exact- 
ly what was served. Using “Bates” numbers or an 
equivalent scheme may prove invaluable in later stages 
of an interference. 

One comment discussing §1.682 suggested that the 
language “‘not idertified on the record during the taking 
of testimony of a witness” be deleted. This suggestion is 
not being adopted. If an official record or printed publi- 
cation is made an exhibit during a deposition or in an af- 
fidavit, it need not be submitted under §1.682. Section 
1.682 permits a party to make an official record or print- 
ed publication part of the evidence being considered at 
final hearing without calling a witness. The official 
record or printed publication must, however, be self-au- 
thenticating. On the other hand, a party may present the 
official record or printed publication as an exhibit during 
testimony. When this latter course is followed, there is 
no need to take advantage of the provisions of §1.682. 
The comment also suggested that a change be made in 
§1.682(a)(4) because the requirement therein for a “certi- 
fied” copy appeared to be inconsistent with §1.671(d) 
which provides that a record of the PTO need not be 
certified. The suggestion is being adopted by adding 
“where appropriate” at the beginning of §1.682(a)(4) and 
a reference to §1.671(d) at the end of §1.682(a)(4). If the 
official record is not a record of the PTO, it will be nec- 
essary to submit a certified copy of the official record. 

Comments were received discussing §1.684. One com- 
ment suggested that language be inserted in §1.684(a) to 
make clear that the testimony authorized is for a case-in- 
chief or a case-in-rebuttal. The suggestion is not being 
adopted. The testimony authorized by §1.684(a) is neces- 
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sarily testimony for a case-in-chief or a case-in-rebuttal. 
The commentator correctly notes that the use of written 
interrogatories under §1.684 “for cross-examination 
would seem neither appropriate or justified.” Section 
1.684 does not apply to cross-examination. If a party 
submits an affidavit under §1.672(b) or intends to rely on 
an affidavit under §1.617(e), the party must make the af- 
fiant available for cross-examination at a deposition. See 
§1.673(e). A deposition may be noticed only “for a rea- 
sonable time and place in the United States.” See 
§1.673(a). Accordingly, it is not expected that §1.684(a) 
will be used to cross-examine affiants residing in foreign 
countries. The y filing the affidavit will be required 
to make the affiant available for cross-examination in the 
United States. 

One comment suggested that the provisions of 
§1.685(d) are “harsher” than the corresponding provi- 
sions of 37 CFR §1.285(c). The comment is not fully un- 
derstood. Section 1.685(d) requires an objection to be 
stated on the record. An objection to the admissibility of 
evidence must be stated on the record and a motion un- 
der §1.656(h) renewing the objection at final hearing 
must be filed. No longer will a party be permitted to at- 
tend a deposition and fail to enter an objection only to 
raise the objection at final hearing. The current practice 
permits a party to delay the objection until it is often 
too late to permit an opponent to correct the evidentiary 
basis on which the objection is bottomed. 

One comment suggested that the second sentence of 
§1.687(b) (“If the witness refuses to produce a requested 
document or thing, the party may file a motion (§1.635) 
for additional discovery under paragraph (c) of this sec- 
tion.”) be deleted. This suggestion is being adopted. The 
PTO agrees with the following remark by the commen- 
tator: “[o]mission of the sentence is recommended since 
it is clear from [paragraph] (c) [of §1.687] that such a 
motion could be made in an appropriate case.” 

One comment at the hearing suggested that the 
PTO’s inability to enter protective orders makes dis- 
covery unduly complicated. The commentator 
suggested that under §1.687(c), as set out in the notice 
of proposed rulemaking, it is possible to obtain appro- 
priate protective orders. The commentator correctly 
concedes that the maximum sanction which the PTO 
can enter upon a proven violation of a PTO entered 
protective order is judgment. See §1.616. The commen- 
tator suggested, however, that additional discovery 
may be conditioned on the issuance of a subpoena 
duces tecum under 35 U.S.C. §24. Upon issuance of the 
subpoena, the commentator Stated that the opponent 
could move the district court for entry of a protective 
order. If a party violates a protective order entered by 
a district court, the party would be subject to such 
sanctions as the district court might deem appropriate 
as well as a sanction by the PTO, including entry of 
judgment against the party. The PTO, unlike the dis- 
trict court, would not be able to apply a sanction after 
an interference is terminated. 

The commentator’s suggestion is believed to be sound. 
No change in the language of §1.687(b) is believed to be 
necessary inasmuch as paragraph (b) authorizes the PTO 
to “specify the terms of conditions of such additional 
discovery.” One of those terms could be requiring a par- 
ty to issue a subpoena under 35 U.S.C. §24. By making a 
party proceed in the first instance in the PTO, appropri- 
ate PTO orders may be entered suggesting the scope of 
any protective order and stating the underlying basis for 
requiring a party to produce documents. The order 
could be of assistance to the district court in subsequent 
enforcement or contempt proceedings. 

Additional discovery obtained under a protective or- 
der issued by either the PTO or a district court will not 
be admitted in evidence in the PTO in determining the 
interference. All evidence submitted in an interference 
must be made available to the public under the provi- 
sions of §1.11(a). Accordingly, any protective orders 
have to be vacated before a document could be admitted 
in —— in the PTO which is subject to a protective 
order. 
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Example 38 illustrates how the practice would work. 

Example 38: An interference involves party X and 
pee. Y. During the interference, party X files a motion 
or additional mie under §1.687(c) asking that par- 
ty Y be required to produce certain documents. Party Y 
opposes on the sole ground that the documents contain 
trade secret and confidential information. Party Y indi- 
cates that it has no objection to producing the docu- 
ments for inspection by counsel for party X, but insists 
that party X not be = to inspect the documents. 
Accordingly, party Y asks the examiner-in-chief to au- 
thorize the discovery subject to entry of a protective or- 
der. Party Y argues, however, that the sanctions of 
§1.616 are not su icient in the event of a violation of the 
protective order. An examiner-in-chief concludes that 
additional discovery should be ordered, that a protective 
order is appropriate, and that the sanctions of §1.616 are 
not sufficient in the event of a violation of the protective 
order. Under the circumstances, the examiner-in-chief 


Event in Interference 
Interference declared (1.611) 


Filing of preliminary statements (1.621) and prelimi- 
nary motions (1.633) 


Filing oppositions to preliminary motions (1.638(a)) 

Filing replies to oppositions (1.638(b)) 

Decision on preliminary motions (1.640(b)(1)), open 
preliminary statements (1.631), set times for filing mo- 

tions for discovery (1.687(c) and testimony (1. 651(a)) 


Filing of motions for discovery (1.635, 1.651(a), 
1.687(c)) 


Filing of opposition to motion for discovery (1.638(a)) 


Filing reply to opposition to motion for discovery 
(1.638(b)) 


Decision on motion for discovery 

Time for compliance with any discovery 

Junior party testimony (case-in-chief; 1.672(b)): 
Testimony 
Senior party cross-examination of affiants if needed 


Senior party testimony (case-in-chief and case-in-rebut- 
tal, 1.672(b)): 


Testimony 


Junior party cross-examination of affiants if needed 


Junior party testimony (case-in-rebuttal): 


Testimony 
Senior party cross- examination of affiants if needed 
Filing of record (1.653(c)) 
Brief for junior party (1.656) 
Brief for senior party (1.656) 
Reply brief for junior party (1.656) 
Final hearing (1.654) 
Decision (1.658) 
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would enter an order directing party Y to produce the 
documents for inspection by counsel of y X on the 
condition that party X seek production of the documents 
by a subpoena duces tecum under 35 U.S.C. §24. Upon 
issuance of any subpoena, party Y could move the dis- 
trict court for entry of a protective order. If the district 
court enters the protective order, party Y can produce 
the documents to counsel for y X. If the protective 
order of the examiner-in-chief is violated, an appropriate 
sanction up to and including judgment may be entered 
by the Board. In addition, party ¥ weeld be in a posi- 
tion to seek contempt or other sanctions in the district 
court. The documents produced for inspection by coun- 
sel for party X could not be admitted in evidence in the 
interference (until the protective order is vacated), be- 
cause those documents are not documents which can be 
made available to the public under §1.11(a). 

The following is an anticipated time schedule for a 
two-party interference: 


Total time 
in interference 


Time from last event 
in the interference 


3 months 
2/3 month 
2/3 month 


1 month 


1 month 


2/3 months 


2/3 months 
2/3 months 
2/3 months 


2 months 


1 month 


2 months 


1 month 


2/3 month 
2/3 month 
1-1/3 months 
1 month 

1 month 

2/3 month 

1 month 


2 months 


3 months 
3-2/3 months 
4-1/3 months 


5-1/3 months 


6-1/3 months 


7 months 


7-2/3 months 
8-1/3 months 


9 months 


11 months 


12 months 


13-2/3 months 
14-2/3 months 


16 months 
16-2/3 months 
18 months 
19 months 
20 months 
20-2/3 months 
21-2/3 months 
23-2/3 months 
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The following is an index for §§1.601 through 1.688: 


1.602 
§1.603 
§ 1.604 


§1.605 
§1.606 


§1.607 
§1.608 
§1.609 
§1.610 
§1.611 


tei 
1.613 


fi 602 


§1.614 
§1.615 
§1.616 
§1.617 
§1.618 
§1.621 
§1.622 
§1.623 
§1.624 
§1.625 


§ 1.626 
§1.627 


§1.628 
§1.629 
§1.630 
§1.631 


§1.632 
§1.633 
§1.634 
§1.635 
§1.636 
§1.637 
§1.638 
§1.639 
§1.640 
§1.641 
§1.642 
§1.643 
§1.644 
§1.645 
§ 1.646 
§1.647 
§1.651 
§1.652 


§1.653 


Rule Index 


Scope of rules, definitions 

Interest in applications and patents involved 
in interference 

Interference between applications; 
matter of the interference 

Request for interference between applications 
by an applicant 

Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 
patent 

Interference between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by exam- 
iner 

Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 

Access to applications 

Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 

Jurisdiction over interference 

Suspension of ex parte prosecution 

Sanctions for failure to comply with rules or 
order 

Summary judgment against applicant 

Return of unauthorized papers 

Preliminary statement, time for filing, notice 
of filing 

Preliminary statement, who made invention, 
where invention made 

Preliminary statement; invention made in 
United States 

Preliminary statement; invention made 
abroad 

Preliminary statement; derivation by an op- 
ponent 

Preliminary statement; earlier application 
Preliminary statement, sealing before filing, 
opening of statement 

Preliminary statement, correction of error 
Effect of preliminary statement 

Reliance on earlier application 

Access to preliminary statement, service of 
preliminary statement 

Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent 
Preliminary motions 

Motion to correct inventorship 

Miscellaneous motions 

Motions, time for filing 

Content of motions 

Opposition and reply, time for filing opposi- 
tion and reply 

Evidence in support of motion, opposition, 
or reply 

Motions, hearing and decision, redeclaration 
of interference, order to show cause 
es discovered by examiner-in- 
chie 

Addition of application or patent to interfer- 
ence 

Prosecution of interference by assignee 
Petitions in interference 

Extension of time, late papers, stay of pro- 
ceedings 

Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 

Record and exhibits 


subject 


U.S. PATENT AND TRADEMARK OFFICE 


654 
655 


§1 

§1 
1.656 
1.657 
1.658 
1.659 


1.660 


§1.661 
§1.662 


§1.663 
§ 664 


671 
§1.672 

673 
674 
§1.675 
§1.676 


§1.677 
§1.678 
§1.679 
§1.682 
§1.683 


§1.684 
§1.685 
§1.687 
§1.688 


1. 
§1.66 
§1.666 
§1. 

1. 
§1. 
§1. 
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Final hearing 
Matters considered in rendering a final deci- 
sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
Notice of reexamination, reissue, protest or 
litigation 
Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 

ranscript of deposition must be filed 
Inspection of transcript 
Official records and printed publications 
Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
Additional Discovery 
Use of discovery 


The following is a table correlating the present rules 
(37 CFR §1.201 through §1.288) to the rules ( 37 CFR 
§§1.601 through 1.688). 


Old 


1.201(a) 
1.201(b) 
1.201(c) 
1.202 
1.203(a) 
1.203(b) 
1.203(c) 
new 
1.203(d) 
1.204(a) 
1.204(b) 
1.204(c) 
1.205(a) 
1.205(b) 
1.205(c) 
new 
1.206(a) 
1.207(a) 
new 
1.207(b) 
1.208 
1.211 
1.212 
new 
1.228 
new 
1.215(a) 
1.215(b) 
1.215(c) 
1.216(a) 


1.216(a)(1)(6) 


1.216(b) 
1.216(c) 


Rule Correlation Table 
New 


1.601(a) 
1.601(b), (c) 
1.602 

none 
1.603(a), (b) 
1.605(a) 
1.605(b) 
1.604(a) 
1.604(b) 
none 
1.608(b) 
1.608(c) 
1.606(a), (b) 
1.607(a), (c) 
1.607(d) 


1.621(a) 

1.621(b) 

1.629(c) 

1.622(a), (b) 
1.623(a) 

1.623(b), 1.624(b), 
1.625(b) 

1.666 
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1.217(a) 
1.217(b) 
1.218 
1.219 


1.624(a), 1.625(a) 
1.623(a) 


33, 1.636, 1. — 
through 1. 
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AAaAAan 
AwWwWnNes 


t 
1.6. 
1. 
1. 
1. 
1. 
1. 
1. 
1. 
1. 
1. 
a 
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RR DARDAD 
wa 
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165 
— (d) 


. . . 
RRABRRE 
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ES 


2a) and (d) 
2(b) and (c) 
2(e) 


ZA 288828) 


eee 


ll nll eal anf nll anlt-anl-anl-l-anl anda 
i 


3323 


1(g) 

672(a), (b) 
1.672(c) 
1.672(d), (e) 

. 273(a) ay (c), (d), 

1.273(b) 

1.274 

1.275 

1.276 

1.277 


eliminated 
1.673(b) 
1.673(a) 
eliminated 
eliminated 
1.687 
1.673(c) 
1.616 
1.687(d) 
1.688 


286 
1.287(a)(1)(i),(ii) 
1.287(a){ 1 (iii) 
1.287(a)(2),(3) 
1.287(b) 
1.287(c) 
1.287(d)(1) 
1.287(d)(2) 
1.287(e) 

1.288 


Other Considerations: These rules do not have a signifi- 
cant impact on the quality of the human environment or 
the conservation of energy resources. 

The rules are in conformity with the requirements of 
the (1) Regulatory Flexibility Act (Pub. L. 96-354), (2) 
Executive Order 12291, and (3) the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seg. 
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The General Counsel of the Department of Com- 
merce has certified to the Small Business Administration 
that these rules will not have a significant adverse eco- 
nomic impact on a substantial number of small entities 
(Regulatory Flexibility Act; Public Law 96-354). The 
rules govern the conduct of interference cases which 
arise in the Patent and Trademark Office. In fiscal 1983, 
the Patent and Trademark Office received 105,704 _ 
tent applications. During the same period, 180 interfer- 
ences were declared. It is expected that the overall cost 
will be reduced for obtaining a patent based on ap emg 
tion which become involved in an interference. 
“section-by-section” analysis submitted for the Renees 
by Representative Kastenmeier during discussion of H. 
R. 6286 on the floor of the House in which the follow- 
ing = appears (130 Cong. Rec. H10528, columns 
2 and 3): 


it is expected that interferences will become sim- 
mg more expeditious, and less costly. Under the 
ill, all issues of patentability and Ray which 
arise in an interference can be decided in a single 
proceeding rather than in a series of complicated in- 
ter partes and ex parte proceedings. 


These rules, therefore, will have no significant eco- 
nomic impact on small entities. 

The Patent and Trademark Office has determined that 
this rule is not a major rule under Executive Order 
12291. The annual effect on the economy would be less 
than $100 million. There would be no major increase in 
costs or prices for consumers, individual industries, fed- 
eral state, or local ae ea agencies, or geographic 
regions. There would be no adverse effects on competi- 
tion, employment, investment, productivity, innovation, 
or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or 
export markets. 

These rules do not im a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., 
since no record keeping or reporting requirements with- 
in the coverage of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations, Conflict of interests, Courts, Inventions and pa- 
tents, Lawyers. 


PART 1 — RULES OF PRACTICE IN PATENT 
CASES 


For the reasons set out in the preamble and under the 
authority given to the Commissioner of Patents and 
Trademarks by 35 U.S.C. 6, 23, 41, and 135, Part 1 of 
Title CFR is amended as set forth below. 

1. Section 1.1 is amended by adding a new paragraph 
(e) to read as follows: 


§1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


(e) Communications relating to interferences and ap- 
plications or patents involved in an interference should 
be additionally marked “BOX INTERFERENCE.” 

2. Section 1.4 is amended by revising paragraph (a)(2) 
and reprinting the introductory text of paragraph (a) to 
read as follows: 


§1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark 
Office comprises: 


see 48 


(2) correspondence in and relating to a particular ap- 
plication or other proceeding in the Office. See particu- 
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larly the rules relating to the filing, processing, or other 
proceedings of national applications in Subpart B, §§1.31 
to 1.352; of internatio: applications in Sub S 


$81 .401 to 1.482; of reexamination of patents in Subpart 
§§1.501 to 4% 570; of interferences in Sub A 
iL — to 1.688; and of trademark applications §§2 


3. Section 1.5 is amended by adding a new paragraph 
(e) to read as follows: 


§1.5 Identification of application, patent or registration 


(e) When a paper concerns an interference, it should 
state the names of the parties and the number of the in- 
terference. The name of the examiner-in-chief assigned 
to the interference (§1.610) and the name of the party 
filing the paper should appear conspicuously on the first 

page of the paper. 

4. Section 1.8 is amended by adding to paragraph (a) a 
new subparagraph (xii) to read as follows: 


§1.8 Certificate of mailing. 


sete 


(xii) The filing of a paper in an interference which an 
examiner-in-chief orders to be filed by hand or “Express 
Mail.” 


eseee8 


5. Section 1.9 is amended by adding a new paragraph 
(g) to read as follows: 


§1.9 Definitions. 


**ee¢% 


(g) For definitions in interferences see §1.601. 
6. Section 1.11 is amended by revising paragraph (a) 
to read as follows: 


§1.11 Files open to the public. 


(a) After a patent has been issued, the specification, 
drawings and all papers relating to the case in the file of 
the patent are open to inspection by the general public, 
and copies may be obtained upon paying the fee there- 
for. After entry of a judgment in an interference by the 
Board of Patent Appeals and Interferences as to all 
parties, the file of any interference which involved a pa- 
tent, or an application on which a patent has issued, is 
similarly open to public inspection and procurement of 
copies. See §2.27 for trademark files. 

see 

7. Section 1.14 is amended by removing from paragraph 
(d) the words “Board of Patent Appeals or the Board of 
Patent Interferences” and inserting, in their place, the 
words “Board of Patent Appeals and Interferences.” 


8. Section 1.17 is amended by revising paragraphs (e), 
(g), (h), and (1) to read as follows: 


§1.17 Patent application processing fees. 


eseee8 


(e) For filing a notice of appeal from the examiner to 
the Board of Patent Appeals and Interferences: 


By a small entity (§1.9(f)) 
By other than a small entity 


eee * 
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(g) For filing a request for an oral hearing before the 
Board of Patent Appeals and Interferences in appeal un- 
der 35 U.S.C. §134: 


By a small entity (§1.9(f)) 
By other than a entity 

(h) For filing a petition to the Commissioner 
under a section of this part listed below which 
refers to this paragraph $ 

— §1.47 — Prot filing by other than all the inventors 
or a person not the inventor 

— §1.48 — for correction of inventorship 

1.182 — for decision on questions not specifically 
provided for 

— §1.183 — to suspend the rules 

— $1.377 — for review of decision refusing to accept 
and record | ear of a maintenance fee filed prior to 
expiration 0} 

— §1. of patent for reconsideration of decision on peti- 
tion refusing to accept delayed payment of maintenance 
fee in expired patent 

oo fica — for petition in an interference 

— §1.644(f) — for request for reconsideration of a de- 
cision on petition in an interference. 

— §1.666(c) — for late filing of interference settle- 
ment a ent. 

— §§5.12, tel & 5.14 — for expedited handling of 
foreign filing 

— §5.15 — poy changing the scope of a license 

— §5.25 — for retroactive license 

(i) For filing a petition to the Commissioner 
under a section of this part listed below which 
refers to this paragraph $ 60.00 

— §1.12 — for access to an assignment record 

= iiss — for access to an application 

— §1.55 — for entry of late priority papers 

— §1.102 — to make application special 

— §1.103 — to suspend action in application 

— §1.177 — for divisional reissues to issue ape 

— §1.312 — for amendment after payment of issue fee 

— §1.313 — to withdraw an application from issue 

— §1.314 — to defer issuance of a patent 

— §1.334 — for patent to issue to assignee, assignment 
recorded late 

— §1.666(b) — for access to interference settlement 
agreement 


9. Section 1.36 is revised as follows: 


§1.36 Revocation of power of eel or authorization; 
withdrawal of attorney or agent. 


A power of attorney or authorization of agent may be 
revoked at any stage in the proceedings of a case, and 
an attorney or agent may withdraw, upon application to 
and approval by the Commissioner. An attorney or 
agent, except an associate attorney or agent whose ad- 
dress is the same as that of the principal attorney or 
agent, will be notified of the revocation of the power of 
attorney or authorization, and the applicant or patent 
owner will be notified of the withdrawal of the attorney 
or agent. An assignment will not of itself operate as a 
revocation of a power or authorization previously given, 
but the assignee of the entire interest may revoke previ- 
ous powers and be represented by an attorney or agent 
of the assignee’s own selection. See §1.613(d) for with- 
drawal of an attorney or agent of record in an interfer- 
ence. 

10. Section 1.48 is revised as follows: 


§1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in 
an application for patent through error without any de- 
ceptive intention on the part of the actual inventor or in- 
ventors, the application may be amended to name only 
the actual inventor or inventors. Such amendment must 
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be diligently made and must be accompanied by (a) a 
petition including a statement of facts verified by the 
original named inventor or inventors establishing when 
the error without deceptive intention was discovered 
and how it occurred; (b) an oath or declaration by each 
actual inventor or inventors as required by §1.63; (c) the 
fee set forth in §1.17(h); and (d) the written consent of 
any assignee. When the application is involved in an in- 
terference, the petition shall comply with the require- 
ments of this section and shall be accompanied by a mo- 
tion under §1.634. 

11. Section 1.55 is amended by removing from 
paragraph (a) “1.224” and inserting, in its place, “1.630”. 

12. Section 1.59 is revised as follows: 


§1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing 
date pursuant to §1.53 will not be returned for any pur- 
pose whatever. If applicants have not preserved copies 
of the papers, the Office will furnish copies at the usual 
cost of any application in which either the required ba- 
sic filing fee (61.16) or the processing and retention fee 
(§1.21(1)) has been paid. See §1.618 for return of unau- 
thorized and improper papers in interferences. 

13. Section 1.68 is revised as follows: 


§1.68 Declaration in lieu of oath. 


Any document to be filed in the Patent and Trade- 
mark Office and which is required by any law, rule, or 
other regulation to be under oath may be subscribed to 
by a written declaration. Such declaration may be used 
in lieu of the oath otherwise required, if, and only if, the 
declarant is on the same document, warned that willful 
false statements and the like are punishable by fine or 
imprisonment, or both (18 U.S.C. 1001) and may jeopar- 
dize the validity of the application or any patent issuing 
thereon. The declarant must set forth in the body of the 
declaration that all statements made of the declarant’s 
own knowledge are true and that all statements made on 
information and belief are believed to be true. 

14. Section 1.103 is amended by revising paragraph 
(d) as follows: 


§1.103 Suspension of action. 


ese ee 


(d) Action on applications in which the Office has ac- 
cepted a request filed under §1.139 will be suspended for 
the entire pendency of these applications except for pur- 
poses relating to interference proceedings under §§1.601 
through 1.688. 

15. Section 1.122 is amended by revising paragraph 
(b) as follows: 


§1.122 Entry and consideration of amendments. 


eseeune 


(b) Ordinarily all amendments presented in a paper 
filed while the application is open to amendment are en- 
tered and considered, subsequent cancellation or correc- 
tion being required of improper amendments. Untimely 
amendatory papers may be refused entry and consider- 
ation in whole or in part. For amendments presented 
during an interference see §1.664. 

16. Section 1.136 is amended by removing “§1.207” 
and inserting, in its place, “§1.611” and by removing 
“§1.245” and inserting, in its place, “§1.645”. 

17. Section 1.138 is revised as follows: 


§1.138 Express Abandonment. 
An application may be expressly abandoned by filing 


in the Patent and Trademark Office a written declara- 
tion of abandonment signed by the applicant and the as- 
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signee of record, if any, and identifying the application. 
An application may also be expressly abandoned by fil- 
ing a written declaration of abandonment signed by the 
attorney or agent of record. A registered attorney or 
agent acting under the provision of §1.34(a), or of 
record, may also expressly abandon a prior application 
as of the filing date granted to a continuing application 
when filing such a continuing application. Express aban- 
donment of the application may not be recognized by 
the Office unless it is actually received by appropriate 
officials in time to act thereon before the date of issue. 

18. Section 1.181 is amended by revising paragraph (a) 
as follows: 


§1.181 Petition to the Commissioner. 


(a) Petition may be taken to the Commissioner: (1) 
from any action or ome of any examiner in the 
ex parte prosecution of an application which is not sub- 
ject to appeal to the Board of Patent Appeals and Inter- 
ferences or to the court; (2) in cases in which a statute 
or the rules specify that the matter is to be determined 
directly by or reviewed by the Commissioner; and (3) to 
invoke the supervisory authority of the Commissioner in 
appropriate circumstances. For petitions in interferences, 
see §1.644. 


see ee & 


19. The center heading preceding §1.191 is revised to 
read “APPEAL TO THE BOARD OF PATENT AP- 
PEALS AND INTERFERENCES”. 

20. Section 1.191 is amended by revising the section 
heading and paragraphs (a) and (c) as follows: 


§1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


(a) Every applicant for a patent or for reissue of a pa- 
tent, or every owner of a patent under reexamination, 
any of the claims of which have been twice rejected or 
who has been given a final rejection (§1.113), may, upon 
the payment of the fee set forth in §1.17(e), appeal from 
the decision of the examiner to the Board of Patent Ap- 
peals and Interferences within the time allowed for re- 
sponse. 


ese eee 


(c) An appeal when taken must be taken from the re- 
jection of all claims under rejection which the applicant 
or patent owner proposes to contest. Questions relating 
to matters not affecting the merits of the invention may 
be required to be settled before an appeal can be consid- 
ered. 


see e& 


21. Section 1.194 is amended by removing the words 
“Board of Appeals” and inserting, in their place, the 
words “Board of Patent Appeals and Interferences.” 

22. Section 1.196 is revised as follows: 


§1.196 Decision by the Board of Patent Appeals and In- 
terferences, 


(a) The Board of Patent Appeals and Interferences, in 
its decision, may affirm or reverse the decision of the ex- 
aminer in whole or in part on the grounds and on the 
claims specified by the examiner. The affirmance of the 
rejection of a claim on any of the grounds specified con- 
stitutes a general affirmance of the decision of the exam- 
iner on that claim, except as to any ground specifically 
reversed. 

(b) Should the Board of Patent Appeals and Interfer- 
ences have knowledge of any grounds not involved in 
the appeal for rejecting any appealed claim, it may in- 
clude in the decision a statement to that effect with its 
reasons for so holding, which statement shall constitute 
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a new rejection of the claims. When the Board of Patent 
Appeals and Interferences makes a new rejection of an 
appealed claim, the appellant may exercise any one of 
the following three options: 

(1) The appellant may submit an appropriate amend- 
ment of the claims so rejected or a showing of facts, or 
both, and have the matter reconsidered by the examiner 
in which event the application will be remanded to the 
examiner and the decision of the Board of Patent Ap- 
peals and Interferences shall not be considered final for 
the purpose of judicial review. The statement shall be 
binding upon the examiner unless an amendment or 
showing of facts not previously of record be made 
which, in the opinion of the examiner, overcomes the 
new ground for rejection stated in the decision. When 
—— upon conclusion of proceedings on remand 
before the examiner, the Board of Patent Appeals and 
Interferences may enter an order otherwise making its 
decision final. 

(2) The appellant may have the case reconsidered un- 
der §1.197(b) by the Board of Patent Appeals and Inter- 
ferences upon the same record. Where request for such 
reconsideration is made the Board of Patent Appeals and 
Interferences shall, if necessary, render a new decision 
which shall include all grounds upon which a patent is 
refused. 

(3) The appellant may treat the decision, including the 
new grounds for rejection given by the Board of Patent 
Appeals and Interferences, as a final decision in the case. 

(c) Should the decision of the Board of Patent Ap- 
peals and Interferences include an explicit statement that 
a claim may be allowed in amended form, appellant shall 
have the right to amend in conformity with such state- 
ment which shall be binding on the examiner in the ab- 
sence of new references or grounds of rejection. 

(d) Although the Board of Patent Appeals and Inter- 
ferences normally will confine its decision to a review of 
rejections made by the examiner, should it have knowl- 
edge of any grounds for rejecting any allowed claim it 
may include in its decision a recommended rejection of 
the claim and remand the case to the examiner. In such 
event, the Board shall set a period, not less than one 
month, within which the appellant may submit to the ex- 
aminer an appropriate amendment, a showing of facts or 
reasons, or both, in order to avoid the grounds set forth 
in the recommendation of the Board of Patent Appeals 
and Interferences. The examiner shall be bound by the 
recommendation and shall enter and maintain the recom- 
mended rejection unless an amendment or showing of 
facts not previously of record is filed which, in the opin- 
ion of the examiner, overcomes the recommended rejec- 
tion. Should the examiner make the recommended rejec- 
tion final the applicant may again appeal to the Board of 
Patent Appeals and Interferences. Whenever a decision 
of the Board of Patent Appeals and Interferences in- 
cludes a remand, that decision shall not be considered a 
final decision. When appropriate, upon conclusion of 
proceedings on remand before the examiner, the Board 
of Patent ee and Interferences may enter an order 
otherwise ing its decision final. 

23. Section 1.197 is amended by revising paragraphs 
(a) and (b) as follows: 


§1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the case shall be returned to the examiner, 
subject to the appellant’s right of appeal or other re- 
view, for such further action by the appellant or by the 
examiner, as the condition of the case may require, to 
carry into effect the decision. 

(b) A single request for reconsideration or modifica- 
tion of the decision may be made if filed within one 
month from the date of the original decision, unless that 
decision is so modified as to become, in effect, a new de- 
cision, and the Board of Patent Appeals and Interfer- 
ences so states. 
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24. Section 1.198 is amended by removing the words 
“Board of Appeals” and inserting, in their place, the 
words “Board of Patent Appeals and Interferences.” 

25. The center heading preceding §1.201 is removed. 

26. Sections 1.201 through 1.212 are removed. 

27. The center heading preceding §1.215 is removed. 

28. Sections 1.215 through 1.228 are removed. 

29. The center heading preceding §1.231 is removed. 

30. Sections 1.231 through 1.238 are removed. 

31. The center heading preceding §1.242 is removed. 

32. Sections 1.242 through 1.247 are removed. 

33. A center heading preceding §1.248 is added which 
reads “MISCELLANEOUS PROVISIONS”. 

34. Section 1.248 is amended by adding paragraph (c) 
and revising the section heading as follows: 


§1.248 Service of Papers; manner of service; proof of ser- 
vice in cases other than interferences. 


*eee28 


(c) See §1.646 for service of papers in interferences. 

35. The center heading preceding §1.251 is removed. 

36. Sections 1.251 through 1.259 are removed. 

37. The center heading preceding §1.261 is removed. 

38. Sections 1.261 through 1.268 are removed. 

39. The center heading preceding §1.271 is removed. 

40. Sections 1.271 through 1.288 are removed. 

41. Section 1.292 is amended by revising paragraph (a) 
and adding paragraph (c) as follows: 


§1.292 Public use proceedings. 


(a) When a petition for the institution of public use 
proceedings, supported by affidavits or declarations and 
the fee set forth in §1.17()) is filed by one having infor- 
mation of the pendency of an application and is found, 
on reference to the examiner, to make a prima facie 
showing that the invention claimed in an application be- 
lieved to be on file had been in public use or on sale 
more than one year before the filing of the application, a 
hearing may be had before the Commissioner to deter- 
mine whether a public use proceeding should be institut- 
ed. If instituted, the Commissioner may designate an ap- 
propriate official to conduct the public use proceeding, 
including the setting of times for taking testimony, 
which shall be taken as provided by §§1.671 through 
1.685. The petitioner will be heard in the proceedings 
but after decision therein will not be heard further in the 
prosecution of the application for patent. 


esesee8 


(c) A petition for institution of public use proceedings 
shall not be filed by a party to an interference as to an 
application involved in the interference. Public use and 
on sale issues in an interference shall be raised by a pre- 
liminary motion under §1.633(a). 

42. Section 1.301 is amended by removing the words 
“Board of Appeals” and the words “Board of Patent In- 
terferences” and inserting, in each of their places, the 
words “Board of Patent Appeals and Interferences.” 

43. Section 1.302 is amended by removing from para- 
graph (b) “1.248” and inserting, in its place, “1.646” and 
by removing “and other contested cases”. 

44. Section 1.303 is amended by removing from para- 
graph (a) the words “Board of Appeals” and the words 
“Board of Patent Interferences” and inserting, in each of 
their places, the words “Board of Patent Appeals and 
Interferences” and by removing from paragraph (c) 
“1.248” and inserting, in its place, “1.646”. 45. Section 
1.304 is amended by revising paragraph (a) as follows: 


§1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal 
to the U.S. Court of Appeals for the Federal Circuit 
(§1.302) or for commencing a civil action (§1.303) is six- 
ty days from the date of the decision of the Board of 
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Patent Appeals and Interferences. If a request for recon- 
sideration or modification of the decision is filed within 
the time provided under §1.197(b) or §1.658(b), the time 
for filing an appeal or commencing a civil action shall 
expire at the end of the sixty-day period or thirty days 
after action on the request, whichever is later. Except 
for an appeal from or commencing a civil action after a 
decision of the Board of Patent Appeals and Interfer- 
ences in a reexamination proceeding or an interference 
proceeding, the time periods set forth herein are subject 
to the provisions of fi: 36. See §1.550(c) for extensions 
of time to appeal or commence a civil action in a reex- 
amination proceeding. See §1.645(a) for extensions of 
time to appeal or commence a civil action in an interfer- 
ence. An examiner-in-chief, upon a showing of excusable 
neglect, may extend the time for seeking judicial review 
of a decision of the Board of Patent Appeals and Inter- 
ferences in an interference’ case when a request is un- 
timely filed after expiration of the time prescribed by 
this section. 


46. Section 1.322 is amended by revising paragraph (a) 
as follows: 


§1.322 Certificate of correction of Office mistake. 


(a) A certificate of correction under 35 U.S.C. 254 
may be issued at the request of the patentee or the pat- 
entee’s assignee. Such certificate will not be issued at the 
request or suggestion of anyone not owning an interest 
in the patent, nor on motion of the Office, without first 
notifying the patentee (including any assignee of record) 
and affording the patentee an opportunity to be heard. 
When the request relates to a patent involved in an in- 
terference, the request shall comply with the require- 


ments of this section and shall be accompanied by a mo- 
tion under §1.635. 


see e 


47. Section 1.323 is revised as follows: 
§1.323 Certificate of correction of applicant’s mistake. 


Whenever a mistake of a clerical or typographical 
nature or of minor character which was not the fault of 
the Office, appears in a patent and a showing is made 
that such mistake occurred in good faith, the Commis- 
sioner may, upon payment of the fee set forth in 
§1.20(a), issue a certificate, if the correction does not in- 
volve such changes in the patent as would constitute 
new matter or would require reexamination. A request 
for a certificate of correction of a patent involved in an 
interference shall comply with the requirements of this 
section and shall be accompanied by a motion under 
§1.635. 

48. Section 1.324 is revised as follows: 


§1.324 Correction of inventorship in patent. 


Whenever a patent is issued and it appears that the 
correct inventor or inventors were not named through 
error without deceptive intention on the part of the ac- 
tual inventor or inventors, the Commissioner may, on 
petition of all the parties and the assignees and satisfac- 
tory proof of the facts and payment of the fee set forth 
in §1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming 
only the actual inventor or inventors. A request to cor- 
rect inventorship of patent involved in an interference 
shall comply with the requirements of this section and 
shall be accompanied by a motion under §1.634. 

49. Section 1550 is amended by removing from para- 
graph (a) “Board of Appeals” and inserting, in its place, 
“Board of Patent Appeals and Interferences.” 

50. Section 1.565 is amended by revising paragraph 
(b) and adding paragraph (e) as follows: 
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§1.565 Concurrent office proceedings. 


see 


(b) If a patent in the process of reexamination is or be- 
comes involved in litigation or a reissue application for 
the patent is filed or pending, the Commissioner shall 
determine whether or not to stay the reexamination or 
reissue proceeding. 


e*eee% 


(e) If a patent in the process of reexamination is or be- 
comes involved in an interference, the Commissioner 
may stay reexamination or the interference. The Com- 
missioner will not consider a request to stay an interfer- 
ence unless a motion (§1.635) to stay the interference has 
been presented to, and denied by, an examiner-in-chief 
and the request is filed within ten (10) days of a decision 
by an examiner-in-chief denying the motion for a stay or 
such other time as the examiner-in-chief may set. 

51. A new sub entitled “Subpart E—TInterfer- 
ences” is added which reads as follows: 


SUBPART E—INTERFERENCES 
Sec. 

1.601 
1.602 
1.603 
1.604 


1.605 
1.606 


1.607 
1.608 
1.609 


Scope of rules, definitions 

Interest in applications and patents involved 
in interference 

Interference between applications; subject 
matter of the interference 

Request for interference between applications 
by an applicant 

Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 
patent 

Interference between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by 
examiner 

Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 

Access to applications 

Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 

Jurisdiction over interference 

Suspension of ex parte prosecution 

Sanctions for failure to comply with rules or 
order 

Summary judgment against applicant 

Return of unauthorized papers 

Preliminary statement, time for filing, notice 
of filing 

Preliminary statement, who made invention, 
where invention made 

Preliminary statement; invention made in 
United States 
Preliminary 
abroad 
Preliminary statement; derivation by an op- 
ponent 

Preliminary statement; earlier application 
Preliminary statement, sealing before filing, 
opening of statement 

Preliminary statement, correction of error 
Effect of preliminary statement 

Reliance on earlier application 

Access to preliminary statement, service of 
preliminary statement 

Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent Pre- 
liminary motions 

Motion to correct inventorship 

Miscellaneous motions 


statement; invention made 
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1.636 
1.637 
1.638 
1.639 
1.640 
1.641 
1.642 
1.643 
1.644 
1.645 
1.646 
1.647 
1.651 


1.652 


Motions, time for filing 
Content of motions 
Opposition and reply, time for filing opposi- 
tion and reply 
Evidence in support of motion, opposition, 
or reply 
Motions, hearing and decision, redeclaration 
of interference, order to show cause 
+ + imam discovered by examiner-in- 
chie 
Addition of application or patent to interfer- 
ence 
Prosecution of interference by assignee 
Petitions in interference 
Extension of time, late papers, stay of pro- 
ceedings 
Service of pegems proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 
Record and exhibits 
Final hearing 
Matters considered in rendering a final deci- 
sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
Notice of reexamination, reissue, protest, or 
litigation 
Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 
Transcript of deposition must be filed 
a of transcript 
icial records and printed publications 

Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
1.687 Additional Discovery 
1.688 Use of discove 

Authority: 35 USC 6, 23, 41, and 135 


1.€53 
1.654 
1.655 


1.656 
1.657 
1.658 
1.659 
1.660 


1.661 
1.662 


1.663 


1.664 
1.665 
1.666 
1.671 
1.672 
1.673 
1.674 


1.675 
1.676 


1.677 
1.678 
1.679 
1.682 
1.683 


1.684 
1.685 


SUBPART E — Interferences 
§1.601 Scope of rules, definitions. 


This subpart governs the procedure in patent interfer- 
ences in the Patent and Trademark Office. This subpart 
shall be construed to secure the just, speedy, and inex- 
pensive determination of every interference. For the 
meaning of terms in the Federal Rules of Evidence as 
applied to interferences, see §1.671(c). Unless otherwise 
clear from the context, the following definitions apply to 
this subpart: 

(a) “Additional discovery” is discovery to which a 
party may be entitled under §1.687 in addition to discov- 
ery to which the party is entitled as a matter of right un- 
der §1.673(a) and (b). 

(b) “Affidavit” means affidavit, declaration under 
§1.68, or statutory declaration under 28 U.S.C. §1746. A 
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canes of an ex parte deposition may be used as an af- 
vit. 

(c) “Board” means the Board of Patent Appeals and 
Interferences. 

(d) “Case-in-chief’ means that portion of a party’s 
case where the party has the burden of going forward 
with evidence. 

(e) “Case-in-rebuttal” means that portion of a party’s 
case where the party presents evidence in rebuttal to the 
case-in-chief of another pariy. 

(f) A “count” defines the interfering subject matter 
between (1) two or more applications or (2) one or more 
applications and one or more patents. When there is 
more than one count, each count shall define a separate 
patentable invention. Any claim of an application or pa- 
tent which corresponds to a count is a claim involved in 
the interference within the meaning of 35 U.S.C. 
§135(a). A claim of a patent or application which is 
identical to a count is said to “correspond exactly” to 
the count. A claim of a patent or application which is 
not identical to a count, but which defines the same pat- 
entable invention as the count, is said to “correspond 
substantially” to the count. When a count is broader in 
scope than all claims which correspond to the count, the 
count is a “phantom count.” A phantom count is not 
patentable to any party. 

(g) The “effective filing date” of an application or a 
patent is the filing date of an earlier application 
accorded to the application or patent under 35 U.S.C. 
§§119, 120, or 365. 

(h) In the case of an application, “filing date” means 
the filing date assigned to the application. In the case of 
a patent, “filing date” means the filing date assigned to 
the application which issued as the patent. 

@) An “interference” is a proceeding instituted in the 
Patent and Trademark Office before the Board to deter- 
mine any question of patentability and priority of inven- 
tion between two or more parties claiming the same pat- 
entable invention. An interference may be declared 
between two or more pending applications naming dif- 
ferent inventors when, in the opinion of an examiner, the 
applications contain claims for the same patentable in- 
vention. An interference may be declared between one 
or more pending applications and one or more unexpired 
patents naming different inventors when, in the opinion 
of an examiner, any application and any unexpired pa- 
tents contain claims for the same patentable invention. 

(j) An “interference-in-fact” exists when at least one 
claim of a party which corresponds to a count and at 
least one claim of an opponent which corresponds to the 
count define the same patentable invention. 

(k) A “lead” attorney or agent is a registered attorney 
or agent of record who is primarily responsible for pros- 
ecuting an interference on behalf of a party and is the 
attorney or agent whom an examiner-in-chief may con- 
tact to set times and take other action in the interfer- 
ence. 

(1) A “party” is (1) an applicant or patentee involved 
in the interference or (2) a legal representative or an as- 
signee of an applicant or patentee involved in an inter- 
ference. Where acts of a party are normally performed 
by an attorney or agent, “party” may be construed to 
mean the attorney or agent. An “invertor” is the indi- 
vidual named as inventor in an application involved in 
an interference or the individual named as inventor in a 
patent involved in an interference. 

(m) A “senior party” is the party with earliest effec- 
tive filing date as to all counts or, if there is no party 
with the earliest effective filing date as to all counts, the 
party with the earliest filing date. A “junior party” is 
any other party. 

(n) Invention “A” is the “same patentable invention” 
as a invention “B” when invention “A” is the same as 
(35 U.S.C. §102) or is obvious (35 U.S.C. §103) in view 
of invention “B” assuming invention “B” is prior art 
with respect to invention “A”. Invention “A” is a “sepa- 
rate patentable invention” with respect to invention “B” 
when invention “A” is new (35 U.S.C. §102) and 
nonobvious (35 U.S.C. §103) in view of invention “B” 
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assuming invention “B” is prior art with respect to in- 
vention “A”. 

(0) “Sworn” means sworn or affirmed. 

(p) “United States” means the United States of Ameri- 
ca, its territories and possessions. 


§1.602 Interest in applications and patents involved in an 
interference. 


(a) Unless good cause is shown, an interference shall 
not be declared or continued between (1) applications 
owned by a single party or (2) applications and an unex- 
pired patent owned by a single party. 

(b) The ies, within 20 days after an interference is 
declared, shall notify the Board of any and all right, ti- 
tle, and interest in any application or patent involved or 
relied upon in the interference unless the right, title, and 
interest is set forth in the notice declaring the interfer- 


ce. 

(c) If a change of any right, title, and interest in any 
application or patent involved or relied upon in the in- 
terference occurs after notice is given declaring the in- 
terference and before the time expires for seeking judi- 
cial review of a final decision of the Board, the parties 
shall notify the Board of the change within 20 days of 
the change. 


§1.603 Interference between applications; subject matter 
of the interference. 


Before an interference is declared between two or 
more applications, the examiner must be of the opinion 
that there is interfering subject matter claimed in the ap- 
plications which is patentable to each applicant subject 
to a judgment in the interference. The interfering sub- 
ject matter shall be defined by one or more counts. 
Each count shall define a separate patentable invention. 
Each application must contain, or be amended to con- 
tain, at least one claim which corresponds to each count. 
All claims in the applications which define the same pat- 
entable invention as a count shall be designated to corre- 
spond to the count. 


§1.604 Request for interference between applications by 
an applicant. 


(a) An applicant may seek to have an interference de- 
clared with an application of another by (1) suggesting a 
proposed count and presenting a claim corresponding to 
the proposed count, (2) identifying the other application 
and, if known, a claim in the other application which 
corresponds to the proposed count, and (3) explaining 
why an interference should be declared. 

(b) When an applicant presents a claim known to the 
applicant to define the same patentable invention 
claimed in a pending application of another, the appli- 
cant shall identify that pending application, unless the 
claim is presented in response to a suggestion by the ex- 
aminer. The examiner shall notify the Commissioner of 
any instance where it appears an applicant may have 
failed to comply with the provisions of this paragraph. 


§1.605 Suggestion of claim to applicant by examiner. 


(a) The examiner may suggest that an applicant pres- 
ent a claim in an application for the purpose of an inter- 
ference with another application or a patent. The appli- 
cant to whom the claim is suggested shall amend the 
application by presenting the suggested claim within a 
time specified by the examiner, not less than one month. 
Failure or refusal of an applicant to timely present the 
suggested claim shall be taken without further action as 
a disclaimer by the applicant of the invention defined by 
the suggested claim. At the time the suggested claim is 
presented, the applicant may also (1) call the examiner’s 
attention to other claims already in the application or 
which are presented with the suggested claim and (2) 
explain why the other claims would be more appropriate 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


to be included in any interference which may be de- 
clared. 

(b) The suggestion of a claim by the examiner for the 
purpose of an interference will not stay the period for 
response to any outstanding Office action. When a 
suggested claim is timely presented, ex parte proceedings 
in the application will be stayed pending a determination 
of whether an interference will be declared. 


§1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an applica- 
tion and an unexpired patent, an examiner must deter- 
mine that there is interfering subject matter claimed in 
the application and the patent which is patentable to the 
applicant subject to a judgment in the interference. The 
interfering subject matter will be defined by one or 
more counts. Each count shall define a separate patent- 
able invention. Any application must contain, or be 
amended to contain, at least one claim which corre- 
sponds to each count. All claims in the application and 
patent which define the same patentable invention as a 
count shall be designated to correspond to the count. At 
the time an interference is initially declared (§1.611), a 
count shall not be narrower in scope than any patent 
claim which corresponds to the count and any single pa- 
tent claim will be presumed, subject to a motion under 
§1.633(c), not to contain separate patentable inventions. 


§1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference de- 
clared between an application and an unexpired patent 
by (1) presenting a proposed count and a claim corre- 
sponding to the proposed count and, if any claim of the 
patent or application does not correspond exactly to the 
proposed count, explaining why an interference should 
be declared, (2) identifying the patent and indicating 
which claim in the application and which claim or 
claims of the patent correspond to the proposed count, 
and (3) applying the terms of the application claim cor- 
responding to the count to the disclosure of the applica- 
tion. 

(b) When an applicant seeks an interference with a pa- 
tent, examination of the application, including any 
appeal to the Board, shall be conducted with special dis- 
patch within the Patent and Trademark Office. The ex- 
aminer shall determine whether there is \interfering sub- 
ject matter claimed in the application and the patent 
which is patentable to the applicant subject to a judg- 
ment in an interference. If the examiner determines that 
there is any interfering subject matter, an interference 
will be declared. If the examiner determines that there is 
no interfering subject matter, the examiner shall state the 
reasons why an interference is not being declared and 
otherwise act on the application. 

(c) When an applicant presents a claim which corre- 
sponds exactly or substantially to a claim of a patent, the 
applicant shall identify the patent and the number of the 
patent claim, unless the claim is presented in response to 
a suggestion by the examiner. The examiner shall notify 
the Commissioner of any instance where an applicant 
fails to identify the patent. 

(d) A notice that an applicant is seeking to provoke an 
interference with a patent will be placed in the file of 
the patent and a copy of the notice will be sent to the 
patentee. The identity of the applicant will not be dis- 
closed unless an interference is declared. If a final deci- 
sion is made not to declare an interference, a notice to 
that effect will be placed in the patent file and will be 
sent to the patentee. 


§1.608 Interference between an application and a patent; 
prima facie showing by applicant. 


(a) When the earlier of the filing date or effective fil- 
ing date of an application is three months or less after 
the earlier of the filing date or effective filing date of a 
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patent, the ougtionns, before an interference will be de- 
clared, shall file an affidavit alleging that there is a basis 
upon which applicant is entitled to a judgment relative 
to the patentee. 

(b) en the earlier of the filing date or the effective 
filing date of an application is more than three months 
after the earlier of the filing date or the effective filing 
date under 35 U.S.C. §120 of a patent, the applicant, be- 
fore an interference will be declared, shall file (1) evi- 
dence which may consist of patents or printed publica- 
tions, other documents, and one or more davits 
which demonstrate that — is prima facie entitled 
to a judgment relative to the patentee and (2) an expla- 
nation stating with particularity the basis upon which 
the applicant is prima facie entitled to the judgment. 
Where the basis upon which an applicant is entitled to 
judgment relative to a patentee is priority of invention, 
the evidence shall include affidavits by the applicant, if 
possible, and one or more corroborating witnesses, sup- 
ported by documentary evidence, if available, each set- 
ting out a factual description of acts and circumstances 
performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to judgment on 
priority with respect to the earlier of the filing date or 
effective filing date of the patent. To facilitate prepara- 
tion of a record (§1.653(g) and (h)) for final hearing, an 
applicant should file affidavits on paper which is 8-1/2 x 
11 inches (21.8 by 27.9 cm.). The significance of any 
printed publication or other document which is self-au- 
thenticating within the meaning of Rule 902 of the Fed- 
eral Rules of Evidence or §1.671(d) and any patent shall 
be discussed in an affidavit or the explanation. Any 
printed publication or other document which is not self- 
authenticating shall be authenticated and discussed with 
particularity in an affidavit. Upon a showing of sufficient 
cause, an affidavit may be based on information and be- 
lief. If a examiner finds an application to be in condition 
for declaration of an interference, the examiner will con- 
sider the evidence and explanation only to the extent of 


determining whether a basis upon which the applicant 
would be entitled to a judgment relative to the patentee 
is alleged and, if a basis is alleged, an interference may 
be declared. 


§1.609 Preparation of interference papers by examiner. 


When the examiner determines that an interference 
should be declared, the examiner shall forward to the 
Board: 


(a) All relevant application and patent files and 
(b) A statement identifying: 

(1) The proposed count or counts; 

(2) The claims of any application or patent which 
correspond to each count, stating whether the claims 
correspond exactly or substantially to each count; 

(3) The claims in any application which are deemed 
by the examiner to be patentable over any count; and 

(4) Whether an applicant or patentee is entitled to 
the benefit of the filing date of an earlier application 
and, if so, sufficient information to identify the earlier 
application. 


§1.610 Assignment of interference to examiner-in-chief, 
time period for completing interference. 


(a) Each interference will be declared by an examiner- 
in-chief who may enter all interlocutory orders in the in- 
terference, except that only a panel consisting of at least 
three members of the Board shall (1) hear oral argument 
at final hearing, (2) enter a decision under §§1.617, 
1.640(c) or (e), 1.652, 1.656(i) or 1.658 or (3) enter any 
other order which terminates the interference. 

(b) As necessary, another examiner-in-chief may act in 
place of the one who declared the interference. Unless 
otherwise provided in this section, at the discretion of 
the examiner-in-chief assigned to the interference, a pan- 
el consisting of two or more members of the Board may 
enter interlocutory orders. 
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(c) Unless otherwise provided in this subpart, times 
for taking action by a party in the interference will be 
set on a case-by-case basis by the examiner-in-chief 
assigned to the interference. Times for taking action 
8 be set and the examiner-in-chief shall exercise con- 
trol over the interference such that the pendency of the 
interference before the Board does not normally exceed 
two years. 

(d) An examiner-in-chief may hold a conference with 
the ies to consider: (1) simplification of any issues, 
(2) the necessity or desirability of amendments to counts, 
(3) the possibility of obtaining admissions of fact and 
genuineness of documents which will avoid unnecessary 
proof, (4) any limitations on the number of expert 
witnesses, (5) the time and place for conducting a depo- 
sition (§1.673(g)), and (6) any other matter as may aid in 
the disposition of the interference. After a conference, 
the examiner-in-chief may enter any order which may be 
appropriate. 

(e) The examiner-in-chief may determine a proper 
course of conduct in an interference for any situation 
not specifically covered by this part. 


§1.611 Declaration of interference. 


(a) Notice of declaration of an interference will be 
sent to each party. 

(b) When a notice of declaration is returned to “he Pa- 
tent and Trademark Office undelivered, or in any other 
circumstance where appropriate, an examiner-in-chief 
may (1) send a copy of the notice to a patentee named 
in a patent involved in an interference or the patentee’s 
assignee of record in the Patent and Trademark Office 
or (2) order publication of an appropriate notice in the 
Official Gazette. . 

(c) The notice of declaration shall specify: 

(1) the name and residence of each party involved 
in the interference; 

(2) the name and address of record of any attorney 
or agent of record in any application or patent in- 
volved in the interference; 

(3) the name of any assignee of record in the Patent 
and Trademark Office; 

(4) the identity of any application or patent in- 
volved in the interference; 

(5) where a party is accorded the benefit of the fil- 
ing date of an earlier application, the identity of the 
earlier application; 

(6) the count or counts; 

(7) the claim or claims of any application or any pa- 
tent which correspond to each count; and 

(8) the order of the parties. 

(d) The notice of declaration may also specify the 
time for: (1) filing a preliminary statement as provided in 
§1.621(a); (2) serving notice that a preliminary statement 
has been filed as provided §1.621(b); and (3) filing pre- 
liminary motions authorized by §1.633, oppositions to 
the motions, and replies to the oppositions. 

(e) Notice may be given in the Official Gazette that an 
interference has been declared involving a patent. 


§1.612 Access to applications. 


(a) After an interference is declared, each party shall 
have access to and may obtain copies of the files of any 
application set out in the notice declaring the interfer- 
ence, except for affidavits filed under §1.131 and any ev- 
idence and explanation under §1.608(b) filed separate 
from an amendment. 

(b) After preliminary motions under §1.633 are decid- 
ed (§1.640(b)), each party shall have access to and may 
obtain copies of any affidavit filed under §1.131 and any 
evidence and explanation filed under §1.608(b) in any 
application set out in the notice declaring the interfer- 
ence. 

(c) Any evidence and explanation filed under 
§1.608(b) in the file of any application identified in the 
notice declaring the interference shall be served when 
required by §1.617(b). 
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(d) The parties at any time may to exchange 
copies of papers in the files of any a fication identified 
in the notice declaring the interference. 


§1.613 Lead attorney, same attorney representing differ- 
ent parties in an interference, withdrawal of at- 
torney or agent. 


(a) Each party may be required to designate one attor- 
ney or agent of record as the lead attorney or agent. 

(b) The same attorney or agent or members of the 
same firm of attorneys or agents may not represent two 
or more parties in an interference except as may be per- 
mitted under this Chapter. 

(c) An examiner-in-chief may make necessary inquiry 
to determine whether an attorney or agent should be 
disqualified from representing a party in an interference. 
If an examiner-in-chief is cf the opinion that an attorney 
or agent should be disqualified, the examiner-in-chief 
shall refer the matter to the Commissioner. The Com- 
missioner will make a final decision as to whether any 
attorney or agent should be disqualified. 

(d) No attorney or agent of record in an interference 
may withdraw as attorney or agent of record except 
with the approval of an examiner-in-chief and after rea- 
sonable notice to the party on whose behalf the attorney 
or agent has appeared. A request to withdraw as attor- 
ney or agent of record in an interference shall be made 
by motion (§1.635). 


§1.614 Jurisdiction over interference. 


(a) The Board shall assume jurisdiction over an inter- 
ference when the interference is declared under §1.611. 

(b) When the interference is declared the interference 
is a contested case within the meaning of 35 U.S.C. §24. 

(c) The examiner shall have jurisdiction over any 
pending application until the interference is declared. An 
examiner-in-chief, where ay sy apna may for a limited 
purpose restore jurisdiction to the examiner over any ap- 
plication involved in the interference. 


§1.615 Suspension of ex parte prosecution. 


(a) When an interference is declared, ex parte prosecu- 
tion of an application involved in the interference is sus- 
pended. Amendments and other papers related to the 
application received during pendency of the interference 
to be entered or considered in the interference without 
the consent of an examiner-in-chief. 

(b) Ex parte prosecution as to specified matters may 
be continued concurrently with the interference with the 
consent of the examiner-in-chief. 


§1.616 Sanctions for failure to comply with rules or 
order. 


An examiner-in-chief or the Board may impose an ap- 
propriate sanction against a party who fails to comply 
with the regulations of this part or any order entered by 
an examiner-in-chief or the Board. An appropriate sanc- 
tion may include among others entry of an order: 


(a) holding certain facts to have been established in 
the interference; 

(b) precluding a party from filing a motion or a pre- 
liminary statement; 

(c) precluding a party from presenting or contesting a 
particular issue; 

(d) precluding a party from requesting, obtaining, or 
opposing discovery; or 

(e) granting judgment in the interference. 


§1.617 Summary judgment against applicant 


(a) An examiner-in-chief shall review any evidence 
filed by an applicant under §1.608(b) to determine if the 
applicant is prima facie entitled to a judgment relative to 
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the patentee. If the examiner-in-chief determines that the 
evidence shows the applicant is prima facie entitled to a 
judgment relative to the patentee, the interference shall 
proceed in the normal manner under the regulations of 
this part. If in the opinion of the examiner-in-chief the 
evidence fails to show that the — is prima facie 
entitled to a judgment relative to the patentee, the exam- 
iner-in-chief , concurrently with the notice declar- 
ing the interference, enter an order stating the reasons 
for the opinion and directing the gp within a time 
set in the order, to show cause why summary judgment 
should not be entered against the applicant. 

(b) The applicant may file a response to the order and 
state any reasons why summary judgment should not be 
entered. Any request by the applicant for a hearing be- 
fore the Board shall be made in the response. Additional 
evidence shall not be presented by the applicant or con- 
sidered by the Board unless the applicant shows good 
cause why any additional evidence was not initially 
presented with the evidence filed under §1.608(b). At 
the time an applicant files a response, the applicant shall 
serve a copy of any evidence filed under §1.608(b) and 
this paragraph. ; ; : 

(c) If a response is not timely filed by the applicant, 
the Board shall enter a final decision granting summary 
judgment against the applicant. 

(d) If a response is timely filed by the applicant, all 
opponents may file a statement within a time set by the 
examiner-in-chief. The statement may set forth views as 
to why summary judgment should be granted against 
the applicant, but the statement shall be limited to dis- 
cussing why all the evidence presented by the applicant 
does not overcome the reasons given by the examiner- 
in-chief for issuing the order to show cause. Evidence 
shall not be filed by any opponent. An opponent may 
not request an oral hearing. 

(e) Within a time authorized by the examiner-in-chief, 
an applicant may file a reply to any statement filed by 
any Opponent. 

(f) When more than two parties are involved in an in- 
terference, all parties may participate in summary judg- 
ment proceedings under this section. 

(g) If a response by the applicant is timely filed, the 
examiner-in-chief or the Board shall decide whether the 
evidence submitted under §1.608(b) and any additional 
evidence properly submitted under paragraph (b) of this 
section shows that the applicant is prima facie entitled to 
a judgment relative to the patentee. If the applicant is 
not prima facie entitled to a judgment relative to the pat- 
entee, the Board shall enter a final decision granting 
summary judgment against the applicant. Otherwise, an 
interlocutory order shall be entered authorizing the in- 
terference to proceed in the normal manner under the 
regulations of this part. 

(h) Only an applicant who filed evidence under 
§1.608(b) may request a hearing. If that applicant re- 
quests a hearing, the Board may hold a hearing prior to 
entry of a decision under paragraph (g) of this section. 
The examiner-in-chief shall set a date and time for the 
hearing. Unless otherwise ordered by the examiner-in- 
chief or the Board, the applicant and any opponent will 
each be entitled to no more than 30 minutes of oral ar- 
gument at the hearing. 


§1.618 Return of unauthorized papers. 


(a) The Patent and Trademark Office shall return to a 
party any paper presented by the party when the filing 
of the paper is not authorized by, or is not in compli- 
ance with the requirements of, this subpart. Any paper 
returned will not thereafter be considered by the Patent 
and Trademark Office in the interference. A party may 
be permitted to file a corrected paper under such condi- 
—_ as may be deemed appropriate by an examiner-in- 
chief. 

(b) When presenting a paper in an interference, a par- 
ty shall not submit with the paper a copy of a paper 
previously filed in the interference. 
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§1.621 Preliminary statement, time for filing, notice of 


(a) Within the time set for filing preliminary motions 
under §1.633, each party may file a preliminary state- 
ment. The preliminary statement may be signed by any 
individual having knowledge of the 1 acts recited therein 
or an attorney or agent of record. 

(b) When a y files a preliminary statement the par- 
ty shall also Paver Morea file and serve on all — 
nents in the interference a notice stating that a pre 
nary statement has been filed. A copy of the endiainaly 
statement need not be served until ordered by an exam- 
iner-in-chief. 


§1.622 Preliminary statement, 
where invention made. 


who made invention, 


(a) A party’s preliminary statement must identify the 
inventor who made the invention defined by each count 
and must state on behalf of the inventor the facts re- 
quired by paragraph (a) of §§1.623, 1.624, and 1.625 as 
may be appropriate. When an inventor identified in the 
preliminary statement is not an inventor named in the 
party’s application or patent, the party shall file a mo- 
tion under §1.634 to correct inventorship. 

(b) The preliminary statement shall i whether the 
invention was made in the United States or abroad. If 
made abroad, the preliminary statement shall state 
whether the party is entitled to the benefit of the second 
sentence of 35 U.S.C. §104. 


§1.623 Preliminary statement; invention made in United 
States 


(a) When the invention was made in the United States 
or a party is entitled to the benefit of the second sen- 
tence of 35 U.S.C. §104, the preliminary statement must 
state the following facts as to the invention defined by 
each count: 

(1) The date on which the first drawing of the in- 
vention was made. 

(2) The date on which the first written description 
of the invention was made. 

(3) The date on which the invention was first dis- 
closed by the inventor to another person. 

(4) The date on which the invention was first con- 
ceived by the inventor. 

(5) The date on which the invention was first actu- 
ally reduced to practice. If the invention was not 
actually reduced to practice by or on behalf of the in- 
ventor prior to the party’s filing date, the preliminary 
statement shall so state. 

(6) The date after the inventor’s conception of the 
invention when active exercise of reasonable diligence 
toward reducing the invention to practice began. 

(b) If a party intends to prove derivation, the prelimi- 
nary statement must also comply with §1.625. 

(c) When a party alleges under paragraph (a)(1) of 
this section that a drawing was made, a copy of the first 
drawing shall be filed with and identified in the mere 
nary statement. When a party alleges under a 
(a)(2) of this section that a written description of 
vention was made, a copy of the first written description 
shall be filed with and identified in the preliminary state- 
ment. See §1.628(b) when a —- of the first drawing or 
written description cannot be filed with the preliminary 
statement. 


§1.624 Preliminary statement; invention made abroad. 


(a) When the invention was made abroad and a party 
intends to rely on introduction of the invention into the 
United States, the preliminary statement must state the 
following facts as to the invention defined by each 
count: 

(1) The date on which a drawing of the invention 
was first introduced into the United States. 

(2) The date on which a written description of the 
invention was first introduced into the United States. 
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(3) The date on which the invention was first dis- 
closed to another person in the United States. 

(4) The date on which the inventor’s conception of 
the invention was first introduced into the United 
States. 

(5) The date on which an actual reduction to prac- 
tice of the invention was first introduced into the 
United States. If an‘actual reduction to practice of the 
invention was not introduced into the United States, 
the preliminary statement shall so state. 

(6) The date after introduction of the inventor’s 
conception into the United States when active exer- 
cise of reasonable diligence in the United States ‘to- 
ward reducing the invention to practice began. 

(b) If a party intends to prove derivation, the prelimi- 
nary statement must also comply with §1.625. 

(c) When a party alleges under paragraph (a)(1) of 
this section that a drawing was introduced into the Unit- 
ed States a copy of that drawing shall be filed with and 
identified in the preliminary statement. When a party al- 
leges under paragraph (a)(2) of this section that a writ- 
ten description of the invention was introduced into the 
United States a copy of that written description shall be 
filed with and identified in the preliminary statement. 
See §1.628(b) when a copy of the first drawing or first 
written description introduced in the United States can- 
not be filed with the preliminary statement. 


§1.625 Preliminary statement; derivation by an opponent. 


(a) When the invention was made in the United States 
or abroad and a party intends to prove derivation by an 
opponent from the party, the preliminary statement must 
state the following as to the invention defined by each 
count: 


(1) The name of the opponent. 

(2) The date on which the first drawing of the in- 
vention was made. 

(3) The date on which the first written description 
of the invention was made. 

(4) The date on which the invention was first dis- 
closed by the inventor to another person. 

(5) The date on which the invention was first con- 
ceived by the inventor. 

(6) The date on which the invention was first com- 
municated to the opponent. 


(b) If a party intends to prove priority, the prelim- 
me statement must also comply with §1.623 or 
1.624. 

(c) When a party alleges under paragraph (a)(2) of 
this section that a drawing was made, a copy of the first 
drawing shall be filed with and identified in the prelimi- 
nary statement. When a party alleges under paragraph 
(a)(3) of this section that a written description of the in- 
vention was made, a copy of the first written description 
shall be filed with and identified in the preliminary state- 
ment. See §1.628(b) when a first drawing or first written 
description cannot be filed with the preliminary state- 
ment. 


§1.626 Preliminary statement; earlier application. 


When a party does not intend to present evidence to 
prove a conception or an actual reduction to practice 
and the party intends to rely solely on the filing date of 
an earlier application filed in the United States or abroad 
to prove a constructive reduction to practice, the pre- 
liminary statement may so state and identify the earlier 
application with particularity. 


§1.627 Preliminary statement, sealing before filing, 
opening of statement. 


(a) The preliminary statement and copies of any draw- 
ing or written description shall be filed in a sealed enve- 
lope bearing only the name of the party filing the state- 
ment and the style (e.g., Jones v. Smith) and number of 
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the interference. The sealed envelope should contain 
only the preliminary statement and copies of any draw- 
ing or written description. If the preliminary statement is 
filed through the mail, the sealed envelope should be 
enclosed in an outer envelope addressed to the Commis- 
sioner of Patents and Trademarks in accordance with 
§1.1(). 

(b) A preliminary statement may be opened only at 
the direction of an examiner-in-chief. 


§1.628 Preliminary statement, correction of error. 


(a) A material error arising through inadvertence or 
mistake in connection with (1) a preliminary statement 
or (2) drawings or a written description submitted there- 
with or omitted therefrom, may be corrected by a mo- 
tion (§1.635) for leave to file a corrected statement. The 
motion shall be supported by an affidavit and shall show 
that the correction is essential to the ends of justice and 
shall be accompanied by the corrected statement. The 
motion shall be filed as soon as practical after discovery 
of the error. 

(b) When a party cannot attach a copy of a drawing 
or a written description to the party’s preliminary state- 
ment as required by §§1.623(c), 1.624(c), or 1.625(c), the 
party (1) shall show good cause and explain in the pre- 
liminary statement why a copy of the drawing or writ- 
ten description cannot be attached to the preliminary 
statement and (2) shall attach to the preliminary state- 
ment the earliest drawing or written description made in 
or introduced into the United States which is available. 
The party shall file a motion (§1.635) to amend its pre- 
liminary statement promptly after the first drawing, first 
written description, or drawing or written description 
first introduced into the United States becomes avail- 
able. A copy of the drawing or written description may 
be obtained, where appropriate, by a motion (§1.635) for 
additional discovery under §1.687 or during a testimony 
period. 


§1.629 Effect of preliminary statement. 


(a) A party shall be strictly held to any date alleged in 
the preliminary statement. Doubts as to (1) definiteness 
or sufficiency of any allegation in a preliminary state- 
ment or (2) compliance with formal requirements will be 
resolved against the party filing the statement by 
restricting the party to the earlier of its filing date or ef- 
fective filing date or to the latest date of a period al- 
leged in the preliminary statement as may be appropri- 
ate. A party may not correct a preliminary statement 
except as provided by §1.628. 

(b) Evidence which shows that an act alleged in the 
preliminary statement occurred prior to the date alleged 
in the statement shall establish only that the act oc- 
curred as early as the date alleged in the statement. 

(c) If a party does not file a preliminary statement, the 


party: 
(1) shall be restricted to the earlier of the party’s fil- 
ing date or effective filing date and 
(2) will not be permitted to prove that: 
(i) the party made the invention prior to the par- 
ty’s filing date or 
(ii) any opponent derived the invention from the 
party. 

(d) If a party files a preliminary statement which con- 
tains an allegation of a date of first drawing or first writ- 
ten description and the party does not file a copy of the 
first drawing or written description with the preliminary 
statement as required by §1.623(c), §1.624(c), or 
§1.625(c), the party will be restricted to the earlier of 
the party’s filing date or effective filing date as to that 
allegation unless the party complies with §1.628(b). The 
content of any drawing or written description submitted 
with a preliminary statement will not normally be evalu- 
ated or considered by the Board. 

(e) A preliminary statement shall not be used as evi- 
dence on behalf of the party filing the statement. 
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§1.630 Reliance on earlier application. 


A party shall not be entitled to rely on the filing date 
of an earlier application filed in the United States or 
abroad unless (a) the earlier application is identified 
(§1.611(c)(5)) in the notice declaring the interference or 
(b) the party files a preliminary motion under §1.633 
seeking the benefit of the filing date of the earlier appli- 
cation. 


§1.631 Access to preliminary statement, service of 


preliminary statement. 


(a) Unless otherwise ordered by an examiner-in-chief, 
concurrently with entry of a decision by the examiner- 
in-chief on preliminary motions filed under §1.633, any 
preliminary statement filed under §1.621(a) shall be 
opened to inspection by the senior party and any junior 
party who filed a preliminary statement. Within a time 
set by the examiner-in-chief, a party shall serve copies of 
its preliminary statement on every opponent who served 
a notice under §1.621(b). 

(b) A junior party who does not file a preliminary 
statement shall not have access to the preliminary state- 
ment of any other party. 

(c) If an interference is terminated before the prelimi- 
nary statements have been opened, the preliminary state- 
ments will remain sealed and will be returned to the 
respective parties who submitted the statements. 


§1.632 Notice of intent to argue abandonment, suppres- 
sion or concealment by opponent. 


A notice shall be filed by a party who intends to ar- 
gue that an opponent has abandoned, suppressed, or 
concealed an actual reduction to practice (35 U.S.C. 
§102(g)). A party will not be permitted to argue aban- 
donment, suppression, or concealment by an opponent 
unless the notice is timely filed. Unless authorized other- 
wise by an examiner-in-chief, a notice is timely when 
filed within ten (10) days of the close of the testimony- 
in-chief of the opponent. 


§1.633 Preliminary Motions. 


A party may file the following preliminary motions: 

(a) A motion for judgment on the ground that an op- 
ponent’s claim corresponding to a count is not patent- 
able to the opponent. In determining a motion filed un- 
der this paragraph, a claim may be construed by 
reference to the prior art of record. A motion under this 
paragraph shall not be based on: (1) priority of invention 
of the subject matter of a count by the moving party as 
against any opponent or (2) derivation of the subject 
matter of a count by an opponent from the moving par- 
ty. See §1.637(a) 

(b) A motion for judgment on the ground that there is 
no interference-in-fact. A motion under this paragraph is 
proper only if: (1) the interference involves a design ap- 
plication or patent or a plant application or patent or (2) 
no claim of a party which corresponds to a count is 
identical to any claim of an opponent which corresponds 
to that count. See §1.637(a) 

(c) A motion to redefine the interfering subject matter 
by (1) adding or substituting a count, (2) amending an 
application claim corresponding to a count or adding a 
claim in the moving party’s application to be designated 
to correspond to a count, (3) designating an application 
or patent claim to correspond to a count, (4) designating 
an application or patent claim as not corresponding to a 
count, or (5) requiring an opponent who is an applicant 
to add a claim and to designate the claim to correspond 
to a count. See §1.637(a) and (c). 

(d) A motion to substitute a different application 
owned by a party for an application involved in the in- 
terference. See §1.637(a) and (d). 

(e) A motion to declare an additional interference (1) 
between an additional application not involved in the in- 
terference and owned by a party and an opponent’s ap- 
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plication or patent involved in the interference or (2) 
when an interference involves three or more parties, be- 
tween less than all applications and any patent involved 
in the interference. See §1.637(a) and (e). 

(f) A motion to be accorded the benefit of the filing 
date of an earlier application filed in the United States 
or abroad. See §1.637(a) and (f). 

(g) A motion to attack the benefit accorded an o 
nent in the notice declaring the interference of the filing 
date of an earlier application filed in the United States 
or abroad. See §1.637(a) and (g). 

(h) When a patent is involved in an interference and 
the patentee has on file or files an application for reissue 
under §1.171, a motion to add the application for reissue 
to the interference. See §1.637(a) and (h). 

(i) When a motion is filed under paragraph (a), (b), or 
(g) of this section, an opponent, in addition to opposing 
the motion, may file a motion to redefine the interfering 
subject matter under paragraph (c) of this section or a 
motion to substitute a different application under para- 
graph (d) of this section. 

(j) When a motion is filed under paragraph (c)(1) of 
this section an opponent, in addition to opposing the 
motion, may file a motion for benefit under paragraph 
(f) of this section as to the count to be added or 
substituted. 


§1.634 Motion to correct inventorship. 


A party may file a motion to (a) amend its application 
involved in an interference to correct inventorship as 
provided by §1.48 or (b) correct inventorship of its pa- 
tent involved in an interference as provided in §1.324. 
See §1.637(a). 


§1.635 Miscellaneous motions. 

A party seeking entry of an order relating to any mat- 
ter other than a matter which may be raised under 
§§1.633 or 1.634 may file a motion requesting entry of 
the order. See §1.637(a) and (b). 


§1.636 Motions, time for filing. 


(a) A preliminary motion under §1.633(a) through (h) 
=" iled within a time period set by an examiner-in- 
chief. 

(b) A preliminary motion under §1.633(i) or (j) shall 
be filed within 20 days of the service of the preliminary 
motion under §1.633(a), (b), or (g) unless otherwise or- 
dered by an examiner-in-chief. 

(c) A motion under §1.634 shall be diligently filed af- 
ter an error is discovered in the inventorship of an appli- 
cation or patent involved in an interference unless 
otherwise ordered by an examiner-in-chief. 

(d) A motion under §1.635 shall be filed as specified in 
this subpart or when appropriate unless otherwise or- 
dered by an examiner-in-chief. 


§1.637 Content of motions. 


(a) Every motion shall include (1) a statement of the 
precise relief requested, (2) a statement of the material 
facts in support of the motion, and (3) a full statement of 
the reasons why the relief requested should be granted. 

(b) A motion under §1.635 shall contain a certificate 
by the moving party stating that the moving party has 
conferred with all opposing parties in an effort in good 
faith to resolve by agreement the issues raised by the 
motion. A moving party shall indicate in the motion 
whether any other party plans to oppose the motion. 
The provisions of this paragraph do not apply to a mo- 
tion to suppress evidence (§1.656(h)). 

(c) A preliminary motion under §1.633(c) shall explain 
why the interfering subject matter should be redefined. 

(1) A preliminary motion seeking to add or substi- 
tute a count shall: 

(i) Propose each count to be added or substituted. 

(ii) When the moving party is an applicant, show 

the patentability to the applicant of all claims in, or 
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proposed to be added to, the party’s application 
which correspond to each proposed count and ap- 
ply the terms of the claims to the disclosure of the 
party’s application; when necessary a moving party 
applicant shall file with the motion an amendment 
adding any proposed claim to the application. 

(iii) Identify all claims in an opponent’s applica- 
tion which should be designated to correspond to 
each proposed count; if an opponent’s applicaticn 
does not contain such a claim, the moving party 
shall propose a claim to be added to the opponent’s 
application. The moving party shall show the pat- 
entability of any proposed claims to the opponent 
and apply the terms of the claims to the disclosure 
of the opponent’s application. 

(iv) Designate the claims of any patent involved 
in the interference which define the same patentable 
invention as each proposed count. 

(v) Show that each proposed count defines a sep- 
arate patentable invention from every other count 
in the interference. 

(vi) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(2) A preliminary motion seeking to amend an ap- 

plication claim corresponding to a count or adding a 
claim to be designated to correspond to a count shall: 

(i) Propose an amended or added claim. 

(ii) Show that the proposed or added claim de- 
fines the same patentable invention as the count. 

(iii) Show the patentability to the applicant of 
each amended or added claim and apply the terms 
of the amended or added claim to the disclosure of 
the application; when necessary a moving party ap- 
plicant shall file with the motion an amendment 
making the amended or added claim to the applica- 
tion. 

(iv) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(3) A preliminary motion seeking to designate an 

= or patent claim to correspond to a count 
shall: 

(i) Identify the claim and the count. 

(ii) Show the claim defines the same patentable 
invention as the count. 

(iii) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of any earli- 
er application filed in the United States or abroad. 
(4) A preliminary motion seeking to designate an 

application or patent claim as not corresponding to a 
count shall: 

(i) Identify the claim and the count. 

(ii) Show the claim does not define the same pat- 
entable invention as any other claim designated in 
the notice declaring the interference as correspond- 
ing to the count. 

(5) A preliminary motion seeking to require an op- 
ponent who is an applicant to add a claim and desig- 
nate the claim as corresponding to a count shall: 

(i) Propose a claim to be added by the opponent. 

(ii) Show the patentability to the opponent of the 
claim and apply the terms of the claim to the disclo- 
sure of the opponent’s application. 

(iii) Identify the count to which the claim shall be 
designated to correspond. 

(iv) Show the claim defines the same patentable 
invention as the count to which it will be designat- 
ed to correspond. 

(d) A preliminary motion under §1.633(d) to substitute 
a different application shall: 

(1) Identify the different application. 

(2) Certify that a complete copy of the file of the 
different application, except for documents filed under 
§1.131 or §1.608(b), has been served on all opponents. 

(3) Show the patentability to the applicant of all 
claims in, or proposed to be added to, the different ap- 
plication which correspond to each count and apply 
the terms of the claims to the disclosure of the differ- 
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ent application; when necessary the applicant shall file 
with the motion an amendment adding a claim to the 
different application. 

(4) Be accompanied by a motion under §1.633(f) re- 
questing the benefit of the filing date of an earlier ap- 
plication filed in the United States or abroad. 

(e) A preliminary motion to declare an additional in- 
terference under §1.633(e) shall explain why an 
additional interference is necessary: 


(1) When the preliminary motion seeks an additional 
interference under §1.633(e)(1), the motion shall: 

(i) Identify the additional application. 

(ii) Certify that a complete copy of the file of the 
additional application, except for documents filed 
under §§1.131 or 1.608(b), been served on all 
opponents. 

(iii) Propose a count for the additional interfer- 
ence. 

(iv) Show the patentability to the applicant of all 
claims in, or proposed to be added to, the additional 
application which correspond to each proposed 
count for the additional interference and apply the 
terms of the claims to the disclosure of the addition- 
al application; when necessary the applicant shall 
file with the motion an amendment adding a claim 
to the additional application. 

(v) When the opponent is an applicant, show the 
patentability to the opponent of any claims in, or 
proposed to be added to, the opponent’s application 
which correspond to the proposed count and apply 
the terms of the claims to the disclosure of the op- 
ponent’s application. 

(vi) When the opponent is a patentee, designate 
the claims of the patent which define the same pat- 
entable invention defined by the proposed count. 

(vii) Show that each proposed count for the addi- 
tional interference defines a separate patentable in- 
vention from all counts of the interference in which 
the motion is filed. 

(viii) Be accompanied by a motion under 
§1.633(f) requesting the benefit of the filing date of 
an earlier application filed in the United States or 
abroad. 

(2) When the preliminary motion seeks an additional 
interference under §1.633(e)(2), the motion shall: 

(i) Identify any application or patent to be in- 
volved in the additional interference. 

(ii) Propose a count for the additional interfer- 
ence. 

(iii) When the moving party is an applicant, show 
the patentability to the applicant of all claims in, or 
proposed to be added to the party’s application 
which correspond to each proposed count and ap- 
ply the terms of the claims to the disclosure of the 
party’s application; when necessary a moving party 
applicant shall file with the motion an amendment 
adding any proposed claim to the application. 

(iv) Identify all claims in any opponent’s applica- 
tion which should be designated to correspond to 
each proposed count; if an opponent’s application 
does not contain such a claim, the moving party 
shall propose a claim to be added to the opponent’s 
application. The moving party shall show the pat- 
entability of any proposed claims to the oppoment 
and apply the terms of the claims to the disclosure 
of the opponent’s application. 

(v) Designate the claims of any patent involved in 
the interference which define the same patentable 
invention as each proposed count. 

(vi) Show that each proposed count for the addi- 
tional interference defines a separate patentable in- 
vention from all counts in the interference in which 
the motion is filed. 

(vii) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of an earlier 
application filed in the United States or abroad. 

(f) A preliminary motion for benefit under §1.633(f) 
shall: 
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(1) Identify the earlier application. 

(2) When the earlier application is an application 
filed in the United States, certify that a complete copy 
of the file of the earlier application, except for docu- 
ments filed under §1.131 or §1.608(b), has been served 
on all opponents. When the earlier application is an 
application filed abroad, certify that a copy of the ap- 
plication filed abroad has been served on all oppo- 
nents. If the earlier application filed abroad is not in 
—S the requirements of §1.647 must also be met. 

(3) Show that the earlier application constitutes a 
constructive reduction to practice of each count. 

) A preliminary motion to attack benefit under 
§1.633(g) shall explain, as to each count, why an oppo- 
nent should not accorded the benefit of the filing 
date of the earlier application. 

(h) A preliminary motion to add an application for re- 
issue under §1.633(h) shall: 


(1) Identify the application for reissue. 
(2) Certify that a complete copy of the file of the 
application for reissue has been served on all oppo- 


nents. 

(3) Show the patentability of all claims in, or pro- 
posed to be added to, the application for reissue 
which correspond to each count and apply the 
terms of the claims to the disclosure of the applica- 
tion for reissue; when necessary a moving applicant 
for reissue shall file with the motion an amendment 
adding a claim to the application for reissue. 

(4) Be accompanied by a motion under §1.633(f) 
requesting the benefit of the filing date of an earlier 
application filed in the United States or abroad. 


Opposition and reply, time for filing opposition 
and reply. 


§1.638 


(a) Unless otherwise ordered by an examiner-in-chief, 
any opposition to any motion shall be filed within 20 
days after service of the motion. An opposition shall (1) 
identify any material fact set forth in the motion which 
is in dispute and (2) include an argument why the relief 
requested in the motion should be denied. 

) Unless otherwise ordered by an examiner-in-chief, 
a reply shall be filed within 15 days after service of the 
opposition. A reply shall be directed only to new points 
raised in the opposition. 


§1.639 Evidence in support of motion, opposition, or 
reply. 


(a) Proof of any material fact alleged in a motion, op- 
position, or reply must be filed and served with the mo- 
tion, opposition, or reply unless the proof relied upon is 
part of the interference file or the file of any patent or 
application involved in the interference or any earlier 
application filed in the United States of which a party 
has been accorded or seeks to be accorded benefit. 

(b) Proof may be in the form of patents, printed publi- 
cations, and affidavits. 

(c) When a party believes that testimony is necessary 
to support or oppose a preliminary motion under §1.633 
or a motion to correct inventorship under §1.634, the 
party shall describe the nature of the testimony needed. 
If the examiner-in-chief finds that testimony is needed to 
decide the motion, the examiner-in-chief may grant ap- 
propriate interlocutory relief and enter an order autho- 
rizing the taking of testimony and deferring a decision 
on the motion to final hearing. 


§1.640 Motions, hearing and decision, redeclaration of 
interference, order to show cause. 


(a) A hearing on a motion may be held in the discre- 
tion of the examiner-in-chief. The examiner-in-chief shall 
set the date and time for any hearing. The length of oral 
argument at a hearing on a motion is a matter within the 
discretion of the examiner-in-chief. An examiner-in-chief 
may direct that a hearing take place by telephone. 
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(b) Motions will be decided by an examiner-in-chief. 
An examiner-in-chief may consult with an examiner in 
deciding motions involving a question of patentability. 
An examiner-in-chief may grant or deny any motion or 
take such other action which will secure the just, 
speedy, and inexpensive determination of the interfer- 
ence. 

(1) When preliminary motions under §1.633 are de- 
cided, the examiner-in-chief will, when necessary, set 
a time for filing any amendment to an application in- 
volved in the interference and for filing a supplemen- 
tal preliminary statement as to any new counts in- 
volved in the interference. Failure or refusal of a 
party to timely present an amendment required by an 
examiner-in-chief shall be taken without further action 
as a disclaimer by that party of the invention in- 
volved. A supplemental preliminary statement shall 
meet the requirements specified in §§1.623, 1.624, 
1.625, or 1.626, but need not be filed if a party states 
that it intends to rely on a preliminary statement 
previously filed under §1.621(a). After the time ex- 

ires for filing any amendment and supplemental pre- 
wd statement, the examiner-in-chief will, if neces- 
sary, redeclare the interference. 

(2) After a decision is entered on preliminary 
motions filed under §1.633, a further motion under 
§1.633 will not be considered except as provided by 
§1.655(b). 

(c) When a decision on any motion under §§1.633, 
1.634, or 1.635 is entered which does noi result in the is- 
suance of an order to show cause under paragraph (d) of 
this section, a party may file a request for reconsidera- 
tion within 14 days after the date of the decision. The 
filing of a request for reconsideration will not stay any 
time period set by the decision. The request for recon- 
sideration shall specify with particularity the points be- 
lieved to have been misapprehended or overlooked in 
rendering the decision. No opposition to a request for 
reconsideration shall be filed unless requested by an ex- 
aminer-in-chief or the Board. A decision of single exam- 
iner-in-chief will not ordinarily be modified unless an 
opposition has been requested by an examiner-in-chief or 
the Board. The request for reconsideration shall be 
acted on by a panel of the Board consisting of at least 
three examiners-in-chief, one of whom will normally be 
the examiner-in-chief who decided the motion. 

(d) An examiner-in-chief may issue an order to show 
cause why judgment should not be entered against a 
party when: 

(1) A decision on a motion is entered which is dis- 
positive of the interference against the party as to all 
counts; 

(2) The party is a junior party who fails to file a 
preliminary state1.1en*; or 

(3) The party is a junior party whose preliminary 
statement fails to overcome the earlier of the filing 
date or effective filing date of another party. 

(e) When an order to show cause is issued under para- 
graph (d) of this section, the Board shall enter a judg- 
ment in accordance with the order unless, within 20 
days after the date of the order. tie party against whom 
the order issued files 4 paper which shows good cause 
why judgment should not be entered in accordance with 
the order. Any other party may file a response to the 
paper within 20 days of the date of service of the paper. 
If the party against whom the order was issued fails to 
show good cause, the Board shall enter judgment 
against the party. If a party wishes to take testimony in 
response to an order to show cause, the party’s response 
should be accompanied by a motion (§1.635) requesting 
the testimony period. See §1.651(c)(4). 


§1.641 Unpatentability discovered by examiner-in-chief. 


During the pendency of an interference, if the examin- 
er-in-chief becomes aware of a reason why a claim cor- 
responding to a count may not be patentable, the exam- 
iner-in-chief may notify the parties of the reason and set 
a time within which each party may present its views. 
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After considering any timely filed views, the examiner- 
in-chief shall decide how the interference shall proceed. 


§1.642 Addition of application or patent to interference. 


During the pendency of an interference, if the examin- 
er-in-chief becomes aware of an application or a patent 
not involved in the interference which claims the same 
patentable invention as a count in the interference, the 
examiner-in-chief may add the application or patent to 
the interference on such terms as may be fair to all 
parties. 

§1.643 Prosecution of interference by assignee. 


(a) An assignee of record in the Patent and Trade- 
mark Office of the entire interest in an application or pa- 
tent involved in an interference is entitled to conduct 
prosecution of the interference to the exclusion of the 
inventor. 

(b) An assignee of a part interest in an application or 
patent involved in an interference may file a motion 
(§1.635) for entry of an order authorizing it to prosecute 
the interference. The motion shall show (1) the inability 
or refusal of the inventor to prosecute the interference 
or (2) other cause why the ends of justice require that 
the assignee of a part interest be permitted to prosecute 
the interference. The examiner-in-chief may allow the 
assignee of a part interest to prosecute the interference 
upon such terms as may be appropriate. 


§1.644 Petitions in interferences. 


(a) There is no appeal to the Commissioner in an in- 
terference from a decision of an examiner-in-chief or a 
panel consisting of more than one examiner-in-chief. The 
Commissioner will not consider a petition in an interfer- 
ence unless: 


(1) The petition is from a decision of an examiner- 
in-chief or a panel and the examiner-in-chief or the 
panel shall be of the opinion (i) that the decision in- 
volves a controlling question of procedure or an inter- 
pretation of a rule as to which there is a substantial 
ground for a difference of opinion and (ii) that an im- 
mediate decision on petition by the Commissioner 
may materially advance the ultimate termination of 
the interference; 

(2) The petition seeks to invoke the supervisory au- 
thority of the Commissioner and is not filed prior to 
the decision of the Board awarding judgment and 
does not relate to (i) the merits of priority of inven- 
tion or patentability or (ii) the admissibility of evi- 
dence under the Federal Rules of Evidence; or 

(3) The petition seeks relief under §1.183. 

(b) A petition under paragraph (a)(1) of this section 
filed more than 15 days after the date of the decision of 
the examiner-in-chief or the panel may be dismissed as 
untimely. A petition under paragraph (a)(2) of this sec- 
tion shall not be filed prior to decision by the Board 
awarding judgment. Any petition under paragraph (a)(3) 
of this section shall be timely if it is made as part of, or 
simultaneously with, a proper motion under §§1.633, 
1.634, or 1.635. Any opposition to a petition shall be 
filed within 15 days of the date of service of the peti- 
tion. 

(c) The filing of a petition shall not stay the proceed- 
ing unless a stay is granted in the discretion of the exam- 
iner-in-chief, the panel, or the Commissioner. 

(d) Any petition must contain a statement of the facts 
involved and the point or points to be reviewed and the 
action requested. Briefs or memoranda, if any, in support 
of the petition or opposition shall accompany or be em- 
bodied therein. The petition will be decided on the basis 
of the record made before the examiner-in-chief or the 
panel and no new evidence will be considered by the 
Commissioner in deciding the petition. Copies of docu- 
ments already of record in the interference shall not be 
submitted with the petition or opposition. 
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(e) Any petition under paragraph (a) of this section 
arith) accompanied by the petition fee set forth in 
§1.17(h). 

(f) Any request for reconsideration of a decision by 
the Commissioner shall be filed within 15 days of the 
decision of the Commissioner and must be accompanied 
by the fee set forth in §1.17(h). No opposition to a re- 
quest for reconsideration shall be filed unless requested 
by the Commissioner. The decision will not ordinarily 
be modified unless such an opposition has been request- 
ed by the Commissioner. 

(g) Where reasonably possible, service of any petition, 
opposition, or request for reconsideration shall be such 
that delivery is yo within one working day. 
Service by hand or “Express Mail” complies with this 
paragraph. ; el 

(h) An oral hearing on the petition will not be granted 
except when considered necessary by the Commissioner. 

(i) The Commissioner may delegate to appropriate Pa- 
tent and Trademark Office employees the determination 
of petitions under this section. 


§1.645 Extension of time, late papers, stay of proceed- 
ings. 


(a) A party may file a motion (§1.635) seeking an ex- 
tension of time to take action. in an interference, to file a 
notice of ap (§§1.302, 1.304), or to commence a civil 
action (§§1.303, 1.304). The motion shall be filed within 
sufficient time to actually reach the examiner-in-chief be- 
fore expiration of the time for taking action, filing the 
notice, or commencing the civil action. A moving party 
should not assume that the motion will be granted even 
if there is no objection by any other party. The motion 
will be denied unless the moving party shows good 
cause why an extension should be granted. The press of 
other business arising after an examiner-in-chief sets a 
time for taking action will not normally constitute good 
cause. A motion seeking additional time to take testimo- 
ny because a party has not been able to procure the tes- 
timony of a witness shall set forth the name of the wit- 
ness, any steps taken to procure the testimony of the 
witness, the dates on which the steps were taken, and 
the facts expected to be proved through the witness. 

(b) Any paper belatedly filed will not be considered 
except upon motion (§1.635) which shows sufficient 
cause why the paper was not timely filed. 

(c) The provisions of §1.136 do not apply to time peri- 
ods in interferences. 

(d) In an appropriate circumstance, an examiner-in- 
chief may stay proceedings in an interference. 


§1.646 Service of papers, proof of service. 


(a) A copy of every paper filed in the Patent and 
Trademark Office in an interference or an application or 
patent involved in the interference shall be served upon 
all other parties except: 

(1) Preliminary statements when filed under §1.621; 
preliminary statements shall be served when service is 
ordered by an examiner-in-chief. 

(2) Certified transcripts and exhibits which accom- 
pany the transcripts filed under §§1.676 or 1.684; cop- 
ies of transcripts shall be served as part of a party’s 
record under §1.653(c). 

(b) Service shall be on an attorney or agent for a par- 
ty. If there is no attorney or agent for the party, service 
shall be on the party. An examiner-in-chief may order 
additional service or waive service where appropriate. 

(c) Unless otherwise ordered by an examiner-in-chief, 
or except as otherwise provided by this part, service of 
a paper shall be made as follows: 

(1) By handing a copy of the paper to the person 
served. 

(2) By leaving a copy of the paper with someone 
employed by the person at the person’s usual place of 
business. 

(3) When the person served has no usual place of 
business, by leaving a copy of the paper at the per- 
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son’s residence with someone of suitable age and dis- 

cretion then residing therein. 

(4) By mailing a copy of the paper by first class 
mail; when service is by mail the date of mailing is re- 
garded as the date of service. 

(5) When it is shown to the satisfaction of an exam- 
iner-in-chief that none of the above methods of 
obtaining or serving the copy of the paper was suc- 
cessful, the examincr-in-chief may order service by 
publication of an appropriate notice in the Official Ga- 
zette. 

(d) An examiner-in-chief may order that a paper be 
served by hand ox “Express Mail”. 

(e) Proof of service must be made before a paper will 
be considered in an interference. Proof of service may 
appear on or be affixed to the paper. Proof of service 
shall include the date and manner of service. In the case 
of peer service under paragraphs (c)(1) through 
(c)(3) of this section, proof of service shall include the 
names of any person served and the person who made 
the service. Proof of service may be made by an ac- 
knowledgment of service by or on behalf of the person 
served or a statement signed by the party or the party’s 
attorney or agent containing the information required by 
this section. A statement of an attorney or agent at- 
tached to, or appearing in, the paper stating the date and 
manner of service will be accepted as prima facie proof 
of service. 


§1.647 Translation of document in foreign language. 


When a party relies on a document in a language oth- 
er than English, a translation of the document into Eng- 
lish and an affidavit attesting to the accuracy of the 
translation shall be filed with the document. 


§1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an ex- 
aminer-in-chief shall set (1) a time for filing motions 
(§1.635) for additional discovery under §1.687(c) and (2) 
testimony periods for taking any necessary testimony. 

(b) Where appropriate, testimony periods will be set 
to permit a party to: 

(1) present its case-in-chief and/or case-in-rebuttal 
and/or 

(2) cross-examine an opponent’s case-in-chief and/or 
a case-in-rebuttal. 

(c) A party is not entitled to take testimony to present 
a case-in-chief unless: 

(1) the examiner-in-chief orders the taking of testi- 
mony under §1.639(c); 

(2) the party alleges in its preliminary statement a 
date of invention prior to the earlier of the filing date 
or effective filing date of the senior party; 

(3) a testimony period has been set to permit an op- 
ponent to prove a date of invention prior to the earli- 
er of the filing date or effective filing date of the par- 
ty and the party has filed a preliminary statement 
alleging a date of invention prior to that date; or 

(4) a motion (§1.635) is filed showing good cause 
why a testimony period should be set. 

(d) Testimony shall be taken during the testimony pe- 
riods set under paragraph (a) of this section. 


§1.652 Judgment for failure to take testimony or file 
record, 


If a junior party fails to timely take testimony autho- 
rized under §1.651, or file a record under §1.653(c), an 
examiner-in-chief, with or without a motion (§1.635) by 
another party, may issue an order to show cause why 
judgment should not be entered _— the junior party. 
When an order is issued under this section, the Board 
shall enter judgment in accordance with the order un- 
less, within 15 days after the date of the order, the ju- 
nior party files a paper which shows good cause why 
judgment should not be entered in accordance with the 
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order. Any other party may file a response to 4 - 
within 15 days of the date of service of the popes 

party against whom the order was issued fails to pe 
good cause, the Board shall enter judgment against the 


party. 
§1.653 Record and exhibits. 


(a) Testimony shall consist of affidavits under 
as .672(b) and (e), transcripts of depositions under 

§1.672(b) and (c), agreed statements of fact under 
$1.672(f), and transcripts of interrogatories, cross-inter- 
rogatories, and recorded answers under §1.684(c). 

(b) An affidavit shall be filed as set forth in §1.672(b) 
or (e). A certified transcript of a deposition including a 
deposition cross-examining an affiant, shall be filed as set 
forth in §1.676. An ori, agreed statement shall be 
filed as set forth in §1.672(f). A transcript of interroga- 
tories, cross-interrogatories, and recorded answers shall 
be filed as set forth under §1.684(c). 

(c) In addition to the items specified in paragraph (b) 
of this section and within a time set by an examiner-in- 
chief each party shall file three copies and serve one 
copy of a record consisting of: 

(1) An index of the names of each witness giving 
the pages of the record where the direct testimony 
and cross-examination of each witness begins. 

(2) An index of exhibits briefly describing the na- 
ture of each exhibit and giving the page of the record 
where each exhibit is first identified and offered into 
evidence. 

(3) The count or counts. 

(4) Each (i) affidavit, (ii) transcript, including tran- 
scripts of cross-examination of any affiant, (iii) agreed 
statement relied upon by the party, and (iv) transcript 
of interro, per cross-interrogatories, and recorded 
answers filed under paragraph (b) of this section. 

(5) Each notice, official record, and publication re- 
lied upon by the party and filed under §1.682(a). 

(6) Any evidence from another interference, pro- 
ceeding, or action relied upon by the party under 
§1.683. 

(7) Each request for an admission and the admission 
and each written interrogatory and the answer upon 
which a party intends to rely under §1.688. 

(d) The pages of the record shall be consecutively 
numbered. 

(e) The name of each witness shall appear at the top 
of each page of each affidavit or transcript. 

(f) The record may be typewritten or printed. 

(g) When the record is printed, it may be produced by 
standard typographical printing or by any process capa- 
ble of producing a clear black permanent image. All 
printed matter except on covers must appear in at least 
11 point type on opaque, unglazed paper. Margins must 
be justified. Footnotes may not be printed in type 
smaller than 9 point. The page size shall be 8-1/2 by 11 
inches (21.8 by 27.9 cm.) with type matter 6-1/2 by 
9-1/2 inches (16.5 by 24.1 cm.). The record shall be 
bound to lie flat when open. 

(h) When the record is typewritten, it must be clearly 
legible on opaque, unglazed, durable paper approximate- 
ly 8-1/2 by 11 inches (21.8 by 27.9 cm.) in size (letter 
size). Typing shall be double-spaced on one side of the 
paper in not smaller than pica-type with a margin of 
1-1/2 inches (3.8 cm.) on the left-hand side of the page. 
The pages of the record shall be bound with covers at 
their left edges in such manner to lie flat when open in 
one or more volumes of convenient size (approximately 
100 pages per volume is suggested). Multigraphed or 
otherwise reproduced copies conforming to the stan- 
dards specified in this paragraph may be accepted. 

(i) Each party shall file its exhibits with the record 
specified in paragraph (c) of this section. One copy of 
each documentary exhibit shall be served. Documentary 
exhibits shall be filed in an envelope or folder and shall 
not be bound as part of the record. Physical exhibits, if 
not filed by an officer under §1.676(d), shall be filed 
with the record. Each exhibit shall contain a label which 
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identifies the party submittin ing the exhibit and an exhibit 
number, the style of the interference (e.g., Jones v. Smith), 
and the interference number. Where possible, the label 
should appear at the bottom right-hand corner of each 
documentary exhibit. Upon termination of an interfer- 
ence, an examiner-in-chief may return an exhibit to the 
party filing the exhibit. When any exhibit is returned, the 
examiner-in-chief shall enter an appropriate order indicat- 
ing that the exhibit has been returned. 

(j) Any testimony, record, or exhibit which does not 
comply with this section may be returned under 
§1.618(a). 


§1.654 Final hearing. 


(a) At an appropriate stage of the interference, the 

ies will be given an opportunity to appear before the 

d to present oral argument at a final hearing. An 

examiner-in-chief shall set a date and time for final hear- 

ing. Unless otherwise ordered by an examiner-in-chief or 

the Board, each party will be entitled to no more than 
60 minutes of oral argument at final hearing. 

(b) The opening argument of a junior party shall in- 
clude a fair statement of the junior party’s case and the 
junior party’s position with respect to the case presented 
on behalf of any other party. A junior party may reserve 
a portion of its time for rebuttal. 

(c) A party shall not be entitled to argue that an op- 
ponent abandoned, suppressed, or concealed an actual 
reduction to practice unless a notice under §1.632 was 
timely filed. 

(d) After final hearing, the interference shall be taken 
under advisement by the Board. No further paper shall 
be filed except under §1.658(b) or as authorized by an 
examiner-in-chief or the Board. No additional oral argu- 
ment shall be had unless ordered by the Board. 


§1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may con- 
sider any properly raised issue including (1) priority of 
invention, (2) derivation by an opponent from a party 
who filed a preliminary statement under §1.625, (3) pat- 
entability of the invention, (4) admissibility of evidence, 
(5) any interlocutory matter deferred to final hearing, 
and (6) any other matter necessary to resolve the inter- 
ference. The Board may also consider whether any in- 
terlocutory order was manifestly erroneous or an abuse 
of discretion. All interlocutory orders shali be presumed 
to have been correct and the burden of showing mani- 
fest error or an abuse of discretion shall be on the party 
attacking the order. 

(b) A party shall not be entitled to raise for consider- 
ation at final hearing a matter which properly could 
have been raised by a motion under §§1.633 or 1.634 un- 
less (1) the motion was properly filed, (2) the matter was 
properly raised by a party in an opposition to a motion 
under §§1.633 or 1.634 and the motion was granted over 
the opposition, or (3) the party shows good cause why 
the issue was not timely raised by motion or opposition. 

(c) To prevent manifest injustice, the Board may con- 
sider an issue even though it would not otherwise be en- 
titled to consideration under this section. 


§1.656 Briefs for final hearing. 


(a) Each party shall be entitled to file briefs for final 
hearing. The examiner-in-chief shall determine the briefs 
needed and shall set the time and order for filing briefs. 

(b) The opening brief of a junior party shall contain 
under appropriate headings and in the order indicated: 

(1) A table of contents, with page references, and a 
table of cases (alphabetically arranged), statutes, and 
other authorities cited, with references to the pages of 
the brief where they are cited. 

(2) A statement of the issues presented for decision 
in the interference. 

(3) A statement of the facts relevant to the issues 
presented for decision with appropriate references to 
the record. 
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(4) An argument, which may be preceded by a sum- 
mary, whick shall contain the contentions of the party 
with respect to the issues to be decided, and the rea- 
sons therefor, with citations to the cases, statutes, oth- 
er authorities, and of the record relied on. 

(5) A short conclusion stating the precise relief re- 
quested. 

(6) An appendix containing a copy of the counts. 

(c) The opening brief of the senior party shall 
conform to the requirements of paragraph (b) of this 
section except: 

(1) a statement of the issues and of the facts need 
not be made unless the party is dissatisfied with the 
statement in the opening brief of the junior party and 

(2) an appendix containing a copy of the counts 
need not be included if the copy of the counis in the 
opening brief of the junior party is correct. 

(d) Briefs may be printed or typewritten. If typewrit- 
ten, legal-size paper may be used. The rage brief of 
each party in excess of 50 legal-size double-spaced type- 
written pages or any other brief in excess of 25 legal-size 
double-space typewritten pages shall be printed unless a 
satisfactory reason be given why the brief should not be 
printed. Any printed brief shall comply with the require- 
ments of §1.653(g). Any typewritten brief shall comply 
with the requirements of §1.653(h), except legal-size . 
per may be used and the binding and covers specified 
are not required. 

(e) An original and three copies of each brief must be 
filed. 

(f) Any brief which does not comply with the re- 
quirements of this section may be returned under 
§1.618(a). 

(g) Any party, separate from its opening brief, but 
filed concurrently therewith, may file an original and 
three copies of concise proposed findings of fact and 
conclusions of law. Any proposed findings of fact shall 
be supported by specific references to the record. Any 
proposed conclusions of law shall be supported by cita- 
tion of cases, statutes, or other authority. Any opposing 
party, separate from its opening or reply brief, but filed 
concurrently therewith, may file a paper accepting or 
objecting to any proposed findings of fact or conclusions 
of law; when objecting, a reason must be given. The 
Board may adopt the proposed findings of fact and con- 
clusions of law in whole or in part. 

(h) If a party wants the Board in rendering its final 
decision to rule on the admissibility of any evidence, the 
party shall file with its opening brief an original and 
three copies of a motion (§1.635) to suppress the evi- 
dence. The provisions of §1.637(b) do not apply to a 
motion to suppress under this paragraph. Any objection 
previously made to the admissibility of an opponent’s 
evidence is waived unless the motion required by this 
paragraph is filed. An original and three copies of an op- 
position to the motion may be filed with an opponent’s 
opening brief or reply brief as may be appropriate. 

(i) When a junior party fails to timely file an opening 
brief, an order may issue requiring the junior party to 
show cause why the Board should not treat failure to 
file the brief as a concession of priority. If the junior 
party fails to respond within a time period set in the or- 
der, judgment may be entered against the junior party. 


§1.657 Burden of proof as to date of invention. 


A rebuttable presumption shall exist that, as to each 
count, the inventors made their invention in the chrono- 
logical order of the earlier of their filing dates or effec- 
tive filing dates. The burden of proof shall be upon a 
party who contends otherwise. 


§1.658 Final decision. 


(a) After final hearing, the Board shall enter a deci- 
sion resolving the issues raised at final hearing. The de- 
cision may (1) enter judgment, in whole or in part, (2) 
remand the interference to an examiner-in-chief for fur- 
ther proceedings, or (3) take further action not inconsis- 
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tent with law. A judgment as to a count shall state 
whether or not each party is entitled to a patent contain- 
ing the claims in the party’s patent or application which 
correspond to the count. When the Board enters a deci- 
sion awarding judgment as to all counts, the decision 
shall be regarded as a final decision. 

(b) Any request for reconsideration of a decision un- 
der eae (a) of this section shall be filed within 14 
days after the date of the decision. The request for re- 
consideration shall specify with particularity the points 
believed to have been misapprehended or overlooked in 
rendering the decision. Any reply to a request for recon- 
sideration shall be filed within 14 days of the date of ser- 
vice of the request for reconsideration. Where reason- 
ably possible, service of the request for reconsideration 
shall be such that delivery is accomplished by hand or 
“Express Mail.” The Board shall enter a decision on the 
request for reconsideration. If the Board shall be of the 
opinion that the decision on the request for reconsidera- 
tion significantly modifies its oe decision under 
ep (a) of this section, the d may designate 
the decision on the request for reconsideration as a new 
decision. 

(c) A judgment in an interference settles all issues 
which (1) were raised and decided in the interference, 
(2) could have been properly raised and decided in the 
interference by a motion under §1.633 (a) through (d) 
and (f) through (j) or §1.634 and (3) could have been 
papety raised and decided in an additional interference 
with a motion under §1.633(e). A losing party who 
could have properly moved, but failed to move, under 
§§1.633 or 1.634, shall be estopped to take ex parte or in- 
ter partes action in the Patent and Trademark Office af- 
ter the interference which is inconsistent with that par- 
ty’s failure to properly move, except that a losing party 
shall not be estopped with respect to any claims which 
correspond, or properly could have corresponded, to a 
count as to which that party was awarded a favorable 
judgment. 


§1.659 Recommendation. 


(a) Should the Board have knowledge of any ground 
for rejecting any application claim not involved in the 
judgment of the interference, it may include in its deci- 
sion a recommended rejection of the claim. Upon re- 
sumption of ex parte prosecution of the application, the 
examiner shall be bound by the recommendation and 
shall enter and maintain the recommended rejection un- 
less an amendment or showing of facts not previously of 
record is filed which, in the opinion of the examiner, 
overcomes the recommended rejection. 

(b) Should the Board have knowledge of any ground 
for reexamination of a patent involved in the interfer- 
ence as to a patent claim not involved in the judgment 
of the interference, it may include in its decision a rec- 
ommendation to the Commissioner that the patent be 
reexamined. The Commissioner will determine whether 
reexamination will be ordered. 

(c) The Board may make any other recommendation 
to the examiner or the Commissioner as may be appro- 
priate. 


§1.660 Notice of reexamination, reissue, protest, or litiga- 
tion. 


(a) When a request for reexamination of a patent in- 
volved in an interference is filed, the patent owner shall 
notify the Board within 10 days of receiving notice that 
the request was filed. 

(b) When an application for reissue is filed by a paten- 
tee involved in an interference, the patentee shall notify 
the Board within 10 days of the day the application for 
reissue is filed. 

(c) When a protest under §1.291 is filed’ against an ap- 
plication involved in an interference, the applicant shall 
notify the Board within 10 days of receiving notice that 
the protest was filed. 
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(d) A party in an interference shall notify the Board 
promptly of any litigation related to any patent or appli- 
cation involved in an interference, including any civil 
action commenced under 35 U.S.C. §146. 


§1.661 Termination of interference after judgment. 


After a final decision is entered by the Board, an in- 
terference is considered terminated when no appeal (35 
U.S.C. §141) or other review (35 U.S.C. §146) has been 
or can be taken or had. 


§1.662 Request for entry of adverse judgment; reissue 
filed by patentee. 


(a) A party may, at any time during an interference, 
request and agree to entry of an adverse judgment. The 
filing by an applicant or patentee of a written disclaimer 
of the invention defined by a count, concession of priori- 
ty or unpatentability of the subject matter of a count, 
abandonment of the invention defined by a count, or 
abandonment of the contest as to a count will be treated 
as a request for entry of an adverse judgment against the 
applicant or patentee as to all claims which correspond 
to the count. Abandonment of an application by an ap- 
plicant, other than an applicant for reissue having a 
claim of the patent sought to be reissued involved in the 
interference, will be treated as a request for entry of an 
adverse judgment against the applicant as to all claims 
corresponding to all counts. Upon the filing by a party 
of a request for entry of an adverse judgment, the Board 
may enter judgment against the party. 

(b) If a patentee involved in an interference files an 
application for reissue during the interference and omits 

1 claims of the patent corresponding to the counts of 
the interference for the purpose of avoiding the interfer- 
ence, judgment may be entered against the patentee. A 
patentee who files an application for reissue other than 
for the purpose of avoiding the interference shall timely 
file a preliminary motion under §1.633(h) or show good 
cause why the motion could not have been timely filed. 

(c) The filing of a statutory disclaimer under 35 
U.S.C. §253 by a patentee will delete any statutorily dis- 
claimed claims from being involved in the interference. 
A statutory disclaimer will not be treated as a request 
for entry of an adverse judgment against the patentee 
unless it results in the deletion of all patent claims corre- 
sponding to a count. 


§1.663 Status of claim of defeated applicant after interfer- 
ence. 


Whenever an adverse judgment is entered as to a 
count against an applicant from which no appeal (35 
U.S.C. §141) or other review (35 U.S.C. §146) has been 
or can be taken or had, the claims of the application 
corresponding to the count stand finally disposed of 
without further action by the examiner. Such claims are 
not open to further ex parte prosecution. 


§1.664 Action after interference. 


(a) After termination of an interference, the examiner 
will promptly take such action in any application 
previously involved in the interference as may be neces- 
sary. Unless entered by order of an examiner-in-chief, 
amendments presented during the interference shall not 
be entered, but may be subsequently presented by the 
applicant subject to the provisions of this part provided 
prosecution of the application is not otherwise closed. 

(b) After judgment, the application of any party may 
be held subject to further examination, including an in- 
terference with another application. 


§1.665 Second interference. 


A second interference between the same parties wi'l 
not be declared upon an application not involved in an 
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earlier interference for an invention defined by a count 
of the earlier interference. See §1.658(c). 


§1.666 Filing of interference settlement agreements. 


(a) Any agreement or understanding between parties 
to an interference, including any collateral agreements 
referred to therein, made in connection with or in con- 
templation of the termination of the interference, must 
be in writing and a true copy thereof must be filed be- 
fore the termination of the interference (§1.661) as be- 
tween the parties to the agreement or understanding. 

(b) If any party filing the agreement or understanding 
under paragraph (a) of this section so em. the copy 
will be kept te from the file of the interference, 
and made available only to Government agencies on 
written request, or to any m U petition accom- 
panied by the fee set forth in §1.17(i) and on a showing 
of good cause. 

(c) Failure to file the copy of the agreement or under- 
standing under paragraph (a) of this section will render 
permanently unenforceable such agreement or under- 
standing and any patent of the parties involved in the in- 
terference or any patent subsequently issued on any ap- 
plication of the parties so involved. The Commissioner 
may, however, upon petition accompanied by the fee set 
forth in §1.17(h) and on a showing of good cause for 
failure to file within the time prescribed, permit the fil- 
ing of the agreement or understanding during the six 
month period subsequent to the termination of the inter- 
ference as between the parties to the agreement or un- 
derstanding. 


§1.671 Evidence must comply with rules. 


(a) Evidence consists of testimony and exhibits, offi- 
cial records and publications filed under §1.682, 
evidence from another interference, proceeding, or ac- 
tion filed under §1.683, and discovery relied upon under 
§1.688, and the specification (including claims) and 
drawings of any application or patent: 

(1) Involved in the interference. 

(2) To which a party has been accorded benefit in 
the notice declaring the interference or by a prelimi- 
nary motion granted under §1.633. 

(3) For which a party has sought, but has been de- 
nied, benefit by a preliminary motion under §1.633. 

(4) For which benefit was rescinded by a prelimi- 
nary motion granted under §1.633. 

(b) Except as otherwise provided in this part, the 
Federal Rules of Evidence shall apply to interference 

roceedings. Those portions of the Federal Rules of Ev- 
idence relating to criminal actions, juries, and other mat- 
ters not relevant to interferences shall not apply. 

(c) Unless the context is otherwise clear, the following 
terms of the Federal Rules of Evidence shall be con- 
strued as follows: 

(1) “Courts of the United States,” “U.S. Magis- 
trate,” “court,” “trial court,” or “trier of fact” means 
examiner-in-chief or Board as may be appropriate. 

(2) “Judge” means examiner-in-chief. 

(3) “Judicial notice” means official notice. 

(4) “Civil action,” “civil proceeding,” “action,” or 
“trial,” mean interference. 

(5) “Appellate court” means United States Court of 
Appeals for the Federal Circuit or a United States dis- 
5146 court when judicial review is under 35 U.S.C. 

146. 
(6) “Before the hearing” in Rule 703 means before 
giving testimony by oral deposition or affidavit. 

(7) “The trial or hearing” in Rules 803(24) and 
804(5) means the taking of testimony by oral deposi- 
tion. 

(d) Certification is not necessary as a condition to ad- 
missibility when the record is a record of the Patent and 
Trademark Office to which all parties have access. 

(e) A party may not rely on an affidavit filed by that 
party during ex parte prosecution of an application, an 
affidavit under §1.608(b), or an affidavit under §1.639(b) 
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unless (1) a copy of the affidavit is or has been served 
and (2) a written notice is filed prior to the close of the 
party’s relevant testimony period stating that the party 
intends to rely on the affidavit. When proper notice is 
iven under this paragraph, the affidavit shall be deemed 
iled under §1.672(b). A copy of the affidavit shall be in- 
cluded in the record (61.655). 

(f) The significance of documentary and other exhibits 
shall be discussed with particularity by a witness during 
oral deposition or in an affidavit. 

(g) A party must file a motion (§1.635) seeking per- 
mission from an examiner-in-chief prior to taking testi- 
mony or seeking documents or things under 35 U.S.C. 
§24. The motion shall describe the general nature and 
the relevance of the testimony, document, or thing. 

(h) Evidence which is not taken or sought and filed in 
accordance with this subpart shall not be admissible. 


§1.672 Manner of taking testimony. 


(a) T’cstimony of a witness may be taken by oral depo- 
sition or affidavit in accordance with this subpart. 

(b) A party wishing to take the testimony of a witness 
whose testimony will not be compelled under 35 U.S.C. 
§24 may elect to present the testimony of the witness by 
affidavit or deposition. A party electing to present testi- 
mony of a witness by affidavit shall, prior to the close of 
the party’s relevant testimony period, file and serve an 
affidavit of the witness or, where appropriate, a notice 
under §1.671(e). To facilitate preparation of the record 
(§1.653(g) and (h)), a party should file an affidavit on pa- 
per which is 8-1/2 by 11 inches (21.8 by 27.9 cm). A 
party shall not be entitled to rely on any document re- 
ferred to in the affidavit unless a copy of the document 
is filed with the affidavit. A party shall not be entitled to 
rely on any thing mentioned in the affidavit unless the 
opponent is given reasonable access to the thing. A 
thing is something other than a document. After the affi- 
davit is filed and within a time set by an examiner-in- 
chief, any opponent may file a request to cross-examine 
the witness on oral deposition. If any opponent requests 
cross-examination of an affiant, the party shall notice a 
deposition under §1.673(e) for the purpose of cross-ex- 
amination by any opponent. Any redirect and recross 
shall take place at the deposition. At any deposition for 
the purpose of cross-examination of a witness wh se tes- 
timony is presented by affidavit, the party shall not be 
entitled to rely on any document or thing not mentioned 
in one or more of the affidavits filed under this para- 
graph, except to the extent necessary to conduct proper 
redirect. A party electing to present testimony of a wit- 
ness by deposition shall notice a deposition of the wit- 
ness under §1.673(a). The party who gives notice of a 
deposition shall be responsible for obtaining a court re- 
porter and for filing a certified transcript of the deposi- 
tion as required by §1.676. 

(c) A party wishing to take the testimony of a witness 
whose testimony will be compelled under 35 U.S.C. §24 
must first obtain permission from an examiner-in-chief 
under §1.671(g). If permission is granted, the party shall 
notice a deposition of the witness under §1.673 and may 
proceed under 35 U.S.C. §24. The testimony of the wit- 
ness shall be taken on oral deposition. 

(d) Notwithstanding the provisions of this subpart, if 
the parties agree in writing, a deposition may be taken 
before any person authorized to administer oaths, at any 
place, upon any notice, and in any manner, and when so 
taken may be used like other depositions. 

(e) If the parties agree in writing, the testimony of any 
witness may be submitted in the form of an affidavit 
without opportunity for cross-examination. The affidavit 
of the witness shall be filed in the Patent and Trademark 
Office. 

(f) If the parties agree in writing, testimony may be 
submitted in the form of an agreed statement setting 
forth (1) how a particular witness would testify if called 
or (2) the facts in the case of one or more of the parties. 
The agreed statement shall be filed in the Patent and 
Trademark Office. See §1.653(a). 
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§1.673 Notice of examination of witness. 


(a) A party electing to take testimony of a witness by 
deposition shall, after complying with paragraphs (b) 
and (g) of this section, file and serve a single notice of 
deposition stating the time and place of each deposition 
to be taken. Depositions may be noticed for a reasonable 
time and place in the United States. Unless the parties 
agree in writing, a deposition may not be noticed for 
any other pr without approval of an examiner-in- 
chief (see §1.684). The notice shall specify the name and 
address of each witness and the general nature of the 
testimony to be given by the witness. If the name of a 
witness is not known, a general description sufficient to 
identify the witness or a particular class or group to 
which the witness belongs may be given instead. 

(b) Unless the parties agree otherwise, a party shall 
serve, but not file, at least three days prior to the confer- 
ence required by ore (g) of this section, if service 
is made by hand or “Express Mail,” or at least ten days 
prior to the conference if service is made by any other 
means, the following: 

(1) A list and copy of each document in the party’s 
possession, custody, or control and upon which the 
party intends to rely at any deposition and 

(2) A list of and a proffer of reasonable access to 
things in the party’s possession, custody, or control 
and upon which the party intends to rely at any depo- 
sition. 

(c) A party shall not be permitted to rely at any depo- 
sition on any witness not listed in the notice, or any doc- 
ument not served or any thing not listed as required by 
paragraph (b) of this section, (1) unless all opponents 
agree in writing or on the record to permit the party to 
rely on the witness, document, or thing or (2) except 
upon a motion (§1.635) promptly filed which is accom- 
panied by any proposed notice, additional documents, or 
lists and which shows sufficient cause why the notice, 
documents, or lists were not served in accordance with 
this section. 

(d) Each opposing party shall have a full opportunity 
to attend a deposition and cross-examine. If an opposing 
party attends a deposition of a witness not named in a 
notice and cross-examines the witness or fails to object 
to the taking of the deposition, the opposing party shall 
be deemed to have waived any right to object to the 
taking of the deposition for lack of proper notice. 

(e) A party electing to present testimony by affidavit 
and who is required to notice depositions for the pur- 
pose of cross-examination under §1.672(b), shall, after 
complying with paragraph (g) of this section, file and 
serve a single notice of deposition stating the time and 
place of each cross-examination deposition to be taken. 

(f) The parties shall nor take depositions in more than 
one place at the same time or so nearly at the same time 
that reasonable opportunity to travel from one place of 
deposition to another cannot be had. 

(g) Before serving a notice of deposition and after 
complying with paragraph (b) of this section, a party 
shall have an oral conference with all opponents to at- 
tempt to agree on a mutually acceptable time and place 
for conducting the deposition. A certificate shall appear 
in the notice stating that the oral conference took place 
or explaining why the confereice could not be had. If 
the parties cannot agree to a mutually acceptable place 
and time for conducting the deposition at the confer- 
ence, the parties shall contact an examiner-in-chief who 
shall then designate the time and place for conducting 
the deposition. 

(h) A copy of the notice of deposition shall be at- 
tached to the certified transcript of the deposition filed 
under §1.676(a). 


§1.674 Persons before whom depositions may be taken. 


(a) Within the United States or a territory or insular 
possession of the United States a deposition shall be 
taken before an officer authorized to administer oaths by 
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the laws of the United States or of the place where the 
examination is held. 

(b) Unless the parties agree in writing, the followin 
persons shall not be competent to serve as an officer: (1 
a relative or employee of a party, (2) a relative or em- 
ployee of an attorney or agent of a party, or (3) a person 
interested, directly or indirectly, in the interference ei- 
ther as counsel, attorney, agent, or otherwise. 


§1.675 Examination of witness, reading and signing tran- 
script of deposition. 


(a) Each witness before giving an oral deposition shall 
be duly sworn according to law by the officer before 
whom the deposition is to be taken. 

(b) The testimony shall be taken in answer to interro- 
gatories with any questions and answers recorded in 
their regular order by the officer or by some other per- 
son, who shall be subject to the provisions of §1.674(b), 
in the presence of the officer unless the presence of the 
officer is waived on the record by agreement of all 


ies. 

(c) All objections made at the time of the deposition 
to the qualifications of the officer taking the deposition, 
the manner of taking it, the evidence presented, the con- 
duct of any party, or any other objection to the pro- 
ceeding shall be noted on the record by the officer. Evi- 
dence objected to shall be taken subject to any 
objection. 

(d) Unless the parties agree in writing or waive read- 
ing and signature by the witness on the record at the de- 
position, when the testimony has been transcribed a 
transcript of the deposition shall be read by the witness 
and then signed by the witness in the form of (1) an affi- 
davit in the presence of any notary or (2) a declaration. 


§1.676 Certification and filing by officer, marking 
exhibits. 


(a) The officer shall prepare a certified transcript of 
the deposition by attaching to a transcript of the deposi- 
tion a copy of the notice of deposition, any exhibits to 
be annexed to the certified transcript, and a certificate 
signed and sealed by the officer and showing: 

(1) The witness was duly sworn by the officer be- 
fore commencement of testimony by the witness. 

(2) The transcript is a true record of the testimony 
given by the witness. 

(3) The name of the person by whom the testimony 
was recorded and, if not recorded by the officer, 
whether the testimony was recorded in the presence 
of the officer. 

(4) The presence or absence of any opposing party. 

(5) The place where the deposition was taken and 
the day and hour when the deposition began and 
ended. 

(6) The officer is not disqualified under §1.674. 

(b) If the parties waived any of the requirements of 
paragraph (a) of this section, the certificate shall so 
state. 

(c) The officer shall note on the certificate the cir- 
cumstances under which a witness refuses to sign a tran- 
script. 

(d) Unless the parties agree otherwise in writing or on 
the record at the deposition, the officer shall securely 
seal the certified transcript in an envelope endorsed with 
the style of the interference (e.g., Smith v. Jones), the in- 
terference number, the name of the witness, and the date 
of sealing and shall promptly forward the envelope to 
BOX INTERFERENCE, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. Documents and 
things produced for inspection during the examination of 
a witness, shall, upon request of a party, be marked for 
identification and annexed to the certified transcript, and 
may be inspected and copied by any party, except that if 
the person producing the documents and things desires 
to retain them, the person may (1) offer copies to be 
marked for identification and annexed to the certified 
transcript and to serve thereafter as originals if the per- 
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son affords to all parties fair opportunity to verify the 
copies by comparison with the originals or (2) offer the 
originals to be marked for identification, after giving to 
each party an opportunity to inspect and copy them, in 
which event the documents and things may be used in 
the same manner as if annexed to the certified transcript. 
The exhibits shall then be filed as specified in §1.653(i). 
If the weight or bulk of a document or thing shall rea- 
sonably prevent the document or thing from being 
annexed to the certified transcript, it shall, unless waived 
on the record at the deposition by all parties, be authen- 
ticated by the officer and forwarded to the Commission- 
er in a separate package marked and addressed as pro- 
vided in this paragraph. 


§1.677 Form of a transcript of deposition. 


(a) A transcript of a deposition must be typewritten 
on opaque, unglazed, durable paper approximately 8-1/2 
by 11 inches (21.8 by 27.9 cm.) in size (letter size). Typ- 
ing shall be double-spaced on one side of the paper in 
not smaller than pica-type with a margin of 1-1/2 inches 
(3.8 cm.) on the left-hand side of the page. The pages 
must be consecutively numbered throughout the entire 
record of each party (§1.653(d)) and the name of the 
witness must be typed at the top of each page 
(§1.653(e)). The questions propounded to each witness 
must be consecutively numbered unless paper with num- 
bered lines is used and each question must be followed 
by its answer. 

(b) Exhibits must be numbered consecutively and each 
must be marked as required by §1.653(i). 


§1.678 Transcript of deposition must be filed. 


Unless otherwise ordered by an examiner-in-chief, a 
certified transcript of a deposition must be filed in the 
Patent and Trademark ice within 45 days from the 
date of the deposition. If a party refuses to file a certi- 
fied transcript, the examiner-in-chief or the Board may 
take appropriate action under §1.616. If a party refuses 
to file a certified transcript, any opponent may move for 
leave to file the certified transcript and include a copy 
of the transcript as part of the opponent’s record. 


§1.679 Inspection of transcript. 


A certified transcript filed in the Patent and Trade- 
mark Office may be inspected by any party. The certi- 
fied transcript may not be removed from the Patent and 
Trademark Office for printing (§1.653(g)) unless autho- 
rized by an examiner-in-chief upon such terms as may be 
appropriate. 


§1.682 Official records and printed publications. 


(a) A party may introduce into evidence, if otherwise 
admissible, any official record or printed publication not 
identified on the record during the taking of testimony 
of a witness, by filing a notice offering the official 
record or publication into evidence. If the evidence re- 
lates to the party’s case-in-chief, the notice shall be filed 
prior to close of testimony of the party’s case-in-chief. If 
the evidence relates to rebuttal, the notice shall be filed 
prior to the close of testimony of the party’s case-in-re- 
buttal. The notice shall (1) identify the official record or 
printed publication, (2) identify the portion thereof to be 
introduced in evidence, (3) indicate generally the rele- 
vance of the portion sought to be introduced in evi- 
dence, and (4), where appropriate, be accompanied by a 
certified copy of the official record or a copy of the 
printed publication (§1.671(d)). 

(b) A copy of the notice, official record, and publica- 
tion shall be served. 

(c) Unless otherwise ordered by an examiner-in-chief, 
any written objection to the notice or to the admissioili- 
ty of the official record or printed publication shall be 
filed within 15 days of service of the notice. See also 
§1.656(h). 
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§1.683 yo in another interference, proceeding, or 
ion. 


(a) Prior to close of a party’s appropriate testimony 
period or within such time as may be set by an examin- 
er-in-chief, a party may file a motion (§1.635) for leave 
to use in an interference testimony of a witness from an- 
other interference, proceeding, or action involving the 
same parties, subject to such conditions as may be 
deemed rea by an examiner-in-chief. The motion 
shall specify with particularity the exact testimony to be 
used and shall demonstrate its relevance. 

(b) Any objection to the admissibility of the testimony 
of the witness shall be made in an opposition to the mo- 
tion. See also §1.656(h). 


§1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a 
witness to be taken in a foreign country. A party seek- 
ing to take testimony in a foreign country shall, prior to 
the close of the party’s appropriate testimony period or 
within such time as may be set by an examiner-in-chief, 
file a motion (§1.635): 


(1) Naming the witness. 

(2) Describing the particular facts to which it is 
expected that the witness will testify. 

(3) Stating the grounds on which the moving party 
believes that the witness will so testify. 

(4) Demonstrating that the expected testimony is 
relevant. 

(5) Demonstrating that the testimony cannot be 
taken in this country at all or cannot be taken in this 
country without hardship to the moving party greatly 
exceeding the hardship to which all opposing parties 
will be exposed by the taking of the testimony in a 
foreign country. 

(6) Accompanied by an affidavit stating that the 
motion is made in good faith and not for the purpose 
of delay or harassing any party. 

(7) Accompanied by written interrogatories to be 
asked of the witness. 


(b) Any opposition under §1.638(a) shall state any ob- 
jection to the written interrogatories and shall include 
any cross-interrogatories to be asked of the witness. A 
reply under §1.638(b) may be filed and shall be limited 
to stating any objection to any cross-interrogatories pro- 
posed in the opposition. 

(c) If the motion is granted, the moving party shall be 
responsible for obtaining answers to the interrogatories 
and cross-interrogatories before an officer qualified to 
administer oaths in the foreign country under the laws 
of the United States or the foreign country. The officer 
shall prepare a transcript of the interrogatories, cross-in- 
terrogatories, and recorded answers to the interrogato- 
ries and cross-interrogatories and shall transmit the tran- 
script to BOX INTERFERENCE, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, with 
a certificate signed and sealed by the officer and show- 
ing: 


(1) The witness was duly sworn by the officer be- 
fore answering the interrogatories and cross-interroga- 
tories. 

(2) The recorded answers are a true record of the 
answers given by the witness to the interrogatories 
and cross-interrogatories. 

(3) The name of the person by whom the answers 
were recorded and, if not recorded by the officer, 
whether the answers were recorded in the presence of 
the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were 
recorded. 

(6) A copy of the recorded answers was read by or 
to the witness before the witness signed the recorded 
answers and that the witness signed the recorded an- 
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swers in the presence of the officer. The officer shall 
state the circumstances under which a witness refuses 
to read or sign recorded answers. 

(7) The officer is not disqualified under §1.674. 


(d) If the parties agree in writing, the testimony may 
be taken before the officer on oral deposition. 

(e) A party —?— testimony in a foreign country shall 
have the burden of proving that false swearing in the 

iving of testimony is punishable as perjury under the 

ws of the foreign country. Unless false swearing in the 
giving of testimony before the officer shall be punishable 
as perjury under the laws of the foreign country where 
testimony is taken, the testimony shall not be entitled to 
the same weight as testimony taken in the United States. 
The weight of the testimony shall be determined in each 
case. 


§1.685 Errors and irregularities in depositions. 


(a) An error in a notice for taking a deposition is 
waived unless a motion (§1.635) to quash the notice is 
— as soon as the error is, or could have been, discov- 
ered. 

(b) An objection to a paeeae of an officer taking 
a deposition is waived unless: 

(1) The objection is made on the record of the de- 
position before a witness begins to testify. 

(2) If discovered after the deposition, a moticn 
(§1.635) to suppress the deposition is filed as soon as 
the objection is, or could have been, discovered. 

(c) An error or irregularity in the manner in which 
testimony is transcribed, a certified transcript is signed 
by a witness, or a certified transcript is prepared, signed, 
certified, sealed, indorsed, forwarded, filed, or otherwise 
handled by the officer is waived unless a motion (§1.635) 
to — the deposition is filed as soon as the error or 
irregularity is, or could have been, discovered. 

(d) An objection to the competency of a witness, ad- 
missibility of evidence, manner of taking the deposition, 
the form of questions and answers, any oath or affirma- 
tion, or conduct of any party at the deposition is waived 
unless an objection is made on the record at the deposi- 
tion stating the specific ground of objection. Any objec- 
tion which a party wishes considered by the Board at fi- 
nal hearing shall be included in a motion to suppress 
under §1.656(h). 

(e) Nothing in this section precludes taking notice of 
plain errors affecting substantial rights although they 
were not brought to the attention of an examiner-in- 
chief or the Board. 


§1.687 Additional Discovery. 


(a) A party is not entitled to discovery except as au- 
thorized in this subpart. 

(b) Where appropriate, a party may obtain production 
of documents and things during cross-examination of an 
opponent’s witness or during the testimony period of the 
party’s case-in-rebuttal. 

(c) Upon a motion (§1.635) brought by a party within 
the time set by an examiner-in-chief under §1.651 or 
thereafter as authorized by §1.645 and upon a showing 
that the interest of justice so requires, an examiner-in- 
chief may order additional discovery, as to matters un- 
der the control of a party within the scope of the Feder- 
al Rules of Civil Procedure, specifying the terms and 
conditions of such additional discovery. 

(d) The parties may agree to discovery among them- 
selves at any time. In the absence of an agreement, a 
motion for additional discovery shall not be filed except 
as authorized by this subpart. 


§1.688 Use of discovery. 


(a) If otherwise admissible a party may introduce into 
evidence, an answer to a written request for an admis- 
sion or an answer to a written interrogatory obtained by 
discovery under §1.687 by filing a copy of the request 
for admission or the written interrogatory and the an- 
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swer. If the answer relates to a party’s case-in-chief, the 
answer shall be filed prior to the close of testimony of 
the party’s case-in-chief. If the answer relates to the par- 
ty’s rebuttal, the admission or answer shall be filed prior 
to the close of testimony of the party’s case-in-rebuttal. 
Unless otherwise ordered by an examiner-in-chief, any 
written objection to the admissibility of an answer shall 
be filed within 15 days of service of the answer. 

(b) A party may not rely upon any other matter 
obtained by discovery unless it is introduced into evi- 
dence under this subpart. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


[1050 OG 385] 


Nov. 8, 1984. 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 40104-4151] 


Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 
Summary: This document corrects clerical errors and 
adds material to the Analysis of Comments in the notice 
of final rule amending the Patent and Trademark rules 
of practice in patent interference cases, which were 
published in the Official Gazette of Jan. 29, 1985 (1050 
OG 385 through 440). 
For Further Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4035 or by mail marked to his at- 
tention and addressed to Box Interference, Commission- 
er of Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: 
Clerical Correction to the Preamble 

The following corrections are made to the Official 
Gazette issue of Jan. 29, 1985: 


Page 386 


1. In the second column, line 32 (the fifth full para- 
graph, the second sentence) the word “an” is inserted af- 
ter the word “or” 


Page 387 


2. In the second column, line 48 (the fifth full para- 
graph), after the word “agent”, the following words “of 
record” are inserted. 


Page 388 


3. In the first column, line 29 (the first full paragraph, 
the third sentence), the words “of an interference” are 
removed and the words “in an interference” are inserted 
in their place; in line 39 (the first full paragraph, the last 
sentence), the words “Federal Rule” are removed and 
the words “Federal Rules” are inserted in their place; in 
line 41 (the second full paragraph, the first sentence), the 
word “provide” is removed and the word “provides” is 
inserted in its place. 

4. In the second column, line 29 (the second full para- 
graph, the second sentence), the word “defined” is re- 
moved and the word “defines” is inserted in its place; in 
line 45 (the second full paragraph, the last sentence), the 
spelling of the word “in” is corrected; in line 48 (the last 
paragraph, the first sentence), the words “one of” are re- 
moved and the words “one or” are inserted in their 
place. 


Page 391 
5. In the second column, line 59 (the paragraph bridg- 


ing the third column, the second sentence), quotation 
marks are placed around the word “lead”. 
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6. In the third column, line 44 (the second full para- 
graph, the fourth sentence), the article “a” is inserted 
before the word “sanction”. 


Page 392 


7. In the first column, line 12 (the second full sentence 
from the top of the page), the word “proposed” is re- 
moved; in line 30 (the seventh full sentence from the top 
of the page), the words “and applicant” are removed 
and the words “an —_— are inserted in their place; 
in line 55 (the first full paragraph, the second sentence), 
the colon appearing after the word “appropriate” is de- 
leted and a period is inserted in its place. 

8. In the third column, line 5, the first letter of the 
word “while” is capitalized. 


Page 394 


9. In the second column, line 13 (the first full para- 
graph, the fourth sentence), the spelling of the word 
“Consultation” is corrected. 


Page 395 


10. In the first column, line 44 (the second full para- 
graph, the last sentence), the spelling of the word “nec- 
essary” is corrected; in line 59 (the last paragraph, the 
first sentence), the spelling of the word “specifies” is 
corrected. 

11. In the second column, line 1, the word “the” is in- 
serted after the word “and”; in line 14 (the first full 
paragraph, the third sentence), the words “is required” 
are removed and the words “are required” are inserted 
in their place. 


Page 396 


12. In the first column, line 5, the word “of” is re- 
moved. 

13. In the second column, line 13 (the first full para- 
graph, the fourth sentence), the word “Claims” is re- 
moved and the word “Claim” inserted in its place. 


Page 397 

14. In the second column, line 2, the words “would 
be” are removed and the word “is” is inserted in its 
place; in line 6, the word “intended” is removed and the 
word “intends” is inserted in its place. 


Page 399 


15. In the second column, line 41 (the fifth full para- 
graph), the word “had” is removed and the word “has” 
is inserted in its place. 

16. In the third column, line 37 (the third full para- 
graph, the last sentence), the comma after the word 
“language” is removed; in line 38, the comma after the 
word “affidavit” is removed. 


Page 401 


17. In the first column, line 11 (the first full para- 
graph, the first sentence), the words “of sale” are re- 
moved and the words “or sale” are inserted in their 
place. 


Page 402 


18. In the first column, line 4, the word “over” is re- 
moved and the word “of” is inserted in its place. 


Page 403 
19. In the first column, line 2, the spelling of the word 


“arguably” is corrected; in line 9, the spelling of the 
word “definitions” is corrected. 
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Page 404 


20. In the first column, line 18 (the second full para- 
graph, the fourth sentence), the words “PTO was” are 
removed and the words “PTO were” are inserted in 
their place. 

21. In the second column, line 26 (the first full para- 
graph, the fourth sentence), the spelling of the word 
“under” is corrected. 


Page 406 


22. In the third column, line 21 (the first full para- 
graph, the third sentence), a closing quotation mark is 
placed after the word “opponents’s”. 


Page 407 


23. In the first column, line 4 (the first full paragraph, 
the first sentence), the spelling of the word “suggested” 
is corrected. 


Page 409 


24. In the first column, line 21 (the first full para- 
graph, the third sentence), the words “do not” are in- 
serted after the word “rules”. 

25. In the third column, line 33 (the first full para- 
graph, the first sentence), the word “is” is inserted 
before the word “excluded”. 


Page 411 


26. In the third column, line 26 (the third full para- 
graph, the third sentence), the word “permitting ” is re- 
moved and the word “permitted” is inserted in its place. 


Page 413 


27. In the second column, line 47 (the second full 
paragraph, the second sentence), the reference to 
“1.644(b)” should read “1.644(a)(2)”. 

28. In the third column, line 59 (the last paragraph, 
the first sentence), the first letter of the word “Interfer- 
ence” is made lower case. 


Page 416 


29. In the first column, line 1, the word “opponent’s” 
is removed and the word “opponents” is inserted in its 

lace. 
¥ 30. In the second column, line 40 (the first full para- 
graph, the second sentence), the reference to “1662(a)” 
should read “1.662(a)”; in line 45 (the first full para- 
graph, the third sentence), the reference to “1633(d)” 
should read “1.633(d)”. 


Page 417 


31. In the second column, line 49 (the second full 
paragraph, the third sentence from the end), quotation 
marks are placed around the word “things”; in line 55 
(the second full paragraph, the last sentence), the word 
“to” is inserted after the words “should resort”. 

32. In the third column, line 11 (the first full sentence 
from the top of the page), the colon after the word 
“controversy” is removed and a period is inserted in its 
place; in line 54 (the first full paragraph, the penultimate 
sentence), the spelling of the word “appropriate” is cor- 
rected. 


Page 418 


33. In the second column, line 16 (the first full para- 
graph, the first sentence), the first letter of the word 


“Commentator’s” is made lower case. 
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Page 419 


34. In the table correlating the old rules 37 CFR 1.201 
through 1.288 to the new rules 37 CFR 1.601 through 
1.688, the following corrections are made to the entries 
under the section, designated as new: 


RULE CORRELATION TABLE 


Old New 


1.601(i) 
1.601(i) 
1.603 


1 623e 1.624(c), 1.625(c) 
1.645(a) 


1.672(e), (f) 

1.645(a) 

1.687(b) 
1.287(c) 1.687(c) 


Additional Analysis of Comments 
Page 404 


1. In the second column after the last full paragraph, 
the following paragraph is added: 

An oral comment was received by telephone concern- 
ing the declaration of an interference under §§1.603 and 
1.606 with applications filed under the provisions of 35 
U.S.C. 157—Statutory Invention Registration (SIR). Un- 
der 35 U.S.C. 157(c), a published SIR has all of the attri- 
butes specified for patents except those specified in 35 
U.S.C. 183 and 271 to 289. Consequently, interferences 
will be declared between an application and either an 
application containing a request for a SIR (37 CFR 
1.293) or a published SIR. Until sufficient experience is 
gained by the PTO, the interference will be conducted 
by procedure established on a case by case basis. 


Page 415 


In the second column, after the first full paragraph, 
the following paragraph is added: 

Oral comments have been received by telephone con- 
cerning the doctrine of interference estoppel under 37 
CFR 1.658(c) with respect to a party’s failure to move 
under 37 CFR 1.633(e) to declare an “additional inter- 
ference” between an additional application not involved 
in the interference and owned by the party and an oppo- 
nent’s application or patent involved in the interference 
on a sepaiate patentable invention. Generally a party 
will be estopped for failure to move when the separate 
patentable invention (subject matter) which could have 
been the subject of the “additional interference” was 
claimed (during the pencency of the interference) (1) in 
the opponent’s involved application or patent or (2) in a 
non-involved application owned by the party. 

The following illustrates the general applicability of 
interference estoppel in certain situations where a party 
fails to move under 37 CFR 1.633(e) to declare an “‘ad- 
ditional interference” on a separate patentable invention. 


Party’s non-involved Opponent’s involved 
application application or patent 

Claimed 

Disclosed 


Estoppel 
¥ 
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Clerical Corrections to the Rules 


1, On page 420 the second column, the amendment to 
§1.8, amendatory instruction 4 is corrected by changing 
“pa ragraph (a)(xii) to read “paragraph (a)(2)(xii)”. 

2. On page 421, the second column, in the second sen- 
tence of §1.59, the spelling of the word “required” is 
corrected and the reference to “§1.21(1)” is corrected to 
read “§1.21(/)”. 

3. On page 423, the third column, §1.324 is corrected 
by inserting in the second sentence the article “a” before 
the word “patent”. 

4. On page 424, the first column, in §1.565, in the first 
sentence of paragraph (b), “in filed” should have read 
“is filed”. 

5. On page 425, the first column, the last sentence of 
§1.601(i) is corrected by removing the last occurrence of 
the word “patents” and inserting, in its place, the word 
“patent”. 

6. On page 425, the first column, §1.601(k) is correct- 
ed by removing the words “and interference” and insert- 
ing, in their place, the words “an interference”. 

7. On page 425, the second column the second sen- 
tence of §1.601(n) is corrected by removing the words 
“a invention” and inserting, in their place, the words 
“an invention”. 

8. On page 427, the first column, §1.611(d)(2) is cor- 
rected by inserting the word “in” after the word “pro- 
vided”. 

9. On page 427, the second column, the reference to 
“*1.608(b)” in the first sentence of §§1.612(a), 1.612(b) 
and 1.612(c) is corrected to read “1.608”. 

10. On page 427, the third column, the first sentence 
of §1.615(a) is corrected by placing in italics the words 
“ex parte”. 

11. On page 427, the third column, the second sen- 
tence of §1.616 is corrected by changing to upper case 
the first letter of the words “holding”, “precluding” and 

“granting” in paragraphs (a) to (e). 

12. On page 428, the first column, the first sentence of 
§1.617(b) is corrected by removing the first occurrence 
of the word “any” and inserting, in its place, the word 
“may”. ° 

13. On page 428, the first column, the last sentence of 
§1.617(b) is corrected by inserting the words “on each 
opponent” after the words “shall serve”. 

14. On page 428, the first column, the last sentence of 
§1.617(d) is corrected by removing the words “an oral” 
and inserting, in their place, the article “a” 

15. On page 428, the first column, the ast sentence of 
§1.617(g) is corrected by removing the word “part” and 
inserting, in its place, the word “subpart”. 

16. On page 428, the second column, the second sen- 
tence of §1.621(a) is corrected by inserting the word 
“by” after the first occurrence of the word “or 

17. On page 428, the second column, the first sentence 
of §1.621(b) is corrected by inserting a comma after the 
first occurrence of word “statement”. 

18. On page 428, the third column, the first sentence 
of §1.624(a) is corrected by removing the semicolon ap- 
pearing after the word “count” and inserting, in its 
place, a colon. 

19. On page 430, the first column, the last sentence of 
§1.631(a) is corrected by removing the words “a party 
shall serve copies of its preliminary statement on every 
opponent” and inserting, in their place, the words “a 
party shall serve a copy of its preliminary statement on 
each opponent”. 

20. On page 430, the first column, the heading of 
§1.633 is corrected by changing to lower case the first 
letter of the word “Motions”. 

21. On page 430, the third column, in §1.636(b) the 
reference to “§1.633(a), (b), or (g)” is corrected to read 


“§1.633(a), (b), (c)(1), or (g)”. 
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22. On page 431, the second column, in §§1.637(d)(2) 
and 1.637(e)(1)(ii) the reference to “§1.608(b)” is cor- 
rected to read “§1.608”. 

23. On page 431, the second column, §1.637(e)(1)(iv) 
is corrected by removing the words “a claim” and in- 
serting, in their place, the words “any claim”. 

24. On page 431, the third column, §1.637(e\(2)(ii) is 
corrected by removing the first occurrence of the word 
“party’s” and inserting, in its place, the word “party”. 

25. On pa page 431, the third column, the second sen- 
tence of §1. 37(e\(2)(iv) is corrected by removing the 
two occurrences of the word “claims” and inserting, in 
their place, the word “claim”. 

26. On page 431, the third column, in the first sen- 
tence of §1.637(f) (2), the reference to “§1.608(b)” is 
corrected to read “§1.608’ 

27. On page 432, the first column, §1.637(h)(3) is cor- 
rected by removing the words “a claim” and inserting, 
in their place, the words “any proposed claim”. 

28. On page 432, the second column, §1.640(b)(2) is 
corrected by removing the words “entered or” and in- 
serting, in their place, the words “entered on” 

29. On pag ge 432, the third column, the penultimate 
sentence of §1.640(c) is corrected by inserting the article 
“a” before the words “single examiner-in-chief”. 

30. On page 432, the third column, §1.640(d)(1) is cor- 
rected by removing the words “all counts” and insert- 
ing, in their place, the words “any count”. 

31. On page 432, the third column, the first sentence 
of §1.640(e) is corrected by removing the word “filed” 
and inserting, in its place, the word “files”. 

32. On page 433, the second column, §1.644(i) is cor- 
rected by removing the word “petition” and inserting, in 
its place, “petitions”. 

33. On page 433, the second column, the first sentence 
of §1.645(a) is corrected by inserting the word “or” af- 
ter “§§1.302,” and after “§§1.303,”. 

34. On page 433, the third column, in the first sen- 
tence of §1.646(a), the spelling of the word “every” is 
corrected. 

35. On page 433, the third column, $1.646(c) is cor- 
rected by removing the word “part” and inserting, in its 
place, the word “sub 

36. On page 434, e third column, §$1.653(c)(5) is cor- 
rected by removing the word “an” and inserting, in its 
place, the word “and”. 

37. On page 434, the third column, the last sentence of 
§1.653(g) is corrected by removing the word “found” 
and inserting, in its place, the word “bound”. 

38. On page 435, the first column, the penultimate sen- 
tence of §1.653(i) is corrected by removing the words 
“and exhibit” and inserting, in their place, the words “an 
exhibit”. 

39. On page 436, the third column, the second sen- 
tence of §1.664(a) is corrected by removing the word 
“part” and inserting, in its place, the word “subpart”. 

40. On page 437, the first column, the last sentence of 
§1. 666(c) is corrected by removing the word “Commis- 
sion” and inserting, in its place, “Commissioner”. 

41. On page 437, the second column, the first sentence 
of §1.671(b) is corrected by removing the word “part” 
and inserting, in its place, the word “subpart”. 

42. On page 437, the second column, in the first sen- 
tence of §1.671(e) the reference to “§1.608(b)” is cor- 
rected to read “§1.608”. 

43. On page 437, the third column, the third sentence 
of §1.672(b) is corrected by removing the words “a par- 
ty shall file” and inserting, in their place, the words “a 
party should file”. 

44. On page 438, the third column, in §1.676(a), the 
spelling of the third occurrence of fhe word “transcript” 
is corrected. 

45. On page 440, the first column, the second sentence 
of §1.684(c)(6) is corrected by removing the words “a 
witness refused to read” and inserting, in their place, the 
words “a witness refuses to read”. 

46. On page 440, the second column, §1.685(c) is cor- 
rected by inserting the word “or” after the first occur- 
rence of the word “error,” and by removing the word 
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“indorsed” and inserting, in its place, the word “en- 
dorsed”. 


DONALD J. QUIGG, 


Acting Commissioner of 
Patents and Trademarks. 


May 21, 1985. 
[FR Doc. 85-13077 Filed 5-30-85; 8:45 am] 
Billing Code 3510-16-M 
[1059 OG 27] 
Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 50103-7058] 


Arbitration of Patent Interference Cases 


(161) 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: The Patent and Trademark Office is amending 
its rules to implement the arbitration provisions of sec- 
tion 105 of the Patent Law Amendments Act of 1984, 
Pub. L. 98-622. 

Effective Date: May 27, 1987. 

For Further Information Contact: Ian A. Calvert or Mi- 
chael Sofocleous by telephone at (703) 557-4000 or by 
mail marked to the attention of either and addressed to 
Box Interference, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Supplementary Information: Section 105 of the Patent 
Law Amendments Act of 1984, enacted Nov. 8, 1984, 
provides for the arbitration of patent interference cases. 
Section 105, codified as 35 U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as 
may be specified by the Commissioner by regulation, 
may determine such contest or any aspect thereof by ar- 
bitration. Such arbitration shall be governed by the pro- 
visions of title 9 to the extent such title is not inconsis- 
tent with this section. The parties shall give notice of 
any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitra- 
tion award shall be unenforceable until such notice is 
given. Nothing in this subsection shall preclude the 
Commissioner from determining patentability of the in- 
vention involved in the interference. 


The Patent and Trademark Office (PTO) conducts in- 
terference proceedings to determine any question of pat- 
entability and priority of invention between two or more 
parties claiming the same patentable invention. An inter- 
ference may be declared between two or more pending 
applications naming different inventors when, in the 
opinion of an examiner, the applications contain claims 
for the same patentable invention. An interference may 
be declared between one or more pending applications 
and one or more unexpired patents naming different in- 
ventors when, in the opinion of an examiner, any appli- 
cation and any unexpired patent contain claims for the 
same patentable invention. Patent interference cases can 
be quite expensive. Arbitration may prove useful to min- 
imize expenses in interference cases. The arbitration rule 
applies to all pending interferences. 


The PTO published an advance notice of rulemaking 
in the Federal Register of Jan. 16, 1985 (50 FR 2294— 
2296). The notice was also published in the Official Ga- 
zette on Feb. 12, 1985 (1051 O.G. 9-10). The notice also 
appeared in the Bureau of National Affairs’ Patent, 
Trademark and Copyright Journal, Vol. 29, p. 310 (Jan. 
24, 1985), hereinafter “BNA.” Five written comments 
were received in response to the advance notice. 

A notice of pro’ rulemaking was published in the 
Federal Register on Sept. 15, 1986 (51 FR 32756-32762), 
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in the Official Gazette on Oct. 21, 1986 (1071 O.G. 25- 
31), and in BNA’s Patent, Trademark and Copyright 
Journal, Vol. 32, pp. 552-558 (Sept. 18, 1986). In re- 
sponse to the notice, three comments, two in writing 
and one by telephone, were received. These comments 
are discussed herein. 

All written comments are available for public inspec- 
tion in Rm. 10C01, Crystal Gateway 2, 1225 Jefferson 
Davis Hwy., Arlington, Va. 


Discussion of the Rule 


Under §1.690 the arbitrator can determine issues of 

tentability as between the —— but a determination 

y him or her that the subject matter is patentable 
would not be binding upon the PTO. If the arbitrator’s 
award holds that a party’s claims corresponding to the 
count are unpatentable over prior art or under 35 U.S.C. 
112, that determination would be binding on that party 
vis-a-vis the party’s opponent and would result in a 
judgment adverse to that party. The as howev- 
er, would not discharge the duty that each party has un- 
der 37 CFR 1.56 to bring to the attention of the examin- 
er in charge of its respective application any prior art 
and/or reason relied upon by the arbitrator in the deter- 
mination of unpatentability. 

It is the longstanding practice of the PTO to favor the 
settlement of interferences and the PTO looks with fa- 
vor on all proper efforts in that direction as being con- 
ducive to the termination of the proceeding. See 4 Re- 
vise and Caesar, Interference Law and Practice, section 
861, p. 2956 (Michie Co. 1948) and the Commissioner’s 
Notice of Nov. 9, 1976, titled, “Extensions of Time and 
Filing of Papers in Interferences,” 953 Official Gazette 2 
(Dec. 7, 1976). In this regard, the notice states that: 


. . . Stipulation cr motions for extensions of time under - 
37 CFR 1.245 will not henceforth be approved or 
granted, ee unless accompanied by a detailed 
showing of facts sufficient to establish that the action for 
which the extension is sought could not have been or 
cannot be taken or completed during the time previously 
set therefor, and that the entire extension appears neces- 
sary for the taking or completion of that action. Since 
the Office favors the amicable settlement of interfer- 
ences, the foregoing requirement will be liberally ap- 
plied in the case of a first request for extension of time 
for the purpose of negotiating settlement. 


Consequently, the examiner-in-chief may give favor- 
able consideration to a motion for an extension of time 
for purposes of settlement; however, a further motion 
for an extension for that purpose would not be granted 
unless it is accompanied by a schedule of specific dates 
showing that the parties will make a good faith effort to 
promptly terminate the proceeding. If preliminary mo- 
tions under 37 CFR 1.633 have not been filed, the exam- 
iner-in-chief would not normally extend the time for 
their filing merely for purposes of settlement. In these 
circumstances, the examiner-in-chief would require that 
the preliminary motions be filed or that their filing be 
waived. 

If the proceeding is in the testimony stage, the exam- 
iner-in-chief could grant the parties’ motion to extend all 
the unexpired testimony times to close concurrently on 
the date the record is due provided they file a stipula- 
tion that any evidence to be submitted will be in one of 
the forms specified in 37 CFR 1.672(e) and (f), i.e., affi- 
davit testimony or a stipulation either as to what a par- 
ticular witness would testify to if called or the facts in 
the case of any party. 

Analogously, the aforesaid practice would apply to ar- 
bitration. Section 1.690 requires that parties who intend 
to arbitrate an interference notify the examiner-in-chief 
in writing of their intention to arbitrate and file a copy 
of the arbitration agreement within 20 days of its execu- 
tion. Pursuant to 35 U.S.C. 135(c) an agreement to arbi- 
trate is considered to be one “made in connection with 
and in contemplation of the termination of the interfer- 
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ence”. The agreement must be in writing a copy filed in 
the PTO within 20 days after its execution. The notifica- 
tion of intention to arbitrate must be made in a separate 
paper. Merely incorporating the notification in the 
agreement is not sufficient to comply with §1.690(a). 

e parties also will be required to adhere to a time 
schedule approved by the examiner-in-chief such that 
the interference proceeding can be expeditiously re- 
solved so as to prevent the unnecessary postponement of 
the beginning of the running of the term of any patent 
resulting from an application involved in the interfer- 
ence. Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 
(CCPA 1966). 

If the parties desire to arbitrate an interference prior 
to the close of the motion period, the examiner-in-chief 
will not normally grant an extension of time for the pur- 
pose. The parties will be required to file their prelimi- 
nary motions under 37 CFR 1.633. After the motions are 
filed, the examiner-in-chief could t an extension only 
upon compliance with 37 CFR 1.645 which requires a 
showing of “good cause.” Such a “good cause” showing 
would normally include a schedule, agreed to by the 
parties, setting forth, inter alia, the dates for (1) execut- 
ing the arbitration agreement, (2) determining priority 
and (3) terminating the interference. 


Section 1.690(a) requires that an arbitration agreement 
include the following: 


(1) The name of the arbitrator or a date certain (not 
more than 30 days after the execution of the agreement) 
for his or her selection. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding 
on the parties and that the Board can enter a judgment 
based thereon. 


Section 1.690(c) requires that a copy of the arbitration 
award be filed within 20 days from the date of the 
award or by a date set by the examiner-in-chief. 

If the proceeding is in the testimony stage and the 
parties desire to arbitrate, the examiner-in-chief could 

rant a reasonable extension for that purpose. A motion 
or a further extension for that purpose would not be 
granted unless it were accompanied by a schedule, 
agreed to by the parties, setting forth, inter alia, the 
dates for (1) executing the arbitration agreement, (2) de- 
termining priority, and (3) terminating the interference. 
If the parties are to submit the required schedule, a mo- 
tion for a further extension could be granted. If the 
parties file a copy of the arbitration agreement and they 
agree that any evidence submitted in the proceeding will 
be in one of the forms r pears by 37 CFR 1.672(e) or 
(f), the examiner-in-chief could give favorable consider- 
ation to the parties’ motion that all the unexpired times 
be extended to close concurrently on the date the record 
is due. By that date, the parties would be required to file 
the arbitrator’s award and their records, if necessary for 
the resolution of any issue not decided by the arbitrator. 
If the award is not dispositive of all the issues in the in- 
terference, the examiner-in-chief would set brief times so 
that parties could explain their evidence relating to any 
issues which the arbitrator did not, or was unable to de- 
cide. For example, the award might be dispositive of the 
issue of priority between the parties and leave for the 
Board’s determination the question of substituting a new 
count raised in a preliminary motion under 37 CFR 
1.633. 

The arbitration award, filed by the parties, would be 
in the nature of a final decision and should include the 
following: 

(1) The style (e.g., Jones v. Smith), the number of the 
interference and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a 
table of counts, if necessary, indicating the relationship 
of the parties’ claims corresponding to each count and 
those claims not corresponding thereto. 

(3) The issues for decision before the arbitrator. 
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(4) The arbitrator’s decision. The decision may also 
include a statement of the grounds and reasoning in sup- 
port thereof. 

(5S) A summary, if appropriate, indicating, inter alia, 
that judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award 
only in the manner provided by 9 U.S.C. 10 and 11. 

9 U.S.C. 10 reads as follows: 


In either of the following cases the United States 
court in and for the district wherein the award was 
made may make an order vacating the award upon the 
application of any party to the arbitration— 

a) Where the award was procured by corruption, 
fraud, or undue means. 

(b) Where there was evident partiality or corruption 
in the arbitrators, or either of them. 

(c) Where the arbitrators were guilty of misconduct in 
refusing to postpone the hearing, upon sufficient cause 
shown, or in refusing to hear evidence pertinent and ma- 
terial to the controversy; or of any other misbehavior by 
which the rights of any part have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so 
imperfectly execute them that a mutual, final, and defi- 
= award upon the subject matter submitted was not 

e. 

(e) Where an award is vacated and the time within 
which the agreement required the award to be made has 
not expired the court may, in its discretion, direct a re- 
hearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States 
court in and for the district wherein the award was 
made may make an order modifying or correcting the 
award upon the application of any party to the arbitra- 
tion— 

(a) Where there was an evident material miscalcula- 
tion of figures or an evident material mistake in the de- 
scription of any person, thing, or property referred to in 
the award. 

(b) Where the arbitrators have awarded upon a matter 
not submitted to them, unless it is a matter not affecting 
the merits of the decision upon the matter submitted. 

(c) Where the award is imperfect in matter of form 
not affecting the merits of the controversy. 

The order may modify and correct the award, so as to 
effect the intent thereof and promote justice between the 
parties. 

See, for example, Fairchild and Co., Inc. v. Richmond, 
F. and P. R. Co., 516 F.Supp. 1305 (D.D.C. 1981). If 
such an attack were to be made by one of the parties 
while the interference is pending before the Board, the 
Board would not stay the interference. Rather, the 
Board would issue its judgment in accordance with the 
award. So long as the award is in compliance with § 
1.690, it would carry the presumption that the arbitrator 
acted correctly in making his decision and accordingly, 
the party designated by the award as the prevailing par- 
ty would be entitled prima facie to a judgment in its fa- 
vor. If the dissatisfied party brings an action in an ap- 
propriate United States district court and if the court 
vacates, modifies or corrects the award, the Board 
would take action consistent with the court’s findings. 
No action would lie in the PTO to vacate or correct an 
arbitration award, unless all parties agreed in writing. 

The following examples illustrate the practice of the 
PTO concerning arbitration. 


Example 1 
Arbitration Practice—Preliminary Stage 

An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 


CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. The parties decide to 
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arbitrate the interference in accordance with §1.690 and 
file a motion for an extension of time so that they can 
“freely” arbitrate the interference, but do not file a 
waiver of their right to file motions. 

The examiner-in-chief would deny the motion because 
the parties’ intention to arbitrate, in and of itself, does 
not constitute a showing of “good cause” within the 
meaning of 37 CFR 1.645(a). Even if the parties file an 
agreement to arbitrate, the PTO would not grant any 
extension of time to permit the parties to “freely” arbi- 
trate an interference prior to the expiration of the time 
for filing preliminary motions. 


Example 2 
Arbitration Practice—Testimony Stage 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633. The parties file preliminary motions; the examin- 
er-in-chief renders a decision thereon and sets the testi- 
mony times. The parties file a notice of intent to arbi- 
trate the interference under §1.690(a) and a motion for a 
one month extension of the testimony times. The exam- 
iner-in-chief could grant the motion, but would indicate 
that if the parties file another motion for an extension 
for that purpose, the motion must be accompanied by a 
schedule, agreed to by the parties, setting forth the dates 
for (1) executing the arbitration agreement, (2) determin- 
ing priority and (3) terminating the interference. 


The parties file a motion for an additional one month 
extension of time to permit the parties to arbitrate the 
interference. Accompanying the motion is a proposed 
schedule of times and a copy of the arbitration agree- 
ment which provides, inter alia, (i) the name of the arbi- 


trator or a date certain for his selection, (ii) that the ar- 
bitrator’s award will be binding on the parties, (iii) the 
issues to be decided by the arbitrator and (iv) that the 
award will be filed by the date the record is due. The 
parties also indicate that the evidence to be filed in the 
proceeding will be in one of the forms specified by 37 
CFR 1.672(e) or (f). The examiner-in-chief could grant 
the motion and indicate that he will give favorable con- 
sideration to a motion to extend all the unexpired times 
to close concurrently on the date the record is due 
should the parties request such. 

On the date for filing the record, the parties file the 
arbitrator’s award and their evidentiary records, if nec- 
essary. The award states (i) the styie and number of the 
interference and the real parties ii interest, (ii) the sub- 
ject matter in issue and the pariies’ claims which corre- 
spond thereto and which do not correspond thereto, (iii) 
the issues for decision before the arbitrator, (iv) the arbi- 
trator’s decision (which may include a statement of the 
grounds and reasoning in support thereof) and (v) that 
judgment should be awarded to one of the parties. The 
examiner-in-chief examines the award to ensure that it 
complies with §1.690 and is dispositive of the issues in 
the interference which can be decided by the arbitrator. 
If the award is otherwise acceptable, the Board would 
issue a judgment based on the award. If the award is not 
dispositive of all the issues in the interference, the exam- 
iner-in-chief would determine how the interference will 
proceed. 


Example 3 


Arbitration Practice—Award Decides Interference-in- 
Fact Issue and Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. The junior party files 
a motion for judgment under 37 CFR 1.633(b) on the 
ground that there is no interference-in-fact between his 
claims corresponding to the count and his opponent’s 
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claims corresponding thereto. The examiner-in-chief 
denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to ar- 
bitrate the interference, notify the examiner-in-chief of 
their intent to arbitrate and file an arbitration agreement 
which is approved by the examiner-in-chief. On the date 
for filing the record, the junior party files the award to- 
gether with a motion requesting that the interference be 
terminated in view of the award. He does not file a 
record. In his award the arbitrator holds that no inter- 
ference-in-fact exists between the parties’ claims corre- 
sponding to the count. 

The motion would be denied because the award de- 
cides a matter of patentability which would not result in 
a judgment adverse to one of the parties. Consequently, 
the junior party would be placed under an order to 
show cause why judgment under 37 CFR 1.652 should 
not be entered against him for his failure to file an evi- 
dentiary record by the time set therefore. In response to 
the order, the junior party requests final hearing to re- 
view the examiner-in-chief's denial of the motion for 
judgment and a testimony period to show no interfer- 
ence-in-fact. The examiner-in-chief would grant the ju- 
nior party’s request to the extent that final hearing is set 
and would deny the request for testimony because the 
junior party already had the opportunity to take testimo- 
ny on the matter. 


Example 4 


Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. The junior party files 
a motion for judgment under 37 CFR 1.633(a) on the 
ground that the claims corresponding to the count are 
unpatentable over prior art. In his decision on motions, 
the examiner-in-chief grants the motion and places both 
parties under an order pursuant to 37 CFR 1.640(d)(1) 
to show cause why judgment should not be entered 
against them as to the count. In response to the order, 
the senior party files a paper in accordance with 37 
CFR 1.640(e) purportedly showing good cause why 
judgment should not be entered in accordance with the 
order and a motion requesting permission to arbitrate 
the patentability issue. The examiner-in-chief would 
deny the motion. The arbitrator is without authority to 
extablish vis-a-vis the public that the subject matter of 
the court is patentable. Thus, the arbitration will serve 
no useful purpose. The Board would consider the senior 
party’s paper and enter an appropriate order. 


Example 5 


Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. The junior party files 
a motion for judgment under 37 CFR 1.633(a) on the 
ground that the claims corresponding to counts 1 and 2 
are unpatentable over prior art. In his decision on mo- 
tions, the examiner-in-chief grants the motion with re- 
spect to count 1, denies the motion with respect to 
count 2 and places both parties under an order pursuant 
to 37 CFR 1.640(d)(1) to show cause why judgment 
should not be entered against them as to count 1. The 
senior party files a paper in accordance with 37 CFR 
1.640(e); the junior party, a response thereto. The Board 
considers the paper and the response thereto and based 
on the record enters judgment adverse to both parties as 
to count 1. Thereafter, the examiner-in-chief examines 
the preliminary statements and sets dates for taking testi- 
mony and filing the record. 
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During the testimony period, the parties decide to ar- 
bitrate the interference, notify the examiner-in-chief of 
their intent to arbitrate and file an arbitration agreement 
which is approved by the examiner-in-chief. In his 
award, the arbitrator decides that judgment should be 
awarded to the junior party. On the date for filing the 
record, both parties file the award together with a mo- 
tion requesting that the interference be terminated in 
view of the award. No record is filed. 

The motion would be granted and accordingly it 
would be held that the senior party is not entitled to a 
patent containing his claims corresponding to count 2. 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. No motions for judg- 
ment under 37 CFR 1.633 are filed and after the exami- 
nation of the preliminary statements, the examiner-in- 
chief sets the testimony times. 

During the testimony period, the parties decide to ar- 
bitrate the interference, notify the examiner-in-chief of 
their intent to arbitrate and file an arbitration agreement 
which is approved by the examiner-in-chief. In his 
award, the arbitrator finds (1) that the evidence is insuf- 
ficient to establish a prior public use bar under 35 U.S.C. 
102(b) against the junior party, (2) that the claims of the 
junior party corresponding to the count are patentable 
under 35 U.S.C. 103 over the prior art cited by the se- 
nior y to the junior party, and (3) that judgment on 
—— should be awarded to junior party. On the date 
or filing together with a motion requesting that the in- 
terference be terminated in view of the award. 

The motion would be granted and accordingly it 
would be held that the senior party is not entitled to a 
patent containing his claims corresponding to the count. 
After the termination of the proceeding, each party has 
the duty under 37 CFR 1.56 to bring before the primary 
examiner the evidence concerning the purported public 
use bar and the prior art cited by the senior party 
and/or considered by the arbitrator. 


Example 7 


Arbitration Practice—Award Grants Priority to Junior 
Party Contingent Upon Granting of Preliminary Motion 
Under 1.633(C) 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. The junior party files 
a motion under 37 CFR 1.633(c)(1) to substitute another 
count. The examiner-in-chief denies the motion, exam- 
ines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to ar- 
bitrate the interference, notify the examiner-in-chief of 
their intention to arbitrate and enter into an arbitration 
agreement which is approved by the examiner-in-chief. 
The agreement provides that any evidence to be submit- 
ted by the parties will be in the form of a stipulation un- 
der 37 CFR 1.672(e) and (f). The parties file a motion 
requesting that all the unexpired testimony times be ex- 
tended to close concurrently on the date the record is 
due. The motion would be granted. 

On the date for filing the record, the junior party files 
his record and the award. The award states, inter alia, 
that if the Board at final hearing should grant the junior 
party’s motion under 37 CFR 1.633(c)(1) to substitute a 
new count, judgment should be awarded to the junior 
party based on the evidence. Otherwise, the award states 
that judgment should be awarded to the senior party. 

The examiner-in-chief sets the brief times and after the 
filing thereof the interference would be set for final 
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hearing so that the Board can review the examinter-in- 
chief’s denial of the junior party’s motion under 37 CFR 
=— and issue an appropriate judgment based on the 
award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. No preliminary mo- 
tions are filed. The examiner-in-chief examines the pre- 
liminary statements and sets the testimony times. 

a the testimony period, the parties decide to ar- 
bitrate the interference, notify the examiner-in-chief of 
their intention to arbitrate and file an arbitration agree- 
ment which is approved by the examiner-in-chief. 

On the date for filing the record, both parties file their 
records. The junior party files the award which states that 
judgment should be awarded to him and a motion for 
Judgment based on that award. The senior party files an 
Opposition to the motion for judgment on the grounds (i) 
that the award contains errors of law, (ii) that the award 
was procured by “corruption, fraud or undue means” in 
violation of 9 U.S.C. 10(a), and (iii) that the arbitrator 
exhibited “evident partiality” in violation of 9 U.S.C. 
10(b) and was “guilty of misconduct * * * in refusing to 
hear evidence pertinent and material” to the interference, 
citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the 
award, holding that the senior party is not entitled to a 
patent containing his claims corresponding to the count. 
So long as the award is in compliance with the provi- 
sions of §1.690, it would carry a presumption that the 
arbitrator acted properly in all res . Consequently, 
before the PTO the award is binding upon the parties 
and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards 
the matter raised by the senior party. The senior party’s 
action lies in an appropriate United States district court 
and the PTO would take any action consistent with the 
court’s decision. 


Example 9 


Arbitration Practice—Award Cannot Modify Board’s 
Final Decision 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. No motions are filed. 
The examiner-in-chief examines the preliminary state- 
ments and sets the testimony times. 

During the testimony period, the parties decide to ar- 
bitrate the interference and enter into an arbitration 
agreement. Neither party notifies the examiner-in-chief 
of their intent to arbitrate nor do they file a copy of the 
agreement in the interference. Both parties timely file 
their records and briefs. Both waive oral argument. The 
Board enters a final decision after consideration of the 
evidence in favor of the senior party. 

The junior party requests reconsideration of the 
Board’s final decision, submits a copy of the arbitration 
award and moves that the Board set aside its final deci- 
sion and enter judgment in his favor based on the 
award. In support of its request, the junior party cites 9 
U.S.C. 9, which provides that “any party to the arbitra- 
tion may apply to the court so specified for an order 
confirming the award” and 35 U.S.C. 135(d) which pro- 
vides that title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The 
parties did not comply with §1.690(a), i.e., notify the ex- 
aminer-in-chief in writing of their intention to arbitrate 
and file a copy of the arbitration agreement within 
twenty (20) days of its execution. The denial of the mo- 
tion is an appropriate sanction under 37 CFR 1.616. 
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Such action by the Board is considered consistent with 
long-standing interference practice. Cf. Humphrey v. 
Fickert, 1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) 
wherein the Board, after it had considered the evidence, 
refused to set aside its award of priority to Fickert and 
act upon the Fickert’s concession of priority in favor of 
Humphrey, the losing party. 


Example 10 


Arbitration Award Filed With Record—No Notice to 
Examiner-In-Chief 


An interference is declared on or after Feb. 11, 1985. 
The examiner-in-chief sets a time in accordance with 37 
CFR 1.611 for filing preliminary motions under 37 CFR 
1.633 and preliminary statements. No motions are filed. 
The examiner-in-chief examines the preliminary state- 
ments and sets the testimony times. 

During the testimony period, the parties decide to ar- 
bitrate the interference and enter into an arbitration 
agreement. Neither party notifies the examiner-in-chief 
of the agreement. The junior party timely files its record 
together with a copy of the arbitration award and a mo- 
tion for judgment based on the award. 

The motion would be denied. Under the provisions of 
37 CFR 1.616, the examiner-in-chief would place both 
parties under an order to show cause why judgment 
should not be rendered against them for their failure to 
comply with 1.690(a), i.e., failing to notify him of their 
intent to arbitrate and file a copy of the arbitration 
agreement. 


Discussion of Comments 


One commentor suggested that the expression “An in- 
terference or any aspect thereof shall be arbitrated” in 
part (b) of proposed §1.690 might be construed as going 
beyond the terms of the statute by authorizing an exam- 
iner-in-chief to require the parties to arbitrate an inter- 
ference, and proposed that the quoted language be 
changed to “An arbitration proceeding under this sec- 
tion shall be conducted.” To eliminate any possible mis- 
construction of the rule, this proposal has been adopted. 

A second commentor suggested, by telephone, that a 
provision be added to proposed §1.690 requiring that the 
arbitrator be familiar with United States interference 
practice, and that United States law be applied by the 
arbitrator in making the determination. He expressed the 
fear that a foreign arbitrator might reach a result con- 
trary to established domestic law. 

This suggestion has not been adopted. It is incumbent 
upon the parties to select the arbitrator, and to satisfy 
themselves as to his or her qualifications. Presumably if 
the arbitrator’s decision is contrary to established law, 
any resulting patent would be subject to attack on that 
ground by a third party in subsequent litigation. 

Another commentor stated that, with the arbitration 
rule, the PTO was “attempting to apply a band-aid to a 
system which cannot be cured by application of a band- 
aid,” and that the first-to-file system should be adopted 
in place of the first-to-invent system. This suggestion is 
obviously far beyond the scope of the rule change under 
consideration. The first-to-invent system is mandated by 
statute and could not be replaced merely by a change in 
the rules. The purpose of §1.690 is to establish a specific 
procedure governing the optional arbitration of interfer- 
ences provided by section 105 of Pub. L. 98-622. 


Other Considerations 


This rule does not have a significant impact on the 
quality of the human environment or the conservation of 
natural resources. 

The rule is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 
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The General Counsel of the Department of Com- 
merce certified to the Small Business Administration 
that the rule will not have a significant adverse econom- 
ic impact on a substantial number of small entities (Reg- 
ulatory Flexibility Act. Pub. L. 96-354) because arbitra- 
tion intended to minimize ex in interference cases. 

The Patent and Trademark Office has determined that 
this rule is not a major rule under Executive Order 
12291. The annual effects on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, fed- 
eral, state or local government agencies, or geographic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of United States-based enter- 
prises to compete with foreign-based enterprises in do- 
mestic or export markets. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the cov- 
erage of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority del- 
egations, Conflicts of interest, Courts, Inventions and pa- 
tents, Lawyers. 


For the reasons set out in the preamble and under the 
authority given to the Commissioner of Patents and 
Trademarks by 35 U.S.C. 6 and 135, Part 1 of Title 37 
CFR is amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would 
continue to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


' 2. New §1.690 is added to Subpart E to read as fol- 
lows: 


§1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the 
interference or any aspect thereof by arbitration. Such 
arbitration shall be governed by the provisions of Title 
9, United States Code. The parties must notify the 
Board in writing of their intention to arbitrate. An 
agreement to arbitrate must be in writing, specify the is- 
sues to be arbitrated, the name of the arbitrator or a date 
not more than thrity (30) days after the execution of the 
agreement for the selection of the arbitrator, and pro- 
vide that the arbitrator’s award shall be binding on the 
parties and that judgment thereon can be entered by the 
Board. A copy of the agreement must be filed within 
twenty (20) days after its execution. The parties shall be 
solely responsible for the selection of the arbitrator and 
the rules for conducting pe en before the arbitra- 
tor. Issues not disposed of by arbitration will be resolved 
in accordance with the procedures established in 37 
CFR, Subpart E of Part 1, as determined by the examin- 
er-in-chief. 

(b) An arbitration proceeding under this section shall 
be conducted within such time as may be authorized on 
a case-by-case basis by an examiner-in-chief. 

(c) An arbitration award will be given no consider- 
ation unless it is binding on the parties, is in writing and 
states in a clear and definite manner (1) the issue or is- 
sues arbitrated and (2) the disposition of each issue. The 
award may also include a statement of the grounds and 
reasoning in support thereof. Unless otherwise ordered 
by an examiner-in-chief, the parties shall give notice to 
the Board of an arbitration award by filing within twen- 
ty (20) days from the date of the award a copy of the 
award signed by the arbitrator or arbitrators. When an 
award is timely filed, the award shall, as to the parties to 
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the arbitration, be dispositive of the issue or issues to 
which it relates. 

(d) An arbitration award shall not preclude the Office 
from determining patentability of any invention involved 
in the interference. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Mar. 16, 1987. 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1080 OG 15] 


(162) Disclosure Document Program 


This notice consolidates and supersedes the notices of 
Mar. 26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 
1) relating to the Patent Office Disclosure Document 
Program. Under this program the Patent Office accepts 
and preserves, for a period of two years, papers referred 
to as “Disclosure Documents.” These papers may be 
used as evidence of the dates of conception of inven- 
tions. 


The Program 


A paper disclosing an invention and signed by the in- 
ventor or inventors may be forwarded to the Patent Of- 
fice by the inventor (or by any one of the inventors 
when there are joint inventors), by the owner of the in- 
vention, or by the attorney or agent of the inventor(s) or 
owner. It will be retained for two years and then be 
destroyed unless it is referred to in a separate letter in a 
related patent application within said two years. 

A Disclosure Document is not a patent application 
and the date of its receipt in the Patent Office will not 
become the effective filing date of any patent application 
subsequently filed. However, like patent applications, 
these documents will be kept in confidence by the Pa- 
tent Office. If patent protection is desired, a patent ap- 
plication should be filed as soon as possible. 

This program does not diminish the value of conven- 
tional witnessed and notarized records as evidence of 
conception of an invention, but it should provide a more 
credible form of evidence than that provided by the 
popular practice of mailing a disclosure to oneself or an- 
other person by registered mail. The program is made 
available as a service to those persons desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and 
claims are not necessary, the benefits afforded by a Dis- 


closure Document will d d directly upon the ade- 
quacy of the disclosure. Therefore, it is strongly urged 
that the document contain a clear and complete explana- 
tion of the manner and process of making and using the 
invention in sufficient detail to enable a person having 
ordinary knowledge in the field of the invention to make 
and use the invention. When the nature of the invention 
permits, a drawing or sketch should be included. The 
use or utility of the invention should be described, espe- 
cially in chemical inventions. 

The Disclosure Document must be limited to written 
matter or drawings on paper or other thin, flexible mate- 
rial, such as linen or plastic drafting material, having di- 
mensions or being folded to dimensions not to exceed 
8 1/2 by 13 inches. Photographs also are acceptable. 
Each page should be numbered. Text and drawings 
should be sufficiently dark to permit reproduction with 
commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Docu- 
ment. Payment must accompany the Disclosure Docu- 
ment when it is submitted to the Patent Office. 
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In addition to the $10 fee, the Disclosure Document 
must be accompanied by a stamped, self-addressed enve- 
lope and a separate paper in duplicate, signed by the in- 
ventor, stating that he is the inventor and requesting 
that the material be received for | agp under the 
Disclosure Document Program. ie papers will be 
stamped by the Patent Office with an identifying num- 
ber and date of receipt, and the duplicate request will be 
returned in the self-addressed envelope together with a 
warning notice indicating that the Disclosure Document 
may be relied bop only as evidence and that a patent 
application should be diligently filed if patent protection 
2 desired. The inventor’s request may take the following 

orm: 

“The undersigned, being the inventor of the disclosed in- 
vention, requests that the enclosed papers be accepted under 
the Disclosure Document Program, and that they be pre- 
served for a period of two years.” 


Retention 


The Disclosure Document will be preserved in the 
Patent Office for two years after its receipt and will 
then be destroyed unless it is referred to in a separate 
letter in a related patent application filed within the two- 
year period. The Disclosure Document must be referred 
to in the separate letter by title, number, and date of re- 
ceipt. Acknowledgment of receipt of such letters will be 
made in the next official communication or in separate 
letter from the Patent Office. Unless it is desired to have 
the Patent Office retain the Disclosure Document be- 
yond the two-year period, it is not required that it be re- 
ferred to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be consid- 
ered to be a “grace period” during which the inventor 
can wait to file his patent application without possible 
loss of benefits. It should be recognized that in 
establishing priority of invention an affidavit or testimo- 
ny referring to a Disclosure Document must usually also 
establish diligence in completing the invention or in fil- 
ing the patent application since the filing of the Disclo- 
sure Document. 

Inventors are also reminded that any public use or 
sale in the United States, or publication of the invention 
anywhere in the world, more than one year prior to the 
filing of a patent application on that invention will pro- 
hibit the granting of a patent on that invention. 

If the inventor is not familiar with what is considered 
to be “diligence in completing the invention” or “reduc- 
tion to practice” under the patent law, or if he has other 
questions about patent matters, the Patent Office advises 
him to consult an attorney or agent registered to prac- 
tice before the Patent Office. Patent attorneys and 
agents may be found in the telephone directories of most 
major cities. Also, many large cities have associations of 
patent attorneys which may be consulted. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Jan. 4, 1971. 
[883 O.G. 3] 


(163) Suspension of Action Under 37 CFR 1.103 
and Under 37 CFR 1.212 


The purpose of this notice is to clarify existing Office 
practice with respect to suspension of action. “Suspen- 
sion of action” under 37 CFR 1.103 applies only to the 
situation where action is to be taken by the Examiner. In 
other words, action cannot be suspended in an applica- 
tion which contains an outstanding Office action 
awaiting response by the applicant. 

Under 37 CFR 1.212, upon declaration of an interfer- 
ence, ex parte prosecution of an application is suspended 
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and any outstanding Office actions are considered as 
withdrawn by operation of the rule. Ex parte Peterson, 
USPQ 119 (Commissioner of Patents, 1941). Upon termi- 
nation of the interference, the Examiner will reinstate 
the action treated as withdrawn by operation of 37 CFR 
1.212 and set a statutory period for response. The for- 
mats set forth in MPEP 1109.01 and MPEP 1109.02 may 
be followed. 

Careful adherence to the distinction set forth above 
will prevent any question of abandonment from arising 
in connection with cases in which suspension of prose- 
cution has occurred. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Mar. 7, 1978. 
[969 O.G. 8] 


(164) POSTAL SERVICE EMERGENCY 


CONTINGENCY PLAN 


The U.S. Patent and Trademark Office is establishing 
the following contingency plan for filing any paper or 
paying any fee in the Office in the event of an emergen- 
cy caused by any major interruption in the mail service 
in the United States. Upon determination by the Com- 
missioner of Patents and Trademarks that such an emer- 
gency exists, a notice activating the plan will be issued 
by the Commissioner. The activating notice will be 
published in the Wall Street Journal and made available 
in a special recorded telephone message at area code 
703, 557-3158. Also, certain publications, patent bar 
groups, and other organizations closely associated with 
the patent system, will be notified. Termination of the 
program will be similarly announced. Where the postal 
emergency is not nationwide, the Commissioner will 
designate the areas of the United States in which the 
procedures outlined below will be in effect. 

U.S. Department of Commerce District Offices (for- 
merly referred to as Department of Commerce Field Of- 
fices) will be designated on an emergency basis, as re- 
ceiving stations for filing papers and paying fees in the 
U.S. Patent and Trademark Office. 

Upon determination that an emergency exists, the fol- 
lowing procedures may be followed: All papers and fees 
should be enclosed in a sealed envelope addressed to the 
Patent and Trademark Office and deposited in one of 
the District Offices. Such papers will be considered as 
received in the U.S. Patent and Trademark Office on the 
day of deposit. The District Office will date stamp each 
envelope and the accompanying receipt card which 
completely identifies the deposited papers. The receipt 
card will be returned to the depositor. Applicants or 
their representatives should assure the legibility of the 
date stamp. 

District Office deposits should be limited to checks in 
payment of issue fees, new application papers wherein 
priority dates or statutory bars may be involved, amend- 
ments where the six month statutory period for response 
is about to expire, trademark oppositions, Section 8 affi- 
davits, trademark renewals, and to other papers for 
which the patent and trademark statutes do not provide 
a remedy for failure to obtain a particular date. 

Where papers originate from overseas, it is suggested 
that the papers be mailed to a registered agent in Cana- 
da, with a request that the papers be forwarded by cou- 
rier to the nearest District Office in the United States. 

In regard to pending applications, if the time for tak- 
ing any action or paying any fee expires during the 
period that the Commissioner declares to be an emer- 
gency, the time will be extended until one month after 
the end of the emergency period, provided that such ex- 
tension does not exceed the maximum period for re- 
sponse provided for in the statutes. 

Since this extension of time will be automatic, there 
will be no record in the individual files to indicate that a 
response filed during the extended period is in fact time- 
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ly. In order to provide a complete record, applicants or 
their representatives should file a paper referring to this 
notice in each case in which a response is filed during 
the extended period. 

The addresses of the Department of Commerce Dis- 
saw Offices, subject to subsequent changes, are as fol- 
Ows: 

ALBUQUERQUE, N.M., 87101, Room 316, U.S. 

Courthouse (505) 766-2386. 

ANCHORAGE, 99501, 632 Sixth Ave., Hill Bldg., Suite 

412 (907) 265-4597. 

ATLANTA, 30309, Suite 523, 1401 Peachtree St., NE. 

(404) 526-6000. 

BALTIMORE, 21202, 415 U.S. Customhouse, Gay and 

Lombard Sts. (301) 962-3560. 

BIRMINGHAM, ALA., 35205, Suite 200-201, 908 S. 

20th St. (205) 325-3327. 
=" 02116, 10th Floor, 441 Stuart St. (617) 223- 
BUFFALO, N.Y., 14202, Room 1312, Federal Bldg., 

111 W. Huron St. (716) 842-3208. 

CHARLESTON, W. VA., 25301, 3000 New Federal 

— Bldg., 500 Quarrier St. (304) 343-6181, Ext. 
CHEYENNE, WYO., 82001, 6022 O’Mahoney Federal 

Center, 2120 Capitol Ave. (307) 788-2151. 
CHICAGO, 60603, Room 1406, Mid-Continental Plaza 

Bldg., 55 E. Monroe St. (312) 353-4450. 
CINCINNATI, 45202, 8028 Federal Office Bidg., 550 

Main St. (515) 684-2944. 

CLEVELAND, 44114, Room 600, 666 Euclid Ave. 

(216) 522-4750. 

COLUMBIA, S.C., 29204, Forest Center, 2611 Forest 

Dr. (803) 765-5345. 

DALLAS, 75202, Room 3E7, 1100 Commerce St. (214) 

749-1515. 

DENVER, 80202, Room 161, New Custom House, 19th 

and Stout Sts. (303) 837-3246. 

DES MOINES, IOWA, 50309, 609 Federal Bidg., 210 

Walnut St. (515) 2844222. 

DETROIT, 48226, 445 Federal Bldg. (313) 226-3650. 
GREENSBORO, N.C., 27402, 203 Federal Bldg., W. 
Market St., P.O. Box 1950. (919) 275-9111, Ext. 345. 
HARTFORD, CONN., 06103, Room 610-B, Federal 

Office Bldg., 450 Main St. (203) 244-3530. 
HONOLULU, 96813, 286 Alexander Young Bldg., 1015 

Bishop St. (808) 546-8694. 

HOUSTON, 77002, 201 Fannin, 1017 Federal Office 

Bldg. (713) 226-4231. 

INDIANAPOLIS, 46204, 355 Federal Office Bldg., 46 

E. Ohio St. (317) 269-6214. 

KANSAS CITY, MO., 64106, Room 1840, 601 E. 12th 

St. (816) 374-3142. 

LOS ANGELES, 90024, 11201 Federal Bldg., 11000 

Wilshire Blvd. (213) 824-7591. 

MEMPHIS, 38103, Room 710, 147 Jefferson Ave. (901) 

534-3213. 

MIAMI, 33130, Rm. 821, City National Bank Bldg., 25 

W. Flagler St. (305) 350-5267. 

MILWAUKEE, 53203, Straus Bldg., 238 W. Wisconsin 

Ave. (414) 224-3473. 

MINNEAPOLIS, 55401, 306 Federal Bldg. 110 S. 

Fourth St. (612) 725-2133. 

NEW ORLEANS, 70130, Room 432, International 

Trade Mart, 2 Canal St. (504) 589-6546. 

NEW YORK, 10007, 4ist Floor, Federal Office Bldg., 

26 Federal Plaza, Foley Sq. (212) 264-0634. 
NEWARK, N.J., 07102, Gateway Bldg., (4th Floor) 

(201) 645-6214. 
PHILADELPHIA, 19106, 9448 Federal Bldg., 600 

Arch St. (215) 597-2850. 

PHOENIX, ARIZ., 85004, 508 Greater Arizona Savings 

Bldg., 112 N. Central Ave. (602) 261-3285. 
PITTSBURGH, 15222, 431 Federal Bldg., 1000 Liberty 

Ave. (412) 644-2850. 

PORTLAND, ORE., 97205, 921 SW. Washington St., 

Suite 521, Pittock Block. (503) 221-3001. 

RENO, NEV., 89502, 2028 Federal Bldg., 300 Booth St. 

(702) 784-5203. 
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RICHMOND, VA., 23240, 8010 Federal Bldg., 400 N. 
8th St. (804) 782-2246. 

ST. LOUIS, 63105, Chromalloy Bldg., 120 S. Central 
Ave. (314) 622-4243. 

SALT LAKE CITY, 84111, 1201 Federal Bldg., 125 S. 
State St. (801) 524-5116. 

SAN FRANCISCO, 94102, Federal Bldg., Box 36013, 
450 Golden Gate Ave., (415) 556-5860. 

SAN JUAN, P.R., 00902, Room 100, Post Office Bldg., 
(809) 723-4640. 

SAVANNAH, 31402, 235 U.S. Courthouse and Post Of- 
fice Bldg., 125-29 Bull St. (912) 232-4204. 

SEATTLE, 98109, 706 Lake Union Bldg., 1700 West- 
lake Ave. North (206) 442-5615. 


C. MARSHALL DANN, 
July 18, 1975. Commissioner of Patents 
and Trademarks. 
[937 O.G. 386] 


(165) Examiner Testimony 

As stated in Section 1701 of the Manual of Patent Ex- 
amining Procedure, patent examiners are forbidden to 
testify as patent experts or to express opinions, in testi- 
mony or otherwise, as to the invalidity of any issued pa- 
tent. Patent examiners have, in connection with litiga- 
tion involving patent validity, been called to testify on 
factual matters. In those cases, the practice has been to 
permit the examiner to testify only upon the issuance of 
a subpoena. 

Henceforth, patent examiners will be permitted to tes- 
tify on deposition in patent suits, without the need for a 
subpoena, provided the following conditions are satis- 
fied: 

1. The party proposing to take the testimony will state 
in writing, that the questions to be asked of the ex- 
aminer will be phrased to comply with the permissi- 
ble scope of inquiry as outlined in the protective or- 
ders contained in the Court opinions in Jn re 
Mayewsky, 162 USPQ 86, 89 and Shaffer Tool Works 
v. Joy Manufacturing Co., 167 USPQ 170, 171: 
“. , . the scope of the oral depositions of the patent 
examiners is hereby limited to matters of fact and 
must not go into hypothetical or speculative areas 
or the bases, reasons, mental processes, analyses, or 
conclusions of the patent examiners in acting upon 
the patent applications maturing into the patent 
{in suit].” 167 USPQ 171. 

. That in addition to complying with the require- 
ments of Rule 30 of the Federal Rules of Civil Pro- 
cedure, the party taking the testimony will agree to 
give notice of the taking of the deposition of the pa- 
tent examiner to the Solicitor, at least thirty days 
prior to the date on which the taking of the deposi- 
tion is desired. 

. That the party taking the deposition arrange with 
the Solicitor to notice the deposition at a place con- 
venient to the Patent Office. 

If the party desiring to take the testimony of the ex- 
aminer does not agree to the conditions enumerated, the 
Patent Office will not permit the examiner to be deposed 
without a subpoena and compliance with the procedure 
set forth in Section 7.02, Department of Commerce Ad- 
ministrative Order 205-12, June 29, 1967 as amended 
April 10, 1970. That section states: 

In any case where it is sought by subpoena, order 
or other compulsory process or other demand of a 
court or other authority (hereinafter referred to as a 
“demand”) to require the production or disclosure 
of any record in the files of the Department of 
Commerce or other information acquired by an offi- 
cer or employee of the Department as a part of the 
performance of his official duties or because of his 
official status, the matter shall be immediately re- 
ferred for determination to the appropriate official 
described in subsection 4.01 of this order. If such 
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official has discretion with respect to disclosure and 
he determines that it would be improper to comply 
with the demand, or if he has no discretion with re- 
spect to disclosure, the matter shall be promptly re- 
ferred to the Secretary of Commerce for final deter- 
mination. Unless and until the Secretary determines 
that the records or information should be produced, 
the officer or employee who appears in answer to 
the demand shall inform the court or other authori- 
ty (a) that the section 7 of this order prohibits the 
officer or employee from producing or disclosing 
the records or other information demanded without 
the prior approval of the Secretary of Commerce, 
and (6) that the demand has been, or is being, as the 
case may be, referred for the prompt consideration 
of the Secretary. The officer or employee shall also 
provide the court or other authority with a copy of 
the regulations prescribed in this section 7 of this 
order, and shall respectfully request the court or 
other authority to stay the demand pending the re- 
ceipt of instructions or directions from the Secre- 
tary of Commerce concerning the demand. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[897 O.G. 762] 


Mar. 13, 1972. 


(166) No Change in Foreign Filing 


License Requirements 


It should be noted that the change to 37 CFR 5.19 de- 
leting the requirement to obtain an export license for 
filing a patent application in a foreign country does not 
in any way alter the provisions of 35 U.S.C. 184. 35 
U.S.C. 184 requires that a foreign filing license be 
obtained from the Patent and Trademark Office before 
any patent application, based on an invention made in 
the United States, is filed abroad unless a corresponding 
application has been on file in the USPTO for over six 
months. 

Further information may be obtained by contacting 
Mr. T. H. Tubbesing at 703-557-2897, or Mr. Edward 
Drazdowsky at 703-557-2167. 


WILLIAM FELDMAN, 
Acting Assistant Commissioner, 
for Patents. 


Nov. 24, 1980. 
[1001 O.G. 28] 


(167) Department of Commerce 


Patent and Trademark Office 


United States Adherence to the International Union for 
the Protection of New Varieties of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its in- 
strument of acceptance of the 1978 text of the UPOV 
Convention. The United States was the second State to 
adhere to this text, New Zealand having earlier done so. 

The UPOV Convention will take effect with respect 
to the United States and the other adherents to the 1978 
text upon a total of five adherences, three of which must 
be by present member States (States adhering to the text 
of the Convention). We expect at least three present 
member States to adhere shortly and the 1978 text to 
take effect, therefore, during 1981. 

The United States deposited its instrument of accep- 
tance on the basis of the legal protection offered for 
asexually reproduced plants under the plant patent law 
(35 U.S.C. 161-164). Accordingly, the Convention will 
apply only to asexually reproduced plants protected un- 
der this law. Steps are now being taken, however, by 
the Plant Variety Protection Office of the Department 
of Agriculture to conform the implementation of the 
Plant Variety Protection Act (7 U.S.C. 2321 et seq.) to 
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the Convention’s requirements. When this is done, the 
United States will notify the UPOV Secretariat that the 
Convention is also applicable in the United States to sex- 
ually reproduced plants protected under that Act. 

Questions concerning the UPOV Convention may be 
directed to the Office of Legislation and International 
Affairs of the Patent and Trademark Office. This Office 
may be addressed as follows: Box 4, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. The 
Office’s telephone number is (703) 557-3065. 


SIDNEY 4. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Dec. 16, 1980 . 
[1002 0.G. 102] 


(168) Taking Effect in the United States 
of the International Convention for 


the Protection of New Varieties of Plants 


The International Convention for the Protection of 
New Varieties of Plants (the UPOV Convention) will 
take effect in the United States on Nov. 8, 1981. It will 
apply to all applications for the patenting of plants un- 
der the provisions of Title 35, United States Code, 
which are filed on or after Nov. 8, 1981. The actual fil- 
ing date will govern in determining whether the Con- 
vention will apply to an application, even though the 
application may be entitled to an earlier effective date 
under section 119 or 120 of Title 35, United States 
Code. 

In addition to the United States, the UPOV Conven- 
tion will be in effect as of Nov. 8, 1981, in the following 
fourteen States: Belgium, Denmark, Federal Republic of 
Germany, France, Ireland, Israel, Italy, Netherlands, 
New Zealand, Republic of South Africa, Spain, Sweden, 
Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement 
the UPOV Convention in the United States. An appli- 
cant for a plant patent will be required, however, to sub- 
mit for registration a variety name for the plant to be 
patented. Registration is required by Article 13 of the 
UPOV Convention. 

Registrability shall be determined in accordance with 
the International Code of Nomenclature for Cultivated 
Plants (1980). As an interim procedure pending the pro- 
mulgation of an appropriate rule, inclusion of the variety 
name in the application will be accepted as a submission 
of the name for registration. No plant patent as a result 
of an application filed on or after Nov. 8, 1981, shall be 
issued without the registration of a variety name. Ques- 
tions concerning this variety naming requirement or the 
UPOV Convention may be addressed to: 


Mr. Michael K. Kirk, Director 
Office of Legislation and 
International Affairs 

Box 4 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Mr. Kirk’s telephone number is (703) 557-3065. 
GERALD J. MOSSINGHOFF, 


Commissioner of Patents 
and Trademarks. 


Oct. 15, 1981. 
[1011 O.G. 27] 


(169) Policy Regarding Exchange Agreements 


Under the Authority of 35 USC Section 6(a) 
Background 


The Patent and Trademark Office (PTO), by virtue of 
Section 6(a) of Title 35, United States Code, is empow- 
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ered to enter into exchange agreements with other orga- 
nizations to further the use of patent and trademark in- 
formation, and to facilitate the use and availability of 
that information. In recognition of these objectives, the 
PTO establishes the following guidelines and principles 


which shall apply when evaluating and entering into ex- 
pry agreements with other public, private, domestic 
and 


oreign agencies, firms and companies. 
Nature of Exchange Agreements 


Exchange agreements by the PTO will generally be 
for the of (1) acquiring goods and services 
which will assist the PTO in a eg its mission 
and achieving its goals; (2) reducing the cost to the gov- 
ernment of = activities associated with the ex- 
amination of applications for patent and trademark regis- 
tration; (3) fostering the dissemination of information 
contained in patent and trademark documents; and (4) 
furthering the general goal of automating patent and 
trademark examination processes. 

In exchange agreements, the PTO and the industrial 
or commercial concerns will share in the cost and risks 
of the endeavor. Terms and conditions of each agree- 
ment, including the business arrangements, are negotia- 
ble within the limits of prevailing statutes and regula- 
tions and will be commensurate with the risks, 
involvement, and investment of the parties to the agree- 
ments. The PTO’s intent is to offer as much latitude as 
practical in the agreement. 

Each agreement will be negotiated on a case-by-case 
basis. Agreements will vary in size, complexity, scope 
and the nature of the materials, services, and/or prod- 
ucts being exchanged by the parties. All exchange agree- 
ments will be subject to the availability of funds. 


Incentives 


Incentives provided by the PTO for the purpose of 
entering into exchange agreements may include, but are 
not limited to (1) providing copies of PTO documents; 
(2) providing computer processable data obtained from 
patents, trademark applications, trademark registrations, 
and other data sources developed by the PTO; (3) pro- 
viding government furnished equipment necessary for 
the other party to fulfill the a and (4) entering 
into joint programs where each party funds its own par- 
ticipation. 


Considerations 


The factors to be considered by the PTO prior to en- 
tering into an exchange agreement or providing 
incentives shall include, but will not be limited to the 
following considerations: (1) public or social need for 
the product(s) of the agreement; (2) enhanced dissemina- 
tion of technological information; (3) benefits accruing 
to the public or the U.S. Government from the endeav- 
or; (4) the desirability of private sector involvement in 
PTO programs; (5) the merit of the research, develop- 
ment or application proposed; (6) the degree of risk and 
financial participation by the other party; (7) the amount 
of proprietary data or other information to be furnished 
by the concern; (8) the rights in data to be granted to 
the PTO and the concern as a result of their contribu- 
tions; (9) the willingness and ability of the concern to 
market and sell any resulting new or enhanced products 
on a reasonable basis; and (10) the impact of PTO spon- 
— upon a given industry or area of commercial en- 

leavor. 


Administration 


The Administrator for Automation is delegated the 
authority to enter into negotiations. The Commissioner 
of Patents and Trademarks will approve exchange 
agreements on behalf of the PTO. Before proceeding 
into comprehensive evaluation of a joint endeavor, a 
preliminary assessment will be made of the merits of the 
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offer. Exchange agreement pro which are too 
sketchy or ill-defined to (1) establish the merit in the ba- 
sic idea, (2) establish that the proposal is in accordance 
with PTO program objectives, or (3) establish that the 
proposing organization is willing to make significant 
contribution to the endeavor, will not be evaluated in 
depth and will be treated as correspondence or advertis- 
ing. This preliminary assessment will be conducted by 
the Administrator for Automation or his or her designee 
to determine if the pro warrants further consider- 
ation. If this determination is positive and if the parties 
agree to proceed with a joint endeavor, the Administra- 
tor for Automation will enter into detailed discussions 
and negotiations with the offeror regarding the technical 
and business aspects of the offer. Upon reaching a mutu- 
ally satisfactory arrangement, the agreement will be sub- 
mitted to the Commissioner of Patents and Trademarks 
for approval. Administration of the exchange agreement 
program will be performed by the Administrator for 
Automation. 

Due to resource limitations and the necessity for di- 
versity in the program, only one offer will normally be 
accepted for a given PTO incentive. If substantially sim- 
ilar offers are received within any 45-day period, they 
will be evaluated and/or os prom together. The offer 
which provides the best total consideration for the Gov- 
ernment will be accepted. Special consideration shall be 
given to small and minority businesses, as appropriate. 


GERALD J. MOSSINGHOFF, 


Commissioner of Patents 


May 3, 1983. 
and Trademarks. 


[1030 OG 49] 


(170) 


Policy and Plans Regarding Exchange 
Agreements Entered into by the Patent and 
Trademark Office to Competitive 
Procurement Contracts 


Background 


Under the authority of section 6(a) of title 35, United 
States Code, the Patent and Trademark Office (PTO) 
entered into exchange agreements with non-Federal enti- 
ties to further the use of patent and trademark informa- 
tion and to facilitate the availability of that information. 
Some of these yaw op will be converted to procure- 
ment contracts through competitive solicitations or assis- 
tance instruments, as appropriate. Toward this objective, 
the PTO establishes the following guidelines that shall 
apply to these conversions and to any subsequent busi- 
ness arrangements of a similar barter or exchange nature 
with private firms involving ADP resources. An inven- 
tory and description of the exchange agreements is also 
provided. Exchange agreements that will not be con- 
verted are identified and the reason for their exclusion 
explained. 


Guidelines 


From time to time the PTO needs goods and services 
to accomplish its goals for which it may offer other 
goods and services of comparable value as consideration 
rather than money. Such arrangements may be consid- 
ered for a particular goal that might otherwise not be 
reached, in gaining access to published information 
and/or electronic data and/or in fostering the dissemina- 
tion of intellectual property information. In return for 
goods and services it needs, the PTO may offer any or 
all of the following as full or partial compensation to the 
provider: (1) copies of PTO documents, (2) electronic 
data developed by the PTO from patents, trademark ap- 
plications, trademark registrations, and other data 
sources, (3) Government-furnished equipment, and (4) 
other data and information resulting from special proj- 
ects that may be undertaken. The use of consideration 
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other than money will be in accord with the objectives 
of the Exchange Agreement provisions of P.L. 97-247. 

Regardless of the barter or exchange nature and/or 
provisions of such arrangements, they will be developed 
as procurement contracts conforming to applicable pro- 
curement statutes and Federal Acquisition Regulations 
or assistance instruments as described in P.L. 95-224. 
Services which involve the delivery of ADP services 
will additionally conform to the Federal Information 
Resource Management Regulations. Agreements which 
have as their er purpose the delivery of services to 
the public will be processed as assistance instruments un- 
der the provisions of the Grant and Cooperative Agree- 
ments Act of 1977, P.L. 95-224. 

In seeking competitive procurements to replace ex- 
change agreements, whenever possible, solicitation 
documents will (1) describe PTO needs in functional 
terms, (2) set forth the method that will be used in eval- 
uating proposals, and (3) indicate the factors that will be 
considered and their relative weight or importance. Fac- 
tors and weights will be based on the needs of the PTO 
and the interests of the public. When solicitation docu- 
ments are ready for release, announcements will be 
— in the Commerce Business Daily (CBD) to in- 
‘orm prospective offerors of the date of the release. The 
PTO will competitively acquire the services of an inde- 
pendent audit or accounting firm to assign a fair market 
value to non-monetary considerations received or pro- 
vided to assist in evaluating offers. 

Contracts and assistance instruments will be awarded 
for one year with options for additional years, if re- 
quired. The number of option years will be sufficient to 
provide an incentive for competitors to investment in an 
offering, but not for such a long period that future com- 
petition would be unreasonably limited. 

Exclusive licenses will not be issued to any foreign 
owned firm or to any subsidiary or affiliate of a foreign 
owned firm. When feasible, competitive procurements 
will be structured to favor non-exclusive licenses. In any 
case, an exclusive license shall not impair the ability of 
the public to obtain data in a form historically provided 
by the PTO or in some equivalent form not subject to li- 
cense restrictions. Licensees will not be entitled to ob- 
tain patent or trademark information not accessable by 
the public. 


Exchange Agreements to be Converted by Competitive 
Procurement 


Exchange agreements now in effect that are to be 
converted through competitive solicitations are listed be- 
low. The tentative date for issuance of the solicitation 
document is shown for each. 


Exchange of Trademark Data and Information with 
Thomson and Thomson 


Under an agreement with Thomson and Thomson 
(T&T), of 1 Monarch Dr., North Quincy, Mass. 02171, 
digitized images of the fi tive elements of active 
trademark registrations in effect in 1983 and to be regis- 
tered during the subsequent 10 year period were or are 
to be provided ic the PTO. The same figurative ele- 
ments were or are to be coded for retrieval using a cod- 
ing system and manual developed jointly by T&T and 
the PTO. The textual information contained in the 
trademark applications and other trademark documents 
for the period from 1984 to 1992 were or are to be pro- 
vided. All data furnished or to be furnished by T&T 
were or are to be provided on magnetic tape in an 
agreed upon format and standard. In return for this elec- 
tronic data, the PTO furnished or wili furnish paper 
copies of registration, application, and other Office doc- 
uments, copies of Trademark Official Gazettes (OG), cer- 
tain microfilm equipment, reports from certain special 
studies and analyses and electronic data representing up- 
dates to the text data base of active trademark registra- 
tions for the period corresponding to the term of the 
agreement, from 1984 to 1992. 
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It is contemplated that the provisions of this exchange 
agreement will be ended and the substance of it will be 
converted by one or more competitive procurements for 
different types of data. The solicitations are planned to 
issue in Feb. or Mar., 1986. 


Exchange of Patent Data and Information with Derwent 


Under an agreement with Derwent, Inc., of 684 Elm 
St., Suite 500, McLean, Va. 22101, paper copies of 
copyrighted English Abstracts of Derwent’s coverage of 
world patents and electronic data corresponding to the 
bibliographic data and alerting abstracts of certain Der- 
went files (CPI, WPI, and EPI) are provided to the 
PTO. In addition, a royalty credit of 300 hours connect 
time to Derwent data available on-line from time-sharing 
services is provided. The PTO furnishes Derwent paper 
or microfilm copies of foreign patents it receives from 
other patent offices, for pick-up at those offices, OG 
copies, and the following electronic U.S. patent data: pa- 
tent bibliographic data with all claims, the Patent Master 
Classification File and the Patent Assignment Transac- 
tion Data File (backfile and updates). 

This agreement, will be ended and the substance of it 
together with some additional data, data uses, and 
services will be converted by competitive procurement. 
The solicitation is planned to issue in Mar. or Apr., 
1986. 


Exchange of Services and Patent Data with Mead Data 
Central 


Mead Data Central, of P.O. Box 933, Dayton, Ohio 
54401, provides services related to the use of its on-line 
data systems (LEXPAT, LEXIS, NEXIS) in the amount 
of service credits of $77,000 annually to the PTO. In re- 
turn, the PTO has or is furnishing to Mead Data Cen- 
tral, the following electronic data: the Patent Full Text 
File (backfile and updates), the Patent Assignment 
Transaction Data File, the Manual of Classification File, 
and the file of the Index to U.S. Patent Classification 
and paper copies of Certificates of Correction and No- 
tices of Litigation. 

This agreement will be converted by competitive re- 
placement or, alternatively, will be terminated. If a com- 
petitive acquisition is to be undertaken, the solicitation is 
planned to issue approximately in Mar., 1986; if it is to 
be terminated, it is planned to be terminated by Oct., 
1986. 


Exchange of Patent Data and Information with Research 
Publications, Inc. 


Under an exchange agreement with Research Publica- 
tions, Inc., of 12 Lunar Dr., Woodbridge, Conn. 06525, 
the PTO receives COM-generated 16mm microfilm of 
its classification data files in two sequences. The magnet- 
ic tape files are provided to Research Publications every 
six months in the record format in which it is normally 
produced through the PTO maintenance program. 

The PTO plans to terminate this exchange agreement 
in Sept. 1986. 


Exceptions to Conversion by Competitive Acquisitions 


Exchange agreements that are to be replaced by other 
than competitive procurements are listed below. The 
reason for the exception is given. 


Exchange with Compu-Mark S.A. Related to Trademark 
Backfile Data 


Under the exchange agreement with N.V. COMPU- 
MARK S.A. (CM) of P.O. Box 61, B2510 Mortsel, Bel- 
gium, CM provided or will provide the PTO with elec- 
tronic data on magnetic tape consisting of the text data 
in all trademark registrations active in 1983 and regis- 
tered before 1980 and of the character data contained in 
the assignment index cards as of 1984. The PTO provid- 
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ed or is providing CM with paper copies of the active 
registrations found in its bound volumes, assignment in- 
dex cards, and other PTO documents and electronic 
copies of the text data corresponding to new registra- 
tions and applications t-1979 and other trademark 
case data for the period from 1983 to 1992. 

The PTO intends to procure data obtained from CM 
on a sole source basis, as previously advertised in the 
CBD on Dec. 15, 1984. To the knowledge of the PTO, 
CM is the only source of this collection of data that 
meets the specifications of the PTO. The negotiated 
price is expected to be less than the cost of its replace- 
ment by other, competitive means. Estimates of the re- 
placement cost obtained from other, independent firms 
will be used to validate the final price, contract terms 
and conditions. The sole source award is planned to be 
completed by Jan. 1986. 


Exchange of Services and Patent Data with Pergamon 
Infoline 


Pergamon Infoline (Pergamon) of 1340 Old Chain 
Bridge Rd., McLean, Va. 22101, provided or is provid- 
ing the PTO with the following: electronic data corre- 
sponding to the bibliographic data, including abstracts, 
of approximately 130,000 U.S. patents issued between 
1970 and 1974 for which no other electronic data are 
available in the PTO, services consisting of royalty cred- 
its in an amount of $10,000 annually applied to the use 
of Pergamon’s on-line data base, and training of 300 pa- 
tent examiners in the use of the Infoline system. The 
PTO furnishes Pergamon the following electronic data: 
the full text of the patent text backfile from 1975 to 
1983, annual issuances of patent assignment transaction 
data, annual updates of patent bibliographic data with 
exemplary claims, annual issuances of the Patent Master 
Classification File; the annual issuance of the Attorney 
Roster File, periodic issuances of the Special Index 
Term File 364-200, and periodic issuances of the Special 
Index Term file 364-900. 

The PTO plans to terminate this exchange agreement 
in Sept. 1986. 


Administration 


The PTO Administrator for Automation has been 
assigned responsiblity for administering all exchange 
agreements, their replacement, or their termination. Any 
requests for additional information about the agreements 
now in effect should be addressed to: 


J. Howard Bryant 

Administrator for Automation 
Department of Commerce 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Information on the competitive solicitations should be 
addressed to: 


Office of Procurement 
Patent and Trademark Office 
Box 6 

Washington, D.C. 20231 


At this time the PTO is seeking expressions of inter- 
est. Interested parties should write to the procurement 
office identified above citing the exchange agreement(s) 
for which subsequent receipt of a competitive solicita- 
tion is requested. Each competitive solicitation will be 
separately summarized in the CBD prior to issuance. 


DONALD J. QUIGG, 
Assistant Secretary of and 
Commissioner of Patents 
and Trademarks. 


Dec. 2, 1985. 


[1062 OG 410] 
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(171) Qualifications for Admission to the 
Examination for Registration to Practice Before 


the Patent and Trademark Office 


37 CFR 1.341(c) provides in pertinent part, ““No per- 
son will be admitted to practice and registered unless he 
shall . . . establish to the satisfaction of the Commission- 
er that he is of good moral character and good repute 
and *** of the legal and scientific and techni- 
cal qualifications necessary to enable him to render ap- 
plicants for patents valuable service ***. In order that 
the Commissioner may determine whether the person 
*** has the qualifications specified, satisfactory proof of 
good moral character and repute, and of sufficient basic 
training in scientific and technical matters must be sub- 
mitted ***.” 

All persons requesting application forms are routinely 
furnished with a circular entitled “General Requirements 
For Admission To The Examination For Registration 
To Practice Before The Patent and Trademark Office”. 
The circular contains a list of the subjects in which a 
person must have a bachelor’s degree or the equivalency 
thereof in scientific and technical training to meet regis- 
tration qualifications. It is strongly recommended that 
persons who do not have a bachelor’s degree in one of 
those subjects — with the instructions in the para- 
graph following the list to show their scientific and 
technical qualifications. If it is intended to rely on 
courses in computer science, no more than 3 semester 
hours of courses in computer programming will be ac- 
cepted as providing part of the required basic training in 
scientific and technical matters. Computer science 
courses oriented away from the physical sciences or en- 
gineering, e.g., toward accounting or business, will not 
be accepted as providing any of the requisite basic train- 
ing in scientific and technical matters. 

Many applications for admission to an examination are 
filed on or just prior to the announced closing date for 
doing so, and these applications are frequently 
disapproved because the person does not furnish a satis- 
factory showing of his or her qualifications. For in- 
stance, persons with a bachelor’s degree in a subject oth- 
er than one of those listed in the circular frequently do 
not follow instructions in the circular and do not furnish 
both their transcripts and official course descriptions. 
Other persons list charges brought against them requir- 
ing further showings to overcome doubts raised by the 
charges about their character and reputation. Still others 
who failed one section of the examination three times do 
not furnish a satisfactory showing of sufficient additional 
legal training to pass the examination. 

The Office of Enrollment and Discipline evaluates 
each application for admission to the examination on an 
individual basis as soon as practical after receipt in that 
office. Thereafter, notification is promptly mailed to 
each person whose application has been disapproved. 

The Office of Personnel Management (OPM — for- 
merly Civil Service Commission), which administers the 
examination, requires that it receive correct data from 
the Patent and Trademark Office identifying the locale 
of the examination and the number of persons to be test- 
ed well ahead of the examination date. To afford ade- 
quate time to present a satisfactory supplemental showing to 
gain admission to the examination for which application is 
being made, it is recommended that all persons file their 
applications early, preferably at least two months before the 
closing date. 

All supplemental showings of qualifications and all ap- 
plications filed after the announced closing date to apply 
for admission to an examination will be considered only 
in connection with the person’s admission to the next 
succeeding examination. Admission to an examination 
given on a particular date is available only to persons 
who have filed a completed application form, a $75.00 
admission fee, and a satisfactory showing of qualifica- 
tions on or before the closing date for applying for ad- 
mission to the examination. Examinations are given in 
Apr. and Oct. each year, and the respective closing 
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dates for applying for admission to the examinations are 
the preceding Jan. 31 and July 31. 


WILLIAM FELDMAN, 
Director of Enrollment 
and Discipline. 


Sept. 18, 1984. 
[1047 O.G. 35] 


(172) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 


Docket 407 88-4181 
Practice before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is 
amending its rules governing practice before the PTO 
by attorneys and agents. These rules are needed to clari- 
fy and modernize the rules relating to admission to prac- 
tice and the conduct of disciplinary cases. The rules are 
also needed to set out in the Code of Federal Regula- 
tions a PTO Code of Professional Responsibility. By 
amending the rules, the PTO believes the standards for 
admission to practice in patent cases will be more easily 
understood, that those practicing before the PTO will 
have ready access to a code of professional responsibili- 
ty, and that procedure in disciplinary cases will be more 
easily understood. The PTO expects that the conduct of 
disciplinary proceedings under these rules will be more 
effective and less costly. 

Dates: The effective date of these rules (except §1.21(a) 
(5) and (6)) is Mar. 8, 1985. Section 1.21(a) (5) and (6) is 
effective Apr. 8, 1985. 

For Further Information Contact: Fred E. McKelvey by 
telephone at (703) 557-4025 (if no answer, message may 
be left at 703-557-4103) or by mail marked to his atten- 
tion and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Attorneys and agents prac- 
tice before the Patent and Trademark Office (PTO) in 
peo cases. 35 U.S.C. 31. Attorneys also practice be- 
ore the PTO in trademark and other non-patent cases. 5 
U.S.C. 500(b). A few agents also practice before the 
PTO in trademark cases under rules in force prior to 
Jan. 1, 1957. 

A notice of proposed rulemaking for attorney and 
agent conduct and disciplinary procedure was published 
on Aug. 11, 1983 in the Federal Register, 48 F.R. 36478, 
and on Sept. 20, 1983 in the Official Gazette, 1034 O.G. 
39, 1034 TMOG 33. A notice extending the comment 
period and setting a second hearing was published on 
Oct. 5, 1983 in the Federal Register, 48 F.R. 45424, and 
on Oct. 18, 1983, in the Official Gazette, 1035 O.G. 19, 
1035 TMOG 17. The PTO decided to withdraw, and 
not adopt, the rules proposed in the Federal Register no- 
tice of Aug. 11, 1983. There were numerous objections 
to the proposed rules and the public indicated that a 
longer period for study and review of a code of conduct 
and disciplinary procedures was necessary. 

An advance notice of proposed rulemaking setting out 
revised rules being considered for standards of conduct 
and disciplinary proceedings was published on Mar. 16, 
1984, in the Federal Register, 49 F.R. 10012, and on Apr. 
10, 1984, in the Official Gazette, 1041 O.G. 15, 1041 
TMOG 13. Numerous organizations and individuals filed 
comments in response to the advance notice. 

On Aug. 24, 1984, the PTO published in the Federal 
Register a notice of proposed rulemaking. 49 F.R. 33790. 
On Aug. 28, 1984, the notice was also published in the 
Official Gazette. 1045 O.G. 29; 1045 TMOG 25. The no- 
tice also appeared in the Bureau of National Affairs, Pa- 
tents, Trademark & Copyright Journal, Vol. 28, No. 694, 
pp. 485-515 (Aug. 30, 1984). Twenty-two written com- 
ments were timely received in response to the notice of 
proposed rulemaking. The comments are analyzed here- 
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in. A hearing was held on Oct. 10, 1984. Five individu- 
als appeared at the hearing. Oral comments made at the 
hearing are also analyzed herein. The twenty-two writ- 
ten comments and a copy of the transcript of the hear- 
ing are available for public inspection in Room 12B10, 
Crystal Gateway II, 1225 Jefferson Davis Hwy., Arling- 
ton, Va. 

This notice of rulemaking sets out rules in three areas: 


(1) Practice of attorneys and agents before the PTO in 


patent, trademark, and other non-patent cases (§§10.2 . 


through 10.19); 

(2) A PTO Code of Professional Responsibility 
(§§10.20 through 10.112); and 

(3) Rules governing (a) investigation of — viola- 
tions of the PTO Code of Professional ponsibility 
and (b) disciplinary proceedings to reprimand, suspend, 
or exclude (disbar) individuals from practicing before 
the PTO who, after notice and opportunity for a hear- 
ing, are found to have violated a disciplinary rule of the 
PTO Code of Professional Responsibility (§§10.130 
through 10.170). 


Familiarity with the advance notice and notice of pro- 

rulemaking is assumed. Changes in the text of the 

rules published for comment in the notice of proposed 

rulemaking are discussed. Comments received in re- 

sponse to the notice of proposed rulemaking are dis- 

cussed. Comments not timely received in response to the 
advance notice are also discussed. 

Tables 1, 2, and 3 are included in this notice to assist 
readers in correlating present rules with the new rules 
and to find the principal source for the new rules. An 
indication in Tables 1, 2, or 3 that a section is “new” 
means that a corresponding section does not currently 
appear in Tile 37 of the Code of Federal Regulations. 

Table 1 shows the principal sources of the new rules 
which relate to (1) admission to practice of attorneys 
and agents in patent cases and (2) practice in trademark 
and other non-patent cases. 

Table 2 shows the principal sources of the rules for 
the new PTO Code of Professional Responsibility. 

Table 3 shows the principal sources of the new rules 
for disciplinary proceedings. 

Other sources for, and rationale in support of, the pro- 
posed rules are discussed in the Supplementary Informa- 
tion of the advance notice, 49 F.R. 10012-10022, and the 
Supplementary Information of the notice of proposed 
rulemaking, 49 F.R. 33790-33803. 

In issuing these rules, the PTO has made every effort 
to minimize preemption of State control over the prac- 
tice of law. Thus, in §10.1, second sentence, the new 
rules provide: 


Nothing in . . . [these rules] shall be construed to pre- 
empt the authority of each State to maintain control 
over the practice of law, except to the extent neces- 
sary for the Patent and Trademark Office to accom- 
plish its federal objectives. 


This provision of §10.1 is based on language in Sperry v. 
Florida ex rel, Florida Bar, 373 U.S. 379, 402 (1963), and 
makes clear the PTO’s intent to regulate only conduct 
related or relevant to practice before the PTO. 

In an effort to ascertain whether the proposed rules 
would have any adverse impact on the States, copies of 
both the advance notice of Mar. 16, 1984, and the notice 
of proposed rulemaking of Aug. 24, 1984, were sent to 
Bar Counsel in each State. The PTO received responses 
from Bar Counsel in Ala., Conn., Fla., Ga., Md., Miss., 
Nebr., Tex., and Vt. Comments were also received from 
the National Organization of Bar Counsel, the American 
Bar Association, and others. 

Alaska Bar Counsel, contrary to other bar counsel fil- 
ing comments, suggested that creation of a PTO Code 
of Professional Responsibility would be “inherently con- 
fusing” to any attorney practicing in a State and also be- 
fore the PTO. The new rules, however, do not establish 
for the first time a PTO Code of Professional Responsi- 
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bility. The current PTO code appears in 37 CFR 
§§1.344 and 2.12. Sections 1.344 and 2.12 merely incor- 
Ene by reference the Code of Professional Responsi- 

ility of the American Bar Association (1970). The new 
PTO code more appropriately sets out the standards of 
conduct relevant to the practice of law before the PTO. 
Alaska Bar Counsel also felt that it would be more ap- 

ropriate if the PTO brought alleged ethics violations 
by attorneys to local state enforcement authorities. This 
view was not shared by other bar counsel who filed 
comments. The statute (35 U.S.C. 32) authorizes the 
Commissioner to administer discipline. The PTO has 
taken disciplinary action in instances where a State has 
declined to do so. Moreover, there are registered patent 
agents who are not subject to discipline by State en- 
forcement agencies. Finally, Alaska Bar counsel 
suggested that “adjudicative agencies” are too closely 
involved in a disciplinary matter to be impartial. Con- 
er has determined otherwise. 35 U.S.C. 32 and 5 

»S.C. 500(d). 

Comments were received from the Statewide Griev- 
ance Committee of Connecticut in response to the ad- 
vance notice. Many helpful suggestions were made in 
the comments. Most of the suggestions were adopted at 
the time the notice of proposed rulemaking was 
published. 

The Florida Bar, through its Director of Lawyer Reg- 
ulation, filed comments in response to the notice of pro- 

rulemaking. The Florida Bar commented on 

§10.1(c) and 10.23(c) (5). The PTO’s response to the 

rsiol appears later in this notice under a discussion 
fe) i. 

An Assistant General Counsel of the State Bar of 
Georgia filed a response to the advance notice. The re- 
sponse stated, among other things: “Although due to the 
press of business at the present time I am unable to pro- 
vide a substantive response in this correspondence, I will 
respond within the ee time limits after having 
an opportunity to study the enclosed . . . [advance no- 
tice].” No further response was received. 


Bar counsel for the Attorney Grievance Commission 
of Maryland filed a response to the advance notice. In 
his response Bar Counsel states in part: 


It does not appear to me that any of the proposed 
Rules would present any difficulty in the administra- 
tion of discipline within Md. 


Complaint Counsel for Miss. responded to the ad- 
vance notice. He stated in part: 


I have not reviewed the proposed Code in comparison 

with the Code of Professional Responsiblity in great 

detail. In general however I can state that adoption of 
the proposed Code would not have an adverse effect 
upon the function of this office. 

The General Counsel of the State Bar of Texas re- 
sponded to the advance notice and did “not perceive 
that any problem would be created by . . . [the proposed 
rules] in Tex.” The General Counsel did express the 
thought that the PTO’s use of the word “practitioner” 
instead of “lawyer” would not prevent reciprocal disci- 

line in Tex. based on disciplinary action by the PTO. 
¢ PTO sees no reason for disagreeing with the Gener- 

al Counsel. The word “practitioner” is used by the PTO 
to define registered attorneys, registered agents, and oth- 
er attorneys authorized to practice in trademark and 
other non-patent cases before the PTO under 5 U.S.C. 


). 
The Chairman of the Professional Conduct Board of 
Vermont responded to the advance notice. He states in 


part: 


I find nothing contained in the proposed rules which 
would present any difficulty in the administration of 
disciplinary matters within the State of Vermont. Fur- 
ther, I see no problems created vis-a-vis the Code of 
Professional Responsibility in this jurisdiction. 
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The President of the National Organization of Bar 
Counsel responded to the notice of proposed 
rulemaking. He expressed a concern as to whether the 
PTO intended to “provide for notice and information of 
. . . [each disciplinary violation by an attorney] to each 
jurisdiction where the attorney is licensed.” Two provi- 
sions of the rules are designed to insure that States are 
notified of PTO disciplinary action. Section 10.158(b) (1) 
requires a disciplined attorney to notify all bars of which 
he or she is a member and to file a copy of the notice 
with the Director of Enrollment and ipline of the 
PTO. Section 10.159(a) requires the Director to notify 
known state bars and appropriate bar associations of 
PTO oa action. In addition, as a matter of poli- 
cy, the PTO intends to notify the National Discipline 
Data Bank of the American Bar Association. 

Comments were filed in response to the advance no- 
tice and the notice of — rulemaking by the 
Standing Committee on Professional Discipline of the 
American Bar Association. The comments filed in re- 
sponse to the advance notice were analyzed in the no- 
tice of proposed rulemaking and are not re-analyzed in 
this notice. In its comments responding to the notice of 
proposed rulemaking the Standing Committee made sev- 
eral helpful suggestions, some of which are being 
adopted. A full discussion of the PTO rationale for 
adopting or not adopting a particular suggestion appears 
under analysis of comments later in this notice. The 
Standing Committee urged adoption of the 1983 ABA 
Model Rules. The PTO is not now adopting the Model 
Rules inter alia because most States have not adopted 
those rules. If a significant number of states adopt the 
Model Rules, the PTO will consider further amend- 
ments to its Code of Professional Responsibility. The 
Standing Committee suggested changes to §10.23(c) (12) 
which are being adopted in part. The Standing Commit- 
tee suggested that notice be given to a practitioner prior 
to any meeting of the Committee on Discipline. This 
suggestion is not being adopted. In most instances, a 
practitioner will be able to respond to a notice under 5 
U.S.C. 558(c). The Committee will have the practitio- 
ner’s response at the time of its deliberation. The Stand- 
ing Committee urged that hearings in disciplinary mat- 
ters should be open to the public. Others opposed this 
position. The PTO is not adopting this suggestion in 
view of 35 U.S.C. 122. Further rationale for not 
adopting the Standing Committee’s suggestion appears 
later in the notice. The Standing Committee urged a 
change in §10.149 to make the burden for proving a dis- 
ciplinary violation one of “clear and convincing evi- 
dence.” This suggestion is being adopted. The Standing 
Committee urged that more discovery be permitted than 
was authorized by §10.152 as — This suggestion 
is being adopted as explained iurther in this notice. The 
Standing Committee also thought §10.159 should pro- 
vide for notice to the ABA National Discipline Data 
Bank when the PTO administers discipline. While 
§10.159 will not specifically mention the Data Bank, a 
change has been made to permit the Director to notify 
appropriate bar associations. The Data Bank is an appro- 
priate bar association. 


Changes in Text: Several changes have been made in the 
text of the new rules from the text of the proposed rules 
which were published for comment in the notice of pro- 
posed rulemaking. Those changes are discussed below. 

In §1.8, the new subparagraph will be (xiii). 
Subparagraph (xii) was added when the rules relating to 
patent interference proceedings were amended. See 49 
F.R. 48451 (Dec. 12, 1984). 

In the first sentence of §1.31, the term “agent” has 
been changed to “registered agent” to make clear that 
only registered agents are intended. 

Section 1.33(c) is being amended to delete a reference 
to former §§1.341 and 1.347 and to now refer to §§10.5 
and 10.11. 

Section 1.56(f) and (h) is being amended to delete a 
reference to former §1.346 and to now referred to 
§10.18. 
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In the second sentence of §10.1, “subpart shall” has 
been changed to “part shall” and “maintain control 
over” has been changed to “regulate.” In the same sen- 
tence, “within its borders” has been deleted. 

In §10.2(b) (1), “maintain the register” has been 
changed to “maintain the register provided for in §10.5”. 

In the next-to-the-last sentence of §10.7(b), “examining 
corps” has been changed to “patent examining corps”. 

The language “an alien” in §10.9(b) has been changed 
to read “a resident alien” to make clear that aliens regis- 
tered under paragraphs (a) or (b) of §10.6 must be resi- 
dent aliens. 

In the first sentence of §10.14(c), “foreigner” has been 
changed to “foreign attorney or agent”, “registered and 
in good standing” has been changed to “registered or in 
good standing”, “applicants” been changed to 
“parties” and “trademark applications” has been 
changed to “trademark cases”. 

In §10.18(a) (1), “the paper has been read” has been 
changed to “the paper has been read by the practitio- 
ner”. 

Several changes have been made in §10.23. 

In §10.23(c) (4) (iii), “improperly” has been added be- 
fore “bestowing.” 

In §10.23(c) (5), “on ethical grounds” has been added 
after the first occurrence of “attorney or agent” and 
“suspension or disbarment as an attorney or agent” (af- 
ter “10.6(c)’””) has been deleted. 

In §10.23(c) (7), “patent” has been added before “ap- 
plication of another” and the following has been added 
as a second sentence: “See §§1.604(b) and 1.607(c) of 
this Subchapter.” 

In §10.23(c) (8), “Failing to forward” has been 
changed to “Failing to inform a client or former client”; 
“inability to forward, to” has been changed to “inability 
to notify”; “client correspondence” has been changed to 
“client of correspondence”; “is correspondence which” 
has been changed to “is correspondence of which”; and 
“under the circumstances should be forwarded to the 
client or former client” has been changed to “under the 
ae the client or former client should be noti- 

ied.” 

Section 10.23(c) (12) has been changed to read: 
“Knowingly filing, or causing to be filed, a frivolous 
complaint alleging a violation by a practitioner of the 
Patent and Trademark Office Code of Professional Re- 
sponsibility.” 

In §10.23(c) (15), “including” has been changed to 
“making a” and “matter” has been changed to “state- 
ment”. 

In §10.36(b) (3), the language “in the locality” has 
been deleted. 

The following language has been deleted from 
§10.40(c): “, and may not withdraw in other matters,”. 

In §10.62(b), the language “contemplated or pending 
litigation or” has been deleted. 

In §10.63(a), the language “contemplated or pending 
litigation or” has been deleted. Both occurrences of “tri- 
al or” have been deleted from §10.63(a). The language 
“contemplated or pending litigation or” has been deleted 
from §10.63(b). 

The following sentence has been added to §10.64(b): 
“A practitioner may, however, advance any fee required 
to prevent or remedy an abandonment of a client’s appli- 
cation by reason of an act or omission attributable to the 
practitioner and not to the client, whether or not the cli- 
ent is ultimately liable for such fee.” 

In §10.84(a) (3), “§10.85” has been changed to “this 

part”. 
The following sentence has been added to §10.87(a): 
“It is not improper, however, for a practitioner to en- 
courage a client to meet with an opposing party for set- 
tlement discussions.” 

Subparagraph (5) of §10.89(c) as it appeared in the no- 
tice of proposed rulemaking has been deleted. Sub- 
paragraph (6) of §10.89(c) as it appeared in the notice of 
proposed rulemaking has been changed to read: “(5) En- 
gage in undignified or discourteous conduct before the 
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Office (see §1.3 of this Subchapter).” Subparagraph (7) 
of §10.89(c) has been redesignated as subparagraph (6). 

In §10.112(a), the language: 

maintained: (1) in the case of a practitioner whose of- 

fice is located in the United States, the State in which 

the practitioner’s office is situated or (2) in the case of 

a practitioner having an office in a foreign country or 

registered under §10.6(c) in the United States or the 

foreign country has been changed to read: 

maintained in the United States or, in the case of a 

practitioner having an office in a foreign country or 

registered under §10.6(c), in the United States or the 
foreign country. 

In §10.131(a), the second sentence has been deleted as 
being unnecessary in view of §10.132(b). The second 
sentence of §10.131(a) in the notice of proposed 
rulemaking read: “The investigation shall be such as to 
determine whether there is probable cause to believe 
that a violation of a Disciplinary Rule by a practitioner 
has occurred.” 

In the first sentence of §10.132(a), the language “that 
there is probable cuase to believe” has been deleted. The 
Committee on Discipline, not the Director, shall deter- 
mine whether there is probable cause to believe that a 

ractitioner has violated a Disciplinary Rule. See 
§10.4(b) and 10.132(b). 

Several changes have been made in §10.133. In the 
first sentence of §10.133(b), the language “§§10.132(b) 
and 10.134” has been replaced with “§10.134”. The ref- 
erence to §10.132(b) is not necessary. The language “his 
or her resignation by filing” in §10.133(b) has been de- 
leted as unn . The second sentence of §10.133(b) 
has been modified to become new ype ape (c) and 
(d). sory“ (c) indicates the content of an affidavit of 
resignation filed prior to the date set by the administra- 
tive law judge (ALJ) for hearing. Paragraph (d) indi- 
cates the content of an affidavit of resignation filed on 


or after the date set by the ALJ for hearing. Paragraph 
(c) has been redesignated as new paragraph (e). In addi- 


tion, the language “paragraph (b)”. therein has been 
changed to “paragraphs (b) or (c)”. Paragraphs (d) and 
(e) have been redesignated as new paragraphs (f) and 
(g), respectively. 

In §10.135(a) (2) (i), “Committee on Enroliment” has 
been changed to “Director”. 

In §10.149, “a preponderance of” has been changed in 
both instances to “clear and convincing”. 

Several changes have been made to §10.152 to expand 
discovery. Paragraphs (a) and (b) of §10.152 as set out in 
the notice of proposed rulemaking have been redesignat- 
ed as paragraphs (e) and (f), respectively, and new para- 
graphs (a) through (d) have been added. New paragraph 
(a) sets forth discovery which is authorized. New para- 
graph (b) sets forth matter which cannot be discovered. 
Paragraph (c) sets forth factors which an ALJ can con- 
sider in determining whether to authorize discovery. 
Paragraph (d) requires that a motion be filed which 
addresses specifically and separately each particular re- 
quest for discovery. In paragraph (e) (formerly para- 
graph (a)), a new subparagraph (3) has been added to 
specify that the ALJ may require the parties to set out 
in a pre-hearing statement information related to expert 
witnesses. Old subparagraphs (3) and (4) have been 
—- as new subparagraphs (4) and (5), respec- 
tively. 

In §10.154(b), a new subparagraph (5) has been added 
which states: “(5) any extenuating circumstances.” 

In §10.155(a), both occurrences of “on the respon- 
dent” have been deleted. 

Several changes have been made to §10.158. 
In §10.158(b) (1), after “all clients of the practitioner” 
the following has been added “for whom he or she is 
handling matters before the Office”. In §10.158(b) (2), 
“client’s active case files” has been changed to “client’s 
active Office case files”. In §10.158(c), changes have 
been made to make paragraph (c) applicable to corpo- 
rate patent departments and to prohibit a suspended or 
excluded practitioner from meeting in person or in the 
presence of another practitioner with an official of the 
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PTO in connection with the prosecution of a patent, 
trademark, or other case. 

The following has been added to the end of 
§10.159(a): “and any appropriate bar associations,” 

Several changes have been made in §10.160(c). “A 

practitioner has been suspended or excluded” has been 
changed to “An individual who has resigned under 
§10.133 or who has been suspended or excluded”. The 
language “if the Director is satisfied” has been changed 
to “when the individual makes a clear and convincing 
showing”. The language “suspended or excluded practi- 
tioner” has been changed to “individual”. 
Response to and Analysis of Comments: Twenty-two (22) 
written comments where timely received in response to 
the notice of pro rulemaking. The comments have 
been analyzed. Some suggestions made in comments 
have been adopted and others have been rejected. A de- 
tailed analysis of the timely received comments follows. 
Several comments were not timely received by July 9, 
1984, in response to the advance notice of proposed 
rulemaking of Mar. 16, 1984. These comments have now 
been considered and are analyzed herein. 

Several comments were received which suggested 
that the rules purport to regulate attorney conduct be- 
yond that necessary or proper for administration of fed- 
eral programs by the PTO. It is not, and has never been, 
the intention of the PTO to regulate conduct except to 
the extent necessary for the accomplishment of federal 
objectives. Thus, only that conduct which is relevant to 
the Fagor of patent, trademark, or other law before the 
PTO is what the PTO seeks to regulate. The preamble 
of §10.1 indicates that —— 10 _ solely the 
practice of patent, trademark, and other law before the 
PTO. As noted in the preamble to §10.1, “[nJothing in 
this subpart shall be construed to preempt the authority 
of each State to regulate the practice of law, except to 
the extent necessary for the Patent and Trademark Of- 
fice to accomplish its federal objectives.” See Sperry v. 
Florida ex rel. Florida Bar, 373 U.S. 379, 402 (1963). See 
also Michigan Canners and Freezers Ass’n. v. Agricultural 
Marketing and Bargaining Board, 104 S. Ct. 2518, 2523 
(1984) (State Law is preempted when it stands as an ob- 
stacle to the accomplishment and execution of the full 
purposes and objectives of Congress) and Fidelity Feder- 
al Savings and Loan Ass’n. v. de la Cuesta, 102 S. Ct. 
3014, 3022 (1982) (federal regulations have no less pre- 
emptive effect than federal statutes). 

Severai comments were received concerning §10.1. 
The Florida Bar noted that in the notice of proposed 
rulemaking the PTO indicated “that failure to pay State 
bar dues is not a basis for suspension or exclusion before 
the PTO because failure to pay the dues has no relation- 
ship to the federal objectives which the PTO seeks to 
accomplish.” 49 F.R. 33795, column 1, third full para- 
graph. The Florida Bar suggested that “the loss of good 
standing [should] be of concern to the PTO.” The PTO 
agrees in part. Suspension from a State bar for failure to 
pay dues will not be viewed by the PTO as “miscon- 
duct.” See §10.23(c) (5), which has been changed to de- 
fine misconduct as suspension or disbarment on ethical 
grounds. If an attorney is suspended by his or her State 
bar for failure to pay bar dues, and for that reason is no 
longer in good standing before the State bar, that attor- 
ney is no longer an attorney within the meaning of 
§10.1(c). An attorney suspended from his or her State 
bar for failure to pay bar dues would no longer be eligi- 
ble to represent individuals before the PTO in trademark 
and other non-patent cases. 

One commentator suggested that the second sentence 
of §10.1 be changed to read: “Nothing in this subpart 
shall be construed to preempt the authority of each 
State to regulate the practice of law, except to the ex- 
tent necessary for the Patent and Trademark Office to 
accomplish its federal objectives.” The suggestion is be- 
ing adopted. The commentator noted that as originally 
proposed in the notice of proposed rulemaking, the 
phrase “to maintain control over the practice of law 
within its borders” is unduly restrictive. The commenta- 
tor correctly pointed out that “[c]ertainly, New York 
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would have the authority to regulate the practice of law 
by a New York attorney — os 

Another commentator noted the language “federal ob- 
jectives” in §10.1 and felt it would be appropriate for 
the PTO “to set forth what the federal objectives really 
are.” The PTO does not believe it is appropriate to set 
out in the regulations specific federal objectives. The 
PTO engages in the examination of applications for pa- 
tents, reexamination of issued patents, examination of ap- 
plications for registrations of trademarks, and numerous 
inter partes patent and trademark proceedings. The fed- 
eral objectives of the PTO center around these activi- 
ties. 

With respect to §10.2(c), one commentator argued 
that “it is unfair to require the payment of a fee to re- 
view a final decision of the Director.” The PTO dis- 
agrees. The review provided by §10.2(c) is a service pre- 
formed by the PTO for which a fee may be charged. 
There is no compelling reason for not charging a fee. 

Several comments were received discussing §10.4. 
One commentator suggested “that a provision for no 
discovery or testimony from a member of the Commit- 
tee on Discipline is unfair and inappropriate.” The PTO 
does not believe that a “mini-trial” should be conducted 
in a subsequent disciplinary proceeding of how or why 
the Committee on Discipline reached its decision. The 
commentator also argued that 10.4(c) “would be in di- 
rect conflict with the Federal Rules of Civil Procedure” 
in any review in the U.S. District Court for the District 
of Columbia. Again, the PTO disagrees. The Federal 
Rules of Civil Procedure do not apply to disciplinary 
cases in the PTO. Moreover, those rules do not apply in 
cases seeking judicial review of a decision of the Com- 
missioner in a disciplinary matter. Applicable law (35 
U.S.C. 32 and Local Rule 1-26 of the district court) 
provides for review on the record made in the PTO. See 
also Camp v. Pitts, 411 U.S. 138 (1973). Hence, there is 
no discovery in a proceeding under 35 U.S.C. 32. 

Comments were received which suggest that the asso- 
ciate and assistant solicitors in the ice of the Solicitor 
cannot be isolated from the Solicitor and the Deputy 
Solicitor. The associate and assistant solicitors are to be 
isolated so that (1) the associate and assistant solicitors 
may act as attorney for the Director in prosecuting a 
disciplinary proceeding and (2) the Solicitor and Deputy 
Solicitor may act as legal advisor to the Commissioner 
in deciding a disciplinary matter. In disciplinary matters, 
the associate and assistant solicitors will report directly 
to the Director. Associate and assistant solicitors will 
not have occasion to discuss disciplinary matters with 
the Solicitor or Deputy Solicitor. 

The following discussion in the Attorney General’s 
Manual on the Administrative Procedure Act, pp. 57-58 
(1947), commenting on original §5(c) (now 5 U.S.C. 
554(d)) is believed particularly relevant to the issues 
raised in the comments: 


Assuming that an agency will in many cases wish to 
consult with certain of its staff members, it may pro- 
ceed in one of two ways. It may in a particular case 
consult with staff members who in fact have not 
performed investigative or prosecuting functions in 
that or a factually related case. In the alternative, the 
agency may find it feasible so to organize its staff as- 
signments that the staff members whom it most fre- 
quently desires to consult will be free of all investiga- 
tive and prosecuting functions. 


ese ee 


[I]f the agency so organizes its staff that the general 
counsel is not responsible for the investigative and 
prosecuting functions, he would be regularly available 
to the agency for consultation on the decision of 
cases. 


*The general counsel’s participation in rule making and in court litiga- 
tion would be entirely compatible with his role in advising the agency in 
the decision of adjudicatory cases subject to section 5(c). 
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Several commentators suggested that members of the 
public or the PTO bar should be members of the Com- 
mittee on Discipline. This suggestion is not being 
adopted. As noted in the notice of proposed rulemaking 
(49 F.R. 33793, column 2, last paragraph), there are two 
reasons for not adopting the suggestion. Use of individu- 
als outside the PTO is made cult by 35 U.S.C. 122. 
Administrative delays would take place because it would 
be more difficult to schedule meetings. 

One commentator suggested that the language “at 
least” in the phrase “at least three employees of the Of- 
fice” should be deleted from the second sentence of 
§10.4(a). This suggestion is not being adopted. The“at 
least” language permit the Commissioner to appoint 


alternate members to substitute for a member who may 
= — or who may be unavailable for an extend- 


ion 10.10 provides that only practitioners who are 
registered under §10.6 or individuals given limited rec- 
ognition under §10.9 will be permitted to prosecute pa- 
tent applications of others before the PTO. One com- 
ment was received which noted that the rules do not 
address the “status” of (a) “an individual in a training 
program directed to the preparation and prosecution of 
applications for patent” or (b) “a long-time employee 
working within a patent organization in the area of 
preparation and prosecution of applications for patent, 
but has never become registered to practice as either a 
Patent Agent or Patent Attorney.” The commentator 
suggested that the rules should state what such individu- 
als or employees may do. The suggestion is not being 
adopted. Only registered practitioners (attorneys and 
agents) may practice patent law before the PTO. The 
commentator also suggested that the rules should pro- 
vide that long-time corporate or government employees 
who have never been registered should be given limited 
recognition by the PTO. This suggestion is not being 
adopted. Limited recognition will be given only on a 
case-by-case basis. See §10.9. 

One comment suggested that “applicants” and “trade- 
mark applications” in the first sentence of §10.14(c) ren- 
dered it unclear whether an individual authorized to 
practice before the PTO in trademark cases could prose- 
cute post-registration cases, such as a cancellation pro- 
ceeding. The rule has been clarified by changing “appli- 
cants” to “parties” and “trademark applications” to 
“trademark cases”. An individual authorized to repre- 
sent others under §10.14 is authorized to appear in any 
trademark case. 

Several comments were received discussing §10.18. 
One comment made at the hearing suggested that the 
rule should specify who should read the paper being 
signed. The commentator stated: “I think it would be 
salutary if what you really mean is that the practitioner 
who signs it has read it.” The suggestion is being 
adopted and the language of §10.18(a) (1) has been 
changed from “the paper has been read” to “the paper 
has been read by the practitioner”. 

Two individuals commented that requiring the signa- 
ture of a practitioner would eliminate the “custom” of 
having an associate sign the name of a principal attorney 
on a paper which the principal authorizes the associate 
to file. Section 10.18 requires that the practitioner sign- 
ing the paper sign his or her own name. The rule would 
permit associate attorney John Smith to sign on behalf 
of principal attorney David Jones by signing the paper 
as follows: “David Jones by John Smith.” The rule 
would not permit Smith to merely sign Jones’ name or 
to sign “David Jones by JS.” The rule does not autho- 
rize a non-practitioner (e.g., a para-legal or secretary) to 
sign a paper on behalf of a practitioner. 

One comment asked the following: 


Assume an inventor is under Final Rejection 
and the period for proper response is near at 
hand. The attorney is now instructed to “keep 
the case alive” until a CIP [continuation-in- 
part] is prepared and filed. For reasons outside 
the control of the attorney, the CIP cannot be 
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filed in time. Assume now the attorney files a 
Notice of Appeal, never intending to prosecute 
the appeal, laadieg only to buy time until 
the CIP can be filed. Would the filing of the 
Notice of Appeal violate Rule 10.18 and sub- 
ject the attorney to PTO disciplinary action? 


A notice of appeal is a proper response to a final re- 
jection. Accordingly, it would not appear under the cir- 
cumstances outlined that the notice of appeal was 
“interposed for delay” within the meaning of §10.18(a) 
(4). 

Three comments were received discussing §10.22. One 
comment suggested that modifiers, such as “knowingly” 
and “willfully” be inserted in paragraphs (a) and (b) of 
§10.22. The apie is not being adopted. A “materi- 
ally false statement,” a failure “to disclose a material 
fact,” or furthering the application of another “known ... 
to be unqualified” constitute acts which cannot be char- 
acterized as innocent. Accordingly, there is no need to 
insert the “modifiers” in the text of the rule. Another 
commentator ee that the provisions of §10.22 are 
not relevant to the federal objectives of the PTO. The 
PTO disagrees. Practitioners who (1) fail to tell the 
truth, (2) fail fail to reveal material information or (3) know- 
ingly further the application of an unqualified individual 
to a bar, demonstrate that they are “disreputable” within 
the meaning of 35 U.S.C. 32. A third commentator 
suggested that §10.22(b) is too broad because a practitio- 
ner could recommend an individual for membership in a 
bar and the individual might fail to pass the bar exami- 
nation. Unless a practitioner has good reason to know 
that the individual will fail to pass a bar examination, it 
is not apparent how the practitioner’s recommendation 
could amount to a violation of the PTO Code of Profes- 
sional Responsibility. 

Numerous comments were received discussing §10.23. 
One comment suggested that §10.23(c) (8) be changed to 
require notification of a client rather than requiring cor- 
respondence to be forwarded. This suggestion has been 
adopted by making appropriate changes to §10.23(c) (8). 

A suggestion was made to delete the reference to 
$5000 in §10.23(c) (17). This suggestion is not being 
adopted. See the discussion in the advance notice, 49 
F.R. 10016, column 1. 

A suggestion was made that §10.23(c) (5) has “‘a built- 
in inequity as regards different patent attorneys in differ- 
ent states.” According to the commentator, a practitio- 
ner suspended for an act by Ohio might not be suspend- 
ed for the same act by New York. The commentator 
reasons it would be unfair for the Office to suspend the 
Ohio practitioner, but not the New York practitioner. 
The commentator’s concern is not warranted in view of 
the second sentence of §10.1. 

Another commentator noted that §10.23(a) (3) “points 
up the difficulty of superimposing . . . [a] set of rules on 
of the various local jurisdictions.” Here again, the com- 
mentator’s concern is not believed warranted in view of 
the second sentence of §10.1. Another commentator not- 
ed that “moral turpitude” is hard to define. It was 
suggested that possession of marijuana is regarded as a 
crime involving moral turpitude in some states where a 
99-year sentence may be received. It was suggested that 
in other states ion of marijuana might result in “a 
slap on the wrist.” If a practitioner is incarcerated for a 
crime in a state, it follows that the practitioner is not ca- 
pable of representing individuals before the Office. This 
is true even if the same practitioner would not have 
been incarcerated in another state for the same act. 

The Florida Bar raised a question concerning 
§10.23(c) (5) which is answered under the discussion 
above of $10.1. Section 10.23(c) (5) has been changed to 
make suspension or disbarment “on ethical —, a 
basis for suspension or disbarment by the Office. “Ethi- 
cal grounds” would include incompetence, but would 
not include failure to pay State bar dues. 

One comment suggested that “disreputable” and 
“gross misconduct” in §10.23(a) be defined. The terms 
“disreputable” and “gross misconduct” appear in 35 
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U.S.C. 32 and need no further definition in the rules. 
For a discussion of “disreputable,” see Poole v. United 
States, 54 A.F.T.R. 2d (P-H) 84-5536 (D.D.C. June 29, 


1984). 

Several comments suggested that the Model Rules of 
Professional Conduct of the American Bar Association 
(1983) be adopted in place of §10.23. Adoption of the 
Model Rules was given consideration prior to publica- 
tion of the advance notice and the notice of proposed 
rulemaking. The matter has been considered again. 
However, it has not been demonstrated to the Office 
that a large number of states have adopted the Model 
Rules. As noted in the notice of pro: rulemaking, at 
least Va. has rejected the Model Rules. Accordingly, the 
PTO will not, at this time, adopt the Model Rules. If a 
large number of states adopt the Model Rules in the fu- 
ture, the PTO would be willing to reconsider its posi- 
tion. 

One comment suggested that “before the Office” be 
inserted after the word “conduct” in §10. 23(b) (4), (5), 
and (6). This suggestion is not being adopted in view of 
the second sentence of §10.1. 

A suggestion was received that ‘ 
serted at the beginning of §10.23(c) or 
tion has been adopted. 

A suggestion was received that the word “patent” be 
inserted before “application” in §10.23(c) (7). This sug- 
gestion has been adopted. 

A suggestion was received that §10.23(c) (15) be 
changed so that a trademark practitioner could present 
potentially scandalous subject matter in order to receive 
a determination on the merits of registrability. See e.g., 
In re McGinley, 660 F.2d 481, 211 USPQ 668 (CCPA 
1981). Section 10.23(c) (15) has been changed to refer 
only “making a scandalous or indecent statement in a 
paper filed in the Office.” 

Several individuals suggested that it may be difficult 
to determine the identity of tunder §10.23(c)(8), particu- 
larly in corporate patent departments. The PTO will 
presume that practitioners know the identities of their 
clients and that information conveyed to the client is be- 
ing conveyed in a manner acceptable to the client. 

Section 10.23(c)(12) has been changed in response to 
comments which suggested that it would be difficult for 
practitioners to comply with §10.23(c)(12) on the one 
hand and §§10.24 and 10.131 on the other hand. The 
2 age of §10.23(c)(12) is to eliminate a frivolous com- 
sg laint against practitioners. Accordingly, $10. 23(c)(12) 

been changed to define as misconduct “knowningly 
filing, or causing to be filed, a frivolous complaint alleg- 
ing a violation by a practitioner of the Patent and 
Trademark Office Code of Professional Responsibility.” 

Several individuals criticized §10.24. The provisions of 
§10.24 are derived from DR 1-103 of the Code of Pro- 
fessional Responsibility of the American Bar Association 
(1970)—the rule currently applicable to practitioners. 
See 37 CFR §§1.344 and 2.13. The PTO is not aware 
that the current rule causes any problems. Accordingly, 
the numerous suggestions to delete or amend §10.24 are 
not being adopted. 

One comment was received which suggested that 
charging another person with trademark infringement 
and pr that the person withdraw a pending ap- 

lication “might be . . . interpreted as a violation” of 
810. 31(a). The PTO disagrees. A reasonable interpreta- 
tion of the rule does not justify the unreasonable con- 
struction by the commentator. 

At the hearing, an individual discussed §10.32. The 
individual suggested that three “practices” should be 
sanctioned under any PTO Code of Professional Re- 
sponsibility and it was suggested that all three practices 
might be prohibited by §10.32. First, the individual 
suggested that “the giving of moderately priced presents 
. . . to established clients on appropriate occasions— 
Christmas, weddings of their daughters” should not con- 
stitute a violation of §10.32. The PTO agrees. The giv- 
ing of a gift to an “established client” on the occasions 
suggested is not a gift “to a person for recommending 
the practitioner’s services.” Second, the individual 


improperly” be in- 
iii). This sugges- 
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suggested that a practitioner should not be prohibited 
from “paying for ordinary client entertainment.” The 
PTO agrees. Again the “client” is not “a person recom- 
mending the practitioner’s services” in return for being 
entertained. Third, the individual argued that the rules 
should not preclude an “exchange of cases with foreign 
practitioners.” An “exchange” was said to occur 
“fw]here a foreign patent practitioner in his country 
sends cases to an American patent or trademark practi- 
tioner to prosecute before the PTO, and you send the 
foreign firm cases to prosecute before the foreign patent 
office, on the more or less explicit basis that it’s some- 
thing in the nature of a trade.” According to the indi- 
vidual, the “exchange” ordinarily takes place without 
knowledge of the practitioner’s client. The individual 
expressed the opinion that “exchanges” without knowl- 
edge of the client presently occur routinely. The PTO 
believes that the suggested “exchange” may ethically 
take place only when the practitioner’s clients are fully 
advised of the exchange. Three other witnesses at the 
hearing expressed the view—correctly the PTO believes 
—that client knowledge is essential to an ethical ex- 
change of the type contemplated. No change in $10.32 is 
being made. 

A suggestion was received that “in matters before the 
Office” be inserted after “professional employment” in 
§10.33. The suggestion is not being adopted in view of 
the second sentence of §10.1. Another comment 
suggested that Rule 7.3 of the Model Rules of Profes- 
sional Conduct (1983) be adopted in place of §10.33. 
The suggestion is not being adopted. Section 10.33 is 
based partly on Rule 7.3, but contains the additional lan- 
guage “under circumstances evidencing undue influence, 
intimidation, or overreaching.” Section 10.33 is designed 
to prohibit so-called “ambulance chasing.” In Ohralik v. 
Ohio State Bar Ass’n., 436 U.S. 447 (1978), the Supreme 
Court held that a state could lawfully regulate ambu- 
lance chasing. In its opinion, the Supreme Court said: 


We need not discuss or evaluate each of these inter- 
ests in detail as appellant has conceded that the State 
has a legitimate and indeed “compelling” interest in 
preventing those aspects of solicitation that involve 
fraud, undue influence, intimidation, overreaching, 
and other forms of ‘vexatious conduct.’ We agree that 
protection of the public from these aspects of solicita- 
tion is a legitimate and important state interest. 


436 U.S. at 462. The additional language appearing in 
§10.33 is designed to limit the application of §10.33 to 
those situations in which the PTO has a legitimate inter- 
est. See also 35 U.S.C. 32 and §10.31(a). 

A suggestion was received that §10.35(b) should be 
deleted. According to the suggestion, “[rjegulation of 
the practitioner’s business arrangements should be left to 
state regulation.” While the PTO is in general agree- 
ment with the rationale suggested, there exist partner- 
ships of agents which are not subject to regulation by 
any state. Moreover, the commentator has not suggested 
or shown that §10.35(b) is inconsistent with the policy 
of any state. Practitioners should not be free to hold 
themselves out as being associated with a partnership or 
other organizations when an association does not in fact 
exist. 

One comment suggested that “in the locality” be de- 
leted from §10.36(b)(3). This suggestion is being 
adopted, because “in the locality” has no particular sig- 
nificance in the practice of patent and trademark law. 
Clients of patent and trademark practitioners are not 
necessarily located where counsel are located. More- 
over, the practice is national in scope. 

An individual at the hearing suggested that the PTO 
should delete subparagraphs (1) and (2) from §10.37(a). 
This suggestion is not being adopted. The individual 
suggested that a client need not know that “employ- 
ment” has been referred to another practitioner or to a 
foreign practitioner. The PTO disagrees and so did three 
other individuals who expressed a view at the hearing. 
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Moreover, the PTO believes that when “farming out” 

occurs with the consent of a client, that the fee division 

should be proportional to the services rendered. Under 

§10.37, “farming out” of work without knowledge and 

— nsent of a client will constitute a disciplinary rule vio- 
tion. 

One commentator suggested that §10.39 “may result 
in numerous claims to the effect that a practitioner 
brought a proceeding ‘merely for the purpose of 
harassing or maliciously injuring another m.’ ” Sec- 
tion 10.39 continues existing policy (37 CFR §1.344 and 
DR 2-109 of the ABA Code (1970)). Under existing pol- 
icy, the PTO has not experienced “numerous claims.” 
Accordingly, there is no reason to expect such claims 
under §10.39. 

A suggestion was received that the first sentence of 
§10.40(a) be changed to read: “A practitioner may with- 
draw from employment in a proceeding before the Of- 
fice without permission from the Commissioner in those 
instances in which a substitute has been selected and is 
willing to serve.” This suggestion is not being adopted. 
If “a substitute has been selected and is willing to 
serve,” presumably with the consent of the client, a new 
power of attorney may be filed in the PTO. Another 
commentator suggested that §10.40 should not apply to 
corporate attorneys. This suggestion likewise is not be- 
ing adopted. If a corporate atorney changes jobs, the at- 
torney should withdraw from representing the “old” 
corporation or the old corporation should revoke any 
power of attorney. 

One comment suggested that the PTO should be un- 
der a burden of deciding requests for permission to 
withdraw within thirty (30) days. This suggestion is not 
being adopted, but it is and will continue to be PTO 
policy to promptly decide requests for permission to 
withdraw. 

One comment suggested that “, and may not with- 
draw in other matters,” be deleted from §10.40(c). This 
suggestion has been adopted. 

One comment asked whether a power of attorney giv- 
en during gw seg of a patent application continues 
to be viable after the patent is issued. The answer is 
“yes.” Communications received during reexamination 
proceedings are sent to the correspondence address es- 
tablished during prosecution of the application which 
matures into the patent being reexamined. See 37 CFR 
§1.525. Notices concerning maintenance fees likewise are 
mailed to the correspondence address. See 37 CFR 
§1.363, 49 F.R. 34725 (Aug. 31, 1984). The commentator 
also raised a question of who is the client when a case is 
filed on behalf of an individual, but the individual’s as- 
signee pays the practitioner’s bills. Practitioners are 
expected to know the identities of their clients. If a 
practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent applica- 
tion, the practitioner may file an assignment and a pow- 
er of attorney signed by the assignee. If a dispute should 
then occur between the individual and the assignee, the 
record would be clear that the assignee is the client. 

A comment suggested that §10.40(a) “would appear to 
be unreasonable” in view of the language “giving due 
notice to another practitioner.” Such language does not 
appear in §10.40(a). 

An oral comment was received by phone which 
questioned whether the use of para-legals or apprentices 
by a practitioner constitutes the unauthorized practice of 
law. If a para-legal or apprentice works under the direc- 
tion of a practitioner and the practitioner does not allow 
the para-legal or apprentice to hold themselves out as a 
practitioner, there is no unauthorized practice of law 
problem within the meaning of §10.47. 

One comment discussing §10.49 made the following 
statement: 


“... if the intent of this section is to prohibit a practi- 
tioner from forming a partnership with a lawyer who, 
while in good standing with his State bar, does not 
qualify to practice before the Office (either because he 
has not taken the patent examination or is not quali- 
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fied to handle trademark matters), then it should be 
stricken.” 


As explained in the notice of proposed rulemaking (49 
F.R. 33797, column 3), the PTO does not intend to pro- 
hibit formation of law firms by members of the Bar of 
any state. 

One comment suggested that “in matters before the 
Office” should be inserted after “employment” in 
§10.62(a). This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §§10.62 and 10.63 be 
replaced with Rule 3.7(b) of the Model Rules of Profes- 
sional Conduct of the ABA (1983). For reasons already 
discussed, the PTO is not adopting the Model Rules. 
The comment went on to suggest that practitioners 
would not be free testify concerning attorney diligence 
in patent interference cases. The PTO has made it plain 
twice that it disagrees. See the advance notice (49 F.R. 
10016, column 3 (Mar. 16, 1984)) and the notice of pro- 
posed rulemaking (49 F.R. 33797, column 3, last para- 
graph (Aug. 24, 1984)). 

A comment suggested that language in §§10.62 and 
10.63 is nct clear. Specifically, the commentator referred 
to “solely to an uncontested matter” or “solely to a mat- 
ter of formality.” This language occurs in the current 
rules and has not caused any known difficulty. 

Two comments were received which suggested that 
§10.64(b) should permit practitioners to pay fees which 
rightfully should be paid by a practitioner. This sugges- 
tion is being adopted and the following sentence has 
been added to §10.64(b): “A practitioner may, however, 
advance any fee required to prevent or remedy an aban- 
donment of a client’s application by reason of an act or 
omission attributable to the practitioner and not to the 
client, whether or not the client is ultimately liable for 
such fee.” One of the commentators supplied the follow- 
ing rationale with which the PTO agrees: 


It sometimes happens that payment of a fee is necessi- 
tated by some act or omission for which the practitio- 
ner and not the client is responsible. One example is a 
fee for an extension of time to respond to an Office 
Action (see 37 C.F.R. §1.17 and §1.136), where the 
delay has resulted from the practitioner’s workload 
for other clients, or from the practitioner’s absence 


from his or her office for purposes unrelated to the - 


client’s business. Another example is a petition fee for 
revival of an application unintentionally abandoned 
through some inadvertent oversight on the practitio- 
ner’s part. In these circumstances, it would seem un- 
just to require the client to bear the cost of the fee. 


One comment suggested that §10.65 should be 
amended to indicate that it relates only to matters before 
the PTO. This suggestion is not being adopted in view 
of the second sentence of §10.1. 

Another comment suggested that §10.65(a) “may limit 
a practitioner serving on the board of directors of a cli- 
ent.” The commentator went on to say that practitioners 
serving on boards of directors is a common practice. In- 
asmuch as the client consents to practitioner serving on 
the board, it is believed that §10.65 does not limit a 
practitioner as suggested by the commentator. 

One comment was received which suggested that 
§10.66(d) be changed to exclude corporate patent de- 
partments. According to the comment, “why should an 
entire corporate patent department have to withdraw if 
one of its members has tc withdraw for disciplinary rea- 
sons?” In situations where it would not be appropriate 
for an entire firm or department to withdraw, §10.66(d) 
permits the Commissioner or the Director to so order. 
See e.g., Sunkist Growers, Inc. v. The Benjamin Ansehl 
Co., 221 USPQ 1077 (Comm’r.Pat. 1984). Another com- 
ment suggested that §10.66 should be amended to indi- 
cate that it relates only to matters before the PTO. This 
suggestion is not being adopted in view of the second 
sentence of §10.1. 
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One comment was received which suggested that 
§10.67 be amended to indicate that it relates only to mat- 
ters before the PTO. This suggestion is not being 
adopted in view of the second sentence of §10.1. 

A comment was received which suggested that 
gy might be construed to preclude a practitioner 
rom joining a law firm where attorneys who are not 
registered to practice before the PTO “are in control,” 
ie., are the “senior” partners. The definition of practitio- 
ner (see §10.1(r)) precludes such a construction, because 
any attorney in good standing in any State is a practitio- 
ner. Another comment suggested that §10.68 be 
amended to indicate that it relates only to matters before 
the PTO. This suggestion is not being adopted in view 
of the second sentence of §10.1. 

One comment was made at the hearing which 
suggested that modifiers, such as “knowingly, willfully, 
intentionally,” be inserted in §10.77. This suggestion is 
not being adopted. The PTO believes §10.77 states clear- 
ly the prohibited conduct. 

A comment was received which suggested that 
§§10.77, 10.78, and 10.84 be amended to indicate that 
they refer only to matters before the PTO. This sugges- 
ors > - being adopted in view of the second sentence 
re) it. 

One comment suggested that the term “unwarranted” 
in §10.85(a) (2) is “too vague as to its limits.” The PTO 
disagrees. Contrary to the suggestion by the commenta- 
tor, it is believed that practitioners can readily determine 
whether they are advocating a position that is 
unwarranted under existing law. 

A comment was received which suggested that 
§10.85(b) can place a difficult burden on patent counsel. 
In support of his position, the commentator gave two 
examples and commented on both examples as follows: 


Example 1: 

A client engages a patent attorney in the preparation 
of a patent application, and the patent attorney goes 
through the usual routine of advising the client of statu- 
tory bars, duty to disclose, etc. The attorney prepares 
and files the application, and during the course of the 
prosecution, the client informs the attorney of some ac- 
tivities that occurred a couple of years before filing the 
application, which activities might constitute an offer for 
sale. The attorney advises that this must be disclosed to 
the Patent Examiner, but the applicant refuses to follow 
this course of action and discharges the patent attorney. 
The client then engages another attorney to complete 
the prosecution, without telling the new attorney of the 
potentially damaging prior art. 

Comment: 

In accordance with my interpretation of §10.85(b), the 
first attorney would be required to disclose this situation 
to the Office, unless the term “‘prepetrated a fraud” as it 
appears in that rule does not include the deliberate fail- 
ure to disclose relevant prior art. My concern is that this 
could make for some very poor relationships with the 
client who might not understand the attorney’s duty of 
disclosure before the Office. 

Example 2: 

A rather poor inventor has managed to drum up 
enough money for the filing fee for a patent application 
and then proceeds to prepare and file his own patent ap- 
plication, without the assistance of a patent attorney. Af- 
ter a few months, the inventor obtains some financing 
from an investor, and the inventor and the investor con- 
sult the patent attorney to see if he would continue with 
the prosecution of the application. The attorney reviews 
the fact pattern and informs both the inventor and the 
investor that there is unquestionably some prior art, in 
the form of an earlier publication by the inventor, which 
must be disclosed before the Office. When the inventor 
and the investor find that the attorney intends to dis- 
close this prior art as soon as he is engaged as their at- 
torney, the inventor and the investor tell the attorney 
that they would rather engage the services of some oth- 
er patent attorney, and that they will not tell the second 
attorney of the prior art. 
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Comment: 

As I would interpret §10.85 (b), the first patent attor- 
ney would be obliged to inform the Office of the rele- 
vant prior art. The first patent attorney would likely 
have the serial number and wey ey of the application, 
and it would appear to me tt the patent attorney 
would have to disclose not only the prior art, but also 
disclose the intent of the inventor and the investor not 
to disclose the same. This is pretty harsh treatment, and 
I can see where the inventor and the investor would 
have some very hard feelings against the patent attor- 
ney. 


The PTO agrees that under the circumstances of Ex- 
ample 1, a “client . . . might not understand the attor- 
ney’s duty of disclosure . . . ” Likewise, the PTO can 
understand “where the inventor and the investor [in Ex- 
ample 2] would have some very hard feelings against the 
patent attorney.” Nevertheless, the commentator has 
correctly noted in each case that the practitioner is re- 
quired to advise the PTO. The practitioner’s obligation 
under §10.85(b) has not been changed by the rules and is 
mandated by Kingsland v. Dorsey, 338 U.S. 318 (1949). 
See also Nahstoll, The Lawyer’s Allegiance: Priorities Re- 
wou Confidentiality, 41 Wash. & Lee L. Rev. 421 

1984). 

A comment was received which suggested that §10.85 
be amended to indicate that it pertains only to matters 
before the PTO. The suggestion is not being adopted in 
view of the second sentence of §10.1. 

Two comments were received which suggested that 
g-5%) could be construed to prohibit a practitioner 
rom recommending that a client meet with an opposing 
party for settlement discussions. Both comments 
suggested that §10.87(a) be amended to permit a practi- 
tioner to recommend that a client engage in settlement 
discussions directly with an opposing party. The sugges- 
tion is being adopted and the following sentence has 
been added to §10.87(a): “It is not improper, however, 
for a practitioner to encourage a client to meet with an 
opposing party for settlement discussions.” 

A suggestion was made that §10.87 be amended to in- 
dicate that it pertains only to matters before the PTO. 
The suggestion is not being adopted in view of the sec- 
ond sentence of §10.1. 

One comment a that §10.89(c) (5) be “‘eliminat- 
ed on the grounds of vagueness” because one cannot “be 
expected to comply with Spon unpublished customs 
of courtesy or practice.” The suggestion is being adopted. 
Subparagraph (6) of §10.89(c) is being redesignated as 
subparagraph (5) and has also been changed to read: “En- 
gage in undignified or discourteous conduct before the 
Office (see §1.3 of this Subchapter).” Subparagraph (7) 
has been redesignated as subparagraph (6). 

Another comment discussing §10.89 asked “since 
when must counsel cite to the Examiner in ex parte pro- 
ceedings cases known to be directly adverse to the posi- 
tion being advocated?” Counsel are expected to advise 
patent and trademark examiners of known controlling 
authority which is contrary to a position being advocat- 
ed. It is important for counsel to do so in ex parte cases 
because there is no advocate taking a position contrary to 
the position being taken by an applicant. See also South- 
ern Pacific Transportation Co. v. Public Utilities Commis- 
sion of the State of Calif., 716 F.2d 1285, 1291 (9th Cir. 
1983). 

A commentator contended that §10.89(a) “makes no 
sense” because a decision of the PTO may have been 
overruled by the Federal Circuit. Section 10.89(a) is lim- 
ited to “a decision of the Office made in the course of a 

roceeding.” Practitioners are expected to follow inter- 
ocutory orders entered in PTO proceedings. Obviously 
if such an order is ultimately overruled or reversed by a 
court, it no longer need be followed. The same com- 
mentator suggested that §10.89(c) (3) is not appropriate. 
Specifically, the commentator indicated that practitio- 
ners often rely on the specification of a patent applica- 
tion and prior art. The specification and prior art are ev- 
idence, not the “practitioner’s personal knowledge.” 
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One commentator suggested that §§10.92 and 10.93 be 
amended to indicate that they relate solely to matters 
before the PTO. This suggestion is not being adopted in 
view of the second sentence of §10.1. 

A commentator at the hearing suggested that §10.93 
be changed to permit practitioners to discuss procedural 
matters with interlocutory examiners or members of the 
Board of Patent Interferences or the Trademark Trial 
and Appeal Board. In view of Public Law 98-622, No- 
vember 8, 1984, the Board of Patent Interferences will 
cease to exist on February 8, 1985. All patent interfer- 
ence cases will be transfered to the Board of Patent Ap- 

s and Interferences and will be assigned to an exam- 
iner-in-chief. Practitioners may consult an examiner-in- 
chief orally upon adequate notice to opposing counsel. 
A telephone conference call may be arranged when op- 
posing counsel desires to participate in the oral consulta- 
tion. The same is true of the interlocutory examiners or 
members of the Trademark Trial and Appeal Board. 
Questions of a purely procedural nature may be asked. 
However, an examiner-in-chief or the interlocutory ex- 
aminer or member of the Trademark Trial and Appeal 
Board may nevertheless decline to answer procedural 
questions without opposing counsel being present or in- 
volved in a conference call. 

One commentator suggested that §§10.101, 10.102, 
10.103, and 10.111 be amended to indicate that they re- 
fer only to proceedings in the PTO. The suggestion is 
10 — adopted in view of the second sentence of 

One comment suggested that practitioners residing in 
the United States should be able to maintain trust funds 
in a bank in any State. This suggestion is being adopted 
and §10.112(a) has been changed to implement the sug- 

estion. However, if a State bar requires funds to be 

ept in a bank within the State, a practitioner would be 
required to keep funds in a bank in the State in order to 
comply with State rules. Another comment suggested 
that §10.112(c)(2) is not practical. According to the 
commentator, “invention samples and invention disclo- 
sures and drawings usually are the client’s property, but 
keeping them in a safe deposit box is totally impracti- 
cal.” The commentator overlooks that portion of 
§10.112(c)(2) which reads “in a safe deposit box or other 
place of safekeeping . . . .” A client may consent to a 
practitioner keeping invention samples, invention disclo- 
sures, and drawings in the practitioner’s office. The 
practitioner, of course, should see to it that the office is 
maintained with appropriate security. 

An individual testified at the hearing that §10.112 is 
not clear. According to the individual, “I think the rules 
should specify that if you get money up front from a cli- 
ent, whether it’s called a retainer, pre-payment, or what- 
ever .. . that money has to be put into a trust fund or a 
trust account . . . and that you can’t take the money out 
and spend it until you have performed the services and 
sent a bill to the client that says X dollars has come out 
of your trust account in payment of Y services.” The 
PTO believes that §10.112(b)(2) specifies “that you can’t 
take the money out and spent it until you have 
performed the services” and that §10.112(c)(3) specifies 
that you must send “a bill to the client.” Accordingly, 
no change to §10.112 is necessary. 

One commentator testified at the hearing that the 
PTO rules do not address “those individuals who, due 
to a mental or physical defect, are not able to bring 
themselves in conformity with the rules of conduct... .” 
On the contrary, §10.130 specifies that any practitioner 
shown to be “incompetent” may be suspended or exclud- 
ed. The commentator at the hearing referred to an indi- 
vidual “who has a drinking problem or one who is men- 
tally incapable of representing people before the . . . 
Office.” The statute (35 U.S.C. 32) and the rules address 
such an individual. As noted in the advance notice, the 
PTO has declined to adopt the suggestion appearing in 
Manson, Helping Lawyers Who Need Help (But Won’t Ask 
for Itl), 25 Va. Bar News 27 (June 1977). See 49 F.R. 
10017, column 1 (Mar. 16, 1984). If an individual is sus- 
pended due to a drinking problem, reinstatement (see 
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§10.160) may be conditioned on a clear and convincing 
showing that the drinking problem has been overcome. 

One individual testified at the hearing that a “statute 
of limitations” should be inserted in §10.131. This sug- 
gestion is not being adopted. As the individual noted 
during testimony, statues of limitations do not apply in 
disciplinary proceedings. 

A suggestion was received that §10.132 be changed to 
expressly provide that: 


No disposition adverse to the respondent shall be 
recommended by the Director until the respondent 
shall have been afforded the opportunity to be 
heard. 


This suggestion is not being adopted. Section 
10.132(a) provides that, where necessary, the Director 
shall comply with 5 U.S.C. 558(c) prior to calling a 
meeting of the Committee on Discipline. The relevant 
portion of 5 U.S.C. 558(c) provides: 


Except in cases of willfulness or those in which 
public health, interest, or safety required otherwise, 
the withdrawal, suspension, revocation, or annul- 
ment of a license is lawful only if, before the institu- 
tion of agency proceedings therefor, the license has 
been given; 


(1) notice by the agency in writing of the facts or 
conduct which may warrant the action; and 

(2) opportunity to demonstrate or achieve compli- 
ance with all lawful requirements. 


Where appropriate, a notice under §588(c) will be is- 
sued prior to the time the Director takes a case to the 
Committee on Discipline. Any reply to the §558 (c) no- 
tice will be reviewed by the Director and the Commit- 
tee on Discipline prior to deciding whether a complaint 
should be filed. 

Another suggestion was received which indicated that 
§10.132(c) should be changed so that the “accused prac- 
titioner . . . [would ] have the right to select an adminis- 
trative law judge from a panel of such judges, such pan- 
el including the names of at least two law judges.” This 
suggestion is not being adopted. No rationale was given 
in support of the suggestion and there is no known rea- 
son to permit a respondent to select the particular ad- 
ministrative law judge (ALJ) to be assigned to hear the 
practitioner’s case. 

Several changes have been made in §10.133 by the 
PTO which are not in response to any comment or sug- 
gestion. The language “§§10.132(b) and 10.134” in the 
first sentence of §10.133(b) has been changed to 
§10.134”. This change was made because a reference to 
§10.132(b) is not necessary. The language “his or her 
resignation by filing” in the first sentence of §10.133(b) 
has also been deleted as unnec . The second sen- 
tence of paragraph (b) of §10.133 has been replaced by 
new paragraphs (c) and (d). New paragraph (c) specifies 
the content of an affidavit of resignation filed prior to 
the date set by the ALJ for a hearing. New paragraph 
(d) specifies the content of an affidavit of resignation 
filed on or after the date set by the ALJ for a hearing. 
Old paragraph (c) has been redesignated as new para- 
graph (e) and the language “paragraph (b)” therein has 
been changed to read “paragraphs (b) and (c)”. Old 
paragraphs (d) and (e) have been redesignated as new 
paragraphs (f) and (g), respectively. 

New paragraph (c) of §10.133 has been added to de- 
fine the conditions under which a practitioner may re- 
sign prior to the date set by the ALJ for a hearing. Ex- 
perience has shown that practitioners do not readily 
resign prior to hearing if they are required to admit the 
charges against them and/or are required to admit that 
they could not have been defended against the charges 
or the subject of an investigation. Paragraph (c) does 
not require a practitioner to admit the charges or any 
lack of defense at the time of resignation. Rather, under 
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§10.133(c)(S), any admission is operative at the time of a 
request for reinstatement and only for the limited pur- 
pose of determining the request for reinstatement. By 
deferring the time when the practitioner makes the ad- 
missions, it is believed that settlements are more likely. 
Once a hearing begins, however, there is no reason to 
a—_ a resignation without admission of the facts and a 

k of defense. The admissions of paragraph (c)(5) are 
relevant in determining whether reinstatement should be 
granted and whether sufficient time has passed between 
resignation and any application for reinstatement. 

One comment was made at the hearing which sug- 
gested that “if, in fact there is a real stalemate in a set- 
tlement discussion, that there be some avenue so that 
there be, in essence, binding arbitration” on the part of 
the respondent and the Director. This suggestion is not 
being adopted. There is no reason to impose binding ar- 
bitration in disciplinary matters. While settlements are to 
be encouraged, if the parties (the respondent and the Di- 
rector) cannot reach a mutually agreeable settlement, the 
proper recourse is to proceed with the disciplinary pro- 
ceeding. 

A suggestion was received that the second sentence of 
§10.138 be deleted. The suggestion is not being adopted. 
The second sentence of §10.138 provides that evidence 
obtained by a subpoena under 35 U.S.C. 24 will not be 
admitted unless prior approval was obtained from the 
ALJ to proceed under §24. This provision is necessary 
to retain control over the proceedings in the ALJ. 
Moreover, an order authorizing a party to proceed un- 
der §24 can be helpful to any district court which is re- 
quired to-determine whether an individual should be 
compelled to answer counsel’s questions. Additional ra- 
tionale in support of the PTO’s decision not to adopt the 
— appears in the advance notice (49 F.R. 10019, 
columns 1 and 2) and in the notice of proposed 
rulemaking (49 F.R. 33800, column 1). 

Two individuals testified at the hearing concerning 
§10.144. Section 10.144 provides that hearings in disci- 
plinary cases will not be open to the public. One indi- 
vidual suggested that hearings in disciplinary matters 
should be opened to the public. The other individual 
took the opposite position and supported §10.144 as pro- 
posed. The suggestion to open hearings to the public is 
not being adopted at this time. The PTO believes that a 
practitioner should not unnecessarily be exposed to 
charges of alleged wrongdoing until the practitioner is 
found to have violated the PTO Code of Professional 
Responsibility. Unnecessary and premature exposure 
could cause a practitioner’s clients to find other counsel 
based on mere allegations. Additionally, the PTO is re- 
quired to maintain information concerning patent appli- 
cations in secrecy. 35 U.S.C. 122. In most disciplinary 
cases information concerning a patent application is re- 
vealed at any hearing. Accordingly, the PTO will not 
provide for public hearings. However, the PTO intends 
to further study the possibility of hearings open to the 
public (e.g., in a disciplinary proceeding involving only 
trademark matters) and may, in the future, propose to 
modify §10.144. 

Numerous comments were received which suggested 
that the burden of proof set forth in §10.149 should be 
changed from “preponderance of evidence” to “clear 
and convincing evidence.” As announced at the hearing, 
this suggestion is being adopted. The “clear and con- 
vincing evidence” standard brings §10.149 in confor- 
mance with §10.158(d)(1)(ii) which also requires proof 
by clear and convincing evidence. 

The term “clear and convincing evidence” is not 
succeptable to a precise definition. The PTO, therefore, 
deems it appropriate to set forth its views on what con- 
stitutes “clear and convincing evidence.” “Clear and 
convincing evidence” falls somewhere between proof 
beyond a reasonable doubt and proof by a preponder- 
ance of evidence. 

A reasonable doubt is a doubt based upon reason and 
common sense—the kind of doubt that would make a 
reasonable person hesitate to act. Proof beyond a reason- 
able doubt must, therefore, be proof of such a convinc- 
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ing character that a person would be willing to a 
act upon it unhesitatingly in the most important of his or 
her affairs. Devitt, Federal Jury Practice and Instructions 
§11.01 (2d ed. 1970). 

To: establish a fact by a preponderance of evidence 
means to prove that fact is more likely so than not so. A 
preponderance of evidence means such evidence as, 
when considered and compared with that opposed to it, 
has more convincing force, and produces in the mind of 
the trier of fact a belief that what is sought to be proved 
is more likely true than not true. Devitt, supra at §7.01. 

Clear and convincing evidence is that measure or de- 
gree of proof which will produce in the mind of the tri- 
er of fact a firm belief or conviction as to an allegation 
sought to be established; it is more than a preponderance 
of evidence, but less than that required to establish guilt 
beyond a reasonable doubt. Hobson v. Eaton, 399 F.2d 
781 (6th Cir. 1968). It does not mean clear and unequiv- 
ocal.” Fred C. Walker Agency, Inc. v. Lucas, 215 Va. 
535, 540-541, 211 S.E.2d 88, 92 (1975). 

Several comments were received which suggested 
that §10.150 be changed to make the Federal Rules of 
Evidence applicable to disciplinary nn. The 
suggestion is not being adopted. The PTO has explained, 
in both the advance notice (49 F.R. 10020, column 2) 
and the notice of proposed rulemaking (49 F.R. 338001, 
columns 1 and 2) why it cannot adopt the Federal Rules 
of Evidence in disciplinary cases. The “Federal Rules of 
Evidence . . . do not apply to administrative proceedings 
....” Davis, Administrative Law Treatise, §14.01 (Supp. 
1970). The controlling law is set out in 5 U.S.C. 556(d) 
which provides in part: “Any oral or documentary evi- 
dence may be received, but the agency as a matter of 
policy shall provide for the exclusion of irrelevant, im- 
material, or unduly repetitious evidence. A sanction may 
not be im or rule or order issued except on consid- 
eration of the whole record or those parts thereof cited 
by a party and supported by and in accordance with the 


reliable, probative, and substantial evidence.” It appears 
to be the concern of some of the comments that the Ad- 
ministrative Procedure Act does not articulate an appro- 
priate standard of evidence and that hearsay may be ad- 
mitted. Suffice it to say that many adjudications occur 
daily under the Administrative Procedure Act, including 
disciplinary proceedings. The following language ap- 


pearing in an opinion of the Eleventh Circuit in TRW- 
United Greenfield Division v. National Labor Relations 
Board, 716 F.2d 1391, 1394 (llth Cir. 1983), may be 
helpful: 


At the hearing the ALJ refused to allow five 
additional employees to testify that other em- 
ployees told them that such a statement had 
been made. TRW contends it was denied a 
full and fair hearing by the exclusion of this 
testimony. The general rule is that administra- 
tive tribunals are not bound by the strict rules 
of evidence governing jury trials. Opp Cotton 
Mills, Inc. v. Administrator of Wage & Hour 
Div., 312 U.S. 126, 155, 61 S.Ct. 524, 537, 85 
L.Ed. 624 (1971). Thus, the admission of testi- 
mony which would be deemed incompetent in 
judicial proceedings would not invalidate the 
administrative order. Tagg Bros. & Moorhead 
v. United States, 280 U.S. 420, 442, 50 S.Ct. 
220, 225, 74 L.Ed. 524 (1930). But this assur- 
ance of a desirable flexibility in administrative 
procedure does not go so far as to justify or- 
ders without a basis in evidence having ratio- 
nal probative force. Mere uncorroborated 
hearsay or rumor does not constitute substan- 
tial evidence. Consolidated Edison Co. v. 
N.L.R.B., 305 U.S. 197, 230, 59 S.Ct. 206, 217, 
83 L.Ed. 126 (1938). Therefore, the hearsay 
testimony of other employees would not have 
amounted to substantial evidence sufficient to 
support a finding for the company. We find 
that TRW was not denied a full and fair hear- 
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ing by the judge’s refusal to admit hearsay tes- 
timony. 


See also Steadman v. Securities and Exchange Commis- 
sion, 450 U.S. 91, 98 n. 17 (1981); Richardson v. Perales, 
402 U.S. 389, 410-411 (1971); Brown v. Gamage, 377 
F.2d 154, 158 (D.C.Cir.), cert. denied, 389 U.S. 858 
(1967); Annotation, Hearsay Evidence In Proceedings Be- 
fore Federal Administrative Agencies, 6 ALR Fed 76 
(1971); and Davis, Hearsay in Administrative Proceedings, 
32 Geo. Wash. L. Rev. 689 (1964). 

A suggestion was received that §10.151 be changed to 
make the deposition rules of the Federal Rules of Civil 
Procedure applicable to disciplinary proceedings. This 
suggestion is not being adopted. The discovery provi- 
sions of the Federal Rules of Civil Procedure are not be- 
ing adopted by the PTO in disciplinary cases. Except 
for discovery which the parties agree to make voluntari- 
ly, all discovery under these rules will require the prior 
permission of the ALJ. This prior permission is designed 
to insure that the ALJ retains control over the proceed- 
ing. By requiring prior approval of the ALJ to take a 
deposition, the rules insure that the deposition will relate 
to evidence the ALJ deems to be relevant and will af- 
ford the ALJ the option of determining whether he or 
she wishes to observe the witness. 

Several comments were received which suggested 
that §10.152 be changed to permit more discovery. 
Some commentators be adoption of the discovery 
provisions of the Federal Rules of Civil Procedure relat- 
ing to requests for admissions, interrogatories, and re- 
quests for production of documents. Other commenta- 
tors felt that the discovery proposed in the notice of 
proposed rulemaking was not sufficient and that more 
discovery should be authorized. These latter commenta- 
tors, however, did not urge adoption of the discovery 
provisions of the Federal Rules of Civil Procedure. As 
one commentator noted: 


Disciplinary proceedings are not in the nature 
of civil actions and full discovery within the 
scope of the Federal Rules of Civil Procedure 
is probably not needed or desirable. 


The PTO agrees that more discovery is appropriate 
than would have been authorized under §10.152 as pro- 
posed. The PTO does not agree, however, that discov- 
ery should be commensurate in scope with the discovery 
provisions of the Federal Rules of Civil Procedure. 

One commentator at the hearing who urged adoption 
of the discovery provisions of the Federal Rules of Civil 
Procedure, correctly recognized the existence of “con- 
cerns of the Patent [and Trademark] Office regarding 
what are alleged to be general discovery abuses.” There 
is ample basis for the PTO’s concern. See e.g., Pollack, 
Discovery—Its Abuse and Correction, 80 F.R.D. 219 
(1979) (reproducing remarks made by Judge Pollack at 
the Fifth Circuit Judicial Conference on April 26, 1978 
at New Orleans). The same commentator at the hearing 
went on to note, however, that if the ALJ “gets on top 
of a case and monitors a case very actively, then no dis- 
covery abuses will occur, and if they do, they will be 
dealt with swiftly and properly.” 

Advocates of discovery “reform” seemingly rely on 
two principles which are claimed to be the cure-all for 
discovery abuse: (1) active control by the judge and (2) 
sanctions. See e.g. Second Report of the Special Commit- 
tee for the Study of Discovery Abuse, 92 F.R.D. 137 
(1980). The PTO is not in a position to impose the most 
effective sanction—costs. However, the PTO can invest 
the ALJ with control over discovery. It is because the 
PTO can invest the ALJ with control over discovery 
that the suggestion for more discovery is being adopted. 
Section 10.152 has been changed to permit discovery 
which the PTO believes will be effective. The scope of 
the discovery, however, will not be commensurate in 
scope with the Federal Rules of Civil Procedure. 

Paragraph (a) of §10.152 will permit limited discovery 
an answer is filed. Discovery is not authorized prior to 





1086 TMOG 362 
(172) 


the filing of an answer. A party seeking discovery will 
have to make out a clear and convincing case to the 
ALJ that discovery is necessary and relevant. If discov- 
ery is authorized, the ALJ may set conditions he or she 
deems appropriate to accomplish the aw. For ex- 
ample, the ALJ may set the place and time for inspec- 
tion of documents which are required to be produced or 
the ALJ can order a party to mail copies of the docv- 
ments to the other party. Under paragraph (a) of 
§10.152, discovery is limited to a reasonable number of 
requests for admissions, interrogatories, or requests for 
production of documents and things. Consideration was 
given to setting numerical maximums for requests for 
admission, interrogatories and requests for production of 
documents and things. See e.g., Local Rule 11.1 of the 
U.S. District Court for the Eastern District of Virginia. 
However, numerical maximums are not presently speci- 
fied. Should discovery become a problem, the PTO will 
give further consideration to limiting the number of dis- 
covery requests which a party may file. 

Paragraph (b) of §10.152 specified certain matters 
which cannot be discovered. Matter which will be used 
by another party solely for im hment or cross-exami- 
nation cannot be discovered. Documents which will be 
used as part of the Director’s case-in-chief or the respon- 
dent’s case-in-rebuttal or affirmative defenses are subject 
to discovery. Patent applications not available to a re- 
spondent under 35 U.S.C. §122 are not subject to dis- 
covery. Matter relating to disciplinary proceedings com- 
menced prior to the effective date of these rules is not 
available. For the most part, the reasons for a particular 
length of suspension or disbarment have not been stated 
in vd gp Accordingly, disciplinary proceedings com- 
men ey to these rules are not particularly relevant. 
See Poole v. United States, 54 A.F.T.R. 2d (P-H) 84- 
5536 (D.D.C. June 29, 1984). Prior disciplinary proceed- 
ings which resulted in public discipline being im 
will continue to be available in the Office of the Direc- 
tor of Enrollment and Discipline. Respondents will con- 
tinue to be free to inspect the files of those proceedings. 
Matters relating to experts, except as may be required 
by the ALJ under §10.152(e), likewise are not subject to 
discovery. Privileged matter and attorney work product 
are excluded from matter which can be discovered. 

Paragraph (c) sets forth some factors the ALJ can 
consider in determining whether to authorize discovery 
or to limit discovery which is authorized. The factors 
include delay (which is a major consideration in disci- 
plinary matters), burden on the party required to pro- 
duce discovery, availability of the discovery sought to 
the public (in which case, discovery may not be neces- 
sary), the extent to which the matter sought to be dis- 
covered is equally available to both parties, and the ex- 
tent to which discovery is available from another 
source. 

Paragraph (d) of §10.152 requires a party desiring dis- 
covery to file a motion which explains, in detail, how 
each request is relevant to an issue raised in the com- 
plaint or the answer. 

Paragraph (e) of §10.152 sets out matter which the 

LJ can require a party to produce in a pre-hearing 
statement. Subparagraph (4) states the matter the ALJ 
can require disclosed related to experts. 

The PTO has every reason to believe that the discov- 
ery authorized by §10.152 will be useful and that suffi- 
cient authority has been given to the ALJ to effectively 
control discovery and prevent abuses. The PTO intends 
to monitor discovery closely in the future and will con- 
sider amending these rules if abuses occur. 

One comment suggested that §10.154(b) be modified 
by adding “any extenuating circumstances” as a matter 
to be considered in imposing a penalty. This suggestion 
is being adopted. Another comment suggested that 
§10.154 should address “probation.” This suggestion is 
not being adopted. Nevertheless, the PTO has authority 
to place a practitioner on probation for all or a portion 
of any suspension and to revoke the probation upon a 
showing of a violation. See In re Dula, 1030 Official Ga- 
zette 20 (May 17, 1983). 
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One comment suggested that §10.155 be modified to 
specify that the Director should serve a copy of any ap- 
“on the respondent or on the attorney for respon- 
dent.” This suggestion is not being adopted. However, 
in view of the suggestion the language “on the respon- 
dent” (both occurrences) in §10.155(a) is being deleted. 
Section 10.142(a) specifies how service is made on a re- 
spondent who is represented by an attorney. 

A suggestion was received that §10.157 be modified to 
provide that a stay would be entered in every case 
where a respondent seeks judicial review of a decision 
of the Commissioner. This suggestion was rejected at 
the time the notice of proposed rulemaking was 
— (49 F.R. 33802) and is not being adopted. 

ere are cases where a stay is not appropriate, e.g., 
when the disbarred practitioner is incarcerated. There 
are other times when a stay may be appropriate. Ac- 
cordingly, stays will be granted in the discretion of the 
Commissioner. 

Several comments were received discussing §10.158. 
Some commentators suggested that §10.158 was “too le- 
nient” and another suggested that it was “too hard” on 
suspended and excluded practitioners. Section 10.158 is 
designed to advise suspended practitioners as to what 
they can and cannot do during any period of suspension. 
The PTO believes that §10.158 strikes a reasonable bal- 
ance in a difficult area. See the discussion concerning 
§10.158 in the advance notice (49 F.R. 10021, columns 2 
and 3). One comment suggested that §10.158 should be 
made applicable to corporations. This suggestion is be- 
ing adopted by appropriate changes in §10.158(c) to re- 
fer to client-employers. Another comment suggested 
that §10.158(b)(1) and (2) be changed to refer to matters 
before the PTO. This suggestion is also being adopted. 

An oral comment was received asking whether the 
Director could conduct an investigation in connection 
with a determination under §10.158(d). The Director 
may conduct whatever investigation is warranted to de- 
termine whether a suspended or excluded practitioner 
seeking reinstatement has complied with regulations re- 
lating to suspended and excluded practitioners. 

A comment was received regarding §10.159(a) which 
suggested that the Director notify the American Bar As- 
sociation National Discipline Data Bank when a practi- 
tioner is suspended or excluded. This suggestion is not 
being adopted as such. However, §10.159(a) has been 
changed to authorize the Director to notify “any appro- 
priate bar association.” The PTO is not inclined to men- 
tion any particular bar association by name in the rules. 
It will be the practice of the PTO to notify the National 
Discipline Data Bank, among others, when a practitio- 
ner is disciplined. Another comment suggested that the 
entire file of a disciplinary proceeding should not be 
open to the public when only some, but not all, charges 
are sustained. This suggestion is not being adopted. In 
most disciplinary matters, it would be highly inconve- 
nient to segregate the relevant from the irrelevant. 
Moreover, once discipline is imposed, the principal ra- 
tionale for keeping the file secret no longer exists. The 
disciplined practitioner will suffer whatever public 
embarassment results from discipline apart from whether 
part or all of the file is open to the public. 

With respect to §10.160, one commentator suggested 
that the burden on the suspended or excluded practitio- 
ner for reinstatment be stated in the rules. This sugges- 
tion is being adopted and a “clear and convincing show- 
ing” requirement has been added to §10.160(c). Section 
10.149 sets out the burden on the Director for proof of 
allegations in the complaint and upon the respondent for 
proving affirmative defenses. The showing required by 
§10.158(d)(1) is by “clear and convincing evidence.” 
One commentator suggested that the 5-year period of 
§10.160(b) should be changed to a 3-year period. This 
suggestion is not being adopted. According to the com- 
mentator, the PTO has failed to state why a 5-year peri- 
od was proposed. The commentator believes a 3-year 
period is more appropriate, although no reason is given 
in support of the commentator’s belief. The PTO, after 
considering the matter, has concluded that some period 
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must be specified and there is no reason to change the 
5-year period proposed. A commentator suggested that a 
practitioner suspended for less than six months should 
“automatically” be reinstated. This suggestion is not be- 
ing adopted, because the Director, as a condition to any 
reinstatement, must find that the sus; paene practitioner 
complied with  §10.158. Anot commentator 

uestioned whether the rules should provide for applica- 
tion for reinstatement during a period of probation. The 
PTO believes the rules need not make provision for ap- 
plication for reinstatement during probation. For exam- 
ple, if a practitioner is suspended for a period of three 
years and it is ordered that the practitioner be actually 
suspended for at least one year and that the last two 
years the practitioner be placed on probation, the practi- 
tioner would be able to apply for reinstatement after 
serving one year of the three year suspension. 

The PTO disagrees with the following comment con- 
cerning §10.161(b). “This clause is ex post facto legisla- 
tion as it seeks retroactively an increase of penalties re- 
garding conduct which occurred prior to the 
legislation.” No legislation is involved. Section 10.161(b) 
does not “increase penalties.” 


Table 1 
Principal Source of Sections 10.2 through 10.19 


Sec. 
10.1 (preamble) 35 USC 31; Sperry v. Florida, 373 
U.S. 379, 402 (1963) 
10.1 35 USC 25; 28 USC 1746 
10.1(c) 5 USC 500(b) 
1 USC 1 
35 USC 100(c) 
New 


New, but see 37 CFR 1.341(i) (1983) 
New, but see 37 CFR 1.348(a) (1983) 
New, but see 37 CFR 1.341(i) (1983) 
a CFR 1.341(i) (1983) 

ew 


New, but see 37 CFR 1.348(a) 
(1983) 

New 

37 CFR 1.341 (1983) 

37 CFR 1.341(a) (1983) 

37 CFR 1.341(b) (1983) 

37 CFR 1.341(e) (1983) 

37 CFR 1.341(f) (1983) 

37 CFR 1.341(g) (1983) 

= CFR 1.341(c) (1983) 


ew 
37 CFR 1.341(h) (1983) 
37 CFR 1.342 (1983) 
New 
37 CFR 1.343 (1983) 
37 CFR 1.347 (1983) 
7 
reserv 
5 ‘i983 es and 37 CFR 2.12 
35 USC 32; 5 USC 500(d) (2); 37 
CFR 1.343 (1983); and 37 CFR 
2.12(f) (1983) 
reserved 


reserved 

37 CFR 1.346 (1983) and 37 CFR 
2.15 (1983), see also Rule 11, 
FRCP 


35 USC 32 & Rule 11, FRCP 
[reserved] 


Table 2 
Principle Source of Sections of 10.20 through 10.112, the 
PTO Code of Professional Responsibility 


10.6(e) 
10.7(a), (b) 
10.7(c) 


10.9(a) 


10. 18(a) 


10.18(b) 
10.19 


Abbreviations: 
FRCP means Federal Rules of Civil Procedure 
MCPR means Model Code of Professional Responsibil- 
ity of the ABA (1980) 
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MRPC means Model Rules of Professional Conduct of 
the ABA (1983) 

VCPR means the Virginia Code of Professional Re- 
sponsibility (1984) 


Preamble to MCPR (1980) 

MCPR Canon 1 (1980) 

MCPR DR 1-101 (1980) 

35 U.S.C. 32 

35 U.S.C. 32 and MCPR DR 1- 
102(A) (1) (1980) 

MCPR DR 1-102(A) (2}-(6) (1980) 

PTO created 

Rule 11, FRCP 


PTO created 

U.S. v. Beecroft, 608 F.2d 753 (9th 
Cir. 1979) 

MCPR 1-103 (1980) 


10.23(a) 
10.23(b) (1) 
10.23(b) (2)-(6) 
10.23(c) (1)-{14) 
10.23(c) (15) 
10.23(6) (16)- 


10.23(d) 


10.24 

10.25 through 
10.29 (reserved) 

10.30 MCPR Canon 2 (1980) 

10.31(a) 35 U.S.C. 32 

10.31(b) 5 U.S.C. 501 

10.31(c) 37 CFR 1.345(c) (1983) 

10.31(d) Newly created 

10.32 MRPC Rule 7.2 (1983) 

10.33 MRPC Rule 7.3 (1983) 

10.34 MRPC Rule 7.4 (1983) 

10.35(a) 5 i983) 501 and MRPC Rule 7.5 

10.35(b) MRPC Rule 7.5 (1983) 

10.36 MCPR DR 2-106 (1980) 

10.37 MCPR DR 2-107 (1980) 

10.38 MCPR DR 2-108 (1980) 

ped MCPR DR 2-109 (1980) 


MCPR DR 2-110 (1980) 
10.41 through 
10.45 (reserved 


) 
10.46 MCPR Canon 3 (1980) 
10.47(a), (c) MCPR DR 3-101 (1980) 

0.47(b) New (but see e.g., Crawford v. State 
Bar of California, 7 Cal. Rptr. 746, 
355 P.2d 490 (Cal. 1960)) 

MCPR DR 3-102 (1980) 

MCPR DR 3-103 (1980) 

10.50 through 
10.55 


10.56 

10.57 

10.58 through 
10.60 


10.61 

10.62 

10.63 

10.64 

10.65 

10.66 

10.67 

10.68 

10.69 through 
10.75 

10.76 

10.77 

10.78 

10.79 through 
10.82 

10.83 


(reserved) 
MCPR Canon 4 (1980) 
MCPR DR 4-101 (1980) 


(reserved) 

MCPR Canon 5 (1980) 
MCPR DR 5-101 (1980) 
MCPR DR 5-102 (1980) 
MCPR DR 5-103 (1980) 
MCPR DR 5-104 (1980) 
MCPR DR 5-105 (1980) 
MCPR DR 5-106 (1980) 
MCPR DR 5-107 (1980) 


(reserved) 

MCPR Canon 6 (1980) 
MCPR DR 6-101 (1980) 
MCPR DR 6-102 (1980) 


(reserved) 

MCPR Canon 7 (1980) 
MCPR DR 7-101 (1980) 
MCPR DR 7-102 (1980) 
(reserved) 

MCPR DR 7-104 (1980) 
MCPR DR 7-105 (1980) 
MCPR DR 7-106 (1980) 
(reserved) 

(reserved) 

MCPR DR 7-109 (1980) 
VCPR DR 7-109 (1984) 
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10.94 through 
10.99 

10.100 


10.101(a) 
10.101(b) 


(reserved) 

MCPR Canon 8 (1980) 

MCPR DR 8-101 (1980) 

37 CFR 1.341(f) (1983) and 41 Cp. 
Att’y Gen. 21 (1949), reprinted in 
1949 Dec. Comm’r Pat. 1 

MCPR DR 8-102 (1980) 

MCPR DR 8-103 (1980) 


10.102 
10.103 
10. es ~ ieee 


10110 
10.111 
10.112 


(reserved) 

MCPR Canon 9 (1980) 
MCPR DR 9-101 (1980) 
MCPR DR 9-102 (1980) 


Table 3 
Principal Source of Sections 10.130 through 10.161 


Section 
10.130 
10.131(a) 
10.131(b) 
10.131(c) 


Source 
35 U.S.C. 32 
New, but see 37 CFR 1.348(a) 
MCPR DR 1-103 (1980) 
New 


10.132(a),(c) New 
10.132(b) New, but see 37 CFR 1.348(b) 
(1983) 


New 
37 CFR 1.348(b) (1983) 
New 
37 CFR 1.348(b) (1983) 
New 


10.133 
10.134 
10.135(a)(1) 
10.135(a)(2) 
10.135(a)(3) 
10.135(b) 
10.135(c) 
10.135(d) 
10.136(a) 
10.136(b) 
10.136(c) 
10.136(d) 
10.136(e) 
10.137 
10.138 
10.139(a) 
10.139(b) 
10.139(c) 
10.139(d) 
10.139(e) 
10.140(a) 
10.140(b) 
10.141 
10.142 
10.143 New 

10.144 New 

10.145 New 
10.146-10.148 [reserved] 
10.149 New 
10.150(a) 5 USC 556(d) 
10.150(b) 37 CFR 1.348 (d) (3) (1983) 
10.150(c) New 

10.150(d) 
10.150(e) 
10.151 
10.152 


10.153 
10.154 
10.155 
10.156 
10.157 


New 

New 

5 USC 500(f) 

37 CFR 1.348(c) (1983) 
N 


ew 
37 CFR 1.348(c) (1983) 
fe CFR 1.348(c) (1983) 


37 CFR 1.348(c) (1983) 
New 


5 USC 3105 
5 USC 556(c) 
New 


New 
New 
5 USC 500(b) 
New 


New 
New 


New 

New 

37 CFR 1.348(d) (3) (1983) 

New, see Silverman v. CFTC, 549 
F.2d 28 (7th Cir. 1977) 

New, but see 5 USC 557(c) 

See 5 USC 557(b) and 35 USC 32 

New 

New 

35 USC 32, Local Rule 1-26 
(D.D.C.) 

New 

New 

New 

New 

[reserved] 

New, but see 37 CFR 1.183 


10.158 
10.159 
10.160 
10.161 
10.162-10.169 
10.170 


Other Considerations: The rules will not have a signifi- 
cant impact on the quality of the human environment or 
the conservation of energy resources. 
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The rules are in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354) and Ex- 
ecutive Order 12291. 

The General Counsel of the Department of Com- 
merce has certified to the Small Business Administration 
that the rules will not have a significant adverse eco- 
nomic impact on a substantial number of small entities 
(Regulatory Flexibility Act, Pub. L. 96-354). The rules 
regulate the conduct of attorneys and agents who repre- 
sent individuals and juristic. entities before the Patent 
and Trademark Office and would not be expected to re- 
sult in an increase of fees charged by attorneys and 
agents to entities, including small entities. 

The Patent and Trademark Office has determined that 
the rules are not a major rule under Executive Order 
12291. The annual effect on the economy will be less 
than $100 million. There will be no major increase in 
costs or prices for consumers, individual industries, fed- 
eral, state, or local government agencies, or geographic 
regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, in- 
novation, or on the ability of the United States-based en- 
terprises to compete with foreign-based enterprises in 
domestic or export markets. 

The information reporting requirements contained in 
the rules have been approved by the Office of Manage- 
ment and Budget, OMB Control No. 0651-0012 and 
OMB Control No. 0651-0017. 


List of Subjects in 37 CFR Parts 1, 2 and 10. 


Administrative practice and procedure, Authority delega- 
tions, Conflict of interests, Courts, Inventions and patents, 
Trademarks, Lawyers. 


For the reasons given in the preamble and under the 
authority granted to the Commissioner of Patents and 
Trademarks by 5 U.S.C. 500; 15 U.S.C. 1123; and 35 
U.S.C. 6, 31, 32, and 41. Parts 1, 2, and 10 of Title 37 of 
the Code of Federal Regulations are amended as set 
forth below: 


Part 1—Rules of Practice in Patent Cases 


1. Section 1.8 is amended by adding to paragraph (a) 
(12) a new subparagraph (xiii) to read as follows: 


§1.8 Certificate of mailing. 


(a) s*s 
(2) see 
(xiii) Papers filed in connection with a disciplinary 
proceeding under Part 10 of this Subchapter. 
2. Section 1.21 is amended by adding to paragraph (a) 
two new subparagraphs (5) and (6) to read as follows: 


§1.21 Miscellaneous fees and charges. 


(a) s** 
(5) For review of a decision of the Director of En- 
rollment and Discipline under §10.2(c) 60.00 
(6) For requesting regrading of an examination un- 
der §10.7(c) 60.00 


3. Section 1.31 is revised to read as follows: 
§1.31 Applicants may be represented by a registered attor- 
ney or agent. 


An applicant for patent may file and prosecute his or 
her own case, or he or she may be represented by a reg- 
istered attorney, registered agent, or other individual au- 
thorized to practice before the Patent and Trademark 
Office in patent cases. See §§10.6 and 10.9 of this 
Subchapter. The Patent and Trademark Office cannot 
aid in the selection of a registered attorney or agent. 
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4. Section 1.33 is amended by removing from para- 
graph (c) “1.341 and 1.347” and inserting in its place 
“10.5 and 10.11”. 

5. Section 1.34 is amended by revising paragraph (a) 
as follows: 


§1.34 Recognition for representation. 


(a) When a registered attorney or agent acting in a 
representative capacity appears in person or signs a 

r in practice before the Patent and Trademark 
in a patent case, his or her personal appearance or ia 
ture shall constitute a representation to the Patent and 
Trademark Office that under the provisions of this 
Subchapter and the law, he or she is authorized to rep- 
resent the particular party in whose behalf he or she 
acts. In filing such a paper, the registered attorney or 
agent should specify his or her registration number with 
his or her signature. Further proof of authority to act in 
a representative capacity may be required. 


6. Section 1.56 is amended by removing from para- 
graphs (f) and (h) “1.346” and inserting in its place 
bg 18 8”. 

7. The center heading preceding §1.341 is removed. 

8. Sections 1.341 through 1.348 are removed. 

9. Section 1.455 is amended by removing from para- 
graph (a) “1.341” and inserting in its place “10.10”. 

Part 2—Rules of Practice in Trademark Cases 

10. Section 2.11 is revised to read as follows: 


§2.11 Applicants may be represented by an attorney. 


The owner of a trademark may file and prosecute his 


or her own application for registration of such trade- 


mark, or he or she may be represented by an attorney or 
other individual authorized to practice in trademark 
cases under §10.14 of this Subchapter. The Patent and 
Trademark Office cannot aid in the selection of an attor- 
ney or other representative. 

11. Sections 2.12 through 2.16 are removed. 

12. Section 2.17 is amended by revising paragraph (a) 
as follows: 


§2.17 Recognition for representation. 


(a) When an attorney as defined in §10.1(c) of this 
Subchapter acting in a representative capacity appears in 
person or signs a paper in practice before the Patent and 
Trademark Office in a trademark case, his or her per- 
sonal appearance or signature shall constitute a represen- 
tation to the Patent and Trademark Office that, under 
the provisions of §10.14 and the law he or she is autho- 
rized to represent the particular party in whose behalf 
he or she acts. Further proof of authority to act in a 
representative capacity may be required. 


seee 


13. Section 2.19 is revised to read as follows: 


§2.19 Revocation of power of attorney or of other authori- 
zation to represent, withdrawal. 


(a) Authority to represent an applicant or a party to a 
proceeding may be revoked at any stage in the proceed- 
ings of a case upon notification to the Commissioner; 
and when it is so revoked, the Office will communicate 
directly with the applicant or party to the proceeding or 
with such other qualified person as may be authorized. 
The Patent and Trademark Office will notify the person 
affected of the revocation of his or her authorization. 

(b) An individual authorized to represent an applicant 
or party in a trademark case may withdraw upon appli- 
cation to and approval by the Commissioner. 

14. The following Part 10 is added: 
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Part 10—Representation of others before the Patent and 
T k Office 


Sec. 
10.1 
10.2 


10.3 
10.4 


Definitions 

— of Enrollment and Disci- 
e 

Committee on Enrollment 

Committee on Discipline 


Individuals Entitled to Practice Before the Patent and 
Trademark Office 


10.5 


10.6 
10.7 
10.8 
10.9 
10.10 


10.11 
10.12-10.13 
10:14 


Register of attorneys and agents in 
patent cases 

Registration of attorneys and agents 

Requirements for registration 

Oath and registration fee 

Limited recognition in patent cases 

Individuals not registered or recog- 
nized to practice in patent cases 

Removing names from the register 

[reserved 

Individuals who may practice before 
the Office in trademark and other 
non-patent cases 

Ref to recognize a practitioner 

[reserved] 

Signature and certificate of 
practitioner 

[reserved] 


10.15 
10.16-10.17 
10.18 


10.19 


Patent and Trademark Office Code of Professional 
Responsibility 


10.20 
10.21 
10.22 


10.23 
10.24 


10.25-10.29 
10.30 
10.31 


10.32 
10.33 


10.34 
10.35 
10.36 
10.37 
10.38 


10.39 
10.40 
10.41-10.45 
10.46 
10.47 
10.48 
10.49 


Canons and Disciplinary Rules 

Canon 1 

Maintaining integrity and compe- 
tence of the legal profession 

Misconduct 

Disclosure of information to authori- 
ties 

[reserved] 

Canon 2 

Communications concerning a prac- 
titioner’s services 

Advertising 

Direct contact with prospective 
clients 

Communication of fields of practice 

Firm names and letterheads 

Fees for legal services 

Division of fees among practitioners 

Agreements restricting the practice 
of a practitioner 

Acceptance of employment 

Withdrawal from employment 

[reserved] 

Canon 3 

Aiding unauthorized practice of law 

Sharing legal fees 

Forming a partnership with a non- 
practitioner 

[reserved] 

Canon 4 

Preservation of confidences and se- 
crets of a client 

[reserved] 

Canon 5 

Refusing employment when the in- 
terest of the practitioner may im- 
pair the practitioner’s independent 
professional judgment 

Withdrawal when the practitioner 
becomes a witness 

Avoiding acquisition of interest in 
litigation or proceeding before the 
Office 


10.50-10.55 
10.56 
10.57 


10.58-10.60 
10.61 
10.62 
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Limiting business relations with a 
client 

Refusing to accept or continue em- 
ployment if the interests of anoth- 
er client may — the ind - 
dent professional judgment of the 
practitioner 

Settling similar claims of clients 

Avoiding influence by others than 
the client 

[reserved] 

Canon 6 

Failing to act competently 

Limiting liability to client 

[reserved] 

Canon 7 

Representing a client zealously 

Representing a client within the 
bounds of the law 

[reserved] 

Communicating with one of adverse 
interest 

Threatening criminal prosecution 

Conduct in proceedings 

[reserved] 

Contact with witnesses 

Contact with officials 

[reserved] 

Canon 8 

Action as a public official 

Statements concerning officials 

—" candidate for judicial of- 
ice 
[reserved] 

Canon 9 

Avoiding even the appearance of 
impropriety 

Preserving identity of funds and 
property of client 

[reserved] 


10.67 
10.68 


10.69-10.75 
10.76 
10.77 
10.78 
10.79-10.82 
10.83 
10.84 
10.85 


10.86 
10.87 


10.88 

10.89 
10.90-10.91 
10.92 

10.93 
10.94-10.99 
10.100 
10.101 
10.102 
10.103 


10.104-10.109 

10.110 

10.111 

10.112 

10.113-10.129 
Investigations and Disciplinary Procedures 

10.130 


10.131 
10.132 


Reprimand, suspension or exclusion 

Investigations 

Initiating a disciplinary proceeding; 
reference to an administrative law 
judge 

Conference between Director and 
practitioner; resignation 

Complaint 

Service of complaint 

Answer to complaint 

Supplemental complaint 

Contested case 

Administrative law judge; appoint- 
ment; responsibilities; review of in- 
terlocutory orders; stays 

Representative for Director or re- 
spondent 

Filing of papers 

Service of papers 

Motions 

Hearings 

Proof; variance; amendment of 
pleadings 

[reserved] 

Burden of proof 

Evidence 

Depositions 

Discovery 

Proposed findings and conclusions; 
post-hearing memorandum 

Initial decisions of administrative 
law judge 

Appeal to the Commissioner 

Decision of the Commissioner 

Review of Commissioner’s final de- 
cision 


10.133 


10.134 
10.135 
10.136 
10.137 
10.138 
10.139 


10.140 


10.141 
10.142 
10.143 
10.144 
10.145 


10.146-10.148 
10.149 
10.150 
10.151 
10.152 
10.153 


10.154 
10.155 


10.156 
10.157 


JANUARY 5, 1988 


10.158 
10.159 
10.160 
10.161 


Suspended or excluded practitioner 
Notice of suspension or exclusion 
Petition for reinstatement 
Savings clause 
10.162-10.169 [reserved] 
10.170 Suspension of rules 
orf 5 U.S.C. 500: 15 U.S.C. 1123; 35 U.S.C. 6, 
31, 32, 


Part 10—Representation of others before the Patent and 
Trademark Office 


§10.1 Definitions. 
This part governs solely the practice of patent, trade- 


mark, and other law before the Patent and Trademark 
Office. Nothing in this part shall be construed to pre- 


empt the authority of each State to regulate the practice 
of law, except to the extent necessary for the Patent and 
Trademark Office to accomplish its federal objectives. 
Unless otherwise clear from the context, the following 
definitions apply to this part: 


(a) “Affidavit” means affidavit, declaration under 35 
U.S.C. 25 (see §1.68 and §2.20 of this Subchapter), or 
statutory declaration under 28 U.S.C. 1746. 

(b) “Application” includes an application for a design, 
plant, or utility patent, an application to reissue any pa- 
tent, and an application to register a trademark. 

(c) “Attorney” or “lawyer” means an individual who 
is a member in good standing of the bar of any United 
States court or the highest court of any State. A “non- 
lawyer” is a person who is not an attorney or lawyer. 

(d) “Canon” is defined in §10.20(a). 

(e) “Confidence” is defined in §10.57(a). 

(f) “Differing interests” include every interest that 
may adversely affect either the judgment or the loyalty 
of a practitioner to a client, whether it be a conflicting, 
inconsistent, diverse, or other interest. 

(g) “Director” means the Director of Enrollment and 
Discipline. 

(h) “Disciplinary Rule” is defined in §10.20(b). 

(i) “Employee of a tribunal” includes all employees of 
courts, the Office, and other adjudicatory bodies. 

j) “Giving information” within the meaning of 
§10.23(c)(2) includes making (1) a written statement or 
representation or (2) an oral statement or representation. 

(k) “Law firm” includes a professional legal corpora- 
tion or a partnership. 

(1) “Legal counsel” means practitioner. 

(m) “Legal profession” includes the individuals who 
are lawfully engaged in practice of patent, trademark, 
and other law before the Office. 

(n) “Legal service” means any legal service which 
may lawfully be performed by a practitioner before the 
Office. 

(0) “Legal System” includes the Office and courts and 
adjudicatory bodies which review matters on which the 
Office has acted. 

(p) “Office” means Patent and Trademark Office. 

(q) “Person” includes a corporation, an association, a 
trust, a partnership, and any other organization or legal 
entity. 

(r) “Practitioner” means (1) an attorney or agent reg- 
istered to practice before the Office in patent cases or 
(2) an individual authorized under 5 U.S.C. 500(b) or 
otherwise as provided by this Subchapter, to practice 
before the Office in trademark cases or other non-patent 
cases. A “suspended or excluded practitioner” is a prac- 
titioner who is suspended or excluded under §10.156. A 
“non-practitioner” is an individual who is not a practi- 
tioner. 

(s) A “proceeding before the Office” includes an ap- 
plication, a reexamination, a protest, a public use pro- 
ceeding, a patent interference, an inter partes trademark 
proceeding, or any other proceeding which is pending 
before the Office. 

(t) “Professional legal corporation” means a corpora- 
tion authorized by law to practice law for profit. 
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(u) “Registration” means registration to practice be- 
fore the Office in patent cases. 

(v) “Respondent” is defined in §10.134(a)(1). 

(w) “Secret” is defined in §10.57(a). 

(x) “Solicit” is defined in §10.33. 

(y) “State” includes the District of Columbia, Puerto 
Rico, and other federal territories and possessions. 

(z) “Tribunal” includes courts, the Office, and other 
adjudicatory bodies. 

(aa) “United States” means the United States of 
America, its territories and possessions. 


§10.2 Director of Enrollment and Discipline. 


(a) Appointment. The Commissioner shall appoint a 
Director of Enrollment and Discipline. In the event of 
the absence of the Director or a vacancy in the office of 
the Director, the Commissioner may designate an em- 
ployee of the Office to serve as acting Director of En- 
rollment and Discipline. The Director and any acting 
Director shall be an active member in good standing of 
the bar of a State. 

(b) Duties. The Director shall: 

(1) Receive and act upon applications for re ay 
tion, prepare and grade the examination provided for in 
§10.7(b), maintain the register provided for in §10.5, and 
perform such other duties in connection with enrollment 
and recognition of attorneys and agents as may be neces- 


sary. 

(2) Conduct investigations into possible violations 
by practitioners of Disciplinary Rules, with the consent 
of the Committee on Discipline initiate disciplinary pro- 
ceedings under §10.132(b), and perform such other 
duties in connection with investigations and disciplinary 
proceedings as may be n ‘ 

(c) Review of Director’s decision. Any final decision of 
the Director refusing to register an individual under 
§10.6, recognize an individual under §§10.9 or 10.14(c), 
or reinstate a suspended or excluded petitioner under 
§10.160, may be reviewed by petition to the Commis- 
sioner upon payment of the fee set forth in §1.21(a)(5). 
A petition filed more than 30 days after the date of the 
decision of the Director may be dismissed as untimely. 
Any petition shall contain (1) a statement of the facts in- 
volved and the points to be reviewed and (2) the action 
requested. Briefs or memoranda, if any, in — of the 
petition shall accompany or be embodied therein. The 
petition will be decided on the basis of the record made 
before the Director and no new evidence will be consid- 
ered by the Commissioner in deciding the petition. Cop- 
ies of documents already of record before the Director 
shall not be submitted with the petition. An oral hearing 
on the petition will not be granted except when consid- 
ered necessary by the Commissioner. 

(OMB Control No. 0651-0012). 


§10.3 Committee on Enrollment. 


(a) The Commissioner may establish a Committee on 
Enrollment composed of one or more employees of the 
Office. 

(b) The Committee on Enrollment shall, as necessary, 
advise the Director in connection with the Director’s 
duties under §10.2(b)(1). 


§10.4 Committee on Discipline. 


(a) The Commissioner shall appoint a Committee on 
Discipline. The Committee on Discipline shall consist of 
the at least three employees of the Office, none of 
whom reports directly or indirectly to the Director or 
the Solicitor. Each member of the Committee on Disci- 
pline shall be a member in good standing of the bar of a 
State. 

(b) The Committee on Discipline shall meet at the re- 
quest of the Director and after reviewing evidence pres- 
ented by the Director shall, by majority vote, determine 
whether there is probable cause to bring charges under 
§10.132 against a practitioner. When charges are 
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brought against a practitioner, no member of the Com- 
mittee on Discipline, employee under the direction of 
the Director, or associate solicitor or assistant solicitor 
in the Office of the Solicitor shall participate in render- 
ing a decision on the charges. 

(c) No discovery shall be authorized of, and no mem- 
ber of the Committee on Discipline shall be required to 
testify about, deliberations of the Committee on Disci- 


pline. 


Individuals Entitled to Practice 
Before the Patent and Trademark Office 


§10.5 Register of attorneys and agents in patent cases. 


A register of attorneys and agents is kept in the Office 
on which are entered the names of all individuals recog- 
nized as entitled to represent applicants before the Office 
in the preparation and prosecution of applications for 
patent. Registration in the Office under provisions of 
this part shall only entitle the individuals registered to 


practice before the Office in patent cases. 


§10.6 Registration of attorneys and agents. 


(a) Attorneys. Any citizen of the United States who is 
an attorney and who fulfills the requirements of this 
may be registered as a patent attorney to practice before 
the Office. When appropriate, any alien who is an attor- 
ney, who lawfully resides in the United States, and who 
fulfills the requirements of this part may be registered as 
a patent attorney to practice before the Office, provided: 
registration is not inconsistent with the terms upon 
which the alien was admitted to, and resides in, the 
United States and further provided: the alien may remain 
registered only (1) if the alien continues to lawfully re- 
side in the United States and registation does not be- 
come inconsistent with the terms upon which the alien 
continues to lawfully reside in the United States or (2) if 
the alien ceases to reside in the United States, the alien 
is qualified to be registered under paragraph (c) of this 
section. See also §10.9(b). 

(b) Agents. Any citizen of the United States who is not 
an attorney and who fulfills the requirements of this part 
may be registered as a patent agent to practice before 
the Office. When appropriate, any alien who is not an 
attorney, who lawfully resides in the United States, and 
who fulfills the requirements of this part may be regis- 
tered as a patent agent to practice before the Office, pro- 
vided: registration is not inconsistent with the terms 
upon which the alien was admitted to, and resides in, 
the United States, and further provided: the alien may re- 
main registered only (1) if the alien continues to lawfully 
reside in the United States and registration does not be- 
come inconsistent with the terms upon which the alien 
continues to lawfully reside in the United States or (2) if 
the alien ceases to reside in the United States, the alien 
is qualified to be registered under paragraph (c) of this 
section. See also §10.9(b). 

Note: All individuals registered prior to Nov. 15, 

1938, were registered as attorneys, whether they were 

‘ attorneys or not, and such registrations have not been 
changed. 

(c) Foreigners. Any foreigner not a resident of the 
United States who shall file proof to the satisfaction of 
the Director that he or she is registered and in good 
standing before the patent office of the country in which 
he or she resides and practices and who is possessed of 
the qualifications stated in §10.7, may be registered as a 
patent agent to practice before the Office for the limited 
purpose of presenting and prosecuting patent applica- 
tions of — located in such country, provided: the 
patent office of such country allows substantially recip- 
rocal privileges to those admitted to practice before the 
United States Patent and Trademark Office. Registration 
as a patent agent under this paragraph shall continue 
only during the period that the conditions specified in 
this paragraph obtain. 
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(d) Government employees. Any officer or employee of 
the United States who is disqualified by statute (18 
U.S.C. 203, 205) from practicing as an attorney or agent 
in proceedings or other matters before Government de- 
partments or agencies, may not be registered to practice 
before the Office. If any registered attorney or agent be- 
comes an officer or employee of the United States who 
is disqualified by statute from practicing as an attorney 
or agent in proceedings and other matters before Gov- 
ernmeut departments or agencies, his or her name shall 
be endorsed as inactive on the register during the period 
of any employment by the United States. An officer or 
employee of the United States whose official duties re- 
quire the preparation and prosecution of ———- for 
patent and who fulfills the requirements of this may 
be registered to practice before the Office to the extent 
necessary to carry out his or her official duties. A writ- 
ten statement describing the official duties of the officer 
or employee and signed on behalf of the agency 
employing the officer or employee may be required by 
the Director. 

(e) Former Office employees. No individual who has 
served in the ice will be registered after termination 
of his or her services, nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written state- 
ment indicating that he or she has read 18 U.S.C. 207. 
No individual who has served in the patent examining 
corps of the Office will be registered after termination 
of his or her services, nor if registered before such ser- 
vice, be reinstated, unless he or she signs a written un- 
dertaking (1) not to prosecute or aid in any manner in 
the prosecution of any patent application pending in any 
patent examining group during his or her period of ser- 
vice therein and (2) not to prepare or prosecute or to as- 
sist in any manner in the preparation or prosecution of 
any patent application of another (i) assigned to such 
group for examination and (ii) filed within two years af- 
ter the date he or she left such group, without written 
authorization of the Director. Associated and related 
classes in other patent examining groups may be re- 
quired to be included in the undertaking or designated 
classes may be excluded from the undertaking. When an 
application for registration or reinstatement is made after 
resignation from the Office, the applicant will not be 
registered or reinstated if he or she has prepared or 
prosecuted or assisted in the preparation or prosecution 
of any patent application as indicated in this paragraph. 

(OMB Control No. 0651-0012) 


§10.7 Requirements for registration. 


(a) No individual will be registered to practice before 
the Office unless he or she shall: 

(1) apply to the Commissioner in writing on a form 
supplied by the Director and furnish all requested infor- 
mation and material and 

(2) establish to the satisfaction of the Director that 
he or she is: 

(i) of good moral character and repute; 

(ii) possessed of the legal, scientific, and technical 
qualifications necessary to enable him or her to render 
applicants for patents valuable service; and 

(iii) is otherwise competent to advise and assist 
applicants for patents in the presentation and prosecu- 
tion of their applications before the Office. 

(b) In order that the Director may determine whether 
an individual seeking to have his or her name placed 
upon the register has the qualifications specified in para- 
graph (a) of this section, satisfactory proof of good mor- 
al character and repute and of sufficient basic training in 
scientific and technical matters must be submitted to the 
Director. Except as provided in this paragraph, each ap- 
plicant for registration must take and pass an examina- 
tion which is held from time to time. Each application 
for admission to take the examination for registration 
must be accompanied by the fee set forth in §1.21(a)(1) 
of this Subchapter. The taking of an examination may be 
waived in the case of any individual who has actively 
served for at least four years in the patent examining 
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corps of the Office. The examination will not be admin- 
istered as a mere academic exercise. 

(c) Within two months from the date an applicant is 
notified that he or she failed an examination, the appli- 
cant may + =" regrading of the examination upon 
payment of the fee set forth in §1.21(a)(6). Any appli- 
cant requesting regrading shall particularly point out the 
errors which the applicant believed occurred in the 
greding of his or her examination. 

(OMB Control No. 0651-0012) 


§10.8 Oath and registration fee. 


Before an individual may have his or her name en- 
tered on the register of attorneys and agents, the indi- 
vidual must, after his or her application is approved, 
subscribe and swear to an oath or make a declaration 
prescribed by the Commissioner and pay the registration 
fee set forth in §1.21(a)(2) of this Subchapter. 

(OMB Control No. 0651-0012) 


§10.9 Limited recognition in patent cases. 


(a) Any individual not registered under §10.6 may, 
upon a showing of circumstances which render it neces- 
sary or justifiable, be given limited recognition by the 
Director to prosecute as attorney or agent a specified 
application or specified applications, but limited recogni- 
tion under this paragraph shall not extend further than 
the oa or applications specified. 

(b) en registration of a resident alien under para- 
graphs (a) or (b) of §10.6 is not appropriate, the resident 
alien may be given limited recognition as may be appro- 
priate under paragraph (a) of this section. 


§10.10 Individuals not registered or recognized to practice 
in patent cases. 


Only practitioners who are registered under §10.6 or 
individuals given limited recognition under §10.9 will be 
permitted to prosecute patent applications of others be- 
fore the Office. 


§10.11 Removing names from the register. 


(a) Registered attorneys and agents shall notify the 
Director of any change of address. Any notification to 
the Director of any change of address shall be separate 
from any notice of change of address filed in individual 
applications. 

(b) A letter may be addressed to any individual on the 
register, at the address of which separate notice was last 
received by the Director, for the purpose of ascertaining 
whether such individual desires to remain on the regis- 
ter. The name of any individual failing to reply and give 
any information requested by the Director within a time 
limit specified will be removed from the register and the 
names of individuals so removed will be published in the 
Official Gazette. The name of any individual so removed 
may be reinstated on the register as may be appropriate 
and upon payment of the fee set forth in §1.21(a)(3) of 
this Subchapter. 

(OMB Control No. 0651-0012) 


§§10.12-10.13 [reserved] 


§10.14 Individuals who may practice before the Office in 
trademark and other non-patent cases. 


(a) Attorneys. Any individual who is an attorney may 
represent others before the Office in trademark and oth- 
er non-patent cases. An attorney is not required to apply 
for registration or recognition to practice before the Of- 
fice in trademark and other non-patent cases. 

(b) Non-lawyers. Individuals who are not attorneys are 
not recognized to practice before the Office in trade- 
mark and other non-patent cases, except that individuals 
not attorneys who were recognized to practice before 
the Office in trademark cases under this chapter prior to 
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Jan. 1, 1957, will be recognized as agents to continue 
practice before the Office in trademark cases. 

(c) Foreigners. Any foreign aye or agent not a 
resident of the United States who prove to the sat- 
isfaction of the Director that he or she is registered or in 
good standing before the patent or trademark office of 
the country in which he or she resides and practices, 
may be recognized for the limited p' of represent- 
ing parties located in such country before the Office in 
the presentation and prosecution of trademark cases, pro- 
vided: the patent or trademark office of such country al- 
lows substantially reciprocal privileges to those permit- 
ted to practice in trademark cases before the United 
States Patent and Trademark Office. Recognition under 
this paragraph shall continue only during the period that 
the conditions specified in this paragraph obtain. 

(d) Recognition of any individual under this section 
shall not be construed as sanctioning or authorizing the 
performance of any act regarded in the jurisdiction 
where performed as the unauthorized practice of law. 

(e) No individual other than those specified in para- 
graphs (a), (b), and (c) of this section will be permitted 
to practice before the Office in trademark cases. Any in- 
dividual may pe in a trademark or other non-patent 
case in his or her own behalf. Any individual may ap- 
pear in a trademark case for (1) a firm of which he or 
she is a member or (2) a corporation or association of 
which he or she is an officer and which he or she is au- 
thorized to represent, if such firm, corporation, or asso- 
ciation is AF sed to a trademark proceeding pending be- 
fore the ice. 


§10.15 Refusal to recognize a practitioner. 


Any practitioner authorized to appear before the 
Office may be suspended or excluded in accordance 
with the provisions of this part. Any practitioner who is 
suspended or excluded under this subpart or removed 
under §10.11(b) shall not be entitled to practice before 
the Office. 


§§10.16-10.17 [reserved] 
§10.18 Signature and certificate of practitioner. 


(a) Every paper filed by a practitioner representing an 
applicant or party to a proceeding in the Office must 
bear the signature of, and be personally signed by, such 
practitioner except those papers which are required to 
be signed by the applicant or party. The signature of 
practitioner to a paper filed by him or her, constitutes a 
certificate that: 

(1) the paper has been read by the practitioner; 

(2) the paper’s filing is authorized; 

(3) to the best of his or her knowledge, information, 
and belief, there is good ground to support the paper, in- 
cluding any allegations of improper conduct contained 
or alleged therein; and 

(4) it is not interposed for delay. 

(b) Any practitioner knowingly violating the provi- 
sions of this section is subject to disciplinary action. See 
§10.23(c)(15). 


§10.19 [reserved] 


Patent and Trademark Office Code 
of Professional Responsibility 


§10.20 Canons and Disciplinary Rules. 


(a) Canons are set out in §§10.21, 10.30, 10.46, 10.56. 
10.61, 10.76, 10.83, 10.100, and 10.110. Canons are state- 
ments of axiomatic norms, expressing in general terms 
the standards of professional conduct expected of practi- 
tioners in their relationships with the public, with the le- 
gal system, and with the legal profession. 

) Disciplinary Rules are set out in §§10.22-10.24, 
10.31-10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78, 10.84, 
10.85, 10.87-10.89, 10.92, 10.93, 10.101-103, 10.111, and 
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10.112. Disciplinary Rules are mandatory in character 
and state the minimum level of conduct below which no 
practitioner can fall without being subjected to disciplin- 
ary action. 


§10.21 Canon 1. 


A practitioner should assist in maintaining the integri- 
ty and competence of the legal profession. 


§10.22 Maintaining integrity and competence of the legal 
profession. 


(a) A practitioner is subject to discipline if the practi- 
tioner has made a materially false statement in, or if the 
—— has deliberately failed to disclose a material 
fact requested in connection with, the practitioner’s ap- 
plication for registration or membership in the bar of 
any United States court or any State court or his or her 
authority to otherwise practice before the Office in 
trademark and other non-patent cases. 

(b) A practitioner shall not further the application for 
registration or membership in the bar of any United 
States court, State court, or administrative agency of an- 
other person known by the practitioner to be unqualified 
in — to character, education, or other relevant at- 
tribute. 


§10.23 Misconduct. 


(a) A practitioner shall not engage in disreputable or 
misconduct. 
(b) A practitioner shall not: 


(1) Violate a Disciplinary Rule. 

(2) Circumvent a Disciplinary Rule through actions 
of another. 

r (3) Engage in illegal conduct involving moral turpi- 
tude. 

(4) Engage in conduct involving dishonesty, fraud, 
deceit, or misrepresentation. 

(5) Engage in conduct that is prejudicial to the ad- 
ministration of justice. 

(6) Engage in any other conduct that adversely re- 
flects on the practitioner’s fitness to practice before the 
Office. 

(c) Conduct which constitutes a violation of para- 
graphs (a) and (b) of this section includes, but is not lim- 
ited to: 


(1) Conviction of a criminal offense involving moral 
turpitude, dishonesty, or breach of trust. 

(2) Knowingly giving false or misleading informa- 
tion or knowingly participating in a material way in giv- 
ing false or misleading fosaiation, to: 

(i) A client in connection with any immediate, 
prospective, or pending business before the Office. 
(ii) The Office or any employee of the Office. 

(3) Misappropriation of, or failure to properly or 
timely remit, funds received by a practitioner or the 
practitioner’s firm from a client to pay a fee which the 
client is required by law to pay to the Office. 

(4) Directly or indirectly improperly influencing, 
attempting to improperly influence, offering or agreeing 
to improperly influence, or attempting to offer or agree 
to improperly influence an official action of any employ- 
ee of the Office by: 

(i) use of threats, false accusations, duress, or co- 
ercion, 

(ii) an offer of any special inducement or promise 
of advantage, or 

(iii) improperly bestowing of any gift, favor, or 
thing of value. 

(5) Suspension or disbarment from practice as an at- 
torney or agent on ethical grounds by any duly consti- 
tuted authority of a State or the United States or, in the 
case of a practitioner who resides in a foreign country 
or is registered under §10.6(c), by any duly constituted 
authority of: 
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(i) a State, 
(ii) the United States, or 
(iii) the country in which the practitioner resides. 

(6) Knowingly aiding or abetting a practitioner sus- 
pended or excluded from practice before the Office in 
engaging in unauthorized practice before the Office un- 
der §10.158. 

(7) Knowingly withholding from the Office infor- 
mation identifying a patent or patent application of an- 
other from which one or more claims have been copied. 
See §§1.604(b) and 1.607(c) of this Subchapter. 

(8) Failing to inform a client or former client or 
failing to timely notify the Office of an inability to noti- 
fy to a client or former client of correspondence re- 
ceived from the Office or the client’s or former client’s 
opponent in an inter partes proceeding before the Office 
when the correspondence (i) could have a significant ef- 
fect on a matter pending before the Office, (ii) is re- 
ceived by the practitioner on behalf of a client or former 
client and (iii) is correspondence of which a reasonable 
practitioner would believe under the circumstances the 
client or former client should be notified. 

(9) Knowingly misusing a certificate of mailing under 
§1.8 of this Subchapter or a certificate of “Express 
Mail” under §1.10 of this Subchapter. 

(10) Violating the duty of candor or good faith re- 
quirements of §1.56(a) of this Subchapter. 

(11) Knowingly filing, or causing to be filed, an appli- 
cation which is subject to being stricken under §1.56(c) 
of this Subchapter. 

(12) Knowingly filing, or causing to be filed, a frivo- 
lous complaint alleging a violation by a practitioner of 
the Patent and Trademark Office Code of Professional 
Responsibility. 

(13) Knowingly preparing or prosecuting a patent ap- 
lication in violation of an undertaking signed under 
10.6(e). 

(14) Knowingly failing to advise the Director in writ- 


ing of any change which would preclude continued reg- 


istration under §10.6. 

(15) Knowingly signing a paper filed in the Office in 
violation of the provisions of §10.18 or making a scan- 
_— or indecent statement in a paper filed in the Of- 

ice. 

(16) Willfully refusing to reveal or report knowledge 
or evidence to the Director contrary to §10.24 or para- 
graph (b) of §10.131. 

(17) Representing before the Office in a patent case ei- 
ther a joint venture comprising an inventor and an in- 
vention developer or an invenior referred to the 
registered practitioner by an invention developer when 
(i) the registered practitioner knows, or has been advised 
by the Office, that a formal complaint filed by a federal 
or state agency, based on any violation of any law relat- 
ing to securities, unfair methods of competition, unfair 
or deceptive acts or practices, mail fraud, or other civil 
or criminal conduct, is pending before a federal or state 
court or federal or state agency, or has been resolved 
unfavorably by such court or agency, against the inven- 
tion developer in connection with invention develop- 
ment services and (ii) the registered practitioner fails to 
fully advise the inventor of the existence of the pending 
complaint or unfavorable resolution thereof prior to un- 
dertaking or continuing representation of the joint ven- 
ture or inventor. “Invention developer” means any per- 
son, and any agent, employee, officer, partner, or 
independent contractor thereof, who is not a registered 
practitioner and who advertises invention development 
services in media of general circulation or who enters 
into contracts for invention development services with 
customers as a result of such advertisement. “Invention 
development services” means acts of invention develop- 
ment required or promised to be performed, or actually 
performed, or both, by an invention developer for a cus- 
tomer. “Invention development” means the evaluation, 
perfection, marketing, brokering, or promotion of an in- 
vention on behalf of a customer by an invention devel- 
oper, including a patent search, preparation of a patent 
application, or any other act done by an invention de- 
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veloper for consideration toward the end of procuring 
or attempting to procure a license, buyer, or patent for 
an invention. “Customer” means any individual who has 
made an invention and who enters into a contract for in- 
vention development services with an invention devel- 
oper with respect to the invention by which the inven- 
tor becomes obligated to pay the invention developer 
less than $5,000 (not to include any additional sums 
which the invention developer is to receive as a result of 
successful development of the invention). “Contract for 
invention development services” means a contract for 
invention development services with an invention devel- 
oper with respect to an invention made by a customer 
by which the inventor becomes obligated to pay the in- 
vention developer less than $5,000 (not to include any 
additional sums which the invention developer is to re- 
pt as a result of successful development of the inven- 
tion). 

(18) In the absence of information sufficient to estab- 
lish a reasonable belief that fraud or inequitable conduct 
has occurred, alleging before a tribunal that anyone has 
committed a fraud on the Office or engaged in inequita- 
ble conduct in a proceeding before the Office. 

(d) A practitioner who acts with reckless indifference 
to whether a representation is true or false is chargeable 
with knowledge of its falsity. Deceitful statements of 
half-truths or concealment of material facts shall be 
deemed actual fraud within the meaning of this part. 


§10.24 Disclosure of information to authorities. 


(a) A practitioner possessing unprivileged knowledge 
of a violation of a Disciplinary Rule shall report such 
knowledge to the Director. 

(b) A practitioner possessing unprivileged knowledge 
or evidence concerning another practitioner, employee 
of the Office, or a judge shall reveal fully such knowl- 
edge or evidence upon proper request of a tribunal or 
other authority empowered to investigate or act upon 
~ conduct of practitioners, employees of the Office, or 
judges. 

(OMB Control No. 0651-0017) 


§§10.25-10.29 [reserved] 
§10.30 Canon 2. 


A practitioner should assist the legal profesion in ful- 
filling its duty to make legal counsel available. 


§10.31 Communications concerning a practitioner’s 
services, 


(a) No practitioner shall with respect to any prospec- 
tive business before the Office, by word, circular, letter, 
or advertising, with intent to defraud in any manner, de- 
ceive, mislead, or threaten any prospective applicant or 
other person having immediate or prospective business 
before the Office. 

(b) A practitioner may not use the name of a Member 
of either House of Congress or of an individual in the 
service of the United States in advertising the practitio- 
ner’s practice before the Office. 

(c) Unless authorized under §10.14(b), a non-lawyer 
practitioner shall not hold himself or herself out as au- 
thorized to practice before the Office in trademark 
cases. 

(d) Unless a practitioner is an attorney, the practitio- 
ner shall not hold himself or herself out: 


(1) to be an attorney or lawyer or 
(2) as authorized to practice before the Office in 
non-patent and trademark cases. 


§10.32 Advertising. 
(a) Subject to §10.31, a practitioner may advertise 


services through public media, including a telephone di- 
rectory, legal directory, newspaper, or other periodical, 
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radio, or television, or through written communications 
not involving solicitation as defined by §10.33. 

(b) A practitioner shall not give anything of value to a 
person for recommending the practitioner’s services, ex- 
cept that a practitioner may pay the reasonable cost of 
advertising or written communication permitted by this 
section and may pay the usual charges of a not-for-profit 
lawyer referreal service or other legal service organiza- 
tion. 

(c) Any communication made pursuant to this section 
shall include the name of at least one practitioner re- 
sponsible for its content. 


§10.33 Direct contact with prospective clients. 


A practitioner may not solicit professional employ- 
ment from a prospective client with whom the practitio- 
ner has no family or prior professional relationship, by 
mail, in-person or otherwise, when a significant og 
for the practitioner’s doing so is the practitioner’s 
niary under circumstances evidencing undue ‘nflu- 
ence, intimidation, or overreaching. The term “solicit” 
includes contact in person, by pov or telegraph, by 
letter or other writing, or by other communication di- 
rected to a specific recipient, but does not include letters 
addressed or se circulars distributed generally 
to persons not specifically known to need legal services 
of the kind provided by the practitioner in a particular 
matter, but who are so situated that they might in gener- 
al find such services useful 


§10.34 Communication cf fields of practice. 


A registered practitioner may state or imply that the 
practitioner is a specialist as follows: 

(a) A registered practitioner who is an attorney may 
use the designation “Patents,” “Patent Attorney,” “Pa- 
tent Lawyer,” “Registered Patent Attorney,” or a sub- 
stantially similar designation. 

(b) A registered practitioner who is not an attorney 
may use the designation “Patents,” “Patent Agent,” 
“Registered Patent Agent,” or a substantially similar 
designation, except that any practitioner who was regis- 
tered prior to November 15, 1938, may <efer to himself 
or herself as a “patent attorney.” 


§10.35 Firm names and letterheads. 


(a) A practitioner shall not use a firm name, letter- 
head, or other professional designation that violates 
§10. 31. A trade name may be used by a practitioner in 
private practice if it does not imply a current connection 
with a government agency or with a public or charitable 
legal services organzation and is not otherwise in viola- 
tion of §10.31. 

(b) Practitioners may state or imply that they practice 
in  ecmaameal or other organization only when that is 
the fact 


§10.36 Fees for legal services. 


(a) A practitioner shall not enter into an agreement 
for, charge, or collect an illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, after a review of 
the facts, a practitioner of ordinary prudence would be 
left with a definite and firm conviction that the fee is in 
excess of a reasonable fee. Factors to be considered as 
guides in determining the reasonableness of a fee include 
the following: 


(1) The time and labor required, the novelty and 
difficulty of the questions involved, and the skill requi- 
site to perform the legal service properly. 

(2) The likelihood, if apparent to the client, that the 
acceptance of the particular employment will preclude 
other employment by the practitioner. 

(3) The fee customarily charged for similar legal 
services. 

(4) The amount involved and the results obtained. 
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(5) The time limitations imposed by the client or by 
the circumstances. 

(6) The nature and length of the professional rela- 
tionship with the client. 

(7) The experience, reputation, and ability of the 
practitioner or practitioners performing the services. 

(8) Whether the fee is fixed or contingent. 


§10.37 Division of fees among practitioners. 


(a) A practitioner shall not divide a fee for legal 
services with another practitioner who is not a er 
in or associate of the practitioner’s law firm or law of- 
fice, unless: 

(1) The client consents to employment of the other 
fae raga after a full disclosure that a division of fees 
pie The division is made in proportion to the 
ond meen ormed and responsibility assumed by each. 
ev") total fee of the practitioners does not clear- 
ly exceed reasonable compensation for all legal services 
rendered to the client. 

(b) This section does not prohibit payment to a former 
partner or associate pursuant to a separation or retire- 
ment agreement. 


§10.38 Agreements restricting the practice of a 
practitioner. 


(a) A practitioner shall not be a party to or participate 
in a partnership or employment agreement with another 
practitioner that restricts the right of a practitioner to 
practice before the Office after the termination of a rela- 
tionship created by the agreement, except as a condition 
to payment of retirement benefits. 

)) In connection with the settlement of a controversy 
or suit, a practitioner shall not enter into an agreement 
that restricts the practitioner’s right to practice before 
the Office. 


§10.39 Acceptance of employment. 


A practitioner shall not accept employment on behalf 
of a person if the practitioner knows or it is obvious that 
such wishes to: 

(a) Bring a legal action, commence a proceeding be- 
fore the Office, conduct a defense, assert a position in 
any proceeding pending before the Office, or otherwise 
have steps taken for the person, merely for the purpose 
of harassing or maliciously injuring any other person. 

(b) Present a claim or defense in litigation or any pro- 
ceeding before the Office that is not warranted under 
existing law, unless it can be supported by good faith ar- 
gument for an extension, modification, or reversal of 
existing law. 


§10.40 Withdrawal from employment. 


(a) A practitioner shall not withdraw from employ- 
ment in a proceeding before the Office without permis- 
sion from the Office (see §§1.36, and 2.19 of this 
Subchapter). In any event, a practitioner shall not with- 
draw from employment until the practitioner has taken 
reasonable s to avoid foreseeable prejudice to the 
rights of the client, including giving due notice to his or 
her client, allowing time for employment of another 
practitioner, poco Me to the client all papers and prop- 
erty to which the client is entitled, and complying with 
applicable laws and rules. A practitioner who withdraws 
from employment shall refund promptly any part of a 
fee paid in advance that has not been earned. 

(b) Mandatory withdrawal. A practitioner represent- 
ing a client before the Office shall withdraw from em- 
ployment if: 

(1) the practitioner knows or it is obvious that the 
client is bringing a legal action, commencing a proceed- 
ing before the Office, conducting a defense, or asserting 
a position in litigation or any proceeding pending before 
the Office, or is otherwise having steps taken for the cli- 
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ent, merely for the purpose of harassing or maliciously 
injuring any person; 

(2) the practitioner knows or it is obvious that the 
practitioner’s continued employment will result in viola- 
tion of a Disciplinary Rule; 

(3) the practitioner’s mental or physical condition 
renders it unreasonably difficult for the practitioner to 
carry out the employment effectively; or 

(4) the practitioner is discharged by the client. 

(c) Permissive withdrawal. If paragraph (b) of this 
section is not applicable, a practitioner may not request 
permission to withdraw in matters pending before the 
Office unless such request or such withdrawal is be- 
cause: 

(1) the petitioner’s client: 

(i) insists upon presenting a claim or defense that 
is not warranted under existing law and cannot be su 
ported by good faith argument for an extension, modifi - 
cation, or reversal of existing law; 

(ii) personally seeks to pursue an illegal course of 
conduct; 

(iii) insists that the practitioner pursue a course of 
conduct that is illegal or that is prohibited under a Dis- 
ciplinary Rule; 

(iv) by other conduct renders it unreasonably dif- 
ficult for the practitioner to carry out the employment 
effectively; 

(v) insists, in a matter not pending before a tribu- 
nal, that the practitioner engage in conduct that is con- 
trary to the judgment and advice of the practitioner but 
not prohibited under the Disciplinary Rule; or 

(vi) has failed to pay one or more bills rendered 
by the practitioner for an unreasonable period of time or 
has failed to honor an agreement to pay a retainer in ad- 
vance of the performance of legal services. 

(2) the practitioner’s continued employment is likely 
to result in a violation of a Disciplinary Rule; 

(3) the practitioner’s inability to work with co-counsel 
indicates that the best interests of the client likely will 
be served by withdrawal; 

(4) the practitioner’s mental or physical condition ren- 
ders it difficult for the practitioner to carry out the em- 
ployment effectively; 

(5) the practitioner’s client knowingly and freely as- 
sents to termination of the employment; or 

(6) the practitioner believes in good faith, in a 
proceeding pending before the Office, that the Office 
will find the existence of other good cause for with- 
drawal. 


§§10.41-10.45 [reserved] 
§10.46 Canon 3. 


A practitioner should assist in preventing the unautho- 
rized practice of law. 


§10.47 Aiding unauthorized practice of law. 


(a) A practitioner shall not aid a non-practitioner in 
the unauthorized practice of law before the Office. 

(b) A practitioner shall not aid a suspended or exclud- 
ed practitioner in the practice of law before the Office. 

(c) A practitioner shall not aid a non-lawyer in the 
unauthorized practice of law. 


§10.48 Sharing legal fees. 


A practitioner or a firm of practitioners shall not 
share legal fees with a non-practitioner except that: 

(a) An agreement by a practitioner with the practi- 
tioner’s firm, partner, or associate may provide for the 
payment of money, over a reasonable period of time af- 
ter the practitioner’s death, to the practitioner’s estate or 
to one or more specified persons. 

(b) A practitioner who undertakes to complete unfin- 
ished legal business of a deceased practitioner may pay 
to the estate of the deceased practitioner that proportion 
of the total compensation which fairly represents the 
services rendered by the deceased practitioner. 
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(c) A practitioner or firm of practitioners may in- 
clude non-practitioner employees in a compensation or 
retirement plan, even though the plan is based in whole 
or in part on a profit-sharing arrangement, providing 
=e plan does not circumvent another Disciplinary 
Rule. 


§10.49 Forming a partnership with a non-practitioner. 


A practitioner shall not form a partnership with a 
non-practitioner if any of the activities of the partnership 
consist of the practice of patent, trademark, or other law 
before the ice. 


§§10.50-10.55 [reserved] 
§10.56 Canon 4. 


A practitioner should preserve the confidences and se- 
crets of a client. 


§10.57 Preservation of confidences and secrets of a client. 


(a) “Confidence” refers to information protected by 
the attornery-client or agent-client privilege under appli- 
cable law. “Secret” refers to other information gained in 
the professional relationship that the client has requested 
be held inviolate or the disclosure of which would be 
> arta or would be likely to be detrimental to the 
client. 

(b) Except when permitted under paragraph (c) of this 
section, a practitioner shall not knowingly: 


(1) Reveal a confidence or secret of a client. 

(2) Use a confidence or secret of a client to the dis- 
advantage of the client. 

(3) Use a confidence or secret of a client for the ad- 
vantage of the practitioner or of a third person, unless 
the client consents after full disclosure. 

(c) A practitioner may reveal: 

(1) Confidences or secrets with the consent of the 
client affected but only after a full disclosure to the cli- 
ent. 

(2) Confidences or secrets when permitted under 
Disciplinary Rules or required by law or court order. 

(3) The intention of a client to commit a crime and 
the information necessary to prevent the crime. 

(4) Confidences or secrets necessary to establish or 
collect the practitioner’s fee or to defend the practitio- 
ner or the practitioner’s employees or associates against 
an accusation of wrongful conduct. 

(d) A practitioner shall exercise reasonable care to 
prevent the practitioner’s employees, associates, and oth- 
ers whose services are utilized by the practitioner from 
disclosing or using confidences or secrets of a client, ex- 
cept that a practitioner may reveal the information 
— by parargraph (c) of this section through an em- 
ployee. 


§§10.58—10.60 [reserved] 
§10.61 Canon 5. 


A practitioner should exercise independent profession- 
al judgment on behalf of a client. 


§10.62 Refusing employment when the interest of the 
practitioner may impair the practitioner’s independent 
professional judgment. 


(a) Except with the consent of a client after full dis- 
closure, a practitioner shall not accept employment if 
the exercise of the practitioner’s professional judgment 
on behalf of the client will be or reasonably may be af- 
fected by the practitioner’s own financial, business, prop- 
erty, or personal interests. 

(b) A practitioner shall not accept employment in a 
proceeding before the Office if the practitioner knows 
or it is obvious that the practitioner or another practitio- 
ner in the practitioner’s firm ought to sign an affidavit to 
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be filed in the Office or be called as a witness, except 
that the practitioner may undertake the employment and 
the practitioner or another practitioner in the practitio- 
ner’s firm may testify: 


(1) If the testimony will relate solely to an uncon- 
tested matter. 

(2) If the testimony will relate solely to a matter 
of formality and there is no reason to believe that sub- 
stantial evidence will be offered in opposition to the 
testimony. 

(3) If the testimony will relate solely to the nature 
and value of legal services rendered in the case by the 
practitioner or the practitioner’s firm to the client. 

(4) As to any matter, if refusal would work a sub- 
stantial hardship on the client because of the distinctive 
value of the practitioner or the practitioner’s firm as 
counsel in the particular case. 


§10.63 Withdrawal when the practitioner becomes a wit- 
ness. 


(a) If, after undertaking employment in a proceeding 
in the Office, a practitioner learns or it is obvious that 
the practitioner or another practitioner in the practitio- 
ner’s firm ought to sign an affidavit to be filed in the Of- 
fice or be called as a witness on behalf of a practitioner’s 
client, the practitioner shall withdraw from the conduct 
of the proceeding and the practitioner’s firm, if any, 
shall not continue representation in the proceeding, ex- 
cept that the practitioner may continue the representa- 
tion and the practitioner or another practitioner in the 
practitioner’s firm may testify in the circumstances enu- 
merated in paragraphs (1) through (4) of §10.62(b). 

(b) If, after undertaking employment in a proceeding 
before the Office, a practitioner learns or it is obvious 
that the practitioner or another practitioner in the prac- 
titioner’s firm may be asked to sign an affidavit to be 
filed in the Office or be called as a witness other than on 
behalf of the practitioner’s client, the practitioner may 
continue the ———— until it is apparent that the 
practitioner’s affidavit or testimony is or may be prejudi- 
cial to the practitioner’s client. 


§10.64 Avoiding acquisition of interest in litigation or pro- 
ceeding before the Office. 


(a) A practitioner shall not acquire a proprietary inter- 
est in the subject matter of a proceeding before the 
Office which the practitioner is conducting for a client, 
except that the practitioner may: 

(1) Acquire a lien granted by law to secure the 
practitioner’s fee or expenses; or 

(2) Contract with a client for a reasonable contin- 
gent fee; or 

(3) In a patent case, take an interest in the patent as 
part or all of his or her fee. 

(b) While representing a client in connection with a 
contemplated or pending proceeding before the Office, a 
practitioner shall not advance or guarantee financial as- 
sistance to a client, except that a —_ may ad- 
vance or guarantee the expenses of going forward in a 
proceeding before the Office including fees required by 
law to be | pon to the Office, expenses of investigation, 
expenses of medical examination, and costs of obtaining 
and presenting evidence, provided the client remains ul- 
timately liable for such expenses. A practitioner may, 
however, advance any fee required to prevent or reme- 
dy an abandonment of a client’s application by reason of 
an act or omission attributable to the practitioner and 
not to the client, whether or not the client is ultimately 
liable for such fee. 


§10.65 Limiting business relations with a client. 


A practitioner shall not enter into a business transac- 
tion with a client if they have differing interests therein 
and if the client expects the practitioner to exercise pro- 
fessional judgment therein for the protection of the cli- 
ent, unless the client has consented after full disclosure. 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 373 
(172) 


§10.66 Refusing to accept or continue employment if the 
interests of another client may impair the independent 


professional judgment of the practitioner. 


(a) A practitioner shall decline proffered employment 
if the exercise of the practitioner’s — profes- 
sional judgment in behalf of a client will be or is likel 
to be adversely affected by the tance of the prof- 
fered employment, or if it would be likely to involve the 
practitioner in representing ae interests, except to 
the extent permitted under paragraph (c) of this section. 

(b) A practitioner shall not continue multiple employ- 
ment if the exercise of the practitioner’s independent 
ow: agri judgment in f of a client will be or is 

ikely to be adversely affected by the practitioner’s rep- 
resentation of another client, or if it would be likely to 
involve the practitioner in representing differing inter- 
ests, except to the extent permitted under paragraph (c) 
of this section. 

(c) In the situations covered by paragraphs (a) and (b) 

of this section a practitioner may represent multiple cli- 
ents if it is obvious that the practitioner can adequately 
represent the interest of each and if each consents to the 
representation after full disclosure of the possible effect 
of such representation on the exercise of the practitio- 
-— independent professional judgment on behalf of 
each. 
(d) If a practitioner is required to decline employment 
or to withdraw from employment under a Disciplinary 
Rule, no partner, or associate, or any other practitioner 
affiliated with the practitioner or the practitioner’s firm, 
may accept or continue such employment unless other- 
wise ordered by the Director or Commissioner. 


§10.67 Settling similar claims of clients. 


A practitioner who represents two or more clients 
shall not make or participate in the making of an aggre- 
gate settlement of the claims of or against the practitio- 
ner’s clients, unless each client has consented to the set- 
tlement after being advised of the existence and nature 
of all the claims involved in the proposed settlement, of 
the total amount of the settlement, and of the participa- 
tion of each person in the settlement. 


§10.68 Avoiding influence by others than the client. 


(a) Except with the consent of the practitioner’s client 
after full disclosure, a practitioner shall not: 

(1) Accept com tion from one other than the 
practitioner’s client for the practitioner’s legal services 
to or for the client. 

(2) Accept from one other than the practitioner’s 
client any thing of value related to the practitioner’s rep- 
a of or the practitioner’s employment by the 
client. 

(b) A practitioner shall not permit a person who rec- 
ommends, employs, or pays the practitioner to render le- 
gal services for another, to direct or regulate the practi- 
tioner’s professional judgment in rendering such legal 
services. 

(c) A practitioner shall not practice with or in the 
form of a professional corporation or association autho- 
rized to practice law for a profit, if a non-practioner has 
the right to direct or control the professional judgment 
of a practitioner. 


§§10.69-10.75 [reserved] 
§10.76 Canon 6. 

A practitioner should represent a client competently. 
§10.77 Failing to act competently. 

A practitioner shall not: 

(a) Handle a legal matter which the practitioner 
knows or should know that the practitioner is not com- 


petent to handle, without associating with the practitio- 
ner another practitioner who is competent to handle it. 
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(b) Handle a legal matter without preparation ade- 
quate in the circumstances. 

(c) Neglect a legal matter entrusted to the prac- 
titioner. 


§10.78 Limiting liability to client. 


A practitioner shall not attempt to exonerate himself 
or herself from, or limit his or her liability to, a client 
for his or her personal malpractice. 


§§10.79-10.82 [reserved] 
§10.83 Canon 7. 


A practitioner should represent a client zealously 
within the bounds of the law. 


§10.84 Representing a client zealously. 


(a) A practitioner shall not intentionally: 

(1) Fail to seek the lawful objectives of a client 
through reasonably available means permitted by law 
and the Disciplinary Rules, except as provided by para- 
graph (b) of this section. A practitioner does not violate 
the provisions of this section, however, by acceding to 
reasonable requests of opposing counsel which do not 
prejudice the rights of the client, by being punctual in 
fulfilling all professional commitments, by avoiding of- 
fensive tactics, or by treating with courtesy and consid- 
eration all persons involved in the legal process. 

(2) Fail to carry out a contract of employment en- 
tered into with a client for professional services, but a 
practitioner may withdraw as permitted under §§10.40, 
10.63, and 10.66. 

(3) Prejudice or damage a client during the course 
of a professional relationship, except as required under 
this part. 

(b) In representation of a client, a practitioner may: 

(1) Where permissible, exercise professional judg- 
ment to waive or fail to assert a right or position of the 
client. 

(2) Refuse to aid or participate in conduct that the 
practitioner believes to be unlawful, even though there 
is some support for an argument that the conduct is le- 


gal. 
§10.85 Representing a client within the bounds of the law. 


(a) In representation of a client, a practitioner shall 
not: 

(1) Initiate or defend any proceeding before the Of- 
fice, assert a position, conduct a defense, delay a trial or 
proceeding before the Office, or take other action on be- 
half of the practitioner’s client when the practitioner 
knows or when it is obvious that such action would 
serve merely to harass or maliciously injure another. 

(2) Knowingly advance a claim or defense that is 
unwarranted under existing law, except that a practitio- 
ner may advance such claim or defense if it can be su 
ported by good faith argument for an extension, modifi- 
cation, or reversal of existing law. 

(3) Conceal or knowingly fail to disclose that which 
the practitioner is required by law to reveal. 

(4) Knowingly use perjured testimony or false evi- 
dence. 

(5) Knowingly make a false statement of law or 
fact. 

(6) Participate in the creation or preservation of evi- 
dence when the practitioner knows or it is obvious that 
the evidence is false. 

(7) Counsel or assist a client in conduct that the 
practitioner knows to be illegal or fraudulent. 

(8) Knowingly engage in other illegal conduct or 
conduct contrary to a Disciplinary Rule. 

(b) A practitioner who receives information clearly 
establishing that: 

(1) A client has, in the course of the representation, 
perpetrated a fraud upon a person or tribunal shall 
promptly call upon the client to rectify the same, and if 
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the client refuses or is unable to do so the practitioner 
shall reveal the fraud to the affected person or tribunal. 

(2) A person other than a client has trated a 
fraud upon a tribunal shall promptly reveal the fraud to 
the tribunal. 


§10.86 [reserved] 
§10.87 Communicating with one of adverse interest. 


During the course of representation of a client, a prac- 
titioner shall not: 

(a) Communicate or cause another to communicate on 
the — of the representation with a party the practi- 
tioner knows to be represented by another practitioner 
in that matter unless the practitioner has the prior con- 
sent of the other practitioner representing such other 
party or is authorized by law to do so. It is not improp- 
er, however, for a practitioner to encourage a client to 
meet with an opposing party for settlement discussions. 

(b) Give advice to a person who is not represented by 
a practitioner other than the advice to secure counsel, if 
the interests of such person are or have a reasonable 
possibility of being in conflict with the interests of the 
practitioner’s client. 


§10.88 Threatening criminal prosecution. 


A practitioner shall not present, participate in present- 
ing, or threaten to present criminal charges solely to ob- 
tain an advantage in any prospective or pending pro- 
ceeding before the Office. 


§10.89 Conduct in proceedings. 


(a) A practitioner shall not disregard or advise a client 
to disregard any provision of this Subchapter or a deci- 
sion of the Office made in the course of a proceeding 
before the Office, but the practitioner may take appro- 
priate steps in good faith to test the validity of such pro- 
vision or decision. 

(b) In presenting a matter to the Office, a practitioner 
shall disclose: 

(1) Controlling legal authority known to the practi- 
tioner to be directly adverse to the position of the client 
and which is not disclosed by opposing counsel or an 
employee of the Office. 

(2) Unless privileged or irrelevant, the identities of 
the client the practitioner represents and of the persons 
who employed the practitioner. 

(c) In appearing in a professional capacity before a tri- 
bunal, a practitioner shall not: 

(1) State or allude to any matter that the practitio- 
ner has no reasonable basis to believe is relevant to the 
case or that will not be supported by admissible evi- 
dence. 

(2) Ask any question that the practitioner has no 
reasonable basis to believe is relevant to the case and 
that is intended to degrade a witness or other person. 

(3) Assert the practitioner’s personal knowledge of 
the facts in issue, except when testifying as a witness. 

(4) Assert the practitioner’s personal opinion as to 
the justness of a cause, as to the credibility of a witness, 
as to the culpability of a civil litigant, or as to the guilt 
or innocence of an accused; but the practitioner may ar- 
gue, on the practitioner’s analysis of the evidence, for 
any position or conclusion with respect to the matters 
stated herein. 

(5) Engage in undignified or discourteous conduct 
before the Office (see §1.3 of the Subchapter). 

(6) Intentionally or habitually violate any provision 
of this Subchapter or established rule of evidence. 


§10.90-10.91 [reserved] 
§10.92 Contact with witnesses. 
(a) A practitioner shall not suppress any evidence that 


the practitioner or the practitioner’s client has a legal 
obligation to reveal or produce. 
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(b) A practitioner shall not advise or cause a pone to 
be secreted or to leave the jurisdiction of a tribunal for 
the purpose of making the person unavailable as a wit- 
ness therein. 

(c) A practitioner shall not pay, offer to pay, or acqui- 
esce in the payment of compensation to a witness con- 
tingent upon the content of the witness’ affidavit, 
testimony or the outcome of the case. But a practitioner 
may advance, guarantee, or acquiesce in the payment of: 

(1) Expenses reasonably incurred by a witness in at- 
tending, testifying, or making an affidavit. 

(2) Reasonable compensation to a witness for the 
witness’ loss of time in attending, testifying, or making 
an affidavit. 

(3) A reasonable fee for the professional services of 
an expert witness. 


§10.93 Contact with officials. 


(a) A practitioner shall not give or lend anything of 
value to a judge, official, or employee of a tribunal un- 
der circumstances which might give the appearance that 
the gift or loan is made to influence official action. 

(b) In an adversary proceeding, including any inter 
partes proceeding before the Office, a practitioner shall 
not communicate, or cause another to communicate, as 
to the merits of the cause with a judge, official, or Of- 
fice employee before whom the proceeding is pending, 
except: 

“t) In the course of official proceedings in the 
cause. 

(2) In writing if the practitioner promptly delivers a 
copy of the writing to opposing counsel or to the ad- 
verse party if the adverse party is not represented by a 
practitioner. 

(3) Orally upon ——- notice to opposing counsel 
or to the adverse party if the adverse party is not repre- 
sented by a practitioner. 

(4) As otherwise authorized by law. 


§§10.94-10.99 [reserved] 
§10.100 Canon 8. 


A practitioner should assist in improving the legal sys- 
tem. 


§10.101 Action as a public official. 


(a) A practitioner who holds public office shall not: 

(1) Use the practitioner’ Fp position to obtain, 
or attempt to obtain, a special advantage in legislative 
matters for the practitioner or for a client under circum- 
stances where the practitioner knows or it is obvious 
that such action is not in the public interest. 

(2) Use the practitioner’s public position to influ- 
ence, or attempt to influence, a tribunal to act in favor 
of the practitioner or of a client. 

(3) Accept any thing of value from any person 
when the practitioner knows or it is obvious that the of- 
fer is for the purpose of influencing the practitioner’s ac- 
tion as a public official. 

(b) A practitioner who is an officer or employee of 
the United States shall not practice before the Office in 
patent cases except as provided in §10.6(d). 


§10.102 Statements concerning officials. 


(a) A practitioner shall not knowingly make false 
statements of fact concerning the qualifications of a can- 
didate for election or appointment to a judicial office or 
to a position in the Office. 

(b) A practitioner shall not knowingly make false ac- 
cusations against a judge, other adjudicatory officer, or 
employee of the Office. 


§10.103 Practitioner candidate for judicial office. 


A practitioner who is a candidate for judicial office 
shall comply with applicable provisions of law. 
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§10.104—10.109 [reserved] 
§10.110 Canon 9. 


A practitioner should avoid even the appearance of 
professional impropriety. 


§10.111 Avoiding even the appearance of impropriety. 


(a) A practitioner shall not accept private employment 
in a matter upon the merits of which he or she acted 
in a judicial capacity. 

(b) A practitioner shall not accept private employment 
in a matter in which he or she had personal responsibili- 
ty while a public employee. 

(c) A practitioner shall not state or imply that the 
practitioner is able to influence improperly or upon irrel- 
oe grounds any tribunal, legislative body, or public 
official. 


§10.112 Preserving identity of funds and property of cli- 
ent. 


(a) All funds of clients paid to a practitioner or a 
practitioner’s firm, other than advances for costs and ex- 
penses, shall be deposited in one or more identifiable 
bank accounts maintained in the United States or, in the 
case of a practitioner having an office in a foreign coun- 
try or registered under §10.6(c), in the United States or 
the foreign country. 

(b) No funds belonging to the practitioner or the prac- 
titioner’s firm shall be deposited in the bank accounts re- 
quired by paragraph (a) of this section except as follows: 

(i) Funds reasonably sufficient to pay bank charges 
may be deposited therein. 

(2) Funds belonging in part to a client and in part 
presently or potentially to the practitioner or the practi- 
tioner’s firm must be deposited therein, but the portion 
belonging to the practitioner or the practitioner’s firm 
may be withdrawn when due unless the right of the 
practitioner or the practitioner’s firm to receive it is dis- 
puted by the client, in which event the disputed portion 
shall not be withdrawn until the dispute is finally re- 
solved. 

(c) A practitioner shall: 

(1) Promptly notify a client of the receipt of the cli- 
ent’s funds, securities, or other properties. 

(2) Identify and label securities and properties of a 
client promptly upon receipt and place them in a safe 
deposit box or other place of safekeeping as soon as 
practicable. 

(3) Maintain complete records of all funds, securi- 
ties, and other properties of a client coming into the pos- 
session of tne practitioner and render appropriate ac- 
counts to the client regarding the funds, securities, or 
other properties. 

(4) Promptly pay or deliver to the client as request- 
ed by a client the funds, securities, or other properties in 
the possession of the practitioner which the client is en- 
titled to receive. 

(OMB Control No. 0651-0017) 


§§10.113-10.129 [reserved] 


Investigations and Disciplinary Proceedings 


§10.130 Reprimand, suspension or exclusion. 


(a) The Commissioner may, after notice and opportu- 
nity for a hearing, (a) reprimand or (b) suspend or ex- 
clude, either generally or in any particular case, any 
individual, attorney, or agent shown to be incompetent 
or disreputable, who is guilty of gross misconduct, or 
who violates a Disciplinary Rule. 

(b) Petitions to disqualify a practitioner in ex parte or 
inter partes cases in the Office are not governed by 
§§10.130 through 10.170 and will be handled on a case- 
by-case basis under such conditions as the Commissioner 
deems appropriate. 
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§10.131 Investigations. 


(a) The Director is authorized to investigate possible 
violations of Disciplinary Rules by practitioners. See 
§10.2(b) (2)... 

(b) Practitioners shall report and reveal to the Direc- 
tor any knowledge or evidence required by §10.24. A 
practitioner shall cooperate with the Director in connec- 
tion with any investigation under paragraph (a) of this 
section and with officials of the Office in connection 
with any disciplinary proceeding instituted under 
§10.132(b). 

(c) Any non-practitioner possessing knowledge or in- 
formation concerning a violation of a Disciplinary Rule 
by a practitioner may report the violation to the Direc- 
tor. The Director may require that the report be pres- 
ented in the form of an affidavit. 


§10.132 Initiating a disciplinary proceeding; reference to 
an administrative law judge. 


(a) If after conducting an investigation under §10.131(a) 
the Director is of the opinion that a practitioner has vio- 
lated a Disciplinary Rule, the Director shall after ward 
ing where necessary with the provisions of 5 U.S.C. 
558(c), call a meeting of the Committee on Discipline. 
The Committee on Discipline shall then determine as 
specified in §10.4(b) whether a disciplinary proceeding 
shall be instituted under paragraph (b) of this section. 

(b) If the Committee on Discipline determines that 
probable cause exists to believe that a practitioner has vio- 
lated a Disciplinary Rule, the Director shall institute a dis- 
ciplinary proceeding by filing a complaint under §10.134. 

e complaint shall be filed in the Office of the Director. 
A disciplinary proceeding may result in: 


(1) a reprimand or 
(2) suspension or exclusion of a practitioner from 
practice before the Office. 
(c) Upon the filing of a complaint under §10.134, the 
Commissioner will refer the disciplinary proceeding to 
an administrative law judge. 


§10.133 Conference between Director and practitioner; 
resignation. 


(a) General. The Director may confer with a practitio- 
ner concerning possible violations by the practitioner of 
a Disciplinary Rule whether or not a disciplinary pro- 
ceeding has been instituted. 

(b) Resignation. Any practitioner who is the subject of 
an investigation under §10.131 or against whom a com- 
plaint has been filed under §10.134 may resign from 
practice before the Office only by submitting with the 
Director an affidavit stating his or her desire to resign. 

(c) If filed prior to the date set ky the administrative 
law judge for a hearing, the affidavit shall state that: 

(1) the resignation is freely and _ voluntarily 
proferred; 

(2) the practitioner is not acting under duress or 
coersion from the Office; 

(3) the practitioner is fully aware of the implications 
of filing the resignation; 

(4) the practitioner is aware (i) of a pending investi- 
gation or (ii) of charges arising from the complaint al- 
leging that he or she is guilty of a violation of the Pa- 
tent and Trademark Office Code of Professional 
Responsibility, the nature of which shall be set forth by 
the practitioner to the satisfaction of the Director; 

(5) the practitioner acknowledges that, if and when he 
or she applies for reinstatement under §10.160, the Di- 
rector will conclusively presume, for the limited purpose 
of determining the application for reinstatement, that: 

(i) the facts upon which the complaint is based are 
true and 

(ii) the practitioner could not have successfully 
defended himself or herself against (A) charges predicat- 
ed on the violation under investigation or (B) charges 
set out in the complaint filed against the practitioner. 
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(d) If filed on or after the date set by the administra- 
tive law judge for a hearing, the affidavit shall make the 
statements required by subparagraphs (1) through (4) of 
paragraph (b) of this section and shall state that: 

(1) the practitioner acknowledges the facts upon 
which the complaint is based are true; and 
(2) the resignation is being submitted because the 
ractitioner could not peor ¥ an defend himself or 
erself against (i) charges predicated on the violation un- 
der investigation or (ii) charges set out in the complaint. 

(ec) When an affidavit under paragraph (b) or (c) of 
this section is received while an investigation is pending, 
the Commissioner shall enter an order excluding the 
practitioner “on consent.” When an affidavit under para- 
graphs (b) or (c) of this section is received after a com- 
plaint under §10.134 has been filed, the Director shall 
notify the administrative law judge. The administrative 
law judge shall enter an order Mecca the disciplin- 
ary proceeding to the Commissioner and the Commis- 
sioner shall enter an order excluding the practitioner 
“on consent.” 

(f) Any practitioner who resigns from practice before 
the Office under this section and who intends to reapply 
for admission to practice before the Office must comply 
with the provisions of §10.158. 

(g) Settlement. Before or after a complaint is filed un- 
der §10.134, a settlement conference may occur between 
the Director and a practitioner for the purpose of set- 
tling any disciplinary matter. If an offer of settlement is 
made by the Director or the practitioner and is not ac- 
cepted by the other, no reference to the offer of settle- 
ment or its refusal shall be admissible in evidence in the 
disciplinary proceeding unless both the Director and the 
practitioner agree in writing. 


§10.134 Complaint. 


(a) A complaint instituting a disciplinary proceeding 
shall: 


(1) Name the practitioner, who may then be re- 
ferred to as the “respondent.” 

(2) Give a plain and concise description of the al- 
leged violations of the Disciplinary Rules by the practi- 
tioner. 

(3) State the place and time for filing an answer by 
the respondent. 

(4) State that a decision by default may be entered 
against the respondent if an answer is not timely filed. 

(5) Be signed by the Director. 

(b) A complaint will be deemed sufficient if it fairly 
informs the respondent of any violation of the Disciplin- 
ary Rules which form the basis for the disciplinary pro- 
ceeding so that the respondent is able to adequately pre- 
pare a defense. 


§10.135 Service of complaint. 


(a) A complaint may be served on 2 respondent in any 
of the following methods: 

(1) By handing a copy of the complaint personally 
to the respondent, in which case the individual handing 
the complaint to the respondent shall file an affidavit 
with the Director indicating the time and place the com- 
plaint was handed to the respondent. 

(2) By mailing a copy of the complaint by “Express 
Mail” or first-class mail to: 

(i) a registered practitioner at the address for 
which separate notice was last received by the Direc- 
tor or 

(ii) a non-registered practitioner at the last ad- 
dress for the respondent known to the Director. 

(3) By any method mutually agreeable to the Direc- 
tor and the respondent. 

(b) If a complaint served by mail under paragraph (a) 
(2) of this section is returned by the U.S. Postal Service, 
the Director shall mail a second copy of the complaint 
to the respondent. If the second copy of the complaint is 
also returned by the U.S. Postal Service, the Director 
shall serve the respondent by publishing an appropriate 
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notice in the Official Gazette for four consecutive weeks, 
in which case the time for answer shall be at least thirty 
days from the fourth publication of the notice. 

(c) If a respondent is a registered practitioner, the Di- 
rector may serve simultaneously with the complaint a 
letter under §10.11(b). The Director may r - the re- 
spondent to answer the §10.11(b) letter wi riod 
of not less than 15 days. An answer to the §10. it )) let- 
ter shall constitute proof of service. If the respondent 
fails to answer the §10.11(b) letter, his or her name will 
be removed from the register as provided by §10.11(b). 

(d) If the respondent is represented by an attorney , 
der §10.140(a), a copy of the complaint shall also be 
served on the attorney. 


§10.136 Answer to complaint. 


(a) Time for answer. An answer to a complaint shall be 
filed within a time set in the complaint which shall be 
not less than thirty days. 

(b) With whom Thled. The answer shall be filed in writ- 
ing with the administrative law judge. The time for fil- 
ing an answer may be extended once for a period of no 
more than thirty days by the administrative law judge 
upon a showing of good cause — a motion re- 
questing an extension of time is filed within thirty days 
after the date the co a is filed by the Sieeeter: A 
copy of the answer shall be served on the Director. 

(c) Content. The respondent shall include in the an- 
swer a statement of the facts which constitute the 
grounds of defense and shall specifically admit or deny 
each allegation set forth in the complaint. The respon- 
dent shall not deny a material allegation in the com- 
plaint which the respondent knows to be true or state 
that respondent is without sufficient information to form 
a belief as to the truth of an allegation when in fact the 
respondent that information. The respondent 


possesses 
shall also state affirmatively special matters of defense. 


(d) Failure to deny allegations in complaint. Every alle- 
gation in the complaint which is not denied by a respon- 
dent in the answer is deemed to be admitted and may be 
considered proven. No further evidence in respect of 
that allegation need be received by the administrative 
law judge at any hearing. Failure to timely file an an- 
swer will constitute an admission of the allegations in 
the complaint. 

(e) Reply by Director. No reply to an answer is re- 
quired by the Director and any affirmative defense in 
the answer shall be deemed to be denied. The Director 
may, however, file a reply if he or she chooses or if or- 
dered by the adminstrative law judge. 


§10.137 Supplemental complaint. 


False statements in an answer may be made the basis 
of a supplemental complaint. 


§10.138 Contested case. 


Upon the filing of an answer by the respondent, a dis- 
ciplinary proceeding shall be regarded as a contested 
case within the meaning of 35 U.S.C. 24. Evidence 
obtained by a subpoena issued under 35 U.S.C. 24 shall 
not be admitted into the record or considered unless 
leave to proceed under 35 U.S.C. 24 was previously au- 
thorized by the administrative law judge. 


§10.139 Administrative law judge; appointment; responsi- 
bilities; review of interlocutory orders; stays. 


(a) Appointment. An administrative law judge, 
appointed under 5 U.S.C. 3105, shall conduct disciplin- 
ary proceedings as provided by ‘this part. 

(b) Responsibilities. The administrative law judge shall 
have authority to: 

(1) Administer oaths and affirmations; 

(2) Make rulings upon motions and other requests; 

(3) Rule upon offers of proof, receive relevant evi- 
dence, and examine witnesses; 
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(4) Authorize the taking of a deposition of a witness 
in lieu of mal appearance of the witness before the 
adminstrative law judge; 

(5) Determine the time and place of any hearing 
and regulate its course and conduct; 

(6) Hold or provide for the holding of conferences 
to settle or simplity the issues; 

7) Receive and consider oral or written arguments 
on facts or law; 

(8) Adopt ’ procedures and modify procedures from 
time to time as occasion requires for the orderly disposi- 
tion of proceedings; 

(9) Make initial decisions under §10.154; and 

(10) Perform acts and take measures as necessary to 
promote the efficient and timely conduct of any disci- 


plinary proceeding. _ 

(c) Time for making initial decision. The administrative 
law judge shall set times and exercise control over a dis- 
ciplinary proceeding such that an initial decision under 
§10.154 is normally issued within six months of the date 
a cornplaint is filed. The administrative law judge may, 
however, issue an initial decision more than six months 
after a complaint is filed if in his or her opinion there 
exist unusual circumstances which preclude issuance of 
an initial decision within six months of the filing of the 
complaint. 

(d) Review of interlocutory orders. An interlocutory or- 
der of an administrative law judge will not be reviewed 
by the Commissioner except: 

(1) when the administrative law judge shall be of 
the opinion (i) that the interlocutory order involves a 
controlling question of procedure or law as to which 
there is a substantial ground for a difference of opinion 
and (ii) that an immediate decision by the Commissioner 
may materially advance the ultimate termination of the 
disciplinary proceeding or 

(2) in an extraordinary situation where justice re- 
quires review. 

(e) Stays pending review of interlocutory order. If the Di- 
rector or a respondent seeks review of an interlocutory 
order of an administrative law judge under paragraph 
(b)(2) of this section, any time period set for taking ac- 
tion by the administrative law judge shall not be stayed 
unless ordered by the Commissioner or the tra- 
tive law judge. 


§10.140 Representative for Director or respondent. 


(a) A respondent may be represented before the Office 
in connection with an investigation or disciplinary pro- 
ceeding by an attorney. The attorney shall file a written 
declaration that he or she is an attorney within the 
meaning of §10.1(c) and shall state: 

(1) the address to which the attorney wants corre- 
spondence related to the investigation or disciplinary 
proceeding sent and 

(2) a telephone number where the attorney may be 
reached during normal business hours. 

(b) The Commissioner shall designate at least two as- 
sociate solicitors in the Office of the Solicitor to act as 
representatives for the Director in disciplinary proceed- 
ings. In prosecuting disciplinary proceedings, the desig- 
nated associate solicitors shall not involve the Solicitor 
or the Deputy Solicitor. The Solicitor and the Deputy 
Solicitor shall remain insulated from the investigation 
and prosecution of all disciplinary proceedings in order 
that they shall be available as po an to the Commis- 
sioner in deciding disciplinary proceedings. 


§10.141 Filing of papers. 


(a) The provisions of §1.8 of this Subchapter do not 
apply to disciplinary proceedings. 

(b) All papers filed after the complaint and prior to 
entry of an initial decision by the administrative law 
judge shall be filed with the administrative law judge at 
an address or place designated by the administrative law 
judge. All pa filed after entry of an initial decision 
by the administrative law judge shall be filed with the 
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Director. The Director shall promptly forward to the 
Commissioner any paper which requires action under 
this by the Commissioner. 

(c) The administrative law judge or the Director may 
provide for filing papers and other matter by hand or by 
‘Express Mail.” 


§10.142 Service of papers. 


(a) All pa other than a complaint shall be served 
on a respondent represented by an attorney by: 


(1) delivering a copy of the paper to the office of 
the attorney; or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the attorney at the address provided 
by the attorney under §10.140(a) (1); or 

(3) any other method mutually agreeable to the at- 
torney and a representative for the Director. 

(b) All papers other than a complaint shall be served on 

a respondent who is not represented by an attorney by: 

(1) delivering a copy of the paper to the respon- 


dent; or 
mailing a copy of the paper by first-class mail or 
“Express il” to the respondent at the address to 
which a complaint may be served or such other address 
as may be ae in writing by the respondent; or 
(3) any other method mutually agreeable to the re- 
spondent and a representative of the Director. 

(c) A respondent shall serve on the representative for 
the Director one copy of each paper filed with the ad- 
ministrative law judge or the Director. A paper may be 
served on the representative for the Director by: 

(1) delivering a copy of the paper to the representa- 
tive; or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to an address designated in writing by 
the representative; or 

(3) any other method mutually agreeable to the re- 
spondent and the representative. 

(d) Each paper filed in a disciplinary proceeding shall 
contain therein a certificate of service indicating: 

(1) the date on which service was made and 
(2) the method by wich service was made. 

(e) The administrative law judge or the Commissioner 
may require that a paper be served by hand or by “Ex- 
press Mail.” 

(f) Service by mail is completed when the paper 
mailed in the United States is placed into the custody of 
the U.S. Postal Service. 


§10.143 Motions. 


Motions may be filed with the administrative law 
judge. The adminstrative law judge will determine on a 
case-by-case basis the time period for response to a mo- 
tion and whether replies to responses will be authorized. 
No motion shall be filed with the administrative law 
judge unless such motion is supported by a written state- 
ment by the moving party that the moving party or at- 
torney for the moving party has conferred with the op- 
posing party or attorney for the opposing party in an 
effort in good faith to resolve by agreement the issues 
raised by the motion and has been unable to reach 
agreement. If issues raised by a motion are resolved by 
the parties prior to a decision on the motion by the ad- 
ministrative law judge, the parties shall promptly notify 
the administrative law judge. 


§10.144 Hearings. 


(a) The administrative law judge shall preside at hear- 
ings in disciplinary proceedings. Hearings will be steno- 
graphically recorded and transcribed and the testimony 
of witnesses will be received under oath or affirmation. 
The administrative law judge shall conduct hearings in 
accordance with 5 U.S.C. 556. A copy of the transcript 
of the hearing shall become part of the record. A copy 
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of the transcript shall be provided to the Director and 
the eo at the expense of the Office. 

(b) If the respondent to a disciplinary proceeding fails 
to appear at the hearing after a notice of hearing has 
been given by the administrative law judge, the adminis- 
trative law judge may deem the respondent to have 
waived the right to a hearing and may proceed with the 
hearing in the absence of the respondent. 

(c) A hearing under this section will not be open to 
the public except that the Director may grant a request 
by a eae to open his or her hearing to the public 
and e the record of the disciplinary proceeding 
available for public inspection, provided agreement is 
reached in advance to exclude from public disclosure in- 
formation which is privileged or confidential under ap- 
plicable laws or regulations. If a disciplinary proceeding 
results in disciplinary action against a practitioner, and 
subject to §10.159(c), the record of the entire disciplin- 
ary proceeding, including any settlement agreement, will 
be available for public inspection. 


§10.145 Proof; variance; amendment of pleadings. 


In case of a variance between the evidence and the al- 
legations in a complaint, answer, or reply, if any, the ad- 
ministrative law judge may order or authorize amend- 
ment of the complaint, answer, or reply to conform to 
the evidence. Any party who would otherwise be preju- 
diced by the amendment will be given reasonable oppor- 
tunity to meet the allegations in the complaint, answer, 
or reply, as amended, and the administrative law judge 
shall make findings on any issue presented by the com- 
plaint, answer, or reply as amended. 


§§10.146-10.148 [reserved] 
§10.149 Burden of proof. 


In a disciplinary sea reper 5 the Director shall have 
the burden of proving his or her case by clear and con- 
vincing evidence and a respondent shall have the burden 
of providing any affirmative defense by clear and con- 
vincing evidence. 


§10.150 Evidence. 


_ (a) Rules of evidence. The rules of evidence prevailing 


in courts of law and equity are not controlling in hear- 
ings in disciplinary proceedings. However, the adminis- 
trative law judge shall exclude evidence which is irrele- 
vant, immaterial, or unduly repetitious. 

(b) Depositions. Depositions of witnesses taken pursuant 
to §10.151 may be admitted as evidence. 

(c) Government documents. Official documents, records, 
and papers of the Office are admissible without extrinsic 
evidence of authenticity. These documents, records and 
papers may be evidenced by a copy certified as correct by 
an employee of the Office. 

(d) Exhibits. If any document, record, or other paper 
is introduced in evidence as an exhibit, the administra- 
tive law judge may authorize the withdrawal of the ex- 
hibit subject to any conditions the administrative law 
judge deems appropriate. 

(e) Objections. Objections to evidence will be in short 
form, stating the grounds of objection. Objections and 
rulings on objections will be a part of the record. No ex- 
ception to the ruling is necessary to preserve the rights 
of the parties. 


§10.151 Depositions. 


(a) Depositions for use at the hearing in lieu of per- 
sonal appearance of a witness before the administrative 
law judge may be taken by respondent or the Director 
upon a showing of good cause and with the approval of, 
and under such conditions as may be deemed appropri- 
ate by, the administrative law judge. Depositions may be 
taken upon oral or written questions, upon not less than 
ten days written notice to the other party, before any of- 
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ficer authorized to administer an oath or affirmation in 
the place where the deposition is to be taken. The re- 
quirement of ten days notice may be waived by the 
parties and depositions may then be taken of a witness 
and at a time and place mutually agreed to by the 
parties. When a deposition is taken upon written ques- 
tions, copies of the written questions will be served 
upon the other party with the notice and copies of any 
written cross-questions will be served by hand or “Ex- 
press Mail” not less then five days before the date of the 
taking of the deposition unless ed yap mutually agree 
otherwise. A party on whose be deposition is taken 
shall file a copy of a transcript of the deposition signed 
by a court reporter with the administrative law judge 
and shall serve one copy upon the opposing party. Ex- 
— for a court a and preparing, serving, and 

ing depositions be borne by the party at whose 
instance the deposition is taken. 

(b) When the Director and the respondent agree in 
writing, a deposition of any witness who will appear 
voluntarily may be taken under such terms and condi- 
tions as may be mutually agreeable to the Director and 
the respondent. The deposition shall not be filed with 
the administrative law judge and may not be admitted in 
evidence before the administrative law judge unless he 
or she orders the deposition admitted in evidence: The 
admissibility of the deposition shall lie within the discre- 
tion of the administrative law judge who may — the 
deposition on any reasonable basis including the fact that 
demeanor is involved and that the witness should have 
been called to appear personally before the administra- 
tive law judge. 


§10.152 Discovery. 


Discovery shall not be authorized except as follows: 

(a) After an answer is filed under §10.136 and when a 
party establishes in a clear and convincing manner that 
discovery is necessary and relevant, the administrative 
law judge, under such conditions as he or she deems ap- 
propriate, may order an opposing party to: 


(1) answer a reasonable number of written requests 
for admission or interrogatories; 

(2) produce for inspection and copying a reasonable 
number of documents; and 

(3) produce for inspection a reasonable number of 
things other than documents. 

(b) Discovery shall not be authorized under paragraph 

(a) of this section of any matter which: 

(1) will be used by another party solely for im- 
peachment or cross-examination; 
F (2) is not available to the party under 35 U.S.C. 

122; 


(3) relates to any disciplinaty proceeding .com- 
menced in the Patent and Trademark Office prior to 
Mar. 8, 1985; 

(4) relates to experts except as the administrative 
law judge may require under paragraph (e) of this sec- 
tion. 

(5) is privileged; or 

(6) relates to mental impressions, conclusions, opin- 
ions, or legal theories of any attorney or other represen- 
tative of a party. 

(c) the administrative law pe may deny discovery 
requested under paragraph (a) of this section if the dis- 
covery sought: 

(1) will unduly delay the disciplinary proceeding; 

(2) will place an undue burden on the party re- 
quired to produce the discovery sought; or 

(3) is available (i) generally to the public, (ii) equal- 
ly to the parties; or (iii) to the party seeking the 
discovery through another source. 

(d) Prior to authorizing discovery under paragraph (a) 
of this section, the administrative law judge shall require 
the party seeking discovery to file a motion (§10.143) 
and explain in detail for each request made how the dis- 
covery sought is necessary and relevant to an issue actu- 
ally raised in the complaint or the answer. 
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(e) The administrative law judge may require parties 
to file and serve, prior to any hearing, a pre-hearing 
mate“) A list (together with f 

ist (together with a copy) of all proposed ex- 
—_ to be used in connection with a party’s case-in- 
chief, 
(2) a list of proposed witnesses, 
(3) as to each proposed expert witness: 


(i) an identification of the field in which the indi- 
vidual will be qualified as an expert; 
(ii) a statement as to the subject matter on which 
the expert is expected to testify; and 
(iii) a statement of the substance of the facts and 
opinions to which the expert is expected to tesify, 
(4) the identity of government employees who have 
investigated the case, and 
(5) copies of memoranda reflecting respondent’s 
own statements to administrative representatives. 

(f) After a witness testifies for a party, if the opposing 
party requests, the party may be required to produce, 
prior to cross-examination, any written statement made 
by the witness. 


§10.153 Proposed findings and conclusions; post-hearing 
memorandum. 


Except in cases when the respondent has failed to an- 
swer the complaint, the administrative law judge, prior 
to making an initial decision, shall afford the parties a 
reasonable opportunity to submit proposed findings and 
conclusions and a post-hearing memorandum in support 
of the proposed findings and conclusions. 


§10.154 Initial decision of administrative law judge. 


(a) The administrative law judge shall make an initial 
decision in the case. The decision will include (a) a 
statement of findings and conclusions, as well as the rea- 
sons or basis therefore — ee references to 
the record, upon all the material issues of fact, law, or 
discretion presented on the record, and (b) an order of 
suspension or exclusion from practice, an order of repri- 
mand, or an order dismissing the complaint. The admin- 
istrative law judge shall file the decision with the Direc- 
tor and shall transmit a copy to the representative of the 
Director and to the respondent. In the absence of an ap- 
peal to the Commissioner, the decision of the administra- 
tive law judge will, without further proceedings, be- 
come the decision of the Commissioner of Patents and 
Trademarks thirty (30) days from the date of the deci- 
sion of the administrative law judge. 

(b) The initial decision of the administrative law judge 
shall explain the reason for any penalty of reprimand, 
——_— or exclusion. In determining any penalty, the 
following should normally be considered: 

(1) the public interest; 

(2) the seriousness of the violation of the Disciplin- 
ary Rule; 

(3) the deterrent effects deemed necessary; and 

(4) the integrity of the legal profession; and 

(5) any extenuating circumstances. 


§10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial 
decision of the administrative law judge under §10.154, 
either party may appeal to the Commissioner. An appeal 
by the respondent will be filed with the Director in du- 
plicate and will include exceptions to the decisions of 
the administrative law judge and supporting reasons for 
those exceptions. If the Director files the appeal, the Di- 
rector shall serve a copy of the appeal. Within thirty 
(30) days after receipt of an appeal or copy thereof, the 
other party may file a reply brief in duplicate with the 
Director. If the Director files the reply brief, the Direc- 
tor shall serve a copy of the reply brief. Upon the filing 
of an appeal and a reply brief, if any, the Director shall 
transmit the entire record to the Commissioner. 
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(b) The appeal will be decided by the Commissioner 
on the record made before the administrative law judge. 

(c) The Commissioner may order reopening of a disci- 
plinary proceeding in accordance with the principles 
which govern the granting of new trials. Any request to 
reopen a disciplinary proceeding on the basis of newly 
discovered evidence must demonstrate that the newly 
discovered evidence could not have been discovered by 
due diligence. 


§10.156 Decision of the Commissioner. 


(a) An appeal from an initial decision of the adminis- 
trative law judge shall be decided by the Commissioner. 
The Commissioner may affirm, reverse, or modify the 
initial decision or remand the matter to the administra- 
tive law judge for such further proceedings as the Com- 
missioner may deem appro riate. Entry of a decision by 
the Commissioner is a final agency action in a disciplin- 
ary proceeding. In making a decision, the Commis- 
sioner shall review the record or those portions of the 
record as may be cited by the ies in order to limit 
the issues. The Comissioner shall tranmit a copy of the 
final decision to the Director and to the respondent. 

(b) A final decision of the Commissioner may dismiss 
a disciplinary proceeding, reprimand a practitioner, or 
may suspend or exclude the practitioner from practice 
before the Office. 


§10.157 Review of Commissioner’s final decision. 


(a) Review of the Commissioner’s final decision in a 
disciplinary case may be had by a petition filed in the 
United States District Court for the District of Colum- 
bia. See 35 U.S.C. 32 and Local Rule 1-26 of the United 
States District Court for the District of Columbia. 

(b) The Commissioner may stay a final decision. pend- 


ing review of the Commissioner’s final decision. 


§10.158 Suspended or excluded practitioner. 


(a) A practitioner who is suspended or excluded from 
practice before the Office under §10.156(b) shall not en- 
gage in unauthorized practice of patent, trademark and 
other non-patent law before the ice. 

(b) Unless otherwise ordered by the Commissioner, 
any practitioner who is suspended or excluded from 
practice before the Office under §10.156(b) shall: 


(1) Within 30 days of entry of the order of suspen- 
sion or exclusion, notify all bars of which he or she is a 
member and all clients of the practitioner for whom he 
or she is handling matters before the Office in separate 
written communications of the suspension or exclusion 
and shall file a copy of each written communication 
with the Director. 

(2) Within 30 days of entry of the order of suspen- 
sion or exclusion, surrender a client’s active Office case 
files to (i) the client or (ii) another practitioner designat- 
ed by the client. 

(3) Not hold himself or herself out as authorized to 
practice law before the Office. 

(4) Promptly take any necessary and appropriate 
steps to remove from any telephone, legal, or other di- 
rectory any advertisement, statement, or representation 
which would reasonably suggest that the practitioner is 
authorized to practice patent, trademark or other non- 
patent law before the Office, and within 30 days of tak- 
ing those steps, file with the Director an affidavit de- 
scribing the precise nature of the steps taken. 

(5) Not advertise the practitioner’s availability or 
ability to perform or render legal services for any per- 
son having immediate, prospective, or pending business 
before the Office. 

(6) Not render legal advice or services to any per- 
son having immediate, prospective, or pending business 
before the Office as to that business. 

(7) Promptly take steps to change any sign identify- 
ing a practitioner’s or the practitioner’s firm’s office and 
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the practitioner’s or the practitioner’s firm’s stationary to 
delete therefrom any advertisement, statement, or repre- 
sentation which would reasonably suggest that the prac- 
titioner is authorized to practice law before the Office. 

(8) Within 30 days, return to any client any un- 
earned funds, including any unearned retainer fee, and 
any securities and property of the client. 

(c) A practitioner who is suspended or excluded from 
practice before the Office and who aides another practi- 
tioner in any way in the other practitioner’s practice of 
law before the Office, may, under the direct supervision 
of the other practitioner, act as a para-legal for the other 
practitioner or perform other services for the other 
practitioner which are normally performed by lay-per- 
sons, provided: 


(1) the practitioner who is suspended or excluded is: 
(i) a salaried employee of: 


(A) the other practitioner; 

(B) the other practitioner’s law firm; or 

(C) a client-employer who employs the other 
practitioner as a salaried employee; 

(2) the other practitioner assumes full professional 
responsibility to any client and the Office for any work 
performed by the suspended or excluded practitioner for 
the other practitioner; 

(3) the suspended or excluded practitioner, in con- 
nection with any immediate, prospective, or pending 
business before the Office, does not: 

(i) communicate directly in writing, orally, or 
otherwise with a client of the other practitioner; 

(ii) render any legal services to a client of the 
other practitioner; or 

(iii) meet in person or in the presence of the other 
practitioner with: 

(A) any Office official in connection with the 
prosecution of any patent, trademark, or other case; 

(B) any client of the other practitioner, the oth- 
er practioner’s law firm, or the client-employer of the 
other practitioner; 

(C) any witness or potential witness which the 
other practitioner, the other practitioner’s law firm, or 
the other practitioner’s client-employer may or intends 
to call as a witness in any proceeding before the Office. 
The term “witness” includes individuals who will testify 
orally in a proceeding before, or sign an affidavit or any 
other document to be filed in, the Office. 

(d) When a suspended or excluded practitioner acts as 
a para-legal or performs services under paragraph (c) of 
this section, the suspended or excluded practitioner shall 
= thereafter be reinstated to practice before the Office 
less: 

(1) the suspended or excluded practitioner shall 
have filed with the Director an affidavit which (i) ex- 
plains in detail the precise nature of all para-legal or oth- 
er services performed by the suspended or excluded 
practitioner and (ii) shows by clear and convincing evi- 
dence that the suspended or excluded practitioner has 
complied with the provisions of this section and all Dis- 
ciplinary Rules, and 

(2) the other practitioner shall have filed with the 
Director a written statement which (i) shows that the 
other practitioner has read the affidavit required by 
subparagraph (d) (1) of this section and that the other 
practitioner believes every statement in the affidavit to 
be true and (ii) states why the other practitioner believes 
that the suspended or excluded practitioner has com- 
plied with paragraph (c) of this section. 


§10.159 Notice of suspension or exclusion. 


(a) Upon issuance of a final decision reprimanding a 
practitioner or suspending or excluding a practitioner 
from practice before the Cffice, the Director shall give 
notice of the final decision to appropriate employees of 
the Office and to interested departments, agencies, and 
courts of the United States. The Director shall also give 
notice to appropriate authorities of any State in which a 
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practitioner is known to be a member of the bar and any 
appropriate bar association. 

Director shall cause to be published in the Of- 
ficial Gazette the name of any practitioner suspended or 
excluded from practice. Unless otherwise ordered by the 
Commissioner, the Director shall publish in the ial 
Gazette the name of any practitioner reprimanded by the 
Commissioner. ; 

(c) The Director shall maintain records, which shall 
be available for public inspection, of every disciplinary 
proceeding where a practitioner is reprimanded, sus- 
pended, or excluded unless the Commissioner orders 
that the proceeding be kept confidential. 


§10.160 Petition for reinstatement. 


(a) A — for reinstatement of a practitioner sus- 
pended for a period of less than five years will not be 
considered until the period of suspension has passed. 

(b) A petition for reinstatement of a practitioner ex- 
cluded from practice will not be considered until five 
years after the effective date of the exclusion. 

(c) An individual who has resigned under §10.133 or 
who has been suspended or excluded may file a petition 
for reinstatement. The Director may grant a petition for 
reinstatement when the individual makes a clear and 
convincing showing that the individual will conduct 
himself or herself in accordance with the regulations of 
this part and that granting a petition for reinstatement is 
not contrary to the public interest. As a condition to re- 
instatement, the Director may require the individual to: 

(1) meet the requirements of §10.7, including taking 
and passing an examination under §10.7(b) and 

(2) pay all or a portion of the costs and expenses, 
not to exceed $1,500, of the disciplinary proceeding 
which lead to suspension or exclusion. 

(d) Any suspended or excluded practitioner who has 
violated the provisions of §10.158 during his or her peri- 
od of suspension or exclusion shall not be entitled to re- 
instatement until such time as the Director is satisfied 
that a period of suspension equal in time to that ordered 
by the Commissioner or exclusion for five years has 
passed during which the suspended or excluded practi- 
tioner has complied with the provisions of §10.158. 

(e) Proceedings on any ition for reinstatement shall 
be open to the public. Before reinstating any suspended 
or excluded practitioner, the Director shall publish in 
the Official Gazette a notice of the suspended or exclud- 
ed practitioner’s petition for reinstatement and shall per- 
mit the public a reasonable opportunity to comment or 
submit evidence with respect to the petition for rein- 
statement. 
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§10.161 Savings clause. 


(a) A disciplinary proceeding based on conduct en- 
gaged in prior to the effective date of these regulations 
may be instituted subsequent to such effective date, if 
such conduct would continue to justify suspension or ex- 
clusion under the provisions of this part. 

(b) No practitioner shall be subject to a disciplinary 
pegeoetne under this part based on conduct engaged in 

fore the effective date hereof if such conduct would 
not have been subject to disciplinary action before such 
effective date. 


§10.162-10.169 [reserved] 
§10.170 Suspension of rules. 


(a) In an extraordinary situation, when justice re- 
quires, any requirement of the regulations of this part 
which is not a requirement of the statutes may be sus- 
pended or waived by the Commissioner or the Commis- 
sioner’s designee, sua sponte, or on petition of any party, 
including the Director or the Director’s representative, 
subject to such other requirements as may be imposed. 

(b) Any petition under this section will not stay a dis- 
ciplinary proceeding unless ordered by the Commission- 
er or an administrative law judge. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks 


Dec. 21, 1984. 


[1052 OG 4] 


(173) Patent Cooperation Treaty (PCT) Update 
Accession to the Patent Cooperation 
Treaty (PCT) by Benin 


The United States Patent and Trademark Office has 
received notification from the World Intellectual Prop- 
erty Organization (WIPO) that Benin deposited its in- 
strument of accession to the PCT on 26 Nov. 1986. 
Therefore, according to PCT Article 63(2), Benin may 
be designated in international applications filed on and 
after 26 Feb. 1987. 

It should be noted that since Benin is a member of the 
African Intellectual Property Organization (OAPI), any 
designation of Benin has the effect of a designation of 
that country for the purposes of a regional patent issued 
by OAPI in Yaounde, Cameroon. 

See listing of PCT Member Countries on next page. 


Listing of PCT Member Countries 


Ratification 
or Accession 
Accession .... 
Ratification ... 
Ratification .. . 
Accession .... 
Accession .... 


Country 
Central African Republic* 
gal* 


Accession 


Date from 
which Country 
may be Designated 


June 1978 
June 1978 
June 1978 
June 1978 
June 1978 


Date of 
Ratification 
or Accession 
September 1971 .. 
March 1972 .... 
March 1972 .... 
May 1972 
March 1973 .... 


Ratification . . . 


Accession .... 
Ratification .. . 
Ratification ... 
Accession .... 
Ratification ... 
Ratification ... 
Ratification ... 
Ratification ... 
Ratification .. . 
Ratification .. . 
Ratification . . . 
Ratification . . . 
Ratification .. . 


United States of America 

Germany, Federal Republic of** . . . 
Congo* 

Switzerland** 

United Kingdom** 

France** 

Soviet Union 

Brazil 


March 1975 .... 
November 1975 . 
July 1976 

August 1977 ... 
September 1977 . 
October 1977 ... 
November 1977 . 
December 1977 . 
January 1978 ... 
January 1978 ... 
February 1978 .. 
July 1978 

September 1978 . 





OFFICIAL GAZETTE 


Monaco 
Nether 


ds** 


gary 
Democratic People’s Republic of 
Korea (North Korea) 
Finland 
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January 1979 ... 


March 1980 .... 
June 1980 


July 1980 
October 1980 ... 
December 1981 


y 
August 1984.... 
October 1984 ... 
March 1985 .... 
March 1985 .... 


November 1986 ; February 1987 .. 


*Members of African Intellectual Property Organization (OAPI) regional patent system. Only regional patent pro- 
tection is available for OAPI countries. A designation of any country is an indication that all OAPI countries have been 
designated. Only one designation fee is due regardless of the number of OAPI member countries designated. 

**Member of European Patent Convention (EPC) regional patent system. Either national or European patents for 


member countries are available through PCT, except for France, Belgium and Italy, for which only European 
y one PCT designation fee is due if European regional patent protection is sought 


are available if PCT is used. Note: 
for one, several or all EPC member countries. 


patents 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents and Trademarks. 


Feb. 4, 1987. 


[1076 OG 3] 


(174) Patent Cooperation Treaty (PCT) Information 


For information concerning the PCT member 
countries see the notice appearing in the Official Gazette 
at 1076 O.G. 3 on Mar. 3, 1987. 


For use of the European Patent Office as a Searching 
Authority for PCT applications filed in the United 
States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52 on Sept. 28, 1982. 


For use of the European Patent Office as a Prelimi- 
nary Examining Authority for PCT applications filed in 
the United States Receiving Office, see the notice ap- 
pearing ir. the Official Gazette at 1080 O.G. 2 on July 7, 
1987. 


Certain domestic PCT fees for international applica- 
tions have been changed effective Oct. 5, 1985 in the 
rule change notice titled “Revision of Patent Fees” 
published at 1057 O.G. 24 on Aug. 20, 1985. 


The Search fee of the European Patent Office was 
changed due to a difference in the exchange rate of the 
U.S. dollar with regard to the German Mark as of Apr. 
1, 1987, and was announced in the Official Gazette at 
1077 O.G. 3 on Apr. 7, 1987. 


Domestic PCT Fees for Chapter II, effective July 1, 
1987, were announced in the Official Gazette at 1079 
O.G. 32 on June 16, 1987. 


International PCT fees were changed on July 1, 1987 
due to a difference in the exchange rate of the U.S. dol- 
lar with regard to the Swiss Franc and were announced 
in the Official Gazette at 1079 O.G. 50 on June 23, 1987. 


International PCT Chapter II fees which were effec- 
tive July 1, 1987, were announced in the Official Gazette 
at 1079 O.G. 50 on June 23, 1987. The elimination of 
multiple handling fees and the supplement to the hand- 


ling fee under PCT Rule 57 was announced at 1085 
O.G. 30 on Dec. 22, 1987. 


The withdrawal of the Japanese declaration under 
PCT Article 64(2)(a), concerning the requirement for a 
Japanese translation of the international application 
within 20 months from the priority date where Japan is 
elected under PCT Chapter II, as from Dec. 8, 1987, 
was announced at 1085 O.G. 31 on Dec. 22, 1987. 


National stage fees effective July 1, 1987, for entering 
the U.S. Patent and Trademark Office as a designated or 
elected Office were changed effective July 1, 1987, and 
were announced in the Official Gazette at 1079 O.G. 32 
on June 16, 1987. 


The current schedule of PCT fees is as follows: 


CO RE ee TE eee 
Search fee 
U.S. Patent and Trademark Office as 
Searching Authority (ISA) 
—No corresponding prior U.S. national 
application filed: 
—Corresponding prior U.S. national 
application filed: 
—Supplemental search fee, per 
additional invention 
European Patent Office as Searching 
Authority 
Preliminary examination fee 
U.S. Patent and Trademark Office as 
Preliminary Examining Authority (IPEA) 
—Search fee paid to USPTO as 
Searching Authority 
—Additional examination fee, per 
additional invention 
—Searching Authority not the USPTO 
—Additional examination fee, 
per additional invention 
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International fees 


Basic Supplemental fee (for each page 
over 30): 
Designation fee for the first 10 
national or regional offices: ......... 
Designation fee for 11th and 
subsequent designations: 
Handling fee 


U.S. National Stage fees 
Entity 


U.S. Patent and Trademark 
Office was Preliminary Ex- 
amining Authority (IPEA) 

USPTO was ISA but not 
IPEA 

USPTO was neither ISA nor 

PEA 


I 

USPTO was IPEA and all 
claims presented satisfied 
provisions of PCT Article 
33(1) to (4) 

—For each independent 
claim in excess of 3 

—For each claim in excess of 
20 


—For each application con- 
taining a multiple depen- 
dent claim 

—Surcharge for filing nation- 
al fee or oath or 
declaration after the time 
limit applicable under PCT 
Article 22 or 39.1 

—Processing fee for filing 
English translation after 
the time limit applicable 
under: PCT Article 22 or 
39.1 26.00 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987. 


[1085 OG 38] 


(175) Minimum Requirements for Acceptance 
of Applications Under 35 U.S.C, 371 


(the National Stage of PCT) 


The Patent and Trademark Office is continuing to re- 
ceive application papers which do not clearly identify 
whether the papers {1 are being submitted to enter the 
national stage of the Patent Cooperation Treaty (PCT) 
under 35 U.S.C. 371 or (2) are being filed as a regular 
national application under 35 U.S.C. 111. 

Attention is directed to the notice in the Official Ga- 
zette at 1070 O.G. 11 titled “Unity of Invention Practice 
in International Applications and National Phase Appli- 
cations Entered Under 35 U.S.C. 371” wherein at item 
eight it is stated 


“(8) Applicants should clearly indicate 
on all application papers filed for entry un- 
der 35 U.S.C. 371 and 37 CFR 1.61 that 
the filing is being made under 35 U.S.C. 
371. Otherwise, the application papers will 
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be treated as having been filed under 35 
U.S.C. 111.” 


To clearly indicate an international application is be- 
ing filed under 35 U.S.C. 371 the applicant should use 
the “Transmittal Letter for United States Designated Of- 
fice” (Form PTO-1390) as the transmittal letter. 

Alternatively, one of the following indications may be 


1) the applicant shall clearly state in the 
transmittal or cover letter that he or she is 
filing under 35 U.S.C. 371 or entering the 
national stage under the PCT; or 

2) the applicant clearly identifies in the 
oath or declaration the specification to 
which it is directed by referring to a a 
ticular international — by 
Serial Number and International Filing 
Date and that he or she is executing the 
declaration as, and seeking a U.S. Patent 
as, the inventor of the invention described 
in the identified international application. 


Applicants are cautioned that the identification of the 
international application, in the oath or declaration or 
otherwise, as a prior filed application for priority pur- 
poses is not considered to be an indication of an inten- 
tion to file under 35 U.S.C. 371. 

If there are any conflicting instructions as to which 
section of the statute (371 or 111) is intended the appli- 
cation will be accepted under 35 U.S.C. 111. It is 
strongly recommended that applicant use the Form 
PTO-1390 in all cases where a filing under 35 U.S.C. 
371 is intended. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 16, 1987. 


[1077 OG 13] 


(176) Patent Cooperation Treaty: Implemen 
Legislation and Withdrawal of the 
Reservation to Chapter II. 


On Oct. 9, 1986, the U.S. Senate gave its advice and 
consent to withdrawal by the United States of its decia- 
ration not to be bound by chapter II of the Patent Co- 
operation Treaty (PCT). Public Law 99-616, that 
amends title 35, United States Code, to implement U.S. 
epee to PCT chapter II was enacted on Nov. 6, 
1986. 

On Apr. 1, 1987, the President notified the Director 
General of the World Intellectual Property Organization 
of the withdrawal of the declaration by the United 
States. As the withdrawal takes effect three months after 
the date of notification, the United States will be bound 
by the provisions of PCT chapter II on July 1, 1987. 

A notice of proposed rulemaking concerning PCT 
chapter II was published in the Federal Register on Mar. 
4, 1987 (52 Fed. Reg. 6696) and was reprinted in the Of- 
ficial Gazette on Mar. 17, 1987, (1076 OG 29). The text 
of the President’s notification and of Public Law 99-616 
are reprinted below. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 13, 1987. 





OFFICIAL GAZETTE 


NOTIFICATION 


RONALD REAGAN 
PRESIDENT OF THE UNITED STATES OF AMERICA 
TO ALL TO WHOM THESE PRESENTS SHALL COME, GREETING: 


CONSIDERING THAT: 


The Patent Cooperation Treaty, with Regulations, done at Washington June 
19, 1970, was signed by the United States on that date and ratified by the United 
States on November 27, 1973, subject to three declarations, in pursuance of the 
advice and consent of the Senate; 


The United States deposited its instrument of ratification with the Director 
General of the World Intellectual Property Organization on November 26, 1975, 
and the Treaty entered into force for the United States on January 24, 1978; 


At the request of the President, the Senate of the United States of America by 
its resolution of October 9, 1986, two-thirds of the Senators present concurring 
therein, gave its advice and consent to withdraw one of the declarations made 
when the United States deposited its instrument of ratification, to wit, under Arti- 
cle 64(1)(a), the United States would not be bound by the provisions of Chapter 
II of the Treaty; 


NOW, THEREFORE, I, Ronald Reagan, President of the United States of 
America, hereby give notice and confirm the withdrawal of the declaration by 
the United States regarding Chapter II of the said Treaty. 


IN TESTIMONY WHEREOF, I have signed this instrument withdrawing the 
said declaration and caused the seal of the United States of America to be affixed. 


DONE at the city of Washington this twenty-seventh day of March in the year 
of our Lord one thousand nine hundred eighty-seven and of the Independence of 
the United States of America the two hundred eleventh. 


By the President: Ronald Reagan 


George P. Shultz 
Secretary of State 


JANUARY 5, 1988 
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Public Law 99-616 
99th Congress 
An Act 


To amend the patent laws implementing the Patent Cooperation Treaty. Nov. 6, 1986 
Be it enacted by the Senate and House of Representatives of the United States of [S.1230] 
America in Congress assembled, That this Act may be cited as the “Act to autho- 35 USC 351 note. 
rize 
the United States to participate in chapter II of the Patent Cooperation Treaty”. 28 UST 7645. 
SEc. 2. (a) Section 351(a) of title 35, United States Code, is amended by striking 
out “, excluding chapter II thereof”. 
(b) Section 351(b) of title 35, United States Code, is amended by striking out “ex- 
cluding part C thereof”. 
(c) Section 351(g) of title 35, United States Code, is amended by— 
(1) striking out “term” and inserting in lieu thereof “terms”; 
(2) inserting “and ‘International Preliminary Examining Authority’ ” after 
“Authority”; and 
(3) striking out “means” and inserting in lieu thereof “mean”. 
(d) Section 361(d) of title 35, United States Code, is amended to read as follows: 
“(d) The international fee, and the transmittal and search fees prescribed under 
section 376(a) of this part, shall either be paid on filing of an international applica- 
tion or within such later time as may be fixed by the Commissioner.”. 
Sec. 3. The item relating to section 362 in the analysis for chapter 36 of title 35, 
United States Code, is amended to read as follows: 


“362. International Searching Authority and International Preliminary Examining Authority.”. 
SEc. 4. Section 362 of title 35, United States Code, is amended to read as follows: 


“§362. International Searching Authority and International Preliminary Examining 
Authority 


“(a) The Patent and Trademark Office may act as an International Searching Au- 
thority and International Preliminary Examining Authority with respect to interna- 
tional applications in accordance with the terms and conditions of an agreement 
which may be concluded with the International Bureau, and may discharge all 
duties required of such Authorities, including the collection of handling fees and 


their transmittal to the International Bureau. 

“(b) The handling fee, preliminary examination fee, and any additional fees due 
for international preliminary examination shall be paid within such time as may be 
fixed by the Commissioner.”. 

SEc. 5. Section 364(a) of title 35, United States Code, is amended by— 

(a) striking out “or”, first occurrence and inserting in lieu thereof “,”; 

(b) inserting “International Preliminary Examining Authority” after “Author- 
ity, or”; and 

(c) striking out “both”. 

SEc. 6 Section 368(c) of title 35, United States Code, is amended by— 

(a) striking out the second occurrence of “or” and inserting in lieu thereof 
or and 

(b) striking out “both” and inserting in lieu thereof “International Preliminary 
Examining Authority”. 

: _ 7. (a) Section 371(a) of title 35, United States Code, is amended to read as 
ollows: 

“(a) Receipt from the International Bureau of copies of international applications 
with any amendments to the claims, international search reports, and international 
preliminary examination reports including any annexes thereto may be required in 
the case of international applications designating or electing the United States.” 

(b) Section 371(b) of title 35, United States Code, is amended to read as follows: 

“(b) Subject to subsection (f) of this section, the national stage shall commence 
with the expiration of the applicable time limit under article 22 (1) or (2), or under 
article 39(1)(a) of the treaty”. 

(c) Section 371(c)(4) of title 35, United States Code, is amended by striking the 
“” and inserting in lieu thereof “;’. 

(d) Section 371(c) of title 35, United States Code, is amended by adding at the 
end thereof the following new paragraph (5): 

“(5) a translation into the English language of any annexes to the internation- 
al preliminary examination report, if such annexes were made in another lan- 
guage.”’. 

(e) Section 371(d) of title 35, United States Code, is amended by adding at the end 
thereof the following sentence: “The requirement of subsection (c)(5) shall be com- 
plied with at such time as may be fixed by the Commissioner and failure to do so 
shall be regarded as cancellation of the amendments made under article 34(2)(b) of 
the treaty” 

(f) Section 371(e) of title 35, United States Code, is amended by inserting “or arti- 
cle 41” after “28” 

SEc. 8. (a) Section 376(a) of title 35, United States Code, is amended by— 

(1) inserting “and the handling fee” after the first occurrence of “fee”’; 

(2) striking “amount is” and inserting in lieu thereof “amounts are”, 
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(3) redesignating paragraph (5) as paragraph (6); and 
(4) inserting the following new paragraph (5): 
examination fee and any additional fees (see section 


(b) Section 376(b) of title 35, United States Code, is amended by— 

(1) inserting “and the handling fee” after the first occurrence of “fee’ in 
the first sentence; and 

(2) inserting “the preliminary examination fee and any additional fees,” 
after “fee,” in the third sentence. 

SEc. 9. Sections 2 through 8 of this Act shall come into force on the same day as 
the effective date of entry into force of chapter II of the Patent Cooperation Treaty 
with respect to the United States, by virtue of the withdrawal of the declaration un- 
der article 64(1)(a) of the Patent rege ane Treaty. It shall apply to all interna- 
tional applications pending before or after its effective date. 


Approved Nov. 6, 1986. 


Effective date. 
35 USC note. 
28 UST 7645. 


LEGISLATIVE HISTORY—S. 1230: 


SENATE REPORTS: No. 99-275 (Comm. on the Judiciary). 
CONGRESSIONAL RECORD, Vol. 132 (1986): 

Oct. 16, considered and passed Senate. 

Oct. 17, considered and passed House. 


[1078 OG 10-13] 


(177) Implementation of Chapter II 


of the Patent Cooperation Treaty 


This notice is intended to be a summary of various no- 
tices published to implement Chapter II of the Patent 
Cooperation Treaty (PCT) on July 1, 1987. 


1. Withdrawal of reservation and implementing legislation. 


A copy of the withdrawal of the reservation as to 
Chapter II of the PCT under PCT Article 64(6)(b) and a 
copy of Public Law 99-616 implementing Chapter II of 
the PCT were published in the Official Gazette of May 
12, 1987 at 1078 O.G. 10-13. 

The proposed rule change relating to the implementa- 
tion of Chapter II of the PCT was published on Mar. 4, 
1987 in the Federal Register at 52 F.R. 6696-6707 and 
on Mar. 17, 1987 in the Official Gazette at 1076 O.G. 29 
-40. The final rules were published on May 28, 1987 in 
the Federal Register 52 F.R. 20038-20052 and on June 
16, 1987 in the Official Gazette at 1079 O.G. 32. 

A listing of all current member countries of the PCT 
was published on Mar. 3, 1987 at 1076 O.G. 3. After 
July 1, 1987 only Denmark, Norway, Liechtenstein, 
Switzerland and the Republic of Korea (South Korea) 
retain reservations as to Chapter II of the PCT. 

A listing of the level of PCT fees effective July 1, 
1987, both because of rulemaking and a change in the 
exchange rate was published on June 23, 1987 in the Of- 
ficial Gazette at 1079 O.G. 50. 

A notice clarifying the requirements for entering the 
national stage in the United States under 35 U.S.C. 371 
was published on Apr. 14, 1987 at 1077 O.G. 13. 


2. International Preliminary Examining Authorities 


The United States has informed the Director General 
of the World Intellectual Property Organization (WIPO) 
that the United States Patent and Trademark Office 
(USPTO) will serve as an International Preliminary Ex- 
amining Authority for any international application filed 
in the United States Receiving Office and for any inter- 
national application for which the USPTO has served as 
the International Searching Authority. 

Applicants who have filed their international applica- 
tions in the USPTO as a Receiving Office may choose 


to have the Euro Patent Office (EPO) serve as their 
International Pouleniien’ Examining Authority if (1) the 
EPO has served as the International Searching Authori- 
ty for the international application and (2) the demand 
filed with the EPO is one of the first 500 demands filed 
by applicants who have filed their international applica- 
tions in the United States Receiving Office in one of the 
3 years beginning July 1, 1987. 

The attention of applicants desiring to use the EPO as 
an International Preliminary Examining Authority is also 
directed to the notice titled “Information for PCT appli- 
cants concerning the procedure before the EPO as an 
International Preliminary Examining Authority under 
Chapter II of the PCT” published in the Official Journal 
of the European Patent Office in volume 12/1986 at 
pages 441-445. 

A copy of the “Memorandum of Understanding” to 
monitor the number of demands filed in the EPO by 
bt applicants between the USPTO and EPO appears 

ow. 


DONALD J. QUIGG, 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
United States Patent and 
Trademark Office. 


June 11, 1987. 


Memorandum of Understanding 


Procedures for monitoring and processing demands 
submitted to the European Patent Office by U.S. appli- 
cants who filed their international applications with the 
United States Receiving Office. 


Purpose 


The purpose of this memorandum is to set forth the 
procedures to be used to monitor the number of de- 
mands for international preliminary examination filed by 
U.S. applicants in the European Patent Office (EPO) in 
respect of international applications filed with the Unit- 
ed States Receiving Office (hereinafter referred to as 
“demands filed in the EPO by U.S. applicants”). Such 
monitoring is important in view of the limit of 500 inter- 
national preliminary examination reports which the EPO 
has agreed to establish during each of the first three 
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years that PCT Chapter II is in effect as to the United 
States of America. The memorandum also sets forth the 
processing procedures for any demands filed in excess of 
the agreed to-amount. 


Monitoring of Number of Demands 


It is essential that U.S. applicants be informed as to 
the number of demands which have already been filed in 
the EPO by U.S. applicants, especially where the num- 
ber of demands tiled in the EPO is approaching 500. 

In order to provide such numerical information to the 
U.S. applicants, the EPO will provide to the USPTO, 
each month during the first three years by telex, the cu- 
mulative number of demands filed in the EPO by U.S. 
applicants during that particular year. The USPTO will 
Fm publish a notice which indicates the number of de- 
mands filed in the EPO by U.S. applicants as of a partic- 
ular date, in its Official Gazette. The number of de- 
mands filed, based upon the latest known information, 
will also be supplied by telephone or telex to interested 
persons by both the EPO and USPTO. 


Processing of Demands in Excess of 500 


Since the EPO will only accept 500 demands a year 
from U.S. applicants, the USPTO will accept any de- 
mands beyond the 500 limit filed in the EPO by U.S. ap- 
plicants. 

Upon receipt by the EPO of the 501st and subsequent 
demands from a U.S. applicant, the EPO will promptly 
notify the applicant that it is not competent under PCT 
Rule 59.1 to receive the demand. The EPO will also im- 
mediately telex or telephone the USPTO and inform it 
of the international application serial number so that the 
USPTO may make immediate contact with the appli- 
cant. 

The EPO will refund any fees paid by the applicant to 
the EPO and indicate that only the USPTO is compe- 
tent to receive the demand and establish the internation- 
al preliminary examination report, and that the demand 
is being forwarded to the USPTO. The EPO will indi- 
cate the date of receipt of the demand on the demand 
and promptly forward it to the USPTO for further pro- 
cessing. The EPO will be considered to be the agent of 
the USPTO for purposes of receiving and — de- 
mands. The USPTO will correspond with the applicant 
concerning the demand and require the payment of fees 
to the USPTO under PCT Rules 57.4 and 58.2. 

For purposes of this procedure, the contact person in 
the USPTO is Louis O. Maassel (telephone 703-557- 
3070) and the contact person in the EPO is Mr. Colin 
Philpott (telephone 2399-2479) for substantive and orga- 
nizational matters, or Mrs. M. Houyez-Stevens (tele- 
phone 2399-2423) for numerical information. 


PAUL BRAENDLI DONALD J. QUIGG, 

President, Assistant Secretary 

European Patent Office. and Commissioner of 
Patents and Trademarks 
United States Patent 
and Trademark Office. 
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(178) Patent Cooperation Treaty (PCT) Update 
Translation of the International Preliminary Examination 
Report (IPER) into Russian no longer required, Withdraw- 
al by Japan of the reservation concerning filing a transla- 
tion of the international application by 20 months and 

‘ Number of Demands received by the IPEA/EP from U.S. 
applicants. 


Translation of the IPER into Russian no longer required 


The following information was released by the World 
Intellectual Property Organization (WIPO) on July 17, 
1987. 


U.S. PATENT AND TRADEMARK OFFICE 
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Pursuant to PCT Rule 72.1 the USSR State Commit- 
tee for Inventions and Discoveries has informed the In- 
ternational Bureau of a change in the languages into 
which it requires a translation of the International Pre- 
ey Examination Report (IPER) by the Internation- 

jureau. 


As from July 8, 1987, a translation of the IPER 
into Russian will no longer be required if the 
IPER has been established in English... . 


Consequently, as of July 8, 1987, the payment of a 
multiple of the handling fee under PCT Rule 57.2(a) for 
a translation into Russian is no longer required if the So- 
viet Union is elected in demand for International Prelim- 
inary Examination filed in English. Nor will the supple- 
ment to the handling fee under PCT Rules 57.1(b) and 
57.2(b) apply if the Soviet Union is elected in a later 
election under PCT Rule 56 filed with the International 
Bureau on or after July 8, 1987. 


Withdrawal by Japan of the reservation concerning filing a 
translation of the International application by 20 months 
from the priority date 


On Sept. 16, 1987, WIPO announced that on Sept. 8, 
1987, the Government of Japan notified the withdrawal 
of the declaration made by it under PCT Article 64(2)(a) 
concerning the time limit applicable under Chapter II of 
the PCT for the furnishing of a tran’ ‘ion of the inter- 
national application. Thus, Japan will .ecome bound by 
the provisions of PCT Chapter II without any reserva- 
tions on Dec. 8, 1987. 

Pursuant to the said declaration, the translation of an 
international application into Japanese must at present be 
furnished to the Japanese Patent Office in all cases with- 
in 20 months from the priority date. 

The withdrawal of the said declaration has the effect 
that, as from Dec. 8, 1987, the provisions of PCT Arti- 
cle 39 (1)(a) (under which a translation of the interna- 
tional application into Japanese must be furnished within 
30 months from the priority date) will apply in respect 
of the Japanese Patent Office as elected Office. 

This 30 month time limit applies also to international 
applications which have been filed before Dec. 8, 1987, 
provided that Japan has been elected in a demand for in- 
ternational preliminary examination or in a later election 

rior to the expiration of the 19th month from the prior- 
ity date and that on Dec. 8, 1987, 20 months from the 
priority date have not expired. 


Number of demands for International Preliminary Exami- 
nation filed by U.S. applicants with the European Patent 
Office as International Preliminary Examining Authority 
(IPEA/EP) as of Oct. 31, 1987 


Pursuant to the Memorandum of Understanding be- 
tween the European Patent Office (EPO) and the 
USPTO concerning monitoring Demands submitted to 
the IPEA/EP by U.S. applicants, published at 1080 
O.G. 2 on July 7, 1987, the number of Demands filed by 
U.S. applicants (who filed their international applications 
with the United States Receiving Office) with the 
IPEA/EP as of Oct. 31, 1987 was 70. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987. 
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1. APPEALS 
a. Appeal Fees in Patent Cases 


b. Notices of Appeal to the United States 
Court of Appeals 


Helpful Hints 
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2. APPLICATION FILES 


a. Requests for Allowed Patent Applica- 
tion Files 

b. Returning Files to the File Information 
Unit (FIU) 


. APPLICATION PAPERS — IDENTIFI- 
CATION 


a. Disclosure Statement 

b. Improving Accuracy and Speed of 
Routing of Patent 

c. Information to be Included for Proper 
Routing of Applications 

d. Papers Filed Prior to Receipt of Serial 
Number 

e. Papers With No Particular Time Re- 
quirement 

f. Response to Final Rejection In Patent 
Applications 

g. Separation of ‘Various Application Pa- 


pers 

h. Supplemental or Preliminary Amend- 
ments 

i. Transmittal Letters for Deposit Account 
Charges 


. ASSIGNMENTS 


a. Ensuring Correct Printing on Trade- 
mark Registration 

b. Expediting Recording 

c. Return Addresses 

d. Return of Original Assignment Docu- 
ments 


. CERTIFICATES OF CORRECTION 
a. Accurate Requests 
. CERTIFICATION SERVICES 


a. Expedited Service for Patent Applica- 
tions-As-Filed 

b. Methods of Ordering 

c. Processing Time 

d. PTO vs Public-Supplied Copies for 
Certification 

e. Questions Frequently Asked 

f. Status Requests or Problems 


. DRAWINGS FOR PATENT APPLICA- 
TIONS 


a. Proper Identification of Formal or Sub- 
stitute Drawings 

b. Proper Identification of New Applica- 
tion Drawings 

c. Submission of Copies of Drawings 
Rather than 

d. Timeliness of Submission of corrected 
Drawings in Al 


. EXTENSIONS OF TIME IN PATENT 
CASES 


a. Appropriateness 

b. Instances Not Permitted 

c. Insufficient Fees 

d. Policy 

e. Requirement for Request or Petition for 
Extension 

f. Response to Final Rejection — 
Avoiding Extension Fees 

g. Supplemental Amendments 


9. INTERVIEWS WITH PATENT EXAM- 


INERS 


a. Appropriateness 
b. Prohibitions 


. FILES 


a. Official Searches 
b. Requests for Reconstruction 


MAIL 


a. } = of Mailing AND Return Post 
r 

b. Correspondence with Certificate of 
Mailing Delivered 

c. Express Mail 

d. Response To Final Rejections In Patent 
Applications — 

e. Return Post Card 

f. Secrecy — Related Papers (37 CFR 5) 

g. Special Boxes for Mail 


. MAINTENANCE FEES 


a. Correspondence Address and/or Fee 
Address on 

b. Delayed Payment of Maintenance Fees 

c. Fee Address and Payer Number 

d. Maintenance Fee Transmittal Form No- 
tice 

e. Mandatory Identifiers when Submitting 
Maintenance 

f. Public Availability of Maintenance Fee 

* Petitions 


. NEW PATENT APPLICATIONS 


a. Attorney Docket Number on Missing 
Part/Incomplete 
. Continuation or Divisional — Retaining 
Original Claim 
. Continuation or Divisional — Problems 
. Expediting Patent Applications 
. File Wrapper Continuation — Prelimi- 
nary Amendment 
. File Wrapper Continuation — Problems 
. Information Disclosure Citation — 
Form PTO 1449 
. Petition for License 
i. Processing and Retention Fees for Aban 
doned Applications 
j. Surcharge for Filing a Patent Applica- 
tion 


PATENT COOPERATION TREATY 
APPLICATIONS 


. Responses Filed in International Appli- 
cations 

. Early Notification of Receipt of PCT 
Designated Office 


. PATENT COPIES 


a. Price of Patent Copies 


. PETITIONS TO REVIVE 


a. Request and Fee for Extension Not Re- 
quired 
b. Terminal Disclaimer 


- POWER TO INSPECT 


a. Power of Attorney 
b. Withdrawal of Attorney 
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18. REISSUES 


a. Amendments 
b. Oaths and/or Declarations 


. SMALL ENTITY STATUS 


a. Small Entity Statements 


. TRADEMARKS 


a. Application Drawings 
b. File Histories 


I 


APPEALS 


. Appeal Fees in Patent Cases 


Appeal fees deficiencies are frequent, caus- 
ing necessity for extension fees to cover the 
additional time consumed in making up the 
appeal fee deficiency. Ensuring proper pay- 
ment at time of filing the appeal will save 
money and time. 


. Notices of Appeal to the United States Court of 


Appeals for the Federal Circuit 


Notices of appeal to the United States 
Court of Appeals for the Federal Circuit 
should be sent to the Solicitor at the address 
below: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Improperly addressing such communica- 


tions, e.g. to the examining groups, may de- 
lay delivery to the Solicitor. 


APPLICATION FILES 


. Requests for Allowed Patent Application Files 


Applicants or attorneys requesting files 
from the Publishing Division, Office of Pub- 
lications, should make their request at least 
twenty-four hours in advance to ensure file 
availability. Attention is especially directed 
to out-of-town requesters who visit the Of- 
fice, anticipating same day service. Although 
the Office is usually able to respond prompt- 
ly, unexpected inconvenience can be avoided 
if arrangements are made in advance. 

Inquiries and requests should be directed 
to the Correspondence Section at (703) 
557-6397 or (703) 557-6398 between the 
hours of 8:30 AM through 5:00 PM on week- 
days. 


. Returning Files to the File Information Unit 


(FIU) 


Customers are reminded that file histories 
obtained through the FIU are official gov- 
ernment records which must not be removed 
from the confines of the Patent Search Room 
at any time. Such files must be returned to 
the File Information Unit by 7:45 pm on the 
same day they are obtained. 

FIU personnel will continue to periodical- 
ly monitor this problem. Should individual 
patterns of abuse be discerned, administrative 
sanctions up to termination of access privi- 
leges may be applied. 


U.S. PATENT AND TRADEMARK OFFICE 
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APPLICATION PAPERS — IDENTIFI- 
CATION 


a. Disclosure Statements 


If a disclosure statement is to be filed be- 
fore an Office action, file it when the 
application is filed. Some Group Art Units 
have greatly reduced the pendency to first 
action. Hence, many examiners are taking up 
new applications before an information state- 
ment is matched with the application. 


. Improving Accuracy and Speed of Routing of 


Patent Application Related Papers 


To improve the accuracy and speed of 
routing patent application-related papers, all 
papers must contain, at a minimum, the serial 
number of the ——- Additionally, the 
word “Patent” should be in the upper right 
hand corner and the filing date, inventor’s 
names and title of the invention should be in- 
cluded on the paper. 

Responses to Notices of Incomplete Appli- 
cation and Notices to File Missing Parts must 
be accompanied by a copy of the Notice 
form. Otherwise, the response may not be 
matched to the appropriate application in a 
timely manner. 


. Information to be Included for Proper Routing 


of Application Papers 


A great deal of delay and wasted time re- 
sults in trying to match papers bearing incor- 
rect or incomplete data with applications. 
Because some trademark papers are not 
clearly identified as pertaining to trademark 
applications, they are frequently misrouted to 
a patent examining group. 

On all papers related to patent applications, 
type the word “Patents” in the upper right- 
hand corner of the document. Also, please 
include the correct 8-digit serial number, fil- 
ing date, inventor’s name, and title of the in- 
vention. Additionally include the examiner’s 
name and group art unit number found on 
the most recent letter from the PTO. 

For all papers related to trademark appli- 
cations, type the word “Trademark” in the 
upper right-hand corner of the document. 
Also, please set forth the applicant’s name, 
correct serial number (including series num- 
ber which currently is “73’’), filing date, law 
office, examining attorney, and mark. 


. Papers Filed Prior to Receipt of Serial Number 


After a patent or trademark application is 
filed, please avoid filing additional papers 
(other than those required by the Office) un- 
til the Filing Receipt or return post card 
identifying the Serial Number and Patent Ex- 
amining Group Art Unit or Trademark Law 
Office has been received. 


. Papers With No Particular Time Requirement 


File patent and trademark documents 
which have no particular time or sequence 
requirement with materials submitted in re- 
sponse to the statutory or regulatory require- 
ments. Examples are certified copies of for- 
eign documents to support priority in patent 
applications, changes of Power of Attorney, 
or changes in Mailing Address following first 
action. 
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f. Response to Final Rejection In Patent Applica- transmittal letter attached to the assignments. 


tions— Expediting Processing 
See section under Mail. 
. Separation of Various Application Papers 


In patent applications, requests for exten- 
sions of time, changes of address, proposed 
drawing corrections, and petitions are some- 
times incorporated in the remarks section or 
at the beginning of papers entitled “Amend- 
ment” or “Response.” In trademark — 
tions, change of address and powers of attor- 
ney are sometimes incorporated in the 
remarks section or at the beginning of peed 
entitled “Amendment” or “Response”. Please 
present such items in separate papers, appro- 
priately titled, since they are all handled by 
different personnel [CFR 1.4(c)]. However, 
please include a _ statement in the 
amendment/response describing the paper 
being filed. 


. Supplemental or Preliminary Amendments 


Where a supplemental or preliminary 
amendment is found necessary in patent or 
trademark applications, please telephone the 
examiner and request that the examiner delay 
action for a certain time in order to avoid 
crossing in the mails of the amendment and 
the Office action. 


Transmittal Letters for Deposit Account 
Charges 


When statutory fees are to be charged to a 
deposit account, the processing of the appli- 
cation can be facilitated by submitting the 
applicant’s transmittal letter or other corre- 
spondence specifying the account to be 
charged in triplicate. Submission of these 
documents in triplicate will eliminate the 
need for the Mail Room to photocopy the 
document and thereby reduce the processing 
time of incoming mail. 


ASSIGNMENTS 


. Ensuring Correct Printing on Trademark Reg- 
istration 


To ensure the correct printing of owner- 
ship information on a Trademark Registra- 
tion at issue date, provide the trademark 
examining attorney with the reel and frame 
number of the appropriate assignment docu- 
ment as soon as you are notified of it. 


. Expediting Recording 


When requesting correction or updating of 
a previously recorded patent or trademark 
assignment document, providing the reel and 
frame number of that document to the As- 
signment Branch will greatly expedite the re- 
cording process. 


. Return Addresses 


Assignment documents should be filed 
with accompanying transmittal letters bear- 
ing current return addresses to assure prompt 
processing. 


. Return of Original Assignment Documents 


Some assignment documents are being 
filed with applications for patents without a 


Therefore, no address is available for return 
of the original assignment document by the 
Assignment Branch. 

A transmittal letter that contains the firm’s 
name and address must be attached to each 
assignment document filed to ensure accurate 
return of assignment documents. 


CERTIFICATES OF CORRECTION 


. Accurate Requests 


Many requests for “Certificate of Correc- 
tion” result from a perfunctory comparison 
of the issued patent with the attorney’s appli- 
cation file, without investigating whether the 
recitation in the issued patent is correct. In 
many instances, change to the PTO file 
wrapper has been caused by the examiner 
prior to printing of the patent in order to 
make appropriate corrections to the file. 


CERTIFICATION SERVICES 


, —— Service for Patent Applications-As- 
Filed 


If there is a need for special service, for 
example to meet a priority date within a 
short period of time, the order must be 
marked “RUSH” with the date/time needed 
and reason for the need. The order should be 
hand-delivered to the Examination Services 
Division at CP2-7D19. Orders may also be 
mailed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231, clear- 
ly marked to the attention of the Manager, 
Examination Services Division. However, be- 
cause mail orders must be initially handled 
by the Mail Room, requesters are cautioned 
that turnaround time will be several days 
longer than for hand-delivered orders. Every 
effort will be made to fill all “RUSH” orders 
timely, to the extent resources are available. 


. Methods of Ordering 


Mail Orders — The address for mail or- 
ders is: 


Box 10 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Hand-carried Orders — Hand-carried re- 
quests for certification service should be 
taken to the Public Service Window in the 
North Stacks of the Patent Search Room 
where they can be placed in the Certification 
Order Receipt Box or given to the attendant. 
For security reasons, the public is not permit- 
ted access to the Certification Branch itself. 


. Processing Time 


The current goal for furnishing certified 
copies of applications-as-filed is 17 days from 
receipt in the Mail Room of the Patent and 
Trademark Office to mailing of the complet- 
ed order by the Certification Branch. The 17 
days includes 4 work days for Mail Room 
and Finance processing, 9 work days in the 
Certification Branch and 4 weekend days 
that accrue over the 13 work days. 

The 17-day goal applies to those orders for 
which microfiche of applications-as-filed are 
available in the Certification Branch. The mi- 
crofiche for a small percentage of the total 
orders for certified copies of applications-as- 
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filed must be retrieved from a remote loca- eign country certified copies of U.S. applica- 

tion, or be replaced due to damage or cor- tions ordered by residents of the United 
rection. The 17-day goal does not apply to States. 

these orders. 
. Are cited references in a file automatically 
d. PTO vs Public-Supplied Copies for Certification furnished when a file wrapper and contents is 
requested? 

Requests for all certified copies of applica- . No. Cited references are not included as pa- 
tions-as-filed and file wrapper/contents of pers comprising the file history. References 
pending patent and trademark applications cited are furnished only if specifically re- 
will be filled with PTO supplied copies of quested. 
original source documents. No public sup- 
plied copies will be accepted. . Can cited references, when requested, be cer- 

The public may submit copies of Regis- tified with the file wrapper and contents un- 
tered Trademarks, Registered Trademark der one certificate? 

Files, Patented Files, and Patents for certifi- . No. Each reference must be certified 
cation by the Certification Branch. separately. 


e. Questions Frequently Asked . Are there instances when references are in- 
cluded in a file wrapper and contents? 

Q. What does “certified” mean? . Yes. If the references are submitted as attach- 

A. Authentication of copies by ribbon and ments to a response from the applicant and if 


seal of the PTO with the signature of an 
officer authorized by the Commissioner of 
Patents and Trademarks. 


. What does an application consist of? 

. (1) Specification (2) Claims (3) Oath or 
Declaration (4) Drawings, when necessary, 
and (5) Filing Fee. 


. What does a file wrapper and contents (file 
history) consist of? 

. The original application papers plus all 
correspondence between the 
ener of record/assignee and 
the PTO. 


. Why are certified copies of applications-as- 
filed required? 

. Since the rights granted by a U.S. patent 
extend only throughout the territory of the 
U.S. and have no affect in a foreign coun- 
ty, an inventor who wishes patent protec- 
tion in other countries must apply oo 
tent in that country by filing a certified 
copy of his or her U.S. application. 


. What regulations govern the filing of a 
U.S. application in a foreign country? 

. There is a treaty relating to patents which 
involves 92 countries and is known as the 
Paris Convention for the Protection of In- 
dustrial Property. It provides that each 
country guarantees to the citizens of other 
countries the same patent rights that it 
gives to its own citizens. 


. Can anyone request a copy of a pending 
application? 
. No. Pending captonione are preserved in 


secrecy. No information or copies may be 
obtained without written authority of the 
applicant, attorney of record, or the assign- 
ee, if any. Such written consent must ac- 
company the request for copies. 


. Can orders for copies be placed by phone? 
. No. All orders must be in writing. 


. May office copies of my application be 
sent to the PTO for certification? 

. No. We do not certify copies prepared out- 
side the PTO. 


Q. Will the PTO mail certified copies ordered 
directly to a foreign country? 

. No. With respect to the exportation of 
technical data, the PTO discontinued the 
practice of forwarding direct to any for- 


such response is entered and made a part of 
the file. 


. Exclusive of applications-as-filed and file 
wrappers and contents of patented files, what 
other types of copies may be obtained from 
the Certification Branch? 

. The following items may be obtained: 


a. Certified copies of issued U.S. patents 
and designs. 

. Certified copies of foreign patents. 

. Certified copies of publications from the 
Scientific Library. 

. Certified copies of Office letters. 

. Certified duplicate filing receipts. 
Certified copies of an assignment and ap- 
plication-as-filed, under one certificate. 

. Copies of disclosure documents. 

. Copies of the following files: 


*Defensive publication files. 
Reexamination files. 

*Interference files. 

*Trademark files. 

*Opposition files. 

Concurrent use proceedings files. 
*Statutory Invention Request 

*Certified copies of assignment docu- 
ments. 

* Abstract of title. 


f. Status Requests or Problems . 


For status inquiries, call the Input and 
Records Control Unit of the Certification 
Branch at 557-1587. For problem situations 
call the Manager of the Certification Branch, 
at 557-1552. 


DRAWINGS FOR PATENT APPLICA- 
TIONS 


. Proper Identification of Formal or Substitute 
Drawings 


When the Office receives formal or substi- 
tute drawings, a cover letter identifying the 
application by serial number should accom- 
pany them. It is extremely difficult to associ- 
ate the drawings with the files when this in- 
formation is missing. The application serial 
number should be placed on the sheet of 
drawing in accordance with 37 CFR 1.84(1). 

According to 37 CFR 1.84(1), identifying 
indicia (such as the attorney’s docket num- 
ber, inventor’s name, number of sheets, etc.) 
not to exceed 29 inches may be placed in a 
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centered location between the side edges 
within three-fourths inch of the top edge. Ei- 
ther this marking technique on the front of 
the drawing or the placement of this infor- 
mation on the back of the drawing is accept- 
able. However, for identification of the serial 
number, the PTO prefers that it be placed on 
the front. 


. Proper Identification of New Application Draw- 
ings 


During pre-examination processing, draw- 
ings are temporarily separated from the rest 
of the application papers. To facilitate the 
matching of drawings with the application, it 
would be helpful if the applicant’s name, 
docket number, and the title of the invention 
were put on the back of the drawings. This 
may be done by writing lightly on the draw- 
ings or by using gum labels. 


. Submission of Copies of Drawings Rather than 
Originals 


For your convenience and for more effec- 
tive handling of any drawing corrections 
which may be necessary, please DO NOT 
SUBMIT ORIGINAL DRAWINGS WITH 
PATENT APPLICATIONS. DO SUBMIT 
THREE HIGH QUALITY COPIES. If the 
copies submitted pass the formality review 
and patent examination, no substitute draw- 
ings will be necessary. If corrections are nec- 
essary, they should be made to the original 
drawings. Either one good copy of the cor- 
rected drawings or the corrected original can 
then be submitted after the Notice of 
Allowability is mailed. 


. Timeliness of Submission of Corrected Draw- 
ings in Allowed Cases 


When drawings need to be corrected in an 
allowed patent application, the applicant is 
required to submit acceptable corrected draw- 
ings within a three-month shortened statuto- 
ry period. Within that three-month period, 
two weeks should be allowed for review of 
the correction by the Office. If a correction 
is determined to be unacceptable by the Of- 
fice, the applicant must arrange to have an 
acceptable correction re-submitted within the 
original three-month period to avoid the ne- 
cessity of obtaining an extension of time and 
of paying the extension fee. Therefore, the 
applicant should file corrected drawings as 
soon as possible following the setting of the 
three-month shortened statutory period. 


EXTENSIONS OF TIME IN PATENT 
CASES 


. Appropriateness 


In essence, where applicants’ approval is 
not needed to amend the claims, no extension 
of time is required. However, if applicants’ 
approval is required and applicants did not 
file their response within two months of the 
Final Rejection, the appropriate extension of 
time must be purchased. 
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swer or any supplemental Examiner’s An- 
swer. 

Extensions of time by fee payment under 
37 CFR 1.136 (a) are appropriate for filing of 
the Brief on Appeal in regular applications. 
No more than four months may be granted 
under 37 CFR 1.136 (a). Beyond those four 
months, any further — must show suffi- 
cient cause under 37 CFR 1.136 (b), and no 
additional extension fee is required. 

An extension of time is not required in or- 
der to hold an interview with the examiner. 
However, after the period for response has 
ended, an extension is required for the pur- 
pose of filing a follow-up amendment by ap- 
plicant and/or for the entry of an Examiner’s 
Amendment requiring approval of the appli- 
cant. 

Extensions of time are appropriate for the 
purpose of achieving continuity between par- 
ent and continuing applications. A separate 
paper requesting the extension of time must 
be filed in the parent application. It would be 
useful to file a copy of that request or petition 
with the papers constituting the filing of the 
continuing application. 


Instances Not Permitted 


An extension of time under 37 CFR 
1.136(a) is not permitted in the following in- 
stances: 


(1) Where an applicant is so notified in a Of- 
fice action as, for example, in a Reissue ap- 
plication involving a litigated patent. 

(2) Where the application is involved in an 
interference declared pursuant to 37 CFR 
1.611. See 37 CFR 1.645 for provisions 
governing extensions of time in interfer- 
ence proceedings. 

(3) In reexamination proceedings. See 37 CFR 
1.550(c) for extensions of time in reexami- 
nation proceedings. 

(4) In PCT international applications. Under 
PCT Rule 26.2, extensions are permitted 
for correction of PCT Article 14 defects in 
international applications before the Re- 
ceiving Office. 


Insufficient Fees 


Many requests for extension of time are be- 
ing filed with insufficient fees. In those in- 
stances where there is no authorization to 
charge an account, additional fees are neces- 
sary to cover the additional time consumed 
in making up the original deficiency. If the 
maximum, six-month period has expired be- 
fore the deficiency is noted and corrected, 
the application is held abandoned. In those 
instances where authorization to charge is in- 
cluded, processing delays are encountered in 
returning papers to the PTO Finance Branch 
in order to apply these charges prior to ac- 
tion on the cases. 

Please note that effective Oct. 5, 1985, the 
extension fees in patent cases are as follows: 


Small Non-Small 
Entity Entity 


Also, it should be noted that extensions of 
time may be requested under 37 CFR 
1.136(a) for extending the time required to 
pay for the request for an oral hearing before 
the Board of Patent Appeals and Interfer- 
ences.[MPEP §1209(1)]. The time for a re- 
quest and fee for an oral hearing is one 
month from the date of the Examiner’s An- 


One Month Extension $28 $56 
Two Month Extension 85 170 
Three Month Extension 195 390 
Four Month Extension 305 610 


If applicants have a deposit account, it is 
recommended that applicants file, in an indi- 
vidual application, a general authorization to 





JANUARY 5, 1988 


charge any of the fees set forth in 37 CFR 
§§1.16 to 1.18 to a deposit account for the 
entire pendency of the application. 


. Policy 


Where an extension of time is required to 
file a response in a timely manner, the re- 
sponse is not considered complete until the 
response, fee, and request or petition for an 
extension of time are received. The fee and 
request or petition must be filed before the 
expiration of the extended period requested. 
The fee cannot be paid outside the statutory 
six-month limit for the period of response. 


. Requirement for Request or Petition for Exten- 
sion 


Submission of the appropriate extension fee 
under 37 CFR 1.136(a) is to no avail unless a 
request for petition for extension is filed. Fre- 
quently, the request is omitted, which then 
requires an additional extension fee to cover 
the period to the date of the request. Occa- 
sionally, the application is held abandoned 
because the six month maximum statutory 
period has expired before detection of the 
omission of the request for extension. It is 
critical that a paper specifically requesting 
the extension be filed with late responses. It 
is also wise to use the Certificate of Mailing 
practice under 37 CFR 1.8 when requesting 
extensions. 


Response to Final Rejection — Avoiding Exten- 
sion Fees 


In patent applications wherein a three 
month Shortened Statutory Period (SSP) is 
set for response to a Final Rejection, the re- 
sponse would best be filed within two 
months of the date of the Office Action. If 
filed within two months, any Advisory Ac- 
tion mailed after the SSP expires will reset 
the SSP to expire on the date of the Adviso- 
ry Action for extension fee purposes, but 
never more than six months from the date of 
the Final Rejection. 


. Supplemental Amendments 


If a timely and complete response has been 
filed after a Non-Final Office Action, an exten- 
sion of time is not required to permit filing 
and/or entry of an additional amendment after 
expiration of the shortened statutory period. 

If a timely response has been filed afier a 
Final Office Action, an extension of time is 
required to permit filing and/or entry of a 
Notice of Appeal or filing and/or entry of an 
additional amendment after expiration of the 
shortened statutory period unless the timely- 
filed response placed the application in con- 
dition for allowance. Of course, if a Notice 
of Appeal has been filed within the shortened 
statutory period, the period has ceased to 
run. 


INTERVIEWS WITH PATENT EXAM- 
INERS 


. Appropriateness 


Prior to filing, no interview is permitted; 
only search assistance may ‘be given to the 
attorney, searcher or inventor. 

Prior to first action, an interview is ordi- 
narily granted only in continuing or substi- 
tute applications; a request for an interview is 
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untimely and will not be granted prior to 
first action in all other applications. 

After final rejection, an interview will not 
be denied merely because final Office action 
has been rendered. Normally, one interview 
after a final rejection is permitted if the exam- 
iner is convinced that disposal or clarification 
for appeal may be accomplished with only 
nominal further consideration. In requesting 
an interview after final rejection, the intended 
purpose and content of the interview must be 
presented briefly, either orally or in writing. 
Interviews merely to restate arguments of 
record or to discuss new limitations which 
would require more than nominal reconsidera- 
tion or new search will be denied. 

After a case is sent to issue, it is technical- 
ly no longer under the jurisdiction of the pri- 
mary examiner (37 CFR 1.312). Requests for 
interviews on cases already passed to issue 
should be granted only with specific approv- 
al of the Group Director upon a showing in 
writing of extraordinary circumstances. 

The ideal time for personal interviews, 
during which time an interview is clearly 
available, is the “Conference Period”, which 
is the time between the filing of applicant’s 
thorough first response to the examiner’s first 
action on the merits and a concluding action 
by the examiner. 

In reexamination proceedings, an interview 
with the owner is permitted after first action. 
Requests that reexamination requesters be 
permitted to participate in or attend inter- 
views will be denied. 

When an interference has been declared, 
all questions involved are to be determined 
inter partes and will not be discussed ex parte. 

Following the grant of a United States Pa- 
tent, an examiner must refuse to express any 
opinion or view as to the invalidity of the 
patent, except on the record in the course of 
examining a reissue application or a reexami- 
nation proceeding. Even in the case of search 
assistance on an invention, if an examiner is 
aware that the invention has been patented in 
the United States, the searcher will be re- 
ferred to the prosecution file history, and the 
examiner will make no comment on the ap- 
propriateness of the search conducted or the 
references cited. 

Should any examiner fail to comply with 
the above guidelines, the matter would best 
be brought to the attention of the examiner’s 
Group Director. 

Direct questions to: 


Al Lawrence Smith 
Director, Group 350 
(703) 557-3414 


. Prohibitions 


No interview will be conducted with an 
attorney who is not registered or who has 
been suspended or excluded from practice re- 
garding an application unless the attorney is 
the applicant in the application. 

Protestors are not permitted to participate 
in interviews in applications where the pro- 
test was filed after Dec. 8, 1981, and the ex- 
aminer will not communicate in any manner 
with such protesters. 


FILES 


. Official Searches 


The PTO has had an unusually large num- 
ber of official search status letters returned 
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by the Postal Service due to 
insufficient/incomplete addresses. When re- 
questing an official search for a lost patent or 
trademark file, please ensure that all perti- 
nent information is completely filled out on 
the PTO Form 1216. In the case of an indi- 
vidual working for a particular firm, the 
firm’s name should be included in block 
number 5 of the form along with the name of 
the requestor. If you have any questions in 
this matter please call the Chief, Support 
Services Branch on (703) 557-3560. 


. Requests for Reconstruction 


To request the reconstruction of a file, 
submit a written request along with a notice 
from the PTO Official Search unit stating 
that the file cannot be located. 


MAIL 
. Certificate of Mailing AND Return Post Card 


Use of the Certificate of Mailing Proce- 
dure is strongly encouraged. 

37 CFR 1.8(a) provides for the use of a 
Certificate of Mailing on most correspon- 
dence with the PTO, whereby the correspon- 
dence (and/or fee) will be considered as 
timely filed if desposited with the U.S. Postal 
Service within the set time period. Consistent 
use of this procedure is extremely beneficial 
to practitioners, whether or not the Post 
Card Receipt provision of MPEP 503 is 
used. 


In those instances where the PTO never 
receives the correspondence, no post card re- 
ceipt will be available to evidence the filing 
and/or timeliness of the correspondence. 
However, in those instances where a Certifi- 
cate of Mailing is —— used, 37 CFR 
1.8(b) provides relief, even if the correspon- 
dence is not received in the PTO at all. Un- 
der 37 CFR 1.8(b) the party who forwarded 
the a need only (1) inform the 
PTO of the previous mailing of the corre- 
spondence, (2) supply a copy of the 
previously mailed correspondence and Certif- 
icate, and (3) include a declaration which ad- 
equately attests to the previous timely mail- 
ing. 


. Correspondence with Certificate of Mailing 
Delivered by Commercial Carrier 


The benefits of 37 CFR 1.8 or 1.10 apply 
only to documents delivered to the PTO by 
the U.S. Postal Service. 

A number of instances have been uncov- 
ered where individuals are certifying that 
documents were deposited with the U.S. 
Postal Service when, in fact, the documents 
were hand-carried or delivered to the PTO 
via commercial mail service, e.g., “Federal 
Express,” “DHL,” “Purolator,” “Air 
Borne,” “UPS,” etc. In those instances 
where documents include a certificate of 
mailing under 37 CFR 1.8 or 1.10, but were 
delivered to the PTO by other than the U.S. 
Postal Service, Mail Room personnel are 
placing a notice indicating that fact on the 
correspondence involved to alert PTO per- 
sonnel that the benefits of 37 CFR 1.8 or 
1.10 do not apply. 


. Express Mail 


Due to a failure of following proper proce- 
dures, many applicants are losing the advan- 
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tage of receiving the date a paper or fee was 
deposited at the Post Office when “Express 
Mail” is used. According to 37 CFR §1.10, 
any such paper or fee must include a certifi- 
cate of mailing by “Express Mail,” signed by 
the person mailing the paper or fee. 

To ensure papers and fees sent by “Ex- 
press Mail” are accorded the proper certifi- 
cate date, the following suggestions and re- 
minders are offered: 


(1) Each document must have a certificate of 
mailing typed on or affixed to the docu- 
ment. The certificate should be placed on 
the first page of the document or the cov- 
ering letter to ensure easy accessibility. 

ten, the certificate is missing, illegible, 
inaccurate, incomplete, or difficult to lo- 
cate. As a result, the paper or fee is con- 
sidered to have been filed on the date of 
receipt in the PTO. 

(2) The certificate should be legible. 

(3) The Express Mail number must be placed 
on the certificate. 

(4) Dates on the certificate must correspond 
to dates on the Express Mail label. 

The PTO continues to receive corre- 
spondence filed under the provisions of 37 
CFR 1.10 in which the certificate of mail- 
ing by “Express Mail” certifies that the 
correspondence is being mailed on one 
date while the “Express Mail” label shows 
a “Date-In” on a different date. This usual- 
ly occurs when the “Express Mail” pack- 
age is deposited in a remote “Express 
Mail” receptacle or mailbox after the last 
pickup, and accordingly is not being 
picked-up and processed by the Postal Ser- 
vice until the next business day. The ques- 
tion as to the treatment of such a situation 
was covered in the final rulemaking 
published on Jan. 20, 1983, at 48 FR 2696— 
2714 and on Feb. 10, 1983, at 1027 O.G. 9. 
The following comments appear therein. 


“Comment: One person questions what 
treatment will be accorded a paper 
placed in an ‘Express Mail’ box recepta- 
cle after the box has been cleared for the 
last time on a given day.” 

“Reply: The paper will be considered to 
be deposited as of the date of receipt in- 
dicated on the ‘Express Mail’ mailing la- 
bel by the Postal Service clerk”. 


It is recommended that where the filing 
date of a paper or fee is critical, e.g., the 
filing of a patent application, and particu- 
larly when the deposit by “Express Mail” 
is being made late in the business day, the 
correspondence should be personally deliv- 
ered to a Post Office. There the date of re- 
ceipt of the “Express Mail” package can 
be immediately indicated by the Postal 
Service Clerk. 

(5) Each certificate must have an original sig- 
nature of the person actually mailing the 
paper or fee; i.e., the person who actually 
deposits the paper or fee with the U.S. 
Postal Service. 

The PTO has encountered instances in 
which the certificate of mailing by “Ex- 
press Mail” was signed by an attorney and 
the deposit was made by the attorney’s 
secretary or another member of the attor- 
ney’s staff. This is improper under the pro- 
visions of 37 CFR 1.10. This section differs 
in that regard from 37 CFR 1.8. 

(6) The preferred wording and information to 
be included on the certificate is as follows: 
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“Express Mail” Mailing Label No. (in- 
sert B no. from Express Mail label ) 

Date of Deposit (insert date from Express 
Mail Label ) 


I hereby certify that this paper or fee is be- 
ing deposited with the United States Postal 
Service “Express Mail Post Office To Ad- 
dressee” service under 37 CFR 1.10 on the 
date indicated above and is addressed to 
the Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 


(Typed or printed name of person mailing 


paper or fee ) 
(Signature of person mailing paper or fee ) 


By following these procedures, problems 
concerning filing dates should be mini- 
mized. 


d. Response to Final Rejections In Patent Applica- 


tions — Expediting Processing and Reply by 
PTO 


In order to ensure the Be ag reply to an 
amendment or response after Final Rejection 
in patent applications, the paper must be 
marked in the upper right portion: 


RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group 
Number) 


The marking on the paper preferably 
should be written in, highlighted by, or 
encircled with, a bright color felt-point 
marker. 

The envelope in which the response is sub- 
mitted must include only submissions under 
37 CFR 1.116. The envelope must be marked 
“Box AF” in the lower left corner and must 
be addressed to: 


BOX AF 

COMMISSIONER OF PATENTS AND 
TRADEMARKS 

WASHINGTON, D.C. 20231 


If the paper is being hand-carried to the 
Examining Group (instead of mailing to Box 
AF), the envelope, if any, and the response 
should both be marked: 


RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group 
Number) 


Use of this procedure should avoid the ne- 
cessity for extensions of time and the filing of 
unnecessary notices of appeal in many cases. 


. Return Post Card 


If a receipt for any paper filed in the Pa- 
tent and Trademark Office is desired, it may 
be obtained by enclosing with the paper a 
self-addressed post card identifying the pa- 
per. The Patent and Trademark Office will 
stamp the receipt date on the card and place 
it in the outgoing mail. 

The identifying data on the card should be 
so complete as to clearly identify the paper 
for which receipt is requested. For example, 
the card should identify the applicant 
name(s), serial number, filing date, interfer- 
ence number, etc. Also, the paper(s) should 
be identified by specifying the type thereof, 
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namely affidavit, amendment, appeal, item- 
ized components of applications, brief, draw- 
ings, fees, motions, supplemental oath or dec- 
laration, petition, etc. 

A post card receipt which itemizes and 
properly identifies the papers which are be- 
ing filed serves as prima facie evidence of re- 
ceipt in the PTO of all the items listed there- 
on on the date stamped thereon by the PTO 
unless the post card receipt has been annotat- 
ed by the PTO to indicate that one or more 
items were not received. A post card receipt 
will not serve as prima facie evidence of re- 
ceipt in the PTO if the papers are not item- 
ized in a detailed manner, e.g., number of 
pages of specification and number of sheets 
of drawings, or if the post card receipt has 
been annotated to indicate that one or more 
items was not received. 

When papers for more than one document 
are filed under a single cover, a return ad- 
dressed post card should be attached to the 
paper for each document for which a receipt 
is desired. 


Secrecy — Related Papers (37 CFR 5) 


All correspondence in connection with 37 
CFR 5 should be addressed to: 


Commissioner of Patents and Trademarks 
(Attention Licensing and Review) 
Washington, D.C. 20231 


Improperly addressing such correspon- 
dence may delay delivery and could result in 
violations of 37 CFR 5. See 37 CFR 5.33 re- 
garding correspondence. 


. Special Boxes for Mail 


As suggested by a patent attorney, we are 
republishing this notice regarding the use of 
special boxes for PTO mail. Henceforth, this 
notice will appear regularly in the Official 
Gazette. Special PTO mail box numbers 
should be used to allow forwarding of partic- 
ular types of mail to the appropriate areas as 
quickly as possible. Such mail is forwarded 
directly to the appropriate area without be- 
ing opened. Only the specified type of docu- 
ment should be placed in an envelope ad- 
dressed to one of these special boxes. If any 
documents other than the specified type iden- 
tified for each box are addressed to that box, 
they will be delayed in reaching the appro- 
priate area for which they are intended. 

The following special boxes should be used 
only for their specified purposes. Address 
mail as follows: 


ND eines 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Box 3 — Mail for the Office of Per- 
sonnel from NFC. 

Box 4 — Mail for the Office of Leg- 
islation and International 
Affairs. 

Box 5 — “No fee” mail related to 
trademarks (e.g.) amend- 
ments to applications and 
requests for extensions of 
time to file an opposi- 
tion). 

Mail directed to the Trade- 
mark Trial and Appeal 
Board should have “At- 
tention TTAB” on the 
envelope in addition to 
“Box 5”. 
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Box Interference 


12. 


a. 


Box Pat. Ext. 


Box 6 Mail for the Office of Pro- 

curement. 

Box 7 Reissue applications for pa- 
tents involved in litiga- 
tion and any 
subsequently filed papers 
for these applications. 

All papers for the Office of 
the Solicitor. 

Coupon orders for U.S. pa- 
tent and trademark cop- 


ies. 

Orders for certified copies 
of patent and trademark 
applications. 

Electronic Ordering Ser- 
vice (EOS). 

Contributions to the Exam- 
iner Education Program. 

Amendments or responses 
to final rejections in pa- 
tent applications, submit- 
ted under the expedited 
processing program. 

Mail related to File Wrap- 
per and Continuations. 
Communications relating to 
interferences and applica- 

tions and patents in- 
volved in interferences. 

Correspondence related to 
a patent that is subject to 
the payment of a mainte- 
nance fee. 

Applications for patent 
term extension. 

Mail related to applications 
filed under the Patent 
Cooperation Treaty 

Mail related to reexamina- 
tion applications. 


MAINTENANCE FEES 


Box FWC 


Box M. Fee 


Box PCT 


Box Reexam 


Correspondence Address and/or Fee Address on 
Maintenance Fees 


Practitioners are reminded that when no 
separate “fee address” under 37 CFR 1.363 
has been supplied, the “correspondence ad- 
dress” of record under 37 CFR 1.33 will be 
used for correspondence relating to mainte- 
nance fees. A similar reminder appears on the 
Issue Fee Transmittal Form (PTOL-85 (b)). 

Practitioners should maintain a current 
“correspondence address” and, if desired, a 
separate current “fee address” during the en- 
forceable life of the patent in order to ensure 
receipt of correspondence regarding mainte- 
nance fee. 

In the case where a practitioner does not 
intend to continue representing the patentee, 
a request for permission to withdraw pursu- 
ant to 37 CFR 1.36 must be approved by the 
Commissioner. 

Practitioners are reminded that they 
should inform a client or former client (or 
timely notify the Office of an inability to no- 
tify a client or former client) of any mainte- 
nance fee correspondence received from the 
PTO. See 37 CFR 10.23 (c) (8). This is simi- 
lar to the practice with respect to interfer- 
ences and reexamination proceedings. 


. Delayed Payment of Maintenance Fees 


Payment of any maintenance fee due on a 
patent after expiration of the patent may be 
accepted if the conditions set forth in 37 
CFR 1.378 are satisfied. 
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In the past, petitions under 37 CFR 1.378 
to accept delayed payment of the mainte- 
nance fee in an expired patent have been 
filed which allege, as a basis for unavoidable 
delay: (1) lack of knowledge that a mainte- 
nance fee was due and/or (2) failure to re- 
ceive a Maintenance Fee Reminder notice 
from the PTO. 

Practitioners are reminded that a patentee’s 
lack of knowledge of a requirement to pay a 
maintenance fee does not constitute a show- 
ing of unavoidable delay; see 49 F.R. 34716 
at page 34720, and 1046 O.G. 28 at page 32. 

Maintenance Fee Reminder notices are 
mailed only as a courtesy after the “grace 
period” has begun; see 37 CFR 1.362(e). Pat- 
entees are expected to maintain their own 
docket systems to ensure timely payment of 
maintenance fees, preferably during the 
“window period”; see 37 CFR 1.362(d). 
Since patentees are expected to maintain 
their own docket systems for timely payment 
of maintenance fees, proof that a Mainte- 
nance Fee Reminder notice was not received 
from the PTO does not constitute a showing 
of unavoidable delay; see 49 F.R. 34716- 
34726, and 1046 O.G. 28-37. 

Practitioners are cautioned that any peti- 
tion to accept delayed payment of a mainte- 
nance fee under CFR 1.378 must include an 
enumeration of the steps taken to ensure 
timely payment of the maintenance fee. In 
this regard, the petition should include a de- 
tailed explanation of the docket system 
employed to ensure such timely payment. 
Any petition filed more than six months after 
the expiration of a patent will also be re- 
quired to show that the failure to timely pay 
the maintenance fee was due entirely to cir- 
cumstances outside the control of the paten- 
tee and those acting on behalf of the pa- 
tentee. 


. Fee Address and Payer Number 


Effective November 1, 1984, 37 CFR 1.363 
provides for a “fee address” to be entered in 
the Office patent file records for use in all 
correspondence relating to maintenance fees. 
The fee address is in addition to the ‘“‘corre- 
spondence address” under 37 CFR 1.33 
which will continue to be used for all reex- 
amination and interference purposes. If no 
separate fee address is specified, the corre- 
spondence address will also be used for main- 
tenance fee correspondence. 

In order to simplify changes in address by 
patent owners having several patents, and 
data input by the Patent and Trademark Of- 
fice, a “payer number” will be assigned to 
each fee address when a fee address is pres- 
ented to the Office in a patent or earlier 
upon request. A request for a payer number 
before a maintenance fee is paid or due will 
permit a patent owner to request that the fee 
address and payer number be recorded in the 
Office records of the patents owned on 
which maintenance fees are due so that all 
notices relating to maintenace fees will be 
sent to the fee address. 

The Patent and Trademark Office has es- 
tablished a procedure for assigning a payer 
number upon request by a patent owner or a 
party responsible for paying maintenance 
fees. Such a party may be, for example, the 
finance office of a corporation or of a sepa- 
rate organization specializing in maintenance 
fee payments. 





JANUARY 5, 1988 


Under the procedure, a patent owner or 
other party may request a payer number for 
a particular fee address by writing to: 


Commissioner of Patent and Trademarks 
Box M. Fee 
Washington, D.C. 20231 


Each request for a payer number should 
include the: 


° fee address to be used by the Office, 
and 

¢ telephone number of the fee address- 
ee to be used to resolve problems. 


After receipt of a payer number, it may be 
used to indicate to the Patent and Trademark 
Office the fee address to be used in particular 
patents on which maintenance fees will be- 
come due and in applications in which issue 
fees have been or are being paid. Any re- 
quest for entry of a payer number or fee ad- 
dress in the Office records of a patent, how- 
ever, must be signed by the patent owner or 
his or her attorney or agent of record. 

After a payer number has been assigned, it 
should be used in all future maintenance fee 
payments and related correspondence. How- 
ever, where a payer number has not been 
previously entered in the Office records for a 
particular pafent, the mere indication of a 
payer number at the time of payment of the 
maintenance fee, without the signature of the 
patent owner or the owner’s attorney or 
agent of record, will not serve to make the 
payer number of record in the Office for that 
patent. 

The problems which most often arise in 
connection with attempts to establish a fee 
address in a particular patent or group of pa- 
tents is that the request is being signed by an 
attorney who is not of record in each of the 
patents. This results in the request being en- 
tered only in part. 

Also, when the request is signed by an 
owner of the patent, the records of the As- 
signment Branch do not always reflect such 
ownership. Where the assignment was re- 
corded prior to Dec. 1980, it would help the 
Office if the PTO reel and frame number of 
the assignment recordation were presented in 
the paper requesting that a fee address be en- 
tered, and if the person signing the request 
would indicate his or her title. 

Lastly, as fees are now being submitted for 
payment in patents that issued a few years 
ago, if a fee address has not been established, 
please be sure that the current correspon- 
dence address has been made of record. 


. Maintenance Fee Transmittal Form Notice 


Where maintenance fee payments are to 
be made by authorization to charge a de- 
posit account, the Maintenance Fee Trans- 
mittal Form, should reflect both the Payer’s 
Name and signature in the bottom left cor- 
ner thereof. 


. Mandatory Identifiers when Submitting Main- 
tenance Fees 


Practitioners are reminded that a patent 
maintenance fee payment and any surcharge 
payment submitted must identify the patent 
to which it relates by at least two mandatory 
identifiers [see 37 CFR 1.366(c)]: 
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1. The patent number; and 

2. The serial number of the United States ap- 
plication for the patent on which the main- 
tenance fee is being paid. 


Reissue patent maintenance fee due dates 
are based on the issue date of the original, 
rather than the reissue patent. The payment 
must identify the reissue patent by reissue pa- 
tent number and reissue application serial 
number as the two mandatory identifiers and 
should also include the original patent num- 
ber, the original patent issue date and the 
original United States application filing date. 
See 37 CFR 1.366(d). 

The two mandatory identifiers are required 
as a minimum to enable a cross-check to be 
made to avoid errors in crediting payment of 
maintenance fees. 

It is suggested that the payment identify 
the fee being paid for each patent as to 
whether it is the 34, 74 or 114 year fee; 
whether small entity status is being changed 
or claimed; the amount of the maintenance 
fee and any surcharge being paid; any 
assigned payer number; the patent issue date; 
and the United States application filing date. 
See 37 CFR 1.366(d). 

Failure to provide at least the two above- 
named mandatory identifiers will likely result 
in the non-acceptance of the maintenance fee 
payment. The date the two mandatory identi- 
fiers and the required fee are submitted is the 
date the maintenance fee payment is credited 
as being made. 


Public Availability of Maintenance Fee 
Petitions/ Decisions 


Maintenance fee petitions and decisions 
thereon are public records. Copies thereof 
can be obtained by submitting a written re- 
quest to the Certification Branch. The re- 
quest should state the patent number and se- 
rial number. The charge for the copies ‘s 
currently $.50 per page. 

Direct questions on these maintenance fee 
notices to: 


Al Lawrence Smith 
Director, Group 350 
(703) 557-3414 


NEW PATENT APPLICATIONS 


. Attorney Docket Number on Missing 


Part/Incomplete Notices 


In response to several requests from patent 
attorneys, the PTO is now entering the attor- 
ney docket number on the Notice of Incom- 
plete Application and Notice to File Missing 
Parts of Application. 

The attorney docket number which will be 
entered on the Notice will be that which was 
submitted on the transmittal letter as filed 
with a new patent application. The number 
must be clearly identified as an “attorney 
docket number”. This number will be en- 
tered by the PTO under the Title of Inven- 
tion on the Notices. 

If the Office makes a mistake in recording 
the attorney docket number on the Notice of 
Incomplete Application or the Notice to File 
Missing Parts of Application, such mistake is 
not to be used by the attorney as cause for 
delay in response. Nor is the attorney to re- 
quest that the Office correct the docket num- 
ber prior to response to the Notice. The at- 
torney can notify the Office in the response, 
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but no change will be made by the Office un- 
til the Filing Receipt is issued. 

if the attorney wishes to change the attor- 
ney docket number from that which was en- 
tered on transmittal letter as filed, the request 
must be submitted through amendment, sub- 
mitted to the Patent Examining Corp. 


. Continuation or Divisional — Retaining Origi- 


nal Claim 


When filing under Rule 1.60, retain at least 
one original claim from the patent applica- 
tion to assure a complete application. Only 
amendments reducing the number of claims 
or adding a reference to the prior application 
[(Rule 1.78 (a)] will be entered, upon request, 
before calculating the filing fee and granting 
the filing date. Reminder: Applicant cannot 
a CIP (continuation-in-part) under Rule 
1.60. 


. Continuation or Divisional — Problems 


Applications continue to be filed incorrect- 
ly under both 37 CFR 1.60 and 37 CFR 1.62. 
This causes problems not only for applicants 
but also for the Patent and Trademark Of- 
fice. Filing dates are not granted to applica- 
tions which do not comply with the rules. As 
a result, petitions with fees are required to be 
filed in such applications before a filing date 
will be granted. 

Most often, the problems that arise in this 
area can be characterized as the following: 


(1) Applicants continue to fail to comply with 
the requirements of 37 CFR 1.60 with re- 
gard to what must be submitted upon filing 
under the rule. This is true even after the 
clarifying amendments (effective April 1, 
1984) were made to the rule. 

(2) A true copy of the prior application must 
be filed including the specification (with 
claims), drawings, oath or declaration 
showing the applicant’s signature or an in- 
dication it was signed, and any amend- 
ments referred to in the oath or declara- 
tion filed to complete the prior application. 

(3) Applicants are using transmittal forms 
which request filings under one rule when, 
in fact, they wish to file under another 
rule. For example, a transmittal form re- 
questing filing under 37 CFR 1.62 may be 
filed when it was really desired to file a di- 
visional application under 37 CFR 1.60 
and not to abandon the parent application. 


d. Expediting Patent Applications 


We are trying to expedite and improve 
preliminary processing of patent applications. 
Please help by putting patent applications 
and associated papers (e.g., assignments) in 
separate envelopes apart from all other mail. 
Identify on the outside of the envelope “PA- 
TENT APPLICATIONS ONLY.” 


. File Wrapper Continuation — Preliminary 


Amendment 


Many continuation applications filed under 
37 CFR 1.62 contain no preliminary amend- 
ment to the claims which were finally reject- 
ed in the parent application. The result is a 
first action final rejection of these claims. 
Applicants should file any desired amend- 
ments at the time the application is filed un- 
der 37 CFR 1.62, since the Office is treating 
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these applications as “Special” and an ac- 
tion on the merits will be rendered quite 
promptly. 

To expedite processing under Rule 1.62, 
make certain that the parent serial number 
cited in the transmittal letter is the correct 
serial number. 


File Wrapper Continuation - Problems 


Applications continue to be filed incorrect- 
ly under both 37 CFR 1.60 and 37 CFR 1.62. 
This causes problems not only for applicants 
but also for the Patent and Trademark Of- 
fice. Filing dates are not granted to applica- 
tions which do not peg with the oan As 
a result, petitions with fees are required to be 
filed in such applications before a filing date 
will be granted. 

Most often, the problems that arise in this 
area can be characterized as the following: 


(1) Applications have been filed with a trans- 
mittal form requesting filing under 37 CFR 
160 when it was intended to file under 37 
CFR 1.62. The confusion in the record of 
such applications must be clarified by a de- 
cision on petition before the applications 
can be processed for examination. 

(2) Some applicants fail to realize that the par- 
ent application is abandoned by the filing 
of a continuing application under 37 CFR 
1.62. Paragraph (g) of 37 CFR 1.62 states: 


The filing of a request for a continuing 
application under this section will be 
considered to be a request to expressly 
abandon the prior application as of the 
filing date granted the continuing appli- 
cation. 


Correction after such a mistaken filing un- 
der 37 CFR 1.62 usually requires a revival 
of the parent application under 37 CFR 
1.137(a) or (b) which expends resources of 
both the applicant and the PTO. 

(3) Some applicants are attempting to file con- 
tinuing applications under 37 CFR 1.62 af- 
tér payment of the issue fee in the parent 
application. Such applications are improper 
and are not entitled to a filing date. Addi- 
tionally, such filings will not affect the pri- 
or application; i.e., the parent application 
may issue as a patent. Paragraph (a) of 37 
CFR- 1.62 specifies that continuing applica- 
tions may be filed under 37 CFR 1.62 “be- 
fore the payment of the issue fee, abandon- 
ment of, or termination of proceedings on 
the prior application” 

(4) Some applicants are attempting to file con- 
tinuation-in-part applications under 37 
CFR 1.62 with a new specification rather 
than with the changes made by amend- 
ment to the prior application. As stated in 
37 CFR 1.62(a), filings under 37 CFR 1.62 
use the specification of the prior applica- 
tion. 

Paragraph (c) of 37 CFR 1.62 also states: 


“In the case of a continuation-in-part ap- 
plication which adds and claims addition- 
al disclosure by amendment, an oath or 
declaration as required by §1.63 must 
also be filed . . .” (emphasis added) 


g. Information Disclosure Citation - Form PTO 
1449 


The Public is encouraged to use Form 
PTO 1449, “Information Disclosure Cita- 
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tion,” when _ ing a statement under 37 
CFR 1.97-1 Yom MPEP §609). This form 

rovides the Office with a uniform way of 
fisting the citations and a vehicle from which 
the information thereon can be printed on 
the issued patent. 

Some citations are being presented on vari- 
ous forms gagenes by the public rather than 
on Form 449. En a result, delays are 


cropping up in the process because 


ting 
the printer has di — in following the 
various formats and is having to query the 
examiner each time a non-PTO 1449 form is 
used. 


Note that listing citations on Form PTO 
1449 does not raise an irrebuttable presump- 
tion that the citation is prior art. A holding 
by an examiner that any citation on Form 
PTO 1449 is prior art to claimed subject mat- 
ter can be rebutted by procedures commonly 
used to rebut the prior art status of an exam- 
iner’s citations on Form PTO 1449, “Notice 
of References Cited”. 

Among the information that should be pro- 
vided on Form PTO 1449 is the date of the 
citation. In addition, it is helpful if the class 
and subclass of each citation is provided. It is 
appreciated that classification information 
may not be known at the time Form PTO 
1449 is prepared. When classification infor- 
mation is not known, draw a line in the box- 
es under the class and subclass heading adja- 
cent to the citation for which classification 
information is not known. 


. Petition for License 


Rule 5.12 states that “filing of an applica- 
tion for patent for inventions made in the 
United States will be considered to include a 
petition for license under 35 USC 184 for the 
subject of the application. The filing receipt 
will indicate a license is granted. There is no 
need to request a corrected filing receipt de- 
leting the words “License Granted.” Its in- 
tent is to provide the necessary acknowl- 
edgement for those filing abroad. 


Processing and Retention Fees for Abandoned 
Applications 


An application, which has become aban- 
doned pursuant to 37 CFR 1.53(d) for failure 
to pay the filing fee, will be disposed of un- 
less the processing and reteation fee set forth 
in §1.21(1) is paid within the 1-year period 
referred to in §1.53(d). Moreover, the pro- 
cessing and retention fee must be timely paid 
in order to obtain certified copies of the > 
plication (e.g., for convention snotty 
poses) or to establish in a later filed applica- 
tion the filing date benefit of an earlier 
copending application under 35 USC 120 and 
37 CFR 1.78(a) (3). Therefore, an application 
which has become abandoned for the reasons 
set forth above should be immediately re- 
viewed in order to timely determine the ad- 
visability of submitting a processing and re- 
tention fee payment. 


Surcharge for Filing a Patent Application 


Filing dates are accorded to applications 
filed without the basic filing fee and without 
the oath or declaration. In such cases, a no- 
tice is mailed by Application Branch requir- 
ing at least the basic filing fee and the oath 
or declaration, accompanied by a surcharge 
[37 CFR 1.16(e)]. In numerous instances, ap- 
plicants fail to submit the surcharge causing 
the 
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application to become abandoned. See 37 
CFR 1.53(d) and MPEP §506. 


PATENT COOPERATION TREATY AP- 
PLICATIONS 


Responses Filed in International Applications 


The -18 month publication deadline for in- 
ternational ~<a filed under the Patent 
Cooperation Treaty (PCT) is critical. There- 
fore, it is in applicant’s interest to respond 
timely to an invitation to correct a PCT Ar- 
ticle 14 defect. An untimely response can re- 
sult in the withdrawal of the international ap- 
plication under Article 14 and PCT Rule 26. 
If an extension to respond is needed, call the 
person who signed the invitation before the 
expiration of the time limit. The PTO will 
strictly comply with PCT Article 14 and 
Rule 26 in holding international applications 
= when responses are untimely or 
not |. 


. Early acy ong of Receipt of PCT Designat- 


ed Office 


If you would like to have early notification 
that the PTO has received requirements un- 
der 35 U.S.C. 371 to enter the Designated 
Office phase, you should send two self-ad- 
dressed, stamped postcards with those re- 
quirements. The first postcard will be date 
stamped and returned to you upon receipt of 
the requirements by the PCT staff. The sec- 
ond postcard will be sent to you when the 
case is released to the Mail Room to join the 
regular flow of national applications. The 
second postcard will be stamped with the 
U.S. serial number. If only one postcard is 
sent, it will be marked with the U.S. serial 
number but will remain with the application 
until requirements are completed and the 
case is released. 

When corrections of PCT Rule 91 obvious 
errors in the description, claims or abstract 
are submitted together with corrections of 
deficits under PCT Article 14, the transmittal 
letter should clearly note the Rule 91 correc- 
tions. This is necessary because, under PCT 
Rule 91.1(e), the Receiving Office can autho- 
rize the rectification of obvious errors only 
in the Request (Form PCT/RO/101), while 
Searching Authority authorization is needed 
for obvious errors in the description, claims 
or abstract. When the transmittal letter clear- 
ly notes the Rule 91 corrections, Searching 
Authority authorization of any obvious er- 
rors in the description, claims or abstract can 
be expedited. 

Call Jane Corrigan on 557-2003 if you 
have questions concerning responses filed 
during the international stage for internation- 
al applications under the PCT. 


PATENT COPIES 


. Price of Patent Copies 


The price of a patent copy increased from 
$1.00 to $1.50 on Oct. 5, 1985. The new 
$1.50 coupons are available, but we will ac- 
cept the old ones and provide a $.50 coupon 
refund as appropriate. 


. Subscription Services 


When submitting changes to subscription 
accounts, allow approximately two months 
from the date mailed to the Patent and 
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Trademark Office for changes to become ef- 
fective. The reason for the two month delay 
is to allow for changes to be recorded, data 
entered, and the automated system to be 
updated. 


PETITIONS TO REVIVE 


. Request and Fee for Extension Not Required 


Frequently, a petition to revive an aban- 
doned application is accompanied by an un- 
necessary request and fee for extension of 
time. Our policy is set forth in MPEP 
711.03(c). Specifically, a response does not 
require a request and fee for extension of 
time as a condition of revival. 


. Terminal Disclaimer 


A petition to revive an abandoned applica- 
tion is often accompanied by an unn 
terminal disclaimer. A terminal disclaimer is 
required only when a grantable petition 
based on unavoidable delay is not filed with- 
in six months of the date of abandonment 
[CFR 1.137(a) and 1.137(c)]. It follows that a 
terminal disclaimer should not accompany a 

tition based on unintentional abandonment 
(37 CFR 1.137(b)]. In these respects, analo- 
gous reasoning applies to petitions to accept 
late payment of the issue fee under 37 CFR 
1.155 or 1.316. 

When a terminal disclaimer is a necessary 
component of the petition, the period to be 
disclaimed must equal the number of months 
between the date of abandonment and the 
date a grantable petition is filed. The date of 
abandonment is the date the period for re- 
sponse has expired [see MPEP 711.04(a)]. 
This is normally the end of the three month 
shortened statutory period. Moreover, the 
terminal disclaimer should employ the format 
shown in Figure 1. 


FIGURE 1 — Terminal Disclaimer 


IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 


In re Application of 
(NAME) 

Serial No. 

Filed: 

For: 


TERMINAL DISCLAIMER 


TO THE COMMISIONER OF PATENTS AND 
TRADEMARKS: 


a 
a ee 
represents that he is the owner of the entire interest in 
the above-identified application (by virtue of an assign- 
ment recorded at Reel and Frame 

filed on the day of ____, 19 ). 


Your petitioner, 

hereby disclaims the terminal months of any 
patent granted on the above-identified application or on 
any application which is entitled to the benefit of the fil- 
ing date of this application under 35 USC 120. This 
agreement is to run with any patent so granted and to be 
binding upon the grantee, its successors or assigns. 
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IN WITNESS WHEREOF, I here unto set my and and 
seal this __day of 19 


(Signature) 


17. POWER TO INSPECT 
a. Power of Attorney 


The Office receives letters granting power 
to inspect patent applications. These may 
only be granted by the attorney of record or 
inventor. Sometimes the person signing the 
coed is not authorized to do so, causing de- 
lay until proper authorization is received. 
Copies of completed applications cannot be 
made during the pre-examination process. 
They can be inspected, but not pulled from 
the work flow to have copies made. 


Withdrawal of Attorney 


To expedite the handling of requests for 
permission to withdraw as attorney under 37 
CFR §1.36, submit the request in triplicate 
(original and two copies) and indicate there- 
on the present mailing addresses of the attor- 
ney who is withdrawing and of the applicant. 
The examining group number should also ap- 
pear on all such requests. Because the Office 
does not recognize law firms, each attorney 
of record must sign the notice of withdrawal, 
or the notice of withdrawal must contain a 
clear indication of one attorney signing on 
behalf of another. 

A request to withdraw is effective when 
approved rather than when received. This is 
particularly important when such requests 
are submitted toward the end of the period 
for response. There should be at least thirty 
days between approval of withdrawal and 
the expiration date of a time response period 
so that the applicant will have sufficient time 
to obtain other representation or take other 
action. If less than thirty days remains in a 
tunmning response period, a request to with- 
draw is normally disapproved. 

It would be helpful if a request and fee, 
preferably an authorization to charge a de- 
posit account, were included with a request 
to withdraw. Such would permit the Office 
to make sure, in most instances, that suffi- 
cient time remains in the period for response. 


REISSUES 
. Amendments 


In order to avoid unnecessary delays in the 
issuance of reissue applications, applicants 
and their attorneys are reminded to exercise 
caution and give sufficient attention to 37 
CFR 1.121(a) and (e) in presenting reissue 
amendments to the PTO. The practices and 
procedures vary somewhat from regular utili- 
ty application amendments, and this frequent- 
ly causes clerical problems and editorial revi- 
sions. 

MPEP Sec. 1455 provides guidance for 
proper entry of amendments and claim num- 
bering. Publication of the reissue applica- 
tion(s) may be needlessly postponed while 
formal irregularities are corrected. 
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b. Oaths and/or Declarations 


Since standard oath and declaration forms 
are not used in reissue applications, appli- 
cants are commonly neglecting to include 
averments required by 37 CFR 1.63 per 37 
CFR 1.175(a). The most frequent omissions 
involve the “duty of disclosure” acknowl- 
edgment, and the “reviewed and under- 
stands” statement. Such omissions usually ne- 
cessitate additional handling and 
correspondence, and cause undue time de- 
lays; which result in postponement of publi- 
cation of the reissue patent. 

A frequent problem in reissue practice is 
the failure of applicants to satisfactorily com- 
ply with 37 CFR 1.175 regarding the de- 
scription of all errors of the original patent in 
the reissue oath or declaration. Applicants 
are required to specify errors in the original 
reissue oath or declaration at the time of fil- 
ing the reissue application. They must also 
specify, in a supplemental oath or declara- 
tion, any errors brought to their attention 
during the prosecution, as well as the cir- 
cumstances surrounding the occurrence or 
discovery of these errors. Every departure 
from the original patent represents an “er- 
ror” and must be particularly and distinctly 
specified and supported in the original, or a 
supplemental, reissue oath or declaration un- 
der 37 CFR 1.175. See MPEP Sec. 1414 and 
1444. Postponement of publication of the re- 
issue patent may result if these requirements 
are not met at the time of allowance. 


SMALL ENTITY STATUS 
. Small Entity Statements 


Verified statements claiming small entity 
status, where appropriate, would best be 
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signed and submitted at the time the applica- 
tion oath or declaration is signed to permit 
filing of the statement with the application. 
This would reduce correspondence between 
attorney and client, reduce paper handling by 
the PTO support staff and the PTO Finance 
Branch, and greatly simplify the processing 
of subsequent papers involving fees. If small 
entity status is being claimed for the first 
time at the time of payment of the issue fee, 
a verified statement claiming small entity sta- 
tus should be submitted with the fee. See 
MPEP §509.03. 


TRADEMARKS 


. Application Drawings 


To avoid delays in processing new trade- 
mark applications, the drawing should have 
the following information in the upper left 
hand corner: 


Drawing title. 

Applicant’s name and address. 

First use date. 

First use in interstate commerce date. 
Goods, services or both. 


. File Histories 


When requesting trademark file histories, 
the “status date” (i.e., date abandoned) must 
be provided to fill the order if the file is 
abandoned. If not known, this information 
can be obtained from TRAM. The request 
will be returned unfilled if this date is not 
provided. 
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TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(180) Interviews Involving Trademark Application 


Interviews frequently result in a better understanding 
of the issues Paes me shorten the prosecution and facili- 
tate disposal of applications. 

Interviews for discussion of registrability of the mark 
of a pending application will not be had before the first 
official Office action thereon and ordinarily not before 
filing the first response. Arrangements for an interview 
should be made in advance so that the Examiner may 
review the case and be familiar with the details in- 
volved. 

Interviews on Friday will no longer be eo asa 
matter of policy but all interviews should be set at a 
time satisfactory to all parties concerned. 

A memorandum summarizing the conclusions reached 
at the interview should be prepared by the Examiner 
and placed in the application file. The memorandum will 
be retained in the application file until the prosecution is 
completed. Such procedure will not, however, relieve 
the applicant of the responsibility of complying with the 
requirements of Trademark Rule 2.62. 


HORACE B. FAY, JR., 
Assistant Commissioner 
of Patents. 


This supersedes the notice of Feb. 10, 1958. (728 O.G. 
T™ 1) 


July 6, 1964. 


[804 O.G. TM 147] 


(181) Trademark Examining Procedure for Amended 
Applications; Reporting Oldest Dates of 
Amended Trademark Applications 


Effective immediately, the order in which amend- 
ments to trademark applications are examined is 
changed. Previously, Examiners have usually acted on 
amended cases in order of filing date of the application 
which the amendment concerned, i.e., amended cases 
with the oldest filing date were examined first. Under 
the new procedure, amended cases will normally be ex- 
amined in the order in which the amendment or other 
response is received, i.e., amendments that are received 
first will normally be examined first. 

Effective with this issue of the Official Gazette (Trade- 
mark Section) in order to reflect more accurately the 
condition of division dockets, the column reporting the 
date of the oldest amended application in each division 
has been changed to indicate the date of receipt of the 
oldest filed amendment. Under this new method of re- 
porting the oldest date of receipt of a filed amendment 
upon which no action has been taken by an Examiner 
will be indicated for each division of the Trademark Ex- 
amining Operation. 


RENE D. TEGTMEYER, 
Assistant Commissioner. 


[889 O.G. TM 6] 


July 15, 1971. 


(182) Trademark Office Actions 

Effective immediately Applicants or their attorneys 
will be provided with only one carbon copy of any of- 
fice action, and the mailing of an additional carbon copy 
will be discontinued. 

This change is consistent with the current practice in 
the patent examining operations and should result in 


OFFICIAL GAZETTE 


JANUARY 5, 1988 
— efficiency in the preparation and mailing of of- 
ice actions. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[895 O.G. TM 238] 


Feb. 7, 1972. 


(183) Petition to Make Trademark 


Applications Special 


The practice of expediting the prosecution of new 
trademark applications on request of the applicant (ac- 
celerated prosecution) was rescinded, effective Aug. 1, 
1971 (36 F.R. 13231, July 16, 1971; 825 O.G. 2). This ac- 
tion was taken after a careful study of the practice, in- 
cluding a recommendation of the Public Advisory Com- 
mittee for Trademark Affairs that the Patent Office 
terminate accelerated prosecution of trademark appli- 
cations. The study considered both the effect of the pro- 
cedure on the workload of the Trademark Operations 
and the broader interest of examining trademark applica- 
tions in an order which is equitable to all applicants. 

Since the termination of this practice, the Office has 
experienced some increase in the number of petitions re- 
questing the Commissioner to invoke his supervisory au- 
thority pursuant to Rule 2.146 in order to advance the 
examination of applications out of their regular order. 
This was to be expected since applicants who might 
have been able to show special circumstances entitling 
them to advanced examination could previously achieve 
this special treatment without resorting to a petition. 
However, some of the petitions now being received are 
not considered sufficient to justify the extraordinary re- 
lief of invoking the supervisory authority of the Com- 
missioner for the purpose of advancing the applications 
out of their regular order. 

In particular, a number of such petitions have been 
based on the ground that the applicant is about to em- 
bark on an advertising campaign or to commit advertis- 
ing or promotional expenditures in which the mark ap- 
plied for is material. Such a ground is not considered to 
constitute appropriate circumstances justifying the ad- 
vancement of the application out of its regular turn and 
the petitions based on such ground have been and will 
continue to be denied. The principal reason for the deni- 
al is that these circumstances are applicable to a sub- 
stantial portion of the trademark applications filed in the 
Patent Office. The supervisory authority of the Com- 
missioner should be exercised only where an extra- 
ordinary reason for such action has been disclosed. See 
Anderson & Dyer v. Lewry, 89 O.G. 1861, 1899 C.D. 230, 
and Wilputte v. Van Ackeren, 103 USPQ 235. Thus, the 
extraordinary remedy of invoking the supervisory au- 
thority of the Commissioner is not considered appropri- 
ate under these circumstances. 

In the interest of equitable treatment of all applicants, 
the policy of the Office in granting such petitions will 
be restricted to those cases in which particular and very 
special circumstances exist, such as a demonstrable pos- 
sibility of loss of substantial rights, rather than circum- 
stances which would be equally applicable to a large 
number of other applicants for trademark registration. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[897 O.G. TM 2] 


Mar. 13, 1972. 


(184) Title 37—Patents, Trademarks, 


and Copyrights 
Chapter I—Patent Office, Department of Commerce 


Parts 2 and 6—Rules of Practice in Trademark Cases 
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International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise 
§6.1 of the Rules of Practice in Trademark Cases. The 
Patent Office proposed to establish the “International 
Classification of Goods and Services to Which Trade- 
marks Are Applied” (the subject of the “Nice Agree- 
ment Concerning the International Classification of 
Goods and Services for the Purposes of the Registration 
of Marks” of 1957, as revised at Stockholm on July 14, 
1967) as the primary classification of goods and services 
for registration of trademarks and service marks. Pursu- 
ant to the Notice, written comments have been received, 
and a public hearing was held on June 14, 1972. Full 
consideration has been given to all matter presented, and 
changes in the text of the original proposal have been 
made in view thereof. It has been determined that adop- 
tion of the international classification system is desirable. 

The Patent Office has studied the international classifi- 
cation and, since Mar. 5, 1968, has indicated the appro- 

riate international class in all publications and on all 
issued registrations and renewals as a subsidiary classifi- 
cation. Based on this experience and the comments re- 
ceived, it is now believed that adoption of the interna- 
tional schedule as the primary classification system is 
desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of 
an alphabetical listing of goods and services. 

The Nice Agreement provides for an International 
Committee of Experts whose objective is to keep the 
classification current. The classification of specific goods 
and services is set forth in the Alphabetical List entitled 
“International Classification of Goods and Services to 
Which Trademarks Are Applied” (published by the 
World Intellectual Property Organization). In addition, 
the International Trademark Classification List contains 
the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises ex- 
planatory notes which serve as guidelines for determin- 
ing the appropriate international class for a specific 
product or service. 

The alphabetical listing within the International 
Trademark Classification Manual is currently used by 
the Office as a guideline for determining the degree of 
particularity of identification of goods. See “Identifica- 
tion of Goods and Services in Trademark Applications,” 
36 F.R. 13232; July 16, 1971. 

Applications for registrations filed on or after Sept. 1, 
1973, and registrations issuing thereon, will be classified 
according to the international classification set forth in 
the new §6.1. Accordingly, the international classifica- 
tion is adopted under Section 30 of the Trademark Act 
of all purposes under the statute and rules; and, there- 
fore, will be the criterion for determining, inter alia, 
fees. 

Applications for the registration of marks filed on or 
before Aug. 31, 1973, appeals or petitions to revive or 
oppositions filed in connection with said applications, 
and affidavits, renewals and petitions for cancellation 
filed in connection with registrations issuing thereon, 
will continue to be processed under the classification 
system existing at the time the mark was registered. 

All applications which are published and registrations 
which are issued will carry both the appropriate interna- 
tional classification and existing U.S. classification num- 
ber. 

An insufficient fee, in connection with an appeal or 
— on any application or in connection with an 
affidavit or renewal filed in connection with any regis- 
tration, will not render the same unacceptable, if the 
proper fee is submitted within a time limit set forth in a 
notification of the defect, providing the proper fee for at 
least one class has been originally submitted within the 
applicable time limit. This will be the case even if the 
full fee is not received within the sixth year in the case 
of an affidavit filed under Section 8 or before the end of 
the twentieth year, including the grace period, in the 
case of renewal applications, or within the six-month 
statutory response period in the case of an appeal, or 
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within the thirty-day opposition period, or any extension 
thereof in the case of the filing of an opposition. 

The pce. Nempaee ee system will continue to be 
used for searching registered and pending marks until all 
documents in the search file are organized on the basis 
of the international system of classification. Until this 
changeover is effected, the U.S. class designation will 
continue to be printed on all published applications and 
registrations issued under the existing or the internation- 
al classification system to facilitate searching on the ba- 
sis of the existing U.S. system of classification. 

Until all applications filed on or before Aug. 31, 1973, 
have been disposed of, the trademark sections of the Of- 
ficial Gazette, which are organized by class, will include 
two sections: one for applications published or registra- 
tions issued on the basis of applications filed on or be- 
fore Aug. 31, 1973, organized by class according to the 
U.S. schedule of classes; the other section for applica- 
tions published or registrations issued on the basis of ap- 
plications filed on or after Sept. 1, 1973, organized by 
class according to the new international schedule. 

Certification marks and collective membership marks 
will continue to be classified as set forth in redesignated 
§§6.3 and 6.4. 

Efforts will be made to have the International Trade- 
mark Classification List printed by the Government 
Printing Office or otherwise assure the availability of the 
List from local sources. Notification will appear in the 
Official Gazette when the List is available from local 
sources of the Government Printing Office. 

The English edition of the “International Classifica- 
tion of Goods and Services to Which Trademarks Are 
Applied” can presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international 
trademark classification have been published as supple- 
ments and are also available from the British Office. In 
addition, and inasmuch as the World Intellectual Proper- 
ty Organization (WIPO) has issued the List in several 
age it is anticipated that an English version will 
be published by that organization. 

We have been advised by the Patent Office of the 
United Kingdom that the only acceptable methods of 
payment for the International Trademark Classification 
List are by International Postal Money Order or by 
banker’s draft payable in sterling and drawn on a bank 
in the United Kingdom. 


see 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


BETSY ANCKER-JOHNSON, 
Assistant Secretary for 
Science and Technology. 


May 14, 1973. 


Published in 38 F.R. 41681, June 4, 1973 
[911 O.G. TM 210} 


(Note: Rule 2.85 (Classification schedules) was revised 
and Rule 6.1 (International schedule of classes of goods 
and services) was established as of September 1, 1973 by 
this notice; prior U.S. schedule of classes was redesig- 
nated as Rule 6.2.) 


(185) Wording In Verification or Declaration of 


Trademark Application 


Applicants and attorneys are requested to use the fol- 
lowing wording in the part of the verification or decla- 
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ration of the trademark application which indicates the 
signer’s belief that the mark applied for does not resem- 
ble another person’s mark: 


—that no other person, firm, corporation, or 
association, to the best of his knowledge and 
belief, has the right to use such mark in com- 
merce either in the identical form thereof or 
in such near resemblance thereto as to be like- 
ly, when applied to the goods of such other per- 
son, to cause confusion, or cause mistake, or to 
deceive: — 


The wording emphasized conforms to the language of 
both Sections 1(a)(1) and 2(a) of the Trademark Act of 
1946. 

Some applicants and attorneys, instead of using the 
wording emphasized above, are still using the now obso- 
lete wording ‘“‘as might be calculated to deceive” which 
was promulgated in the forms under the Trademark Act 
of 1905 and inadvertently continued by the Act of 1946 
up to October 1962 in Section 1(a)(1) and in the forms 
connected with the Act. Section 1(a)(1) of the 1946 Act 
was amended by Act of October 9, 1962 (Public Law 
772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the lan- 
guage of Section 2(d) reflects the thinking at the time 
the 1946 Act was written. The wording of the trade- 
mark forms for the 1946 Act has also been amended ap- 
propriately. 

It is desirable that proper wording be used. However, 
since the differences in wording referred to above are 
considered to be differences of en rather than of sub- 
stance. Examiners will not require new verifications or 
declarations. When the obsolete wording is observed 
and a letter is to be written for other reasons, Examiners 
will at that time call attention to the fact that the word- 
ing is obsolete and should be modified in applications in 
the future. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 25, 1974. 


[921 O.G. TM 186] 


(186) Standardized Disclaimers 


Beginning with the Nov. 9, 1982 issue of the Official 
Gazette, disclaimers in marks published for opposition 
and in those registered on the Supplemental Register 
will be printed in a standardized form, regardless of the 
text submitted. Certificates of registration for marks is- 
sued on the Supplemental Register will also contain the 
standardized disclaimer as of that date. Certificates of 
registration for marks issued on the Principal Register 
will contain the uniform statement beginning Feb. 1, 
1983. The disclaimed matter will be taken from the dis- 
claimer of record and inserted into a standardized dis- 
claimer for printing and data base purposes. The new 
disclaimer text will take the following form: 

No claim is made to the exclusive right to use ‘ 
apart from the mark as shown. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Aug. 30, 1982. 


{1022 TMOG 44] 


(187) Trademark “Revivals” and “Reinstatements” 


It would be of great assistance to the Office if the 
heading or caption of “Petitions to Revive” or “Re- 
quests for Reinstatement” of abandoned trademark appli- 
cations carried the following identifying data: 
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1. Address Paper to the Attention of: 
Office of Director, Trademark Examining Opera- 
tion 

2. Serial Number 

3. Mark 

4. Applicant’s Name 

5. A title indicating the nature of the paper 


Use of this heading for “Petitions to Revive” or 
“Requests for Reinstatement” of abandoned trademark 
applications will help ensure that the papers are prompt- 
ly routed to the proper Office, which will prevent need- 
less delay in its consideration. 


MARK M. NEWMAN, 
Director, Trademark 
Examining Operation. 


Aug. 13, 1984. 
[1046 TMOG 13] 


(188) T-Search Printouts as Section 2(d) References 


As part of its ongoing automation program, the PTO 
is pleased to announce that on or about July 1, 1986, 
Trademark Examining Attorneys will use the automated 
Trademark search system (T-Search) exclusively for 
searching word marks. The Examining Attorneys will 
use computer printouts to advise applicants about Sec- 
tion 2(d) references. The printouts will include comput- 
er-generated facsimiles of the drawing where appropri- 
ate. The printouts will be used for word marks, whether 
the word is depicted in a typed drawing or in stylized 
form. Photocopies of certificates of registration will con- 
tinue to be used for design marks. 

The Patent and Trademark Office, in consultation 
with the Public Advisory Committee for Trademark Af- 
fairs, has established accuracy standards for the 
computerized data. Data elements which are not essen- 
tial for examiner searching are being systematically 
checked and corrected. The following data elements 
which are essential for examiner searching purposes are 
essentially complete: 


MARK 

SERIAL NUMBER 
REGISTRATION NUMBER 
FILING DATE 
REGISTRATION DATE 
GOODS AND SERVICES 
INTERNATIONAL CLASS 
U.S. CLASS 


PRES rr 


Subject to the above caveat, the printouts will contain 
all the information that appears on the certificate of reg- 
istration with one exception. If an application for regis- 
tration was based on Section 44, 15 U.S.C. 1126, the 
printout will indicate that the registration or application 
was filed under the provisions of Section 44 (using the 
notation “SECT 44”). The printout will also show the 
priority date if the application was filed under the provi- 
sions of Section 44(d). However, it will not indicate the 
country or certificate number of the foreign registration 
on which the U.S. registration was based. 

The printouts will also contain additional registration 
information which was not provided under the non-au- 
tomated system, as follows: 


A. Change in registration—This will indicate that a 
registration was changed after registration, such as 
by an amendment of the mark or identification of 
goods/services. The current information will be 
displayed in the printout. 


. Affidavits—This indicates that a Section 8 affidavit 
of continued use was accepted, that a Section 15 
affidavit of incontestability was acknowledged, or 
that a mark was republished under the provisions 
of Section 12(c). 
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C. 


D. 


Renewals—Applicable renewal information, such 
as “Ist Renewal” or “2nd Renewal” will be 
shown. 


Owner—In addition to listing the original regis- 
trant, the last known owner, as the change of 
ownership is acknowledged by the Office by vir- 
tue of examining an affidavit or renewal, will be 
included. 


The following provides an explanation of the 
terms/symbols used in the printout: 


1. 


Goods or services appearing in double parentheses 
“(( ))” were not included in a Section 15 affidavit. 


. Goods or services appearing in brackets “[ ]” were 


deleted after registration by amendment, correc- 
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Pseudo mark—This material is merely a search aid 
and has no bearing on the registration information. 
Design search code—This is also merely an aid for 
computerized searching of design marks, by which 
a number is assigned to describe a particular design 
element. It has no bearing on the registration infor- 
mation. 


. Mark drawing code—This indicates the appear- 


ance of the mark, and again is not part of the reg- 
istration data. There are six mark drawing codes. 


1—typed drawing 

2— design only 

3—words, letters and/or numbers and design 
4—words, letters and/or number in block form 


tion, restriction or at the time of renewal. 

. Dates will appear as year, month and day. For ex- 
ample, June 20, 1983 will appear as 1983.06.20. 

. Goods and services will be indicated with the in- 
ternational class (IC), the prior U.S. classification 
(US), the identification, date of first use and date 
of first use in commerce. 

. Registrants (OWNER) will be listed showing the 
owner’s name, entity designation (e.g., individual, 
partnership, corporation), country of citizenship or 
state or country of incorporation, and address. 


(block letters; not typed drawing) 
5—words, letters and/or numbers in a stylized 
form 
6—sound marks 


An example of a computer printout and a facsimile of 
a stylized word mark follow. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


June 23, 1986. 


Document 1 of 14 
WORD MAF. 


TRANELAT ION 


fer £5 1: FO 13547€6/RN,=N 

LINEA ADRIAN® 

THE WOPOS “LINEA ADRIANO® .IN THE 
TRANSLATE? INTC ENGLISH AS “LINE 
1C 025: US 039: SG & S: ARTICLES OF CLOTHING 
FOS MEN, NAMELY JACKETS. COATS, SUITS, 
TROUSERS, JUMPERS, SHIRTS AND TIES 

{5S} WORDS, LETTERS, AND /OS NUMSESS if 
STYLIZED FORM 

73-44€850 

1983.40.06 

CHANGE IN REGISTRATION HAS OCCUSRET 

1351766 

1985.07.29 

(REGISTRANT) RITEX AG KLEIDERFABRIK ZOS INGEN 
CORPORATION, SWITZERLAND FUNKENSTRASSE 10 

ZOF INGEN AARGAL SWI TZERLATD 

SECT 44 

1323.06.29 

NO CLAIM 1S MADE TO THE EXCLUSIVE RIGHT TO 
USE "LINEA" APART SROM THE MARK AS SHOWN 
TRADEMARK 

PRINCIPAL 


MARK MAY EE 
HADRIAN" 


MARK DRAWING CODE 
SERIAL NUMBER 

FILING DATE 

CHANGE IN REGISTRATION 
REGISTRATION NUMSER 
REGISTRATION DATE 
OWNER NAME AND ADDRESS 


SECTION 44 INDICATOR 
FOREIGN PRIORITY DATES 
DISCLAIMES 


TYPE OF MARI 
REGISTER 


183 
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TRADEMARK POST REGISTRATION 
Trademark Rule 2.165 Requirement 


Where A Section 8 Affidavit Or 
Declaration Is Held Insufficient 


(189) 


Several recent Petitions to the Commissioner have in- 
dicated a failure on the part of registrants and their at- 
torneys to follow the requirements of Trademark Rule 
2.165. Therefore, reviewing certain basic elements of 
this rule is considered timely so as to alert registrants 
and attorneys to technical errors which might lead to 
the cancellation of a valuable trademark registration. 

Part (a) of Rule 2.165 indicates that the examiner will 
notify the registrant when an affidavit or declaration of 
use under Section 8 of the Statute is insufficient and the 
reasons therefor. When the registrant wishes the examiner 
to reconsider the affidavit or declaration, or when the 
registrant has taken additional steps to rectify the defi- 
ciencies and desires to have the examiner reconsider the 
affidavit or declaration in light of those steps, the request 
for reconsideration must be submitted within 6 months of 
the date of mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affi- 
davit or declaration required by Section 8 cannot be 
considered unless it is received before the expiration of 
the six year anniversary of the registration. Consequent- 
ly, registrants should file their affid vits as early as pos- 
sible during the sixth year following registration. 

There are situations where correcting the deficiency 
in the affidavit or declaration requires recording an as- 
signment with the Assignment Division of this Office. If 
the recording cannot be completed within 6 months, the 
registrant must at least respond to the examiner’s notice 
of insufficiency within that period. The response must 
indicate the steps being taken to correct the deficiency. 
The examiner can then allow the registrant additional 
time or suspend action depending on the circumstances. 
Registrants must always observe the “six month re- 
sponse” period whenever responding to the examiner 
from an adverse action. 

Part (b) of Rule 2.165 permits a registrant to request 
the Commissioner to review the action of the examiner 
when he is dissatisfied with that action. Review by the 
Commissioner should be sought only where it is be- 
lieved that the examiner has erred in his action. In other 
words, the Commissioner’s role is to review the correct- 
ness of the examiner’s action and not to serve as an alter 
ego of the examiner before whom the registrant may 
seek to correct deficiencies. 

When review by the Commissioner has been sought, 
the decision on that request constitutes the final action 
of the Patent and Trademark Office. If no review by the 
Commissioner is sought and if no request for reconsider- 
ation of an examiner’s action is timely filed, the Commis- 
sioner will notify the registrant of the deficiency in the 
affidavit or declaration after the sixth year has expired. 
Such notice is never mailed prior to the expiration of 
the sixth year following registration nor until a reason- 
able time has elapsed following a six month period from 
the last action mailed by this Office. This notice consti- 
tutes the final action of the Patent and Trademark Office 
in those cases where the Commissioner’s review has not 
been sought. Once this notice has been mailed, it is too 
late (under the Rules of Practice) to request the Com- 
missioner to review the action of the examiner. Review 
would only be proper if an affiant could show circum- 
stances sufficient to suspend the finality element of Rule 
2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with 
Rule 2.165 as it has been briefed above. Therefore, 
parties are urged to respond fully as soon as possible af- 
ter an action is received from the examiner. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Dec. 12, 1977. 


[966 TMOG 80] 
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(190) Late-Filed Renewal Fees 


Sections 9 and 31 of the Lanham Act (15 U.S.C. 
§§1095 and 1113) require that an additional five dollar 
($5.00) fee be submitted by a registrant who files a re- 
newal application during the three-month period follow- 
ing expiration of its registration. The language of the 
statute requires that this additional fee be submitted 
within the three-month grace period. A number of regis- 
trants who have failed to submit the additional fee with- 
in the prescribed period have petitioned the Commis- 
sioner to allow their renewal applications. The Commis- 
sioner has granted petitions of this kind where the 
registrant or its attorney maintained a Patent and Trade- 
mark Office deposit account which contained, on the 
date the renewal application was filed, sufficient funds 
to cover the additional fee. Specifically, the Commis- 
sioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to 
charge the deposit accounts to have taken place at the 
time the registrants filed their renewal applications, even 
though the authorizations were not confirmed until a lat- 
er date. This Office policy was established by the Com- 
missioner’s decision in Jn re Ralston Purina Co., 191 
USPQ 154 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision 
is being changed. Henceforth, the Commissioner will no 
longer exercise discretion to charge deposit accounts 
nunc pro tunc for trademark renewal application fees. To 
allow an authorization to charge a deposit account to re- 
late back to a date on which no actual authorization 
existed is, in effect, to allow late payment. It is inequita- 
ble to permit those registrants who have deposit ac- 
counts (or those whose attorneys have such accounts) to 
make late payment of renewal fees, while those without 
deposit accounts may not. 

Petitions relying on Ralston Purina will, after the date 
of this notice, be denied, unless the events that gave rise 
to those petitions occurred before publication of this no- 
tice. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Feb. 20, 1981. 
[1004 O.G. 29] 


(191) Renewal Applications and 


Section 8 Affidavits 


There has been a noticeable increase in the number of 
petitions requesting provisional acceptance of defective- 
ly executed Section 8 Affidavits and Renewal Applica- 
tions under 35 U.S.C. §26, the most common problem 
being a lack of notarization or a Rule 2.20 declaration. 
Often, such petitions are necessitated by the failure of 
registration owners to file the documents early enough 
to leave time in which to correct should they prove de- 
fective. 

Section 8 Affidavits may be fiied beginning with the 
fifth anniversary of the registration. The period for filing 
expires on the sixth anniversary of the registration. The 
period for filing Renewal Applications begins six months 
before the twentieth anniversary of the registration and 
extends three months beyond the expiration of the twen- 
ty year term. While the Post Registration Division may 
allow up to six months to respond to a notice of defect, 
it may not allow corrective action beyond the period for 
filing established by the Trademark Acct. It is therefore 
in the registrant’s best interest to file such documents as 
close to the opening date as possible to allow time for 
correction, if necessary. Provisional acceptance under 35 
U.S.C. §26 has been, and will continue to be, given nar- 
row application. Registrants should not rely on 35 
U.S.C. §26 as a means of acquiring an extension of time. 

We have also become aware of many delays caused 
by defects in the chain of title. Registrants are encour- 
aged to keep Patent and Trademark Office assignment 
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records current with regard to ownership of registra- 
tions. 

The filing of Post Registration documents at the earli- 
est date and maintenance of assignment records will help 
to avoid the cancellation or expiration of registrations of 
trademarks currently in use, and will result in a savings 
of time and expense for both the registrant and the Pa- 
tent and Trademark Office. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


[1030 TMOG 37] 


Apr. 19, 1983. 


(192) 


Effective Dec. 1, 1983, all requests presented to the 
Patent and Trademark Office under the provisions of 
Section 7 of the trademark statute (15 U.S.C. 1057) will 
be considered by the Post Registration Section of the 
Trademark Examining Operation. 

Necessary telephone inquiries concerning procedure 
or status should be directed to 703-557-1986. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Trademark Examining Operation 


Dec. 2, 1983. 
[1038 TMOG 256] 


(193) Expedited Service for Certified Copies of 


Trademark Registrations 


On Oct. 4, 1986, expedited service for obtaining certi- 
fied copies of trademark registrations will be available to 
the public. The cost of obtaining a certified copy show- 
ing title and/or status will be $10.00 plus $25.00 for the 
expedited service for a total of $35.00 per copy; a certi- 
fied copy of the registered mark, not showing title or 
status, will be $5.00 plus $25.00 for expedited service for 
a total of $30.00. Requests received in the Post-Registra- 
tion Section of the Trademark Services Division, Crys- 
tal Plz. 2-4C24, before 12:00 noon on U.S. Patent and 
Trademark Office scheduled work days will be filled 
within three work days. 

Requests for expedited service which are hand carried 
to the Post-Registration Section located in Crystal Plz. 2 
-4C24 will be available for pickup at the same location 
after 12:00 noon three work days later. Requests for ex- 
pedited service which are mailed to the Patent and 
Trademark Office will be processed and mailed back to 
the requester three work days after they are received in 
the Post-Registration Section from the U.S. Patent and 
Trademark Office mail room. All requests for expedited 
service will be machine stamped when received in the 
Post-Registration Section and machine stamped upon 
completion by the Post-Registration Section. 

Anyone requesting expedited service will be limited to 
five registration numbers per day. Limits on the number 
of registrations being certified are needed in order to en- 
sure that service is not disrupted for routine requests for 
certified copies. The guarantee of service in three work 
days is based on the ability of the Post-Registration Sec- 
tion to process up to 1,000 expedited copies out of an 
average of 16,000 copies processed each year. 

Inquiries about the service should be addressed to: 


Patricia M. Davis 

Administrator for Trademark Operations 
Trademark Examining Operation 
Crystal Plz. 2-3C06 


(703) 557-3268 
MARGARET M. LAURENCE, 
Assistant Commissioner 


Aug. 19, 1986. 
for Trademarks. 


[1070 TMOG 4] 
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TRADEMARK INFORMATION AND 
CORRESPONDENCE 

(194) Powers of Attorney in Registered 
Trademark Files 


On and after Feb. 1, 1967, communications advising of 
changes in the powers of attorney for registered trade- 
marks will be placed in the registration files, but will not 
be acknowledged by the Patent Office. The information 
will thus be available to those who inspect the files, but 
since these powers of attorney do not directly concern 
the Patent Office, acknowledgments are not believed to 


be necessary. 
C.M. WENDT, 
Jan. 30, 1967. Director. 


[835 TMOG 95] 


(195) 


On Feb. 1, 1972, the operations of the Trademark Ap- 
plication Section of the Patent Office will be reorga- 
nized. The purpose of the reorganization is to provide 
the public and applicants with more current information 
concerning newly filed applications. 

The prompt initial processing of trademark applica- 
tions is necessary in order to fulfill one of the main Pa- 
tent Office functions, that of producing a record, acces- 
sible to the public, of new trademark activity to 
facilitate the clearance of new marks for use, determine 
the registrability of proposed marks, and avoid conflicts 
with the rights of others. In order to maintain a record 
of marks applied for which reflects the most current in- 
formation available to the Office concerning them, the 
early processing of drawings in order to have them 
placed in the search room is considered as a first priori- 
ty. The processing of these drawings includes the assign- 
ment of serial numbers, initial classification, duplication 
of the drawing and the forwarding of copies of the 
drawing to the search room. Other functions which are 
necessary in the processing of applications, such as the 
processing and mailing of filing receipts, are secondary 
to the processing of drawings. 

In past years, there have been delays in processing ap- 
plications and forwarding application drawings to the 
search room. These delays have varied from several 
weeks to several months. In view of the importance, 
both to applicants and the public, of recording essential 
information concerning newly filed applications as 
quickly as possible, a reorganization of the workflow in 
the Application Section is being effected. 

There is no change in the processing of applications 
through the mail room and finance branch to the Appli- 
cation Section. However, under the new plan, upon re- 
ceipt in the Trademark Application Section, all applica- 
tions will be stamped with a serial number, and the 
drawing of the mark will be reproduced immediately 
and placed in the search file: This processing will occur 
as soon as the application files reach the Application 
Section. Such procedures as determining whether or not 
an application will receive a filing date, preparation of 
the file jackets, and mailing of the filing receipt will take 
place at a later time. 

Applicants who wish to be notified promptly of the 
date their papers were received in the office and their 
serial number, may send two self-addressed postcards 
with their application papers. The mail room will stamp 
both postcards with the date of receipt and return one 
to the applicant; the second postcard will be stamped 
with the serial number and forwarded to the applicant 
from the Application Section. The postcards should con- 
tain the applicant’s name and the trademark which is the 
subject of the application. When more than one set of 
application papers are forwarded under one cover, post- 
cards should be attached to each set of papers for which 
a receipt is desired. 


Initial Processing of Application 
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Under the new system of processing application pa- 
pers, your particular attention is directed to the follow- 
ing changes as compared to the present procedure. 

1. a drawings will be placed in the public 
search file prior to the mailing of the filing receipt. 

2. By using the postcard system described above, ap- 
plicants will be notified sooner of the date of receipt of 
their papers and the serial number of their application. 
Applicants are encouraged to use the postcard system. 

3. Additional papers sent in by the applicant or attor- 
ney should be identified by serial number, thereby en- 
abling the office to process these papers quickly. 

4. When an application is accompanied by a petition 
to the Commissioner under §2.146, the petition will not 
be considered until processing by the Application Sec- 
tion is complete. 

Effective date. The procedure outlined in this notice 
will become effective Feb. 1, 1972. 


RICHARD A. WAHL, 
Acting Commissioner of Patents. 


JAMES H. WAKELIN, Jr., 
Assistant Secretary for 
Science and Technology. 
Published in 37 F.R. 942; Jan. 21, 1972 


[895 O.G. TM 193] 


Jan. 11, 1972. 


(196) Mail Delays and Petitions to Revive 


(Trademarks) 


Since applications that become abandoned uninten- 
tionally present burdens to both the Patent office and 
the applicant, a simplified procedure has been devised to 
alleviate these burdens when the abandonment results 
from a delay in the mails. This procedure (which is simi- 
lar to the procedure adopted for patent applications at 
910 O.G. 402 and 910 O.G. TM 76) provides for an au- 
tomatic petition to revive. 

When a trademark communication which falls within 
the circumstances enumerated below is mailed to the Pa- 
tent Office more than three full days prior to the due 
date, a conditional petition may be attached to the com- 
munication. If the communication is received in the Pa- 
tent Office after the due date and the application be- 
comes abandoned, the conditional petition will become 
effective, subject to the following requirements. The pe- 
tition must include (1) an authorization to charge a de- 
posit account for any required fees, including the peti- 
tion fee, and (2) an oath or declaration signed by the 
person mailing the communication and also signed by 
the applicant or his attorney stating that the communica- 
tion and petition were either placed in the United States 
mail as first class or air mail or placed in the mail out- 
side the United States as air mail. Since mail handled in 
this manner may reasonably be expected to reach the 
Patent Office by the due date, any mail delays beyond 
such time will be considered to constitute unavoidable 
delay and sufficient cause to grant a petition to revive 
(Section 12(b) of the Trademark Act of 1946). 

The circumstances under which this procedure may 
be used are those where the communication, if timely 
filed, (1) would be a proper and complete response to an 
action or request by the Patent Office, and (2) would 
stop a period for response from continuing to run. Ac- 
cordingly, this procedure would be appropriate for: 


1. A response to a non-final Office action. 

2. A response to a final Office action which places the 
application in condition for publication or issue. 

3. A notice of appeal and requisite fee. 

4. An appeal brief. 


A suggested declaration form for the petition is shown 
below: 
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Applicant: 

Serial No.: 
Date Filed: 
Mark: 


I hereby declare that the attached communication is 
being deposited in ( ) the United States mail as first class 
or air mail, or ( ) the mail outside the United States as 
air mail, in an envelope addressed to: Commissioner of 
Patents, Washington, D.C. 20231, on ___Ee—>" 
which date is more than three full days prior to the due 


date, at ee Re 
(Location) (Name of individual) 


In the event that such communication is not timely 
filed in the Patent Office, it is requested that this paper 
be treated as a petition to revive and that the delay in 
prosecution be held unavoidable. 

The petition fee is authorized to be charged to Depos- 
it Account No. in the name of _____.. 

The —— declares further that all statements 
made herein of his own knowledge are true, and that all 
statements made on information and belief are believed 
to be true; and further that these statements were made 
with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or 
both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopar- 
dize the validity of the application or document or any 
registration resulting therefrom. 


Date: 


Petition to Revive 


(Signature of applicant or 
applicant’s attorney) 
And 

Date: (Signature of person mailing, 
if other than the above) 


Normal petition practices are not affected in those sit- 
uations where this procedure is either not elected or not 
appropriate, nor does this procedure bar the granting of 
a petition in different fact situations where justified. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 21, 1974. 


[921 O.G. TM 126] 


(197) Dissemination Of Trademark Information 


In order to clarify the policy regarding Trademark Ex- 
aminers giving out Trademark information to the general 
public, the following directive has been promulgated: 

Trademark Examiners are reminded that they may 
only be ——- to questions regarding applications 
pending before them. All other questions regarding 
Trademark matters must be directed to the Director of 
the Trademark Examining Operation, 703-557-3268. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Feb. 15, 1978. 
[968 TMOG 9] 


Requests for Information on Status 
of Trademark Registrations 


(198) 


The purpose of this notice is to explain the circum- 
stances in which the Trademark Examining Operation 
can respond to written and telephone requests for infor- 
mation about the status of trademark registrations. Only 
limited information can be provided by telephone. 


I. Orders for “Status” Copies 


_ The most reliable means of obtaining status informa- 
tion concerning a registration is a written order for a 
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“status” copy of the registration. Status copies show 
whether affidavits have been filed under Sections 8 and 
15, whether the registration has been renewed or can- 
celled, and whether certain other actions have been 
taken with respect to the registration. The charge for 
copies of Ie showing status and/or title, if not 
certified, is $6.50, effective Oct. 1, 1982. The charge for 
a certified copy showing status and/or title is $10.00 ef- 
fective the same date. 


II. Telephone Information Available from the Search 
Library 


If the caller has the registration number, he oz she 
may leave a request for status information on an auto- 
matic answering machine in the Trademark Search Li- 
brary (Search Room) at 703-557-3282. The Search Li- 
brary staff will call back with the information requested 
within one working day. Callers are asked to limit their 
requests to two registration numbers per day. 

The Search Library staff is not permitted to make 
“searches” to determine if particular marks are in the 
Office’s search files. Neither is the staff able to supply 
information as to the ownership or assignment of regis- 
trations, or to read over the telephone lengthy passages 
of a registration, such as the identification of goods or 
services. 


Ill. ys oe Information on Receipt of Section 8 and 
15 Affidavits and Renewal Applications 


The Post Registration Section can be reached by call- 
ing 703-557-2923. The staff of this section can advise 
only on whether an affidavit or a renewal application 
has or has not been received. Inquiries as to whether af- 
fidavits and renewals have been accepted should be di- 
rected to the Search Library. 


MARGARET M. LAURENCE, 
Assistant Commissioner 


Sept. 15, 1982. 
for Trademarks. 


[1023 TMOG 15] 


(199) Transmittals for Use of 


Deposit Accounts 


When statutory fees are to be charged to a deposit ac- 
count, the processing of the application can be 
facilitated by submitting the applicant’s transmittal letter 
or other correspondence specifying the account to be 
charged in triplicate. Submission of these documents in 
triplicate will eliminate the need for the Mail Room to 
photocopy the document and thereby reduce the pro- 
cessing time of incoming mail. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Nov. 21, 1983. 
[1037 TMOG 15] 


(200) Helpful Hints From The PTO 

e Data To Be Included on Patent and Trademark Papers 
Filed In The PTO In Response To Office Actions—Per- 
haps the greatest cause of delay and wasted time in 
the support sections of the PTO is in trying to match 
papers bearing incorrect or incomplete data with ap- 
plications. Because some Trademark Papers are not 
clearly identified as pertaining to Trademark applica- 
tions, they are frequently misrouted to the Patent Ex- 
amining Groups. 

On all papers related to Patent applications, type the 
word “PATENT” in the upper right-hand corner of the 
document. Also, please include the correct serial num- 
ber, filing date, inventor’s name, and title of the inven- 
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tion. Additionally, include the examiner’s name, and 
group art unit number or other identifying data found 
Tap most recent letter from the PTO. (37 CFR 
1.1(a)). 

However, please note that an organizational restruc- 
turing of the Patent Examining Corps has resulted in 
many applications being reassigned to new Groups and 
Art Units. Your attention is directed to the NOTICE 
OF CHANGES IN THE PATENT EXAMINING 
CORPS that appeared in the OFFICIAL GAZETTE 
on June 26, 1984, (1043 OG 23), which identifies the 
Group Art Unit of each examiner (1043 OG 40 through 
1043 OG 67). Letters mailed from the Groups after Apr. 
15, 1984, should reflect the current identifying data. 

For all papers related to Trademark applications, type 
the word “TRADEMARK” in the upper right-hand 
corner of the document. Also, please set forth the 
applicatant’s name, correct serial number (including the 
series number which currently is “73”), filing date, law 
office, examining attorney and mark. 

Documents for which no fee is required at the time of 
filing (e.g., amendments to applications and requests for 
extensions of time to file an opposition) continue to be 
addressed: 


Box 5 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Mail directed to the Trademark Trial and Appeal 
Board should have mark “Attention: TTAB” on the en- 
velope in additon to “Box 5.” 


e Mailing Responses To The PTO—In general, it would 
eliminate or greatly reduce processing steps by the 
PTO support staff, and will avoid interruption of the 
examiner’s work, if a few simple, general rules were 
followed in regard to mailing of the responses to the 
PTO: 


1. After a Patent or Trademark application is filed, 
please avoid filing additional papers (other than 
those requesting a filing receipt or those required 
by the Office) until the filing receipt or return post 
card identifying the Serial Number and Patent Ex- 
amining Group Art Unit or Trademark Law Of- 
fice has been received. 

2.In Patent applications, requests for extensions of 
time, changes of address, proposed drawing cor- 
rections, and petitions are sometimes incorporated 
in the remarks section or at the beginning of pa- 
pers entitled “Amendment” or “Response.” In 
Trademark applications, change of address and 
powers of attorney are sometimes incorporated in 
the remarks section or at the beginning of papers 
entitled “Amendment” or “Response”. Please pres- 
ent such items in separate papers, appropriately ti- 
tled, since they are all handled by different person- 
nel (37 CFR 1.4(c)). However, please include a 
statement in the amendment/response describing 
the paper being filed. 

. Where a supplemental or preliminary amendment 
is found necessary in Patent or Trademark applica- 
tions, please telephone the examiner and request 
that the examiner delay action for a certain time in 
order to avoid crossing in the mails of the amend- 
ment and the Office action. 

. File Patent and Trademark documents which have 
no particular time or sequence requirement, with 
materials submitted in response to the statutory or 
regulatory requirements. Examples are certified 
copies of foreign documents to support priority 
and formal drawings in Patent applications or 
changes in Power of Attorney or Mailing Address 
following first action. 

. If a disclosure statement is to be filed before an 
Office action, file it when the application is filed. 
Some Group Art Units have greatly reduced the 
pendency to first action. Hence, many examiners 
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are taking up new applications before an informa- 
tion statement is pe ed with the application. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1044 TMOG 44] 


July 10, 1984. 


(201) 


Papers which are filed in the Patent and Trademark 
Office in connection with published trademark applica- 
tion files should be captioned to the attention of the 
— Quality Review Clerk and addressed as fol- 
ows: 


Published Trademark Applications 


Commissioner of Patents and Trademarks 
Attention: Box 5, Trademark Quality Review Clerk 
Washington, D.C. 20231 


This mailing should be used only for papers filed after 
publication but before issuance of the registration. This 
could include corrections to information which a 
to have been inadvertently or incorrectly published in 


the Trademark Official Gazette, as well as changes of 


attorney or address papers or notification of filing an as- 
signment. Corrections to information published in the 
TMOG must be received in the Office before the regis- 
tration is issued. 

Use of this mailing address. for corrections will help 
ensure that such papers are properly routed within the 
Office. Telephone inquiries concerning corrections or 
other matters in relation to published trademark applica- 
tions should be directed to (703) 557-4249. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Dec. 10, 1984. 


[1050 TMOG 316] 


(202) Notices of Abandonment 

The Trademark Operation has begun notifying trade- 
mark applicants when their pending applications have 
been abandoned by the Office. Under this new proce- 
dure, a computer-generated post card bearing the notice, 
serial number, applicant name and abandonment date 
will be sent to the correspondence address designated by 
the applicant. The post cards will be mailed within 2 to 
4 weeks after the application is declared abandoned. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Jan. 13, 1986. 


[1063 TMOG 4] 


(203) Change of Correspondence Address in 


Trademark Applications 


Applicants are reminded that when an application is 
filed and a correspondence address is entered in the Of- 
ficial record, correspondence will continue to be sent to 
such address until the applicant or party, or the attor- 
ney-at-law or other authorized representative of the ap- 
plicant or party, indicates in writing that correspondence 
is to be sent to another address. 37 CFR Section 2.18. 
The filing of a response to an Office action on letterhead 
stationery that indicates a different address from the cor- 
respondence address of record is insufficient notice that 
correspondence is to be sent to another address. Specific 
language is needed which can reasonably be interpreted 
to be a request to change the address. See TMEP Sec- 
tion 603. 

If a power of attorney has been filed in an application, 
a subsequently filed power of attorney will be regarded 
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as a written request to change the correspondence ad- 
dress, even if there is no specific language changing the 
address or revoking the prior power of attorney. See 
TMEP Section 603. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


May 15, 1986. 


[1067 TMOG 7] 


(204) Use of Restricted Deposit Account for 
Electronic Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account 
will be made available to those members of the public 
who wish to use it for electronic ordering of patent and 
trademark copies. The restricted deposit account re- 
qui uires maintenance of a minimum balance of $300.00 at 

e end of each month, as compared to the unrestricted 
account which requires a minimum balance of $1,000.00 

In FY 1986, the Office established the restricted de- 
posit account for use in charging subscriptions for copies 
of newly issued patents by subject matter classification. 
Establishment of a PTO deposit account is a prerequisite 
for subscription service. 

Recently, the Office established an electronic ordering 
service (EOS), a method of ordering copies of patents 
and trademarks through the use of a computer terminal 
and modem. EOS is available only to PTO deposit ac- 
count holders. 

Many people who are interested in using EOS to or- 
der copies of patents and trademarks and who do not 
have PTO deposit accounts find the $1,000.00 balance 
required for the unrestricted account prohibitive. There- 
fore, the use of restricted account is being expanded to 
incorporate EOS ordering. Subscriptions and EOS 
ordering are the only two services for which restricted 
accounts may be used. If you have any questions on sub- 
scriptions or EOS, please call Mary Brown on (703) 
557-3236. If you have questions on deposit accounts, 
please call Delores Riley on (703) 557-3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 


[1068 TMOG 4] 


(205) New Trademark Fees 
Effective Oct. 4, 1986, the trademark fee schedule 
(Rule 2.6, 37 CFR §2.6), is as follows: 
(a) For filing an application, per class $200.00 
(b) For filing an appliclation for renewal of 
a registration, per class 
(c) For filing to publish a mark under sec- 
tion 12(c), per class 
(d) For issuing a new certificate of zegistra- 
tion upon request of assignee 
(e) For a certificate of correction of regis- 
trant’s error 
(f) For filing a disclaimer to a registration . 
(g) For filing an amendment to a 
registration 
(h) For filing an affidavit under §8 of the 
Act, per class 
(@) For filing an affidavit under §15 of the 
Act, per class 
(j) For filing a combined affidavit under 
§§8 and 15 of the Act, per class 
For petitions to the Commissioner .... 
For filing petition to cancel or notice of 
Opposition, per class 
) For ex parte appeal to the Trademark 
Trial and Appeal Board, per class .. . 
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(n) For printed copy of registered mark 
Copy only 
Copy showing title and/or status 
(0) For certifying trademark records, per 
certificate 
For expedited handling of such certifica- 
tion, per record requested 
(p) For photocopies or other reproductions 
of records, drawing, or printed materi- 
al, per page of the material copied . . . 
(q) For recording trademark assignments 
and agreements or other papers relat- 
ing to the property in a registration or 
application, per document 
For each mark in addition to one 
assigned in the same document 
For abstracts of title to each registration 
or application, including the search . . 
For special service handling of late filed 
fees in connection with a 
renewal 
For items and services that the Commis- 
sioner finds may be supplied, for 
which fees are not specified, such 
charges as may be determined by the 
Commissioner with respect to each 
such item or service actual 
cost. 


MARGARET M. LAURENCE, 
Assistant Commissioner, 


Aug. 15, 1986. 
for Trademarks. 


[1070 TMOG 10] 


(206) Filing of a Notice of Appeal to the Federal 
Circuit and Service of Court Papers on the 
Commissioner of Patents and Trademarks 


1. Service of court papers 


This notice supersedes the Solicitor’s Notice of Sept. 
10, 1982 [1023 Official Gazette 3 (Oct. 5, 1982)]. 

Court papers may be served on the Solicitor in the 
following manner: 

A. By hand between 8:30 A.M. and 5:00 P.M. at the 
Office of the Solicitor located in Crystal Plz., Bldg. No. 
2, 2011 Jefferson Davis Hwy., 5th Fl., Rm. 5—C-15, Ar- 
lington, Va. 

B. By mail in an envelope addressed as follows: 


Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215. 


Court papers mailed to an address other than the So- 
licitor’s service address above, or hand-delivered to the 
Office of the Solicitor, are deemed to be served when 
actually received in the Office of the Solicitor. 

Papers which are not court papers and are intended to 
be filed in the Patent and Trademark Office in connec- 
tion with an application or other proceeding pending in 
the Office should not be mailed to the Solicitor’s mail 
service address. Any such papers which are mailed to 
the Solicitor’s mail service address will not be filed in 
the Office and will be returned. No exceptions will be 
made to this policy. 


2. Filing of a notice of appeal to the Federal Circuit 


A notice of appeal from a decision of the Board of 
Patent Appeals and Interferences in an ex parte or inter 
partes patent matter or a decision of the Trademark Tri- 
al and Appeal Board in an ex parte or inter partes trade- 
mark matter must be timely filed. 

A certificate of mailing under 37 CFR §1.8 cannot be 
used for the purpose of effecting “filing” of a notice of 
appeal to the U.S. Court of Appeals for the Federal Cir- 
cuit. In re Thrifty, 231 USPQ 560 (Comm’r. Pat. 1986), 
mandamus denied mem., Misc. No. 137 (Fed. Cir. Nov. 
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21, 1986) (unpublished). Thus, a notice of appeal which 
reaches the Patent and Trademark Office after the due 
date, is not considered to be timely filed, even though 
mailed prior to the due date with a certificate of mailing 
under 37 CFR §1.8. 

A notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit may be filed in the Patent and 
Trademark Office in any of the following ways: 

A. By mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and 
Trademark Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 

B. By “Express Mail” (U.S. Postal Service only) un- 
der 37 CFR §1.10 addressed as follows, in which case 
the notice of appeal is deemed filed on the date of the 
Express Mail certificate: 

Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 
C. By hand to the Office of the Solicitor. 


A notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit should not be mailed to the Solici- 
tor’s mail service address. 


JOSEPH F. NAKAMURA, 


June 8, 1987. Solicitor. 


[1079 TMOG 5] 


(207) HELPFUL HINTS 


© Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier — The benefits of 37 CFR 1.8 or 
1.10 apply only to documents delivered to the PTO by 
the U.S. Postal Service. 

A number of instances have been uncovered where in- 
dividuals are certifying that documents were deposited 
with the U.S. Postal Service when, in fact, the docu- 
ments were hand carried or delivered to the PTO via 
commerical mail service, e.g., “Federal Express,” 
“DHL,” “Purolator,” “Air Borne,” “UPS’,” etc. In 
those instances where documents include a certificate of 
mailing under 37 CFR 1.8 or 1.10, but were delivered to 
the PTO by other than U.S. Postal Service, Mail Room 
personnel are placing a notice indicating that fact on the 
correspondence involved to alert PTO personnel that 
the benefits of 37 CFR 1.8 or 1.10 do not apply. 


[1080 TMOG 6] 


(208) Appeals to CAFC 
In every case of an appeal to the CAFC from a deci- 
sion of the Board of Patent Appeals and Interferences or 
the Trademark Trial and Appeal Board, a copy of the 
notice of appeal should be separately transmitted to the 
Office of the Solicitor at the time the original notice is 
filed with the Commissioner. The Solicitor’s copy 
should be sent in an envelope addressed as follows: 
Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attn: Office of the Solicitor 
In lieu of mailing, the copy for the Solicitor may be 
hand-delivered to the Office of the Solicitor. Sending a 
copy of the notice of appeal to the Solicitor’s Office will 
prevent or reduce delays in docketing appeals in the 


CAFC. 
DONALD W. PETERSON, 


July 17, 1987. Deputy Commissioner 
of Patents and Trademarks. 


[1081 TMOG 5] 
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(209) 


© Certificate of Mailing AND Return Post Card — Use 
of the Certificate of Mailing Procedure is strongly en- 
couraged. 

37 CFR 1.8(a) provides for the use of a Certificate of 
Mailing on most correspondence with the PTO, where- 
by the correspondence (and/or fee) will be considered 
as timely filed if deposited with the U.S. Postal Service 
within the set time period. Consistent use of this proce- 
dure is extremely beneficial to practitioners, whether or 
not the Post Card Receipt provision of MPEP 503 is 
used. 

In those instances where the PTO never receives the 
correspondence, no post card receipt will be available to 
evidence the filing and/or timeliness of the correspon- 
dence. However, in those instances where a Certificate 
of Mailing is properly used, 37 CFR 1.8(b) provides re- 
lief, even if the correspondence is not received in the 
PTO at all. Under 37 CFR 1.8(b) the party who 
forwarded the correspondence need only (1) inform the 
PTO of the previous mailing of the correspondence, (2) 
supply a copy of the previously mailed correspondence 
and Certificate, and (3) include a declaration which ade- 
quately attests to the previous timely mailing. 


HELPFUL HINTS 


[1082 TMOG 8] 


(210) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the pro- 
cedure for handling fee checks of attorneys and agents 
that are returned to the Office unpaid. Presently, when a 
check submitted as payment for an application, a process- 
ing, an issue or any other fee is returned to the Office un- 
paid, the Office of Finance sends a letter to the attorney 
or agent who represents the applicant, or to the applicant 
if unrepresented by an attorney or agent, enclosing the 
check and calling attention to the fact that the check was 
returned unpaid. Beginning Dec. 1, 1987, the Office of Fi- 
nance will send a copy of its letter to the applicant if the 
letter is addressed to an attorney or agent. The prohibition 
of 37 CFR §§1.33 and 2.18 against double correspondence 
is waived in view of the submission of a check that is re- 
turned unpaid to the Office. 

A registered patent attorney or agent who repeatedly 
submits checks that are returned unpaid through no fault 
of the bank may expect to have the matter referred to 
the Office of Enrollment and Discipline. 


DONALD W. PETERSON, 
Deputy Commissioner. 


[1083 TMOG 7] 


Oct. 5, 1987. 


TRADEMARK PUBLICATIONS 
(211) Separation of the Patent and Trademark 
Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be 
separated into two parts to be known as the Patent Offi- 
cial Gazette and the Trademark Official Gazette. 


se*# ee 


Orders for subscriptions should be addressed to Super- 
intendent of Documents, U.S. Government Printing Of- 
fice, Washington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette 
will no longer contain “Decisions in Patent and Trade- 
mark Cases.” Decisions of the type heretofore found in 
the “Decisions in Patent and Trademark Cases” are 
published by non-Federal organizations such as, for ex- 
ample, the Bureau of National Affairs, Inc., 1231 25th 
St. NW., Washington, D.C. 20037, and West Publishing 
Co., 50 Kellogg Blvd., St. Paul, Minn. 55102. 
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Finally, the “Decisions Leaflet” of the Official Gazette 
will no longer be supplied as a separate subscription 
item after January 26, 1971. According to present plans, 
however, both the Patent Official Gazette and the Trade- 
mark Official Gazette will have identical “Patent Office 
Notices” sections containing notices of the various types 
heretofore published in the Gazette decision leaflet and 
Trademark Section. Those notices of particular interest 
to Patent Office employees will be accumulated and 
published approximately every fourth week, and distrib- 
uted separately to employees. 


WILLIAM E. SCHUYLER, JR., 
Commissioner of Patents. 


[882 O.G. TM 33] 


Dec. 29, 1970. 


(212) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classifica- 
tion of goods and services by the United States as of 
September 1, 1973 (see Official Gazette of June 26, 1973, 
911 O.G. TM 210), it is necessary to change the ar- 
rangement in the Official Gazette of the marks published 
for opposition. 

Beginning with the issue of May 7, 1974, the section 
of the Official Gazette entitled “Marks Published for Op- 
position” will be divided into four sections instead of the 
present two sections. (For the preceding change from 
one to two sections, see Official Gazette of October 13, 
1964, 807 O.G. TM 51.) Sections 1 and 2 will be accord- 
ing to international classification and will contain marks 
in applications filed on or after September 1, 1973, and 
Sections 3 and 4 will be according to prior United States 
classification and will contain marks in applications filed 
on or before August 31, 1973. 

In Section 1, all marks presented in combined applica- 
tions filed on or after September 1, 1973 for registration 
in more than one international class will be published 
with only one reproduction of each mark. The repro- 
duction of the mark will be followed by the internation- 
al class numbers, and under each class will appear the 
goods or services in connection with which the mark is 
used. If the date of first use applies to all classes, it will 
appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed 
on or after September 1, 1973 for registration in a single 
class will be published in international class order. 

In Section 3, all marks presented in combined applica- 
tions filed on or before August 31, 1973 for registration in 
more than one prior United States class will be published 
with only one reproduction of each mark. The reproduc- 
tion of the mark will be followed by the prior United 
States class numbers and titles, and under each class will 
appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all clas- 
ses, it will appear following the last class; otherwise, the 
dates of use will appear after each class. 

In section 4, all marks presented in applications filed on 
or before August 31, 1973 for registration in a single class 
will be published in the prior United States class order. 

The following explanation will appear under the head- 
ing “Marks Published for Opposition”: 


The following marks are published in compliance 
with section 12(a) of the Trademark Act of 1946. 
Applications for the registration of marks in more 
than one class have been filed as provided in section 
30 of said act as amended by Public Law 772, 87th 
Congress, approved Oct. 9, 1962, 76 Stat. 769. Op- 
position under Section 13 may be filed within thirty 
days of the date of this publication. See Rules 2.101 
to 2.105. 

A separate fee of twenty-five dollars for opposing 
each mark in each class must accompany the oppo- 
sition. 
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Sections 1 through 4 will appear immediately after the 
above explanation, the sections being designated as fol- 
lows: 


Section 1. International classification—Application in 
more than one class 

Section 2. International classification—Application in 
one class 

Section 3. Prior United States classification—Applica- 
tion in more than one class 

Section 4. Prior United States classification—Applica- 
tion in one class 


The same procedure of dividing into four sections will 
be followed in the notice of the issuance of registrations 
on the Supplemental Register. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 22, 1974. 


[921 O.G. TM 122] 


(213) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 


Multiple Class Registration 


Effective with the Official Gazette issue of December 
16, 1980, there will be a change in the Official Gazette 
listing entitled “Trademark Registrations Cancelled.” 
Beginning with that issue, “Trademark Registrations 
Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than 
all classes. 


For every entry in the listing, the specific classes can- 
celled will be included in parentheses, next to the regis- 
tration number and mark. 

For a single class registration and for a multiple class 
registration in which every class has been cancelled, the 
class number(s) shown in parentheses will represent ev- 
ery class to which the registration applied. 

For a multiple class registration in which fewer than 
all classes have been cancelled, the Official Gazette entry 
will include the word “only” following the notation of 
classes in parentheses, for example: (Int. Cls. 12 and 20, 
only). In this example, the addition of the word “only” 
would indicate that there are classes in the registration 
in addition to Classes 12 and 20, but only Classes 12 and 
20 have been cancelled. 


MARGARET M. LAURENCE, 
Assistant Commissioner, 
for Trademarks. 


Oct. 29, 1980. 


[1000 TM 21] 


(214) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the 
Trademark Official Gazette from the Superintendent of 
Documents are reminded they must specify the date of 
the issue being ordered. 

The date of the issue in which a mark will be 
published for opposition is shown on The Notice of 
Publication form mailed to applicants approximately two 
weeks before the publication date. This date must be in- 
cluded on each single copy order. 

Orders received without an issue date may be filled 
from current weekly stock. The Superintendent of Doc- 
uments cannot check on whether a particular mark is 
published in the issue then in stock. If the stock is 
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exhausted at the time the order is received, the order 
will be returned unfilled. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Mar. 3, 1981. 
[1004 O.G. 36] 


(215) Inadvertently Issued Registration Numbers 


Effective Jan. 3, 1984, a new sub-section identified as 
“Inadvertently Issued Registration Numbers” will exist 
as the last category of cancellations listed under the 
“Trademark Registrations Canceled” section of the Offi- 
cial Gazette. 

This new sub-section will provide public notice of the 
cancellation of registration numbers which have been in- 
advertently issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Nov. 15, 1983. 
[1037 TMOG 16] 


(216) Availability of Patents and 


Trademarks Style Manual 


The latest edition of Patents and Trademarks Style 
Manual will be available to the patent and trademark 
community soon. This edition will be published as a sep- 
arate supplement to the GPO Style Manual. It is the 
first revision since 1973, and will be available in 
looseleaf form. The cover of this supplement is illustrat- 
ed below: 


PATENTS AND TRADEMARKS 
STYLE MANUAL 


A Supplement to the 


UNITED STATES GOVERNMENT 
PRINTING OFFICE 


Style Manual 


1984 


Pao 
fae \ 


\ UNITED STATES PATENT AND TRADEMARK OFFICE 
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Orders are now being accepted by the Superintendent 
of Documents. The stock number is 003-004-00606-4. 
Direct inquiries to: 


Superintendent of Documents 
U.S. Goverment Printing Office 
Washington, D.C. 20402 


Checks for orders should be made payable to the Su- 
perintendent of Documents. If a Deposit Account with 
the Superintendent of Documents is to be used, please 
include the Deposit Account Number with the order. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 TMOG 3] 


June 29, 1984. 


(217) USTA Publications of Looseleaf 


Rules of Practice 


The United States Trademark Association has 
published US Trademark Law; Rules of Practice, Forms 
and Federal Statutes. The book, in looseleaf format to al- 
low for supplements, includes the trademark Rules of 
Practice, sample forms, the Lanham Act and applicable 
provisions and cites of other statutes that deal with 
trademarks and the Patent and Trademark Office. In 
content and format, the USTA publication generally re- 
places the Government Printing Office looseleaf edition 
of the Rules of Practice which has been discontinued. 

Information on ordering copies of US Trademark 
Law: Rules of Practice, Forms and Federal Statutes may 
be obtained from: 


The United States Trademark Association 
6 East 45th St. 

New York, N.Y. 10017 

(212) 986-5880 


The Government Printing Office continues to publish 
the Rules of Practice as Title 37, Code of Federal Regu- 
lations, every July. Effective July 1, 1983, however, the 
CFR edition no longer includes forms. 


MARGARET M. LAURENCE, 
Assistant Commissioner 


Apr. 30, 1984. 
for Trademark. 
[1042 TMOG 58] 


(218) Notice to Subscribers 

The Patent and Trademark Office announces a change 
in the point of contact for subscribers who have not 
been receiving all of their copies of the Official Gazette, 
Manual of Patent Examining Procedures Revisions, An- 
nual Indices, or other patent and trademark publications. 
All correspondence and inquiries concerning subscrip- 
tion services including requests for reinstatement or re- 
newal of subscriptions should be directed to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents ad- 
vises that expiration notices are sent out approximately 
three months before the expiration date. However, sub- 
scribers should not rely on this schedule. If a notice is 
not received within two months of the expiration date, 
the subscriber should renew the subscription with the 
Superintendent of Documents. Attach a label from the 
envelope in which the publication is received, together 
with a check covering the amount of the subscription. if 
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a deposit account with the Superintendent of Docu- 
ments is to be used, include the deposit account number 
with the renewal. 

This notice is effective with the publication date and 
supersedes the notice published on this subject in 969 
O.G. 2, dated Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1045 TMOG 24] 


Aug. 3, 1984. 


(219) Notification of Errors in Trademark 


Official Gazette 


In view of the establishment of in-house photocompo- 
sition of the Trademark Official Gazette, it is important 
that errors noted by the public be directed to a single 
office within the Trademark Examining Operation for 
verification and correction. 

Written notification of errors in the publication of 
marks in the Trademark Official Gazette should include 
the correspondent’s telephone number and should be ad- 
dressed to the Paralegal Specialist, Office of the Deputy 
Assistant Commissioner for Trademarks, United States 
Department of Commerce, Patent and Trademark Of- 
fice, Washington, D.C. 20231. Error notification may 
also be done by telephone to the Paralegal Specialist in 
the Office of the Deputy Assistant Commissioner for 
Trademarks, at 202-557-3268. 

Applicants may use this procedure to notify the Office 
of errors in relation to marks published in the Official 
Gazette if the error is purely clerical (e.g. typographical 
error, drawing printed upside down, or incorrectly stat- 
ed data). This procedure should not be used to dispute 
information that is actually of record in the application 
file. The Paralegal Specialist will review the notification 
of error and verify the existence of the clerical error, 
determine whether the error can be corrected without 
jurisdiction being restored to the Examining Attorney or 
republication being required, and coordinate the appro- 
priate correction procedure. 

Notification must be received by the Office within 
one week after the Official Gazette publication date to 
permit processing by the Office. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Apr. 11, 1985. 
[1054 TMOG 4] 


(220) Subscription Pricing Information 
The subscription prices on the following publications 
have been changed as indicated below: 


Title: Official Gazette, Patent Section 
First-class domesitc mailing 
Fourth-class domestic mailing 
Fourth-class foreign mailing 
Single copies each, domestic 
Single copies each foreign 

Title: Official Gazette, Trademark Section 
First-class domestic mailing 
Surface mailing, foreign 
Single copies each, domestic 
Single copies, foreign 


This change is effective with Government periodicals 
ae Subscription Services Price List 36, dated Summer, 

Foreign first-class mailing rates will be furnished upon 
request. Direct all inquiries and subscription requests to: 


Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 
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Checks for subscription orders should be made pay- 
able to the Superintendent of Documents. If a Deposit 
Account with the Superintendent of Documents is to be 
used, please include the Deposit Account Number with 
the order. oe can also be charged to your 
Master Charge or VISA, include your Account Number 
and expiration date. 

This notice supersedes the ie pe June 10, 
1986, at 1067 OG 12, and 1067 TM! 13. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


[1068 TMOG 5] 


June 25, 1986. 


(221) 


Effective immediately, all claims of prior use of the 
subject mark in another form contained in applications 
for Trademark registrations will be printed in the Offi- 
cial Gazette and on the registration certificates according 
to the following formats: 

First used in another form on 

First used in commerce in another form on 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Printing of Use in Another Form Claims 


July 15, 1986. 


[1069 TMOG 4] 


TRADEMARK MISCELLANEOUS 
(222) Recording of Documents Affecting Title 


The Patent Office is liberalizing its policy concerning 
the recording of documents, other than assignments, 
which affect title to trademark registrations and applica- 
tions. Under Rule 2.185 of the Trademark Rules of Prac- 
tice, instruments affecting title to a trademark registration 
or application, and licenses of trademarks which are the 
subject of trademark registrations or applications, will be 
recorded even though the recording thereof may not 
serve as constructive notice under Section 10 of the 
Trademark Act of 1946, as amended (i5 U.S.C. 1060). 


WILLIAM E. SCHUYLER, JR., 
Commissioner of Patents. 


June 16, 1971. 
Published in 36 F.R. 13231; July 16, 1971 
[889 O.G. TM 2] 


International Protection of Government 
Emblems and Seals 


(223) 


Change of Intent 


The Patent and Trademark Office, ent of 
Commerce, intends to forward only the 50 State seals plus 
one department seal for each department listed in the pub- 
lication “Seals and Other Devices in Use at the Govern- 
ment Printing Office” (“Seals”) instead of the entire publi- 
cation, as indicated on page 59366 of the Federal Register 
of Dec. 23, 1975. 

Since the publication had been printed in 1975, it was 
assumed that few deletions and additions would be neces- 
sary. However, the oe to the above notice, along 
with some necessary deletions, resulted in a large number 
of seals in the publication requiring deletion. This ren- 
dered the publication unacceptable for submission to the 
World Intellectual Property Organization (WIPO). 

Therefore, the Patent and Trademark Office now in- 
tends to forward only the 50 State seals along with the 
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departmental seal denoted “No. 1” for each department 
listed in the “Seals” publication. If this is not the pre- 
ferred departmental or State seal, the department or 
State involved is requested to notify the Patent and 
Trademark Office by Sept. 21, 1976. This notification 
should either specify the number of the preferred seal, as 
it appears in the “Seals” publication, or provide a clear, 
black and white Largs suitable for reproduction, 
of the preferred seal. The seal must be no larger than 1 
1/2 inches in diameter. 

These seals will then be forwarded to WIPO for pro- 
tection under Article 6ter of the Paris Convention for 
the Protection of Industrial Property. 

Address all correspondence to: Commissioner of Pa- 
tents and Trademarks, Washington, D.C. 20231. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 
Published in 41 F.R. 35741 


[950 O.G. TM 114] 


Aug. 18, 1976. 


(224) Recording of “Territorial Assignments” 
in the Assignment Division of the Patent 
and Trademark Office 


It has been the practice of the Assignment Division 
for many years to refuse to record “territorial assign- 
ments,” that is, assignments purporting to transfer rights 
in a trademark registration (not a concurrent use regis- 
tration) for less than the entire United States. Hereinaf- 
ter, such documents will be recorded as long as the re- 
quirements of the Rules of Practice are met by the 
documents submitted. 

The Office is not addressing the validity or effect of 
such documents by recording same, but is merely recog- 
nizing that such transfers may affect title to a registered 
mark and therefore ought to be recorded. At the time a 
Section 8 affidavit or declaration or an application for 
renewal is filed, the Examiner of Trademarks will con- 
sider the effect of such a document. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Oct. 7, 1977. 
[964 TMOG 8] 


(225) Flexible Working Hours 


On Jan. 4, 1979 the Patent and Trademark Office is 
beginning a 15 month experiment with flexible working 
hours for its employees. Under the “flexitime” experi- 
ment many of the Office’s employees will have flexibili- 
ty to begin their workdays as early as 6:30 a.m. or as 
late as 9:30 a.m., and end their workdays between 3:00 
p.m. and 6:30 p.m. Employees in every case shall of 
course work eight hours each day. All or most patent 
and trademark examiners will have flexible hours. 

The public hours of the Patent and Trademark Office 
will continue to be 8:30 a.m. to 5:00 p.m. All units of the 
Office which deal directly with the public will be staffed 
to answer telephone calls and receive visitors during 
those hours. All employees will be on duty from 9:30 a.m. 
to 3:00 p.m. The patent public search room will continue 
to operate from 8:00 a.m. until 8:00 p.m. and the trade- 
mark search room from 8:00 a.m. until 5:30 p.m. 

With the advent of flexible hours, it will be advisable 
for members of the public to make appointments in ad- 
vance when they wish to interview examiners. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Dec. 13, 1978. 


[978 TMOG 141] 
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THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pur- 
suant to a specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trade- 
mark records and in response to public inquiries, the present Retention Schedule for Trademark Records and other 
records including trademark matters which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems con- 
cerning the protection of intellectual property throughout the world. In- 
cludes correspondence with private individuals, the Department of State 
and other countries; reports, records of international meetings concerning 
patents; trademarks, and other matters pertaining to the protection of in- 
tellectual property throughout the world; and other materials relating to 
international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
the preparation and processing of legislation proposed by or in the inter- 

ests of the Patent and Trademark Office. Includes drafts of legislation, re- 
ports to committees on introduced legislation, and comments on legisla- 


tive proposals. 


Trademark Adversary Proceedings Files. Consists of Trademark Opposi- 
tion, Cancellation, Interference, and Concurrent-Use proceedings files. 


Canceled Trademark Registration Files. Consists of original application 
and all related correspondence. 


Expired Trademark Registration Files. Consists of original application and 
all related correspondence. 


Abandoned Trademark Application Files. Consists of original application 
and all related correspondence. 


Trademark Renewal Indes. Index to trademark registration that are re- 
newed. 


Indexes to Trademark Applications. Index shows applicant’s name, serial 
number of application, filing date, name of mark description of goods, at- 
torney’s name, and final disposition of the application. 


A. Applicant’s Index. 


B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings., Index arranged by 
type of proceeding. Shows status of proceeding prior to and immediately 
after a decision by the Board. 


Trademark Adversary Proceeding Records. Card file showing records of 
Trademark Adversary Proceedings. 
Trademarks Published in Official Gazette. Clippings of marks from Official 


Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant’s Index. Index to Trademark registrant’s name, in- 
cludes serial and registration numbers, date of registration, line cf goods 
and other related information. 


Class of Goods Index. Card index used to indicate into what class any 
conceivable goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark 
trial and appeal board cases. 


PERMANENT. Transfer to FRC 5 
years after close of case. Offer to Na- 
tional Archives when 25 years old. 


PERMANENT. Transfer to FRC af- 
ter 5 years. Offer to National Archives 
when 25 years. 


The past schedule to destroy after 10 
years is in the process of being 
changed. At this time, these records 
are not being disposed of pending the 
new amendment to this section. 


Destroy 2 years after the date of can- 
cellation. 


Destroy 2 years after expiration of 
registration. 


Destroy 2 years after date of abandon- 
ment. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 


PERMANENT. Offer to National 
Archives when no longer needed for 
reference. 


Destroy 3 years after termination of 
the proceeding. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 


Retain in agency until no longer needed 
for reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for reg- 
erence. 


Destroy after information transferred 
to magnetic media. 


PERMANENT. Offer to National Ar- 
chives when no longer needed for ref- 
erence. 
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Public Advisory Committee for Trademark Affairs Files. 


a. r minutes, correspondence, reports and related supporting 
iles. 


b. papers and reference materials. 


Seminar in Trademark practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trade- 
marks with related materials. 


a. Original Petitions in trademark case file. 
b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related 
to trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international 
patent and trademark programs. 


a. Records that supplement the International Property Activities 
Case Files (Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems con- 
cerning the protection of intellectual property throughout the world. In- 
cludes correspondence with private individuals, the Department of State 
and other countries; reports; records of international meetings concerning 
patents; trademarks and other matters pertaining to the protection of in- 
tellectual property throughout the world; and other materials relating to 
international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
the preparation and processing of legislation proposed by or in the inter- 
est of the Patent and Trademark Office. Includes drafts or legislation, re- 
ports to committees on introduced legislation, and comments on legisla- 


tive proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do 
not strictly meet the basic requirements for physical form of specimens 
which state: 


1. That they be made of material suitable for being placed inside a 
manila file wrapper 
2. That they be capable of being arranged flat, such as being folded. 


3. That they be of a size not to exceed 8!/2 inches wide by 13 
inches long. (Rule 2.56) 


These requirements provide for specimens which will fit inside the appli- 
cation file wrapper, which is 9 x 14 inches in size and which will conve- 
niently expand to about one inch thickness. 
Specimens which do not meet the above requirements are referred to as 
“bulky” specimens and the Examiner must require that they be replaced 
by specimens of acceptable size and shape. 


February 28, 1979. 


[980 TMOG 16] 
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PERMANENT. Transfer to Federal 
Records when 10 years old. Offer to 
National Archives when 25 years old. 


Destroy when 10 years old or no long- 
er needed for reference, whichever is 
sooner. 


PERMANENT. Transfer to Federal 
Records Center when 10 years old. 
Offer to National Archives when 25 
years old. 


Dispose of with related case file. 
Destroy when 2 years old. 


Destroy when no longer needed or 
when three years old, whichever is 
earlier. 


PERMANENT. Transfer to office re- 
sponsible for international affairs after 
case is closed. 


Destroy 5 years after close of case or 
sooner if no longer needed. 


PERMANENT. Transfer to FRC 5 
years after close of case. Offer to Na- 
tional Archives when 25 years old. 


PERMANENT. Transfer to FRC after 
5 years. Offer to National Archives 
when 25 years old. 


Destroy 30 days after applicant is noti- 
fied that the specimens are unaccept- 
able, unless picked up sooner by the 
applicant. 


SAUL LEFKOWITZ, 
Acting Assistant Commissioner 
for Trademarks. 
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(227) Public Advisory Committee for 
Trademark Affairs 


Reestablishment 


In accordance with the provisions of the Federal Ad- 
visory Committee Act 5 U.S.C. App. (1976) and Office 
of Management and Budget Circular A-63 of Mar. 1974, 
and after consultation with GSA, it has been determined 
that the reestablishment of the Public Advisory Commit- 
tee for Trademark Affairs is in the public interest in con- 
nection with the performance of duties imposed on the 

ent by law. 

¢ Committee was first established in Sept., 1970, 
and its present charter expired on Jan. 10, 1979. Since its 
inception the purpose of the Committee has been to ad- 
vise the Patent and Trademark Office concerning steps 
which can be taken to increase the efficiency and effec- 
tiveness of administration of the Trademark Act and to 
provide a continuing flow of knowledge from the pri- 
vate sector to the government in the field of trademarks. 
Approximately seventy-five per cent of the over one 
hundred twenty-five specific recommendations have 
been implemented at least in part. There is no question 
that the Committee has contributed greatly to the effi- 
ciency and effectiveness of the administration of the stat- 
ute. In reviewing the Committee, the Secretary has 
sought continued effort towards this objective. The 
Committee’s function cannot be accomplished by any 
organizational element or other committee of the De- 
partment. 

As it was initially established, the Committee will con- 
tinue to comprise the members of the Advisory Commit- 
tee for Trademark Affairs of the United States 
Trademark Association. The membership is balanced 
and is under the control of the President of the Associa- 
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tion. The Committee will continue to o 
ance with the provisions of the Fede: 
mittee Act. 

Copies of the Committee’s revised charter will be 
filed with appropriate committees of Congress. 

Any inquiries or comments may be addressed to 
Patricia M. Davis, Committee Control Officer, Office of 
Trademark Program Control, U.S. Patent & Trademark 
— Washington, D.C. 20231; telephone (703) 557- 

881. 


rate in compli- 
Advisory Com- 


GUY W. CHAMBERLIN, 
Assistant Secretary 
for Administration. 


Mar. 15, 1979. 


[FR Doc. 79-8929; Filed 3-22-79; 8:45 am] 


[982 TMOG 14] 


(228) Certified Copies of Trademark 


Applications/Registrations 


The Trademark Operation is in the process of 
microfilming its records and, as this proceeds, requests 
for certified copies of applications and, eventually, regis- 
trations, will be furnished from the microfilmed records. 
= certified copies will not contain copies of the file 
jacket. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Jan. 17, 1984. 


[1039 TMOG 140] 
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TABLE OF OFFICIAL GAZETTE 
VOLUME NUMBERS: 1872-1990 


(229) 


A table which relates volume numbers of the Official 
Gazette comprising collections of weekly issues of that 
publication to the month of their publication has found 
good use in the Patent and Trademark Office and Patent 
Depository Libraries in a variety of applications. The 
need for such a table arises, in part, from the fact that 
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Official Gazette volumes have not been uniformly num- 
bered on a monthly basis over the 110 year history of 
that publication. From Jan. 1872 through June 1883, 
they were numbered on a semi-annual basis; from July 
1883 through Dec. 1902, quarterly; from Jan. 1902 
through Dec. 1908, bi-monthly; and since Jan. 1909, the 
volume of issues for each month has been separately 
numbered. To fulfill the interest which has been 
expressed in this table, it is published below: 


Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 to Present 


Apr. May 


June July 





(Continued on Next Page) 
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Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 to Present—Continued 














* SUMMARY OF CHANGES IN VOLUME NUMBER- 

ING Semi-annual: Jan. 1872 through Jun. 1883 
Quarterly: Jul. 1883 through Dec. 1902 
Bi-monthly: Jan. 1903 through Dec. 1908 
Monthly: Jan. 1909 to the present 


The Official Gazette was published on successive Wednesdays from 3 Jan. 1872 through 17 Jan. 1872. From 23 Jan. 1872 to the 
present, it has been published weekly on Tuesday. 
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(230) Proposed Records Control Schedule 


As with most government agencies, the Patent and 
Trademark Office ae emg updates the schedule it 
uses to dispose of old files, papers and records. Set forth 
below is a recent update of the Patent and Trademark 
Office’s Rezords Control Schedule. The schedule is cur- 
rently being reviewed by the National Archives and 
Records Administration and, following its approval, will 
constitute the basis for disposing of Patent and Trade- 
mark Office records. 

Any comments or questions related to the proposed 
schedule should be directed to John Hassett, (703) 557- 
0183. Written comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Plz. 1, Lobby 
Washington, D.C. 20231 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


June 17, 1986. 


Commissioner’s and Deputy Commissioner’s Records 


1. Commissioner’s Correspondence and Subject Files. 
Correspondence to and from other public officials, 
members of the public, and the Patent and 
Tradmark Office staff; reports; special investiga- 
tions and survey reports; and related materials. 
(See index under Item 3). 

PERMANENT. Transfer to Federal Records 
Center when 5 years old. Offer to National Ar- 
chives when 25 years old. 

. Reports to the Commissioner. Reports received by 
the Commissioner from the Patent and Trademark 
Office staff and maintained as separate series. 

PERMANENT. Transfer to Federal Records 
Center when 5 years old. Offer to National Ar- 
chives when 25 years old. 

. Index to Commissioner’s Correspondence and Subject 
Files. Card index to records described under Item 1. 

PERMANENT. Transfer to Federal Records 
Center with related files. Offer to National Ar- 
chives with related files. 

. Deputy Commissioner’s Correspondence and Subject 
Files. Correspondence to and from other public offi- 
cials, members of the public, and the Patent and 
Trademark Office staff, with related materials (ex- 
clusive of records retained in Item 1). 

PERMANENT. Transfer to Federal Records 
Center when 5 years old. Offer to National Ar- 
chives when 25 years old. 

. Policy Documentation Files. Formal policy and pro- 
cedural issuances, current and obsolete, such as or- 
ganizational charts, regulations, orders, circulars, 
manuals, and other types of directives, with related 
forms, recommendations, endorsements, clearances 
and comments. 

PERMANENT. Transfer to FRC when obsolete. 
Offer to National Archives when 25 years old. 

. Work-Flow Control and/or Statistical Reports Files. 
Various periodic statistical reports used to show the 
flow of work through the Patent and Trademark 
Office and the printers, such as PALM, TRAM, 
PMS Statistical Reports on Patents to printers, and 
similar reports. 

Destroy when 5 years old or sooner if no longer 
needed. 

. Production and Pendency Reports Files. Quarterly, 
monthly, and biweekly statistical reports prepared 
to show the production and quality output of exam- 
iners and clerks and the status of the assigned proj- 
ects. Reports are mainly used to evaluate the effi- 
ciency of personnel for promotion purposes. 
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a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 
10 years. 

b. Other Offices. 

Destroy when updated report is received. 


. Special Studies Files. Report on special studies sur- 


veys, and inspections of operations, management 

and systems with related papers showing their in- 

ception, scope, procedure and results. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to National Archives when 25 years old. 


. Narrative and Statistical Reports Files. Annual or oth- 


er periodic narrative and statistical reports. 

a. Reports to the Office of the Commissioner and the 

Offices of the Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years 
& Offer to the National Archives when 25 years 
old. 

b. Other Offices. 
Destroy when 5 years old. 


. Internal Administrative Files. Administrative opera- 


tions files of organizational offices, consisting of: 
a. Correspondence concerning routine or temporary 
internal administrative matters. 

Destroy when 2 years old. 
b. Office personnel files. 

Destroy after separation of employee. 
c. Completed requisitions for services, supplies and 
equipment, and travel documents. 

Destroy 1 year after action is completed. 
d. Records pertaining to charity drives, bond cam- 
paigns, blood donations, and other voluntary activi- 
ties. 

Destroy on completion of program. 
e. Hand receipt files. 

Destroy when property is accounted for. 
f. Suspense files. 

Destroy when purpose is served. 
g. Chronological files. 

Destroy when 2 years old. 


. Program Planning and Evaluation Files. Files show- 


ing the overall development of Patent and 
Trademark Office plans and the evaluation of their 
effectiveness. Included are one copy of each staff 
study, evaluation report, system study, and related 
correspondence and background materials. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to National Archives when 30 years old. 


. Surplus Property Case Files. Case files on disposal of 


surplus real and related personal property. 
Transfer to FRC 3 years after close of file. De- 
stroy 10 years after close of file. 


. Excess Real Property Reports. Reports of real proper- 


ty with related papers. 
Destroy when 10 years old. 


. Budget Policy and Procedure Correspondence Files. 


Correspondence files showing Patent and Trade- 
mark Office policy and procedure governing budget 
administration, and reflecting expenditures for Pa- 
tent and Trademark Office programs. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to National Archives when 25 years old. 


. Budget Estimates Files. File copies of budget esti- 


mated comprising appropriation language sheets, 

narrative statements, and related schedules and data. 
PERMANENT. Transfer to FRC after 10 years. 
Offer to National Archives when 25 years old. 


. Records Disposition Files. Descriptive inventories, 


disposal authorizations, schedules for retirement of 
records and correspondence or memoranda relating 
t o revisions. 
PERMANENT. Offer to National Archives when 
25 years old or when no longer needed, whichev- 
er is longer. 


. Forms Files. One copy of each form with data show- 


ing the inception and scope of the form, the pro- 
gram or administrative purpose of the form, and the 
related procedure instituted, revised, superseded, or 
canceled. 
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PERMANENT. Offer to National Archives 
when 25 years old or when no longer needed, 
whichever is longer. 

. Systems Development Program Files. Program docu- 
ments, schedules, and correspondence — Ne 
the execution, review, and analysis of Patent ice 
research and development programs, and relating to 
the general planning and supervision of the pro- 


OnE! PERMANENT. Transfer to FRC 5 years after 
completion to poe Offer to National Ar- 
chives 20 years later or when 25 years old, which- 
ever is sooner. 

. Systems Development Task Force, Committee, and 

Board Files. Agendas, directives, minutes of meet- 

ings, and related papers, of Task Forces, Commit- 

tees, Board, etc. of which the Patent Office serves as 

Secretary, or Chairman thereof. 

PERMANENT. Transfer to FRC 5 years after 
close of file. Offer to National Archives 20 years 
later or after 25 years old, whichever is sooner. 

. Technical Report Files. One copy of each technical 

report of unpublished manuscript or report prepared 

in connection = a project, narratives, sta- 
tistical and el ic — summarizations, 
analyses, and re 
PERMANENT. Eeake to FRC when 5 years 
old. Offer to National Archives when 25 years old. 
. Systems Development Project Case Files. Project case 
files reflecting a complete history of each project 
mg initiation through research, development, de- 
gn, and ry ey completion. 
oS PERMANE T. Transfer to FRC 5 years after 
completion or termination of project. Offer to Na- 
tional Archives when 25 years old. 


ADP Records 
(also in GRS 20) 


. ADP Planning Documents Files. Planning docu- 
ments consisting of master plan, feasibility studies 
with associated charts and diagrams, and supporting 
data that reflect on characteristics of the data auto- 
mation activity. 

PERMANENT. When no longer needed or used 

offer to National Archives with related materials. 
. ADP Program Management Files. Program manage- 
ment documents consisting of the development of 
plans, policy, and procedures governing the conver- 
sion of electrical machine operations and the super- 
vision, control, coordination, and operation of the 
mechanization program. 

PERMANENT. Offer to National Archives with 

related materials. 


. ADP Standardizations Files. Standardization files 


consisting of data elements and codes, standardiza- 
tion requests, and jusification for all data systems de- 
veloped by or for the Patent Office. 
PERMANENT. Offer to National Archives with 
related materials. 
. ADP Data Systems Planning Files. Documents con- 
taining defin ition of the system. 
PERMANENT. Offer to National Archives with 
related materials. 
. ADP Information Retrieval System Master Reference 
File. Magnetic media containing an index to patents 
and trademarks and publications. 
PERMANENT. Offer to National Archives on 
termination of Patent and Trademark Office. 
. Publication Tape File. Magnetic media which are 
reproduced and disseminated as publication or used 
for reproducing a printed publication. 
PERMANENT. Offer to National Archives when 
publication needs cease. 


Patent Records 


. Advertising Files. Copies of proposed advertising 
matter, circulars, letters, cards, and related corre- 


. Board of Appeals Decisions Files. Co; 


spondence intended to solicit patent business and 
submitted by registrants as required by regulations. 
Destroy when 25 years old. 


. Complaint Files. Case files relating to complaints 


made against attorneys registered to practice before 
the Patent Office. 

Destroy on death of attorney. 
ies of Board of 


Appeals decisions with related background materi- 
als. 


a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 


. Indexes to Appeal Cases. Indexes, arranged in various 


ways, to the appeal cases. 
Destroy 30 years after date of appeal. 


. Declaration of Assistance Received Files. Form re- 


ceived from applicants showing assistance received, 
PTOL in an preparation of application for patent 


. Academy Lecture Files. Lectures prepared by the 


Staff for presentation at the Academy. (These lec- 
tures are updated periodically to reflect the chang- 
P views of the Patent and Trademark Office) 
istorical Sample 
* PERMANENT. Retain 1 copy of each basic lec- 
ture and of any major changes made to it. Offer to 
NARS when 25 years old. 
b. All other copies. 
Destroy when obsolete. 


. Academy Training Sessions Files. Background materi- 


als relating to each session of the Patent Office 
Academy, including names of attendees and instruc- 
tors, schedule of classes, evaluation sheets, and relat- 
ed materials. 
PERMANENT. Offer to National Archives when 
25 years old. 


. Academy Examinations Files. Completed examina- 


tions of persons attending the Academy. 
Destroy when | year old. 


. Academy Application Files. Applications for training 


in the Academy, including memoranda of agreement 
and personal history statements. 
Destroy when 2 years old. 


. Academy Correspondence File. Correspondence relat- 


ing to the courses offered by the Patent Office Acad- 
emy. 
Destroy when 5 years old. 


. Disclosure Document File. Documents submitted by 


inventors as evidence of the date of conception of an 
invention. 
a. Disclosure Documents referred to in a separate 
letter in a related patent application filed within two 
years. 

Dispose of with related patent application. 
b. Disclosure Documents not referred to. 

Destroy when 2 years old. 


. Disclosure Documents Index. Cross-reference index 


to Disclosure Documents maintained by inventor’s 
name and includes DD number and date of receipt. 
Destroy with related DD’s. 


. Index to Patents Available for License or Sale. Index 


created when a patent is made available for license 
or sale, issued to the U.S. Government or dedicat- 
ed to the Public. 

Destroy when no longer needed for reference. 


. General Correspondence File. Consists mainly of in- 


quiries and requests for information and publica- 

tions. Also includes correspondence regarding the 

“Register of Patents Available for License or Sale.” 
Destroy when 3 years old. 


. Foreign Filing Licensing Documents. Petitions to the 


Commissioner of Patents and Trademarks for li- 
cense to file applications for patents in foreign 
countries. 

Destroy 25 years after date of issue. 
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Indexes to Foreign Filing Licensing Documents. In- 
dexes to licensing documents described in Item 43. 
Destroy 25 years after issue. 
Transmittals to Other Agencies Files. Copies of 
transmittal letters to other agencies enclosing cor- 
respondence and related enclosures sent to the Pa- 
tent and Trademark Office for services rendered 
by other agencies, such as copyright information 
and requests for publications from the Government 
Printing Office. 
Destroy when 1 year old. 


. D-1 Files. Files relating to patent applications 


which may have a bearing on national security. 
Files usually consist of form listing serial number 
of application filing date, examining unit, title of 
invention, attorney assignee, and the concurrences 
listing the recommendation, signature, agency, and 
date; a memorandum summary indicating whether 
a secrecy order is required; the defense agency’s 
request for a secrecy order; the secrecy order is- 
sued; and related materials. 
Destroy 35 years after date of receipt for review. 


. Drawing Correction Slips. Index arranged by serial 


number of application and used to locate orders 
for correction of drawings. 
Destroy when 2 years old. 


. Inventor’s Index to Patent Applications. Index ar- 


ranged alphabetically by name of the inventor. 
Each slip shows the inventor’s name and resi- 
dence, title of the invention, name and address of 
the attorney, application serial number and the fil- 
ing date of ag 
PERMANENT. Offer to National Archives 
when no longer needed for reference. 


. Numerical (serial) Index to Patent Applications. In- 


dex arranged by the serial number assigned to the 
application. 
ERMANENT. Offer to National Archives 
when no longer needed for reference. 


. Assignment Document Files and Index. Copies of 


documents assigning and transferring from one 
party to another the rights, title, and interest to 
trademarks and inventions and the letters patent 
obtained therefrom with related indexes. 
PERMANENT. Offer to the National Archives 
when no longer needed for current business. 


. Indexes to Government Interests. Indexes to patents 


in which the Federal government has an interest 
by virtue of either of ownership of the application 
or resulting patent, thru assignment, or receipt of a 
license. 
a. Government Agency Index. 
PERMANENT. Offer to National Archives 
when no longer needed for reference. 
b. Patent Number Index. 
Destroy when no longer needed for reference. 
c. Assignor Index. 
Destroy when no longer needed for reference. 


. Petitions to the Commissioner. Petitions to the Com- 


missioner concerning patent applications. 
a. Original petitions in patent case file. 
Dispose of with related case file. 
b. Other copies. 
Destroy when 2 years old. 


. Patent Protest Letters. Protest to the grant of a pa- 


tent (Rule 291). 
a. Letters filed in patent case file. 
Dispose of with related case file. 
b. Others. 
Destroy when 5 years old. 


. Patent Docket Cards. Cards used to control patent 


applications. 
Destroy when 6 months old. 


._ Classifications Definitions Files. One copy of each 


issuance of Classifications Definitions, with related 
background papers. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to National Archives when 30 years 
old. 
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55. Canceled Drawings. neces - that were canceled 
a 


because they did not meet Patent and Trademark 
Office specifications. Copy of drawing is filed with 
application. 

troy 5 years after filing date. 


. Abandoned Patent Application Files. Patent applica- 


tions that did not result in a patent. 
a. Those that are retained because they are re- 
ferred to in another application that may have be- 
come patented. 

Dispose of with patent file in which cited. 
b. All others. 

Destroy when 20 years old. 


. Patent Files, Case files showing the prosecution of 


a for, and the granting of, a po. In- 
cludes the original application, copy of drawing, 
and all material relating to the prosecution of the 
application and subsequent actions by the Patent 
and Trademark Office. 
a. Files selected by the Commissioner of Patents 
and Trademarks or the Archivist of the U.S. 
PERMANENT. Transfer to Federal Records 
Center when 10 years old. Offer to National Ar- 
chives when 40 years old. 
b. All others. 
Destroy when 35 years old. 


. Patent File Charge-out Records. Record showing 


tent file. 


name of person charging out a 
and all papers are 


Destroy after file is return 
determined to be in file. 


. Statistical Reports on Patents to Printers Files. 


Weekly statistical report to management concern- 
ing the number of patents sent to the printers and 
the amount of backlog. 
a. Original Report. 

Destroy when 5 years old. 
b. Operating Unit Copy. 

Destroy when 2 years old. 


. Quality Review of Sample of Allowed a 


Records relating to the examination of allowed ap- 
plications sampled for quality review, includes 
query to the examining group and their reply. 
— 1 year after ultimate disposition of relat- 
case. 


. Sample Pull-Rate Files. Form showing which of 


the allowed applications are to be selected for the 
quality review sample, includes the pull rate and 
list of applications by serial number. 

Destroy when 1 year old. 


. Printer-Waiting Register Files. Register showing sta- 


tus of Query Disposition Records return to a 
group for reply. 
Destroy when 1 year old. 


. Query Disposition Record Files. Form used to return 


printer-waiting cases to a group for answer to a 
specific query. 

Destroy 6 months after query is returned. 

ond Cases Files. Form 

uses as input to PALM System showing routing 
control and batch contents, such as PTO Form 
1238-1. 

Destroy when 1 year old. 


. Checklist for Applications Allowed by Examiner File. 


Form used in completing a final review of allowed 
applications before sending to the printer, such as 
PTO Form 1167. 

Destroy when 1 year old. 


. Patent Interference Files. Case files produced in the 


process of resolving of adjudicating conflicts aris- 

ing between parties in this matter of priority of in- 

vention. 

a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records 
Center when 10 years old. Offer to National Ar- 
chives when 40 years old. 

b. Cases that are abandoned before reaching a 

hearing. 

Destroy when 40 years old. 
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Board of Interference Decisions. Copies of Board of 
Interference Decisions. 
PERMANENT. Offer to the National Archives 
when 40 years old. 


. Index to Patent Interferences. Arranged numerically 


by interference number. Shows names of parties in- 
volved, application serial number and/or patent 
numbers involved, subject of interference, sections, 
date “+4 hearings, decisions rendered, and other re- 
marks. 
PERMANENT. Offer to National Archives 
when 40 years old. 


. Index to Interference Exhibits. Describes exhibits in 


each interference. 
Destroy when 40 years old. 


. Proceedings Under AEC and NASA Acts. Separate 


series of interference files relating to the SEC and 
NASA Acts. 
Dispose of with related patent files. 


. Settlement Agreements. Files relating to the settle- 


ment agreed to by parties in the interference. 
Dispose of with related interference case file. 


. Court Cases. Proceedings in cases where the Com- 


missioner is a party of a civil suit. 

a. Cases selected by the Solicitor as being precedent 

setting or of historical or political significance. 
PERMANENT. Offer to the National Archives 
when 30 years old. 

b. All other cases. 
Destroy when 30 years old. 


. Index to Court Cases. Card index to cases de- 


scribed under Item 72. 
Retain in agency until no longer needed for ref- 
erence. 


. Roster of Registered Patent Attorneys and Agents. 


Printout listing registered patent attorneys and 
agents. 
Destroy after undated listing is received. 


. Case Folders of Registered Attorneys and Agents. 


Application folders of the attorneys, agents, or 
firms registered to practice before the Patent and 
Trademark Office. 

Destroy on death of attorney or agent. 
Unsuccessful Application for Registration to Practice 
before the Patent and Trademark Office. Applica- 
tion folders of those applicants who failed to b~ 
registered. 

Destroy 5 years after date of examination. 


. Examination Papers of Applicants for Registration. 


Examination answer papers to applications for reg- 
istration to practice before the Patent and Trade- 
mark Office. 

Destroy after grades are recorded. 


Trademark Records 


Trademark Examiners Work Reports. Records show- 
ing amount of work processed by examiners in a 
given time. Used to evaluate examiners work and 
progress. 
Destroy when 5 years old. 
Trademark Adversary Proceedings Files. Consists of 
Trademark Opposition, Cancellation, Interference, 
and Concurrent-Use proceedings files. 
Destroy when 25 years old. Check with the 
Chairman of the Trademark Trial and Appeal 
Board before destruction. General Services 
should generate a list of files to be destroyed and 
send to the Search Room to destroy matching 
cards in Adversary Proceeding file. 


. Canceled Trademark Registration Files. Consists of 


original application and all related correspondence. 
Destroy 2 years after the date of cancellation. 


. Expired Trademark Registration Files. Consists of 


original application and all related correspondence. 
Destroy 2 years after expiration of registration. 


. Abandoned Trademark Application Files. Consists of 


original application and all related correspondence. 
Destroy 2 years after date of abandonment. 
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Trademark Renewal Index. Index to trademark reg- 
istrations that are renewed. 
PERMANENT. Offer to National Archives when 
no longer needed for reference. 


. Indexes to Trademark Applications. Index shows ap- 


plicant’s name, serial number of application, filing 
date, name of mark description of goods, attorney’s 
name, and final disposition of the application. 
a. “ licant’s Index. 
PERMANENT. Offer to National Archives when 
no longer needed for reference. 
b. Serial Index. 
PERMANENT. Offer to National Archives when 
no longer needed for reference. 


. Proceedings Index to Trademark Adversary Proceed- 


ings. Index in the Trademark Public Search Library 
arranged by type of proceeding. 
Destroy card from list sent by the Warehouse af- 
ter matching Adversary Proceeding file is 
destroyed. 


. Trademark Adversary Proceedings Records. Card file 


maintained at the Trademark Trial and Appeal 
Board, showing records of Trademark Adversary 
Proceedings, with information on mark, parties, dis- 
position, termination date, etc. 
PERMANENT. Offer to National Archives when 
no longer needed for reference. 
Trademark Registrant’s Index. Index to Trademark 
registrant’s name, includes serial and registration 
numbers, date of registration, line of goods and oth- 
er related information. 
PERMANENT. Offer to National Archives when 
no longer needed for reference. 


. Index to Trademark Trial and Appeal Board Ex Parte 


Cases. Record of Trademark Trial and Appeal 
Board cases in ex parte appeals. 
PERMANENT. Offer to National Archives when 
no longer needed for references. 


. Public Advisory Committee for Trademark Affairs 


Files. Agenda, minutes, correspondence, reports, 
working papers, reference materials, and related 
supporting files. 
Destroy when 10 years old or no longer needed 
for reference. 
Trademark Petitions Files. Petitions and decisions to 
the Commissioner relating to trademarks, with relat- 
ed materials. 
a. Original Petitions in trademark case file. 
Dispose of with related case file. 
b. Copies of petition decisions in petition number or- 
der and in subject order in the Assistant Commis- 
sioner’s Office. 
PERMANENT. Offer to the National Archives 
when no longer needed for references. 
c. Other copies. 
Destroy when 2 years old. 
Trademark Protest Letters. Letters of protest to the 
Commissioner related to trademarks. 
Destroy when no longer needed or when three 
years old, whichever is earlier. 


Public Information and Service Records 


. International Intellectual Property Activities Case 
Files. Project case files showing Patent and Trade- 
mark Office activity relating to problems concern- 
ing the protection of intellectual property through- 


out the world. Includes correspondence with 
private individuals, the Department of State and 
other countries; reports; records of international 
meetings concerning patents; trademarks and other 
matters pertaining to the protection of intellectual 
property throughout the world; and other materials 
relating to international affairs. 
PERMANENT. Transfer to FRC 5 years after 
close of case. Offer to National Archives when 25 
years old. 
Proposed Intellectual Property Legislation Files. Doc- 
uments accumulated in the preparation and process- 
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ing of legislation proposed by or in the interest of 
the pn Thadenect: Office. Includes drafts 
of legislation, reports to committees on introduced 
legislation, and comments on legislative ee gored 
PERMANENT. Transfer to FRC after 
Offer to National Archives when 25 years old. 


. Printed Articles Files. Articles submitted for clear- 


ance and printed in magazines, journals, and other 
information media, including related background 
materials. 
Destroy when 10 years old. 
. Public Affairs Report. Weekly, monthly, and quar- 
terly reports relating to public affairs activities pre- 
pared for the Department of Commerce. 
Destroy when 6 months old. 
. Speakers Files. Correspondence, schedules, travel 
material and related records concerning the sched- 
uling of Patent and Trademark Office speakers. 
Destroy when 3 years old. 
. Exhibit Files. Correspondence, photographs, re- 
rts and related materials concerning major ex- 
hibi bits developed by the Patent and Trademark 
Office, such as the 175th anniversary exhibit. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to the National Archives when 30 years 
old. 
. Photograph Files. Photographs of key Patent and 
Trademark Office officials, major exhibits and oth- 
er subjects that related to the functioning of the 
Patent and Trademark Office. Includes the nega- 
tive and one positive print. 
PERMANENT. Offer for transfer to the Nation- 
al Archives when 20 years old. 
. Publications Files, Official record copy of each 
publication that contributes to an understanding of 
the organization and functioning of the Patent and 
Trademark Office. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to National Archives when 30 years 
old. 
. Speech Files. Official records copy of each speech 
given by the Commissioner and other Patent and 
Trademark Office executives. 
PERMANENT. Transfer to FRC when 10 years 
old. Offer to the National Archives when 30 
years old. 
. News Release Files. Official records copy of each 
new release. 
PERMANENT. Transfer to Federal Records 
Center when 10 years old. Offer to National Ar- 
chives when 30 years old. 
. Patents Received and Files Register. Register show- 
ing date and number of patent cases received in 
search room and date filed. 
Destroy 2 years after date of last entry in volume. 
. Reports on Search Room Activities Files. Weekly, 
monthly and other periodic reports showing pro- 
duction and general activities of the public search 
room, with related background papers. 
a. Original Report. 
Destroy when | year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 
. Patent and Trademark Reproduction Copy Files. 
The master copy of patents and trademarks used 
for the photoreproduction of sales copies, includes 
original drawings and specifications. 
Transfer to FRC when 10 years old. Destroy 
when 20 years old. 
. Reprint Requisition File. Requisitions, such as PTO 
Form 228, used for ordering the reprint or printed 
patents or trademarks after current stock is deple- 
ted. 
Destroy when 1 year old. 


. Sales Journal. Shows statistical information on 


sales of copies of patents and trademarks. 
Destroy when 5 years old. 


U.S. PATENT AND TRADEMARK OFFICE 


107. 


108. 


119. 


. Microform 


. Library Book Order Cards. 3” x 


1086 TMOG 425 
(230) 


Correspondence and Sale Control Records. Records 
used to control the flow of correspondence and 
sale of printed materials. 
Destroy when | year old. 
Requests for Publications. Correspondence request- 
ing copies of certain publications and other printed 
materials. 
Return requests with ordered materials. 
iles. Microform copies of applications 
-- filed, printed patent files and printed trademark 
iles. 
a. Master microfilm files. (Certified as processed 
under 41 CFR 101-11.504) 
PERMANENT. Transfer to classified site. Offer 
to National Archives when 25 years old. 
b. All other microform copies 
Non-Records 


. Charged-Out Slips File. Slips recording the charge- 


out of records to Patent and Trademark Office em- 
ployees and the public, such as PTO Forms 124, 
125, and 271. 

Destroy when records are returned. 


. Binding Instructions. Cards showing instructions on 


how the various publications received by the li- 
brary are to be bound. 
Destroy when no longer needed. 


. Charge-out Files of Library Materials. Sets of 3” x 


5” cards showing records of library materials on 
temporary or indefinite loan to researchers or Pa- 
tent and Trademark Office staff. 

Destroy when obsolete or on return of book. 


. Interlibrary Loans Files. Records of books bor- 


rowed from other libraries. 
Destroy 2 years after return of book. 


. Library Serial Order Cards. 3” x 5” cards used to 


record purchase of journals, magazines, etc. 
Destroy when no longer needed for reference. 
5” cards showing 
book purchases. 
Destroy when no longer needed for reference. 


. Foreign Patent Accession Register. Bound volumes 


arranged by country. Each shows the patent num- 
ber and the date that copy was received in the Pa- 
tent and Trademark Office. 

Destroy when no longer needed for reference. 


. Inventor’s Index. Arranged alphabetically by name 


of inventor. Shows name and address of inventor, ti- 

tle of invention, serial number of application, patent 

number, date of issuance, attorney, and assignee. 
PERMANENT. Offer to National Archives 
when no longer needed for reference. 


. PTO Procurement Files. Contract, requisition, pur- 


chase order, lease, and bond and surety records, 
including correspondence and related papers per- 
taining to award, administration, receipt, inspection 
and payment (other than those covered in Items 1, 
2, 13, and 15). 
a. Procurement or purchase organization copy, and 
related papers. 
1. Transactions of more than $10,000 and all 
construction contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construc- 
tion contracts under $2,000. 
Destroy 3 years after final payment. (Close file 
at the end of the fiscal year, retain 3 years and 
destroy, except that files on which actions are 
pending shall be brought forward to the next fis- 
cal years’s files for destruction therewith.) 
b. Obligation copy. 
Destroy when funds are obligated. 
c. Other copies of record described above used by 
component elements of a procurement office for 
administrative purposes. 
Destroy upon termination or completion. 
Solicited and Unsolicited Bids and Proposals Files. 
a. Successful bids and proposals. 
Destroy with related contract case files (see item 
118 of this schedule.) 
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b. Solicited and unsolicited unsuccessful bids and 


proposals. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 
118 of this schedule.) 

. Cancelled Solicitations Files. 

. Formal solicitations of offers to provide prod- 
ucts or services (e.g., Invitations for Bids, Re- 
quests for Proposals, Requests for Quotations) 
which were cancelled prior to award of a con- 
tract. The files include presolicitation documen- 
tation on the requirement, any offers which 
were opened prior to the cancellation, documen- 
tation on any government action up to the time 
of cancellation, and evidence of the cancellation. 
Destroy 5 years after date of cancellation. 

2. Unopened Bids. 
Return to bidder. 
d. Lists or Card Files of Acceptable Bidders. 
Destroy when superseded or obsolete. 
. Public Printer Files, Records relating to requisitions 
on the Printer, and all supporting papers. 
a. Printing procurement unit copy of requisition, 
invoice, specifications, and related papers. 
Destroy 3 years after completion or cancellation 
of requisition. 
b. Accounting copy of requisition. 
Destroy 3 years after period covered by related 
account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, 
states that “library and museum material made or 

uired and preserved solely for reference or ex- 
hibition purposes, extra copies of documents pre- 
served only for convenience of reference, and 
stocks of publications and of processed documents 
are not included within the definition of the word 
‘records’ as used in this Act.” Non-record material 
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is disposed of as soon as its purpose is served. The 
following list consists of those non-record materi- 
als that are unique to the Patent and Trademark 


ice. 
. Foreign Patents. Copies of patents issued by foreign 


countries. 


. Translation of Foreign Patents and Publications and 


Related Indexes. Typewritten copies of translations 
and related indexes. 


. Card Catalogs. 3” x 5” cards used as finding aids 


to the library. 


. Patent Examiner’s Search Files. Reference file used 


by examiners in procenaing applications. Arranged 
by class and subclass and consist of U.S. patents, for- 
eign patents, extracts from publications, and other 
materials relating to a certain class or subclass. 


. Printed Trademark Registrations Reference Files, Di- 


gest of Registered marks consisting of a set of regis- 
tered work marks arranged alphabetically and sec- 
ondarily by trademark registration number; a set of 
registrations comprising symbols, arranged accord- 
ing to the classification of the goods or services with 
which they are used; of registration arranged by 
registration number. 


. Numerical Index to Patent Classification. cy ~ 
ass 


numerically by patent number and shows the c 
and subclass assignment of each patent. 


. Shelf List of Classified Patents. Listing of all U.S. Pa- 


tent numbers comprising, respectively, the “origi- 
nal” and “cross reference” classification of patents 
according to the official classification of the Patent 
and Trademark Office. 


. Public Search Files of U.S. Patents. Printed or mi- 


crofilm copies of U.S. Patents arranged in two se- 
ries: 1) numerically by class and subclass assign- 
ment, and secondarily by patent number and 2) 
numerically by patent number. 


. Legislative History Files, Consist mainly of copies of 


published materials relating to legislation that is of 
interest to the Patent and Trademark Office. In- 
cludes copies of bills, public laws, Federal Regis- 
ter, Congressional Record, and similar materials. 


Patent and Trademark Office Records Schedule Index 


Item Description 


Abandoned Patent Application Files 
Abandoned Trademark Application Files 
Academy Application Files 

Academy Correspondence File 
Academy Examinations Files 

Academy Lecture Files 

Academy Training Sessions Files 

ADP Data Systems Planning Files 


ADP Information Retrieval System Master Reference File 


ADP Planning Documents Files 

ADP Program Management Files 
ADP Standardizations Files 
Advertising Files 

Assignment Document Files and Index 


Item No. 


Attorneys and Agents Registered to Practice Before the U.S. Patent and Trademark Office Roster . . 


Batch Control Sheet for Allowed Cases Files 
Binding Instructions 

Board of Appeals Decision Files 

Board of Interference Decisions 

Budget Estimates Files 

Budget Policy and Procedures Correspondence Files 


Cancelled Drawings 

Cancelled Trademark Registration Files 

Card Catalogs 

Case Folders of Registered Attorneys and Agents 
Charge-Out Files Tine Materials 
Charge-Out Slips File 


Checklist for Applications Allowed by Examiner File 


Classifications Definitions Files 
Commissioner’s Correspondence and Subject File 
Complaint Files (Against Registered Attorneys) 
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Correspondence and Sale Control Records 


International Intellectual Property Activities Case Files 
Inventor’s Index 


Legislative History Files 
Library Book Order Cards 
Library Books Card Catalogs 
Library Serial Order Cards 


Master Drawings and Specification 
Microform Files 


Narrative and Statistical Reports Files 

News Release Files 

Numerical Index to Patent Classification 
Numerical (serial) Index to Patent Applications 


Patent and Trademark Copies Sales Journal 

Patent and Trademark Drawings and Specifications 
Patent and Trademark Reproduction Copy Files (Master Drawings) 
Patent Docket Cards 

Patent Examiner’s Search Files 

Patent File Charge-Out Records 

Patent Files 

Patent Interference Files 

Patent Interference Settlement Agreements 

Patent Protest Letters 

Patents Received and Files Register 

Petitions to the Commissioner 

P-Files 

Photograph Fil98. 

Policy Documentation Files 

Printed Articles Files 

Printed Trademark Registrations Reference Files 
Printer-Waiting Register Files 

Proceedings Index to Trademark Adversary Proceedings 
Proceedings Under AEC and NASA Acts 

Production and Pendency Reports Files 

Program Planning and Evaluation Files 

Proposed Intellectual Property Legislation Files 

PTO Procurement Files 

Public Advisory Committee for Trademark Affairs Files 
I Gig 556 Cras aim k Wo wna Ahr a ME a eral a slo bie bode Wie al Mp ole a eaiernrae ala sie 
Publications Files 

Public Printer Files 

Publication Tape File 

Public Search Files of U. S. Patents 


Quality Review of Sample of Allowed Applications 
Query Disposition Record Files 


Records Charge-Out Slips Files 

Records Disposition Files 

Registered Attorneys and Agents Roster 

Reports on Search Room Activities Files 

Reports to the Commissioner 

Reprint Requisition File 

Requests for Publications 

Roster of Registered Patent Attorneys and Agents 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications for Quality Review) 
Settlement Agreements (in Patent Interference Cases) 

Shelf List of Classified Patents 

Solicited and Unsolicited Bids and Proposals Files 

Speakers Files 

Special Studies Files 

Speech Files (Commissioner and Patent and Trademark Executives) 
Statistical Reports and/or Work Control Files 

Statistical Reports on Patents to Printers Files 

Surplus Property Case Files 

Systems Development Program Files 

Systems Development Project Case Files 
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Systems Development Task Force, Committee and Board Files 


Technical Report Files 

Trademark Adversary Proceedings Files 
Trademark Adversary Proceedings Records 
Trademark Examiners Work Reports 
Trademark Petitions Files 

Trademark Protest Letters 

Trademark Registrant’s Index 

Trademark Renewal Index 


Translation of Foreign Patents and Publications and Related Indexes 


Transmittals to Other Agencies Files 


Unsuccessful Application for Registration to Practice Before the Patent and Trademark Office 


Work-Flow Control and/or Statistical Reports Files 
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(231) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, 
“Change in Legal Holidays,” is hereby rescinded in 
view of Public Law 98-144, enacted Nov. 2, 1983, 
which amended the listing of legal public holidays in 5 
USC §6103. That amendment took effect in 1986 and 
added a new legal holiday relating to the birthday of 
Martin Luther King, Jr. This new holiday is designated 
for the third Mon. in Jan. 


Section 6103, as amended, reads as follows: 

New Year’s Day, Jan. 1 

Birthday of Martin Luther King, Jr., the third 
Mon. in Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May 

Independence Day, July 4 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a 
“Federal holiday within the District of Columbia,” as 
referred to in Section 21, Title 35, United States Code. 
In accordance with 37 CFR 1.6(a) and 1.10(a), the Pa- 
tent and Trademark Office will not receive papers on 
these holidays. Actions required to be taken on such 
days may be taken on the next succeeding day that the 
Office is open for business in accordance with 37 CFR 
L7. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 15, 1986. 
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(232) Advisory Committee for Patents and 


Trademarks; Establishment 


In accordance with the provisions of the Federal Ad- 
visory Committee Act (5 U.S.C. App. 2.) and General 
Services Administration Interim Rule on Federal Advi- 
sory Committee Management, 41 CFR Part 101-6, as 
amended, and after consultation with GSA, the Secre- 
tary of Commerce has determined that the establishment 
of the Advisory Committee for Patents and Trademarks 
is in the public interest in connection with the perfor- 
mance of duties imposed on the Department by law. 

1. The Committee will advise the Patent and Trade- 
mark Office on broad policy issues involving both pa- 
tents and trademarks, and the overall operation of the 
Office including matters concerning ofiice-wide Auto- 
mation programs. 


2. The Committee will consist of at least 10 but no 
more than 18 members to be appointed by the Assistant 
Secretary and Commissioner of Patents and Trademarks 
to assure a balanced representation among patent and 
trademark attorneys, corporate executives, technical re- 
search directors, inventors, the judiciary, professional 
patent and trademark searchers, information specialists 
and publishers, automation experts, consumer groups, 
entrepreneurs, and educators. The Committee will func- 
tion solely as an advisory body and in compliance with 
the provisions of the Federal Advisory Committee Act. 
Its charter will be filed under the Act, 15 days from the 
date of the publication of this notice. 

Interested persons are invited to submit comments re- 
as the establishment of the Advisory Committee 
or Patents and Trademarks. Such comments, as well as 
any inquiries, may be addressed to the Executive Assis- 
tant to the Assistant Secretary and Commissioner of Pa- 
tents and Trademarks, U.S. Department of Commerce, 
Washington, D.C. 20231, phone: 703-557-3071, or the 
Department’s Committee Management Analyst, phone: 


202-377-4217. 
DONALD J. QUIGG, 
Nov. 14, 1986. Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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(233) Closing of Patent and Trademark Office on 
Monday, Jan. 26, 1987 


In view of the official closing of the Federal and Dis- 
trict of Columbia government offices in the Washington, 
D.C. metropolitan area, including the Patent and Trade- 
mark Office, on Jan. 26, 1987, the Patent and Trademark 
Office will consider Jan. 26, 1987, a “federal holiday 
within the District of Columbia” under 35 U.S.C. §21. 
Any action or fee due that day will be considered as 
timely for the purpose of, e.g., 35 U.S.C. §§119, 133 and 
151, if the action is taken, or fee paid, on Jan. 27, 1987. 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Commissioner of Patents 
and Trademarks. 


Jan. 28, 1987. 
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(234) Extension of Time for Filing Notices 
of Opposition to Marks Published in the 


Official Gazette Dated Jan. 6, 1987 


Copies of the Trademark Official Gazette dated Jan. 
6, 1987 were not mailed until Jan. 14, 1987. Therefore, 
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for marks published in the Trademrk Official Gazette 
dated Jan. 6, 1987, Notices of Opposition filed by Feb. 
13, 1987 will be considered timely. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Feb. 4, 1987. 
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(235) Extension of Time for Filing Notices of 
Opposition to Marks Published in the 


Official Gazette Dated Jan. 20, 1987 


Copies of the Trademark Official Gazette dated Jan. 
20, 1987 were not mailed until Jan. 27, 1987. Therefore, 
for marks published in the Trademark Official Gazette 
dated Jan. 20, 1987, Notices of Opposition filed by Feb. 
26, 1987 will be considered timely. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Feb. 4, 1987. 
[1076 TMOG 8] 


(236) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially 
closed by Executive Order of the President or by the 
Office of Personnel Management for an entire day be- 
cause of some unscheduled event, such as adverse 
weather conditions, the Patent and Trademark Office 
will consider that day as a “federal holiday within the 
District of Columbia” under 35 U.S.C. §21. Any action 
or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§119, 133 and 151, if the 
action is taken, or fee paid, on the next succeeding busi- 


U.S. PATENT AND TRADEMARK OFFICE 


1086 TMOG 429 
(235) 


ness day on which the Patent and Trademark Office is 
open. When the Patent and Trademark Office is open 
for business during any part of a business day between 
8:30 a.m. and 5:00 p.m., papers are due on that day even 
though the Office may be officially closed for some peri- 
od of time during the business day because of an 
unscheduled event. The procedures of 37 CFR 1.8 or 
1.10 may be used, as appropriate, for the filing of papers. 
On any day the Office is open for at least part of the 
day, papers may also be deposited up to midnight in any 
boxes which are provided by the Patent and Trademark 
Office under 37 CFR 1.6(c). 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


Feb. 11, 1987. 
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(237) Closing of Patent and Trademark Office 


on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and Dis- 
trict of Columbia government offices in the Washington, 
D.C. metropolitan area, including the Patent and Trade- 
mark Office, on Feb. 23, 1987, the Patent and Trade- 
mark Office will consider Feb. 23, 1987, a “federal holi- 
day within the District of Columbia” under 35 U.S.C. § 
21. Any action or fee due that day will be considered as 
timely for the purposes of, e.g., 35 U.S.C. §§119, 133 
and 151, if the action is taken, or fee paid, on Feb. 24, 
1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Feb. 27, 1987. 


[1076 TMOG 4] 
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sige SPECIAL GRANT COVERS COMMEMORATING THE 
BICENNTENNIAL OF THE UNITED STATES CONSTITUTION 


The Patent and Trademark Office will use special grant covers depicting a United States 
Constitution motif on patents issued and trademarks registered beginning June 2, 1987, 
and continuing through the last seven months of 1987. 

The patent covers will be printed in black and blue on off-white paper with a shadow 
print of the U.S. Constitution document, sealed with a red ribbon and gold seal. 

The trademark certificate of registration on the Principal Register covers will be printed 
in black on off-white paper with a gold eagle and gold seal, and with a shadow print of 
the U.S. Constitution document. The trademark certificate of registration on the Supple- 
mental Register will be printed in black on yellow paper with a red eagle and red seal, 
and with a shadow print of the U.S. Constitution document. The trademark certificate of 
renewal will not be changed. 

Reduced size samples of these special covers are illustrated below. 


May 13, 1987. | Anata 


DONALD J. QUIGG, 
Assistant Secretary and Commission 
of Patents and Trademarks. 


(patent cover) (trademark cover) 


United States Constitution 1787-1987 


’ 
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(239) ba coer wy Relating to the Use of Patent and 
rademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of 
Commerce 
Action : Notice 
Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Of- 
fice records or search facilities and procedures for 
enforcing these regulations. These regulations and their 
enforcement are necessary to promote an atmosphere 
conducive to research and to maintain the in’ eee < of the 
files and records in the Patent and Trademark 
Effective Date: July 1, 1987 
For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and 
— Office, Washington, D.C. 20231, (703) 557- 
2290. 
Supplementary Information: The procedures will apply 
to all visitors to the Patent and Trademark Office. 
Visitors are reminded that unauthorized removal of 
government material or property may be prosecuted as a 
criminal felony under the provisions of 18 U.S.C. 2071, 
in addition to the imposition of administrative sanctions 
contained in these procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using 
the facilities of the Patent and Trademark Office (PTO), 
and will be appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designat- 
ed areas (41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject 
to regulations governing conduct on property under the 
charge of the General Services Administration which 
appear in 41 CFR Subpart 101-20.3 (41 CFR §§101- 
20.300 through 101-20.315). 

Packages, briefcases and other personal effects 
brought into the PTO, as well as storage lockers provid- 
ed for general use, are subject to search by authorized 

rsonnel for reasonable cause under the provisions of 
41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, refer- 
ence materials, or any government property is prohib- 
ited. In addition to the administrative sanctions specified 
in these regulations, violators may also be subject to ar- 
rest and prosecution under the provisions of 18 U.S.C. 
2071 which carries a possible “fine of $2,000 or impris- 
onment for not more than-three years, or both”, and/or 
the violator may be subject to discipline under the PTO 
Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices 
and with verbal requests made by PTO personnel for 
compliance with these regulations. 


1. User Passes 

a. Individuals visiting any area of the PTO must 
obtain a valid, non-transferable user pass and 
wear it visibly displayed at all times while on 
the premises. 
Permanent User Passes may be obtained from 
the Manager of the Patent Public Search Room. 
The first Permanent User Pass is issued at no 
charge. Permanent User Passes subsequently is- 
sued as replacements will be provided at a 
charge of $5.00 per Pass. The holder of a Perma- 
nent User Pass may be issued one (1) Temporary 
User Pass, within a ninety (90) day period at no 
charge. A request for a second Temporary User 
Pass during the same ninety day period will re- 
quire the purchase of a Permanent User Pass at 
the required replacement fee. 
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Temporary User Passes may be obtained by 
visitors at no charge from the managers of the 
Patent or Trademark Public Search Rooms and 
are valid through the expiration date stamped 
thereon. 

Permanent and Temporary User Passes must be 
surrendered to the PTO upon request for cause. 


2. Use of Search Areas 
a. The Patent and Trademark Office facilities may 
be used by visitors only during the hours speci- 
fied, Monday through Friday, and are closed to 
the public on Saturdays, Sundays and Legal 
Holidays: 


Patent Public Search Rm., 
Mezzanine and Microfilm 
Center 

Trademark Public Search Rm. 

Assignment Search Rm., Pub- 
lic Service Center, and Sci- 
entific Library 

Patent Examinin 
tions, Trademar 


8:00 a.m.—8:00 p.m.* 
8:00 a.m.—5:30 p.m.* 


8:30 a.m.—5:00 p.m.* 


& iss Gunning 


Law Offices and all other 
public access areas of the 
PTO 


8:30 a.m.—5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure all 
visitors are out of the building by the time designated. 


b. Materials available for search purposes in the 
Patent and Assignment Search Rooms and pa- 
tent application file histories shall not be re- 
moved from those areas. 

Trademark registrations in the Trademark 
Search Library shall not be removed from the 
secured bundles in the registered file. Photo- 
copying from bound volumes of trademarks is 
prohibited. 

Trademark files shall not be removed from 
PTO space in Crystal Plz. Bldg. 2. 

Use of Patent Examining Group search areas is 
strictly limited to searching materials unavail- 
able in the Patent Public Search Room or the 
Scientific Library. Examining Group search 
areas may be used only when such use does not 
conflict with the regular business of the organi- 
zation. 

Visitors to a Patent Examining Group Search 
Area must register with the designated Group 
Search Area representative indicating the times 
entering and leaving the area, User Pass num- 
ber, and the class(es) and subclass(es) to be 
searched. 

Documents removed from the files of Patent 
Examining Group search areas must be imme- 
diately returned to their proper location after 
use. Documents shall not be removed from the 
area in which they were obtained without spe- 
cific written authorization from a Group Direc- 
tor or Supervisory Patent Examiner in the Ex- 
amining Group where the material(s) reside. 
Such authorization will not be given for U.S. 
Patents and other material readily available 
through the Scientific Library. 


3. PROHIBITIONS 
The following are prohibited: 


a. Conduct which is rude or abusive to PTO em- 
ployees or others. 

b. Smoking and consumption of food or beverages 
in other than designated areas. 

c. Loud talking or any conduct which may be 
disruptive to others. 
Use of radics, televisions, typewriters, photo- 
graphic equipment, dictation equipment and 
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other mechanical, electrical or electronic items 
without specific authorization from an Assistant 
Commissioner of the PTO. 

Improper use, mutilation, destruction or unau- 
thorized removal of PTO records, documents 
or government property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or 
other government property, except designated 
message boards. 

Use of the PTO as a mailing address, use of 
PTO stationery, and use of PTO emblem or 


seal. 

Use of PTO telephones and other office equip- 
ment, such as copiers, etc., except where spe- 
cifically provided for public use. This includes 
the use of PTO telephones to receive incoming 
calls. 

Use of any computer terminal other than the 
TRAM terminals provided for public use in the 
Trademark oem Library, and the CASPIR 
and FOUR-PHASE terminals (or CASSIS ter- 
minal if the FOUR-PHASE terminals are not 
operating) provided in th Patent Public Search 
Room for public use. 

Placing PTO files or documents, government 
property or government owned reference mate- 
rials in rental storage lockers. 

Use of rental storage lockers without deposit- 
ing the required fee or holding the key to a 
storage locker beyond the specified maximum 
period of use. 


[1079 TMOG 7] 


(240) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 


Records or Search Facilities 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sec- 
tions of Department Organization Orders 10-14 and 30- 
3 of the Department of Commerce, the procedures ap- 
pearing below are established. 


1. Violations involving unauthorized removal of PTO 
files, documents, records or government property. 


b. 


Each observed or reported violation will be in- 
vestigated. 

Persons found in possession of PTO material or 
government property, other than in areas or 
under circumstances where possession is specif- 
ically authorized, shall be required to immedi- 
ately surrender the material or property and if 
appropriate, their User Pass. An oral explana- 
tion for the possession of such material or 
property will be requested by the PTO. 

Each incident involving unauthorized posses- 
sion of PTO material or government property 
shall be immediately reported by telephone or 
in person to the Office or Group Director of 
the area from which the material or property 
was taken. 

If it appears to the Office or Group Director 
that possession of the materials was inadvertent 
or otherwise unintentional, no further action 
will be taken. The materials will be replaced 
appropriately and the person’s User Pass will 
be returned. 

If it appears to the Office or Group Director 
that possession of the materials was intentional, 
all persons involved shall be required to submit 
written statements detailing the circumstances 
and, in the case of a PTO User/visitor, show 
cause why the User Pass and visitor privileges 
should not be suspended or revoked. State- 
ments will also be obtained from other 
witnesses where appropriate. The material or 
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property shall be secured for possible use as ev- 
idence by the Office or Group Director, if ap- 
ag 


f the involved person possesses a Permanent 
User Pass, it shall be retained and forwarded 
with the written statements to the Assistant 
Commissioner for Administration. A Tempo- 
rary User Pass may be issued as replacement by 
the Assistant Commissioner for Administration, 
: se | — on an alleged ee 
the involved person only a Tem 

rary User Pass it shall be retained and for. 
warded with the written statements to the As- 
sistant Commissioner for Administration within 
two weeks of the incident. No replacement will 
be provided pending action by the Assistant 
Commissioner for Administration. 


violations of public use regulations. 
Each observed or reported violation will be in- 
vestigated. The persons involved shall be in- 
formed of the nature of the violation and re- 
quested to comply with regulations. 
If it appears that the violation was inadvertent 
or otherwise unintentional and the involved 
persou immediately conforms to the regula- 
tious, no further action will be taken. 
If the violation appears to be intentional or if 
the person involved refuses to comply with a 
verbal request from a PTO employee or contin- 
ues to violate the regulations after being re- 
quested to comply, the person shall be required 
to surrender his or her User Pass to the PTO. 
A written report of each violation and the User 
Pass will be submitted to the Assistant Com- 
missioner for Administration for a final deci- 
sion. User Pass replacement procedures shall be 
as specified in paragraphs 1.f. or 1.g. 
If the Assistant Commissioner for Administra- 
tion determines that a reported violation was 
inadvertent or otherwise not intentional, the 
User Pass will be returned and no further ac- 
tion will be taken. In all other cases, the Assis- 
tant Commissioner for Administration will re- 
quest the person involved to show cause in 
writing why his or her User Pass and visitor 
privileges should not be suspended or revoked. 
A written decision will be rendered by the As- 
sistant Commissioner for Administration after 
consideration of any timely submitted response. 
In the case of a written decision by the Assis- 
tant Commissioner for Administration adverse 
to a practitioner as defined by 37 CFR 10.1(r), 
a copy of the written decision will be for- 
warded to the Director of the Office of Enroll- 
ment and Discipline for whatever further ac- 
tion, including sanctions, as may be appropriate 
a the PTO Code of Professional Responsi- 
ility. 


3. Factors to be Considered in Assessing Penalties. 


a. 


b. 


Penalties will be determined on a case by case 
basis. 

Prior violations of regulations will be consid- 
ered when assessing whether any violation is 
willful, deliberate or intentional, and when de- 
termining the penalty to be imposed. 

Penalties may be assessed as follows, depending 
on circumstances: 


(1) For a first offense: from a written warning to 


a 30 day suspension of the User Pass and vis- 
itor privileges. 


(2) For a second offense: a suspension of the 


User Pass and visitor privileges from 5 days 
to one year. 


(3) For a third or subsequent offense: from a sus- 


pension of 30 days to permanent revocation 
of the User Pass and visitor privileges. 





JANUARY 5, 1988 


(4) For any single serious or aqeoues viola- 
tion: suspension of the User Pass and visitor 
privileges for up to one year or permanent 
revocation of the User Pass and visitor privi- 
leges. A serious or aggravated violation is 
defined as any instance involving multiple vio- 
lations of wna during a single event or 
acts which also constitute a violation of Federal 
or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations 
will be maintained by the Assistant Commissioner for 
Administration. These records will be made available to 
the public upon request. 


5. Use of Public Facilities During Suspension or After 
Revocation of User Pass. 

No individual will be permitted to use the facilities 
specified in these regulations while his or her User Pass 
is suspended or revoked. 


6. Absence of Assistant Commissioner for Administra- 
tion. 

In the absence of the Assistant Commissioner for Ad- 
ministration, the Deputy Assistant Commissioner for 
Administration will carry out the responsibilities 
assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a 
Deputy or Acting Official will carry out the responsibil- 
ities assigned by these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Se- 
curity Officer of the Patent and Trademark Office or the 
Federal Protective Service or their contractors to pro- 
vide assistance in carrying out their assigned responsibil- 
ities in paragraphs 1. and 2. 


9. Appeals. 

Decisions rendered by the Assistant Commissioner for 
Administration may be reviewed on petition to the 
Commissioner. 


THERESA A. BRELSFORD, 
May 11, 1987. Assistant Commissioner 
for Administration. 
[1079 TMOG 8] 


(241) IMPROVEMENTS TO SERVICES 


® Trademark Drawings — Effective July 1, 1987, the 
rule requiring that trademark drawings be limited in size 
to 4 inches by 4 inches will not be insisted upon for the 
purpose of assigning a filing date. This change is being 
made based on a recommendation by the Public Adviso- 
ry Committee for Trademark Affairs and after consider- 
ation of the effect on Office practice. 

Drawings must still meet the other requirements of 
CFR §2.52 to receive a filing date. Further, the size lim- 
itation to 4 inches by 4 inches of CFR §2.52(c) must be 
met before the application may be approved for publica- 
tion or, if the application is on the Supplemental Regis- 
ter, for registration. It is strongly recommended that ap- 
plicants attempt to comply with the size requirements at 
the time of filing to expedite the examination and regis- 
tration process. 


[1079 TMOG 12 ] 


(242) IMPROVEMENTS TO SERVICES 


Until recently, trademark assignments containing more 
than 99 properties were pulled from the normal process- 
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ing pipeline and handled separately. This was being 
done since the automatic typewriters used to record the 
information must be reset to accommodate for more 
than 99 properties. However, this procedure has resulted 
in delays in recording such assignments, and in their be- 
ing processed well after other assignments with earlier 
receipt dates. This backlog is now being addressed and 
will be processed by the end of July. All trademark as- 
signments, regardless of the number of properties, are 
now being processed in date order. 


[1080 TMOG 6] 


(243) IMPROVEMENTS TO SERVICES 

Until June 1987, trademark assignments containing 
more than 99 properties were pulled from the normal 
processing pipeline and handled separately. This was be- 
ing done since the automatic typewriters used to record 
the information must be reset to accommodate for more 
than 99 properties. However, this procedure had result- 
ed in delays in recording such assignments, and in their 
being processed well after other assignments with earlier 
receipt dates. An intensive effort has been underway to 
record all those assignments and the backlog has now 
been completed. All trademark assignments, regardless 
of the number of properties, are now being processed in 
date order and we are planning to be back on schedule 
by the end of Sept. 

Similarly, patent assignments involving several prop- 
erties had also been delayed. The increase in the days to 
process assignments reflects the working off of this 
backlog. It is expected to be completed by the end of 
Sept. and all patent assignments should be back on tar- 
get in Oct. 


[1082 TMOG 8] 


(244) 


A decision by the Board of Patent Appeals and Inter- 
ferences in Ex parte Allen, 2 USPQ2D 1425 (Bd. App. & 
Int., Apr. 3, 1987), held that claimed polyploid oysters 
are nonnaturally occurring manufactures or composi- 
tions of matter within the meaning of 35 U.S.C. 101. 
The Board relied upon the opinion of the Supreme 
Court in Diamond v. Chakrabarty, 447 U.S. 303, 208 
USPQ 193 (1980) as it had done in Ex parte Hibbard, 
227 USPQ 443 (Bd. App. & Int., 1985), as controlling 
authority that Congress intended statutory subject mat- 
ter to “include anything under the sun that is made by 
man.” The Patent and Trademark Office now considers 
nonnaturally occurring non-human multicellular living 
organisms, including animals, to be patentable subject 
matter within the scope of 35 U.S.C. 101. 

The Board’s decision does not affect the principle and 
practice that products found in nature will not be con- 
sidered to be patentable subject matter under 35 U.S.C. 
101 and/or 102. An article of manufacture or composi- 
tion of matter occurring in nature will not be considered 
patentable unless given a new form, quality, properties 
or combination not present in the original article existin; 
in nature in accordance with existing law. See e.g. Funk 
Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 76 
USPQ 280 (1948); American Fruit Growers v. Brogdex, 
283 U.S. 1, 8 USPQ 131 (1931); Ex Parte Grayson, 51 
USPQ 413 (Bd. App. 1941). 

A claim directed to or including within its scope a hu- 
man being will not be considered to be patentable sub- 
ject matter under 35 U.S.C. 101. The grant of a limited, 
but exclusive property right in a human being is prohib- 
ited by the Constitution. Accordingly, it is suggested 
that any claim directed to a non-plant multicellular or- 
ganism which would include a human being within its 
scope include the limitation “non-human” to avoid this 
ground of rejection. The use of a negative limitation to 


Animals — Patentability 
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define the metes and bounds of the claimed subject mat- such claims will not be rejected under 35 U.S.C. 101 as 
ter is a permissible form of expression, Jn re Wakefield, being directed to nonstatutory subject matter. 
422 F.2d 897, 164 USPQ 636 (CCPA 1970). 

Accordingly, the Patent and Trademark Office is now DONALD J. QUIGG, 
examining claims directed to multicellular living organ- Appr. 7, 1987. Assistant Secretary and 
isms, including animals. To the extent that the claimed Commissioner of Patents 
subject matter is directed to a non-human “nonnaturally and Trademarks. 
occurring manufacture or composition of matter — a 
product of human ingenuity” (Diamond v. Chakrabarty), [1077 OG 24] 
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Patent Cooperation Treaty (PCT) Information 


For information concerning the PCT member 
countries see the notice appearing in the Official Gazette 
at 1076 O.G. 3 on Mar. 3, 1987. 


For use of the European Patent Office as a Searching 
Authority for PCT applications filed in the United 
States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52 on Sept. 28, 1982. 


For use of the European Patent Office as a Prelimi- 
nary Examining Authority for PCT applications filed in 
the United States Receiving Office, see the notice ap- 
pearing in the Official Gazette at 1080 O.G. 2 on July 7, 
1987. 


Certain domestic PCT fees for international applica- 
tions have been changed effective Oct. 5, 1985 in the 
rule change notice titled “Revision of Patent Fees” 
published at 1057 O.G. 24 on Aug. 20, 1985. 


The Search fee of the European Patent Office was 
changed due to a difference in the exchange rate of the 
U.S. dollar with regard to the German Mark as of Apr. 
1, 1987, and was announced in the Official Gazette at 
1077 O.G. 3 on Apr. 7, 1987. 


Domestic PCT Fees for Chapter II, effective July 1, 
1987, were announced in the Official Gazette at 1079 
O.G. 32 on June 16, 1987. 


International PCT fees were changed on July 1, 1987 
due to a difference in the exchange rate of the U.S. dol- 
lar with regard to the Swiss Franc and were announced 
in the Official Gazette at 1079 O.G. 50 on June 23, 1987. 


International PCT Chapter II fees which were effec- 
tive July 1, 1987, were «anounced in the Official Gazette 
at 1079 O.G. 50 on June 23, 1987. The elimination of 
multiple handling fees and the supplement to the han- 
dling fee under PCT Rule 57 was announced at 1085 
O.G. 30 on Dec. 22, 1987. 


The withdrawal of the Japanese declaration under 
PCT Article 64(2)(a), concerning the requirement for a 
Japanese translation of the international application 
within 20 months from the priority date where Japan is 
elected uner PCT Chapter II, as from Dec. 8, 1987, was 
announced at 1085 O.G. 31 on Dec. 22, 1987. 


National stage fees e “fective July 1, 1987, for entering 
the U.S. Patent and Tr.. ark Office as a designated or 
elected Office were changed effective July 1, 1987, and 
were announced in the Official Gazette at 1079 O.G. 32 
on June 16, 1987. 


The current schedule of PCT fees is as follows: 


U.S. Patent and Trademark Office as 
Searching Authority (ISA) 
—No corresponding prior U.S. national 
application filed: 
—Corresponding prior U.S. national 
ek er 
—Supplemental search fee, per 
additional invention 
European Patent Office as Searching 
Authority 
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Prelimi examination fee 
U.S. Patent and Trademark Office as 
Preliminary Examining Authority (IPEA) 
—Search fee paid to USPTO as 
Searching Authority 
—Additional examination fee, per 
additional invention 
—Searching Authority not the USPTO 
—Additional examination fee, 
per additional invention 


Basic Supplemental fee (for each page 
over 30): 

Designation fee for the first 10 
national or regional offices: 

Designation fee for 11th and 
subsequent designations: 

Pe ee ee ee 


U.S. National Stage fees 
Small 
Entity 


U.S. Patent and Trademark 
Office was Preliminary Ex- 
amining Authority (IPEA) 

USPTO was ISA but not 
IPEA 

USPTO was neither ISA nor 
IPEA 

USPTO was IPEA and all 
claims presented satisfied 
provisions of PCT Article 
33(1) to (4) 

—For each independent 
claim in excess of 3 

= each claim in excess of 


—For each application con- 
taining a multiple depen- 
dent claim 

—Surcharge for filing nation- 
al fee or oath or 
declaration after the time 
limit applicable under PCT 
Article 22 or 39.1 

—Processing fee for filing 
English translation after 
the time limit applicable 
under PCT Article 22 or 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987. 


Notice of Maintenance Fees Payable 


Title 37, Code of Federal Regulations, Section 
1.362(d), effective Nov. 1, 1984, provides that mainte- 
nance fees may be paid without surcharge for a six- 
month period beginning 3, 7, and 11 years after the date 
of issue of patents based on applications filed on or after 
Dec. 12, 1980. An additional six-month grace period is 
provided by 35 U.S.C. 41(b) and 37 CFR 1.362(e) for 

yment of the maintenance fee with the surcharge set 
orth in 37 CFR 1.20(k) or (1), as amended effective Oct. 
5, 1985. If the maintenance fee is not paid in a patent re- 
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quiring such payment the patent will expire on the 4th, 
8th or 12th anniversary of the grant. 

Attention is drawn to the patents which were issued 
on January 1, 1985, for which maintenance fees due at 3 
years and six months may now be paid. The patents 
have patent numbers within the following ranges: 


Utility Patents 4,490,855 through 4,491,984 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant 
patents. 


Payments of maintenance fees in patents should be di- 
rected to “Commissioner of Patents and Trademarks, 
Box M. Fee, Washington, D.C. 20231.” 

The current amounts of the maintenance fees due at 3 
years and six months are set forth in 37 CFR 1.20(e) and 
(h), as amended effective Oct. 5, 1985, which are repro- 
duced below: 


37 CFR §1.20 Post-issuance fees 


“(e) For maintaining an original or reissue patent, except 
a design or plant patent, based on an application filed 
on or after Dec. 12, 1980 and before Aug. 27, 1982, 
in force beyond 4 years; the fee is due by three years 
and six months after the original grant .. . $225.00” 


“(h) For maintaining an original or reissue patent, except 
a design or plant patent, based on an application filed 
on or after Aug. 27, 1982, in force beyond 4 years; 
the fee is due by three years and six months after the 
original grant: 


By a small entity (§1.9(f)) 
By other than a small entity 


The amounts of the surcharges as amended effective 
Oct. 5, 1985, are set forth in 37 CFR 1.20 (k) and (1) 
which are reproduced below: 


“(k) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of 
three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an ap- 
plication filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 $ 110.00” 


“(l) Surcharge for paying a maintenance fee during the 
6-month grace period following the expiration of 
three years and six months, seven years and six 
months, and eleven years and six months after the 
date of the original grant of a patent based on an ap- 
plication filed on or after Aug. 27, 1982: 


By a small entity (§1.9(f)) 
By other than a small entity 


Section 1.20 paragraph (m) as amended as a result of 
enactment of Public Law 98-622 effective Nov. 8, 1984, 
is reproduced below: 


“(m) Surcharge for accepting a maintenance fee after ex- 
piration of a patent for non-timely payment of a 
maintenance fee where the delay in payment is 
shown to the satisfaction of the Commissioner to 
have been unavoidable 


Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fees 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable surcharge 
are not paid in a patent requiring such payment, the pa- 
tent will expire at the end of the 4th, 8th, of 12th anni- 
versary of the grant of the patent depending on the first 
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maintenance fee which was not paid. 

According to the records of the Office, the patents 
listed below have expired due to failure to pay the re- 
quired maintenance fee and any applicable surcharge. 


PATENTS WHICH EXPIRED OCTOBER 18, 1987, 
DUE TO FAILURE TO PAY MAINTENANCE FEES 


Serial Number 


06/317,240 
06/274,038 
06/232,556 
06/336,039 
06/255,858 
06/425,770 
06/222,384 
06/228,603 
06/316,558 
06/271,549 
06/293,902 
06/297,243 
06/257,796 
06/373,423 
06/246,612 
06/239,324 
06/293,355 
06/289,308 
06/369,775 
06/271,288 
06/297,263 
06/249,815 
06/343,449 
06/315,380 
06/314,529 
06/351,122 
06/378, 162 
06/285,000 
06/344,418 
06/295,110 
06/273,339 
06/281,967 
06/361,255 
06/295, 102 
06/292,504 
06/347,559 
06/293,481 
06/229,681 
06/246,278 
06/327,102 
06/368,022 
06/273,473 
06/253,387 
06/284,535 
06/285,857 
06/270,023 
06/317,258 
06/286,819 
06/325,892 
06/314,133 
06/258,135 
06/241,033 
06/290,208 
06/299,691 
06/270,550 
06/246,708 
06/455,405 
06/246,151 
06/296,077 
06/268,348 
06/269,516 
06/294,487 
06/237,821 
06/302,299 
06/334,564 
06/258,723 
06/290,334 
06/390,018 
06/346,485 


Issue Date 


10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 
10/18/83 


Patent Number 


4,409,691 
4,409,700 
4,409,703 
4,409,709 
4,409,717 
4,409,727 
4,409,732 
4,409,733 
4,409,740 
4,409,744 
4,409,750 
4,409,751 
4,409,752 
4,409,753 
4,409,763 
4,409,768 
4,409,779 
4,409,781 
4,409,793 
4,409,795 
4,409,798 
4,409,804 
4,409,805 
4,409,813 
4,409,815 
4,409,818 
4,409,819 
4,409,826 
4,409,831 
4,409,833 
4,409,834 
4,409,839 
4,409,840 
4,409,844 
4,409,847 
4,409,849 
4,409,853 
4,409,856 
4,409,862 
4,409,863 
4,409,864 
4,409,867 
4,409,869 
4,409,875 
4,409,878 
4,409,883 
4,409,889 
4,409,899 
4,409,900 
4,409,911 
4,409,926 
4,409,936 
4,409,944 
4,409,952 
4,409,955 
4,409,961 
4,409,965 
4,409,970 
4,409,972 
4,409,975 
4,409,978 
4,409,983 
4,409,984 
4,409,989 
4,409,997 
4,410,000 
4,410,001 
4,410,008 
4,410,010 





1086 TMOG 444 OFFICIAL GAZETTE January 5, 1988 


Patent Number Serial Number Issue Date 4,410,470 06/222,400 10/18/83 
4,410,472 06/339,323 10/18/83 

06/378,983 10/18/83 

4,410,011 06/250,886 10/18/83 06/314,935 10/18/83 
4,410,016 06/310,763 10/18/83 06/397,053 10/18/83 
4,410,018 06/296,647 10/18/83 06/321,258 10/18/83 
4,410,031 06/282,936 10/18/83 06/242,315 10/18/83 
4,410,032 06/329,426 10/18/83 06/243,267 10/18/83 
4,410,058 06/329,219 10/18/83 06/266,546 10/18/83 
4,410,065 06/254,491 10/18/83 06/345,485 10/18/83 
4,410,068 06/292,459 10/18/83 06/287,684 10/18/83 
4,410,069 06/278,527 10/18/83 06/313,121 10/18/83 
4,410,074 06/250,314 10/18/83 06/277,610 10/18/83 
4,410,079 06/322,817 10/18/83 06/450,843 10/18/83 
4,410,081 06/314,770 10/18/83 06/368,510 10/18/83 
4,410,088 06/290,205 10/18/83 10/18/83 
4,410,093 06/264,579 10/18/83 10/18/83 
4,410,096 06/306,550 10/18/83 06/320, 919 10/18/83 
4,410,097 06/389,724 10/18/83 4,410. 06/380,009 10/18/83 
4,410,100 06/317,164 10/18/83 06/320,019 10/18/83 
4,410,101 06/224,004 10/18/83 06/360,711 10/18/83 
4,410,103 06/241,510 10/18/83 06/329,780 10/18/83 
4,410,108 06/310,227 10/18/83 06/305,347 10/18/83 
4,410,110 06/259,159 10/18/83 06/306,847 10/18/83 
4,410,113 06/252,255 10/18/83 06/254,544 10/18/83 
4,410,115 06/271,286 10/18/83 06/398,086 10/18/83 
4,410,117 06/396,034 10/18/83 06/374,840 10/18/83 
4,410,127 06/236,359 10/18/83 06/310,553 10/18/83 
4,410,140 06/259,071 10/18/83 06/357,461 10/18/83 
4,410,155 06/282,632 10/18/83 06/242,300 10/18/83 
4,410,166 06/329,250 10/18/83 06/360,790 10/18/83 
4,410,168 06/290,890 10/18/83 06/271,242 10/18/83 
4,410,174 06/362,110 10/18/83 06/270,385 10/18/83 
4,410,177 06/311,526 10/18/83 4,410,771 06/246,001 10/18/83 
4,410,183 06/416,864 10/18/83 4,410,776 06/244,021 10/18/83 
4,410,191 06/235,962 10/18/83 4,410,784 06/230,070 10/18/83 
4,410,199 06/216,968 10/18/83 4,410,788 06/269,733 10/18/83 
4,410,200 06/299,542 10/18/83 4,410,803 06/313,277 10/18/83 
4,410,213 06/271,228 10/18/83 4,410,806 06/298,990 10/18/83 
4,410,216 06/267,469 10/18/83 4,410,820 06/286,505 10/18/83 
4,410,224 06/295,539 10/18/83 4,410,824 06/404,785 10/18/83 
4,410,227 06/262,945 10/18/83 4,410,838 06/279,774 10/18/83 
4,410,230 06/475,467 10/18/83 4,410,839 06/279,775 10/18/83 
4,410,248 06/369,097 10/18/83 4,410,843 06/362,038 10/18/83 
4,410,254 06/341,833 10/18/83 4,410,853 06/328,622 10/18/83 
4,410,282 06/262,704 10/18/83 4,410,856 06/217,235 10/18/83 
4,410,293 06/293,780 10/18/83 4,410,859 06/316,633 10/18/83 
4,410,310 06/256,980 10/18/83 4,410,863 06/246,499 10/18/83 
4,410,351 06/341,433 10/18/83 4,410,885 06/345,245 10/18/83 
4,410,352 06/341,435 10/18/83 4,410,888 06/267,022 10/18/83 
4,410,353 06/284,304 10/18/83 4,410,890 06/260,867 10/18/83 
4,410,377 06/361,638 10/18/83 4,410,891 06/292,101 10/18/83 
4,410,382 06/316,563 10/18/83 4,410,928 06/259,730 10/18/83 
4,410,393 06/391,793 10/18/83 4,410,953 06/217,124 10/18/83 
4,410,401 06/216,779 10/18/83 4,410,963 06/308,296 10/18/83 
06/277,906 10/18/83 4,410,971 06/255,926 10/18/83 

06/335,019 10/18/83 4,410,997 06/267,564 10/18/83 

06/317,189 - 10/18/83 4,410,999 06/280,122 10/18/83 

06/308,520 10/18/83 4,411,003 06/285,244 10/18/83 

06/314,471 10/18/83 06/300,701 10/18/83 

06/360,829 10/18/83 06/234,412 10/18/83 

06/254,779 10/18/83 06/265, 107 10/18/83 

4,410,439 06/398,428 10/18/83 4,411,022 06/343,034 10/18/83 


Notification of Acceptance of Delayed Payment of Maintenance Fee 
(35 U.S.C. 41(c); 37 CFR 1.378) 


The patent listed below is considered as not having expired but is subject to the conditions set forth in 35 U.S.C. 
41(c)(2), in view of the Petition to Accept Late Payment of the maintenace fees which has been GRANTED BY 
pan — OF PATENTS. AND TRADEMARKS, as provided for under 35 U.S.C. 41(c)(1) and 37 

78 


Application Delayed Payment 
Patent No. Serial No. Patent Date Filing Date Acceptance Date 


4,364,600 06/278,909 12/21/82 2/3/81 12/9/87 
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REISSUE APPLICATIONS FILED 


Notice under 37 CFR 1.11(b). The reissue applications list- 
ed below are open to inspection by the general public in the 
indicated i Groups and copies may be obtained by 
paying the fee therefor (37 CFR 1.19(a)). 


4,415,438, Ke. S.N. 081,716, Filed Aug. 4, 1987, Cl. 
502/255, METHOD FOR CATALYTICALLY CON- 
VERTING RESIDUAL OILS, Robert R. Dean, et al., 
Owner of Record: Inventor, Attorney or Agent: David 
E. Boone, Ex. Gp.: 116 


4,485,864, Re. S.N. 937,018, Filed Bec. r 1987, Cl. 
165/ /11R, OCCUPAN CY 'RESPO VE TEM- 
CONTROL SYSTE ™_, ‘Edwin A ‘ 
Carvel et al., Owner of Record: Flair-Emsco Corp., 
Hauppauge, N.Y., ad or Agent: Mark S. 
Bicks, et al., Ex. Gp.:3 


4,552,544, Re. S.N. 119,759, Filed Nov. 12, 1987, Cl. 
464/162, DRIVE LINE SLIP JOINT ASSEMBLY, 
David Sills, et al., Owner of Record: Dana Corp., Tole- 
do, Ohio, Attorney or Agent: Robert M. Leonardi, et al., 
Ex. Gp.: 245 


4,554,076, Re. S,N. 120,599, Filed Nov. 13, 1987, Cl. 
210/639, MATERIALS HAVING IMPROVED 
NONFOULING CHARACTERISTICS AND METH- 
OD OF MAKING SAME, Lois M. Speaker, Owner of 
Record: Georgia Tech Research, Atlanta, Ga., Attorney 
or Agent: Vern L. Oldham, et al., Ex. Gp.: 210 


4,577,182, Re. S.N. 122,440, Filed Nov. 19, 1987, Cl. 
340/539, ALARM SYSTEM, James W. Millsap, et al., 
Owner of Record: Said Assignor to Peter Miller, Chicago, 
Til, sees or Agent: George H. Gerstman, Ex. 
Gp.: 


4,600,078, Re. S.N. 120,579, Filed Nov. 16, 1987, Cl. 
181/286, SOUND BARRIER, Leslie S. Wirt, Owner of 
Record: Lockheed Corp., Burbank, Calif, Attorney or 
Agent: Frederic P. Smith, Ex. Gp.: 211 


REQUESTS FOR REEXAMINATION FILED 


Notice under 37 CFR 1.11(c). The requests for re- 
examination listed below are open to inspection by the gen- 
eral public in the indicated Examining Groups. Copies of the 
requests and related papers may be obtained by paying the 
fee therefor established in the Rules (37 CFR 1.19(a)). 

In the event correspondence to the patent owner is not re- 
ceived, this notice will be considered to be constructive no- 
tice to the patent owner and reexamination will proceed (37 
CFR 1.248(a)(5) and 1.525(b)). 


4,053,313, Reexam. No. 90/001,388, Requested: Dec. 
3, 1987, Cl. 430/270, PROCESS FOR IMAGE RE- 
PRODUCTION USING MULTILAYER PHOTO. 
SENSITIVE SOLVENT PROCESSABLE ELE- 
MENTS, Roxy N. Fan, Owner of Record: E. I. duPont 
de Nemours & Co., Wilmington, Del, Attorney or Agent: 
Annette L. Richter, Ex. Gp.: 150, Requester: Owner 


4,260,890, Reexam. No. 90/001,384, Requested: Nov. 
30, 1987, Cl. 250/373, FLUORESCENT GAS 
ANALYZER, Steven A. Wright, Owner of Record: 
Monitor Labs. Inc., San Diego, Calif., Attorney or Agent: 
Carl R. Brown, Ex. Gp.: 250, Requester: Dasibi Envi- 
ronment Corp., Glendale, Calif. 


4,323,071, Reexam. No. 90/001,386, Requested: Dec. 
1, 1987, Cl. 128/343, VASCULAR GUIDING CATH- 
ETER ASSEMBLY AND VASCULAR DILATING 
CATHETER ASSEMBLY AND A COMBINATION 
THEREOF AND METHODS OF MAKING THE 
SAME, John B. Simpson, et al., Owner of Record: Ad- 
vanced Catheter Systems Inc., Santa Clara, Calif., Attor- 
ney or Agent: Flehr, Hohbach, et al., Ex. Gp.: 330, Re- 
quester: Donald Jacobson, Burnsville, Minn. 
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21, Reexam. No. 90/001,389, Requested: Dec. 
3, 1987, Cl. 415/136, FREE FLOATING DIVIDER 
WALL TURBINE HOUSING, Arthur H. Mains, et al., 
Owner of Record: Wallace Murray Corp., New York, 
N.Y., Attorney or Agent: Thomas J. Greer, Ex. Gp.: 
240, Requester: Ishiawajma-Harima Heavy Ind., Co., 
Tokyo, Japan 


4,436,233, Reexam. No. 90/001,387, Requested: Nov. 
27, 1987, Cl. 224/159, BABY CARRIER, James B. & 
Sally Hill, Owner of Record: Inventors, Denver, Colo., 
y+ oe or Agent: Robert E. Purcell, Ex. Gp.: 240, Re- 
quester: Nanette Reding, Tulsa, Okla. 


4,517,099, Reexam. No. 90/001,390, Requested: Dec. 
4, 1987, Cl. 210/741, APPARATUS METHOD 
FOR HANDLING SOLIDS IN LIQUID, Raymond A. 
Breckner, Owner of Record: Innovac Technology Inc., 
Vancouver B.C., Canada, Attorney or Agent: Henry C. 
Bunsow, Ex. Gp.: 130, Requester: Owner 


4,684,404, Reexam. No. 90/001,385, Requested: Dec. 
1, 1987, Cl. 75/118, DISSOLUTION OF NOBLE 
METALS, Guy I. Z. Kalocsai, Owner of Record: Kaljas 
Pty Ltd., New South Wales, Australia, Attorney or 
Agent: Arthur R. Crawford, Ex. Gp.: 130, Requester: 

er 


Erratum 


“All reference to Patent No. 4,711,588 to Gene R. 
Clement of Mich. for ‘SEQUENTIAL DRAWER 
SLIDE’ a) ing in the Official Gazette of Dec. 8, 


pearin é 
1987 should be deleted since no patent was granted.” 


Requests for Comments on the Desirability of Permitting 
More Participation by Non-Patent Owner Requesters 
During Reexamination 


The Patent and Trademark Office has received indica- 
tions and suggestions that reexamination requesters who 
are not the patent owner be permitted to participate 
more fully during reexamination proceedings than is 
now permitted under the present statute (35 USC 
302-307) and rules (37 CFR 1.510-1.570). The purpose of 
this notice is to solicit public comment on draft legisla- 
tion permitting more participation by non-patent owner 
requesters during reexamination proceedings. The draft 
legislation follows this notice. 

The draft amendments to the reexamination statute 
permit increased requester participation throughout the 
reexamination proceeding including appeal to the Court 
of Appeals for the Federal Circuit and permit rejection 
of patent claims in reexamination for lack of compliance 
of the claims or the specification of the patent with the 
requirements of 35 USC 112. The amendments being 
proposed to sections 303, 305, and 306 are intended to 
increase the value of the reexamination proceeding to 
the public, and particularly the person requesting reex- 
amination of another’s patent, by providing well-defined, 
but limited, opportunities for the requester to participate 
in the examination process after it has begun. At present, 
the person requesting reexamination, if not the patent 
owner, is not able to participate in, or comment upon, 
the examination process after it has begun. The intent of 
these draft amendments is to provide well-defined, but 
limited, opportunities for the reexamination requester to 
comment upon, and participate in, each stage of the ex- 
amination after it has begun, but to do so in such a man- 
ner that the requirement of section 305 of this title that 
reexamination proceedings “be conducted with special 
dispatch within the Office” is met. 

Presently, issues under 35 USC 112 may only be 
raised during reexamination with respect to new claims 
or the amendatory subject matter of original claims. The 
draft amendment provides for the raising of issues under 





1086 TMOG 446 


35 USC 112 with respect to any claim - new, amended, 
or original. 

Although not specifically provided for in the draft 
amendments to the statute, this increased requester par- 
ticipation contemplates the Commissioner, under appro- 
priate guidelines, permitting the requester to attend, as 
an observer, interviews between the examiner and the 
patent owner. For example, the requester might not be 
permitted to participate in any manner. The requester 
might, however, be permitted to file into the reexamina- 
tion record a summary of the interview or comments on 
the patent owners or examiner’s summary. 

amendment provides a person requesting reexami- 
nation, who is not the patent owner, with the opportuni- 
ty, within the times and conditions established by the 
Commissioner, to effectively respond to the positions 
taken by the patent owner during the reexamination pro- 
ceeding. The amendment provides that a fee or fees for 
increased requester icipation may be established. 
This could be done, for example, by an increase in the 
initial reexamination filing fee for all reexaminations, by 
requiring an individual fee for the right to further partic- 
, age or each paper filed, or by a combination of such 
ees. 
The amendment also provides the requester with the 
opportunity, under appropriate conditions, to a de- 
cisions which are favorable to patentability to the Board 
of Patent Appeals and Interferences and to the United 
States Court of Appeals for the Federal Circuit. The 
amendment is intended to assist the public, including pa- 
tent owners and alleged or potential infringers, and the 
Federal courts, by providing a more expeditious and less 
costly alternative to patent litigation to determine ques- 
tions of patentability based on patents and printed publi- 
cations. These amendments will provide the public and 
the Federal courts with the opportunity in appropriate 
cases, to obtain a decision as to the patentability of sub- 


ject matter which may be given preclusive effect. These 
amendments therefore will make patent litigation less 
costly and reexamination more attractive and effective. 


Dates: Comments and suggestions should be received by 
March 1, 1988. A public hearing will be held on March 
8, 1988, beginning at 9:30 a.m. in Room IICIO on the Ilth 
floor of Building 3, located at Crystal Plaza, 2021 Jeffer- 
son Davis Highway, Arlington, Va. Requests to make 
oral presentations at the hearing should be received on 
or before March 1, 1988. 


Addresses: Address written comments and requests to 
make oral presentation to the Commissioner of Patent 
and Trademarks, Washington, D.C 20231 to the atten- 
tion of R. Franklin Burnett, Crystal Plaza 3-11A13. For 
further information contact R. Franklin Burnett by tele- 
phone at (703) 557-3054. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 17, 1987. 


Proposed Amendments to Sections 303, 305, and 306 of ti- 
tle 35, United States Code (New language is italic) 


(1) Amend 35 U.S.C. §303(c) to read as follows: 


(c) The Commissioner may refund a portion of the reexam- 
ination fee required under section 302 of this title upon 
a final determination that no substantial new question 
of patentability has been raised unless an appeal under 
the provisions of section 306 of this title is filed. 


(2) Amend 35 U.S.C. §305 to read as follows: 
§305 Conduct of reexamination preceedings 
After the times for filing the statement and reply pro- 


vided for by section 304 of this title have expired, reex- 
amination will be conducted according to the proce- 
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dures established for initial examination under the provi- 
sions of sections 132 and 133 of this title. The 
examination will include issues under section 112 of this ti- 
tle relating to the patent undergoing reexamination and to 
proposed amendments to the patent. The person requestin 
reexamination may file a single set of comments on eac 
notice of examination pursuant to section 132 of this title or 
the patent owner’s response to each notice of examination 
pursuant to section 132 of this title, within such time and 
conditions, and upon payment of such fee or fees, as the 
Commissioner shall establish. The Commissioner may es- 
tablish the fee or fees as a part of the reexamination fee 
under section 302 of this title or require the fee or fees to be 
paid at another time by the requester. In any reexamina- 
tion proceeding under this chapter, the patent owner 
will be permitted to propose any amendment to his pa- 
tent and a new claim or claims thereto, in order to dis- 
tinguish the invention as claimed from the prior art cited 
under the provisions of section 301 of this title, or in re- 
sponse to a decision adverse to the patentability of a 
claim of a patent. No — amended or new claim 
enlarging the scope of a claim of the patent will be per- 
mitted in a reexamination proceeding under this chapter. 
All reexamination proceedings under this section, includ- 
ing any appeal to the Board of Patent Appeals and In- 
terferences will be conducted with special dispatch 
within the Office. 


(3) Amend 35 U.S.C. §306 to read as follows: 
306 Appeal 


The patent owner involved in a reexamination pro- 
ceeding under this chapter may appeal under the provi- 
sions of section 134 of this title, and under the provi- 
sions of sections 141 to 144 of this title, with respect to 
any decision adverse to the patentability of any original 
or proposed amended or new claim of the patent. Any 
person requesting reexamination, who is not the patent own- 
er, may appeal to the Board of Patent Appeals and Inter- 
ferences within such time and conditions and upon the pay- 
ment of such fee as the Commissioner shall establish, with 
respect to any decision favorable to patentability or a final 
order denying reexamination because no substantial new 
question of patentabilitv has been raised. Any person re- 
questing reexamination, who is not the patent owner, may 
Fg under the provisions of sections 141 to 144 of this ti- 
tle, with respect to any decision of the Board of Patent Ap- 
peals and Interferences favorable to patentability, or any 
decision of the Board of Patent Appeals and Interferences 
upholding a final order denying reexamination because no 
substantial new question of patentability has been raised. 


Purpose of the Amendments To 
Sections 303, 305, and 306 


The amendments being proposed to sections 303, 305, 
and 306 are intended to increase the value of the reex- 
amination proceeding to the public, and particularly to 
the person requesting reexamination of another’s patent, 
by providing well-defined, but limited, opportunities to 
participate in the examination process after it has begun. 
At present, the person requesting reexamination, if not 
the patent owner, is not able to participate in, or com- 
ment upon, the examination process after it has begun. 
Some members of the public view this total lack of the 
ability to participate in, or comment upon, the examina- 
tion process after it has begun as a serious drawback to 
the effectiveness of reexamination. The intent of these 
amendments is to respond to this criticism by providing 
well-defined, but limited, opportunities for the reexami- 
nation requester to comment upon, and participate in, 
each stage of the examination after it has begun, but to 
do so in such a manner that the requirement of section 
305 of this title that reexamination proceedings “be con- 
ducted with special dispatch within the Office” is met. 
This amendment achieves its objectives by providing a 
person requesting reexamination, who is not the patent 
owner, with the opportunity, within the times and con- 
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ditions cstablished by the Commissioner, to effectively 
respond to the positions taken by the patent owner dur- 
ing the reexamination proceeding. Such a person is also 
provided with the opportunity, under appropriate condi- 
tions, to appeal decisions which are favorable to patent- 
ability to the Board of Patent Ap and Interferences 
and to the United States Court of Appeals for the Fed- 
eral Circuit. This amendment is intended to assist the 
public, including patent owners and alleged or potential 
infringers, and the Federal courts, by providing a more 
expeditious and less costly alternative to patent litigation 
to determine questions of patentability based on patents 
and printed publications. These amendments will pro- 
vide the public and the Federal courts with the opportu- 
nity in appropriate cases, to obtain a decision as to the 
patentability of subject matter which can be given pre- 
clusive effect. These amendments therefore will make 
patent litigation less costly and reexamination more at- 
tractive and effective. 


Section Analysis 


Section (1) of this bill amends paragraph (c) of section 
303 of title 35 to authorize the Commissioner to refund a 

rtion of the reexamination fee required under section 
302 of title 35 upon a final determination that no sub- 
stantial new question of patentability has been raised un- 
less an a under the provisions of the amendment to 
§306 is filed. If an appeal to the Board of Patent Ap- 
peals and Interferences is filed, no refund is proper since 
the additional expense to the Office makes a refund inap- 
propriate. Further, the refusal to refund a portion of the 
reexamination fee when an appeal is filed will discour- 
age frivolous — 

Section (2) of this bill amends section 305 of title 35, 
United States Code, by adding to the section a new sen- 
tence including examination under section 112 of this ti- 
tle of all claims in a reexamination including those in the 
patent and those in proposed amendments to the patent. 
This will allow issues under section 112 with regard to 
the patent claims to be resolved in the reexamination 
along with such issues as are now being considered as to 
new claims or amendments to the claims of the patent 
under reexamination. It is not intended to extend reex- 
amination to other issues such as whether the invention 
was on public use or sule or whether there was inequita- 
ble conduct in obtaining the patent. Such issues may be 
decided in the courts in view of the evidence presented 
after discovery and testimony. A new sentence is also 
added to the section permitting a person requesting reex- 
amination to file either comments on each notice of ex- 
amination pursuant to section 132 of this title or a reply 
to the patent owner’s response to each notice of exami- 
nation pursuant to section 132 of this title, within such 
time and conditions, and upon payment of such fee or 
fees, as the Commissioner shall establish. This amend- 
ment would permit the person requesting reexamination 
to have one opportunity to comment upon each notice 
of examination pursuant to section 132 of this title. If the 
person requesting reexamination is the patent owner, the 
patent owner’s comments under this section would be 
expected to be incorporated into the patent owner’s re- 
sponse to each notice of examination and the Commis- 
sioner could so require. If the person requesting reexam- 
ination is not the patent owner, this amendment would 
permit the po to file a single set of comments on 
each notice of examination under section 132, i.e., each 
of the patent examiner’s official actions, or the patent 
Oowner’s response to each of the examiner’s actions. Un- 
der this amendment, although a requester could file a set 
of comments on an official action by the examiner with- 
out waiting for the patent owner’s response, it is not an- 
ticipated that most requesters will do so. A requester 
would file a set of comments on the examiner’s official 
action, however, in situations where no response is 
expected by the patent owner. 

The amendment authorizes the Commissioner to es- 
tablish appropriate times and conditions for the filing of 
the comments or reply such that the requirement of this 
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section that reexamination proceedings “be conducted 
with special dispatch within the ce” will be met. 
The Commissioner may limit the content and/or len 

of the comments or reply, if appropriate, to ensure that 
the Pp ‘ocedure is orderly and conducted with special dis- 
patch. The Commissioner may also, in the Commission- 
er’s discretion, permit the requester to reply to any Peed 
tions or other submissions of the patent owner which 
the Commissioner may authorize to be filed during the 
reexamination proceeding. It is contemplated that the 
Commissioner will set strict times for the filing of the 
comments or reply in order to ensure that the reexami- 
nation proceedings are conducted expeditiously. Fur- 
ther, the Commissioner may, in the Commissioner’s dis- 
cretion, return any unauthorized or untimely comments 
or replies. The requester may be permitted to be present 
during interviews with the patent owner, subject to 
guidelines established by the Commissioner. 

The amendment authorizes the Commissioner to es- 
tablish a fee or fees for the increased requester participa- 
tion. The Commissioner could do so by establishing the 
fee or fees as part of the reexamination fee under section 
302 of this title or requiring the fee or fees to be paid at 
another time, e.g., upon filing the first or each comment 
or reply. 

Section (3) of this bill amends section 306 of title 35, 
United States Code, by providing for an appeal to the 
Court of Appeals for the Federal Circuit by a patent own- 
er from a decision adverse to patentability rather than 
providing alternative routes of review under both sections 
141 and 145. Section (3) also amends section 306 to pro- 
vide that any person requesting reexamination, who is not 
the patent owner, may appeal to the Board of Patent Ap- 
peals and Interferences within such time and conditions 
and upon the payment of such fee as the Commissioner 
shall establish, with respect to any decision favorable to 
patentability or a final order denying reexamination be- 
cause no substantial new question of patentability has 
been raised. Section (3) also amends section 306 to pro- 
vide that any person requesting reexamination, who is not 
the patent owner, may appeal to the Court of Appeals for 
the Federal Circuit with respect to any decision of the 
Board of Patent Appeals and Interferences favorable to 
patentability, or any decision of the Board of Patent Ap- 
peals and Interferences upholding a final order denying 
reexamination because no substantial new question of pat- 
entability has been raised. 

The amendments to section 306 to require that appeals 
by either the patent owner or the requester, who is not 
the patent owner, be directed to the Court of Appeals 
for the Federal Circuit are designed to eliminate the lim- 
ited de novo consideration in the District Court which 
does not appear necessary and to prevent the anomalous 
situation which would result if the patent owner and the 
requester, who is not the patent owner, could appeal or 
seek review in different courts. These amendments will 
not adversely affect the rights of either the patent owner 
or the requester, who is not the patent owner, since 
reexamination proceedings involve decisions based on 
patents and printed publications or admissions and previ- 
Ous determinations on any grounds by the courts or the 
Patent and Trademark Office and are suited for consid- 
eration by the Court based on the record before the Pa- 
tent and Trademark Office. 

The amendment to section 306 is intended to permit 
an appeal to the Board of Patent Appeals and Interfer- 
ences of a final order denying reexamination because no 
substantial new question of patentability has been raised 
only in those circumstances where the request is found 
to contain no substantial new question of patentability 
and an order for reexamination is denied. If thé reexami- 
nation request is granted on any basis, this amendment 
would not permit an appeal on other grounds upon 
which reexamination was not ordered. In such circum- 
stances where reexamination has been ordered, any ap- 
peal would be on the basis that the decision of the exam- 
iner was favorable to patentability and not on the basis 
of an order denying reexamination. This amendment to 
section 306, provides a route of appeal to the Court of 
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Appeals for the Federal Circuit for any person request- 
ing reexamination, who is not the patent owner, of any 
decision of the Board of Patent Appeals and Interfer- 
ences upholding a final order denying reexamination be- 
cause no substantial new question of patentability has 
been raised. If reexamination of the patent is ordered as 
a result of the request for any reason, this route of aj 

does not exist. The amendment does not provide 
‘or participation by the patent owner in any appeal of a 

order denying reexamination because no substantial 
new question of patentability has been raised since the 
patent owner will fully eee if reexamination is or- 
dered as a result of the appeal. In this respect, the 
amendment is consistent with the reexamination proce- 
dures in effect prior to the amendment which do not 
permit participation by the patent owner prior to the de- 
termination on the a ween for reexamination. The 
amendment also contemplates that precluding the patent 
owner from participating in any appeal of a final order 
denying reexamination will be less expensive to the pa- 
tent owner and will simplify and expedite the appeal. 
The patent owner will not lose any rights by not having 
to participate until reexamination is ordered. 


Registration to Practice 


The following list contains the names of persons ap- 
plying for registration to practice before the United 
States Patent and Trademark Office. These persons have 
been given provisional recognition pursuant to 37 CFR 
10.9(a) to prepare and prosecute patent applications be- 
fore the Office. Final approval for registration is subject 
to establishing to the satisfaction of the Director of the 
Office of Enrollment and Discipline that the person 
seeking registration is of good moral character and re- 
pute. 7 CFR 10.7(a)]. Accordingly, any information 
tending to affect the eligibility of any of the following 
applicants on moral, ethical, or other grounds should be 
furnished the Director, Office of Enrollment and Disci- 
pline on or before Feb. 8, 1987. 
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ro B., 1719 Preston Rd., Alexandria, Va. 
Jiles, Henry R., 1770 Redwood Ter., NW., Washington, 
D.C. 20012 


ae 8 acta A., 6649 Briarleigh Way, Alexandria, 
a. 
— James L., 7622 Arlen St., Annandale, Va. 


Szereszewski, Juliuscz, Canadian Pats. & Dev. Ltd., 275 
Slater St., Ottawa, Canada K1A OR3 
Westphal, David W., 4106 E. Providence Rd., Char- 
lotte, N.C. 28211 
CAMERON WEIFFENBACH, 
Dec. 7, 1987. Director, Office of 
Enrollment and Discipline. 


Service by Publication 


A petition to cancel each of the registrations identified 
below having been filed, and the notice of such proceed- 
ings sent by registered mail to each registrant at the last 
known address having been returned by the Postal Ser- 
vice as undeliverable, notice is hereby given that unless 
the registrants listed herein, their assigns or legal repre- 
sentatives, shall enter an appearance within thirty days 
from the date of this publication, the cancellation will be 
proceeded with as in the case of default. 


Complimentary Dining Club, Inc., Buffalo, N.Y. Reg. 
No. 1,401,747, for the mark “COMPLIMENTAR 
DINING CLUB”, Canc. No. 16,143. 

Schaak Electronics, Inc., St. Paul, Minn., Reg. No. 
ia for the mark “WHIZ KIDS”, Canc. No. 


ERMA S. BROWN 
Administratot 


of the Trademark Trial 
and Appeal Board. 

For JEFFERY M. SAMUELS. 
Assistant Commissioner 
for Trademarks. 





TRADEMARK OPERATION 
JEFFREY M. SAMUELS, ASSISTANT COMMISSIONER 
DAVID E. BUCHER, DIRECTOR, TRADEMARK EXAMINING OPERATION 
CONDITION OF TRADEMARK APPLICATIONS AS OF Dec. 1, 1987. 


Oldest Date 


Amend- 
Law Office New* ment Filed 


LAW OFFICE 1—JOSEPH WEBB, MANAGING ATTORNEY, (703)557-3273 
VACANT LEAD ATTORNEY 
PAPER PRODUCTS & TOYS—INT. CLASSES 13, 16, 28 
LAW OFFICE 2—JOHN C. DEMOS, MANAGING ATTORNEY, (703)557-3277 
DONALD J. FINGERET, LEAD ATTORNEY 
FOODS, BEVERAGES & FURNITURE-INT. CLASSES 2, 20, 29, 30, 31, 32, 33, 34 
LAW OFFICE 3—MYRA KURZBARD, MANAGING ATTORNEY, (703)557-9560 
ROBERT FEELEY, LEAD ATTORNEY 
PAINT & SCIENTIFIC EQUIPMENT —INT. CLASSES 9, 15 
LAW OFFICE 4—THOMAS LAMONE, MANAGING ATTORNEY, (703)557-9550 
DAVID SOROKA, LEAD ATTORNEY 
SERVICES —INT. CLASSES 35, 36, 37, 38, 40, 41, 42 
COLLECTIVE MARKS—CLASS 200 
CERTIFICATION MARKS—CLASSES A & B 10-01-87 
LAW OFFICE 5—PAUL E. FAHRENKOPF, MANAGING ATTORNEY, (703)557-5380 
CHRISTOPHER A. SIDOTI, LEAD ATTORNEY 
TEXTILES & FASHION ACCESSORIES —INT. CLASSES 14, 18, 22, 23, 24, 25, 26 
LAW OFFICE 6—RONALD WOLFINGTON, MANAGING ATTORNEY, (703)557-2937 
VACANT LEAD ATTORNEY 
SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 10-13-87 
LAW OFFICE 7—LYNNE BERESFORD, MANAGING ATTORNEY, (703)557-5237 
DAVID SHALLANT, LEAD ATTORNEY 
CHEMICALS & COSMETICS—INT. CLASSES, 1, 3, 4, 5, 10, 17 
LAW OFFICE 8—SIDNEY MOSKOWITZ, MANAGING ATTORNEY, (703)557-5242 
MICHAEL BODSON, LEAD ATTORNEY 
INDUSTRIAL EQUIPMENT & MATERIALS—INT. CLASSES 6, 7, 8, 11, 12, 19, 21, 27 10-01-87 
TRADEMARK SERVICES DIVISION —DOREANE I. POTEAT, DIRECTOR, (703)557-5249 
POST REGISTRATION SECTION, (703)557- 1986 
AFFIDAVITS UNDER SECTIONS 8 & 15 (ALL CLASSES) 6-02-87 
RENEWALS (ALL CLASSES) 5-01-87 
SECTION 12(C) PUBLICATIONS (ALL CLASSES) 0-00-00 


APPLICANTS ARE URGED NOT TO FILE UNNECESSARY INQUIRIES CONCERNING THE STATUS OF 
THEIR APPLICATIONS. 

SEE SECTION 411 OF THE Trademark Manual of Examining Procedure. 
* THESE DATES IDENTIFY THE OLDEST UNASSIGNED NEW CASE IN EACH LAW OFFICE. ALL CASES 
WITH EARLIER DATES HAVE EITHER BEEN EXAMINED AND MADE THE SUBJECT OF AN ACTION OR 
ARE CURRENTLY BEING WORKED ON BY THE ASSIGNED EXAMINER. 


1086 TMOG 449 


197-786 TMOG-88-29 — QL 3 





OFFICIAL GAZETTE 


1086 TMOG 450 JANUARY 5, 1988 


SPECIAL BOXES FOR MAIL 


Special PTO mail box numbers should be used to allow forwarding of particular types of mail to the specopese 
areas as quickly as possible. Such mail is forwarded directly to the appropriate area without being opened. Only the 


specified type of document should be placed in an envelope addressed to one of these special boxes. If any docu- 
ments other than the specified type identified for each box are addressed to that box, they will be delayed in 
reaching the appropriate area for which they are intended. 


The following special boxes should be used only for their specified purpose. Address mail as follows: 


Box 6 
Box 7 


Box 8 
Box 9 
Box 10 
Box 11 
Box 12 
Box AF 


Box FWC 
Box Interference 


Box M. Fee 
Box Pat. Ext. 
Box PCT 
Box Reexam 


Ee oe 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Mail for the Office of Personnel from NFC. 

Mail for the Office of Legislation and International Affairs. 

“No fee” mail related to trademarks (e.g. amendments to applications and request for exten- 
sions of time to file an opposition). 

Mail directed to the Trademark Trial and Appeal Board should have “Attention TTAB” on 
the envelope in addition to “Box 5”. 

Mail for the Office of Procurement. 

Reissue applications for patents involved in litigation and any subsequently filed papers for 
those applications. 

All papers for the Office of the Solicitor. 

Coupon orders for the U.S. patent and trademark copies. 

Orders for certified copies of patent and trademark applications. 

Electronic Ordering Service (EOS). 

Contributions to the Examiner Education Program. 

Amendments or responses to final rejections in patent applications, submitted under the ex- 
pedited processing program. 

Mail related to File Wrapper and Continuations. 

Communications relating to interferences and applications and patents involved in interfer- 
ences. 

Correspondence related to a patent that is subject to the payment of a maintenance fee. 
Applications for patent term extension. 

Mail related to applications filed under the Patent Cooperation Treaty. 

Mail related to reexamination application. 





Reference Collections of U.S. Patents Available for Public Use in Patent Depository Libraries 


The following libraries, designated as Patent Depository Libraries, receive current issues of U.S. Patents and maintain collections of 
earlier issued patents. The scope of these collections varies from library to library, ranging from patents of only recent years to all or 
a of the patents issued since 1790. 

oo collections are open to public use and each of the Patent Depository Libraries, in addition, offers the publications of 
the US. ‘atent Classification System (e.g. The Manual of Classification, Index to the U.S. Patent Classification, Classification Defini- 
tions, etc.) and provides technical staff assistance in their use to aid the public in effective access to information contained in 
patents. With one exception, as noted in the table following, the collections are or, in patent number sequence. 

Facilities for making paper copies from either microfilm in reader-printers or from the bound volumes in paper-to-paper copies are 
generally provided for a fee. 

Soren Sere 2 ae nape of geese ceeeions. ceusin OS Dipees eaeteny Lait esd te Gly Biawt of earian to Oe 
public, anyone contemplating use of the patents at a particular library is advised to contact that library, in advance, about its collec- 
tion and hours, so as to avert possible inconvenience. 


State Name of Library Telephone Contact 

Alabama Auburn University Libraries (205) 826-4500 Ext. 21 
Birmingham Public Library 6-3680 

Alaska Anchorage Municipal Libraries 

Arizona Tempe: Noble Library, Arizona State University 

Arkansas Little Rock: Arkansas State Library 

California Los Angeles Public Library (213) 612-3273 
Sacramento: California State Library (916) 322-4572 
San Diego Public Library (619) 236-5813 
Sunnyvale: Patent Information Clearinghouse* (408) 730-7290 
Denver Public Library (303) 571-2347 

Colorado New Haven: Science Park Library (203) 786-5447 

Connecticut Newark: University of Delaware Library 

Delaware Washington: Howard University Libraries 

Dist. of Columbia Fort Lauderdale: Broward County Main Library 

Florida Miami-Dade Public Library 
Atlanta: Price Gilbert Memorial Library, Georgia Institute of 

Georgia Technology (404) 894-4508 
Moscow: University of Idaho Library (208) 885-6235 

Idaho Chicago Public Library (312) 269-2865 

Illinois Springfield: Illinois State Library (217) 782-5430 
Indianapolis—Marion County Public Library (317) 269-1741 

Indiana Baton Rouge: Troy H. Middleton Library, Louisiana State 

Louisiana University (504) 388-2570 
College Park: f Morland and Physical Sciences Library, 

Maryland University of (301) 454-3037 
Amherst: Physical ro Library, University of 

Massachusetts Massachusetts (413) 545-1370 
Boston Public Library (617) 536-5400 Ext. 265 
Ann Arbor: Engineering Transportation Library, University of 

Michigan Michigan (313) 764-7494 
Detroit Public Library (313) 833-1450 
Minneapolis Public Library & Information Center (612) 372-6570 

Minnesota Kansas City: Linda Hall Library (816) 363-4600 

Missouri St. Louis Public Library (314) 241-2288 Ext. 390 
Butte: Montana College of Mineral Science and Technology 

Montana Library (406) 496-4222 
Lincoln: University of Nebraska-Lincoln, Engineering Library .. (402) 472-3411 

Nebraska Reno: University of Nevada Library (702) 784-6579 

Nevada Durham: University of New Hampshire Library (603) 862-1777 

New Hampshire Newark Public Library (201) 733-7815 

New Jersey Albuquerque: University of New Mexico Library (505) 277-5441 

New Mexico Albany: New York State Library (518) 474-7040 

New York Buffalo and Erie County Public Library (716) 846-7101 
New York Public Library (The Research Libraries) (212) 714-8529 
Raleigh: D. H. Hill Library, N.C. State University (919) 737-3280 

North Carolina Cincinnati & Hamilton County, Public Library of (513) 369-6936 

Ohio Cleveland Public Library (216) 623-2870 
Columbus: Ohio State University Libraries (614) 292-6286 
Toledo/Lucas County Public Library (419) 255-7055 Ext. 212 
Stillwater: Oklahoma State University Library (405) 624-6546 

Oklahoma Salem: Oregon State Library (503) 378-4239 

Oregon Philadelphia: Free Library (215) 686-5330 

Pennsylvania Pittsburgh: Carnegie Library of Pittsbur, (412) 622-3138 
University Park: Pattee Library, Pennsylvania State University .. (814) 865-4861 
Providence Public Library (401) 521-8726 

Rhode Island Charleston: Medical University of South Carolina Library (803) 792-2371 

South Carolina Memphis & Shelby County Public Library and Information 

Tennessee Center (901) 725-8876 
Nashville: Vanderbilt University Library (615) 322-2775 
Austin: McKinney Engineering Library, University of Texas.... (512) 471-1610 

Texas College Station: Sterling C. Evans Library, Texas A & M 

University (409) 845-2551 

Dallas Public Library (214) 670-1468 
Houston: The Fondren Library, Rice University (713) 527-8101 Ext. 2587 
Salt Lake City: Marriott Library, University of Utah (801) 581-8394 

Utah Richmond: Virginia Commonwealth University Library (804) 257-1104 

Virginia Seattle: Engineering Library, University of Washington (206) 543-0740 

Washington Madison: Kurt F. Wendt Library, University of Wisconsin (608) 262-6845 

Wisconsin Milwaukee Public Library (414) 278-3247 


All of the above-listed libraries offer CASSIS (Classification And Search Support Information System), which 
provides direct, on-line access to Patent and Trademark Office data. 


*Collection organized by subject matter. 1086 TMOG 451 








MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the date 


of this publication. See rules 2.101 to 2.105. 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 494,498. HIGH COUNTRY, 
FILED 8-13-1984. 


HIGH COUNTRY INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 


INC., ATLANTA, GA. 


CLASS 18—LEATHER GOODS 


FOR BACKPACKS AND TRAVEL LUGGAGE (U.S. CL. 
3) 


FIRST USE 4-0-1975; IN COMMERCE 4-0-1975. 


CLASS 25—CLOTHING 

FOR OUTDOOR CLOTHING, NAMELY, WOOL AND 
COTTON SWEATERS, DOWN VESTS, HATS, SHIRTS, 
AND PANTS (U.S. CL. 39). 

FIRST USE 4-0-1975; IN COMMERCE 4-0-1975. 


SN 571,238. EUROZYME, SOCIETE POUR L’ETUDE ET 
LA PRODUCTION DE FERMENTS ET PRODUITS BIO- 
LOGIQUES, PARIS, FRANCE, FILED 12-2-1985. 


EZ 


OWNER OF FRANCE REG. NO. 
1-13-1981, EXPIRES 1-13-1991. 


1159461, DATED 


CLASS 1—CHEMICALS 

FOR ENZYMES AND BIOLOGICAL CATALYSTS FOR 
USE IN THE FOOD INDUSTRY (U.S. CL. 6). 

FIRST USE 5-0-1984; INCOMMERCE 5-0-1984. 


CLASS 5—PHARMACEUTICALS 

FOR BACTERIAL CULTURES AND STARTERS AND 
LACTIC ACID BACTERIA FOR USE IN THE FOOD IN- 
DUSTRY; ANIMAL FOOD SUPPLEMENTS (U.S. CLS. 6 
AND 18). 

FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


CLASS 30—STAPLE FOODS 


FOR YEAST AND LEAVENS USED IN THE FOOD IN- 
DUSTRY (U.S. CL. 46). 
FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR ANIMAL FOOD STUFFS IN THE NATURE OF 
YEASTS, LEAVENS, BACTERIA, ENZYMES AND FOOD 
STARTERS, NAMELY, MICRO ORGANISMS AND 
LACTIC BACTERIA (U.S. CL. 46). 

FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


SN 590,119. FRED, PARIS, FRANCE, FILED 3-26-1986. 


FRED 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 772449, FILED 12-16-1985, REG. NO. 
13355142, DATED 12-16-1985, EXPIRES 12-16-1995. 


CLASS 14—JEWELRY 

FOR JEWELRY; PRECIOUS STONES; CLOCKS, 
WATCHES, CIGARETTE LIGHTERS, RAZORS, TRAYS, 
MUGS, STATUETTES, PICTURE FRAMES, CIGAR AND 
CIGARETTE CASES, BOTTLE OPENERS AND KEY 
RINGS MADE OF PRECIOUS METAL (U.S. CLS. 27 AND 
28). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR REST HOME SERVICES; DAY CARE SERVICES; 
ESCORT SERVICES; BEAUTY SALON SERVICES; HAIR- 
DRESSING SALON SERVICES; UNDERTAKER SERV- 
ICES; CREMATION SERVICES; ENGINEERING SERV- 
ICES; PROSPECTING SERVICES; DRILLING AND PUMP- 
ING OF OIL SERVICES; RENTAL SERVICES IN THE 
FIELD OF FARM EQUIPMENT, CLOTHING, BEDDING, 
AND VENDING MACHINES; RETAIL STORE SERVICES 
IN THE FIELD OF JEWELRY, CLOTHING ACCESSO- 
RIES, LUGGAGE AND LEATHER GOODS (U.S. CLS. 100 
AND 101). 
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SN 595,875. O.M.S.O. OFFICINA MACCHINE PER STAMPA 
SU OGGETTI S.P.A., REGGIO EMILIA, ITALY, FILED 
4-29-1986. 


CLASS 7—MACHINERY 

FOR OFFSET PRINTING MACHINES, SILK-SCREEN 
PRINTING MACHINES AND PRE-HEATERS AND 
DRYERS SOLD AS A UNIT WITH PRINTING MACHINES 
(U.S. CL. 23). 

FIRST USE 11-0-1954; IN COMMERCE 2-3-1967. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR FLAME HEATERS, HIGH FREQUENCY HEATERS 
AND INFRARED HEATERS; ULTRAVIOLET OVENS, IN- 
FRARED OVENS AND ELECTRIC OR GAS HOT AIR 
OVENS (U.S. CL. 34). 

FIRST USE 11-0-1954; IN COMMERCE 2-3-1967. 


SN 601,192. GUARDIAN DEVELOPMENT ‘ CORPORA- 
TION, FAIRWAY, KS. FILED 5-27-1986. 


yD 


ANXIENT 
PBYNASTY 


ART 


LTR. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ART” AND “LTD.”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE FOREIGN 
CHARACTERS IN THE MARK IS “OPENING OPPORTU- 
NITY”. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTS (U.S. CL. 38). 
FIRST USE 3-30-1986; INCOMMERCE 3-30-1986. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE (U.S. CL. 32). 
FIRST USE 3-30-1986; IN COMMERCE 3-30-1986. 


OFFICIAL GAZETTE 
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SN 602,379. GEBRUDER BAUERMEISTER & CO. VER- 
FAHRENSTECHNIK GMBH & CO., NORDERSTEDT, 
FED REP GERMANY, FILED 6-3-1986. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. B78255/7WZ, FILED 
12-3-1985, REG. NO. 1093153, DATED 6-27-1986, EXPIRES 
12-3-1995. 


CLASS 7—MACHINERY 


FOR MACHINES FOR COCOA AND CHOCOLATE 
MANUFACTURING INDUSTRIES, NAMELY CLEANING 
MACHINES FOR COCOA BEANS, PEELING MACHINES, 
MILLS, MACHINES FOR REFINING COCOA MATERIAL, 
COCOA PRESSES, MIXING AND KNEADING MA- 
CHINES, CRUSHERS, CONCHES; MACHINES FOR COM- 
MINUTING OIL SEEDS, NAMELY CRUSHERS, COARSE 
CRUSHERS, FLAKERS, MILLS, AIR SIFTERS; MA- 
CHINES FOR FINE AND SUPERFINE GRINDING, MA- 
CHINES FOR CONVEYING, SIFTING AND DUST RE- 
MOVAL AND GRINDING MACHINES; PEELERS; MA- 
CHINES FOR OIL BATH COATING OF NUTS AND AL- 
MONDS, PASTE MANUFACTURING MACHINES, MA- 
CHINES FOR MANUFACTURING MARZIPAN AND IMI- 
TATION MARZIPAN MADE FROM PEELED PEACH OR 
APRICOT PITS (U.S. CL. 23). 

FIRST USE 1-2-1985; IN COMMERCE 1-2-1985. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR ROOSTERS IN THE NATURE OF AN OVEN FOR 


ROASTING COCOA MATERIAL (U.S. CL. 34). 
FIRST USE 1-2-1985; INCOMMERCE 1-2-1985. 


SN 603,431. EMBASSY GROCERY CORPORATION, MA- 
SPETH, NY. FILED 6-5-1986. 


LUCKY BOY 


CLASS 2—PAINTS 

FOR FOOD COLORS FOR DOMESTIC USE (U.S. CLS. 6 
AND 46). 

FIRST USE 10-1-1929; IN COMMERCE 10-1-1929. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 
FOR CLEANING SUPPLIES, NAMELY, CLEANSERS; 
POLISHES; AEROSOL SPRAY CLEANSERS AND PO- 
LISHES; AND FLOOR WAX (U.S. CLS. 4, 51 AND 52). 
FIRST USE 10-1-1929; IN COMMERCE 10-1-1929. 
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CLASS 29—MEATS AND PROCESSED FOODS 


FOR CANNED GOODS, NAMELY FRUITS, VEGETA- 
BLES, FISH AND MEATS; SALAD DRESSING; SOUPS; 
JAMS AND JELLIES; PICKLES; OILS AND SHORTEN- 
ING; MEATS; FISH; CHEESE; SALAD MIXES, NAMELY 
DEHYDRATED MIXES FOR FORMING MEAT, CHICK- 
EN, EGG OR FISH SALAD, AND CHICKEN, TUNA OR 
HAM SALAD; FRUIT PIE FILLINGS; MILK; SHREDDED 
OR FLAKED COCOANUT; AND MINCE MEAT; PROC- 
ESSED NUTS AND OLIVES (U.S. CL. 46). 

FIRST USE 10-1-1929; INCOMMERCE 10-1-1929. 


CLASS 30—STAPLE FOODS 

FOR DESSERTS, NAMELY, GELATIN DESSERT, PUD- 
DING AND TAPIOCA; COOKIES AND CAKES; SEASON- 
INGS; FLAVOR EXTRACTS; COFFEE, TEA AND TEA 
BAGS; GRAVY; SAUCES, NAMELY, BARBECUE, BERCY 
BORDELAISE, CREAM, HOLLANDAISE, WINE, HOT, 
SOY AND WORCESTER SAUCES; BREAKFAST CEREAL; 
FLOUR; HONEY; MACARONI AND NOODLES; REL- 
ISHES; RICE; SPICES; MINTS; CAPERS; MARSHMAL- 
LOWS; CANDY; BAKING SUPPLIES, NAMELY, ARROW- 
ROOT, BAKING POWDER, CHOCOLATE, SPRINKLES, 
ICING, MERINGUE MIX TOPPING (U.S. CL. 46). 

FIRST USE 10-1-1929; IN COMMERCE 10-1-1929. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR UNPROCESSED NUTS AND OLIVES (U.S. CL. 46). 
FIRST USE 10-1-1929; IN COMMERCE 10-1-1929. 


CLASS 32—LIGHT BEVERAGES 


FOR FOUNTAIN AND BAR SUPPLIES, NAMELY, 
LEMON CRYSTALS, POWDERS AND SYRUPS FOR 
MAKING BEVERAGES, SYRUPS AND TOPPINGS; FRUIT 
AND VEGETABLE JUICES AND CONCENTRATE 
THEREFOR (U.S. CLS. 45 AND 46). 

FIRST USE 10-1-1929; IN COMMERCE 10-1-1929. 


SN 609,046. AKTIESELSKABET ALFRED BENZON, CO- 
PENHAGEN V, DENMARK, FILED 7-11-1986. 


PRIORITY CLAIMED UNDER SEC. 44D) ON DEN- 
MARK APPLICATION NO. 204/1986, FILED 1-13-1986, 
REG. NO. 19863379, DATED 10-24-1986, EXPIRES 
10-24-1996. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PERFUMES; COLOGNES; DENTIFRICES; HAIR 
SHAMPOOS; HAIR LOTIONS; HAIR GELS; HAIR BAL- 
SAMS; TOILET SOAPS; ESSENTIAL OILS FOR PERSON- 
AL USE; COSMETIC PREPARATIONS, NAMELY, SKIN 
LOTIONS AND CREAMS; SUN PROTECTION LOTIONS 
AND CREAMS; TOILET ARTICLES, NAMELY, TALCUM, 
SHAVING FOAM AND SOAP, DEODORANTS AND 
BODY SOAP (U.S. CLS. 51 AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF CARDIOVASCULAR, GASTRO INTES- 
TINAL AND RESPIRATORY DISORDERS; HORMONES, 
ANALGESICS; ANTI RHEUMATICS; DIURETICS; DER- 
MATOLOGICAL PREPARATIONS; NEUROLEPTICS; 
OPHTHALMIC PREPARATIONS; DIETARY FOOD SUP- 
PLEMENTS; MEDICATED CHEWING GUM; MEDICAT- 
ED THROAT LOZENGES AND MEDICATED PASTILLES 
(U.S. CL. 18). 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR HEALTH FOODS, NAMELY TOFU, SOY BASED 
FOOD BEVERAGE USED AS A MILK SUBSTITUTE; 
PROCESSED EDIBLE SEEDS: DRIED SEA WEED; 
DRIED FRUITS AND VEGETABLES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR GRANOLA BASED SNACK BARS; FROZEN CON- 
FECTION; CONFECTIONERY, NAMELY CHEWING 
GUM, CANDY PASTILLES, CANDY TABLETS, CANDY 
LOZENGES, CHOCOLATE CONFECTIONERY AND 
SUGAR CONFECTIONERY (U.S. CL. 46). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PRODUCT DEVELOPMENT SERVICES; PROD- 
UCT CONSULTING SERVICES AND PRODUCT RE- 
SEARCH SERVICES IN THE FIELD OF PHARMACEUTI- 
CAL PREPARATIONS AND GENETIC ENGINEERING 
(U.S. CL. 100). 


SN 611,522. LANGENSCHEIDT KG, MUENCHEN, FED 
REP GERMANY, FILED 7-25-1986. 











gritee thelasten 
bE BEY 1 
Bi noo arti 


: 


THE DRAWING IS LINED FOR THE COLORS BLUE 
AND YELLOW. 





™ 4 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR EDUCATIONAL LANGUAGE COMPUTER PRO- 
GRAMS AND ELECTRONIC MACHINES FOR LAN- 
GUAGE TO LANGUAGE TRANSLATION (U.S. CLS. 26 
AND 38). 

FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR DICTIONARIES, LANGUAGE COURSE TEXT- 
BOOKS, PRINTED LANGUAGE GUIDES AND TRAVEL 


GUIDES (U.S. CL. 38). 
FIRST USE 0-0-1956; IN COMMERCE 0-0-1958. 


SN 612,170. MARIANI NUT COMPANY, WINTERS, CA. 
FILED 7-31-1986. 


PACIFIC 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PROCESSED NUTS (U.S. CL. 46). 
FIRST USE 10-15-1970; IN COMMERCE 10-15-1970. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR UNPROCESSED NUTS (U.S. CL. 46). 
FIRST USE 10-15-1970; INCOMMERCE 10-15-1970. 


SN 612,734. LBP PARTNERSHIP, ST. LOUIS, MO. FILED 
8-4-1986. 


SCULPTRONIX 


CLASS 6—METAL GOODS 


FOR THREE DIMENSIONAL SCULPTURES OF NON- 
PRECIOUS METALS INCLUDING ALLOYS (U.S. CL. 50). 
FIRST USE 4-0-1986; IN COMMERCE 4-0-1986. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR THREE DIMENSIONAL SCULPTURES OF WOOD, 


WAX, PLASTER OR PLASTICS (U.S. CL. 50). 
FIRST USE 4-0-1986; IN COMMERCE 4-0-1986. 
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SN 613,065. BEAVER KNITWEAR LIMITED, MONTREAL, 
QUEBEC, CANADA, FILED 8-1-1986. 


OWNER OF CANADA REG. NO. 222592, DATED 
8-25-1977, EXPIRES 8-25-1992. 

THE STIPPLING IN THE DRAWING IS FOR SHADING 
PURPOSES AND IS A FEATURE OF THE MARK. 


CLASS 18—LEATHER GOODS 


FOR BAGS FOR CARRYING INFANTS’ ACCESSORIES 
SUCH AS DIAPERS, BOTTLES, CLOTHING, PLAY- 
THINGS AND THE LIKE (US. CL. 3). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR PILLOWS AND BUMPER PADS (U.S. CL. 32). 


CLASS 24—FABRICS 


FOR CRIB PADS, CRIB SHEETS, PILLOW CASES, CAR- 
RIAGE SETS, COMFORTERS, QUILTS, TOWELS SETS, 
FACE CLOTHS AND TEXTILE WALL HANGINGS (U.S. 
CL. 42). 


CLASS 25—CLOTHING 
FOR INFANTS’, CHILDREN’S, TEENAGERS’, MISSES’, 


LADIES’ AND MEN’S BATHROBES, HOUSECOATS, 
DUSTERS, SWIMSUITS, BIBS, SLEEPERS, SHAWLS, 
BLAZERS, SPORT JACKETS, BLOUSES, BOXER LONGS, 
BUNTING BAGS, CHRISTENING SETS, COATS, CRAWL- 
ERS, DRESSES, KNITTED AND WOVEN HATS AND 
TUQUES, JACKETS, SQUALL JACKETS, JEANS, JUMP- 
ERS, JUMPSUITS, LEGGINGS, LEOTARDS, TIGHTS, 
NIGHTGOWNS, OVERALLS, PANTSUITS, UNDERWEAR, 
PANTIES, PANTS, SLACKS, PARKAS, CARCOATS, 
DUFFLE COATS, PINAFORES, SMOCKS, PRAM SUITS, 
PAJAMAS, RAINCOATS, REVERSIBLE COATS, ROMP- 
ERS, SHIRTS, SKIRTS, SKI SLACKS, SKI JACKETS, 
SNOWMOBILE SUITS, SNOWSUITS, SNOWPANTS, 
SOAKERS, SWEATERS, SWEAT SUITS, SUNSUITS, TIES, 
TUNICS AND SLIPS (U.S. CL. 39). 


CLASS 28—TOYS AND SPORTING GOODS 
FOR MOBILES (U.S. CL. 22). 
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SN 615,638. GATEWAY REHABILITATION CENTER, ALI- 
QUIPPA, PA. FILED 8-18-1986. 


GATEWAY 
REHABILITATION CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REHABILITATION CENTER”, APART FROM THE 
MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR INFORMATIONAL BROCHURES, EDUCATIONAL 
PAMPHLETS RELATING TO DRUG AND/OR ALCOHOL 
REHABILITATION (U.S. CL. 38). 

FIRST USE 1-1-1984; INCOMMERCE 1-1-1984. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR REHABILITATION SERVICES FOR ALCOHOL 
AND DRUG ADDICTED PATIENTS (U.S. CL. 100). 
FIRST USE 1-1-1984; INCOMMERCE 1-1-1984. 


SN 616,146. TUMBLE TOTS INTERNATIONAL LIMITED, 
ST. HELIER, JERSEY, CHANNEL ISLANDS, FILED 
8-22-1986. 


OWNER OF UNITED KINGDOM REG. NO. 
DATED 7-7-1983, EXPIRES 7-7-1990. 

OWNER OF UNITED KINGDOM REG. 
DATED 7-7-1983, EXPIRES 7-7-1990. 


1199189, 


NO. 1199187, 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COMIC BOOKS, MAGAZINES, WRITING PAPER, 
ENVELOPES, STICKERS, POSTERS, PHOTOGRAPHS, 
GREETING CARDS, RECORD CARDS, FILES, FOLDERS 
FOR PAPER, PENCILS, PRINTED INSTRUCTIONAL 
AND TRAINING MATERIALS, AND MAGAZINES, PAM- 
PHLETS, BROCHURES AND LEAFLETS ON THE SUB- 
JECTS OF PHYSICAL FITNESS, NUTRITION, HEALTH 
AND CHILD-RAISING (U.S. CL. 38). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR INFANTS’ AND CHILDREN’S HAND-HELD AND 
STATIONARY EXERCISE AND GYMNASTIC EQUIP- 
MENT (U.S. CL. 22). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 618,651. TWENTIETH CENTURY FOX FILM CORPO- 
RATION, BEVERLY HILLS, CA. FILED 9-5-1986. 


F IBC) 


(eemancoerne commer) 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BROADCASTING COMPANY”, APART FROM THE 
MARK AS SHOWN. 


CLASS 38—COMMUNICATION 

FOR TELEVISION BROADCASTING SERVICES (U.S. 
CL. 104). 

FIRST USE 7-11-1986; IN COMMERCE 7-11-1986. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY PRO- 
DUCTION AND DISTRIBUTION OF MOTION PICTURES 
AND VIDEO TAPES; AND PROVIDING FILM AND 
TAPE ENTERTAINMENT FOR VIEWING THROUGH 
THE MEDIA OF TELEVISION, CINEMA AND OTHER 
MEDIA (U.S. CL. 107). 

FIRST USE 7-11-1986; IN COMMERCE 7-11-1986. 


SN 619,798. HEALTH LEARNING SYSTEMS, INC., LYND- 
HURST, NJ. FILED 9-15-1986. 


HEALTH LEARNING 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR STRATEGIC MARKETING AND STRATEGIC 
CLINICAL SERVICES DIRECTED TO THE HEALTH 
CARE INDUSTRY (U.S. CL. 101). 
FIRST USE 6-18-1971; IN COMMERCE 6-18-1971. 


CLASS 38—COMMUNICATION 

FOR PRINT, AUDIO, VIDEO AND SATELLITE COM- 
MUNICATIONS AND TELECONFERENCING SERVICES 
DIRECTED TO THE HEALTH CARE INDUSTRY (USS. 
CL. 104). 

FIRST USE 2-14-1971; IN COMMERCE 2-14-1971. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PUBLISHING SERVICES; CONDUCTING EDUCA- 
TIONAL PROGRAMS FOR THE HEALTH CARE INDUS- 
TRY (U.S. CLS. 101 AND 107). 

FIRST USE 6-18-1971; INCOMMERCE 6-18-1971. 
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SN 621,261. LA SQUADRA, MONACO, MONACO, FILED 
9-22-1986. 


LA SQUADRA 


PRIORITY CLAIMED UNDER SEC. 44(D) ON MONACO 
APPLICATION NO. 10802, FILED 6-11-1986, REG. NO. 
86.10777, DATED 6-11-1986, EXPIRES 6-11-2001. 

THE ENGLISH TRANSLATION OF THE WORDS “LA 
SQUADRA” IN THE MARK IS “THE TEAM” OR 
“SQUAD”. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR PERFUMES, TOILET WATERS, COLOGNES; 
FACE, NECK AND BODY LOTIONS, NIGHT CREAMS, 
DAY CREAMS, ANTI-WRINKLE CREAMS, ANTI-WRIN- 
KLE LOTIONS AND MILKS, CLEANSING LOTIONS, 
CLEANSING JELLIES, CLEANSING OILS, CLEANSING 
CREAMS, MOISTURIZING AND _ REVITALIZING 
CREAMS, FACE MASKS, SUN CREAMS, SUN OILS AND 
SUN LOTIONS, DEPILATORY CREAMS, SPRAY AND 
GEL LIQUIDS FOR HAIR, HAIR SHAMPOOS, AFTER- 
SHAMPOO CONDITIONERS, HAIR LOTIONS, FOAMING 
BATH GEL, BATH AND SHOWER GELS, BATH OILS, 
BATH SALTS; TOILET SOAPS, MAKE-UP FOUNDATION, 
LIQUID AND FOUNDATION CREAMS, TINTED 
CREAMS, BLUSHERS, BLUSHER STICKS, EYEBROW 
PENCILS, CRAYONS AND SHADOWS; LIQUID AND 
POWDER EYE LINERS, MASCARA, POWDER, LIP- 
STICKS, LIP GLOSS, CONCEALER STICKS, FACE AND 
EYE MAKEUP REMOVERS; NAIL ENAMELS, VARNISH- 
ES AND POLISH, NAIL POLISH REMOVER, NAIL 
STRENGTHENERS; DUSTING POWDER AND TALCUM 
POWDER (U.S. CLS. 51 AND 52). 


CLASS 14—JEWELRY 

FOR JEWELRY MADE WHOLLY OR IN PART OF PRE- 
CIOUS METALS, NAMELY, NECKLACES (COLLARS), 
GOLD CHAINS, RINGS, BRACELETS, PINS AND 
BROOCHES, EARRINGS; AND WATCHES AND PARTS 
THEREOF (U.S. CLS. 27 AND 28). 

FIRST USE 9-16-1982; IN COMMERCE 9-16-1982. 


SN 621,263. PRITIKIN PROGRAMS, 
MONICA, CA. FILED 9-22-1986. 


PRITIKIN 


OWNER OF US. REG. NO. 1,155,798. 


INC., SANTA 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR SOUPS AND SALAD DRESSINGS (U.S. CL. 46). 
FIRST USE 3-15-1984; IN COMMERCE 3-15-1984. 


CLASS 30—STAPLE FOODS 


FOR SPAGHETTI SAUCES AND MEXICAN SAUCES 
MADE PRIMARILY FROM TOMATO PASTE; AND 
PARTLY PREPARED PACKAGED RICE (U.S. CL. 46). 

FIRST USE 3-15-1984; IN COMMERCE 3-15-1984. 


SN 622,307. FRESH BEGINNINGS, INC., VALDOSTA, GA. 
ASSIGNEE OF KLEIN, JUDITH, DBA FRESH BEGIN- 
NINGS, VALDOSTA, GA. FILED 9-26-1986. 


FRESH BEGINNINGS 
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CLASS 30—STAPLE FOODS 


FOR COOKIES (U.S. CL. 46). 
FIRST USE 2-0-1986; IN COMMERCE 3-31-1986. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR INCENTIVE PROGRAMS - NAMELY CUSTOMER 
FOLLOW UP PROGRAMS (U.S. CL. 101). 
FIRST USE 2-0-1986; IN COMMERCE 3-31-1986. 


SN 624,382. JEZ OF CALIFORNIA, PASADENA, CA. 
FILED 10-6-1986. 


CHEZ SPORTE 


THE ENGLISH TRANSLATION OF THE FRENCH 
WORD “CHEZ” IS “AT THE HOUSE OF” OR “HOUSE 
OF”. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PERFUME AND COLOGNE (U.S. CL. 51). 
FIRST USE 8-13-1985; IN COMMERCE 8-13-1985. 


CLASS 25—CLOTHING 

FOR MEN’S AND WOMEN’S CLOTHING, NAMELY, 
SHIRTS, PANTS, SWEATERS AND DRESSES (U.S. CL. 
39). 

FIRST USE 8-13-1985; IN COMMERCE 8-13-1985. 


SN 626,298. BIDWELL, CHRISTOPHER C., DBA CRE- 
ATIVE MARKETS, ST. LOUIS, MO. AND MANLEY, 
RICHARD A., DBA CREATIVE MARKETS, ST. LOUIS, 
MO. FILED 10-22-1986. 


GRUDGE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GREETING CARDS, CALENDARS, AND POST- 
ERS (U.S. CLS. 37 AND 38). 
FIRST USE 7-18-1986; IN COMMERCE 7-18-1986. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PLASTIC FIGURINES (U.S. CL. 50). 
FIRST USE 7-18-1986; IN COMMERCE 7-18-1986. 


CLASS 25—CLOTHING 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 7-18-1986; IN COMMERCE 7-18-1986. 


CLASS 28—TOYS AND SPORTING GOODS 
FOR STUFFED TOY ANIMALS, DOLLS AND FLYING 
DISCS (U.S. CL. 22). 
FIRST USE 7-18-1986, IN COMMERCE 7-18-1986. 
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SN 627,689. CLUIZEL, MICHEL, DAMVILLE, FRANCE, 
FILED 10-30-1986. 


LA FONTAINE AU 
CHOCOLAT 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 804088, FILED 7-2-1986, REG. NO. 
1361936, DATED 7-2-1986, EXPIRES 7-2-1996. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHOCOLAT”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “LA 
FONTAINE AU CHOCOLAT” IN THE MARK IS “CHOCO- 
LATE FOUNTAIN”. 


CLASS 30—STAPLE FOODS 
FOR CHOCOLATES AND PASTRY WITH CHOCOLATE 
(U.S. CL. 46). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING CHOCO- 
LATES AND PASTRY WITH CHOCOLATE (U.S. CL. 101). 


SN 628,541. PAINT AMERICA CO., DAYTON, OH. FILED 
11-4-1986. 


PAINT/A\MERICA 


nt FA 


OWNER OF U.S. REG. NO. 1,146,579. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAINT BRUSHES, PAINT ROLLERS, AND PAINT 
TRAYS, AND ADHESIVE FOR WALL COVERING (U.S. 
CL. 29). 

FIRST USE 10-31-1980; IN COMMERCE 10-31-1980. 


CLASS 27—FLOOR COVERINGS 


FOR VINYL WALL COVERINGS AND WALL PAPER 
(U.S. CLS. 26 AND 37). 
FIRST USE 2-28-1985; IN COMMERCE 2-28-1985. 


SN 631,083. JACKSON NATIONAL LIFE INSURANCE 
COMPANY, LANSING, MI. FILED 11-19-1986. 


JACKSON NATIONAL LIFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIFE”, APART FROM THE MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR INSURANCE MARKETING CONSULTING SER- 

VUCES FOR AGENTS AND BROKERS (U.S. CL. 101). 
FIRST USE 4-13-1961; IN COMMERCE 4-13-1961. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 36—INSURANCE AND FINANCIAL 


FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CL. 102). 
FIRST USE 4-13-1961; IN COMMERCE 4-13-1961. 


SN 631,084. JACKSON NATIONAL LIFE INSURANCE 
COMPANY, LANSING, MI. FILED 11-19-1986. 


eS 


CLASS 35—ADVERTISING AND BUSINESS 
FOR INSURANCE MARKETING CONSULTING SERV- 
ICES FOR AGENTS AND BROKERS (U.S. CL. 101). 
FIRST USE 10-6-1961; IN COMMERCE 10-6-1961. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CL. 102). 

FIRST USE 10-6-1961; INCOMMERCE 10-6-1961. 


SN 631,085. JACKSON NATIONAL LIFE INSURANCE 
COMPANY, LANSING, MI. FILED 11-19-1986. 
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_CLASS 35—ADVERTISING AND BUSINESS 
’ FOR INSURANCE MARKETING CONSULTING SERV- 
ICES FOR AGENTS AND BROKERS (U.S. CL. 101). 
FIRST USE 10-6-1961; INCOMMERCE 10-6-1961. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CL. 102). 

FIRST USE 10-6-1961; IN COMMERCE 10-6-1961. 


SN 631,214. JACKSON NATIONAL LIFE INSURANCE 
COMPANY, LANSING, MI. FILED 11-19-1986. 


JACKSON NATIONAL 


CLASS 35—ADVERTISING AND BUSINESS 


FOR INSURANCE MARKETING CONSULTING SERV- 
ICES FOR AGENTS AND BROKERS (U.S. CL. 101). 
FIRST USE 4-13-1961; IN COMMERCE 4-13-1961. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CL. 102). 
FIRST USE 4-13-1961; INCOMMERCE 4-13-1961. 


SN 631,492. MARIO VALENTINO S.P.A., NAPLES, ITALY, 
FILED 11-20-1986. 


MARIO VALENTINO 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 34221C/86, FILED 5-20-1986, REG. NO. 
438310, DATED 7-21-1986, EXPIRES 5-20-2006. 

“MARIO VALENTINO” IS THE NAME OF A LIVING 
INDIVIDUAL WHOSE CONSENT AS OF RECORD. 


CLASS 8—HAND TOOLS 


FOR RAZORS AND PARTS THEREFOR; MANICURE 
SETS (U.S. CL. 23). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PENS, FOUNTAIN PENS, BALLPOINT PENS AND 
REFILLS (U.S. CL. 37). 


CLASS 21—HOUSEWARES AND GLASS 


FOR SHAVING BRUSHES AND TOOTHBRUSHES (U.S. 
CL. 29). 


CLASS 34—SMOKERS’ ARTICLES 

FOR LIGHTERS, LIGHTER CASES, CIGARETTE - AND 
CIGAR HOLDERS, AND PARTS THEREFOR (U.S. CLS. 3 
AND 8). 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


SN 633,526. WYNN OIL COMPANY, FULLERTON, CA. 
FILED 12-4-1986. 


Xeno 


OWNER OF US. REG. NOS. 821,883 AND 997,417. 


CLASS 1—CHEMICALS 


FOR CHEMICALS AND ADDITIVES, NAMELY GASO- 
LINE ADDITIVES, DIESEL FUEL ADDITIVES, OIL AD- 
DITIVES AND OIL, TRANSMISSION, ENGINE AND RA- 
DIATOR LEAK SEALING PREPARATIONS, POWER 
STEERING AND AUTOMATIC TRANSMISSION FLUID, 
ENGINE FRICTION REDUCING PREPARATIONS, 
ENGINE ANTI-KNOCK PREPARATION, POWER STEER- 
ING FLUID, AUTOMATIC TRANSMISSION FLUID, 
ENGINE TUNE-UP FLUID, AND ENGINE OIL SYSTEM 
CLEANER-CONDITIONER (USS. CL. 6). 

FIRST USE 12-1-1971; INCOMMERCE 12-1-1971. 


CLASS 2—PAINTS 


FOR PRESERVATIVES AGAINST RUST, ANTI-CORRO- 
SION PRODUCTS, NAMELY RADIATOR TREATMENT 
AND SEALING PREPARATION CONTAINING A RUST 
INHIBITOR, POWER STEERING TREATMENT FLUIDS, 
AND GASOLINE TREATMENT (USS. CL. 16). 

FIRST USE 12-1-1971; INCOMMERCE 12-1-1971. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR CLEANING PREPARATIONS, NAMELY GREASE, 
RUST AND STAIN REMOVER, ENGINE OIL SYSTEM 
CLEANER, CARBURETOR CLEANER, CONCENTRATES 
FOR COOLING SYSTEM, AND RADIATOR FLUSH, RA- 
DIATOR TREATMENT FLUID, BRAKE CLEANER, AND 
GLASS CLEANER, AUTOMOTIVE POLISH AND CAR 
WASHING PREPARATIONS (U.S. CLS. 4 AND 52). 

FIRST USE 12-1-1971; INCOMMERCE 12-1-1971. 


CLASS 4—LUBRICANTS AND FUELS 


FOR LUBRICANTS AND GREASES, NAMELY OIL AD- 
DITIVES, TOP OIL FOR ENGINES AND FRICTION RE- 
SISTING COMPOUNDS FOR ENGINES, AUTOMOTIVE 
OIL, AND WHITE LITHIUM GREASE (U.S. CL. 15). 

FIRST USE 1-13-1966; INCOMMERCE 1-13-1966. 


CLASS 7—MACHINERY 

FOR COOLING SYSTEM FLUSH MACHINE (U.S. CL. 
23). 
FIRST USE 12-1-1971; INCOMMERCE 12-1-1971. 


CLASS 17—RUBBER GOODS 

FOR RUBBER GOODS, NAMELY RADIATOR LEAK 
PREVENTION COMPOUNDS (U.S. CL. 1). 

FIRST USE 12-1-1971; INCOMMERCE 12-1-1971. 
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SN 634,685. MIDIAL, NEUILLY SUR SEINE, FRANCE, 
FILED 12-10-1986. 


MIDIAL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 800493, FILED 6-10-1986, REG. NO. 
1358424, DATED 6-10-1986, EXPIRES 6-10-1996. 

THE STIPPLING IS FOR SHADING PURPOSES AND 
DOES NOT INDICATE A SPECIFIC COLOR. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PRESERVED, DRIED AND COOKED FRUITS; 
STEWED FRUITS; STRAINED FRUITS OR FRUITS WITH 
ALCOHOL, IN SYRUP OR PUREE; JELLY, JAM, MARMA- 
LADE; MILK AND DAIRY PRODUCTS EXCLUDING 
ICE-CREAM, ICE-MILK AND FROZEN YOGURT; 
ALMOND PASTE; FRUIT AND NUT-BASED FILLINGS; 
AND CREAMS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 

FOR COFFEE; TEA; COCOA; POWDERED COCOA; 
SUGAR; RICE; TAPIOCA; SAGO; CHICORY; COFFEE 
SUBSTITUTES; FLOUR AND BREAKFAST CEREALS; 
BISCUITS, CAKES, MERINGUES, PASTRIES; CHOCO- 
LATES, INCLUDING CHOCOLATE BARS, POWDER, 
STICKS, SQUARES AND BALLS; CHOCOLATE WITH 
ALCOHOL; SOLID OR WHIPPED CHOCOLATE; CAN- 
DIED CHESTNUTS; CANDIED AND PARTIALLY CAN- 
DIED FRUITS; FLANS INCLUDING FRUIT FLANS COV- 
ERED WITH PUREE; CONFECTIONERY CANDIES AND 
GOODS SOLD BY THE PIECE, NAMELY, NOUGATS; 
ALMOND PASTE CANDIES; SUGARED ALMONDS; PRA- 
LINES; SUGAR-COATED BONBONS; ALCOHOL-FILLED 
BONBONS; HONEY BONBONS; MINT BONBONS; TART 
BONBONS; CARAMELS; LICORICE; PASTILLES; CHEW- 
ING GUM, PIES, CAKES, PASTRIES, AND COOKIES (U.S. 
CL. 46). 


SN 636,670. BELL, DONALD J., PAHOKEE, FL. FILED 
12-22-1986. 


FLORIDA CRACKER 


CLASS 8—HAND TOOLS 
FOR HAND-OPERATED COUNTER OYSTER OPENER 


(U.S. CL. 23). 
FIRST USE 8-29-1986; IN COMMERCE 9-8-1986. 


CLASS 25—CLOTHING 


FOR POLO SHIRTS (US. CL. 39). 
FIRST USE 10-1-1986; INCOMMERCE 10-1-1986. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 638,729. ICE SKATING INSTITUTE OF AMERICA, 
WILMETTE, IL. FILED 1-8-1987. 


Sie 
Na 


OWNER OF US. REG. NO. 1,242,807. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ICE SKATING INSTITUTE OF AMERICA”, APART 
FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR BOOKS & MANUALS PERTAINING TO ICE SKAT- 


ING AND STANDARDS (U.S. CL. 38). 
FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF THOSE ASSOCIATED WITH 
ICE SKATING (U.S. CL. 100). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 638,844. TRANSACT HEALTH SYSTEMS, INC., MON- 
ROEVILLE, PA. FILED 1-8-1987. 


TRANSACT HEALTH 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MEDICAL MARKETING AND EDUCATIONAL 
MATERIALS, NAMELY PROMOTIONAL BROCHURES, 
EDUCATIONAL NEWSLETTERS, INSTRUCTIONAL 
MANUALS, LETTERHEADS (U.S. CL. 38). 

FIRST USE 3-1-1984; IN COMMERCE 3-1-1984. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MEDICAL, PSYCHOLOGICAL AND EDUCATION- 
AL CONSULTING SERVICES RELATED TO DEVELOP- 
MENTAL, LEARNING AND BEHAVIORAL PROBLEMS 
IN CHILDREN AND ADULTS AS RENDERED TO INDI- 
VIDUALS AND TO OTHER PROFESSIONALS (U.S. CL. 
100). 

FIRST USE 3-1-1984; IN COMMERCE 3-1-1984. 
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SN 638,896. O-HENRY’S FILM WORKS, INC., NEW YORK, 
NY. FILED 12-19-1986. 


5 
ce OHENRY'S FILM WORKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILM WORKS”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IS LINED FOR THE COLOR ORANGE, 
BUT COLOR IS NOT A FEATURE OF THE MARK, AND 
NO CLAIM IS MADE TO COLOR. 


CLASS 40—MATERIAL TREATMENT 


FOR PHOTOGRAPHIC PROCESSING SERVICES (U.S. 
CL. 106). 
FIRST USE 2-0-1972; IN COMMERCE 2-0-1972. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING PHOTO- 
GRAPHIC FILM (U.S. CL. 101). 
FIRST USE 2-0-1972; IN COMMERCE 2-0-1972. 


SN 640,521. TAYLOR VOSE ASSOCIATES, DBA GRUN- 
ING’S, SOUTH ORANGE, NJ. FILED 1-20-1987. 


GRUNING’S 


SEC. 2(F). 


CLASS 30—STAPLE FOODS 


FOR CANDY, ICE CREAM, HOT FUDGE TOPPINGS 
FOR ICE CREAM AND FROZEN YOGURT (U.S. CL. 46). 
FIRST USE 0-0-1907; IN COMMERCE 0-0-1926. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ICE CREAM, RESTAURANT AND CANDY STORE 
SERVICES AND MAIL-ORDER SALES SERVICES OF 
CANDY, ICE CREAM AND TOPPINGS FOR ICE CREAM 
(U.S. CL. 100). 

FIRST USE 0-0-1907; IN COMMERCE 0-0-1926. 


SN 640,563. JOH. FRIEDRICH BEHRENS AG, AHRENS- 
BURG, FED REP GERMANY, FILED 1-20-1987. 


Be/° 


OWNER OF U.S. REG. NO. 866,069. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


CLASS 6—METAL GOODS 

FOR METAL FASTENING DEVICES, NAMELY, STA- 
PLES, NAILS, TACKS, PINS, CLIPS AND CLAMPS (U.S. 
CL. 13). 

FIRST USE 0-0-1966; IN COMMERCE 0-0-1967. 


CLASS 7—MACHINERY 

FOR MACHINES FOR DRIVING STAPLES, NAILS, 
TACKS, PINS, AND CLIPS AND PARTS THEREFOR (U.S. 
CL. 23). 

FIRST USE 0-0-1966; IN COMMERCE 0-0-1967. 


SN 641,309. HUGHES AIRCRAFT COMPANY, LOS ANGE- 
LES, CA. FILED 1-27-1987. 


HUGHES 


OWNER OF U.S. REG. NOS. 1,282,214 AND 1,288,713. 
SEC. 2(F). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT CONSULTING SERV- 
ICES, IN THE FIELD OF SUPPORT CONFIGURATION, 
INTEGRATED LOGISTICS SUPPORT, RETROFIT, PROD- 
UCT SUPPORT, ASSETS, AND SPARE PARTS REQUIRE- 
MENTS FOR WEAPONS SYSTEMS (U.S. CL. 101). 

FIRST USE 10-1-1956; IN COMMERCE 10-1-1956. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATIO.J, MODIFICATION, RETROFIT, 
REFURBISHMENT, MAINTENANCE, AND REPAIR OF 
AVIONICS AND AEROSPACE PRODUC7S, TRAINING 
SIMULATORS, TEST EQUIPMENT, DEFRACTION 
OPTICS DISPLAYS, DATA LINKS, AIRCRAFT, SATEL- 
LITES, COMMUNICATION APPARATUS, RADARS, 
ELECTRONIC AND ELECTRO-OPTICAL WARFARE AP- 
PARATUS AND MILITARY GROUND VEHICLES (U.S. 
CL. 103). 

FIRST USE 10-1-1956; INCOMMERCE 10-1-1956. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES, DESIGN AND DE- 
VELOPMENT OF WEAPONRY TEST EQUIPMENT, 
TRAINING SIMULATORS AND COMPUTER SOFTWARE; 
ACTIVATION AND OPERATION OF MILITARY AND 
FLIGHT TEST SITES (U.S. CL. 100). 

FIRST USE 10-1-1956; INCOMMERCE 10-1-1956. 


SN 641,376. EPILEPSY FOUNDATION 
LANDOVER, MD. FILED 1-27-1987. 


OF AMERICA, 


EPILEPSY FOUNDATION 
OF AMERICA 


OWNER OF U.S. REG. NO. 1,027,060. 
SEC. 2(F). 
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CLASS 9—ELECTRICAL AND SCIENTIFIC . 
APPARATUS 

FOR MOTION PICTURE FILMS, PRERECORDED 
VIDEO TAPES AND VIDEO INSTRUCTION CASSETTES 
CONTAINING INFORMATION RELATING TO EPILEPSY 
(U.S. CLS. 21, 26 AND 38). 

FIRST USE 10-1-1968; IN COMMERCE 1-1-1969. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PUBLICATIONS, NAMELY, BROCHURES AND 
NEWSLETTERS CONTAINING INFORMATION RELAT- 
ING TO EPILEPSY (U.S. CL. 38). 

FIRST USE 10-1-1968; INCOMMERCE 1-1-1969. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND RAISING SERVICES FOR 
SPONSORING RESEARCH IN THE TREATMENT OF EPI- 
LEPSY (U.S. CL. 102). 

FIRST USE 10-1-1986, INCOMMERCE 1-1-1969. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ASSOCIATION SERVICES, NAMELY, PROVIDING 
INFORMATION, ADVOCACY, AND EDUCATION ABOUT 
EPILEPSY (U.S. CL. 100). 

FIRST USE 10-1-1968; IN COMMERCE 1-1-1969. 


SN 641,379. HUTHWAITE, INC., PURCELLVILLE, VA. 
FILED 1-27-1987. 


HUTHWAITE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR TRAINING AND QUESTIONNAIRE BOOKLETS 
AND MANUALS IN THE FIELD OF TRAINING SKILLS 
DEVELOPMENT (U.S. CL. 38). 

FIRST USE 2-8-1978; IN COMMERCE 2-8-1978. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES - NAMELY, PROVID- 
ING SALES TRAINING PROGRAMS AND SEMINARS 
(U.S. CL. 107). 

FIRST USE 2-8-1978; IN COMMERCE 2-8-1978. 


SN 644,432. SALVAGNINI TRANSFERICA S.P.A., SAREGO 
VICENZA, ITALY, FILED 2-13-1987. 


OPTI-SCHED 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 21527C/86, FILED 8-28-1986, REG. NO. 
477807, DATED 4-13-1987, EXPIRES 8-28-2006. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPUTER PROGRAMS (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DISTRIBUTORSHIP SERVICES FOR COMPUTER 
PROGRAMS IN THE FIELD OF PLANNING PRODUC- 
TION OF A DESIRED LIST OF PIECES ON AN INTE- 
GRATED LINE OF MACHINE TOOLS (U.S. CL. 101). 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 11 


SN 644,658. FORM PRODUCTS, INC., NAPERVILLE, IL. 
FILED 2-13-1987. 


T.W.S. 


CLASS 2—PAINTS 


FOR ACRYLIC ADHESIVE BASE COAT; AND ACRYL- 
IC WEATHER PROOFING TEXTURE COAT FOR BUILD- 
INGS, HOUSES AND OTHER STRUCTURES (U.S. CL. 16). 

FIRST USE 5-1-1984; IN COMMERCE 5-1-1984. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR SYNTHETIC PLASTIC CONCRETE FORMS, 
PANELS, FORM TIES, AND CORNER SECTIONS (U.S. 
CL. 12). 

FIRST USE 5-1-1984; IN COMMERCE 5-1-1984. 


SN 644,753. BORDEN, 
2-13-1987. 


INC., COLUMBUS, OH. FILED 


GEISER’S 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR POTATO CHIPS (U.S. CL. 46). 
FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 


CLASS 30—STAPLE FOODS 


FOR SNACK FOODS, NAMELY, POPPED POPCORN, 
CORN TWISTS, CORN POPS, AND CHEESE CORN (U.S. 
CL. 46). 

FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 


SN 645,560. BORDEN, 
2-19-1987. 


INC., COLUMBUS, OH. FILED 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR POTATO CHIPS (U.S. CL. 46). 
FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 





T™ 12 


CLASS 30—STAPLE FOODS 

FOR SNACK FOODS, NAMELY, POPPED POPCORN, 
CORN TWISTS, CORN POPS, AND CHEESE CORN (U.S. 
CL. 46). 

FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 


SN 645,566. BORDEN, INC., COLUMBUS, OH. FILED 


2-19-1987. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR POTATO CHIPS (U.S. CL. 46). 
FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 


CLASS 30—STAPLE FOODS 


FOR SNACK FOODS, NAMELY, POPPED POPCORN, 
CORN TWISTS, CORN POPS, AND CHEESE CORN (U.S. 
CL. 46). 

FIRST USE 0-0-1945; IN COMMERCE 0-0-1946. 


SN 647,180. SIMPSON TACOMA KRAFT COMPANY, SE- 
ATTLE, WA. FILED 3-2-1987. 


TACOMA KRAFT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KRAFT”, APART FROM THE MARK AS SHOWN. 
SEC. 2(F). 


CLASS 1—CHEMICALS 


FOR WOOD PULP (U.S. CL. 1). 
FIRST USE 0-0-1929; IN COMMERCE 0-0-1929. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR LINER BOARDS (USS. CL. 37). 
FIRST USE 0-0-1948; IN COMMERCE 0-0-1948. 


OFFICIAL GAZETTE 
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SN 647,302. NATIONAL GEOGRAPHIC SOCIETY, WASH- 
INGTON, DC. FILED 3-3-1987. 


Ber rey a fini a) 


a 


OWNER OF U.S. REG. 
OTHERS. 
THE DRAWING IS LINED FOR THE COLOR YELLOW. 


NOS. 880,934, 1,152,395 AND 


CLASS 9-—-ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRE-RECORDED FILM STRIPS, VIDEO CAS- 
SETTES, VIDIO DISCS, MOTION PICTURE FILMS AND 
PHOTOGRAPHIC SLIDES, EDUCATIONAL KITS FOR 
CLASSROOM USE COMPRISING AUDIO CASSETTES, 
FILM STRIPS, TEACHERS’ GUIDES, BOOKLETS, WORK- 
SHEETS AND PRINTED SHEET ILLUSTRATIONS (U.S. 
CLS. 21, 26 AND 38). 

FIRST USE 6-1-1968; IN COMMERCE 6-1-1968. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR BOOKS, MAGAZINES, BOOKLETS, PAMPHLETS, 
CATALOGS, MAPS, CHARTS, POSTERS, PHOTO- 
GRAPHS; GLOBES (U.S. CLS. 26 AND 38). 

FIRST USE 2-0-1910; IN COMMERCE 2-0-1910. 


CLASS 18—LEATHER GOODS 


FOR UMBRELLAS AND TOTE BAGS (U.S. CLS. 3 AND 
41). 
FIRST USE 1-0-1967; INCOMMERCE 1-0-1967. 


CLASS 25—CLOTHING 


FOR HATS AND TIES (U.S. CL. 39). 
FIRST USE 1-0-1967; INCOMMERCE 1-0-1967. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 
FOR EDUCATIONAL AND ENTERTAINMENT SERV- 


ICES, NAMELY-A TELEVISION SERIES FEATURING 
SCIENTIFIC, NATURAL HISTORY, TRAVEL, ADVEN- 
TURE AND HISTORICAL DOCUMENTARIES (U.S. CL. 
107). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR MAIL ORDER CATALOG SERVICES (U.S. CL. 
101). 

FIRST USE 10-0-1972; IN COMMERCE 10-0-1972. 
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SN 647,779. PENN EMBLEM COMPANY, PHILADELPHIA, 
PA. FILED 3-4-1987. 


THE MARK CONSISTS, IN PART, OF AN ABSTRACT 
DESIGN DEPICTING TWO INTERLOCKING PIECES OF 
A JIGSAW PUZZLE. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY SHIRTS AND SWEATERS 
(U.S. CL. 39). 

FIRST USE 2-5-1987, FIRST USED IN ANOTHER FORM 
ON AUGUST 01, 1986; IN COMMERCE 2-5-1987, FIRST 
USED IN COMMERCE IN ANOTHER FORM ON AUGUST 
01, 1986. 


CLASS 40—MATERIAL TREATMENT 

FOR MONOGRAMMING AND CUSTOM EMBROIDERY 
OF CLOTHES TO THE ORDER OF OTHERS (U.S. CLS. 
103 AND 106). 

FIRST USE 2-5-1987, FIRST USED IN ANOTHER FORM 
ON AUGUST 01, 1986; IN COMMERCE 2-5-1987, FIRST 
USED IN COMMERCE IN ANOTHER FORM ON AUGUST 
O1, 1986. 


SN 649,864. PARTRIDGE IN A PEAR TREE, INC., ALLEN- 
TOWN, PA. FILED 3-17-1987. 


PARTRIDGE IN A PEAR 
TREE 


CLASS 25—CLOTHING 

FOR WOMEN’S CLOTHING, NAMELY BLOUSES, 
SLACKS, SWEATERS, DRESSES, BELTS, SCARVES, 
SUITS, COATS, JACKETS, SKIRTS AND T-SHIRTS (U.S. 


CL. 39). 
FIRST USE 1-3-1983; IN COMMERCE 0-0-1983. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES IN THE FIELDS OF 
CLOTHING AND SMALL GIFTS, SUCH AS ANTIQUE 
JEWELRY, PORCELAIN AND CRYSTAL (US. CL. 101). 

FIRST USE 1-3-1980; IN COMMERCE 0-0-1982. 


SN 651,384. NATIONAL FRUIT PRODUCT COMPANY, IN- 
CORPORATED, WINCHESTER, VA. FILED 3-25-1987. 


ORCHARD BOY 


OWNER OF U.S. REG. NO. 969,746. 


197-786 TMOG-88-30 — QL 3 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 29—MEATS AND PROCESSED FOODS 
FOR APPLE SLICES, APPLE SAUCE, APPLE BUTTER 
AND FRUIT PIE FILLINGS (U.S. CL. 46). 
FIRST USE 12-0-1962; IN COMMERCE 12-0-1962. 


CLASS 30—STAPLE FOODS 
FOR APPLE CIDER VINEGAR, DISTILLED VINEGAR, 
AND FLAVORED DESSERT PUDDINGS (U.S. CL. 46). 
FIRST USE 12-0-1980; IN COMMERCE 12-0-1980. 


CLASS 32—LIGHT BEVERAGES 

FOR APPLE JUICE AND SWEET APPLE CIDER (U.S. 
CL. 46). 

FIRST USE 12-0-1970; IN COMMERCE 12-0-1970. 


SN 652,520. MARINA MOBILI INC., MOONACHIE, NJ. 
FILED 3-26-1987. 


GADABOUT 


CLASS 6—METAL GOODS 

FOR ACCESSORIES AND PARTS FOR MOPEDS, 
NAMELY; DRIVE CHAIN MASTER LINKS, PADLOCKS 
AND SHACKLE LOCKS (U.S. CLS. 13 AND 25). 

FIRST USE 1-0-1982; INCOMMERCE 1-0-1982. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PARTS FOR MOPEDS, NAMELY; SPEEDOMETER 
CABLES (U.S. CL. 26). 
FIRST USE 1-0-1982; IN COMMERCE 1-0-1982. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHT BULBS (U.S. CL. 21). 
FIRST USE 1-0-1982; INCOMMERCE 1-0-1982. 


CLASS 12—VEHICLES 


FOR ACCESSORIES AND PARTS FOR MOPEDS, 
NAMELY; CENTER STANDS, DRIVE CHAINS, MECHAN- 
ICAL CONTROL CABLES, CONTROL CABLE HARD- 
WARE, SPROCKETS, TIRES, MIRRORS, GAS CAPS, 
FITTED CYCLE COVERS, CYCLE-MOUNTED BASKETS, 
BUNGEE CORDS, SADDLE BAGS, CYCLE-MOUNTED 
TRAVEL TRUNKS, FOOT PEG SETS, LICENSE PLATE 
BRACKETS, FAIRINGS AND WINDSHIELDS, ANTI- 
THEFT CHAINS, AND ANTI-THEFT CABLES (U.S. CLS. 
13, 19 AND 23). 

FIRST USE 1-0-1982; INCOMMERCE 1-0-1982. 


SN 655,420. SUPER VIDEO, INC., CHESTNUT HILL, MA. 
FILED 4-16-1987. 


VIDEOSCORE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER TRANSACTION TERMINALS FOR 
THE SALE AND RENTAL OF VIDEO PRODUCTS (U.S. 
CL. 26). 

FIRST USE i1-1-1986; INCOMMERCE 11-1-1986. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR VIDEO CASSETTE AND VIDEO EQUIPMENT 
RENTAL SERVICES (U.S. CL. 107). 

FIRST USE 11-1-1986; INCOMMERCE 11-1-1986. 


SN 655,647. ABSOLUTE ENTERTAINMENT, INC., PARA- 
MUS, NJ. FILED 4-17-1987. 


ABSOLUTE 
ENTERTAINMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENTERTAINMENT”, APART FROM THE MARK AS 
SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MICROCOMPUTER PROGRAMS RECORDED ON 
DISKS ‘OR ROM CARTRIDGES, AND INSTRUCTION 
MANUALS SOLD THEREWITH AS A UNIT (U.S. CL. 38). 

FIRST USE 12-1-1986; IN COMMERCE 12-1-1986. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR MICROCOMPUTER GAME PROGRAMS RECORD- 
ED ON DISKS OR ROM CARTRIDGES, AND INSTRUC- 
TION MANUALS SOLD THEREWITH AS A UNIT (USS. 
CLS. 22 AND 38). 

FIRST USE 12-1-1986; IN COMMERCE 12-1-1986. 


SN 656,089. EDWARD LOWE INDUSTRIES, INC., CASSO- 
POLIS, MI. FILED 4-20-1987. 


taarcl owe 


“INDUSTRIES, INC. IN 


8 


OWNER OF U.S. REG. NOS. 719,809, 
1,359,543. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDUSTRIES, INC.”, APART FROM THE MARK AS 
SHOWN. 

“EDWARD LOWE” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 


1,123,734 AND 


CLASS 5—PHARMACEUTICALS 


FOR CAT BOX LINERS (U.S. CL. 6). 
FIRST USE 7-1-1986; IN COMMERCE 7-1-1986. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 
FOR CAT BOX 


AND 46). 
FIRST USE 7-1-1986; IN COMMERCE 7-1-1986. 


“ILLER AND CAT FOOD (US. CLS. 1 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


SN 656,391. ERNANDES, FRANK, EUGENE, OR. FILED 
4-20-1987. 


MARCO’S GELATO 
D'ITALIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GELATO D’ ITALIA”, APART FROM THE MARK 
AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“GELATO D'ITALIA” IN THE MARK IS “ICE CREAM OF 
ITALY”. - 


CLASS 30—STAPLE FOODS 

FOR ICE CREAM FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 

FIRST USE 3-31-1982; INCOMMERCE 9-16-1983. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESTAURANT AND CARRY-OUT SERVICES (U.S. 
CL. 100). 

FIRST USE 3-31-1982; IN COMMERCE 9-16-1983. 


SN 656,566. EXCELL LTD., 
4-21-1987. 


INC., MIAMI, FL. FILED 


THE MARK IS LINED FOR THE COLOR RED. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SPECTACLE FRAMES (U.S. CL. 26). 
FIRST USE 12-9-1986; IN COMMERCE 2-20-1987. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR LIGHT BULBS (U.S. CL. 21). 
FIRST USE 1-16-1987; IN COMMERCE 2-25-1987. 


SN 656,610. GEOVISION CORPORATION, OTTAWA, ON- 
TARIO, CANADA, FILED 4-21-1987. 


DEWS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 572620, FILED 11-12-1986, REG. NO. 
332510, DATED 10-2-1987, EXPIRES 10-2-2002. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPUTER PROGRAMS (U.S. CL. 38). 





JANUARY 5, 1988 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DESIGNING COMPUTER HARDWARE AND 
SOFTWARE SYSTEMS FOR OTHERS AND CONSULTING 
SERVICES IN THE FIELD OF COMPUTER SYSTEMS 
DESIGN (U.S. CLS. 100 AND 101). 


SN 657,343. PIONEER HI-BRED INTERNATIONAL, INC., 
DES MOINES, IA. FILED 4-27-1987. 


CLASS 5—PHARMACEUTICALS 

FOR VETERINARY PRODUCTS - NAMELY, BIOLOGI- 
CAL VACCINES, VIRUSES, BACTERINS, AND TOXOIDS 
FOR USE ON LIVESTOCK AND LIVING MICROBIAL 
CULTURES FOR USE IN FERMENTATION OF FEED- 
STUFFS AND FEED ADDITIVES (U.S. CL. 18). 

FIRST USE 2-26-1987; IN COMMERCE 2-26-1987. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR ANIMAL FEED (U.S. CL. 46). 
FIRST USE 10-29-1986; IN COMMERCE 10-29-1986. 


SN 660,153. WALDEN BOOK COMPANY, INC., DBA WAL- 
DENBOOKS, STAMFORD, CT. FILED 5-11-1987. 


WALDENKIDS 


NOS. 915,244, 1,297,082 AND 


CWNER OF U.S. REG. 
OTHERS. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR CHILDREN’S NEWSLETTER ABOUT SUCH 
ITEMS AS BOOKS, AUDIO AND VIDEO TAPES, GAMES, 
PUZZLES AND EDUCATIONAL TOYS FOR CHILDREN 


(U.S..CL. 38). 
FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RETAIL STORE SERVICES IN THE FIELDS OF 
CHILDREN’S BOOKS, AUDIO AND VIDEO TAPES, 
GAMES, PUZZLES AND EDUCATIONAL TOYS (U.S. CL. 
100). 

FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 661,890. EDISON BROTHERS STORES, 
LOUIS, MO. FILED 5-20-1987. 


NIXIT 


OWNER OF U.S. REG. NO. 1,418,442 AND OTHERS. 


INC., ST. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SUNGLASSES (U.S. CL. 26). 
FIRST USE 1-18-1987; IN COMMERCE 1-19-1987. 


CLASS 25—CLOTHING 
FOR SWEATSHIRTS, SHIRTS, SHOES, JACKETS AND 


SUSPENDERS (U.S. CL. 39). 
FIRST USE 9-20-1986; IN COMMERCE 9-20-1986. 


SN 662,334. DIAMITE CORPORATION, MILPITAS, NV. 
FILED 5-22-1987. 


THE MARK CONSISTS OF 3 “D”S LINKED IN A 


CIRCLE. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR COLOGNES, SKIN CARE LOTIONS, SHAMPOO 
AND HAIR CONDITIONERS, BATH AND SHOWER 
GELS, COLLEGEN CREAMS AND FACIAL SCRUBS (U.S. 
CLS. 51 AND 52). 

FIRST USE 9-3-1983; IN COMMERCE 9-7-1983. 


CLASS 5—PHARMACEUTICALS 
FOR DIETARY AND NUTRITIONAL FOOD SUPPLE- 
MENTS, NAMELY, VITAMINS, MINERALS, PROTEIN 
POWDERS, AMINO ACIDS, FIBER BARS, ALOE VERA 
BEVERAGES AND FISH OIL CAPSULES (U.S. CL. 18). 
FIRST USE 9-13-1984; IN COMMERCE 9-13-1984. 


CLASS 18—LEATHER GOODS 


FOR BRIEFBAGS (U.S. CL. 3). 
FIRST USE 9-7-1983; IN COMMERCE 9-7-1983. 
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CLASS 25—CLOTHING 


FOR LADIES’ SCARVES (U.S. CL. 39). 
FIRST USE 11-17-1982; INCOMMERCE 11-17-1982. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
COSMETICS, PERSONAL CARE PRODUCTS, DIETARY 
FOOD SUPPLEMENTS, SCARVES AND BRIEFBAGS (U.S. 
CL. 101). 

FIRST USE 11-1-1982; IN COMMERCE 11-1-1982. 


SN 663,308. 
5-28-1987. 


DUARIG, BALBIGNY, FRANCE, FILED 


DUARIG 


CLASS 25—CLOTHING 


FOR CLOTHING FOR PLAYING SOCCER, RUGBY, 
AND BASKETBALL, NAMELY SHORTS, PANTS, SHIRTS, 
JERSEYS, TANK TOPS, JACKETS, AND COATS AND 
CASUAL AND ATHLETIC FOOTWEAR (U.S. CL. 39). 

FIRST USE 10-29-1986; IN COMMERCE 10-29-1986. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPORTING GOODS, NAMELY SOCCER BALLS, 
RUGBY BALLS, BASKETBALLS, VOLLEYBALLS, 
WATER POLO BALLS, GYMNASTIC DANCE BALLS, 
MEDICINE BALLS, CYCLING GLOVES, SOCCER GOAL- 
KEEPER GLOVES, SHIN GUARDS, AND SPORTS BAGS 
FOR CARRYING PLAYING BALLS (U.S. CL. 22). 

FIRST USE 10-29-1986; INCOMMERCE 10-29-1986. 


SN 663,472. TRIPOS ASSOCIATES, INC., ST. LOUIS, MO. 
FILED 5-29-1987. 


MENDYL 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 7-24-1986; IN COMMERCE 8-27-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR COMPUTER PROGRAM INSTRUCTION MANU- 
ALS (U.S. CL. 38). 
FIRST USE 7-24-1986; IN COMMERCE 8-27-1986. 


SN 663,645. ROMAN, RON, BERLIN, NJ. FILED 5-29-1987. 


SEY 


CLASS 14—JEWELRY 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 12-24-1986; IN COMMERCE 12-24-1986. 


CLASS 25—CLOTHING 


FOR MEN’S AND WOMEN’S SPORTSWEAR, NAMELY 
PANTS, SHIRTS AND SWEATERS (U.S. CL. 39). 
FIRST USE 12-24-1986; INCOMMERCE 12-24-1986. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


SN 663,810. BIG CHEESE PIZZA CORPORATION, WICH- 
ITA, KS. FILED 6-1-1987. 


OWNER OF U.S. REG. NOS. 1,199,099, 1,286,557 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

SEC. 2(F). 


CLASS 30—STAPLE FOODS 


FOR PIZZA FOR CONSUMPTION ON OR OFF THE 
PREMSES (U.S. CL. 46). 
FIRST USE 10-27-1986; IN COMMERCE 10-27-1986. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESTAURANT AND CARRY OUT SERVICES (U.S. 
CL. 100). 

FIRST USE 10-27-1986; IN COMMERCE 10-27-1986. 


SN 663,897. MASON SHOE MANUFACTURING CO., CHIP- 
PEWA FALLS, WI. FILED 6-1-1987. 


BACKROOM 


CLASS 25—CLOTHING 


FOR FOOTWEAR, NAMELY SHOES, BOOTS, AND MO- 
CASSINS (U.S. CL. 39). 
FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DISCOUNT RETAIL STORE SERVICES IN THE 
FIELD OF MEN’S, WOMEN’S, AND CHILDREN’S 
CLOTHING AND FOOTWEAR (USS. CL. 101). 

FIRST USE 8-0-1972; IN COMMERCE 8-0-1972. 
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SN 664,705. LOUISIANA CHILDREN’S MUSEUM, NEW 
ORLEANS, LA. FILED 6-4-1987. 


LOVISTANA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOUISIANA CHILDREN’S MUSEUM”, APART 
FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR PRINTED MATTER, NAMELY POSTERS AND 


NEWSLETTERS (U.S. CL. 38). 
FIRST USE 10-11-1986; INCOMMERCE 10-11-1986. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY T-SHIRTS AND SWEAT 
SHIRTS (U.S. CL. 39). 
FIRST USE 10-11-1986; INCOMMERCE 10-11-1986. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR MUSEUM SERVICES (U.S. CL. 107). 
FIRST USE 10-11-1986; INCOMMERCE 10-11-1986. 


SN 665,015. IZER INTERNATIONAL, LOS ANGELES, CA. 
FILED 6-5-1987. 


GARDWEAR 
HARDWARE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR STATIONERY ITEMS, NAMELY; BUSINESS CARD 
HOLDER STRIP AND CARD RETAINING FILE (U.S. CL. 
37). 

FIRST USE 5-14-1987; IN COMMERCE 5-14-1987. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 18—LEATHER GOODS 


FOR CARD CARRYING CASE (U.S. CLS. 2 AND 3). 
FIRST USE 5-14-1987; IN COMMERCE 5-14-1987. 


SN 665,387. SOCIETE DE DEVELOPPMENTS ET D’INNO- 
VATIONS DES MARCHES AGRICOLES ET ALIMEN- 
TAIRES - SODIMA - UNION COOPERATIVES AGRI- 
COLES, DBA SODIMA, PARIS, FRANCE, FILED 
6-8-1987. 


YOPLAIT 


OWNER OF U.S. REG. NOS. 930,605 AND 1,134,239. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR YOGURT (USS. CL. 46). 
FIRST USE 9-0-1974; IN COMMERCE 9-0-1974. 


CLASS 30—STAPLE FOODS 


FOR FROZEN YOGURT (U.S. CL. 46). 
FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


SN 665,989. AMERICAN CLAIMS EVALUATION, INC., 
JERICO, NY. FILED 6-11-1987. 


AUDI-STAT 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ACCOUNT AUDITING SERVICES AND SCREEN- 
ING FOR AUDITS OF HOSPITAL CLAIMS (U.S. CL. 101). 
FIRST USE 3-23-1987; IN COMMERCE 3-23-1987. 


CLASS 38—COMMUNICATION 


FOR ELECTRONIC TRANSMISSION 
CLAIMS INFORMATION (U.S. CL. 104). 
FIRST USE 3-23-1987; IN COMMERCE 3-23-1987. 


OF HOSPITAL 


SN 667,569. OTR TRAVEL SERVICES, INC., HACKEN- 
SACK, NJ. FILED 6-22-1987. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR NEWSLETTERS AND BROCHURES DEALING 
WITH THE SUBJECT OF TRAVEL, ENTERTAINMENT, 
EVENTS, ACCOMODATIONS, TOURISM AND PLACES, 
SITES AND ARTICLES OF INTEREST TO THE TRAVEL- 
LER AND TOURIST (U.S. CL. 38). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRAVEL SERVICES NAMELY PROVIDING IN- 
FORMATION ABOUT ACCOMODATIONS AND EVENTS 
(U.S. CL. 105). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 667,700. CENTAUR FENCING SYSTEMS, 
MUSCLE SHOALS, AL. FILED 6-22-1987. 


INC., 


CENTAUR HTP 


“HTP” STANDS FOR “HIGH-TENSILE POLYMER”. 


CLASS 6—METAL GOODS 


FOR METAL FENCE BRACKETS (U.S. CL. 13). 
FIRST USE 10-0-1985; IN COMMERCE 4-10-1987. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR PLASTIC FENCE RAILS (U.S. CL. 12). 
FIRST USE 10-0-1985; IN COMMERCE 4-10-1987. 


SN 667,978. IRVINE COMPANY, THE, IRVINE, CA. FILED 
6-18-1987. 


IRVINE SPECTRUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IRVINE”, APART FROM THE MARK AS SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR LEASING OF BUILDINGS (U.S. CL. 102). 
FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR REAL ESTATE DEVELOPMENT SERVICES, 
NAMELY, THE PLANNING AND LAYING OUT OF COM- 
MERCIAL AND INDUSTRIAL COMMUNITIES (U.S. CL. 
103). 
FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 669,156. SIERRA GEOPHSICS, INC., KIRKLAND, WA. 
FILED 6-29-1987. 


SIERRASET 


OFFICIAL GAZETTE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRERECORDED COMPUTER PROGRAMS FOR 
GEOPHYSICAL AND GEOLOGICAL EXPLORATION 
AND DATA ANALYSIS (U.S. CL. 38). 

FIRST USE 12-31-1986; IN COMMERCE 12-31-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COMPUTER PROGRAM USER MANUALS (U.S. 
CL. 11). 

FIRST USE 12-31-1986; INCOMMERCE 12-31-1986. 


SN 669,720. ROUNDY’S, INC., PEWAUKEE, WI. FILED 
6-30-1987. 


BUYER’S CHOICE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PLASTIC MULTIPURPOSE KITCHEN BAGS, 
PLASTIC SANDWICH BAGS, PLASTIC LEAF AND 
GRASS BAGS AND PLASTIC TRASH BAGS (U.S. CL. 2). 

FIRST USE 5-7-1987; IN COMMERCE 5-7-1987. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PROCESSED FOODS IN CANS OR JARS, NAMELY 
TOMATO PASTE, APPLESAUCE, FRUIT MIX, FRUIT 
COCKTAIL, PEARS, RECONSTITUTED LEMON JUICE, 
GRAPE JUICE AND VEGETABLE OIL AND POTATO 
CHIPS (U.S. CL. 46). 

FIRST USE 5-18-1987; IN COMMERCE 5-18-1987. 


CLASS 30—STAPLE FOODS 


FOR SPAGHETTI AND NOODLES (U.S. CL. 46). 
FIRST USE 5-7-1987; IN COMMERCE 5-7-1987. 


CLASS 32—LIGHT BEVERAGES 


FOR TOMATO JUICE, CRANBERRY-RASPBERRY AND 
CRANBERRY-APPLE FLAVORED DRINKS CONTAIN- 
ING WATER, AND CARBONATED SOFT DRINKS, 
NAMELY ROOT BEER, ORANGE SODA, AND LEMON- 
LIME SODA (USS. CL. 45). 

FIRST USE 5-18-1987; IN COMMERCE 5-18-1987. 


SN 677,230. THOSE CHARACTERS FROM CLEVELAND, 
INC., CLEVELAND, OH. FILED 8-7-1987. 


MAIDEN GOLDENWAVES 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GREETING CARDS (USS. CL. 38). 
FIRST USE 7-23-1987; IN COMMERCE 7-23-1987. 


CLASS 21—HOUSEWARES AND GLASS 


FOR CERAMIC PLATES AND KITCHEN CANISTERS 
(U.S. CLS. 2 AND 30). 
FIRST USE 7-23-1987; IN COMMERCE 7-23-1987. 
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CLASS 24—FABRICS 


FOR TOWELS (U.S. CL. 44). 
FIRST USE 7-23-1987; INCOMMERCE 7-23-1987. 


CLASS 25—CLOTHING 


FOR T-SHIRTS (U.S. CL. 39). 
FIRST USE 7-23-1987; IN COMMERCE 7-23-1987. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR DOLLS (USS. CL. 22). 
FIRST USE 7-23-1987; IN COMMERCE 7-23-1987. 


SN 677,695. LIZ CLAIBORNE, INC., NEW YORK, NY. 
FILED 8-10-1987. 


Lio 
Lm,” Lil 
Li,* Lle,* Lids 
-2B.- 2B’ 
Ln, Ldn, Lid 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

THE MARK COMPRISES A HIGHLY STYLIZED TRI- 
ANGULAR DESIGN . 


1,447,214, 1,460,697 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEGLASS CASES (USS. CL. 26). 
FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR EXECUTIVE STATIONERY ACCESSORIES, 
NAMELY, APPOINTMENT BOOKS, CALENDARS, AD- 
DRESS BOOKS, AGENDAS AND MULTIFACETED OR- 
GANIZERS INCLUDING FINANCIAL AND EXPENSE 
REPORT INFORMATION AND DOCUMENT BAGS (U.S. 
CLS. 37 AND 38). 

FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


CLASS 18—LEATHER GOODS 

FOR HANDBAGS, WALLETS, CHANGE PURSES, 
BRIEFCASE-TYPE PORTFOLIOS, COSMETIC AND TOI- 
LETRY CASES SOLD EMPTY, BRIEFCASES, KEY CASES 
AND ATTACHE CASES (U.S. CLS. 2 AND 3). 

FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


CLASS 34—SMOKERS’ ARTICLES 


FOR CIGARETTE CASES (U.S. CL. 8). 
FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 677,697. LIZ CLAIBORNE, INC., NEW YORK, NY. 


Ds 


FILED 8-10-1987. 


/ Y/ 


Ds 


7 7 


OWNER OF U.S. REG. NOS. 1,447,214, 1,460,697 AND 
OTHERS. 
THE MARK COMPRISES A HIGHLY STYLIZED TRI- 


ANGULAR DESIGN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEGLASS CASES (U.S. CL. 26). 
FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR EXECUTIVE STATIONERY ACCESSORIES, 
NAMELY, APPOINTMENT BOOKS, CALENDARS, AD- 
DRESS BOOKS, AGENDAS AND MULTIFACETED OR- 
GANIZERS INCLUDING FINANCIAL AND EXPENSE 
REPORT INFORMATION AND DOCUMENT BAGS (U.S. 
CLS. 37 AND 38). 

FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 


CLASS 18—LEATHER GOODS 
FOR HANDBAGS, WALLETS, CHANGE PURSES, 
BRIEFCASES-TYPE PORTIFOLIOS, COSTMETIC AND 
TOILETRY CASES SOLD EMPTY, BRIEFCASES, KEY 
CASES AND ATTACHE CASES (U.S. CLS. 2 AND 3). 
FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 


CLASS 34—SMOKERS’ ARTICLES 


FOR CIGARETTE CASES (U.S. CL. 8). 
FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 


SN 678,742. UNIBASE SYSTEMS, INC., PARK CITY, UT. 
FILED 8-17-1987. 


EZ-C 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPUTER PROGRAMS CONTAINED ON 
CARDS, MAGNETIC MEDIA OR THE LIKE (U.S. CL. 38). 
FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MANUALS AND BOOKS DESCRIBING AND EX- 
PLAINING COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 579,168. SIKKENS B.V., SASSENHEIM, NETHER- 
LANDS, FILED 1-23-1986. 


KETAC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 679849, FILED 12-10-1985, REG. 
NO. 413189, DATED 12-10-1985, EXPIRES 12-10-1995. 

FOR LACQUERS FOR AUTOMOBILES (USS. CL. 6). 


SN 616,950. BACHMANN-VERTRIEB, FRANKURT/MAIN 
71, FED REP GERMANY, FILED 8-27-1986. 


FLEXONAL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. _ B78854/1WZ, FILED 
2-28-1986, REG. NO. 1097190, DATED 10-2-1986, EXPIRES 
2-28-1996. 

FOR ADHESIVES FOR PAPER MANUFACTURING 
SIEVE BANDS (USS. CL. 5). 


SN 624,599. ADVANCED POLYMER SYSTEMS INC., RED- 
WOOD CITY, CA. FILED 10-8-1986. 


POROSPONGE 


FOR MACROPOROUS POLYMER BEADS USED IN 
THE MANUFACTURE OF AROMATIC PRODUCTS IN 
THE COSMETICS, TOILETRIES, HOUSEHOLD AND IN- 
DUSTRIAL FIELDS (USS. CL. 6). 

FIRST USE 11-18-1985; IN COMMERCE 11-18-1985. 


SN 634,042. STULL CHEMICAL COMPANY, SAN ANTO- 
NIO, TX. FILED 12-8-1986. 


BIOSTIM 


FOR PLANT BIOSTIMULANT FOR AGRICULTURAL 
USE (U.S. CL. 6). 
FIRST USE 11-3-1986; INCOMMERCE 11-3-1986. 
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SN 644,118. SWEEN ID PRODUCTS, INC., DBA NORWE- 
GIAN LEATHER WATERPROOFING CO., LAKE CRYS- 
TAL, MN. FILED 2-11-1987. 


NOR-V-GEN 


FOR COMPOSITION FOR WATERPROOFING LEATH- 
ER (U.S. CL. 6). 
FIRST USE 1-1-1960; INCOMMERCE 1-1-1960. 


SN 647,360. NALCO CHEMICAL COMPANY, NAPER- 
VILLE, IL. FILED 3-2-1987. 


TRANSCEL 


FOR OIL SOLUBLE GASOLINE ADDITIVES FOR USE 
BY PETROLEUM REFINERIES IN THE TREATMENT OF 
GASOLINE (U.S. CL. 6). 

FIRST USE 10-31-1986; INCOMMERCE 10-31-1986. 
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SN 664,349. ARISTECH CHEMICAL CORPORATION, 
PITTSBURGH, PA. FILED 6-1-1987. 


AlISTECH 


FOR POLYPROPYLENE IN PELLET FORM FOR USE 
IN INJECTION MOLDING, EXTRUSION AND OTHER 
THERMOFORMING PROCESSES (U.S. CL. 1). 

FIRST USE 3-11-1987; IN COMMERCE 3-11-1987. 


SN 665,959. NOR-COTE CHEMICAL CO., INC., CRAW- 
FORDSVILLE, IN. FILED 6-11-1987. 


GRABTITE 


FOR ADHESIVE FOR NONPERMANENT BONDING OF 
PAPER TO ANY OTHER SUBSTRATE (U.S. CL. 5). 
FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 


SN 668,067. GAF CORPORATION, WAYNE, NJ. FILED 
6-22-1987. 


SURFADONE 


FOR SURFACTANTS FOR USE IN MANUFACTURING 
COSMETICS, PHARMACEUTICALS AND INDUSTRIAL, 
AGRICULTURAL AND HOUSEHOLD CHEMICALS (U.S. 
CL. 6). 

FIRST USE 4-2-1987; IN COMMERCE 4-2-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 1—(Continued). 


SN 670,834. LANIER CHEMICAL COMPANY, CUMMING, 
GA. FILED 7-8-1987. 


TABLET H 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TABLET”, APART FROM THE MARK AS SHOWN. 

FOR WATER TREATMENT CLEANING AND CORO- 
SION INHIBITING CHEMICAL MODULES FOR WATER 
DRAINS, RADIATORS, CONDENSATE PANS, AIR CON- 
DITIONERS AND HUMIDIFIERS (U.S. CL. 6). 

FIRST USE 8-18-1983; IN COMMERCE 8-18-1983. 


SN 674,632. MINERAL PRODUCTS AND TECHNOLOGY, 
INC., LEEDS, AL. FILED 7-27-1987. 


COOKIE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POT”, APART FROM THE MARK AS SHOWN. 

FOR ROCK WOOL DISKS USED AS A GROWING 
MEDIA FOR PLANTER INTERIORS (U.S. CL. 10). 

FIRST USE 7-10-1987; IN COMMERCE 7-10-1987. 


SN 677,120. DYNAMIT NOBEL AKTIENGESELLSCHAFT, 
TROISDORF, FED REP GERMANY, FILED 8-7-1987. 


DYNACOAT 


OWNER OF FED REP GERMANY REG. NO. 885186, 
DATED 9-7-1971, EXPIRES 8-3-1991. 

OWNER OF U.S. REG. NO. 1,126,302. 

FOR SYNTHETIC RESINS IN THE FORM OF SOLU- 
TIONS, EMULSIONS, PASTES, POWDERS, CHIPS AND 
GRANULES (U.S. CL. 6). 


SN 677,210. LONZA, INC., FAIR LAWN, NJ. FILED 


8-7-1987. 


LONZEST 


OWNER OF US. REG. NOS. 1,031,102, 1,373,328 AND 


OTHERS. 

FOR CHEMICAL PRODUCTS USED IN INDUSTRY, IN- 
CLUDING FOOD, DRUGS, COSMETICS, PERSONAL 
CARE PRODUCTS AND TEXTILES, AS A DEFOAMER, 
SOFTENER, ANTI-STATIC AGENT, LUBRICANT, STABI- 
LIZER AND OPACIFIER (U.S. CL. 6). 

FIRST USE 7-0-1979; IN COMMERCE 12-0-1979. 
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SN 638,035. TROWELON, INC., GREEN BAY, WI. FILED 
1-2-1987. 


TROWELON 


FOR PROTECTIVE FLOOR COVERINGS IN THE 
NATURE OF PAINT AND PROTECTIVE COATINGS IN 
THE NATURE OF PAINT FOR PROTECTING INDUSTRI- 
AL SURFACES, SUCH AS TANKS, VESSELS, CONTAIN- 
ERS, CONDUITS, PIPES AND FIXURES (U.S. CL. 16). 

FIRST USE 7-20-1967; IN COMMERCE 7-20-1967. 


SN 674,410. E. I DU PONT DE NEMOURS AND COMPA- 
NY, WILMINGTON, DE. FILED 7-20-1987. 


CRONAR 


FOR PROTECTIVE COATINGS AND ADDITIVES 
THEREFOR FOR USE IN THE AUTOMOTIVE INDUSTRY 
(USS. CL. 16). 

FIRST USE 2-3-1987; IN COMMERCE 2-3-1987. 


SN 674,884. DIAMONDLAC CORPORATION, LYNN- 
WOOD, WA. FILED 7-27-1987. 


FOR FINISH FOR WOODEN FLOORS (U.S. CL. 16). 
FIRST USE 2-14-1979; IN COMMERCE 2-28-1979. 


SN 678,866. RICH ART COLOR COMPANY, INC., LODI, 
NJ. FILED 8-17-1987. 


DAYKARE 


FOR TEMPERA PAINT (U.S. CL. 16). 
FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 
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SN 680,001. QUABAUG CORPORATION, DBA SPECIAL 
PRODUCTS DIVISION OF FELTON BRUSH, INC., 
NORTH BROOKFIELD, MA. FILED 8-24-1987. 


TISFINE 


FOR SHOE REPAIR MATERIALS—NAMELY, STAIN 
FOR SHOE BOTTOMS, AND INK FOR SHOE EDGES, 
SHANKS AND HEELS (U.S. CL. 6). 

FIRST USE 0-0-1953; IN COMMERCE 0-0-1953. 


SN 681,764. WATTYL AUSTRALIA PTY. LTD., CANADA 
BAY, N.S.W, AUSTRALIA, FILED 10-9-1987. 


WATTYL 


OWNER OF AUSTRALIA REG. NO. A171082, DATED 
12-11-1961, EXPIRES 12-11-1996. 

FOR PAINTS, VARNISHES AND LACQUERS (U.S. CL. 
16). 


SN 681,767. WATTYL AUSTRALIA PTY. LTD., CANADA 
BAY, N.S.W., AUSTRALIA, FILED 10-9-1987. 


ESTAPOL 


OWNER OF AUSTRALIA REG. NO. A179498, DATED 
4-2-1963, EXPIRES 4-2-1998. 
FOR PAINTS AND VARNISHES (USS. CL. 16). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 584,264. SELECTIVE SAMPLING, INC., FARMING- 
DALE, NY. FILED 2-24-1986. 


CAMPUS PAC 


FOR TOILETRIES, AND PERSONAL CARE GIFT BOX 
INCLUDING ITEMS SUCH AS DEODORANT, TOOTH- 
BRUSHES, TOOTHPASTE, BREATH SPRAY, DISPOS- 
ABLE RAZORS, SHAVING CREAM, HAIR SPRAY, DE- 
CONGESTANT NASAL SPRAY, AND COLOGNE (US. 
CLS. 18, 23, 51 AND 52). 

FIRST USE 2-13-1986; IN COMMERCE 2-13-1986. 
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SN 593,757. STEEL, LAWRENCE M., DBA LARRY STEEL 
MANAGEMENT COMPANY, NEW YORK, NY. FILED 
4-17-1986. 


UNI-BALL 


OWNER OF U.S. REG. NO. 1,306,449. 

FOR ROLL-ON ANTIPERSPIRANT DEODORANT (U.S. 
CL. 51). 

FIRST USE 4-2-1986; IN COMMERCE 4-2-1986. 


SN 609,536. SYOSSET LABORATORIES, INC., SYOSSET, 
L.I., NY. FILED 7-3-1986. st 


NOPABIN-15M 


FOR SUNSCREEN FOR TOPICAL APPLICATION IN 
VARIOUS FORMS (U.S. CL. 51). 
FIRST USE 5-20-1985; IN COMMERCE 6-2-1985. 


SN 621,786. SONORA COSMETICS, INC., WILLOWDALE, 
ONTARIO, CANADA, FILED 9-24-1986. 


COLLECTABLES 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 561927, FILED 5-2-1986, REG. NO. 
329745, DATED 7-10-1987, EXPIRES 7-10-2002. 

FOR COSMETICS, NAMELY EYE AND FACE MAKEUP 
(U.S. CL. 51). 

FIRST USE 8-29-1986; IN COMMERCE 8-29-1986. 


SN 638,811. L’OREAL S.A., PARIS CEDEX, FRANCE, 


FILED 1-8-1987. 
| 


THE MARK CONSISTS OF “LULULA” IN STYLIZED 
FORM. 

FOR PERFUME (U.S. CL. 51). 

FIRST USE 1-1-1973; INCOMMERCE 1-1-1973. 
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SN 641,638. REICHENBACH, RENE, BOURG-LA-REINE, 
FRANCE, FILED 1-28-1987. 


GOLDEN DROP 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 4646, FILED 7-28-1986, REG. NO. 
1365798, DATED 7-28-1986, EXPIRES 7-28-1996. 

FOR TOILET WATER; PERFUME; PERFUME WATER; 
EAU DE COLOGNE; ESSENTIAL OILS FOR PERSONAL 
USE; ESSENTIAL OILS SOLD AS TOILETRIES; ESSEN- 
TIAL OILS FOR USE IN THE MANUFACTURE OF PER- 
FUMES AND COSMETICS (U.S. CLS. 1, 4, 51 AND 52). 


SN 643,325. W. R. RAYSON CO., INC., SHIRLEY, NY. 
FILED 2-6-1987. 


SMOOTH STRIP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRIP”, APART FROM THE MARK AS SHOWN. 

FOR DEPILATORY BLOTTER MADE OF NON-WOVEN 
MATERIAL TO REMOVE HOT WAX (U.S. CL. 51). 

FIRST USE 1-0-1986; INCOMMERCE 1-0-1986. 


SN 654,383. WILSON MARKETING ENTERPRISES, INC., 
NEW YORK, NY. FILED 4-10-1987. 


GLITTER GLOSS 


FOR LIPSTICK (U.S. CL. 51). 
FIRST USE 11-24-1985; IN COMMERCE 11-24-1985. 


SN 655,649. TURTLE WAX, INC., CHICAGO, IL. FILED 
4-16-1987. 


CLEAN GREEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GREEN”, APART FROM THE MARK AS SHOWN. 

FOR PREPARATIONS FOR CLEANING, POLISHING, 
WAXING, RESTORING OR PRESERVING FINISHED 
SURFACES; ALL PURPOSE, HOUSEHOLD AND HEAVY 
DUTY CLEANING AND WASHING PREPARATIONS 
(U.S. CLS. 4 AND 52). 

FIRST USE 12-2-1986; INCOMMERCE 12-2-1986. 


SN 656,466. TMC GROUP, 
4-16-1987. 


AMANDA WENTWORTH 


FOR PERFUMES, SACHET AND POTPOURRI (U.S. CL. 
51). 
FIRST USE 12-17-1986; IN COMMERCE 1-27-1987. 


INC., DERRY, NH. FILED 
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SN 673,171. HELENE CURTIS, INC., CHICAGO, IL. FILED 
7-20-1987. 


CONSECUTIFS 


THE ENGLISH TRANSLATION OF THE WORD “CON- 
SECUTIFS” IN THE MARK IS “CONSECUTIVE”. 

FOR HAIR CONDITIONER, HAIR SHAMPOO, HAIR 
SCULPTURING GEL AND HAIR FINISHING SPRAY (U.S. 
CLS. 51 AND 52). 

FIRST USE 4-6-1987; INCOMMERCE 4-6-1987. 


SN 676,763. UNITED STATES BORAX & CHEMICAL COR- 
PORATION, LOS ANGELES, CA. FILED 8-6-1987. 


FIBERGLASS ETC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIBERGLASS”, APART FROM THE MARK AS 
SHOWN. 

FOR GENERAL PURPOSE DISINFECTANT CLEAN- 
ERS (U.S. CL. 52). 

FIRST USE 3-26-1987; IN COMMERCE 3-30-1987. 


SN 678,540. CLAIROL INCORPORATED, NEW YORK, NY. 
FILED 8-14-1987. 


SHINING TOUCH 


OWNER OF US. REG. NO. 1,257,314 AND OTHERS. 
FOR HAIRSPRAY (U.S. CL. 51). 
FIRST USE 4-2-1987; INCOMMERCE 4-2-1987. 


CLASS 4—LUBRICANTS AND FUELS 


SN 666,428. THERMAL-LUBE INC., LACHINE, QUEBEC, 
CANADA, FILED 6-15-1987. 


FOR SYNTHETIC LUBRICATING OILS AND GREASES 
FOR AUTOMOTIVE, MARINE, FARM AND INDUSTRIAL 
USES (U.S. CL. 15). 

FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 
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SN 561,456. SIGMA-TAU INDUSTRIE FARMACEUTICHE 
RIUNITE SPA, ROMA, ITALY, FILED 10-3-1985. 


LEVOCARNIL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 33872C/85, FILED 4-29-1985, REG. NO. 
439398, DATED 7-24-1986, EXPIRES 4-29-1995. 

FOR PHARMACEUTICAL, NAMELY, ORALLY OR 
PARENTERALLY ADMINISTERABLE  L-CARNITINE 
CONTAINING COMPOSITIONS FOR TREATING CARDI- 
AC DISEASES (U.S. CL. 18). 


SN 566,179. DRACKETT COMPANY, THE, CINCINNATI, 
OH. FILED 10-31-1985. 


RENUZIT ROOMMATE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR AIR FRESHENING PREPARATION FOR DOMES- 
TIC AND INSTITUTIONAL USE (U.S. CL. 6). 

FIRST USE 8-22-1985; IN COMMERCE 8-22-1985. 


1,312,004, 1,380,041 AND 


SN 595,744. BOOTS COMPANY PLC, THE, NOTTINGHAM, 
ENGLAND, FILED 4-25-1986. 


MANOPLAX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1258977, FILED 1-25-1986, 
REG. NO. 1258977, DATED 1-25-1986, EXPIRES 1-25-1993. 

FOR PHARMACEUTICAL PREPARATIONS, NAMELY 
FLOSEQUINAN, VASOLIDATOR AND CARDIOVASCU- 
LAR PREPARATIONS FOR TREATMENT OF HEART 
FAILURES (U.S. CL. 18). 
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SN 611,282. XIAN CORPORATION, ST. PETER PORT, 
GUERNSEY, CHANNEL ISLANDS, FILED 7-25-1986. 


OWNER OF USS. REG. NO. 1,387,207. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRARANTEED NATURAL”, APART FROM THE 
MARK AS SHOWN. 

“JASON WINTERS” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE PORTRAIT ALSO APPEARS IN THE 
MARK AND WHOSE CONSENT IS OF RECORD. 

FOR HERBAL FOOD SUPPLEMENTS IN THE FORM 
OF CAPSULES AND TABLETS (U.S. CLS. 18 AND 46). 

FIRST USE 3-1-1984; IN COMMERCE 3-1-1984. 


SN 637,127. BAUSCH & LOMB INCORPORATED, ROCHES- 
TER, NY. FILED 12-24-1986. 


OWNER OF U.S. REG. NOS. 847,840, 847,842 AND 
1,168,200. 

FOR FULL LINE OF PHARMACEUTICAL PREPARA- 
TIONS IN THE NATURE OF OPHTHALMIC PREPARA- 
TIONS, PREPARATIONS FOR USE WITH OR IN THE 
CARE OF CONTACT LENSES, AND CARE KITS CON- 
TAINING OPHTHALMIC PREPARATIONS AND PREP- 
ARATIONS FOR USE WITH OR IN THE CARE OF CON- 


TACT LENSES (U.S. CL. 18). 
FIRST USE 8-18-1970; INCOMMERCE 5-18-1971. 
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SN 641,896. NATURAL ORGANICS, INC., FARMING- 


DALE, NY. FILED 1-29-1987. 


INFLU ACTION 


FOR DIETARY FOOD SUPPLEMENT (U.S. CL. 18). 
FIRST USE 1-1-1987; IN COMMERCE 1-1-1987. 


SN 647,019. INTERNATIONAL ENZYME FOUNDATION, 
INC., WILMOT, WI. FILED 2-25-1987. 


FOUNDATION ENZYMES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENZYMES”, APART FROM THE MARK AS 


SHOWN. 
FOR ENZYME CONTAINING FOOD SUPPLEMENTS 


(U.S. CL. 18). 
FIRST USE 11-15-1985; IN COMMERCE 11-15-1985. 


SN 647,741. KENDALL COMPANY, THE, BOSTON, MA. 
FILED 3-4-1987. 


KENGUARD 


OWNER OF U.S. REG. NO. 1,439,076. 
FOR INCONTINENT GARMENTS AND SHIELDS, 
LINERS AND PADS FOR USE IN CONNECTION WITH 


SUCH GARMENTS (U.S. CL. 44). 
FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 656,473. ACCESS MEDICAL SYSTEMS, INC., BRAN- 
FORD, CT. FILED 4-17-1987. 


COLOR SLIDE 


FOR COLOR ENHANCED DIFFERENTIAL SLIDE 
TEST FOR MEDICAL USE IN VITRO TESTING FOR IN- 
FECTIOUS MONONUCLEOSIS (U.S. CLS. 6 AND 18). 

FIRST USE 3-23-1987; IN COMMERCE 3-23-1987. 
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SN 666,137. AMERICAN CRYSTAL SUGAR COMPANY, 
MOORHEAD, MN. FILED 6-12-1987. 


OWNER OF U.S. REG. NO. 1,335,796 AND OTHERS. 
FOR DIETARY FIBER (U.S. CLS. 18 AND 46). 
FIRST USE 6-5-1987; IN COMMERCE 6-5-1987. 


SN 667,665. TERRA INTERNATIONAL, INC., SIOUX CITY, 
IA. FILED 6-22-1987. 


Terra 


OWNER OF U.S. REG. NOS. 1,062,037, 1,150,181 AND 
OTHERS. 
FOR HERBICIDES (U.S. CL. 6). 


FIRST USE 7-15-1986; IN COMMERCE 7-15-1986. 


SN 675,507. SCHERING CORPORATION, KENILWORTH, 
NJ. FILED 7-30-1987. 


AR-PAC-P 


OWNER OF U.S. REG. NO. 1,090,000. 

FOR VETERINARY PHARMACEUTICAL PREPARA- 
TION - NAMELY, SWINE VACCINE (U.S. CL. 18). 

FIRST USE 3-8-1979; IN COMMERCE 3-8-1979. 
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SN 677,075. WINDMILL NATURAL VITAMIN COMPANY, 
INC., LINCOLNWOOD, IL. FILED 8-7-1987. 


HIDDEN STRENGTH 


FOR VITAMINS (U.S. CL. 18). 
FIRST USE 5-26-1987; IN COMMERCE 5-26-1987. 


SN 677,180. AIRWICK INDUSTRIES, INC., CARLSTADT, 
NJ. FILED 8-7-1987. 


JEWEL 


FOR AIR FRESHENER (U.S. CL. 6). 
FIRST USE 6-10-1987; IN COMMERCE 6-10-1987. 


SN 677,227. TETRAWERKE DR. RER. NAT. ULRICH 
BAENSCH GMBH, MELLE, FED REP GERMANY, 
FILED 8-7-1987. 


TETRAMEDICA 


FOR MEDICINAL PRODUCTS FOR ORNAMENTAL 
FISH (U.S. CL. 18). 
FIRST USE 6-30-1986; IN COMMERCE 3-30-1987. 


SN 677,387. BIOZYME ENTERPRISES, INC., ST. JOSEPH, 
MO. FILED 8-10-1987. 


VITA CHARGE 


FOR FOOD SUPPLEMENT FOR ANIMALS (U.S. CL. 18). 
FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 


SN 677,417. AMERICAN HOME PRODUCTS CORPORA- 
TION, NEW YORK, NY. FILED 8-10-1987. 


DUOFEM 


FOR ORAL CONTRACEPTIVES (U.S. CL. 18). 
FIRST USE 7-31-1987; IN COMMERCE 7-31-1987. 
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SN 633,315. TEXTRON INC., PROVIDENCE, RI. FILED 
12-2-1986. 


OWNER OF U.S. REG. NOS. 434,641, 1,083,838 AND 
OTHERS. 

FOR RIVETS, PULLING HEADS, METALLIC FASTEN- 
ERS (U.S. CL. 13). 

FIRST USE 9-1-1983; INCOMMERCE 9-1-1983. 


SN 633,437. WESTERN SUPPORT SYSTEMS, SALT LAKE 
CITY, UT. FILED 12-3-1986. 


INTERSECTION TRUSS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRUSS”, APART FROM THE MARK AS SHOWN. 

FOR METAL BRACKETS FOR INSTALLATIONS (U.S. 
CLS. 12 AND 13). 

FIRST USE 10-22-1986; IN COMMERCE 11-11-1986. 


CLASS 7—MACHINERY 


SN 611,010. OMNITECH (EUROPE) LIMITED, BUCKINGH- 
AMSHIRE, UNITED KINGDOM, FILED 7-21-1986. 


OMNITRAC 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1258791, FILED 1-23-1986, 
REG. NO. 1258791, DATED 1-23-1986, EXPIRES 1-23-1993. 

FOR PACKING MACHINES, PACKAGING MACHINES, 
AND PARTS AND FITTINGS (US. CL. 23). 
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SN 623,837. TELEDYNE INDUSTRIES, INC., LOS ANGE- 
LES, CA. FILED 10-3-1986. 


VOYAGER 


FOR INTERNAL COMBUSTION ENGINES FOR AIR- 
PLANES (U.S. CL. 23). 
FIRST USE 7-28-1986; IN COMMERCE 7-28-1986. 


SN 634,554. STARK SPA, TRIVIGNANO UDINESE, ITALY, 
FILED 12-9-1986. 


OWNER OF ITALY REG. NO. 352949, DATED 5-20-1979, 
EXPIRES 9-22-1997. 

FOR DRILL BITS FOR WOOD, METAL AND PLAS- 
TICS, CUTTERS WITH FIXED CUTTING EDGES, 
CUTTER HEADS WITH THROWAWAY KNIVES, 
CUTTER HEADS WITH MULTIPLE ALTERNATELY IN- 
STALLABLE KNIVES, CUTTER HEADS OR CUTTERS 
WITH STRAIGHT END KNIVES OR CUTTING EDGES, 
CIRCULAR SAW BLADES, BAND SAWS FOR WORKING 
WOOD, METAL OR PLASTICS, KNIVES FOR CUTTER 
HEADS, BODIES FOR CUTTER HEADS, BITS TO 
PRODUCE FLARED APERTURES, PLUG CUTTERS, BITS 
FOR DOVETAILING, MANDRELS FOR PANTOGRAPHS 
(U.S. CL. 23). 

FIRST USE 9-0-1979; IN COMMERCE 9-0-1979. 


SN 640,661. CORNELIUS COMPANY, THE, ANOKA, MN. 
FILED 1-20-1987. 


AUTO BRIX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRIX”, APART FROM THE MARK AS SHOWN. 
FOR VALVES DESIGNED FOR USE IN CARBONATED 
BEVERAGE DISPENSING MACHINES (U.S. CL. 23). 
FIRST USE 12-4-1986; INCOMMERCE 12-4-1986. 


SN 644,139. NEW YORK SEWING MACHINE ATTACH- 
MENT CORP., INC., NEW YORK, NY. FILED 2-11-1987. 


U.S. BLIND STITCH 


SEC. 2(F). 
FOR SEWING MACHINES AND PARTS THEREOF (U.S. 
CL. 23). 
FIRST USE 0-0-1925; IN COMMERCE 0-0-1925. 
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SN 644,155. HARCO GRAPHIC PRODUCTS, INC., GRAND 
RAPIDS, MI. FILED 2-11-1987. 


INK VAK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INK”, APART FROM THE MARK AS SHOWN. 

FOR SCREEN PRINTING CLEANING UNITS FEATUR- 
ING A HIGH POWERED VACUUM, PUMP AND BRUSH 
(U.S. CLS. 23 AND 29). 

FIRST USE 11-19-1986; IN COMMERCE 11-19-1986. 


SN 645,283. PETERSON MACHINE TOOL, INC., SHAW- 
NEE MISSION, KS. FILED 2-18-1987. 


BORE-WIZARD 


FOR AUTOMOTIVE CYLINDER BORING MACHINES 
(U.S. CL. 23). 
FIRST USE 12-1-1986; INCOMMERCE 12-1-1986. 


SN 655,894. KEY TECHNOLOGY, MILTON- 


FREEWATER, OR. FILED 4-16-1987. 


INC., 


FOR FOOD PROCESSING MACHINES, NAMELY, CON- 
VEYORS, AIR CLEANERS, SEPARATORS, STEAM PRES- 
SURE BLANCHERS, SPREADER SHAKERS, AND SIZE- 
LENGTH GRADERS (U.S. CL. 23). 

FIRST USE 1-31-1976; INCOMMERCE 1-31-1976. 


SN 661,689. CROSS COMPANY, THE, FRASER, MI. FILED 
5-18-1987. 


lan: 


OWNER OF U.S. REG. NOS. 576,889 AND 845,379. 

FOR DRIVE MECHANISMS AND MOTORS FOR MA- 
CHINE TOOLS, AND PARTS THEREFOR (U.S. CL. 23). 

FIRST USE 4-4-1984; IN COMMERCE 3-3-1987. 
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SN 673,009. FLYNN, JEROME R., DBA FLYNN CREATIVE 
PRODUCTS CO., NEWPORT BEACH, CA. FILED 
7-20-1987. 


ORTHOCHUCK 


FOR ROTARY TOOL CHUCK ACTUATOR (U.S. CL. 23). 
FIRST USE 7-17-1987; IN COMMERCE 7-17-1987. 


SN 673,198. COMPLETE ABRASIVE BLASTING SYSTEMS, 
INC., KENT, WA. FILED 7-20-1987. 


_SABAR SYSTEMS 


FOR ABRASIVE BLASTING AND RECOVERY EQUIP- 
MENT, NAMELY AIR BLASTING, VACCUUM, MATERI- 
AL HANDLING AND RECOVERY, AND AIR TREAT- 
MENT MACHINES, HOUSINGS, AND PARTS THEREOF 
(U.S. CL. 23). 

FIRST USE 10-1-1986; IN COMMERCE 10-1-1986. 


SN 674,348. NORTH AMERICAN GREEN, EVANSVILLE, 
IN. FILED 7-24-1987. 


NORTH 
AMERICAN 
GREEN 


FOR MANUALLY OPERATED STAPLE GUNS FOR 
STAKE INSERTING (U.S. CL. 23). 
FIRST USE 6-0-1986; INCOMMERCE 6-0-1986. 





JANUARY 5, 1988 


CLASS 7—(Continued). 


SN 675,784. WASHTRONICS, INC., NORTH CANTON, OH. 
FILED 7-31-1987. 


FOR CAR WASH EQUIPMENT, NAMELY SPRAYERS, 
NOZZLES AND THE LIKE (USS. CL. 23). 
FIRST USE 9-7-1984; IN COMMERCE 3-19-1986. 


SN 678,810. MINNESOTA MINING AND MANUFACTUR- 
ING COMPANY, AKA 3M, SAINT PAUL, MN. FILED 
8-17-1987. 


GREEN CORPS 


FOR ABRASIVE DISCS AND CUT-OFF WHEELS FOR 
ATTACHMENT TO ROTARY MACHINES (U.S. CL. 23). 
FIRST USE 10-28-1986; INCOMMERCE 10-28-1986. 


CLASS 8—HAND TOOLS 


SN 637,847. NEW YORK BRONZE POWDER 
ELIZABETH, NJ. FILED 12-30-1986. 


D.LY. 


FOR PROPANE TORCH FOR WELDING, CUTTING 
AND GENERAL USE (U.S. CL. 34). 
FIRST USE 9-1-1986; IN COMMERCE 9-1-1986. 


SN 666,170. GLIT, INC., WRENS, GA. FILED 6-12-1987. 


GLIT-STIK 


OWNER OF U.S. REG. NO. 1,054,739 AND OTHERS. 
FOR MINI HAND SANDER (U.S. CL. 23). 
FIRST USE 3-7-1987; IN COMMERCE 3-7-1987. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 443,387. BAXTER, JAMES ALEXANDER, LONDON, 
UNITED KINGDOM, FILED 9--12-1983. 


SCI-VI 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1192337, FILED 3-17-1983, 
REG. NO. 1192337, DATED 3-17-1983, EXPIRES 3-17-1990. 

FOR LABORATORY EQUIPMENT, NAMELY VIALS 
USED FOR SCIENTIFIC PURPOSES AND PARTS THERE- 
FOR (U.S. CL. 26). 


SN 513,931. SEQUENT COMPUTER SYSTEMS, INC., BEA- 
VERTON, OR. FILED 12-17-1984. 


SEQUENT 


FOR COMPUTERS (U.S. CL. 26). 
FIRST USE 8-22-1984; IN COMMERCE 8-22-1984. 


SN 577,964. SHAPIRO, GERALD, HIGHLAND PARK, IL. 
FILED 1-16-1986. 


y 
w= 


AIS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOGS”, APART FROM THE MARK AS SHOWN. 

THE MARK COMPRISES A STYLIZED DEPICTION OF 
A HOUSE AND THE WORD “LOGS”. 

FOR COMPUTER PROGRAMS (U.S. CL. 38). 

FIRST USE 11-0-1984; IN COMMERCE 11-0-1984. 


SN 580,777. AUSTRALIAN BIOMEDICAL CORPORATION 
LIMITED, CANBERRA, AUSTRALIA, FILED 1-23-1986. 


LYNX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRA- 
LIA APPLICATION NO. A430435, FILED 7-23-1985, REG. 
NO. A430435, DATED 7-23-1985, EXPIRES 7-23-1992. 

FOR LABORATORY EQUIPMENT, NAMELY, A TISSUE 
PROCESSOR FOR USE IN PROCESSING TISSUE SAM- 
PLES FOR MICROSCOPIC EXAMINATION (U.S. CL. 25). 
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SN 581,466. ALPHA RECORDING CORPORATION, RICH- 
MOND, VA. FILED 2-6-1986. 


THE BOSS 


FOR AUTOMATED AUDIO AND VIDEO EDITORS, 
CONSISTING OF, VIDEO DISPLAY SCREENS, KEY- 
BOARD AND DEDICATED MASTER COMPUTER PROC- 
ESSING UNIT (U.S. CLS. 21 AND 26). 

FIRST USE 10-0-1983; INCOMMERCE 10-0-1983. 


SN 599,047. GEOBASED SYSTEMS, INC., MORRISVILLE, 
NC. FILED 5-16-1986. 


GEOBASED SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS AND COMPUTER SYS- 
TEMS COMPRISING COMPUTERS, INTERFACES, DIGI- 
TIZERS, PRINTERS AND PLOTTERS FOR COMPUTER- 
IZED MAPPING, FOR UTILITIES, NATURAL RE- 
SOURCES MANAGEMENT, ENGINEERING, REAL 
PROPERTY AND OTHER RELATED APPLICATIONS 
(U.S. CLS. 26 AND 38). 

FIRST USE 5-0-1981; IN COMMERCE 5-0-1981. 


SN 603,688. FEDERAL TELECOM, INC., BARRINGTON, 
IL. FILED 6-11-1986. 


SUPER STUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STUB”, APART FROM THE MARK AS SHOWN. 

FOR TELEVISION WIRING AND CABLE ASSEMBLY 
(U.S. CL. 21). 

FIRST USE 2-3-1986; IN COMMERCE 2-3-1986. 


SN 609,420. SIMON & SCHUSTER, INC., NEW YORK, NY. 
FILED 7-14-1986. 


3D SOUND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “SOUND”, APART FROM THE MARK AS SHOWN. 
FOR PRERECORDED AUDIO CASSETTES (U.S. CL. 36). 
FIRST USE 3-14-1986; INCOMMERCE 4-22-1986. 


SN 615,833. FOGEL PRODUCTIONS, ALLENTOWN, PA. 
FILED 8-21-1986. 


THE PROFIT CHANNEL 


FOR PRERECORDED VIDEOTAPES (U.S. CL. 21). 
FIRST USE 5-28-1986; IN COMMERCE 7-10-1986. 
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SN 624,875. LIFEBOAT ASSOCIATES, INC., TARRYTOWN, 
NY. FILED 10-10-1986. 


ADVANTAGE C+ + 


FOR COMPUTER PROGRAMS RECORDED ON DISKS, 
TAPES AND CARTRIDGES FOR EDUCATIONAL, HOME 
AND ENTERTAINMENT USE (USS. CL. 38). 

FIRST USE 8-1-1986; IN COMMERCE 9-24-1986. 


SN 625,788. AUTOPHON AG, SOLOTHURN, SWITZER- 
LAND, FILED 10-17-1986. 


SWITEL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SWIT- 
ZERLAND APPLICATION NO. 508723, FILED 9-16-1986, 
REG. NO. 350340, DATED 9-16-1986, EXPIRES 9-16-2006. 

FOR TELEPHONES (U.S. CL. 21). 


SN 628,933. QMS, INC., MOBILE, AL. FILED 11-6-1986. 


PSJET 


FOR LASER PRINTER ENHANCEMENT MODULES 
FOR UPGRADING PRINTER CAPABILITY (U.S. CL. 26). 
FIRST USE 9-5-1986; IN COMMERCE 9-5-1986. 


SN 630,881. ATLANTIC OPTICAL COMPANY, INCORPO- 
RATED, CANOGA PARK, CA. FILED 11-17-1986. 


BELLA ITALIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIA”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“BELLA ITALIA” IN THE MARK IS “BEAUTIFUL 
ITALY”. 

FOR EYEGLASS CASES (U.S. CL. 26). 

FIRST USE 10-17-1986; IN COMMERCE 10-17-1986. 


SN 631,741. STEPPENWOLF PRODUCTIONS, INC., BEV- 
ERLY HILLS, CA. FILED 11-21-1986. 


STEPPENWOLF 


FOR PHONOGRAPH RECORDS AND AUDIO AND 
VIDEO CASSETTE TAPES (U.S. CLS. 21 AND 36). 
FIRST USE 8-15-1967; IN COMMERCE 3-3-1968. 
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SN 635,938. MICROVUE PRODUCTS, HABIKA, ISRAEL, 
FILED 12-18-1986. 


MICROVUE 


FOR MICROFILM AND MICROFICHE READERS, 
VIEWERS, PROJECTORS, AND PARTS THEREFOR; 
COMPUTER PROGRAMS, MICROPROCESSING CON- 
TROLS USED FOR MICROFILM EQUIPMENT, AND 
ELECTRONIC NUMERATORS USED FOR MICROFILM 
CAMERAS (U.S. CLS. 26 AND 38). 

FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 638,396. CALIFORNIA PERIPHERALS CORPORA- 
TION, TORRANCE, CA. FILED 1-5-1987. 


CD caliper 


THE MARK COMPRISES THE WORD “CALIPER” AND 
A DESIGN OF A CIRCLE FORMED BY A SHADED SEMI- 
CIRCLE ON THE RIGHT AND AN UNSHADED SEMI- 
CIRCLE ON THE LEFT WHICH FEATURES AN OVER- 
LYING SHADED RECTANGLE. 

FOR COMPUTER PERIPHERAL DEVICES, NAMELY 
TAPE DRIVES, OPTICAL DISK DRIVES AND OPTICAL 
DISK TESTERS (U.S. CL. 26). 

FIRST USE 9-1-1986; IN COMMERCE 12-19-1986. 


SN 638,577. MEASUREMENT SPECIALTIES, 
WAYNE, NJ. FILED 1-7-1987. 


INC., 


FOR ELECTRONIC SCALE (U.S. CL. 26). 
FIRST USE 10-1-1986; IN COMMERCE 12-3-1986. 


SN 638,805. OPT INDUSTRIES, INC., PHILLIPSBURG, NJ. 
FILED 1-8-1987. 


TITAN 


FOR SWITCHING TYPE ELECTRONIC POWER SUP- 
PLIES SOLD TO MANUFACTURERS OF SENSITIVE 
ELECTRONIC EQUIPMENT WHERE THE VOLTAGE 
SUPPLIED MUST BE MAINTAINED AT A GIVEN 
VALUE WITHIN VERY TIGHT TOLERANCES (U.S. CL. 
21). 

FIRST USE 10-0-1986; IN COMMERCE 12-30-1986. 
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SN 638,963. MOSLEY ELECTRONICS, INC., ST. LOUIS, 
MO. FILED 1-9-1987. 


MOSLEY 


SEC. 2(F). 

FOR ANTENNAS, ANTENNA APPARATUS AND 
PARTS THEREFOR, AND AUDIO JACKS, OUTLETS 
AND CONNECTORS (U.S. CL. 21). 

FIRST USE 0-0-1953; IN COMMERCE 0-0-1953. 


SN 639,309. KAWAMURA ELECTRIC INDUSTRIAL CO., 
LTD., SETOSHI, AICHI PREF., JAPAN, FILED 
1-12-1987. 


K 


OWNER OF JAPAN REG. NO. 586541, DATED 5-11-1962, 
EXPIRES 7-29-1992. 

FOR ELECTRICAL APPLIANCES, NAMLEY, RADIOS, 
CASSETTE PLAYERS, COMPUTERS AND COMPUTER 
PERIPHERALS, AND ELECTRICAL CONTROLLERS; 
ELECTRICAL SWITCHES; CIRCUIT BREAKERS; PANEL 
BOARDS; DISTRIBUTION BOARDS AND POWER DIS- 
TRIBUTION UNITS (U.S. CLS. 21 AND 26). 


SN 640,019. ELECTRONIC SYSTEMS AND PROGRAM- 
MING, INC., KANSAS CITY, MO. ASSIGNEE OF ELEC- 
TRONIC SYSTEMS AND PROGRAMMING INCORPO- 
RATED, CAMARILLO, CA. FILED 1-15-1987. 


ES-P 


FOR COMPUTER BASED ELECTRICAL CIRCUIT ANA- 
LYSERS FOR TESTING THE INTEGRITY AND CONTI- 
NUITY OF ELECTRONIC CIRCUITS (U.S. CLS. 21 AND 
26). 

FIRST USE 8-4-1969; IN COMMERCE 8-4-1969. 
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SN 640,530. ETABLISSEMENTS BOLLE’ S.N.C., OYONNAX 
CEDEX, FRANCE, FILED 1-20-1987. 


Worth Protecting. 
Worth Bolle. 


FOR OPTICAL PRODUCTS NAMELY, SUNGLASSES, 
SPORT GLASSES, GOGGLES, FRAMES AND LENSES 
(U.S. CL. 26). 

FIRST USE 12-0-1983; IN COMMERCE 12-0-1983. 


SN 642,584. LSI LOGIC CORPORATION, MILPITAS, CA. 
FILED 2-2-1987. 


LSI TRS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LSI”, APART FROM THE MARK AS SHOWN. 

FOR SEMICONDUCTOR DEVICES AND COMPUTER 
PROGRAMS (U.S. CLS. 21 AND 38). 

FIRST USE 8-30-1986; INCOMMERCE 8-30-1986. 


SN 645,607. NUMERIDEX, INC., WHEELING, IL. FILED 
2-20-1987. 


NICAM 


FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT (US. CL. 38). 
FIRST USE 12-0-1983; INCOMMERCE 12-0-1983. 


SN 645,637. VOYAGER TECHNOLOGIES, INC., LANGH- 
ORNE, PA. FILED 2-20-1987. 


WORKSTAT 


FOR ION BLOWERS FOR STATIC CONTROL ESPE- 
CIALLY FOR ELECTRONIC WORKBENCHES (U.S. CL. 
21). 

FIRST USE 2-4-1987; IN COMMERCE 2-4-1987. 
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SN 646,208. EXCITING LIGHTING CORP., FARMING- 
DALE, NY. FILED 2-24-1987. 


EXCITING LIGHTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIGHTING”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRICAL EQUIPMENT, NAMELY, CON- 
TROLLERS, DIMMER CONTROL UNITS, REMOTE CON- 
TROLS, COLOR FILTERS AND STROBE LIGHTING 
CONTROL UNITS (U.S. CLS. 21 AND 26). 

FIRST USE 2-18-1986; IN COMMERCE 2-18-1986. 


SN 646,767. GTE TELECOMUNICAZIONI S.P.A., CASSINA 
DE’ PECCHI, MILAN, ITALY, FILED 2-27-1987. 


THE MARK CONSISTS OF THE WORD “COMELIT” 
AND A STYLIZED DESIGN REPRESENTATION OF A 
SMITH CHART. 

FOR ANTENNAS (U.S. CL. 21). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 647,345. S.P.A. FABBRICA NAZIONALE APPARECCHI 
TELEFONICI SAFNAT, MILAN, ITALY, FILED 
3-2-1987. 


AMBO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 21659C/86, FILED 9-5-1986, REG. NO. 
478602, DATED 4-27-1987, EXPIRES 9-5-1996. 

FOR TELEPHONE APPARATUS, NAMELY, TELE- 
PHONE SETS AND HANDSETS, RECEIVERS, DIALS, 
CORDS, MICROPROCESSOR, CENTRAL CONTROL 
UNIT, POWER SUPPLY, LOCAL TELEPHONE EX- 
CHANGE UNIT; AND PARTS THEREOF (U.S. CLS. 21 
AND 26). 
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SN 647,975. BANK STREET COLLEGE OF EDUCATION, 
NEW YORK, NY. FILED 3-5-1987. 


BANK STREET SCHOOL 
FILER 


OWNER OF U.S. REG. NOS. 1,274,213 AND 1,372,299. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCHOOL FILER”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER PROGRAMS PRE-RECORDED ON 
MAGNETIC MEDIA (U.S. CL. 38). 

FIRST USE 6-30-1986; IN COMMERCE 6-30-1986. 


SN 649,165. AMERICAN TELEPHONE AND TELEGRAPH 
COMPANY, NEW YORK, NY. FILED 3-12-1987. 


AT&T 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR VOICE AND DATA TRANSMITTING, CARRYING 
AND RECEIVING EQUIPMENTS, NAMELY TELECOM- 
MUNICATIONS SUBSCRIBER LOOP CARRIERS, CEN- 
TRAL OFFICE AND REMOTE TERMINALS, CHANNEL 
BANKS, ELECTRONIC PLUG-INS AND PAIR GAIN CIR- 
CUITS (U.S. CLS. 21 AND 26). 

FIRST USE 1-0-1984; IN COMMERCE 1-0-1984. 


1,293,305, 1,340,256 AND 


SN 649,552. RARITAN ENGINEERING CO., INC., MILL- 
VILLE, NJ. FILED 3-16-1987. 


BILGE TENDER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BILGE”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMATIC FLOAT SWITCH (US. CL. 21). 

FIRST USE 1-24-1987; INCOMMERCE 1-24-1987. 


SN 652,504. OTAKE TRADING CO., LTD., KOBE, JAPAN, 
FILED 3-31-1987. 


OTAKE 


OWNER OF U.S. REG. NO. 1,146,540. 

SEC. 2(F). 

FOR RADIOS, MONAURAL AND STEREO TAPE 
PLAYERS AND RECORDERS WITH AND WITHOUT 
RADIOS AND OF THE PORTABLE TYPE, FOR HOMES 
OR FOR CARS; TELEVISION RECEIVERS; VIDEO TAPE 
RECORDERS AND PLAYERS AND PARTS OF THE 
FOREGOING ITEMS (U.S. CLS. 19, 21 AND 36). 

FIRST USE 3-31-1980; INCOMMERCE 3-31-1980. 
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SN 652,797. INTERNATIONAL BUSINESS MACHINES 
CORPORATION, PURCHASE, NY. FILED 4-2-1987. 


PS/2 


FOR COMPUTERS (U.S. CL. 26). 
FIRST USE 2-17-1987; IN COMMERCE 2-17-1987. 


SN 655,130. ROBERTS SUNGLASSES, INC., NEW YORK, 
NY. FILED 4-10-1987. 


WHAT YOU DON’T SEE 
CAN HURT YOU 


FOR SUNGLASSES (U.S. CL. 26). 
FIRST USE 10-0-1986; IN COMMERCE 10-0-1986. 


SN 656,202. KATAHN ASSOCIATES, INC., NASHVILLE, 
TN. FILED 4-20-1987. 


THE ROTATION DIET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIET”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED VIDEOCASSETTE TAPES (U.S. 
CL. 21). 

FIRST USE 6-12-1986; IN COMMERCE 7-25-1986. 


SN 656,276. RICHMOND SOUND DESIGN LTD., VANCOU- 
VER, BRITISH COLUMBIA, CANADA, FILED 
4-20-1987. 


COMMAND/CUE 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 2-13-1986; IN COMMERCE 2-13-1986. 


SN 657,175. HOLOS CORPORATION, TUCKER, GA. FILED 
4-24-1987. 


XO/CROSSOVER 


FOR PRERECORDED COMPUTER PROGRAMS, 
NAMELY DISKETTE AND ACCOMPANYING INSTRUC- 
TIONAL MANUAL ALL SOLD AS A UNIT FOR ALLOW- 
ING ONE COMPUTER TO COMMUNICATE WITH A DIF- 
FERENT COMPUTER (U.S. CL. 38). 

FIRST USE 5-1-1985; IN COMMERCE 8-20-1985. 
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SN 657,635. GENOA SYSTEMS CORPORATION, SAN 
JOSE, CA. FILED 4-27-1987. 


NetSafe 


FOR COMPUTER PROGRAMS AND USER MANUALS 
SOLD AS A UNIT (USS. CL. 26). 
FIRST USE 6-1-1986; IN COMMERCE 6-1-1986. 


SN 657,638. GENOA SYSTEMS CORPORATION, SAN 
JOSE, CA. FILED 4-27-1987. 


Spectrum Plus 


FOR COLOR/MONOCHROME GRAPHICS ADAPTER 
FOR VIDEO CONTROLLER BOARD (USS. CL. 26). 
FIRST USE 8-1-1986; IN COMMERCE 8-1-1986. 


SN 658,130. HIGH TECHNOLOGY SOLUTIONS INC., 
POUGHKEEPSIE, NY. FILED 4-30-1987. 


FASTENTRY 


FOR MULTI-LANGUAGE TEXT COMPUTER TERMI- 
NAL FOR USE IN THE PUBLISHING INDUSTRY (U.S. 
CL. 26). 

FIRST USE 5-2-1986; INCOMMERCE 5-2-1986. 


SN 658,131. HIGH TECHNOLOGY SOLUTIONS INC., 
POUGHKEEPSIE, NY. FILED 4-30-1987. 


FASTCOMP 


FOR PAGE MAKEUP WORK STATION COMPRISING 
KEYBOARD, DISPLAY TERMINAL AND COMPUTER 
FOR USE IN THE PUBLISHING INDUSTRY (USS. CL. 26). 

FIRST USE 5-2-1986; INCOMMERCE 5-2-1986. 
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SN 659,166. DRAEGERWERK AG, MOISLOINGER 
ALLEE, FED REP GERMANY, FILED 5-5-1987. 


POLYTRON 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. D42 961/9WZ, FILED 
1-28-1987, -REG. NO. 1105742, DATED 5-5-1987, EXPIRES 
1-28-1997. 

FOR GAS MEASURING TESTERS, GAUGES AND 
MONITORS FOR STATIONARY MONITORING OF THE 
AIR ABOVE GROUND (USS. CL. 26). 


SN 659,538. FOURTH SHIFT CORPORATION, EAGAN, 
MN. FILED 5-8-1987. 


DB VIEW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DB”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS AND INSTRUCTION 
MANUALS SOLD THEREWITH (U.S. CL. 38). 

FIRST USE 3-20-1987; IN COMMERCE 3-20-1987. 


SN 659,676. STURM COMMUNICATION GROUP, INC., 
THE, CHICAGO, IL. FILED 5-8-1987. 


MARKET MIND 


FOR PRE-RECORDED EDUCATIONAL VIDEOTAPES 
IN THE HEALTH CARE FIELD AND PRINTED WORK- 
BOOKS SOLD THERE'VITH (U.S. CLS. 21 AND 38). 

FIRST USE 3-27-1987; IN COMMERCE 3-27-1987. 


SN 660,194. TALLGRASS TECHNOLOGIES CORPORA- 
TION, OVERLAND PARK, KS. FILED 5-11-1987. 


RANGER 


OWNER OF U.S. REG. NO. 1,394,678. 
FOR MODEM (USS. CL. 26). 
FIRST USE 3-15-1987; IN COMMERCE 3-15-1987. 


SN 661,315. ZENITH ELECTRONICS CORPORATION, 
GLENVIEW, IL. FILED 5-20-1987. 


ZENITH 


OWNER OF U.S. REG. NOS. 419,386, 
OTHERS. 

FOR TEXT PRINTERS (U.S. CL. 26). 

FIRST USE 5-28-1986; IN COMMERCE 5-28-1986. 


1,207,992 AND 
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SN 661,318. DBA SYSTEMS, 
FILED 5-18-1987. 


INC., MELBOURNE, FL. 


OWNER OF U.S. REG. NO. 893,681. 

FOR ELECTRIC TARGET TRACKING SYSTEMS COM- 
PRISING ELECTRO-OPTICAL TRACKERS AND PARTS 
THEREFOR (U.S. CL. 26). 

FIRST USE 4-0-1976; IN COMMERCE 4-0-1976. 


SN 661,431. HIGH TECHNOLOGY SENSORS, INC., LONG- 
WOOD, FL. FILED 5-18-1987. 


EKLP 


FOR ELECTRONIC INFRARED RADIATION GENERA- 
TORS AND ELECTRONIC CONTROLLERS, THEREFOR 
(U.S. CL. 21). 

FIRST USE 3-30-1987; IN COMMERCE 4-15-1987. 


SN 663,567. TARADAY IMPORTS, INC., DBA TOTE 
VISION, SEATTLE, WA. FILED 5-29-1987. 


TV TO GO! 


OWNER OF USS. REG. NOS. 1,282,303 AND 1,388,137. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TV”, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE TELEVISION SETS AND VIDEO 
MONITORS (U.S. CL. 21). 

FIRST USE 11-11-1986; IN COMMERCE 11-11-1986. 
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SN 664,068. LO-JACK CORPORATION, BRAINTREE, MA. 
FILED 6-1-1987. 


LO/JACK 


THE MARK CONSISTS OF THE WORDS “LO-JACK” 
AND AN ELECTRICAL BOLT DESIGN. 

FOR TRANSPONDER UNITS; POLICE TRACKING 
COMPUTERS (U.S. CLS. 21 AND 26). 

FIRST USE 4-3-1986; IN COMMERCE 5-22-1987. 


SN 664,593. EPPENDORF GERATEBAU NETHELER + 
HINZ GMBH, HAMBURG, FED REP GERMANY, 
FILED 6-4-1987. 


ERIS 


OWNER OF FED REP GERMANY REG. NO. 1044116, 
DATED 2-1-1983, EXPIRES 11-26-1992. 

FOR PHYSICAL, CHEMICAL AND ELECTRONIC ANA- 
LYZERS, NAMELY, PHOTOMETERS, FLAME PHOTO- 
METERS AND ANALYZERS WITH ION-SENSITIVE 
MODES OF OPERATION; LABORATORY UNITS FOR 
DISPENSING, TRANSFERS, INCUBATION, MIXING AND 
DILUTION OF LIQUIDS; LABORATORY CONSUMABLE 
EQUIPMENT, NAMELY, PLASTIC CUVETTES, SAMPLE 
SUPPLY VESSELS AND SYRINGE-LIKE LABORATORY 
PARTS FOR PIPETTING UNITS AS WELL AS UNITS 
FOR SAMPLE SPLITTING, SAMPLE LABELLING AND 
SAMPLE IDENTIFICATION, TEST-TUBE TRANSPORT 
UNITS FOR TEST-TUBE CHAINS, ROTOR AND RACK 
UNITS (U.S. CL. 26). 


SN 665,093. SATELLITE INFORMATION SYSTEMS COM- 
PANY, BOULDER, CO. FILED 6-8-1987. 


NEWSPRO 


FOR COMPUTER PROGRAMS FOR USE IN COLLECT- 
ING AND THEN COMBINING OR COLLATING DATA, 
AND PROVIDING FOR USE AND CONTROL OF 
STORED DATA (USS. CL. 38). 

FIRST USE 8-1-1986; IN COMMERCE 8-1-1986. 
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SN 665,385. NEW DIRECTIONS SOFTWARE, INC., VAN 
NUYS, CA. FILED 6-8-1987. 


HIGHWAYS AND BYWAYS 


FOR COMPUTER PROGRAMS FOR USE IN MAPPING 


(U.S. CL. 38). 
FIRST USE 6-5-1986; IN COMMERCE 8-8-1986. 


SN 667,324. S.N.S.T., INC., LOS ANGELES, CA. FILED 
6-19-1987. 


SPACETECH 


FOR PORTABLE RADIOS (U.S. CL. 21). 
FIRST USE 5-29-1987; IN COMMERCE 5-29-1987. 


SN 667,659. BANG & OLUFSEN A/S, STRUER, DENMARK, 
FILED 6-22-1987. 


VisionClear 


OWNER OF DENMARK REG. NO. 1746-1987, DATED 


5-1-1987, EXPIRES 5-1-1997. 
FOR TELEVISIONS AND TELEVISION MONITORS 


(U.S. CL. 21). 


SN 668,482. SEALECTRO CORPORATION, TRUMBULL, 
CT. FILED 6-25-1987. 


SMS 


FOR ELECTRICAL CONNECTORS FOR COAXIAL 


CABLES (U.S. CL. 21). 
FIRST USE 1-0-1982; INCOMMERCE 2-0-1982. 


SN 668,492. SEALECTRO CORPORATION, TRUMBULL, 
CT. FILED 6-25-1987. 


SIS 


FOR ELECTRICAL CONNECTORS FOR COAXIAL 


CABLES (U.S. CL. 21). 
FIRST USE 5-0-1983; IN COMMERCE 7-0-1983. 
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SN 668,497. ALLSTATE INDUSTRIES, INC., PLYMOUTH, 


MN. FILED 6-25-1987. 


PYROTECT 


FOR FIRE RESISTANT CLOTHING, NAMELY COTTON 
SUITS, JACKETS, PANTS, UNDERWEAR, HOODS, HATS, 
SOCKS, GLOVES, SHOES, HELMETS, HELMET SKIRTS; 
AND FIRE EXTINGUISHERS (U.S. CLS. 22, 23 AND 339). 

FIRST USE 3-0-1978; IN COMMERCE 3-0-1978. 


SN 670,446. SOLUTION WARE, INC., FORT WORTH, TX. 
FILED 7-6-1987. 


RETRIEVAL MASTER 


FOR COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 2-1-1987; IN COMMERCE 2-1-1987. 


SN 670,982. ERNST LEITZ WETZLAR GMBH, WETZLAR/ 
LAHN, FED REP GERMANY, FILED 7-8-1987. 


QUINDOS 


OWNER OF FED REP GERMANY REG. NO. 1074308, 
DATED 2-28-1985, EXPIRES 10-19-1994. 
FOR COMPUTER SOFTWARE DATA PROGRAMS (U.S. 


CL. 38). 
FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 671,059. ELCON INSTRUMENTS, INC., ANNAPOLIS, 
MD. FILED 7-10-1987. 


ELCON INSTRUMENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSTRUMENTS”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRONIC BARRIERS FOR THE CONTROL 
OF CURRENT AND VOLTAGE AND TEMPERATURE 
MONITORS FOR USE IN HAZARDOUS LOCATIONS (U.S. 


CL. 26). 
FIRST USE 3-12-1987; IN COMMERCE 3-12-1987. 
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SN 671,270. NATIONAL LIBRARY OF MEDICINE, THE, 
BETHESDA, MD. FILED 7-10-1987. 


MICRO-CSIN 


FOR COMPUTER PROGRAMS FOR TRANSLATING A 
USER’S REQUEST FOR BIBLIOGRAPHIC, TEXTUAL/NU- 
MERIC, AND/OR CHEMICAL IDENTIFICATION INTO 
THE PROPER FORM FOR INTERACTION WITH VARI- 
OUS DATABASE SYSTEMS, LOGGING ONTO THESE 
SYSTEMS, CARRYING OUT THE SEARCH, AND RE- 
TRIEVING THE SELECTED INFORMATION WITH A 
MINIMUM OF USER INTERACTION (U.S. CL. 38). 

FIRST USE 6-1-1984; INCOMMERCE 6-1-1984. 


SN 671,710. 3COM CORPORATION, SANTA CLARA, CA. 
FILED 7-13-1987. 


ETHERLINK 


FOR ADD-ON CIRCUIT BOARDS FOR PERSONAL 
COMPUTERS WHICH FUNCTION AS A MICROPROCES- 
SOR, AS MEMORY, AND TO EFFECT COMPATIBILITY 
WITH OTHER HARDWARE (USS. CL. 26). 

FIRST USE 1-0-1983; INCOMMERCE 1-0-1983. 


SN 671,808. 3COM CORPORATION, SANTA CLARA, CA. 
FILED 7-13-1987. 


ETHERLINK PLUS 


FOR ADD-ON CIRCUIT BOARDS FOR PERSONAL 
COMPTERS WHICH FUNCTION AS A MICROPROCES- 
SOR, AS MEMORY, AND TO EFFECT COMPATIBILITY 
WITH OTHER HARDWARE (USS. CL. 26). 

FIRST USE 9-15-1985; IN COMMERCE 9-15-1985. 


SN 671,838. UNITED COMPUTER MANUFACTURERS, 
INC., CERRITOS, CA. FILED 7-13-1987. 


KING TECH 


FOR COMPUTERS AND COMPUTER PROGRAMS (U.S. 
CLS. 26 AND 38). 
FIRST USE 5-1-1982; IN COMMERCE 8-5-1986. 
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SN 672,043. GRUEL, GEORGE W., JR., SIMI VALLEY, CA. 
FILED 7-14-1987. 


LOS ANGELES IN YOUR 
EAR 


FOR PRE-RECORDED AUDIO TAPES (U.S. CL. 21). 
FIRST USE 1-18-1982; IN COMMERCE 3-14-1984. 


SN 672,104. TELECT, 
7-14-1987. 


INC., SPOKANE, WA. FILED 


TELECT 


FOR ELECTRONIC ANALOG, DIGITAL AND FIBER- 
OPTIC TELECOMMUNICATION INTERFACE UNITS 
AND PARTS THEREOF (U.S. CLS. 21 AND 26). 

FIRST USE 10-18-1982; IN COMMERCE 11-1-1982. 


SN 672,183. MINDSCAPE, INC., NORTHBROOK, IL. FILED 
7-15-1987. 


THUNDER MOUNTAIN 


FOR EDUCATIONAL, ENTERTAINMENT AND PRO- 
DUCTIVITY COMPUTER PROGRAMS (U.S. CL. 38). 
FIRST USE 10-30-1986; IN COMMERCE 10-30-1986. 


SN 672,276. BRANDSTEDT CONTROLS CORPORATION, 
FORT MYERS, FL. FILED 7-15-1987. 


CARGOCARE 


FOR COMPUTER PROGRAMS AND INSTRUCTION 
MANUALS SOLD THEREWITH (U.S. CL. 26). 
FIRST USE 4-21-1987; IN COMMERCE 4-21-1987. 


SN 673,946. SOFTWARE SOURCE, INC., QUANTICO, VA. 
FILED 7-20-1987. 


VU-LOK 


FOR COMPUTER PROGRAMS FOR USE WITH MICRO- 
COMPUTERS (U.S. CLS. 26 AND 38). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 
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SN 674,063. HARRIS CORPORATION, MELBOURNE, FL. 
FILED 7-20-1987. 


V-TEC 


OWNER OF U.S. REG. NO. 1,447,262. 

FOR LOUD SPEAKERS AND TRANSDUCERS FOR 
PAGING SYSTEMS, AND PARTS THEREFOR (U.S. CL. 
21). 

FIRST USE 7-1-1987; IN COMMERCE 7-7-1987. 


SN 674,347. ADOBE SYSTEMS INCORPORATED, PALO 
ALTO, CA. FILED 7-24-1987. 


oss 
SYSTEMS INCORPORATED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS INCORPORATED”, APART FROM THE 
MARK AS SHOWN. 

THE MARK COMPRISES THE HIGHLY STYLIZED 
TERM “ADOBE” AND “SYSTEMS INCORPORATED”. 

FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT (USS. CL. 38). 

FIRST USE 3-31-1985; IN COMMERCE 3-31-1985. 


SN 674,429. IDEASSOCIATES, 
FILED 7-24-1987. 


IDEA SUPERMAX 


FOR PRINTED CIRCUIT BOARDS FOR USE WITH 
PERSONAL COMPUTERS (U.S. CL. 26). 
FIRST USE 8-26-1985; IN COMMERCE 8-26-1985. 


INC., BILLERICA, MA. 


SN 674,771. 3COM CORPORATION, SANTA CLARA, CA. 
FILED 7-27-1987. 


3STATION 


FOR COMPUTER NETWORK WORKSTATION UNITS 
IN THE NATURE OF CENTRAL PROCESSING UNITS 
AND KEYBOARDS (U.S. CL. 26). 

FIRST USE 4-6-1987; IN COMMERCE 4-6-1987. 


SN 675,524. EAGLE TELEPHONICS, INC., HAUPPAUGE, 
NY. FILED 7-30-1987. 


DATA/ONE 


FOR ELECTRONIC TELEPHONE COMMUNICATION 
APPARATUS COMBINING VOICE AND DATA (U.S. CL. 
21). 

FIRST USE 5-29-1986; IN COMMERCE 8-11-1986. 
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SN 675,634. DCM INDUSTRIES, INC., SAN LEANDRO, CA. 
FILED 7-31-1987. f 


TROUBLE BUSTER 


FOR FAULT DETECTORS AND MONITORS FOR USE 
IN LOCATING FAULTS IN TELECOMMUNICATION 
WIRES AND CABLES (U.S. CLS. 21 AND 26). 

FIRST USE 5-21-1987; IN COMMERCE 5-21-1987. 


SN 676,009. WICOM, TARZANA, CA. FILED 8-3-1987. 


WALK-N-TALK 


FOR PORTABLE TELEPHONES (U.S. CL. 21). 
FIRST USE 1-0-1986; IN COMMERCE 1-0-1986. 


SN 676,130. GRAY ELECTRONICS, INC., LAS VEGAS, NV. 
FILED 8-3-1987. 


CHIPS DETECTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DETECTOR”, APART FROM THE MARK AS 
SHOWN. 

FOR RADIO SCANNERS WITH A WARNING ALARM 
CIRCUIT (U.S. CL. 21). 

FIRST USE 3-3-1987; IN COMMERCE 3-3-1987. 


SN 676,161. AMERICAN LEADING SYSTEMS, 
STOUGHTON, MA. FILED 8-3-1987. 


INC., 


rs 
Ae 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS, INC.”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLOR BLUE. 

FOR PERSONAL COMPUTERS AND PERIPHERALS 
THEREFOR (U.S. CL. 26). 

FIRST USE 5-27-1987; INCOMMERCE 6-1-1987. 
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SN 676,853. SMITH, KENDRIC C., DBA KCS SOFTWARE, 
STANFORD, CA. FILED 8-6-1987. 


GRANT TRACKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRANT”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR BOOKKEEPING 
FOR RESEARCH GRANTS AND INSTRUCTION MANU- 
ALS PROVIDED THEREWITH (USS. CL. 38). 

FIRST USE 4-15-1987; IN COMMERCE 5-4-1987. 


SN 677,005. S. & A. MARKETING LIMITED, WALLASEY, 
MERSEYSIDE, ENGLAND, FILED 8-7-1987. 


PUNCH AND JUDY 


OWNER OF UNITED KINGDOM REG. 
DATED 5-9-1986, EXPIRES 5-9-1993. 

FOR COIN OPERATED VENDING MACHINES AND 
PARTS THEREFOR (U.S. CL. 23). 


NO. 1266777, 


SN 677,037. AMERICAN SOFTWARE, INC., ATLANTA, 
GA. FILED 8-7-1987. 


AMSOFT SOURCEDIRECTOR 


FOR COMPUTER PROGRAMS PERMITTING THE 
USER TO INSTALL, MAINTAIN AND MODIFY OTHER 
SOFTWARE PRODUCTS (USS. CL. 38). z 

FIRST USE 4-9-1987; IN COMMERCE 4-9-1987. 


SN 677,043. AMERICAN SOFTWARE, INC., ATLANTA, 
GA. FILED 8-7-1987. 


HEALTH CARE-8 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE PROGRAMS FOR THE 
MEDICAL CARE INDUSTRY (U.S. CL. 38). 

FIRST USE 9-8-1986; IN COMMERCE 9-8-1986. 


SN 677,074. PITTWAY CORPORATION, NORTHBROOK, 
IL. FILED 8-7-1987. 


CORD COUNT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORD”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRIC WIRE (U.S. CL. 21). 

FIRST USE 3-5-1987; INCOMMERCE 3-5-1987. 
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SN 677,234. OTIS ELEVATOR COMPANY, FARMINGTON, 
CT. FILED 8-7-1987. 


LAMBDA 950 


FOR ELECTRONIC SAFETY CONTROL TO PREVENT 
THE CLOSING OF ELEVATOR OR RELATED CARRIER 
DOORS UNTIL ALL PASSENGERS OR CARGO ARE 
CLEAR THEREOF (U.S. CLS. 21 AND 26). 

FIRST USE 0-0-1983; IN COMMERCE 3-0-1987. 


SN 677,272. ZERO CORPORATION, LOS ANGELES, CA. 
FILED 8-6-1987. 


STATIC ALERT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STATIC”, APART FROM THE MARK AS SHOWN. 

FOR STATIC ELECTRICITY MONITORS AND DETEC- 
TORS (U.S. CL. 26). 

FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 


SN 677,283. KONICA U.S.A. INC., ENGLEWOOD CLIFFS, 
NJ. FILED 8-6-1987. 


KONICA 


FOR BLANK COMPUTER FLOPPY DISKS (U.S. CL. 26). 
FIRST USE 2-13-1987; INCOMMERCE 2-13-1987. 


SN 677,453. VIDEOLARM, INC., LITHONIA, GA. FILED 
8-10-1987. 


@ \IIDEOLARN\ 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

THE DRAWING CONSISTS IN PART OF A STYLIZED 
REPRESENTATION OF A SURVEILLANCE CAMERA 
HOUSING. 

FOR SECURITY APPARATUS—NAMELY, CLOSED 
CIRCUIT TV HOUSINGS AND PAN AND TILT MOTORS 
ALL SOLD AS A UNIT (U.S. CLS. 21 AND 23). 

FIRST USE 7-27-1987; IN COMMERCE 7-27-1987. 
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SN 677,533. PETMARK, 
8-10-1987. 


INC., HOUSTON, TX. FILED 


ANIMAL INNFO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ANIMAL”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE, NAMELY, COMPUTER 
PROGRAMS RELATING TO A COMPUTER SYSTEM FOR 
BOARDING KENNELS (U.S. CL. 38). 

FIRST USE 6-30-1986; IN COMMERCE 6-30-1986. 


SN 678,195. CONDUCTIVE CONTAINERS, INC., NORTH- 
BROOK, IL. FILED 8-13-1987. 


ULTRASTAT 


FOR SAFETY SHIPPING CONTAINERS BEARING 
BOTH CONDUCTIVE MATERIAL AND ANTIiCORRO- 
SION MATERIAL TO SAFEGUARD ELECTRONIC 
PRINTED CIRCUIT BOARDS OR COMPUTER CHIPS 
CONTAINED THEREIN FROM DAMAGE DUE TO DIS- 
CHARGE OF STATIC ELECTRICITY AND CORROSIVE 
ENVIRONMENTS (U.S. CLS. 2, 21 AND 26). 

FIRST USE 5-1-1987; IN COMMERCE 5-1-1987. 


SN 678,284. ADTRAN, HUNTSVILLE, AL. FILED 
8-10-1987. 


THE MARK CONSISTS OF THE WORD “ADTRAN” IN 
STYLIZED FORM. 

FOR TELECOMMUNICATIONS TRANSMISSION 
EQUIPMENT COMPRISING LINE TRANSMITTERS AND 
RECEIVERS, MULTIPLEXERS, AND DATA ENCODERS 
AND DECODERS (U.S. CLS. 21 AND 26). 

FIRST USE 11-19-1986; IN COMMERCE 12-4-1986. 


SN 678,299. SOILMOISTURE EQUIPMENT CORP., 
GOLETA, CA. FILED 8-14-1987. 


AS dre. 


THE MARK CONSISTS OF THE WORD “TRASE” AND 
DESIGN. 

FOR ELECTRONIC INSTRUMENTS USED IN MOIS- 
TURE MEASUREMENT (US. CL. 26). 

FIRST USE 7-7-1987; IN COMMERCE 7-7-1987. 
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SN 678,317. SOILMOISTURE EQUIPMENT CORP., 
GOLETA, CA. FILED 8-14-1987. 


TRASE 


FOR ELECTRONIC INSTRUMENTS USED IN MOIS- 
TURE MEASUREMENT (USS. CL. 26). 
FIRST USE 7-7-1987; IN COMMERCE 7-7-1987. 


SN 678,558. E. I DU PONT DE NEMOURS AND COMA- 
PANY, WILMINGTON, DE. FILED 8-14-1987. 


STERICELL | 


FOR FLEXIBLE CELL CULTURE CONTAINERS FOR 
USE IN THE BIOLOGICAL RESEARCH/MEDICAL 
PRODUCTS’ INDUSTRY (U.S. CL. 26). 

FIRST USE 7-7-1987; IN COMMERCE 7-7-1987. 


SN 678,761. MACCARONE, DAVID, FALL RIVER, MA. 
FILED.8-17-1987. 


FOR RADIO POWERED DOOR BELL (U.S. CL. 21). 
FIRST USE 7-0-1987; IN COMMERCE 7-0-1987. 


SN 678,799. ENIGMA ENTERTAINMENT CORPORATION, 
THE, EL SEGUNDO, CA. FILED 8-17-1987. 


SYNTHICIDE 


FOR PHONOGRAPH RECORDS AND PRE-RECORDED 
AUDIO TAPES (U.S. CL. 36). 
FIRST USE 6-0-1987; IN COMMERCE 6-0-1987. 


SN 678,800. MARS, 
FILED 8-17-1987. 


INCORPORATED, MCLEAN, VA. 


MEQ 


FOR PORTABLE LASER SCAN TERMINAL (U.S. CL. 
26). 
FIRST USE 6-30-1987; IN COMMERCE 6-30-1987. 
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SN 679,104. VIVA OPTIQUE, INC., FAIRFIELD, NJ. FILED 
8-17-1987. 


CAROUSEL 


FOR EYEGLASSES; SUNGLASSES; AND EYEGLASS 
FRAMES (U.S. CL. 26). 
FIRST USE 5-5-1987; IN COMMERCE 5-5-1987. 


SN 679,874. UVEX WINTER OPTIK GMBH, FURTH/BAY, 
FED REP GERMANY, FILED 8-19-1987. 


INFRA-DURA 


FOR PROTECTIVE GOGGLES; SHIELDS AND GLASS- 
ES FOR PROTECTIVE GOGGLES (USS. CL. 26). 
FIRST USE 11-1-1983; INCOMMERCE 11-1-1983. 


SN 680,124. PCO, 
8-24-1987. 


INC., CHATSWORTH, CA. FILED 


LIMO 


FOR FIBER OPTIC TRANSCEIVERS (U.S. CL. 21). 
FIRST USE 7-21-1987; IN COMMERCE 7-21-1987. 


CLASS 10—MEDICAL APPARATUS 


SN 638,193. OLYMPUS CORPORATION, WOODBURY, NY. 
FILED 1-2-1987. 


PK 


FOR AUTOMATED ANALYSERS FOR BODY FLUID 
(U.S. CL. 44). 
FIRST USE 6-18-1986; IN COMMERCE 6-18-1986. 


SN 646,297. ZIMMER, IN. FILED 


2-24-1987. 


INC., WARSAW, 


ZIMCODE 


OWNER OF U.S. REG. NOS. 787,623 AND 1,143,248. 

FOR TRACTION COMPONENTS, NAMELY, TRACTION 
CORD AND TRACTION WEIGHT BAGS (U.S. CL. 44). 

FIRST USE 9-12-1986; IN COMMERCE 9-12-1986. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 10—(Continued). 


SN 648,600. KENDALL MCGAW LABORATORIES, INC., 
IRVINE, CA. FILED 3-9-1987. 


ACTEST 


FOR BLOOD COLLECTION TUBE WITH REAGENT 
FOR DETERMINATION OF BLOOD COAGULATION 
TIME (U.S. CL. 44). 

FIRST USE 2-15-1979; IN COMMERCE 2-15-1979. 


SN 656,000. LIFE SENSING INSTRUMENT COMPANY, 
INC., TULLAHOMA, TN. FILED 4-20-1987. 


HTS 420 


FOR MEDICAL EQUIPMENT, NAMELY CARDIAC 
MONITOR (U.S. CL. 44). 
FIRST USE 2-17-1987; IN COMMERCE 2-17-1987. 


SN 662,069. CLIMO INVENTAR APS, AALBORG SV, DEN- 
MARK, FILED 5-21-1987. 


CLIMO 


OWNER OF DENMARK REG. NO. 1979/2841, DATED 
10-5-1979, EXPIRES 10-5-1989. 

FOR FURNITURE; NAMELY, CABINETS FOR MEDI- 
CAL USE (U.S. CLS. 44 AND 50). 

FIRST USE 8-0-1984; IN COMMERCE 8-0-1984. 


SN 665,071. IPCO CORPORATION, WHITE PLAINS, NY. 
FILED 6-8-1987. 


PROPAC 


FOR IMPRESSION POSTS, TEMPORARY POST AND 
BURNOUT POST ON INDIVIDUALIZED PROCEDURE 
CARDS FOR USE IN THE ENDODONTIC POST AND 
CORE TECHNIQUE (U.S. CL. 44). 

FIRST USE 4-16-1987; IN COMMERCE 4-16-1987. 


SN 666,473. BAXTER TRAVENOL LABORATORIES, INC., 
DEERFIELD, IL. FILED 6-15-1987. 


INFLATION PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INFLATION”, APART FROM THE MARK AS 
SHOWN. 

FOR ANGIOPLASTY BALLOON CATHETER PRES- 
SURE DELIVERY INSTRUMENTS (US. CL. 44). 

FIRST USE 3-20-1987; IN COMMERCE 3-20-1987. 
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SN 678,290. UTAH MEDICAL PRODUCTS, INC., MID- 
VALE, UT. FILED 8-13-1987. 


INTRAN 


FOR DISPOSABLE INTRAUTERINE CATHETER TIP 
PRESSURE TRANSDUCERS (USS. CL. 44). 
FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 477,023. HOSHIZAKI ELECTRIC CO. LTD., 


TOYOAKE-SHI, AICHI, JAPAN, FILED 4-23-1984. 


CRESCENT ICE 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 58101534, FILED 10-27-1983, REG. NO. 
1919619, DATED 12-24-1986, EXPIRES 12-24-1996. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ICE”, APART FROM THE MARK AS SHOWN. 

FOR ICE CUBE MAKING MACHINES FOR DOMESTIC 
AND COMMERCIAL USE (USS. CL. 31). 


SN 646,335. TRAIGER ENERGY SYSTEMS, ENCINO, CA. 
FILED 2-20-1987. 


UVOx 


FOR ENVIRONMENTAL ENERGY SYSTEM INSTAL- 
LATIONS, NAMELY, LIQUID WASTE WATER TREAT- 
MENT UNITS AND ENVIRONMENTAL AIR POLLUTION 
CONTROL UNITS (USS. CLS. 26, 31 AND 34). 

FIRST USE 1-10-1985; INCOMMERCE 1-10-1985. 


SN 654,318. PARKER MANUFACTURING COMPANY, 
WORCESTER, MA. FILED 4-10-1987. 


HOT SPOT 


FOR ELECTRIC HAND-HELD HEATING ELEMENT 
AND PLASTIC ADHESIVE-COATED WALL ANCHORS 
SOLD AS A UNIT (U.S. CLS. 23 AND 34). 

FIRST USE 2-26-1987; IN COMMERCE 2-26-1987. 


SN 676,591. RADON-BUSTER, GLEN BURNIE, MD. FILED 
8-5-1987. 


RADON-BUSTER 


FOR ELECTRICAL RADON REMOVAL SYSTEM COM- 
PRISED OF AN EVACUATING FAN AND HOUSING (U.S. 
CL. 34). 

FIRST USE 5-14-1987; IN COMMERCE 5-14-1987. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


CLASS 12—VEHICLES 


SN 435,390. MR. BUG, 
7-20-1983. 


INC., ORANGE, CA. FILED 


EMPI 


FOR AUTOMOBILE PARTS AND ACCESSORIES, 
NAMELY, AIR FILTERS, AIR INTAKES AND FITTINGS 
THEREFOR, ALTERNATOR/GENERATOR BRACKETS, 
AXLES, AXLE RETAINER SUPPORTS, AXLE SIDE 
COVERS, AXLE SPACERS, FAN BACKING PLATES, 
BODY PANELS AND MOUNTINGS THEREFOR, HEAVY- 
DUTY DIFFERENTIAL GEAR ASSEMBLIES, HOOD AND 
FRONT END PROTECTORS, BRAKE AND CLUTCH 
PEDAL ASSEMBLIES, HAND BRAKE ACTUATORS, 
BRAKE PEDAL ASSEMBLIES, OIL BREATHER 
TOWERS, FRAMES, BUMPERS, SUSPENSION BUMPERS, 
GAS PEDALS, CAMSHAFTS, CAMSHAFT GEARS, CAM- 
SHAFT LOCKING PLATES, CAR COVERS, TRANSAXLE 
CASE INSERTS, TRANSAXLE GEARS, CLUTCH DISCS, 
CONNECTING RODS, CRANKSHAFTS, CYLINDER 
SHIMS, FAN SHROUDS AND AIR COOLING DUCTING, 
DASH KNOBS, DASH PANELS, DASH PROTECTORS, 
DIPSTICKS, DOOR HANDLE GUARDS, DOOR LOCK 
PULLS, DOOR PANELS, DRY SUMP LUBRICATION 
CONVERSIONS, INTAKE MANIFOLDS, ENGINE 
BRACES, ENGINE CASE ADAPTERS, EXHAUST MANI- 
FOLDS, FAN BELTS, FLYWHEELS, FUEL FILLER CAPS, 
FUEL FILTERS, FUEL PUMP BLOCK-OFF PLATES, 
FRONT AND REAR SUSPENSIONS AND MOUNTINGS 
THEREFOR, GAS ANTI-THEFT GUARDS, HANDLES, 
HEADLINERS, HEAT RISER BLOCK-OFF PLATES, 
STEERING SHAFT HUB BRACKET, HYDRAULIC 
CLUTCH CONVERSIONS, STEERING WHEEL ADAPT- 
ERS, VALVE LASH CAPS, LICENSE PLATE FRAMES, 
MASTER CYLINDER BRACKETS, MOTOR MOUNTS 
AND TRANSAXLE MOUNTS, NERF BARS, OIL BLOCK- 
OFF ADAPTERS, OIL BREATHERS, OIL COOLERS, OIL 
COOLER BLOCK-OFF PLATES, OIL FILLER CAPS, OIL 
FILTERS, OIL FILTER ADAPTERS, OIL FILTER BLOCK- 
OFF PLATES, OIL PRESSURE BOOSTERS, OIL PUMPS, 
OIL PUMP COVERS, OIL SCREENS, OIL PICKUPS, OIL 
SUMPS, ROLL BAR PADDING, ANTI-THEFT BRAKE 
LOCKS, PEDAL PADS, PEDAL PAD COVERS, POWER 
PULLEYS, POWER PULLEY BELTS, OIL PRESSURE AD- 
JUSTERS, PRESSURE PLATES, PULLEY GUARDS, PUSH 
RODS, PUSH ROD TUBES, QUICK SHIFT CONVERSIONS, 
QUICK STEERING CONVERSIONS, REAR AXLE TUBE 
STIFFNERS, RING AND PINION GEARS, ROCKER 
ARMS, ROCKER SHAFTS, ROLL BARS, ROLL CAGES, 
ROLLER PEDALS, RUNNING BOARDS, RUNNING 
BOARD TRIM, SAND RAIL FRAMES, SAND SEAL PUL- 
LEYS, SEAT BELTS, SEAT COVERS, SEAT PADDING, 
SHOCK ABSORBERS AND MOUNTS THEREFOR, STEER- 
ING BRAKES, SKID PLATES, SNUBBERS, SPARE TIRE 
COVERS AND MOUNTS, SPIDER GEARS, STEERING 
SHAFT BEARINGS, STEERING SHAFTS, STEERING 
WHEELS, STEERING WHEEL COVERS, STROKER 
SPACERS, DIFFERENTIALS, TRANSAXLE SHIFTERS 
AND LINKAGE THEREFOR, TRAILERS, THROWOUT 
BEARINGS, THROWOUT SHAFTS, TOW BARS, TOW 
STRAPS, VALVE ADJUSTERS, TRANSAXLE ADAPT- 
ERS, VALVE COVERS, VALVE COVER VENTS, VALVE 
GUIDES, VALVE LIFTERS, VALVE LIFTER RETAIN- 
ERS, VALVE LOCKS, VALVE SEATS, VALVE SHIMS, 
VALVE SPRINGS, VALVE SPRING’ RETAINERS, 
VALVES, WHEEL ADAPTERS, WHEEL COVERS, 
WHEEL HUBS, WINDOW CRANK KNOBS, WINDOW 
LOUVERS, WINDOW RISERS, WINDOWS, WIRE COVER 
PANELS AND CRANKCASE WINDAGE TRAYS (U.S. 
CLS. 19, 21, 23, 31 AND 35). 

FIRST USE 11-15-1982; IN COMMERCE 11-15-1982. 
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SN 569,785. WEATHER GUARD PERMANENT TOPPS, 
CLEARWATER, FL. FILED 11-22-1985. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PERMANENT TOPPS”, APART FROM THE MARK 
AS SHOWN. 

THE DRAWING IS FOR THE COLOR BURGUNDY 
WITH THE EXCEPTION OF THE SUN WHICH IS 
ORANGE. THE SUN IS LINED FOR THE COLOR 
ORANGE IN ACCORDANCE WITH RULE 2.52. 

FOR ALL WEATHER INSULATED ROOFS (U.S. CL. 12). 

FIRST USE 5-15-1985; IN COMMERCE 5-15-1985. 


SN 586,354. HAPPY TIMES, INC., FT. MYERS, FL. FILED 
3-6-1986. 


HAPPY TIMES VANS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VANS”, APART FROM THE MARK AS SHOWN. 

FOR CUSTOMIZED VEHICLES, NAMELY VANS (US. 
CL. 19). 

FIRST USE 9-15-1975; IN COMMERCE 10-20-1978. 


SN 675,373. CHAPMAN INDUSTRIES CORP., ELK GROVE 
VILLAGE, IL. FILED 7-30-1987. 


CLASSIC 


FOR AUTOMOTIVE ANTI-THEFT EQUIPMENT - 
NAMELY, HOOD AND IGNITION LOCK, SIREN ALARM, 
IGNITION SWITCH DISARMER, MOTION DETECTOR 
AND SENSING UNIT (U.S. CLS. 19, 21, 25 AND 26). 

FIRST USE 3-2-1987; IN COMMERCE 3-2-1987. 


CLASS 14—JEWELRY 


SN 631,841. PACE ENTERPRISES, LOS ANGELES, CA. 
FILED 11-24-1986. 


P14K 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “14K”, APART FROM THE MARK AS SHOWN. 

FOR JEWELRY (U.S. CL. 28). 

FIRST USE 9-0-1981; IN COMMERCE 9-0-1981. 
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SN 657,916. BEN-DANNIE INC., LOS ANGELES, CA. 
FILED 4-29-1987. 


BENOREX 


FOR JEWELRY INCLUDING IMITATION JEWELRY 
AND JEWELRY OF PRECIOUS METALS AND STONES 
(US. CL. 28). 

FIRST USE 7-1-1982; IN COMMERCE 7-1-1982. 


SN 676,309. DESIGN GOLD LTD., HOLLYWOOD, FL. 
FILED 8-3-1987. 


CONTEMPORARY 
BALLERINAS 


FOR JEWELRY SETTINGS (U.S. CL. 28). 
FIRST USE 2-16-1986; IN COMMERCE 7-1-1987. 


SN 676,919. TIMEX CORPORATION, MIDDLEBURY, CT. 
FILED 8-6-1987. 


WESTERNS 


FOR WATCHES (U.S. CL. 27). 
FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


SN 677,248. TIMEX CORPORATION, MIDDLEBURY, CT. 
FILED 8-6-1987. 


LA CAGE 


FOR WATCHES (U.S. CL. 27). 
FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


CLASS 15—MUSICAL INSTRUMENTS 


SN 640,356. STENTOR MUSIC COMPANY LIMITED, RED- 
HILL, SURREY, ENGLAND, FILED 1-20-1987. 


STENTOR 


FOR STRINGED MUSICAL INSTRUMENTS; BRASS 
MUSICAL INSTRUMENTS; WOODWIND MUSICAL IN- 
STRUMENTS, NAMELY SAXOPHONES, FLUTES AND 
RECORDERS; PERCUSSION MUSICAL INSTRUMENTS; 
AND PARTS AND FITTINGS FOR ALL THE AFORE- 
SAID GOODS (U.S. CL. 36). 

FIRST USE 0-0-1969; IN COMMERCE 0-0-1969. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 526,664. HILPMAN, BARBARA C., DBA THE BOOK 
LADY, LEE’S SUMMIT, MO. FILED 3-13-1985. 


THE BOOK LADY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOOK”, APART FROM THE MARK AS SHOWN. 

FOR BOOKS DEALING WITH ANTIQUES COLLECT- 
IBLES (U.S. CL. 38). 

FIRST USE 7-17-1978; IN COMMERCE 7-17-1978. 


SN 563,524. WADDINGTONS CARTONS LIMITED, 
LEEDS, ENGLAND, BY CHANGE OF NAME FROM 
WADDINGTONS' LIMITED, LEEDS, ENGLAND, 
FILED 10-16-1985. 


KAN-TAB 


FOR HANDLE DEVICE FOR ATTACHMENT TO THE 
GRIPPING MEANS THAT HOLDS TOGETHER A PLU- 
RALITY OF CONTAINERS OF FOOD OR BEVERAGE, 
SAID HANDLE DEVICE HAVING ADVERTISING OR 
PROMOTIONAL MATERIAL IMPRINTED THEREON 
(U.S. CL. 37). 

FIRST USE 5-0-1983; IN COMMERCE 8-12-1985. 


SN 573,071. THE TRUSTEES OF THE JAMES DEAN 
FOUNDATION, INDIANAPOLIS, IN. FILED 12-12-1985. 


OWNER OF U.S. REG. NO. 1,440,661. 

SEC. 2(F). 

FOR PAPER ARTICLES - NAMELY, POSTERS (U.S. CL. 
38). 

FIRST USE 11-1-1984; INCOMMERCE 11-1-1984. 
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SN 608,663. RONEO ALCATEL LIMITED, ROMFORD, 
ESSEX, ENGLAND, FILED 7-8-1986. 


CREDIFON 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1260289, FILED 2-13-1986, 
REG. NO. 1260289, DATED 2-13-1986, EXPIRES 2-13-1993. 

FOR FRANKING (STAMPING) MACHINES FOR MAIL- 
ROOM AND OFFICE USE AND PARTS AND FITTINGS 
THEREFOR (U.S. CL. 23). 


SN 624,340. MICHAELS OF OREGON CO., PORTLAND, 
OR. FILED 10-3-1986. 


Michaels 


OF OREGON CO. 


OWNER OF U.S. REG. NOS. 874,972, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OREGON” AND “CO.”, APART FROM THE MARK 
AS SHOWN. 

FOR PRINTED MATERIALS, NAMELY, CATALOGS 
OF FIREARMS ACCESSORIES AND RELATED PROD- 
UCTS (USS. CL. 38). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


1,280,668 AND 


SN 626,972. SULLIVAN, NOVELL B., DBA NOVELL B. 
SULLIVAN AND ASSOCIATES, WASHINGTON, DC. 
FILED 10-27-1986. 


HACKERS 


FOR TAXICAB ZONE FARE GUIDES FOR PASSEN- 
GERS AND THE GENERAL PUBLIC (USS. CL. 38). 
FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 


SN 635,767. SWATCH AG, BIENNE, SWITZERLAND, 
FILED 12-17-1986. 


SWATCH 


OWNER OF SWITZERLAND REG. NO. 347280, DATED 
8-27-1986, EXPIRES 1-14-2006. 

FOR GENERAL INTEREST NEWSPAPERS AND MAG- 
AZINES (U.S. CL. 38). 
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SN 636,997. SALLS-WRIGHT PUBLISHING GROUP, INC., 
GILFORD, NH. FILED 12-23-1986. 


NEW HOME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED PUBLICATIONS PERTAINING TO 
HOME IMPROVEMENTS, REPAIR AND GENERAL 
MAINTENANCE, NAMELY, MAGAZINES, NEWSLET- 
TERS AND PAMPHLETS (U.S. CL. 38). 

FIRST USE 1-8-1985; INCOMMERCE 1-8-1985. 


SN 638,342. WONDERWORLD, EMPORIUM, PA. FILED 
1-5-1987. 


FOR ENVIRONMENTAL AND NATURE PHOTO- 
GRAPHIC AND CALLIGRAPHIC WORKS IN THE 
NATURE OF ARTISTIC PRINTS AND PHOTOGRAPHS, 
BOOKS, AND PRINTED POSTERS AND CHARTS (U.S. 
CL. 38). 

FIRST USE 11-6-1986; IN COMMERCE 11-6-1986. 


SN 640,834. OSTER COMMUNICATIONS, INC., CEDAR 
FALLS, IA. FILED 1-21-1987. 


Futures 


The magazine of commodities & options 


SEC. 2(F). 

FOR MAGAZINE DEALING WITH COMMODITIES 
AND OPTIONS (U.S. CL. 38). 

FIRST USE 9-0-1983; INCOMMEKCE 9-0-1983. 
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SN 641,076. SAVOR, JOHN R., DBA RITE BOOKS PUB- 
LISHING, WARREN, OH. FILED 1-23-1987. 


IT 


BOOKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOOKS”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED BOOKS (U.S. CL. 38). 

FIRST USE 9-14-1985; IN COMMERCE 9-14-1985. 


SN 641,535. BRUMLEY, GEORGE EDWARD, DBA THE 
GEORGE BRUMLEY CO., LOUISVILLE, KY. FILED 
1-28-1987. 


THE 
WALKING 
YELLOW 
PAGES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “YELLOW PAGES”, APART FROM THE MARK AS 
SHOWN. 

FOR BOOKLETS CONTAINING ADVERTISING, 
LOCAL AREA AND VISITOR INFORMATION (U.S. CL. 
38). 

FIRST USE 1-9-1987; IN COMMERCE 1-9-1987. 
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CLASS 16—(Continued). 
SN 644,642. CARTIERE BURGO S.P.A., SAN MAURO TOR- 


SN 642,222. ALFORD, SUSAN H., DBA SUSAN H. ALFORD 
ADVERTISING, OWENSBORO, KY. FILED 1-29-1987. INESE (TO), ITALY, FILED 2-13-1987. 


A € 
aiplala ating 1 


THE LINING SHOWN IN THE MARK ON THE DRAW- 
ING IS A FEATURE OF THE MARK AND IS NOT IN- 
TENDED TO INDICATE COLOR. 

FOR COLORING BOOKS (U.S. CLS. 37 AND 38). 

FIRST USE 2-1-1985; IN COMMERCE 2-1-1985. 


OWNER OF ITALY REG. NO. 379929, DATED 
11-19-1985, EXPIRES 10-8-1999. 

THE MARK CONSISTS OF FOUR LETTERS “B” RO- 
TATED 90 DEGREES FROM EACH OTHER. 

FOR PAPER AND CARDBOARD ARTICLES— 
NAMELY, COATED AND MONOCOATED PAPER IN 
REELS AND SHEETS; UNCOATED WALL AND PRINT- 
ING PAPERS; MONOCOATED PACKAGING MATERIAL; 
NEWSPRINT PAPER; TELEPHONE DIRECTORY PAPER; 
AND POLYETHYLENE COATED PAPER (U.S. CL. 37). 


SN 643,352. AMERICAN LUNG ASSOCIATION, NEW 
YORK, NY. FILED 2-6-1987. 


SN 644,775. RECKITT & COLMAN FINE ART & GRAPH- 
ICS LIMITED, MIDDLESEX, ENGLAND, FILED 


2-17-1987. 


CHRISTMAS SEALS 


LONDON 


OWNER OF U.S. REG. NOS. 1,102,382, 1,127,627 AND 


1,136,978. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEALS”, APART FROM THE MARK AS SHOWN. OWNER OF U.S. REG. NO. 1,119,032. 
SEC. 2(F). SEC. 2(F). 
FOR STAMPS AND ADDRESS LABELS (U.S. CLS. 37 FOR ARTISTS’ BRUSHES AND CANVAS (U.S. CLS. 29 
AND 50). 


AND 38). 
FIRST USE 0-0-1907; IN COMMERCE 0-0-1907. FIRST USE 12-31-1971; INCOMMERCE 12-31-1971. 
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SN 645,766. NATIONAL COMPUTER SYSTEMS, INC., 
EDEN PRAIRIE, MN. FILED 2-20-1987. 


Trans-Optic 


OWNER OF U.S. REG. NOS. 976,393 AND 1,108,655. 

FOR BLANK SHEET AND ROLL STOCK PAPER USED 
IN SCANNABLE DOCUMENTS WHICH ARE READ OR 
RESOLVED BY OPTICAL MARK READERS AND SCAN- 
NABLE DOCUMENTS WHICH ARE READ OR RE- 
SOLVED BY OPTICAL MARK READERS (U.S. CL. 37). 

FIRST USE 8-10-1965; IN COMMERCE 7-21-1969. 


SN 650,096. J. S. STAEDTLER GMBH & CO., NURNBERG, 
FED REP GERMANY, FILED 3-19-1987. 


SPRINT 


FOR BALL POINT PENS, BALL WRITERS, FIBRE 
TIPPED PENS, TECHNICAL PENS (U.S. CL. 37). 
FIRST USE 1-19-1978; IN COMMERCE 1-19-1978. 


SN 652,710. TURTLE HOLLOW ASSOCIATES, 
GAITHERSBURG, MD. FILED 4-2-1987. 


INC., 


CRITICAL FACTORS 


FOR NEWSLETTERS AND BULLETINS PRIMARILY 
RELATING TO INVESTING AND ECONOMIC FORE- 
CASTING (U.S. CL. 38). 

FIRST USE 9-9-1986; IN COMMERCE 9-9-1986. 


SN 654,332. ABC CONSUMER MAGAZINES, INC., NEW 
YORK, NY. FILED 4-10-1987. 


COUNTRY CROCHET 


nO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CROCHET”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINES (U.S. CL. 38). 

FIRST USE 12-2-1983; INCOMMERCE 12-2-1983. 
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SN 654,682. RANDALL PUBLISHING COMPANY, TUSCA- 
LOOSA, AL. FILED 4-13-1987. 


WHO’S WHO AMONG 
STUDENTS IN AMERICAN 
JUNIOR COLLEGES 


SEC. 2(F). 

FOR PUBLICATIONS, NAMELY, DIRECTORIES (U.S. 
CL. 38). 

FIRST USE 12-31-1966; IN COMMERCE 12-31-1966. 


SN 654,687. RANDALL PUBLISHING COMPANY, TUSCA- 
LOOSA, AL. FILED 4-13-1987. 


WHO’S WHO AMONG 
STUDENTS IN AMERICAN 
UNIVERSITIES & 
COLLEGES 


SEC. 2(F). 

FOR PUBLICATIONS, NAMELY, DIRECTORIES (U.S. 
CL. 38). 

FIRST USE 12-31-1934; INCOMMERCE 12-31-1934. 


SN 658,545. FMR CORP., BOSTON, MA. ASSIGNEE OF FI- 
DELITY DISTRIBUTORS COPORATION, BOSTON, MA. 
FILED 5-4-1987. 


IRA FUND SELECTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IRA FUND”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED ROTARY WHEEL TO IDENTIFY VARI- 
OUS INVESTMENT FUNDS AND THE DEGREE OF RISK 
ASSOCIATED THEREWITH (U.S. CL. 38). 

FIRST USE 2-15-1987; IN COMMERCE 2-15-1987. 
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SN 662,167. H. S. STUTTMAN INC., WESTPORT, CT. 
FILED 5-21-1987. 


C8 KAUN: 


q 
st 
Oo 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOOK”, APART FROM THE MARK AS SHOWN. 

FOR SERIES OF BOOKS CONTAINING TWO STORIES 
EACH, PRINTED BACK-TO-BACK IN SUCH FASHION 
THAT THE READER MUST TURN THE BOOK FROM 
FRONT TO BACK AND UPSIDE-DOWN TO READ THE 
SECOND STORY (USS. CL. 38). 

FIRST USE 5-5-1987; IN COMMERCE 5-5-1987. 


SN 662,315. CHUANG TAO CORPORATION, TAIPEI, 
TAIWAN, FILED 5-21-1987. 


C&T 


FOR STATIONERY SET CONSISTING OF STAPLER, 
SCISSORS, TAPE MEASURE, CUTTER, GLUE AND AD- 
HESIVE TAPE FOR STATIONERY OR HOUSEHOLD 
USE, RULER, ERASER AND PAPER CLIPS, ALL SOLD 
AS A UNIT; PENS AND STAMP PAD (USS. CLS. 5, 11, 23, 
26, 37 AND 50). 

FIRST USE 11-0-1985; INCOMMERCE 11-0-1986. 


SN 662,465. TEKTRONIX, INC., BEAVERTON, OR. FILED 
5-22-1987. 


TEKNIQUES 


FOR NEWSLETTER DIRECTED TO USERS OF COM- 
PUTERS AND COMPUTER GRAPHIC EQUIPMENT AND 
SOFTWARE (US. CL. 38). 

FIRST USE 2-0-1977; IN COMMERCE 2-0-1977. 
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SN 664,462. GOLF DIGEST/TENNIS, INC., TRUMBULL, 
CT. FILED 6-3-1987. 


GOLF SHOP OPERATIONS 


SEC. 2(F). 
FOR MAGAZINE (US. CL. 38). 
FIRST USE 3-1-1969; IN COMMERCE 3-1-1969. 


SN 665,321. PRUDENTIAL INSURANCE COMPANY OF 
AMERICA, THE, NEWARK, NJ. FILED 6-8-1987. 


iy 


[> 


OWNER OF U.S. REG. NOS. 501,706, 961,765 AND 
OTHERS. 

FOR MAGAZINES, NEWSLETTERS AND CORPORATE 
REPORTS CONCERNING THE INSURANCE, REAL 
ESTATE AND INVESTMENT INDUSTRIES (U.S. CL. 38). 

FIRST USE 5-16-1984; IN COMMERCE 5-16-1984. 


SN 665,496. FIRST CLASS INC., WASHINGTON, DC. 
FILED 6-8-1987. 


— FIRST 
——_— CLASS—. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR QUARTERLY CATALOG PERTAINING TO 
COURSE OFFERINGS FOR ADULT EDUCATION CLASS- 
ES (U.S. CL. 38). 

FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 
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SN 666,023. LDAP, INC., NEW YORK, NY. FILED SN _ 668,843. MESSENGER, JANE, DBA YA-TA-HEY 
6-11-1987. CARDS, ST. LOUIS, MO. FILED 6-26-1987. 


Arreween 


PRESS 


¥8-TH-HEY 
CARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRESS”, APART FROM THE MARK AS SHOWN. 
FOR NON-FICTION BOOKS IN THE AREA OF 


NATURE SUBJECTS (U.S. CL. 38). 
FIRST USE 9-18-1986; IN COMMERCE 9-18-1986. NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “YA-TA-HEY CARDS”, APART FROM THE MARK 
AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “YA- 
TA-HEY” IN THE MARK IS “GREETINGS”, “HELLO” 
AND “THANK YOU”. 

FOR GREETING CARDS (U.S. CL. 38). 

FIRST USE 1-14-1985; IN COMMERCE 1-14-1985. 


SN 668,412. BETHLEHEM MUSIKFEST ASSOCIATION, 


BETHLEHEM, PA. FILED 6-25-1987. 
SN 668,855. FIELD PUBLICATIONS LIMITED PARTNER- 


SHIP, AKA WEEKLY READER BOOKS, MIDDLE- 
TOWN, CT. FILED 6-25-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEGINNER BOOKS”, APART FROM THE MARK 

OWNER OF U.S. REG. NO. 1,403,476. AS SHOWN. 
FOR SOUVENIR PROGRAMS, POSTERS, AND BRO- FOR PAPERBACK BOOKS FOR SCHOOL AGE CHIL- 


CHURES (USS. CL. 38). DREN (U.S. CL. 38). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. FIRST USE 9-7-1986; IN COMMERCE 9-7-1986. 
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SN 669,056. HUNT, HOWARD L., COLUMBIA, SC. FILED 
6-29-1987. 


“HOWIE’’ 


FOR GREETING CARDS (U.S. CL. 38). 
FIRST USE 10-26-1986; INCOMMERCE 1-22-1987. 


SN 669,332. PERCY PUBLISHING CO., INC., SCARSDALE, 
NY. FILED 6-29-1987. 


TODAY’S REFINERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REFINERY”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINE (U.S. CL. 38). 

FIRST USE 3-23-1987; INCOMMERCE 3-23-1987. 


SN 669,529. DATACOM, INC., HORSHAM, PA. FILED 
6-30-1987. 


@atalitalis 


OWNER OF U.S. REG. NO. 1,181,102. 

FOR ADDING MACHINE ROLLS, ENVELOPES, FILE 
FOLDERS, FILE JACKETS, HANGING FILE SYSTEMS, 
LEGAL PADS AND MEMO PADS (U.S. CLS. 32 AND 37). 

FIRST USE 1-5-1986; INCOMMERCE 1-5-1986. 


SN 669,762. IPCO CORPORATION, WHITE PLAINS, NY. 
FILED 7-1-1987. 


S’WIPE’S 


OWNER OF U.S. REG. NO. 1,120,992. 
FOR DISPOSABLE CLEANSING SHEETS (U.S. CL. 37). 
FIRST USE 0-0-1934; IN COMMERCE 0-0-1934. 
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SN 669,884. COUNCIL ON FOREIGN RELATIONS, INC., 


NEW YORK, NY. FILED 7-2-1987. 


FOREIGN 
AF FAI RS 


OWNER OF U.S. REG. NO. 831,466. 

THE ENGLISH TRANSLATION OF THE LATIN WORD 
IN THE MARK IS “EVERYWHERE”. 

SEC. 2(F) AS TO THE WORDS “FOREIGN AFFAIRS”. 

FOR JOURNALS (USS. CL. 38). 

FIRST USE 9-12-1922; IN COMMERCE 9-12-1922. 


SN 670,056. SELLING SOLUTIONS, INC., ATLANTA, GA. 
FILED 7-6-1987. 


DINOMEALS 


FOR CARDBOARD BOXES (U.S. CL. 2). 
FIRST USE 6-8-1987; IN COMMERCE 6-8-1987. 


SN 670,388. SPY PUBLISHING PARTNERS, L.P., NEW 
YORK, NY. FILED 7-6-1987. 


PY 


FOR MAGAZINES (U.S. CL. 38). 
FIRST USE 2-14-1986; IN COMMERCE 2-14-1986. 
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SN 672,928. 
7-20-1987. 


LEGACY, INC., HUDSON, OH. FILED 


FOR PRINTED PROGRAMS, MUSIC BOOKS, SONG 
BOOKS, SCRIPT BOOKS, PRODUCTION AND ORGANI- 
ZATIONAL MANUALS AND BOOKLETS FOR PLAYS, 
AND PRINTED CONTRACTS (U.S. CL. 38). 

FIRST USE 1-0-1982; IN COMMERCE 2-0-1982. 


SN 673,964. GOOD-DEAL ONE-STOP DISTRIBUTING 
COMPANY, CHICAGO, IL. FILED 7-23-1987. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR PACKAGES OF WATERPROOF PLASTIC WRAP- 
PERS USED AS PACKAGING OR PROTECTION FOR 
SPECIMENS, MEDICATIONS, GEMS, STAMPS AND 
COINS (U.S. CLS. 2 AND 37). 

FIRST USE 2-15-1985; IN COMMERCE 2-15-1985. 


SN 674,340. PORT HURON HOSPITAL, PORT HURON, MI. 
FILED 7-24-1987. 


TOGETHER 


Working together, nothing wems umposuble 


FOR MAGAZINES CONTAINING ARTICLES ABOUT 
PATIENTS, HOSPITAL SERVICES, HOSPITAL EMPLOY- 
EES, HEALTH AND MEDICINE (U.S. CL. 38). 

FIRST USE 5-18-1985; IN COMMERCE 5-18-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Conti.ued). 


SN 674,930. U.S. JOURNAL OF DRUG AND ALCOHOL 
DEPENDENCE, INC., POMPANO BEACH, FL. FILED 
7-27-1987. 


FOCUS ON CHEMICALLY 
DEPENDENT FAMILIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEMICALLY DEPENDENT FAMILIES”, APART 
FROM THE MARK AS SHOWN. 

FOR MAGAZINES (U.S. CL. 38). 

FIRST USE 1-0-1987; IN COMMERCE 1-0-1987. 


SN 674,944. AMERICAN GREETINGS CORPORATION, 
CLEVELAND, OH. FILED 7-27-1987. 


PHOTO SENTIMENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHOTO”, APART FROM THE MARK AS SHOWN. 

FOR MAILABLE PHOTO ALBUMS (USS. CL. 37). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 675,156. LEBARON, CONSTANCE, DBA TWINSON 
COMPANY, SUNNYVALE, CA. FILED 7-29-1987. 


POST 
QUIPS 


FOR EQUIPMENT SOLD AS A UNIT WITH STICKERS 
FOR USE ON ENVELOPES AS A POST SCRIPT (P.S.) 
MESSAGE (U.S. CLS. 37 AND 38). 

FIRST USE 5-26-1987; IN COMMERCE 5-26-1987. 


SN 675,303. IL. FILED 


7-27-1987. 


KRAFT, INC., GLENVIEW, 


FOR NEWSLETTER CONTAINING INFORMATION 
ABOUT AGRICULTURAL FOOD PRODUCTS (US. CL. 
38). 

FIRST USE 2-16-1987; IN COMMERCE 2-16-1987. 
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SN 675,671. FINANCIAL TIMING PUBLICATIONS, INC., 
ST. LOUIS PARK, MN. FILED 7-31-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL”, “PUBLICATIONS”, AND “INC’S”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING OF THE MARK IS A 
FEATURE OF THE MARK AND DOES NOT INDICA 
COLOR. , 

FOR FINANCIAL NEWSLETTERS (U.S. CL. 38). 

FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


SN 675,762. CALAND, PHILIPPE, LOS ANGELES, CA. 
FILED 7-31-1987. 


COUNTDOWN 2000 


FOR ALBUMS, ADDRESS AND APPOINTMENT 
BOOKS, SCRAP BOOKS, DIARIES, CALENDARS, PLAY- 
ING CARDS, POSTERS, GUMMED LABELS, WRITING 
PAPER, ENVELOPES, PAPER TABLECLOTHS, PAPER 
NAPKINS, ART REPRODUCTIONS, PAPER BAGS AND 
GIFT WRAPPING PAPER (U.S. CLS. 2, 22, 37 AND 38). 

FIRST USE 7-15-1987; IN COMMERCE 7-15-1987. 


SN 676,061. ARVEY CORPORATION, CHICAGO, IL. 
FILED 8-3-1987. 


ULTRA 


FOR PRINTING PAPER (U.S. CL. 37). 
FIRST USE 6-5-1986; IN COMMERCE 6-5-1986. 


SN 676,099. COX ENTERPRISES, INC., ATLANTA, GA. 
FILED 8-3-1987. 


THE ATLANTA JOURNAL 


OWNER OF U.S. REG. NO. 1,188,250. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JOURNAL”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR NEWSPAPER (U.S. CL. 38). 

FIRST USE 2-24-1883; IN COMMERCE 2-24-1883. 
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SN 676,111. WORD UP! PUBLICATIONS, 
EDGE, NJ. FILED 8-3-1987. 


WORD UP 


FOR PUBLICATIONS, NAMELY, A MAGAZINE PRI- 
MARILY RELATING TO MUSIC AND ENTERTAINMENT 
(U.S. CL. 38). 

FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 


INC., RIVER 


SN 676,112. WORD UP! PUBLICATIONS, 
EDGE, NJ. FILED 8-3-1987. 


INC., RIVER 


1 


FOR PUBLICATIONS, NAMELY, A MAGAZINE PRI- 
MARILY RELATING TO MUSIC AND ENTERTAINMENT 
(U.S. CL. 38). 

FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 


SN 676,207. GTE CORPORATION, STAMFORD, CT. FILED 
8-3-1987. 


GTE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR TRAVEL AND TOURIST INFORMATION MAGA- 
ZINE (U.S. CL. 38). 

FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 


1,154,296, 1,438,692 AND 


SN 676,208. GTE CORPORATION, STAMFORD, CT. FILED 


r GTE 


OWNER OF U.S. REG. NOS. 1,154,296, 1,438,692 AND 
OTHERS. 

FOR TRAVEL AND TOURIST INFORMATION MAGA- 
ZINE (U.S. CL. 38). 


FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 
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CLASS 16—(Continued). 


SN 676,256. AMERICAN ASSOCIATION OF. RETIRED 
PERSONS, WASHINGTON, DC. FILED 8-3-1987. 


WORKING AGE 


FOR NEWSLETTER ABOUT THE CHANGING WORK 
FORCE (U.S. CL. 38). 
FIRST USE 8-15-1985; IN COMMERCE 8-15-1985. 


SN 677,151. PERMCLIP PRODUCTS CORPORATION, BUF- 
FALO, NY. FILED 8-7-1987. 


OWNER OF U.S. REG. NO. 1,307,018 AND OTHERS. 

THE MARK IS A SINUSOIDAL CURVE HAVING A RE- 
PEATING PATTERN OF THE WORD “PERMCLIP” IN 
VARIOUS SHAPES, AND ONLY FOUR CYCLES OF THE 
SINUSOIDAL CURVE ARE DEPICTED ON THE DRAW- 
ING. 

FOR STRIPS OF BONDED PRONG FASTENERS FOR 
FILE FOLDERS (U.S. CL. 37). 

FIRST USE 7-27-1987; IN COMMERCE 7-27-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


SN 677,194. WENDY’S INTERNATIONAL, INC., DUBLIN, 
OH. FILED 8-7-1987. 


OLD FASHIONED 


OWNER OF U.S. REG. NOS. 911,053, 1,310,481 AND 
OTHERS. 

THE PORTRAIT DOES NOT DEPICT ANY LIVING IN- 
DIVIDUAL, BUT RATHER IS FANCIFUL. 

FOR PLAYING CARDS; OFFICE REQUISITES - 
NAMELY, PENS, PENCILS, MARKERS, MEMO PADS, 
STATIONERY, CHECKS, ENVELOPES, LETTER OPEN- 
ERS, PAPER WEIGHTS; AND PAPER DECALS AND 
STICKERS (U.S. CLS. 22, 37 AND 38). 

FIRST USE 4-4-1978; IN COMMERCE 4-4-1978. 


SN 677,212. 
8-7-1987. 


IDEAS! INC., PORTLAND, OR. FILED 


KID-SOURCE 


FOR WHERE-TO-FIND-IT COMMUNITY DIRECTORIES 
OF ACTIVITIES, GOODS AND SERVICES FOR CHIL- 
DREN (U.S. CL. 38). 

FIRST USE 7-24-1987; IN COMMERCE 7-27-1987. 


SN 677,358. HIRSCHFELD, CORSON J., CINCINNATI, OH. 
FILED 8-10-1987. 


ORONGO EDITIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EDITIONS”, APART FROM THE MARK AS 
SHOWN. 

FOR ART PRINTS (U.S. CL. 38). 

FIRST USE 11-4-1986; IN COMMERCE 11-4-1986. 


SN 677,701. GUMP’S HOLDING CORPORATION, NEW 
YORK, NY. FILED 8-10-1987. 


PALETTE 


FOR MAIL ORDER CATALOGS (USS. CL. 38). 
FIRST USE 8-10-1986; IN COMMERCE 8-10-1986. 
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SN 677,879. GARTNER GROUP, INC., STAMFORD, CT. 
FILED 8-11-1987. 


YARDSTICK 


FOR NEWSLETTERS DEALING WITH STATISTICAL 
AND FINANCIAL ANALYSES OF THE INFORMATION 
PROCESSING INDUSTRY, INCLUDING THE COMPUT- 
ING, OFFICE EQUIPMENT, TELECOMMUNICATIONS, 
ELECTRONIC COMPONENTS AND FACTORY AUTOMA- 
TION INDUSTRIES (U.S. CL. 38). 

FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


SN 677,936. CARDIAC PACEMAKERS, INC., ST. PAUL, 
MN. FILED 8-12-1987. 


FOR PUBLICATIONS, NAMELY AN IN-HOUSE ORGAN 
DEALING WITH MEDICAL EQUIPMENT AND THEIR 
THERAPIES (U.S. CL. 38). 

FIRST USE 11-0-1986; INCOMMERCE 13-0-1986. 


SN 677,960. KLEER-VU PLASTICS CORPORATION, 
BROWNSVILLE, TN. FILED 8-12-1987. 


GOLDEN MOMENTS 


FOR PHOTOGRAPH ALBUMS AND SCRAPBOOKS (U.S. 
CL. 37). 
FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


SN 677,999. DUPLEX PRODUCTS INC., SYCAMORE, IL. 
FILED 8-12-1987. 


TRANSFORM 


FOR PLURAL-COPY AND SINGLE-COPY BUSINESS 
FORMS (U.S. CL. 38). 
FIRST USE 7-17-1987; IN COMMERCE 7-17-1987. 
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SN 678,002. BORDY, BILL, DBA BILL BORDY ENTER- 
PRISES, HOLLYWOOD, CA. FILED 8-12-1987. 


DRAMA-LOGUE 


FOR WEEKLY MAGAZINE FOR THE ENTERTAIN- 
MENT INDUSTRY (U.S. CL. 38). 
FIRST USE 3-0-1969; IN COMMERCE 3-0-1969. 


SN 678,484. XERART CORPORATION, MARKHAM, ON- 
TARIO, CANADA, FILED 8-14-1987. 


ARTAGRAPH 


FOR THREE-DIMENSIONAL EDITIONS OF FINE AND 
CONTEMPORARY ORIGINAL ARTWORK (U.S. CL. 38). 
FIRST USE 3-6-1987; IN COMMERCE 3-6-1987. 


SN 678,664. ARKWRIGHT 
VILLE, RI. FILED 8-17-1987. 


INCORPORATED, FISKE- 


DATA/VIEW 


FOR TRANSPARENCY FILM FOR COMPUTER PRINT- 
ERS (U.S. CL. 37). 
FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


SN 678,879. INTERMILLS 
WARCHE, S.A., MALMEDY, 
8-17-1987. 


INDUSTRIE PONT-DE- 
BELGIUM, FILED 


INTERPRINT 


OWNER OF BELGIUM REG. NO. 424156, DATED 
12-23-1986, EXPIRES 12-23-1996. 

FOR TREATED PAPER COATED ON ONE SIDE USED 
AS LABELS FOR PLASTICS, BOTTLES AND WRAPPING 
PAPER FOR CIGARETTES, FOODS AND GIFT ITEMS 
(U.S. CL. 37). 


SN 679,327. TOLEDO HOSPITAL, THE, TOLEDO, OH. 
FILED 8-19-1987. 


THE HEALTHY BEAR FUN 
TIMES 


OWNER OF U.S. REG. NO. 1,382,800. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHY”, APART FROM THE MARK AS 
SHOWN. 

FOR QUARTERLY NEWSPAPER FOR CHILDREN AND 
PARENTS DESIGNED TO PROMOTE HEALTH AWARE- 
NESS (U.S. CL. 38). 

FIRST USE 9-0-1986; iN COMMERCE 9-0-1986. 
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CLASS 17—RUBBER GOODS 


SN 653,390. BREWER COTE OF ARIZONA, GLENDALE, 
AZ. FILED 4-6-1987. 


Brewer Flex Crackscaler 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRACKSEALER”, APART FROM THE MARK AS 
SHOWN. 

FOR POLYMER MCDIFIED ASPHALT USED FOR RE- 
PAIRING CRACKS IN ROADS AND DRIVEWAYS (U.S. 
CLS. 5 AND 12). 

FIRST USE 2-15-1986; IN COMMERCE 2-15-1986. 


SN 663,927. GITLIN INDUSTRIES, INC., FALL RIVER, 
MA. FILED 6-1-1987. 


PETRO-TRAP 


FOR FOAM FLOAT USED TO REMOVE OIL-BASED 
IMPURITIES FROM BODIES OF WATER (U.S. CL. 50). 
FIRST USE 1-2-1973; IN COMMERCE 3-9-1973. 


CLASS 18—LEATHER GOODS 


SN 654,450. FRATELLI ZANELLA S.P.A., CALDOGNO 
(VICENZA), ITALY, FILED 4-10-1987. 


= 
L eC 
‘ Ads 


L 


OWNER OF ITALY REG. NO. 414851, DATED 3-22-1986, 
EXPIRES 1-27-2006. 

“HENRY COTTON” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 

FOR LEATHER POCKETBOOKS, LEATHER BILL- 
FOLDS, LEATHER WALLETS, LEATHER PURSES, 
LEATHER BRIEFCASES, BOXES OF LEATHER FOR 
GENERAL USE, LEATHER KEY CASES, LEATHER COV- 
ERED BOXES, TRUNKS, LEATHER AND IMITATION 
LEATHER LUGGAGE AND TRAVELING BAGS, UM- 
BRELLAS, PARASOLS AND WALKING STICKS (U.S. CL. 
3). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 18—(Continued). 


SN 663,553. HAAS, PHILLIP C., DBA WINDSOR BARREL 
WORKS, KEMPTON, PA. FILED 5-29-1987. 


DAY BASKET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BASKET”, APART FROM THE MARK AS SHOWN. 

FOR BACK PACK IN THE NATURE OF A BASKET 
(US. CL. 3). 

FIRST USE 9-0-1984; IN COMMERCE 3-0-1985. 


SN 669,030. DEWITZ, ALBRECHT VON, TETTNANG, FED 
REP GERMANY, FiLED 6-26-1987. 


OWNER OF FED REP GERMANY REG. NO. 1078100, 
DATED 6-13-1985, EXPIRES 9-21-1994. 

FOR BACKPACKS (U.S. CL. 3). 

FIRST USE 8-2-1985; IN COMMERCE 8-2-1985. 


SN 672,497. MYSTIC JEWELRY CO., BROOKLYN, NY. 
FILED 7-16-1987. 


FOR UMBRELLAS (U.S. CL. 41). 
FIRST USE 6-17-1987; IN COMMERCE 6-17-1987. 


SN 672,498. MYSTIC JEWELRY CO., BROOKLYN, NY. 
FILED 7-16-1987. 


SINGING IN THE RAIN 


FOR UMBRELLAS (U.S. CL. 41). 
FIRST USE 6-17-1987; IN COMMERCE 6-17-1987. 
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CLASS 18—(Continued). 


SN 676,328. GRACE MARKETING CORP., HIGH POINT, 
NC. FILED 8-3-1987. 


HALLMARK 


FOR LEATHER HIDES USED FOR UPHOLSTERY (U.S. 
CL. 1). 
FIRST USE 1-2-1987; INCOMMERCE 1-2-1987. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


SN 639,538. LOUISIANA-PACIFIC CORPORATION, PORT- 
LAND, OR. FILED 1-6-1987. 


INNER-SEAL 


FOR RECONSTITUTED WAFERIZED WOOD LAP 
AND PANEL SIDING AND STRUCTURAL BOARD (USS. 
CL. 12). 

FIRST USE 10-17-1986; INCOMMERCE 10-17-1986. 


SN 640,187. MASONITE CORPORATION, CHICAGO, IL. 
FILED 1-16-1987. 


CLASSIQUE 


FOR MOLDED DOORS AND DOOR FACINGS MADE 
FROM VARIOUS SUBSTRATE MATERIALS, INCLUDING 
HARDBOARD, PARTICLEBOARD, FIBERBOARD AND 
COMPOSITE BOARD (USS. CL. 12). 

FIRST USE 5-16-1986; IN COMMERCE 5-16-1986. 


SN 641,699. GAIL AG, GIESSEN, FED REP GERMANY, 
FILED 1-28-1987. 


ROYAL 


OWNER OF U.S. REG. NOS. 793,160 AND 1,360,562. 
FOR CERAMIC PLATES AND TILES (U.S. CL. 12). 
FIRST USE 12-31-1983; INCOMMERCE 12-31-1983. 


SN 641,700. GAIL AG, GIESSEN, FED REP GERMANY, 
FILED 1-28-1987. 


PREMIER 


OWNER OF U.S. REG. NOS. 793,160 AND 1,360,562. 
FOR CERAMIC PLATES AND TILES (U.S. CL. 12). 
FIRST USE 12-31-1984; INCOMMERCE 12-31-1984. 
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SN 642,780. GENMAR INDUSTRIES, INC., SARASOTA, FL. 
FILED 2-3-1987. 


CORTEC 


FOR MATERIALS USED IN THE CONSTRUCTION OF 
BOATS, NAMELY, LAMINATED PANELS (U.S. CLS. 12 
AND 19). 

FIRST USE 7-0-1986; IN COMMERCE 7-0-1986. 


SN 653,786. PICHLER & CO., GUMLIGEN (BERNE), SWIT- 
ZERLAND, FILED 4-7-1987. 


MINILOEFFEL 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 7014, FILED 11-10-1986, 
REG. NO. 351717, DATED 11-10-1986, EXPIRES 11-10-2006. 

OWNER OF USS. REG. NO. 1,179,177 AND OTHERS. 

FOR CONCRETE BLOCKS FOR LANDSCAPING (U.S. 
CL. 12). 


SN 658,638. QUADRAIL INC., PRINEVILLE, OR. FILED 
5-1-1987. 


QUADRAIL 


FOR WOODEN FENCING (U.S. CL. 12). 
FIRST USE 6-1-1986; IN COMMERCE 8-28-1986. 


SN 662,569. SEARS, RAY J., JR., TREVOSE, PA. FILED 
5-22-1987. 


FOR INSULATED PANELS, DOORS, AND COMPO- 
NENT PARTS THEREFOR, AND GLASSBOARD FRP 
PANELS (U.S. CL. 12). 

FIRST USE 1-19-1986; IN COMMERCE 1-29-1986. 
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SN 669,700. LOGANGATE HOMES, GIRARD, OH. FILED 
7-1-1987. 


TREELOFT COTTAGES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COTTAGES”, APART FROM THE MARK AS 
SHOWN. 

FOR PEDESTAL COTTAGES SOLD AS PRE-FABRI- 
CATED KITS (U.S. CL. 12). 

FIRST USE 2-15-1986; IN COMMERCE 2-15-1986. 


SN 673,488. AMERICAN CEMENT INDUSTRIES, BURLIN- 
GAME, CA. FILED 7-20-1987. 


AMERITEK 


FOR BUILDING MATERIALS, NAMELY, A SELF-FIN- 
ISHING CEMENT BASED FLOOR TOPPING (U.S. CL. 12). 
FIRST USE 12-22-1986; IN COMMERCE 3-26-1987. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


SN 354,938. POLYCANE FURNITURE PTY. LTD., 
QUEENSLAND, AUSTRALIA, FILED 3-16-1982. 


POLYCANE 


FOR CHAIRS AND TABLES FOR PATIO AND OUT- 
DOOR USE (USS. CL. 32). 
FIRST USE 1-0-1973; INCOMMERCE 8-0-1982. 


SN 579,321. AMSTORE CORPORATION, MUSKEGON, MI. 
FILED 1-24-1986. 


SNAP! 


FOR RETAIL MERCHANDISING AND DISPLAY SYS- 
TEMS, NAMELY STANDS, RACKS, SHELVES, AND DIS- 


PLAY POSTS (U.S. CL. 32). 
FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 641,330. BUTTON UP CO., TROY, MI. FILED 1-27-1987. 


MID-LIFE MADNESS! 


FOR PLASTIC KEY CHAINS AND ORNAMENTAL 


LAPEL BADGES (U.S. CL. 50). 
FIRST USE 12-30-1986; IN COMMERCE 12-30-1986. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 644,780. HERMAN MILLER, 
FILED 2-17-1987. 


INC., ZEELAND, MI. 


AO 


FOR FURNITURE NAMELY, DESKS, TABLES, STOR- 
AGE CABINETS, ROOM DIVIDERS, DIVIDERS AND 
SEPARATOR HOOKS FOR SHELVES AND RACKS (U.S. 
CL. 32). 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1965. 


SN 654,127. WHITE CONSOLIDATED INDUSTRIES, INC., 
CLEVELAND, OH. FILED 4-9-1987. 


KASKIA 


FOR FURNITURE (U.S. CL. 32). 
FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 


SN 673,165. MADEL S.A., BEAUMONT-LE-ROGER, 


FRANCE, FILED 7-20-1987. 


LA MAISON 
DES SIECLES 


OWNER OF FRANCE REG. NO. 1252071, DATED 
11-25-1983, EXPIRES 11-25-1993. 

THE ENGLISH TRANSLATION OF THE WORDS “LA 
MAISON DES SIECLES” IN THE MARK IS “THE HOUSE 
OF CENTURIES”. 

FOR FURNITURE, MIRRORS, WOODEN PICTURE 


FRAMES (U.S. CL. 32). 


SN 673,952. BALANCE DIFFUSION, INC., BEVERLY 


HILLS, CA. FILED 7-23-1987. 


PILLOWGRAM 


FOR NOVELTY ITEMS, NAMELY INFLATABLE PIL- 
LOWS WHICH CONTAIN MESSAGES (U.S. CLS. 22 AND 
50). 
FIRST USE 7-14-1987; IN COMMERCE 7-14-1987. 
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SN 675,133. LA-Z-BOY CHAIR COMPANY, MONROE, MI. 
FILED 7-28-1987. 


COMPATABLES 


FOR TABLES FOR USE IN HOME SETTINGS (USS. CL. 
32). 
FIRST USE 10-23-1986; IN COMMERCE 3-11-1987. 


SN 675,142. LA-Z-BOY CHAIR COMPANY, MONROE, MI. 
FILED 7-28-1987. t 


MAGICOIL 


FOR SEATING COIL AND SPRING COMPONENTS 
SOLD AS PARTS OF FURNITURE (U.S. CL. 32). 
FIRST USE 5-2-1987; IN COMMERCE 5-2-1987. 


SN 675,208. RUBBERMAID INCORPORATED, WOOSTER, 
OH. FILED 7-29-1987. 


SUNDIAL 


FOR FURNITURE MADE OF PLASTIC (U.S. CL. 32). 
FIRST USE 2-0-1986; IN COMMERCE 2-0-1986. 


SN 675,699. PACIFIC SUN CASUAL FURNITURE, INC., 
HEMET, CA. FILED 7-31-1987. 


MEX» 


FOR LAWN AND PATIO FURNITURE (U.S. CL. 32). 
FIRST USE 3-26-1987; IN COMMERCE 3-28-1987. 


SN 676,047. STALEY CONTINENTAL, INC., ROLLING 
MEADOWS, IL. FILED 8-3-1987. : 


BIG BUSTER 


FOR NOVELTY ITEM NAMELY, DECORATED PIECES 
OF WOOD (U.S. CL. 50). 
FIRST USE 6-17-1987; IN COMMERCE 6-17-1987. 
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SN 676,810. M.Z.H., INC.. NEW YORK, NY. FILED 8-6-1987. 


SLEEPING BAG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SLEEPING BAG”, APART FROM THE MARK AS 
SHOWN. 

FOR SLEEPING BAGS (U.S. CL. 22). 

FIRST USE 3-1-1986; INCOMMERCE 3-1-1986. 


SN 676,884. PRODUCTS UNLIMITED, INC., OMAHA, NE. 
FILED 8-6-1987. 


SNUGGLE ROCKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROCKER”, APART FROM THE MARK AS SHOWN. 

FOR CHAIRS WITH BUILT-IN CUSHIONS AND QUILT- 
ED BAGS (U.S. CL. 32). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 677,054. PITTSBURGH FRAME COMPANY, CARNE- 
GIE, PA. FILED 8-7-1987. 


in 


‘Maun 
Mu 


THE DRAWING IS LINED FOR THE COLOR RED. 
FOR PICTURE FRAMES (U.S. CL. 32). 
FIRST USE 5-28-1987; IN COMMERCE 5-28-1987. 
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SN 677,067. STRONGSON FURNITURE CO., LTD., KAOH- 
SIUNG HSIEN, TAIWAN, FILED 8-7-1987. 


~Strongson~ 


FOR FURNITURE; DINING TABLES, WOODEN CUP- 
BOARDS, WOODEN BEDS AND CHAIRS (U.S. CL. 32). 
FIRST USE 4-1-1984; IN COMMERCE 4-1-1986. 


SN 677,135. DAWSON ALLIANTS CORPORATION, AT- 
LANTA, GA. FILED 8-7-1987. 


@aGmp 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINAL”, “BRIEFCASE CHAIR” AND THE 
DESIGN OF A CHAIR, APART FROM THE MARK AS 
SHOWN. 

FOR CHAIR USED TO HOLD A BRIEFCASE (U.S. CL. 
32). 
FIRST USE 12-13-1986; IN COMMERCE 6-6-1987. 


SN 677,209. REMINGTON PRODUCTS, INC., BRIDGE- 
PORT, CT. FILED 8-7-1987. 


ACRYLOR 


FOR MIRRORS (U.S. CL. 32). 
FIRST USE 7-22-1987; IN COMMERCE 7-22-1987. 


SN 677,391. TEXTONE, INC., LA MIRADA, CA. FILED 
8-10-1987. 


LAMINA 


FOR FURNITURE (U.S. CL. 32). 
FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 
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SN 677,450. SPRING AIR COMPANY, THE, CHICAGO, IL. 
FILED 8-10-1987. 


FOR MATTRESS AND FOUNDATIONS (U.S. CL. 32). 
FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 677,451. SPRING AIR COMPANY, THE, CHICAGO, IL. 
FILED 8-10-1987. 


CHIRO-CLASSIC 


FOR MATTRESS AND FOUNDATIONS (U.S. CL. 32). 
FIRST USE 11-0-1985; IN COMMERCE 11-0-1985. 


SN 677,471. CRYSTAL SOLUTIONS, INC., PIERMONT, NY. 
FILED 8-10-1987. 


. ke YRCEFIELD 
crystals 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRYSTALS”, APART FROM THE MARK AS 
SHOWN. 

FOR QUARTZ CRYSTALS FOR USE AS NOVELTY 
ITEMS (U.S. CL. 50). 

FIRST USE 6-3-1987; IN COMMERCE 7-22-1987. 
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CLASS 21—HOUSEWARES AND GLASS 


SN 607,012. V M C (SOCIETE ANONYME), REIMS, 


FRANCE, FILED 6-30-1986. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 775584, FILED 1-9-1986, REG. NO. 
1337472, DATED 1-9-1986, EXPIRES 1-9-1996. 

FOR ALL PURPOSE HOUSEHOLD CONTAINERS OF 
GLASS AND EARTHENWARE NAMELY, DRINKING 
GLASSES; PLATES; BOWLS; CUPS; SAUCERS; VASES; 
JARS; TERRINES; SERVING TRAYS; DISHES; DECANT- 
ERS; NON-ELECTRIC FRUIT JUICERS; SALT AND 
PEPPER SHAKERS; STEMWARE; MUGS, TUMBLERS; 
AND GOBLETS (U.S. CLS. 2, 13, 23, 30 AND 33). 


SN 630,605. MCCARN ENTERPRISES, INC., BIRMING- 
HAM, AL. FILED 11-17-1986. 


Af’ 
Bier 


OWNER OF U.S. REG. NOS. 1,181,877 AND 1,254,357. 

FOR EMBROIDERY FLOSS WINDING TABS AND OR- 
GANIZER FOLDERS SOLD THEREWITH (U.S. CLS. 2 
AND 50). 

FIRST USE 9-26-1986; IN COMMERCE 9-26-1986. 
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SN 640,345. NONA’S SOCIEDAD ANONIMA, GUATEMA- 
LA CITY, GUATEMALA, FILED 1-20-1987. 


NONA’S 


FOR HOUSE AND GARDEN ORNAMENTAL PORCE- 
LAIN, TERRACOTTA, MAJOLICA, EARTHENWARE 
AND CERAMIC ARTICLES, NAMELY, SCULPTURES, 
FIGURINES, PLANTERS, POTS, CONTAINERS AND DIN- 
NERWARE (U.S. CLS. 2, 30 AND 50). 

FIRST USE 1-1-1976; INCOMMERCE 1-1-1976. 


SN 644,103. UNIVERSAL GAMES, ROLLING HILLS ES- 
TATES, CA. FILED 2-11-1987. 


THE MARK IS LINED FOR THE COLOR RED BUT 
COLOR IS NOT CLAIMED AS A FEATURE OF THE 
MARK. 

FOR MUGS (CERAMIC) (U.S. CL. 2). 

FIRST USE 2-6-1987; IN COMMERCE 2-10-1987. 


SN 647,220. AQUALONA PRODUCTS LIMITED, LONDON, 
ENGLAND, FILED 3-2-1987. 


AQUALONA 


OWNER OF UNITED KINGDOM REG. NO. 1186486, 


DATED 12-3-1982, EXPIRES 12-3-1989. 
OWNER OF U.S. REG. NOS. 1,186,487 AND 1,219,351. 
FOR BATHROOM ACCESSORIES NAMELY, RAZOR 
DISHES, SOAP DISHES, CHINA JARS, TOWEL RAILS, 
TOILET ROLL TISSUE HOLDERS, TOOTHBRUSH HOLD- 
ERS, AND TOWEL RINGS (U.S. CLS..2 AND 30). 
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SN 675,218. FROELICH, LEO, THIEF RIVER FALL, MN. 
FILED 7-29-1987. 


FOR DISPOSABLE CAT LITTER BOX (U.S. CLS. 1, 2 
AND 3). 
FIRST USE 11-5-1985; IN COMMERCE 11-5-1985. 


CLASS 22—CORDAGE AND FIBERS 


SN 654,475. J. KINDER SUPPLY CORP., FAIR LAWN, NJ. 
FILED 4-13-1987. 


STRONG MAN 


THE STIPPLING ON THE DRAWING IS A FEATURE 
OF THE MARK AND DOES NOT INDICATE COLOR. 

FOR TARPAULINS (U.S. CLS. 22 AND 50). 

FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 662,425. PROGRESSIVE SALES CORPORATION, HINS- 
DALE, IL. FILED 5-20-1987. 


SUPER SIXER 


FOR PLASTIC BAGS FOR GENERAL USE (US. CL. 2). 
FIRST USE 4-30-1987; IN COMMERCE 4-30-1987. 
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SN 663,464. POLY-BOND, 
FILED 5-29-1987. 


INC., WAYNESBORO, VA. 


POLY-BOND 


FOR NON-WOVEN FABRICS FOR USE IN INDUSTRI- 
AL, APPAREL, AND CONSUMER PRODUCT FIELDS IN- 
CLUDING DISPOSAL UNIFORMS, MEDICAL GAR- 
MENTS, CAPS AND MASKS; FILTRATION MEDIA; IN- 
DUSTRIAL WIPES; INTERLININGS FOR APPAREL; 
LINERS FOR FURNITURE AND BEDDING; AND COVER 
STOCK FOR DIAPERS AND SANITARY NAPKINS (U.S. 
CL. 1). 

FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


CLASS 23—YARNS AND THREADS 


SN 677,635. TOOTAL GROUP PUBLIC LIMITED COMPA- 
NY, MANCHESTER, ENGLAND, FILED 8-10-1987. 


OWNER OF UNITED KINGDOM REG. NO. B1181954, 
DATED 9-17-1982, EXPIRES 9-17-1989. 

THE TRADEMARK IS COMPRISED OF THE STYL- 
IZED LETTER “T”. 

FOR YARNS AND THREADS (U.S. CL. 43). 
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SN 621,693. ANCIENNE MAISON DUJARDIN, TEURL- 
INGS ET WELCOMME SUCCESSEURS, S.A., BRUS- 
SELS, BELGIUM, FILED 9-23-1986. 


Dujardin. 


OWNER OF U.S. REG. NO. 1,455,394. 

FOR LINENS, NAMELY TOWELS; BEDDING, 
NAMELY SHEETS, PILLOWS CASES, BLANKETS AND 
COMFORTERS (U.S. CL. 42). 

FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 


SN 661,018. LOUISVILLE BEDDING CO., LOUISVILLE, 
KY. FILED 5-15-1987. 


WRAPSODY 


FOR CONTOUR QUILTED MATTRESS PADS OR 
COVERS (U.S. CL. 42). 
FIRST USE 3-26-1985; IN COMMERCE 3-26-1985. 


SN 676,101. HECHTER, DANIEL, PARIS, FRANCE, FILED 
8-3-1987. 


DANIEL HECHTER PARIS 


OWNER OF U.S. REG. NOS. 1,421,189 AND 1,424,874. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARIS”, APART FROM THE MARK AS SHOWN. 

“DANIEL HECHTER” IS A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

FOR TOWELS (US. CL. 42). 

FIRST USE 1-0-1981; INCOMMERCE 2-0-1985. 
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SN 676,632. B & B CORPORATION OF STATESVILLE, 
HIGH POINT, NC. FILED 8-5-1987. 


TANNER 


FOR BREATHABLE, MAN-MADE LEATHER TYPE 
WOVEN POLYESTER THAT HAS BEEN EMBOSSED 
AND LAMINATED TO A NONWOVEN POLYESTER 
BACK FOR USE IN THE FOLLOWING INDUSTRIES; 
CONTRACT & RESIDENTIAL UPHOLSTERED FURNI- 
TURE; WALL COVERINGS; AUTOMOTIVE SEAT 
COVERS AND WALL COVERINGS (U.S. CL. 42). 

FIRST USE 7-20-1987; IN COMMERCE 7-20-1987. 


SN _ 677,356. L-ELAN VITAL INC., NEW YORK, NY. FILED 
8-10-1987. 


FIT TO BE TIED 


FOR TEXTILE FURNITURE COVERS (U.S. CL. 42). 
FIRST USE 7-9-1987; IN COMMERCE 7-21-1987. 


SN 677,994. MILLIKEN & COMPANY, NEW YORK, NY. 
FILED 8-12-1987. 


F/X 


FOR TEXTILE FABRICS MADE OF NATURAL AND/ 
OR SYNTHETIC FIBERS AND COMBINATIONS THERE- 
OF FOR USE IN THE MANUFACTURE OF CLOTHING 
(U.S. CL. 42). 

FIRST USE 8-7-1987; IN COMMERCE 8-7-1987. 


CLASS 25—CLOTHING 


SN 344,261. MARIE CLAIRE ALBUM S.A., PARIS, 


FRANCE, FILED 1-4-1982. 


MARIE CLAIRE 


OWNER OF FRANCE REG. NO. 
7-6-1977, RENEWED AS REG. NO. 
7-6-1987, EXPIRES 7-6-1997. 

FOR SHIRTS, SUITS, DRESSES, TROUSERS, KNICK- 
ERS, SHORTS, SKIRTS, WOMEN’S BLOUSES, WOMEN’S 
UNDERWEAR, JACKETS, COATS, OVERCOATS, RAIN- 
COATS; CHILDREN’S CLOTHING—NAMELY, ROMPFRS 
AND DUNGAREES; LAYETTES—NAMELY, BABIES’ 
SLEEVED VESTS, BUNTING, CAPS, BIBS, BOOTIES, 
SHORTS, DIAPERS; UNDERWEAR, NIGHTWEAR— 
NAMELY, NIGHTGOWNS, NIGHTDRESSES AND DRESS- 
ING GOWNS; EVENING DRESSES, SPORT SHIRTS, 
SCARVES, HATS, BELTS, GLOVES AND TIES SOLD 
THROUGH CLOTHING STORES, BOUTIQUES AND 
AREAS OF DEPARTMENT STORES SPECIALIZING IN 
APPLICANT’S GOODS (U.S. CL. 39). 


1022029, DATED 
1404096, DATED 
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SN 372,927. S.A.C.S.E. - CONFEZIONI SPORTIVE ELLERA 
S.P.A., PERUGIA, ITALY, FILED 7-2-1982. 


(( 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 33840C/82, FILED 5-11-1982, REG. NO. 
334256, DATED 9-18-1982, EXPIRES 5-11-2002. 

OWNER OF U.S. REG. NO. 1,095,300. 

THE MARK CONSISTS OF A STYLIZED LETTER “F” 
HAVING A DOT BETWEEN THE UPPER ENDS OF THE 
LETTER “F” ENCLOSED IN A CAPSULE-LIKE DESIGN. 

FOR TENNIS CLOTHING AND CASUAL AND SPORTS 
CLOTHING, NAMELY, SHORTS, TROUSERS, SHIRTS, 
BLOUSES, T-SHIRTS, JACKETS, COATS, SWEATERS, 
VESTS, CARDIGANS, SKIRTS, DRESSES, OVERALLS, 
DRESSING GOWNS, STOCKINGS, HOSIERY, SUN 
VISORS, CAPS, HEAD BANDS, WRIST BANDS; SWIM- 
WEAR, NAMELY, BATHING SUITS, BATHING DRESSES, 
BATHING CAPS; SKI WEAR, NAMELY, JACKETS, 
DOWN JACKETS, PANTS, COATS, VESTS, OVERALLS, 
SWEATERS, PANTS, ATHLETIC PANTS, AND SKI 
SUITS; RAINWEAR;, GLOVES, SCARVES, HATS; 
GAITERS (U.S. CL. 39). 


SN 533,970. MITSUBISHI CANADA LIMITED, TORONTO, 
ONTARIO, CANADA, FILED 4-24-1985. 


RAFFY 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 530722, FILED 10-26-1984, REG. NO. 
329288, DATED 6-26-1987, EXPIRES 6-26-2002. 

FOR BOOTS AND SHOES (U.S. CL. 39). 


SN 539,186. SIMPLE SEWMAN LTD., LONG ISLAND 
CITY, NY. FILED 5-23-1985. 


wow 


FOR MENS SHOWER TERRY WRAPS, AND WOMENS 
CLOTHING, NAMELY, LADIES DORM SHIRTS, SHIRTS, 
JOG SUITS, T-SHIRTS, PANTS, SKIRTS, AND DRESSES 
(U.S. CL. 39). 

FIRST USE 4-19-1985; IN COMMERCE 4-19-1985. 
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SN 573,074. WESCO MANUFACTURING, INC., AMHERST, 
NH. FILED 12-12-1985. 


SUN FARI 


FOR HATS (U.S. CL. 39). 
FIRST USE 7-31-1982; IN COMMERCE 7-31-1982. 


SN 573,987. WISHBONE TRADING CO., LTD., TSIMSHAT- 
SUI KOWLOON, HONG KONG, FILED 12-17-1985. 


THE LINING SHOWN ON THE DRAWING IS A FEA- 
TURE OF THE MARK AS A WHOLE AND DOES NOT 
REPRESENT A CLAIM TO COLOR. 

FOR LADIES AND MEN’S CLOTHING, NAMELY, 
PANTS, SHORTS, JACKETS AND SHIRTS (U.S. CL. 39). 

FIRST USE 12-15-1985; IN COMMERCE 12-15-1985. 


SN 580,912. PINE STATE KNITWEAR COMPANY, INC., 
MOUNT AIRY, NC. ASSIGNEE OF DOCUTEL/OLI- 
VETTI CORPORATION, IRVING, TX. FILED 2-3-1986. 


PINNACLE 


OWNER OF U.S. REG. NO. 1,253,012. 

FOR MEN’S, WOMEN’S AND CHILDREN’S SPORTS- 
WEAR, NAMELY, SWEATERS (U.S. CL. 39). 

FIRST USE 7-0-1979; IN COMMERCE 7-0-1979. 


SN 588,057. ANNA CALAMIA DESIGNS LTD., NEW 
YORK, NY. FILED 3-14-1986. 


Gian 


“ANNA CALAMIA” IS A LIVING PERSON WHOSE 
CONSENT IS OF RECORD. 

FOR BLOUSES, SKIRTS, PANTS AND DRESSES (U.S. 
CL. 39). 

FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 
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SN 595,858. DESIGN T’S, INC., HONOLULU, HI. FILED 
4-28-1986. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPANY” AND “HAWAII”, APART FROM THE 
MARK AS SHOWN. 

FOR CLOTHING APPAREL, NAMELY, T-SHIRTS, 
SHORTS AND SHIRTS (U.S. CL. 39). 

FIRST USE 8-1-1985; INCOMMERCE 8-1-1985. 


SN 627,159. ANHEUSER-BUSCH, 
LOUIS, MO. FILED 10-27-1986. 


INCORPORATED, ST. 


CLYDESDALES 


OWNER OF U.S. REG. NOS. 918,645, 
OTHERS. 

FOR SHIRTS, HATS AND JACKETS (USS. CL. 39). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


1,183,736 AND 


SN 629,333. BOGIE MODEVERTRIEBS-GMBH. & CO., KG., 
NEUSS, FED REP GERMANY, FILED 10-17-1986. 


BOGIE 


FOR MEN’S WEARING APPAREL, NAMELY TROU- 
SERS, JACKETS, SHIRTS, SWEATERS AND PULLOVERS 
(U.S. CL. 39). 

FIRST USE 4-0-1984; IN COMMERCE 7-18-1986. 
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SN 631,442. DESIGNERS SCREEN PRINTING, INC., LOS 
ANGELES, CA. FILED 11-20-1986. 


FOR CLOTHING FOR MEN AND WOMEN, NAMELY, 
T-SHIRTS, SHIRTS, SHORTS, SWEATSHIRTS, BLOUSES 
AND SKIRTS (U.S. CL. 39). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 639,205. WAGS, INC., DEDHAM, MA. FILED 1-12-1987. 


MOTIONWEAR 


FOR TIGHTS, SHORTS, CYCLING JERSEYS, LEO- 
TARDS, UNITARDS, AND EXERCISE TOPS (U.S. CL. 39). 
FIRST USE 1-1-1986; IN COMMERCE 2-1-1986. 


SN 643,569. UNIVERSAL GAMES, ROLLING HILLS ES- 
TATES, CA. FILED 2-9-1987. 


THE MARK IS LINED FOR THE COLOR RED BUT 
COLOR IS NOT CLAIMED AS A FEATURE OF THE 
MARK. 

FOR SHIRTS AND TIES (U.S. CL. 39). 

FIRST USE 2-3-1987; IN COMMERCE 2-7-1987. 
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SN 653,226. SAO PAULO ALPARGATAS S/A, SAO 


SN 643,972. ARIS ISOTONER, INC., NEW YORK, NY. 
PAULO, SP, BRAZIL, FILED 4-2-1987. 


FILED 2-5-1987. 


ISOTONER \ 


Fits Like Tbe Glove! 


RAINHA 


OWNER OF BRAZIL REG. NO. 790327279, DATED 
10-14-1986, EXPIRES 10-14-1996. 

THE ENGLISH TRANSLATION OF THE WORD 
“RAINHA” IN THE MARK IS “QUEEN”. 

FOR HALF-FINISHED OR MADE TO MEASURE GAR- 
MENTS FOR MEN, WOMEN AND CHILDREN, NAMELY, 
OTHERS. ; : BLOUSES, SHIRTS, SPORT SHIRTS, UNDER SHIRTS, 

FOR LADIES’ HOSIERY AND PANTY HOSE (U.S. CL. TROUSERS, SLACKS, SKIRTS, PANTS, GLOVES, BELTS, 
39). UNDERWEAR, UNIFORMS, JACKETS, SOCKS, CAPS, 

FIRST USE 9-2-1986; IN COMMERCE 9-2-1986. BATHING SUITS AND SHORTS; FOOTWEAR, NAMELY, 

BOOTS, SNEAKERS, SPORT SHOES, SLIPPERS AND 


SANDALS (U.S. CLS. 22 AND 39). 


OWNER OF U.S. REG. NOS. 909,643, 1,429,309 AND 


SN 651,039. ALBERT J. BETESH & SONS, INC., EDISON, 


NJ. FILED 3-23-1987. 
SN 657,184. INCARNATION INC., NEW YORK, NY. FILED 


4-24-1987. 


JAMIE ALBERT 


CELECTIVE CONCEPTS 


FOR WOMEN’S AND CHILDREN’S PANTIES (U.S. CL. 


39), 


FIRST USE 1-15-1984; IN COMMERCE 1-30-1984. FOR WOMEN’S SPORTSWEAR, NAMELY, BLOUSES, 


SKIRTS, JACKETS, SHORTS, PLAYSUITS AND PANTS 


(U.S. CL. 39). 
FIRST USE 2-13-1987; IN COMMERCE 2-13-1987. 


SN 651,815. CONSTON, INC., PHILADELPHIA, PA. FILED 


3-27-1987. 
SN 661,422. TURBO SPORTSWEAR, INC., PERTH AMBOY, 


NJ. FILED 5-18-1987. 


SAN GIOVANI 
FAT GOOSE 


THE ENGLISH TRANSLATION OF THE WORD “SAN” 
IN THE MARK IS “SAINT”. 


FOR WOMEN’S WEARING APPAREL, NAMELY, 
COATS, DRESSES, SHIRTS, TANK TOPS, T-SHIRTS, 
JOGGING SUITS, 


BATHING SUITS, SLEEPWEAR, LEOTARDS, TOPS AND 


SHORTS, JACKETS, JUMPSUITS, 
BOTTOMS, BELTS AND LINGERIE (U.S. CL. 39). 


FIRST USE 3-5-1987; IN COMMERCE 3-5-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOOSE”, APART FROM THE MARK AS SHOWN. 

FOR DOWN JACKETS, CLOTH DOWN JACKETS, 
LEATHER DOWN COATS, AND DOWN VESTS (U.S. CL. 
39). 

FIRST USE 2-10-1986; IN COMMERCE 2-10-1986. 
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SN 662,421. GUESS ?, INC., LOS ANGELES, CA. FILED 
4-23-1987. 


GEORGES MARCIANO 
ror[S On] 


OWNER OF U.S. REG. NOS. 1,352,913, 1,404,671 AND 
1,442,194. 

“GEORGE MARCIANO” IS A LIVING INDIVIDUAL 
WHOSE CONSENT iS OF RECORD. 

FOR PANTS, JACKETS AND OVERALLS (USS. CL. 39). 

FIRST USE 4-6-1987; IN COMMERCE 4-6-1987. 


SN 662,851. BRA-TIQUE FASHIONS INCORPORATED, 
NEW YORK, NY. FILED 5-26-1987. 


SHAPE ASSURED 


FOR BRASSIERES, PANTIES, SLEEPWEAR AND 
BLOUSES AND DRESSES FOR WOMEN (U.S. CL. 39). 
FIRST USE 4-7-1986; IN COMMERCE 4-7-1986. 


SN 663,739. UNITED STATES SHOE CORPORATION, 
THE, CINCINNATI, OH. FILED 6-1-1987. 


Style with a 
sizeable difference 


FOR WOMEN’S CLOTHING, NAMELY SUITS, JACK- 
ETS, SKIRTS, DRESSES, BLOUSES, KNIT TOPS, AND 
PANTS (U.S. CL. 39). 

FIRST USE 2-6-1987; IN COMMERCE 2-6-1987. 


SN 665,174. UNITED STATES SHOE CORPORATION, 
THE, CINCINNATI, OH. FILED 6-8-1987. 


CarenSport 


OWNER OF U.S. REG. NOS. 1,174,213, 1,291,530 AND 


OTHERS. 

FOR WOMEN’S CLOTHING NAMELY - DRESSES, 
SWEATERS, SHIRTS, JACKETS, SKIRTS, SHORTS, T- 
SHIRTS, SOCKS, SCARVES AND PANTS (U.S. CL. 39). 

FIRST USE 10-24-1984; IN COMMERCE 10-24-1984. 
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SN 665,553. BIG M, INC., TOTOWA, NJ. FILED 6-8-1987. 


TRADE SECRET 


FOR WOMEN’S CLOTHING—NAMELY, WOMEN’S 
DRESSES, SKIRTS, BLOUSES, SWEATERS, SCARVES, 
HATS, GLOVES AND SHOES (U.S. CL. 39). 

FIRST USE 1-12-1987; INCOMMERCE 1-12-1987. 


SN 665,591. DOMINO’S PIZZA, INC., ANN ARBOR, MI. 
FILED 6-9-1987. 


OWNER OF U.S. REG. NOS. 1,445,614 AND 1,445,615. 

THE STIPPLING SHOWN IN THE DRAWING IS A 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
INDICATE COLOR. 

FOR CLOTHING, NAMELY, T-SHIRTS, SWEATERS, 
SWEATSHIRTS, SWEATSUITS, GOLF SHIRTS, JACKETS, 
PAJAMAS, WIND RESISTANT JACKETS, SHORTS, 
SHOES, SLIPPERS, VISOR HATS AND BASEBALL HATS 
(U.S. CL. 39). 

FIRST USE 9-22-1986; IN COMMERCE 9-22-1986. 


SN 670,341. DE RICCARDO FASHION INC., SEATTLE, 
WA. FILED 7-6-1987. 


CAVA 


THE ENGLISH TRANSLATION OF THE WORD 
“CAVA” IN THE MARK IS “IT GOES”. 

FOR DRESSES, SUITS, SWEATERS, BLOUSES, SHIRTS, 
SKIRTS, JACKETS, PANTS (U.S. CL. 39). 

FIRST USE 4-30-1987; IN COMMERCE 4-30-1987. 
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SN 670,461. EDISON BROTHERS STORES, INC., ST. 


LOUIS, MO. FILED 7-6-1987. 


CWear 


OWNER OF U.S. REG. NOS. 955,819, 1,432,954 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEAR”, APART FROM THE MARK AS SHOWN. 

FOR SWEATSHIRTS, PANTYHOSE, SOCKS, SHIRTS 
(U.S. CL. 39). 

FIRST USE 12-20-1986; IN COMMERCE 12-20-1986. 


SN 671,575. BOHBOT, JEFF, LOS ANGELES, CA. FILED 
7-13-1987. 


FOR MEN’S WEAR NAMELY, PANTS, SHIRTS, VESTS, 
JACKETS, JEANS, SHOES, SWEATERS, SHORTS, 
WOMEN’S SKIRTS AND PANTS, AND CHILDREN’S 
SKIRTS, SHORTS, JACKETS, DRESSES, SHIRTS, JUMP- 
SUITS, SWEAT SUITS, T-SHIRTS AND SWEAT SHIRTS 
(U.S. CL. 39). 

FIRST USE 2-1-1986; IN COMMERCE 2-28-1986. 
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SN 672,189. COUGAR INTERNATIONAL, INC., BROOK- 
LYN, NY. FILED 7-15-1987. 


THE LINING IS A FEATURE OF THE MARK, AND 
DOES NOT INDICATE COLOR. 

FOR CLOTHING, NAMELY MEN’S AND BOYS’ 
SHIRTS, PANTS, COATS, JACKETS, SOCKS AND SHOES, 
AND WOMEN’S AND GIRLS’ DRESSES, BLOUSES, 
SKIRTS, JACKETS, COATS AND SHOES (U.S. CL. 39). 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 


SN 673,110. LECO MANUFACTURING CORPORATION, 
FOND DU LAC, WI. FILED 7-20-1987. 


FOR CLOTHING, NAMELY T-SHIRTS, HEADWEAR 
AND FOOTWEAR (U.S. CL. 39). 
FIRST USE 4-15-1987; IN COMMERCE 4-27-1987. 


SN 674,187. L & L MANUFACTURING CO., LOS ANGE- 
LES. CA. FiLED 7-24-1987. 


SURF BUST’R 


FOR SHORTS, PANTS, TOPS, T-SHIRTS AND SWEAT- 


SHIRTS (U.S. CL. 39). 
FIRST USE 6-9-1987; IN COMMERCE 6-9-1987. 
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SN 674,739. ABANDERADO, INC., CORAL GABLES, FL. 
FILED 7-27-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FASHION UNDERWEAR”, APART FROM THE 
MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“LINCE” IN THE MARK IS “LYNX”. “LINCELLA” IS THE 
FEMININE FORM. 

FOR MEN’S, WOMEN’S AND CHILDREN’S UNDER- 
WEAR (USS. CL. 39). 

FIRST USE 6-26-1987; IN COMMERCE 6-26-1987. 


SN 675,207. GUL WET SUITS LIMITED, BODMIN, CORN- 
WALL PL31 1EX, ENGLAND, FILED 7-29-1987 


GUb 


FOR CLOTHING NAMELY, WET SUITS FOR USE IN 
SURFACE WATER SPORTS, JACKETS, T-SHIRTS, 
TRACKSUITS AND TROUSERS, FOOTWEAR, HEAD- 
WEAR, MITTENS AND GLOVES (US. CL. 39). 

FIRST USE 0-0-1978; IN COMMERCE 11-19-1984. 


SN 675,274. LANE BRYANT, INC., NEW YORK, NY. 


FILED 7-27-1987. 


INTIMATE PLEASURES 


FOR BATHROBES, NIGHTGOWNS, SLEEPSHIRTS, PA- 
JAMAS, TEDDIES AND TAP SETS (U.S. CL. 39). 
FIRST USE 3-20-1987; IN COMMERCE 3-20-1987. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


CLASS 25—(Continued). 


SN 675,283. SUPERBA, INC., LOS ANGELES, CA. FILED 


7-27-1987. 


PENDULUMS 


FOR NECKWEAR (U.S. CL. 39). 
FIRST USE 7-9-1987; IN COMMERCE 7-9-1987. 


SN 675,604. FREDERICK ATKINS INC., NEW YORK, NY. 


FILED 7-31-1987. 


CURRENT EDITIONS 


FOR MEN’S KNIT SHIRTS, WOVEN SHIRTS, SWEAT- 
ERS, SHORTS, AND JACKETS (U.S. CL. 39). 
FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


SN 675,606. FREDERICK ATKINS INC., NEW YORK, NY. 
FILED 7-31-1987. 


A 


FOR MEN’S KNIT SHIRTS, WOVEN SHIRTS, SWEAT- 
ERS, SHORTS, AND JACKETS (U.S. CL. 39). 
FIRST USE 6-1-1987; INCOMMERCE 6-1-1987. 


SN 675,639. FARR WEST FASHIONS, WATSONVILLE, CA. 
FILED 7-31-1987. 


PASTRIES 


FOR SLEEPWEAR, LINGERIE, BRASSIERES, AND 
PANTIES (U.S. CL. 39). 
FIRST USE 2-24-1984; IN COMMERCE 2-24-1984. 
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SN 675,768. FREDERICK ATKINS INC., NEW YORK, NY. 
FILED 7-31-1987. 


antagsies 


FOR MISSES’ PANTIES, SLEEPWEAR, ROBES, LOUNG- 
ING DRESSES, AND JUMP SUITS (U.S. CL. 39). 
FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


SN 675,917. F.S.A. MARKETING, CORP., WATERBURY, 
C1. FILED 8-3-1987. 


JON ST. JON 


THE MARK DOES NOT INDENTIFY ANY PARTICU- 
LAR INDIVIDUAL. 

FOR WEARING APPAREL, NAMELY WOMEN’S 
SWEATERS (U.S. CL. 39). 

FIRST USE 5-24-1987; IN COMMERCE 5-24-1987. 


SN 676,030. F.S.A. MARKETING, CORP., WATERBURY, 
CT. FILED 8-3-1987. 


CHRISTOPH & JEANE 


FOR WEARING APPAREL, NAMELY WOMEN’S 
DRESSES (U.S. CL. 39). 
FIRST USE 5-22-1987; IN COMMERCE 5-22-1987. 


SN 676,064. F.S.A. MARKETING, CORP., WATERBURY, 
CT. FILED 8-3-1987. 


PETER ALLEN, LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LTD.”, APART FROM THE MARK AS SHOWN. 

THE MARK DOES NOT IDENTIFY ANY PARTICULAR 
LIVING INDIVIDUAL. 

FOR WEARING APPAREL, NAMELY BOYS’ SWEAT- 
ERS AND SHIRTS, MEN’S SLACKS, SHORTS, SWEATERS 
AND TIES (U.S. CL. 39). 

FIRST USE 12-31-1985; INCOMMERCE 12-31-1985. 
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SN 676,596. STOP & SHOP COMPANIES, 
BOSTON, MA. FILED 8-5-1987. 


INC., THE, 


REBECCA LYNNE 


THE NAME “REBECCA LYNNE” IS FANCIFUL AND 
DOES NOT REFER TO ANY LIVING INDIVIDUAL. 

FOR SWEATERS (U.S. CL. 39). 

FIRST USE 8-0-1985; IN COMMERCE 8-0-1985. 


SN 676,609. STOP & SHOP COMPANIES, 
BOSTON, MA. FILED 8-5-1987. 


INC., THE, 


HARNESS CLUB 


FOR SWEATERS (U.S. CL. 39). 
FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 676,732. JENCOL, OH. FILED 


8-6-1987. 


INC., CINCINNATI, 


MAGNIFETE 


FOR SHOES (U.S. CL. 39). 
FIRST USE 6-4-1987; IN COMMERCE 6-4-1987. 


SN 676,827. JO-JOEL INC., HIALEAH, FL. FILED 8-6-1987. 


VICTOR CARLINI 


“VICTOR CARLINI” IS A FICTITOUS NAME AND NOT 
THE NAME OF A LIVING INDIVIDUAL. 

FOR WOMEN’S CLOTHING, NAMELY BLOUSES, 
TOPS, JACKETS, SWEATERS, SKIRTS, PANTS AND 
DRESSES (U.S. CL. 39). 

FIRST USE 6-25-1987; IN COMMERCE 7-22-1987. 


SN 677,136. OSOLI, INC.. HALF MOON BAY, CA. FILED 
8-6-1987. 


OSOLI THE LOOK IS 
UNMISTAKABLE. 


FOR CLOTHING, NAMELY, HATS (U.S. CL. 39). 
FIRST USE 8-1-1986; INCOMMERCE 8-14-1986. 
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SN 677,139. UPTONS, 
8-7-1987. 


INC., NORCROSS, GA. FILED 


CHELSEA ROW 


FOR MEN’S SHIRTS (U.S. CL. 39). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 677,163. CLUETT, PEABODY & CO., INC., NEW YORK, 
NY. FILED 8-7-1987. 


GOLD ORNAMENTOE 


OWNER OF U.S. REG. NO. 770,389. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLD”, APART FROM THE MARK AS SHOWN. 

FOR HOSIERY (U.S. CL. 39). 

FIRST USE 6-19-1987; IN COMMERCE 6-19-1987. 


SN 677,268. NEWTON MANUFACTURING CORP., NEW 
YORK, NY. FILED 8-4-1987. 


IT COULDN’T BE A PANTY 


FOR LADIES’ AND GIRLS’ UNDERWEAR (U.S. CL. 39). 
FIRST USE 5-20-1987; IN COMMERCE 5-20-1987. 


SN 677,474. FREDERICK ATKINS INC., NEW YORK, NY. 
FILED 8-10-1987. 


FOR INFANTS’ BIBS, COVERALLS, WOVEN SHIRTS, 
SWEATERS, SLEEPWEAR, SWIM SUITS, DRESSES, 
SHAWLS, AND TWO-PIECE KNIT SHIRT/COVERALL 
SETS (U.S. CL. 39). 

FIRST USE 4-10-1987; IN COMMERCE 4-10-1987. 
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SN 677,480. FREDERICK ATKINS INC., NEW YORK, NY. 
FILED 8-10-1987. 


aby Kisses 


FOR INFANTS’ BIBS, COVERALLS, WOVEN SHIRTS, 
SWEATERS, SLEEPWEAR, SWIM SUITS, DRESSES, 
SHAWLS, AND TWO-PIECE KNIT SHIRT/COVERALL 
SETS (U.S. CL. 39). 

FIRST USE 4-10-1987; IN COMMERCE 4-10-1987. 


SN 677,487. RETAIL ASSOCIATES, INC., EDINA, MN. 
FILED 8-10-1987. 


TOMORROW’S MOTHER 


FOR MATERNITY GARMENTS, NAMELY, DRESSES, 
SKIRTS, BLOUSES, PANTS, SWEATERS, AND JUMPERS 
(U.S. CL. 39). 

FIRST USE 6-0-1987; IN COMMERCE 7-29-1987. 


SN 677,516. SKURFER, INC., OCEANSIDE, CA. FILED 
8-10-1987. 


SKURFWEAR 


ro 


{ 


FOR CLOTHING, NAMELY, SPORT SHIRTS, SHORTS, 
TROUSERS AND HATS (USS. CL. 39). 
FIRST USE 5-13-1987; IN COMMERCE 5-13-1987. 


SN 677,647. DICK CLARK PRODUCTIONS, INC., BUR- 
BANK, CA. FILED 8-10-1987. 


AMERICAN BANDSTAND 


OWNER OF U.S. REG. NOS. 1,284,690 AND 1,285,617. 

FOR CLOTHING, NAMELY SWEATSHIRTS AND 
SOCKS (U.S. CL. 39). 

FIRST USE 11-15-1986; INCOMMERCE 11-15-1986. 
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SN 677,720. J & A SHOE CO., INC., GARDENA, CA. FILED 
8-10-1987. 


CALLISTO OF CALIFORNIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CALIFORNIA”, APART FROM THE MARK AS 
SHOWN. 

FOR FOOTWEAR (U.S. CL. 39). 

FIRST USE 2-25-1983; IN COMMERCE 2-28-1983. 


SN 677,830. ALTA PRODUCTS CORPORATION, WILKES- 
BARRE, PA. FILED 8-11-1987. 


SLIPPERSAURUS 


FOR FOOTWEAR (USS. CL. 39). 
FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


SN 678,521. MONTGOMERY WARD & CO., INCORPORAT- 
ED, CHICAGO, IL. FILED 8-14-1987. 


SHERIDAN SQUARE 


FOR WOMEN’S CLOTHING, NAMELY, SUITS AND 
BLOUSES (U.S. CL. 39). 
FIRST USE 1-9-1987; IN COMMERCE 1-9-1987. 


SN 678,523. MONTGOMERY WARD & CO., INCORPORAT- 
ED, CHICAGO, IL. FILED 8-14-1987. 


PERFECT BODY 


FOR WOMEN’S CLOTHING, NAMELY, LEOTARDS 
(U.S. CL. 39). 
FIRST USE 11-25-1986; IN COMMERCE 11-25-1986. 


SN 678,743. KENDALL COMPANY, THE, BOSTON, MA. 


FILED 8-17-1987. 


CLEANCARE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR DISPOSABLE GARMENTS WORN TO PROTECT 
CLOTHING (U.S. CL. 39). 


FIRST USE 4-6-1987; IN COMMERCE 4-6-1987. 


1,181,163, 1,272,779 AND 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 26—FANCY GOODS 


SN 671,940. WINGS, WEST HOLLYWOOD, CA. FILED 


Ve 


OK 


i! ul | 


‘ NG i i Wil | WK 


THE DRAWING IS LINED FOR THE COLORS PINK 
AND PURPLE. 

FOR HAIR ACCESSORIES, NAMELY ORNAMENTAL 
HAIR COMBS AND BARRETTES (U.S. CL. 40). 

FIRST USE 1-1-1987; IN COMMERCE 1-1-1987. 


SN 672,689. SIMPLICITY PATTERN CO. INC., NEW YORK, 
NY. FILED 7-17-1987. 


SIMPLICITY 


FOR CRAFT KITS CONSISTING OF THREAD, YARN, 
SEWING NEEDLES, KNITTING NEEDLES, LATCH 
HOOKS, BUTTONS, SELF-CUTOUTS OR APPLIQUES, 
PLASTIC GRIDS, CANVAS NETTING, KNITTING 
LOOMS, KNITTING SPOOLS AND CROCHET HOOKS 
(U.S. CL. 43). 

FIRST USE 1-1-1986; INCOMMERCE 10-1-1986. 


CLASS 27—FLOOR COVERINGS 


SN 675,105. MOHASCO CARPET CCRPORATION, AM- 
STERDAM, NY. FILED 7-28-1987. 


DUOTRON-AM 


OWNER OF U.S. REG. NO. 1,154,049. 

FOR FLOOR COVERINGS, NAMELY CARPETS AND 
RUGS (U.S. CL. 42). 

FIRST USE 5-6-1985; IN COMMERCE 5-6-1985. 
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SN 574,673. ROSS, PETER, LONDON, ONTARIO, 


CANADA, FILED 9-4-1986. 


Bo a Star 


IN YOUR OWN SOAPS 


ee 


OWNER OF CANADA REG. NO. 317583, DATED 
8-22-1986, EXPIRES 8-22-2001. 

FOR EQUIPMENT SOLD AS A UNIT, INCLUDING DIA- 
LOGUE CARDS, A GAME BOARD AND RULES FOR 
PLAYING A PARLOUR GAME (USS. CL. 22). 


SN 584,345. RITVIK GROUP INC., THE, DORVAL, 
QUEBEC, CANADA, FILED 2-24-1986. 


MEGA FAMILY 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 553357, FILED 11-29-1985, REG. NO. 
329156, DATED 6-26-1987, EXPIRES 6-26-2002. 

FOR TOYS, NAMELY, CONSTRUCTION BLOCKS (U.S. 
CL. 22). 


SN 592,116. BARANSKI, DENNIS A., DBA NORTHERN 
CROSS SURVIVAL CO., TOPEKA, KS. FILED 4-7-1986. 


LA 
NORTHERN CROSS... 


SURVIVAL COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LTD SURVIVAL COMPANY”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF A SNOW-CAPPED MOUN- 
TAIN AND AN EVERGREEN TREE, AND THE WORDS 
“NORTHERN CROSS LTD SURVIVAL COMPANY”. 

FOR SURVIVAL SUPPLY KITS AND EMERGENCY 
SUPPLY KITS CONTAINING ITEMS SUCH AS, BUT NOT 
LIMITED TO, FOOD, CANDLES, FLASHLIGHT, ELEC- 
TRONIC FLARES, CARBON MONOXIDE INDICATORS, 
AND THERMAL BLANKETS (U.S. CLS. 15, 21, 26, 42, 46 
AND 50). 

FIRST USE 2-2-1983; IN COMMERCE 5-16-1984. 
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SN 614,190. 581747 ONTARIO INC., ST. CATHARINES, ON- 
TARIO, CANADA, FILED 8-11-1986. 


AB-DOMENIZER 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 565693, FILED 7-8-1986, REG. NO. 
331298, DATED 8-21-1987, EXPIRES 8-21-2002. 

FOR STATIONARY APPARATUS FOR USE BY 
HUMANS IN CONJUNCTION WITH PHYSICAL EXER- 
CISE (U.S. CL. 22). 

FIRST USE 7-9-1986; IN COMMERCE 7-9-1986. 


SN 616,247. 148583 CANADA INC., TORONTO, ONTARIO, 
CANADA, FILED 8-22-1986. 


MORAL CHOICE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 565540, FILED 7-7-1986, REG. NO. 
330697, DATED 7-31-1987, EXPIRES 7-31-2002. 

FOR BOARD GAMES (USS. CL. 22). 


SN 624,611. TYREE U.S. EXPORT PTY. LTD., SYDNEY, 
AUSTRALIA, FILED 10-8-1986. 


TYRONSEA 


FOR SAILBOARDS, PARTS FOR SAILBOARDS AND 
WAVE SKIS (U.S. CLS. 19 AND 22). 
FIRST USE 6-8-1983; IN COMMERCE 8-28-1984. 


SN 638,292. ANN RAGLAND AND CHAP RAGLAND, RA- 
LEIGH, NC. FILED 1-5-1987. 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING 
AN EDUCATIONAL CARD GAME OR SIMILAR PARLOR 
TYPE GAME (USS. CL. 22). 

FIRST USE 9-7-1986; IN COMMERCE 9-7-1986. 
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SN 641,384. JACKSON, DONALD ARTHUR, ALINJARRA, 
AUSTRALIA, FILED 1-27-1987. 


WORLD QUEST 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 8-28-1986; INCOMMERCE 9-25-1986. 


SN 645,545. AMBAC INC., NEW YORK, 
2-19-1987. 


NY. FILED 


INSURE! 


FOR BOARD GAME (U.S. CL. 22). 
FIRST USE 10-10-1986; IN COMMERCE 10-10-1986. 


SN 650,742. SOCIETE DES ETABLISSEMENTS ANSELME, 
LANGEAIS (INDRE-&-LOIRE), FRANCE, FILED 
3-23-1987. 


MARIE COROLLE 


OWNER OF FRANCE REG. NO. 
12-19-1986, EXPIRES 12-19-1996. 

OWNER OF U.S. REG. NO. 1,242,190. 

THE ENGLISH TRANSLATION OF THE WORD “COR- 
OLLE” IN THE MARK IS “COROLLA”. 

FOR DOLLS AND DOLL ACCESSORIES (U.S. CL. 22). 


1385072, DATED 


SN 662,135. SUDMEIER, JAMES, NATICK VILLAGE, MA. 
FILED 5-2!-1987. 


SNOBOUND’R 


FOR EXERCISE EQUIPMENT WHICH SIMULATES 
SKIING (U.S. CL. 22). 
FIRST USE 10-26-1985; IN COMMERCE 9-15-1986. 
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SN 663,194. REDFORD, ROGER, DBA GRIP STIK, SANTA 
YNEZ, CA. FILED 5-27-1987. 


bri 


FOR GRIPPING COMPOUND FOR USE WITH BASE- 
BALL BATS, GOLF CLUBS AND ICE HOCKEY STICKS 
(U.S. CL. 22). 

FIRST USE 5-16-1987; IN COMMERCE 5-16-1987. 


SN 663,536. ARIZONA MANUFACTURING & EMBROI- 
DERY, TEMPE, AZ. FILED 5-29-1987. 


FOR GOLF ACCESSORIES; NAMELY, GOLF CLUB 
COVERS, BAG STRAP PADS, PUTTER COVERS, AND 
GOLF SHCE BAGS (US. CL. 22). 

FIRST USE 12-10-1985; IN COMMERCE 12-17-1985. 
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SN 664,093. EXERCISE INFINITE CORPORATION, HOUS- 
TON, TX. FILED 6-1-1987. 


EXERCISE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXERCISE”, APART FROM THE MARK AS 
SHOWN. 

FOR STATIONARY EXERCISE EQUIPMENT (U.S. CL. 
22). 
FIRST USE 3-16-1987; IN COMMERCE 3-16-1987. 


SN 666,159. KRANSCO, SAN FRANCISCO, CA. FILED 
6-12-1987. 


WHAM-IT 


OWNER OF U.S. REG. NOS. 730,346, 
OTHERS. 

FOR PUNCHING BAG (USS. CL. 22). 

FIRST USE 3-19-1986; IN COMMERCE 3-19-1986. 


1,042,388 AND 


SN 667,170. AMBERYN PRODUCTIONS INC., TORONTO, 
ONTARIO, CANADA, FILED 6-18-1987. 


GOING PLACES 


FOR EQUIPMENT FOR PLAYING A BOARD GAME 
(U.S. CL. 22). 
FIRST USE 6-5-1987; IN COMMERCE 6-5-1987. 


SN 667,232. WEISSER, CARL W., DBA CARL WEISSER 
SILHOUETTES, BROOKLYN, NY. FILED 6-17-1987. 


THE AIRPLANE GAME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GAME”, APART FROM THE MARK AS SHOWN. 

FOR BOARD GAME APPARATUS, NAMELY GAME 
BOARD, GAME PIECES, AND RELATED GAME COMPO- 
NENTS, SOLD AS A UNIT (US. CL. 22). 

FIRST USE 6-13-1987; IN COMMERCE 6-13-1987. 
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SN 669,191. JUST BECAUSE, INC., WESTMINSTER, CA. 
FILED 6-29-1987. 


LONG STEMMED TEDDIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEDDIES”, APART FROM THE MARK AS SHOWN. 

FOR TEDDY BEARS ON STEMS WITH LEAVES IN A 
LONG STEM ROSE BOX (U.S. CL. 22). 

FIRST USE 10-0-1986; INCOMMERCE 11-0-1986. 


SN 670,575. SLEEPERS, LTD., CRETE, IL. FILED 7-1-1987. 


THE STIPPLING SHOWN IN THE MARK IS A FEA- 
TURE OF THE MARK. 

FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING 
AN ACTION-TYPE TARGET GAME, EQUIPMENT SOLD 
AS A UNIT FOR PLAYING A PARLOUR GAME, AND 
EQUIPMENT SOLD AS A UNIT FOR PLAYING A MA- 
NIPULATIVE GAME (U.S. CL. 22). 

FIRST USE 6-18-1987; IN COMMERCE 6-18-1987. 


SN 670,627. STANLEY BERENSTAIN AND JANICE BER- 
ENSTAIN, SOLEBURY, PA. FILED 7-6-1987. 


PAPA BEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR STUFFED TOYS, JIGSAW PUZZLES AND TOY 
FIGURINES (U.S. CL. 22). 

FIRST USE 0-0-1983; INCOMMERCE 0-0-1983. 


SN 671,418. MAGEE, MICHAEL JOHN, DBA MJM INC., 
BURNSVILLE, MN. FILED 7-13-1987. 


KITTY KANS 


FOR SOFT TOY KITTENS IN GARBAGE CAN CON- 
TAINERS (U.S. CL. 22). 
FIRST USE 12-15-1985; IN COMMERCE 6-30-1986. 
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SN 673,781. FITNESS QUEST, INC., CANTON, OH. FILED 
7-22-1987. 


Body Buster 


OWNER OF U.S. REG. NO. 1,442,240. 

FOR MANUALLY OPERATED RESISTANCE-TYPE EX- 
ERCISE EQUIPMENT (U.S. CL. 22). 

FIRST USE 6-26-1987; IN COMMERCE 6-26-1987. 


SN 673,826. FITNESS QUEST, INC., CANTON, OH. FILED 
7-22-1987. 


Thigh Buster 


OWNER OF U.S. REG. NO. 1,442,240. 

FOR MANUALLY OPERATED RESISTANCE-TYPE EX- 
ERCISE EQUIPMENT (U.S. CL. 22). 

FIRST USE 6-17-1987; IN COMMERCE 6-17-1987. 


SN 673,890. ELLIS, PAULINE V., TAMPA, FL. FILED 
7-23-1987. 


HOS-PALS 


FOR STUFFED TOYS, INCLUDING STUFFED TOY 
ANIMALS (US. CL. 22). 


FIRST USE 5-12-1987; INCOMMERCE 5-12-1987. 


SN 673,972. ZING PRODUCTS, FALL RIVER, MA. FILED 
7-23-1987. 


ZINGAMAJIG 


FOR FISHING TACKLE INCLUDING FISHING LURES 
(U.S. CL. 22). 
FIRST USE 1-14-1987; IN COMMERCE 1-14-1987. 


SN 674,268. MATTEL, INC.. HAWTHORNE, CA. FILED 
7-24-1987. 


DITTO BIRD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BIRD”, APART FROM THE MARK AS SHOWN. 

FOR PLUSH DOLL (USS. CL. 22). 

FIRST USE 7-6-1987; IN COMMERCE 7-6-1987. 
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SN 674,282. MATTEL, INC., HAWTHORNE, CA. FILED 
7-24-1987. 


LOLLIE HOP 


FOR PLUSH DOLL (USS. CL. 22). 
FIRST USE 7-6-1987; IN COMMERCE 7-6-1987. 


SN 674,711. PLAYSKOOL, INC., PAWTUCKET, RI. FILED 
7-27-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINOSAURS”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS 
ORANGE, YELLOW AND PURPLE BUT COLOR FORMS 
NO PART OF THE MARK. 

FOR TOY DINOSAURS, TOY ACTION FIGURES AND 
RELATED ACCESSORIES (U.S. CL. 22). 

FIRST USE 2-4-1987; IN COMMERCE 2-4-1987. 


SN 674,813. JESTOY, LTD... KOWLOON, HONG KONG, 
FILED 7-27-1987. 


SQUORTS 


FOR TOYS NAMELY, WATER SQUIRTING TOY RINGS 
(U.S. CL. 22). 
FIRST USE 5-22-1987; IN COMMERCE 5-22-1987. 


SN 675,362. KRUCZEWSKI, JULIUS C., DBA KRUCZ, 
LITHIA, FL. AND KRUCZEWSKI, ANITA L., DBA 
KRUCZ, LITHIA, FL. FILED 7-30-1987. 


FOR LURE AND HOOK GUARD (USS. CL. 22). 
FIRST USE 4-20-1987; IN COMMERCE 7-22-1987. 





T™ 76 


CLASS 28—(Continued). 


SN 675,376. QUAKER OATS COMPANY, THE, CHICAGO, 


IL. FILED 7-30-1987. 


FOR STUFFED TOYS (U.S. CL. 22). 
FIRST USE 10-30-1985; IN COMMERCE 10-30-1985. 


SN 675,478. MATTEL, INC.. HAWTHORNE, CA. FILED 
7-30-1987. 


CHATTER CLOCK 


OWNER OF U.S. REG. NOS. 946,261 AND 1,059,425. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLOCK”, APART FROM THE MARK AS SHOWN. 

FOR TALKING TOY CLOCK (US. CL. 22). 

FIRST USE 7-6-1987; INCOMMERCE 7-6-1987. 


SN 675,479. MATTEL, INC., HAWTHORNE, CA. FILED 
7-30-1987. 


DINOSAUR MUD PIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINOSAUR”, APART FROM THE MARK AS 
SHOWN. 

FOR TOY VEHICLES, TOY BUILDING STRUCTURES 
AND TOY FIGURES (U.S. CL. 22). 

FIRST USE 7-6-1987; IN COMMERCE 7-6-1987. 
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SN 675,593. DIXON, WALTER HERBERT, JR., DBA FILI- 
GREE FANTASIES, ISTANBUL, TURKEY, AND 
DIXON, SUSIE K.P., DBA FILIGREE FANTASIES, IS- 
TANBUL, TURKEY, FILED 7-31-1987. 


FOR CHRISTMAS TREE ORNAMENTS (U.S. CL. 50). 
FIRST USE 10-21-1986; IN COMMERCE 10-21-1986. 


SN 675,758. CONRAD RUTHERFORD ESSEN, SAN JOSE, 
CA. FILED 7-31-1987. 


TWOCAN PLAY 


FOR ELECTRONIC BOARD GAMES AND BOARD 
GAMES (USS. CL. 22). 
FIRST USE 6-3-1987; IN COMMERCE 6-16-1987. 


SN_ 675,759. ESSEN, CONRAD RUTHERFORD, DBA 
TWOCAN PLAY, SAN JOSE, CA. FILED 7-31-1987. 


TWOCAN PLAY 


FOR ELECTRONIC BOARD GAMES AND BOARD 
GAMES (U.S. CL. 22). 
FIRST USE 6-3-1987; IN COMMERCE 6-16-1987. 
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SN 676,434. RALPH MALTBY ENTERPRISES, 
NEWARK, OH. FILED 8-3-1987. 


HERO 


FOR GOLF CLUBS (USS. CL. 22). 
FIRST USE 5-30-1985; IN COMMERCE 5-30-1985. 


SN 676,467. DIVNICK INTERNATIONAL INC., SPRING 


VALLEY, OH. FILED 8-3-1987. 


TX 


FOR PLASTIC COIN BANKS (U.S. CL. 22). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 676,718. HUFFY CORPORATION, MIAMISBURG, OH. 
FILED 8-5-1987. 


HUFFY SLAM JAM 


FOR BASKETBALL GOAL AND BACKBOARD ASSEM- 
BLIES (U.S. CL. 22). 
FIRST USE 2-28-1985; IN COMMERCE 2-28-1985. 


SN 677,101. JOHNS, ROBERT R., DBA THE FEATHER 
MERCHANT, OXNARD, CA. FILED 8-7-1987. 


RAGG HEADS 


FOR FISHING FLIES AND FLY TYING MATERIALS 
(U.S. CL. 22). 
FIRST USE 7-10-1987; IN COMMERCE 7-10-1987. 
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SN 677,254. CUSTOM RACING PRODUCTS, INC., ATAS- 
CADERO, CA. FILED 8-6-1987. 


OWNER OF U.S. REG. NO. 1,286,149. 

FOR PARTS AND COMPONENTS OF MINIATURE TOY 
VEHICLES USED FOR SPORT AND PLEASURE (U.S. CL. 
22). 

FIRST USE 10-20-1986; INCOMMERCE 11-17-1986. 


SN 677,490. KONAMI INC., WOOD DALE, IL. FILED 


8-10-1987. 


WEC LE MANS 24 


FOR COMPUTER GAME PROGRAMS, VIDEO OUTPUT 
GAME MACHINES, AND INSTRUCTIONAL MATERIALS 
THEREFOR (U.S. CLS. 22, 23 AND 38). 

FIRST USE 11-4-1986; INCOMMERCE 11-4-1986. 


SN 677,503. SPALDING & EVENFLO COMPANIES, INC., 
TAMPA, FL. FILED 8-6-1987. 


TOUR 1000 


FOR GOLF BALLS AND GOLF CLUBS (US. CL. 22). 
FIRST USE 9-13-1985; IN COMMERCE 9-13-1985. 


SN 677,559. KONAMI INC., WOOD DALE, IL. FILED 
8-10-1987. 


DARK ADVENTURE 


FOR COMPUTER GAME PROGRAMS, VIDEO OUTPUT 
GAME MACHINES, AND INSTRUCTIONAL MATERIALS 
THEREFOR (U.S. CLS. 22, 23 AND 38). 

FIRST USE 7-15-1987; IN COMMERCE 7-15-1987. 
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SN 677,560. KONAMI INC., WOOD DALE, IL. FILED 
8-10-1987. 


ROCK ’N RAGE 


FOR COMPUTER GAME PROGRAMS, VIDEO OUTPUT 
GAME MACHINES, AND INSTRUCTIONAL MATERIALS 
THEREFOR (U.S. CLS. 22, 23 AND 38). 

FIRST USE 8-30-1986; IN COMMERCE 8-30-1986. 


SN 678,232. KRANSCO, SAN FRANCISCO, CA. FILED 
8-13-1987. 


DRAGONFIRE 


FOR TOY VEHICLES CAPABLE Of BEING RIDDEN 
(U.S. CL. 22). 
FIRST USE 6-23-1987; INCOMMERCE 6-23-1987. 


SN 678,233. 
8-13-1987. 


KRANSCO, SAN FRANCISCO, CA. FILED 


TRACKER 


FOR WHEELED RIDE-ON TOY VEHICLES OPERATED 
BY BATTERY POWER (US. CL. 22). 
FIRST USE 7-29-1987; IN COMMERCE 7-29-1987. 


SN 678,261. CEACO, INC.. WATERTOWN, MA. FILED 
8-13-1987. 


FOR PUZZLES (U.S. CL. 22). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 
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SN 678,262. CEACO, INC., WATERTOWN, MA. FILED 
8-13-1987. 


FOR PUZZLES (U.S. CL. 22). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 678,270. THOSE CHARACTERS FROM CLEVELAND, 
INC., CLEVELAND, OH. FILED 8-13-1987. 


POSY NOSY BEAR 


OWNER OF U.S. REG. NO. 1,431,073 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR STUFFED TOY FIGURES (U.S. CL. 22). 

FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


SN 678,271. 
8-13-1987. 


AMTOY, INC., CLEVELAND, OH. FILED 


FLOPPALOTS 


FOR DOLLS (U.S. CL. 22). 
FIRST USE 8-3-1987; INCOMMERCE 8-3-1987. 


SN 678,272. THOSE CHARACTERS FROM CLEVELAND, 
INC., CLEVELAND, OH. FILED 8-13-1987. 


SPEEDY NOSY BEAR 


OWNER OF US. REG. NO. 1,431,073. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR STUFFED TOY FIGURES (U.S. CL. 22). 

FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


SN 678,273. THOSE CHARACTERS FROM CLEVELAND, 
INC., CLEVELAND, OH. FILED 8-13-1987. 


PLAYTIME NOSY BEAR 


OWNER OF U.S. REG. NO. 1,431,073 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR STUFFED TOY FIGURES (U.S. CL. 22). 

FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 
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SN 678,276. THOSE CHARACTERS FROM CLEVELAND, 
INC., CLEVELAND, OH. FILED 8-13-1987. 


TRICKSY NOSY BEAR 


OWNER OF U.S. REG. NO. 1,431,073 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR STUFFED TOY FIGURES (US. CL. 22). 

FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


SN 678,518. BRODERBUND SOFTWARE, INC., SAN 


RAFAEL, CA. FILED 8-14-1987. 


PERSONAL PREFERENCE 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 6-15-1987; IN COMMERCE 6-15-1987. 


SN 678,859. KOLAR, STEVEN J., OMAHA, NE. FILED 
8-17-1987. 


FISHTIKLER 


FOR DEVICE FOR REMOVING HOOKS FROM FISH 
(U.S. CL. 22). 
FIRST USE 5-20-1986; IN COMMERCE 6-16-1986. 


CLASS 29—MEATS AND PROCESSED FOODS 


SN 569,481. CLAUDEL-ROUSTANG GALAC S.A., PARIS, 
FRANCE, FILED 11-20-1985. 


CREME DES PRES 


OWNER OF FRANCE REG. NO. 1360365, DATED 
6-24-1986, EXPIRES 6-24-1996. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CREME”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“CREME DES PRES” IN THE MARK IS “CREAM OF THE 
PRAIRIE”. 

FOR CHEESES (USS. CL. 46). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 596,751. MONFORT OF COLORADO, INC., GREELEY, 
CO. FILED 5-5-1986. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR BEEF AND LAMB (U.S. CL. 46). 

FIRST USE 6-10-1985; IN COMMERCE 6-10-1985. 


SN 619,917. MAVERICK RANCH ASSOCIATION, 
DENVER, CO. FILED 9-15-1986. 


INC., 


Lite. 


fu 


Goee 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LITE”, APART FROM THE MARK AS SHOWN. 

FOR BEEF, NAMELY, BEEF CARCASSES, CUT POR- 
TIONS OF BEEF BOTH PACKAGED AND NON-PACK- 
AGED, AND GROUND BEEF (U.S. CL. 46). 

FIRST USE 1-0-1986; IN COMMERCE 1-0-1986. 


SN 622,105. DICKINSON FAMILY, INC., THE, ORRVILLE, 
OH. FILED 9-25-1986. 


PURELY THE FINEST 


SEC. 2(F). 
FOR FRUIT PRESERVES, JELLIES, JAMS, MARMA- 
LADE, AND FRUIT BUTTERS (U.S. CL. 46). 
FIRST USE 5-15-1982; IN COMMERCE 5-15-1982. 
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SN 635,145. MARYLAND COUNTRY STORE INC., THE, 
WALKERSVILLE, MD. FILED 12-12-1986. 


ARYLAN] 


Country Store 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARYLAND” AND “STORE”, APART FROM THE 
MARK AS SHOWN. 

FOR PROCESSED MEAT (U.S. CL. 46). 

FIRST USE 9-1-1986; IN COMMERCE 9-1-1986. 


SN 638,227. RONG GUAN INDUSTRIAL CO., LTD., 
TAIPEI HSIEN, TAIWAN, FILED 12-29-1986. 


+ 


THE FOREIGN CHARACTERS IN THE MARK TRANS- 
LITERATE TO “RONG GUAN” AND THIS MEANS 
“GLORY CROWN” IN ENGLISH. 

FOR OIL OF SESAME (U.S. CL. 46). 

FIRST USE 1-1-1969; INCOMMERCE 1-1-1978. 


SN 638,302. EUROPEAN FISH COMPANY B.V., THE, AM- 
STERDAM, NETHERLANDS, FILED 3-20-1987. 


TEFCO 


OWNER OF BENELUX CONV REG. NO. 415175, DATED 
11-5-1985, EXPIRES 11-5-1995. 
FOR FISH AND CRUSTACEA (U.S. CL. 46). 


SN 640,064. FLEMING COMPANIES, INC., OKLAHOMA 
CITY, OK. FILED 1-16-1987. 


CAPTAIN’S COVE 


FOR FRESH AND FROZEN SEAFOOD (U.S. CL. 46). 
FIRST USE 9-0-1983; INCOMMERCE 9-0-1983. 
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SN 652,183. TYSON FOODS, INC., SPRINGDALE, AR. 
FILED 3-30-1987. 


BREAST ZESTEES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BREAST”, APART FROM THE MARK AS SHOWN. 

FOR FROZEN CHICKEN PARTS SOLD IN THE FOOD 
SERVICE TRADE (U.S. CL. 46). 

FIRST USE 8-1-1985; IN COMMERCE 8-1-1985. 


SN 653,790. JOHNSONVILLE SAUSAGE, INC., SHEBOY- 
GAN FALLS, WI. FILED 4-7-1987. 


JOHNSONVILLE ITALIA! 


OWNER OF USS. REG. NO. 1,136,942. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIA”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“ITALIA” IN THE MARK IS “ITALY”. 

FOR MEATS (U.S. CL. 46). 

FIRST USE 11-1-1986; IN COMMERCE 11-1-1986. 


SN 654,223. STOUFFER CORPORATION, THE, SOLON, 
OH. FILED 4-10-1987. 


MORE SATISFACTION 


FOR FROZEN PREPARED ENTREES HAVING A 
MEAT, FISH OR POULTRY BASE (U.S. CL. 46). 
FIRST USE 2-27-1987; INCOMMERCE 2-27-1987. 


SN 654,543. ALIMENTOS CONCENTRADOS DE GUAY- 
MAS, S.A.DE.C.V., GUAYMAS, SONORA, MEXICO, 
FILED 4-13-1987. 


MIRAMAR 


FOR FISH (U.S. CL. 46). 
FIRST USE 9-11-1978; IN COMMERCE 12-31-1986. 
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SN 661,715. WILLIAMSBURG FOODS, INC., WILLIAMS- SN 663,275. UNIVERSAL FROZEN FOODS CO., TWIN 
BURG, VA. FILED 5-19-1987. FALLS, ID. FILED 5-27-1987. 


100% 


SEC. 2(F) AS TO THE WORDS “THE PEANUT SHOP OF 
WILLIAMSBURG”. 


FOR PROCESSED NUTS (USS. CL. 46). 
FIRST USE 7-0-1972; INCOMMERCE 7-0-1972. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “100% SULFITE FREE”, APART FROM THE MARK 


AS SHOWN. 
FOR FROZEN POTATOES (U.S. CL. 46). 
SN 661,761. MUSCO FOODS CORPORATION, MASPETH, _ FIRST USE 8-0-1985; IN COMMERCE 8-0-1985. 


NY. FILED 5-19-1987. 


MERRO 


SN 663,729. PORT CHATHAM PACKING COMPANY, SE- 


FOR CHEESE, CANNED VEGETABLES AND CANNED = “ELE, WA. FILED 6-1-1987. 


FISH (U.S. CL. 46). 
FIRST USE 11-17-1986; IN COMMERCE 11-17-1986. 


SN 663,043. NEESVIG’S INC., MADISON, WI. FILED 
5-26-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PACIFIC SELECT”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING SHOWN ON THE DRAWING IS FOR 
SHADING PURPOSES ONLY AND IS NOT INTENDED 


FOR VARIED COMBINATIONS OF BEEF, POULTRY, TO INDICATE COLOR. 
SEAFOOD, CHEESE AND SAUSAGE (U.S. CL. 46). FOR OYSTERS, SALMON (U.S. CL. 46). 
FIRST USE 11-0-1983; INCOMMERCE 11-0-1983. FIRST USE 4-12-1985; IN COMMERCE 7-31-1985. 
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SN 663,781. STOUFFER CORPORATION, THE, SOLON, SN 675,137. RHEE BROS., INC., COLUMBIA, MD. FILED 
OH. FILED 6-1-1987. 7-29-1987. 


THE DRAWING LINED FOR THE COLOR RED. 

FOR FROZEN PREPARED ENTREES HAVING A 
MEAT, FISH OR POULTRY BASE (U.S. CL. 46). 

FIRST USE 2-27-1987; IN COMMERCE 2-27-1987. 


SN 669,818. PLANTATION FOODS, INC., WACO, TX. 
FILED 7-1-1987. 


FOR FISH NAMELY, MACKEREL PIKE (U.S. CL. 46). 
FIRST USE 1-1-1982; INCOMMERCE 1-1-1982. 


OLD SOUTH 


FOR TURKEY MEAT (U.S. CL. 46). 
FIRST USE 7-0-1980; IN COMMERCE 7-0-1980. 


SN 673,628. HESTER INDUSTRIES, INC., MOOREFIELD, 
WV. FILED 7-21-1987. 


SN 675,393. HOJAK INVESTMENTS, INC., DBA J.T.M. 
HOG WILD PROVISIONS CO., HARRISON, OH. FILED 7-30-1987. 


OWNER OF U.S. REG. NO. 1,320,995. 
FOR PORK (U.S. CL. 46). 
FIRST USE 12-22-1983; IN COMMERCE 12-22-1983. 


SN 674,494. BRIDGE FOODS, INC., SAN FRANCISCO, CA. 
FILED 7-24-1987. 


GORILLA CHIPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO OWNER OF USS. REG. NO. 1,346,531 AND OTHERS. 

USE “CHIPS”, APART FROM THE MARK AS SHOWN. FOR FRESH AND FROZEN MEATS, SAUSAGE AND 
FOR BANANA CHIPS (U.S. CL. 46). TURTLE SOUP (USS. CL. 46). 
FIRST USE 5-26-1987; IN COMMERCE 5-26-1987. FIRST USE 10-0-1986; INCOMMERCE 10-0-1986. 
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SN 675,493. FROMAGERIES BEL, PARIS, FRANCE, FILED 


~ 


WD 


=) wun | 
hi 


OWNER OF U.S. REG. NOS. 730,167, 1,108,806 AND 
1,238,616. 

THE DRAWING IS LINED FOR THE COLOR RED. 

FOR MILK PRODUCTS, NAMELY CHEESE (U.S. CL. 
46). 


FIRST USE 12-0-1969; INCOMMERCE 8-31-1971. 


SN 675,793. STOCK YARDS PACKING CO., INC., CHICA- 
GO, IL. FILED 7-31-1987. 


OWNER OF U.S. REG. NOS. 1,427,631, 1,432,096 AND 


OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PACKING CO., INC.”, APART FROM THE MARK 
AS SHOWN. 

FOR FRESH AND FROZEN BEEF, VEAL, LAMB, PORK 
AND POULTRY (USS. CL. 46). 

FIRST USE 0-0-1947; IN COMMERCE 0-0-1947. 
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SN 593,760. COUGAR TRIPOD FOOD ENTERPRISE CO., 
LTD., TAIPEI, TAIWAN, FILED 4-16-1986. 


OWNER OF CHINA REG. NO. 227806, DATED 12-1-1983, 
EXPIRES 10-30-1992. 

THE ENGLISH TRANSLATION OF THE FIRST THREE 
FOREIGN CHARACTERS IN THE MARK IS “BIG PINE 
TREE”, AND THE SECOND THREE FOREIGN CHARAC- 
TERS IN THE MARK IS “CUT OR SWEET COUPLE”. 

FOR SUGAR, BREAD, BISCUITS, CAKES (U.S. CL. 46). 

FIRST USE 5-0-1984; IN COMMERCE 3-0-1986. 


SN 596,752. SCARBOROUGH FARMS, INC., DBA HUN- 
TINGTON FARMS FOODS, SHAKER HEIGHTS, OH. 
FILED 5-5-1986. 


HUNTINGTON FARMS 


FOR CONDIMENTS - NAMELY MUSTARD (USS. CL. 
46). 
FIRST USE 4-11-1986; IN COMMERCE 4-11-1986. 


SN 605,409. DAIRY MAID CONFECTIONERY CO., PHILA- 
DELPHIA, PA. FILED 6-20-1986. 


BEURRE NOIRE 


THE ENGLISH TRANSLATION OF THE WORDS 
“BEURRE NOIRE” IN THE MARK IS “BLACK BUTTER”. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 4-9-1986; IN COMMERCE 4-9-1986. 


SN 608,071. CC POLLEN COMPANY, SCOTTSDALE, AZ. 
FILED 7-7-1986. 


THE FIRST LADY’S CHOICE 


FOR GRAIN BASED FOOD BARS (U.S. CL. 46). 
FIRST USE 6-5-1986; IN COMMERCE 6-5-1986. 
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SN 614,011. TOOTSIE ROLL INDUSTRIES, INC., CHICA- 
GO, IL. FILED 8-11-1986. 


TOOTSIE ROLL POPS 


OWNER OF U.S. REG. NOS. 75,218, 1,324,905 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POP”, APART FROM THE MARK AS SHOWN. 

FOR ICE CREAM AND FROZEN DAIRY CONFEC- 
TIONS (U.S. CL. 46). 

FIRST USE 40-1985; IN COMMERCE 4-0-1985. 


SN 617,621. FERRERO S.P.A., ALBA, CUNEO, ITALY, 


FILED 9-2-1986. 


REG 
COTE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 40709C/86, FILED 6-16-1986, REG. NO. 
441242, DATED 8-25-1986, EXPIRES 6-16-2006. 

OWNER OF U.S. REG. NOS. 1,050,863, 1,061,911 AND 
1,346,546. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINT” AND THE DESIGN OF A MINT LEAF, 
APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN, 
SILVER AND BROWN. 

FOR CHOCOLATE AND CHOCOLATE CANDY WITH 
A LIQUID MINT FILLING (U.S. CL. 46). 


SN 618,821. BEATRICE COMPANIES, INC., CHICAGO, IL. 
FILED 9-8-1986. 


DOUBLE PLAY BUBBLE 
GUM COOLER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUBBLE GUM”, APART FROM THE MARK AS 
SHOWN. 

FOR ICE MILK (USS. CL. 46). 

FIRST USE 5-1-1986; IN COMMERCE 5-1-1986. 
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SN 624,220. TACO TICO, INC., WICHITA, KS. FILED 
10-6-1986. 


a“ ~ 
4 
X= 
4 


* 
’ 
> 


OWNER OF U.S. REG. NOS. 886,416, 909,762 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TACO”, APART FROM THE MARK AS SHOWN. 

FOR SALT, SUGAR, SAUCES FXCLUDING APPLE 
AND CRANBERRY SAUCES AND MEXICAN FOODS - 
NAMELY, TACOS, BURRITOS, TACOBURGER SAND- 
WICHES, ENCHILADAS, AND TOSTADOS FOR CON- 
SUMPTION ON OR OFF THE PREMISES (U.S. CL. 46). 

FIRST USE 8-1-1986; IN COMMERCE 8-1-1986. 


SN 627,042. PURITY CANDY CO., INC., NEW ORLEANS, 
LA. FILED 10-27-1986. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW ORLEANS”, APART FROM THE MARK AS 
SHOWN. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 5-30-1986; IN COMMERCE 5-30-1986. 
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SN 637,212. LUIGI LAVAZZA S.P.A., TURIN, ITALY, 
FILED 12-24-1986. 












































PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 41518-C/86, FILED 11-11-1986, REG. 
NO. 465,009, DATED 2-13-1987, EXPIRES 11-11-2006. 

OWNER OF U.S. REG. NOS. 1,190,866, 1,313,706 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CREMA E GUSTO” AND THE DESCRIPTIVE 
DESIGN OF THE COFFEE POT AND CUP OF COFFEE, 
APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS BLUE, 
RED, SILVER AND GOLD, WHICH COLORS ARE 
CLAIMED AS A FEATURE OF THE MARK. 

THE ITALIAN WORDS “CREMA E GUSTO” 
“CREAM AND TASTE” IN ENGLISH. 

FOR COFFEE, COFFEE BLENDS, DECAFFEINATED 
COFFEE, INSTANT COFFEE, COFFEE EXTRACTS AND 
COFFEE SUBSTITUTES (U.S. CL. 46). 


MEAN 


SN 639,794. GOLDENBERG CANDY CO., PHILADELPHIA, 
PA. FILED 1-14-1987. 


GOLDENBERG’S 


SEC. 2(F). 
FOR CANDY (U.S. CL. 46). 
FIRST USE 0-0-1890; INCOMMERCE 0-0-1890. 


SN 640,565. ARISTO INTERNATIONAL, INC., POMONA, 
CA. FILED 1-20-1987. = 


WEE BITS 


FOR COOKIES (U.S. CL. 46). 
FIRST USE 10-8-1986; IN COMMERCE 10-8-1986. 
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SN 640,841. TECHNO COMPONENTS INC., SAN ANTO- 
NIO, TX. FILED 1-21-1987. 


TACONES 


FOR EDIBLE CONTAINERS FOR FOOD NAMELY, 
CONICAL TACO SHELLS (U.S. CL. 46). 
FIRST USE 11-20-1986; IN COMMERCE 11-20-1986. 


SN 642,860. NICK L. & ARISTOTLE L. HUTRAS, AKA 
OVEN READY PI CO., AMLIN, OH. FILED 2-4-1987. 


PIZ2p 
ii 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF THE WORD “PIZZA” AND 
THE GREEK LETTERS “PI”. 

FOR PIZZA TOPPING SAUCE (U.S. CL. 46). 

FIRST USE 7-9-1976; IN COMMERCE 9-4-1986. 


SN 644,643. CONFEX, INC., SHREWSBURY, NJ. FILED 
2-13-1987. 


EW) 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEW”, APART FROM THE MARK AS SHOWN. 

FOR CANDY AND GUM (USS. CL. 46). 

FIRST USE 9-0-1985; IN COMMERCE 9-0-1985. 
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SN 649,392. ESTABLECIMIENTO LAS MARIAS SOCIE- 
DAD ANONIMA COMERCIAL INDUSTRIAL FINAN- 
CIERA & AGROPECUARIA, PROV. OF CORRIENTES, 
ARGENTINA, FILED 3-12-1987. 


OWNER OF ARGENTINA REG. NO. 1025773/7, DATED 
7-14-1981, EXPIRES 7-14-1991. 

FOR YERBA MATE (HERB), COFFEE, TEA, COCOA 
AND SUGAR (U.S. CL. 46). 


SN 650,547. STAR ELITE DISTRIBUTION, LOS ANGELES, 
CA. FILED 3-20-1987. 


LA CASITA CHICA 


THE ENGLISH TRANSLATION OF THE WORDS “LA 
CASITA CHICA” IN THE MARK IS “THE SMALL 
HOUSE”. 

FOR FOOD SAUCE, NAMELY CHILI SALSA (U.S. CL. 
46). 

FIRST USE 2-22-1987; IN COMMERCE 2-22-1987. 


SN 650,948. TERZIS, GEORGE, DBA G.T. MARKETING, 
INC., SANTA ANA, CA. FILED 3-23-1987. 


U.S. MINT 


OWNER OF U.S. REG. NO. 890,994. 
FOR CANDY (U.S. CL. 46). 
FIRST USE 8-5-1986; IN COMMERCE 8-5-1986. 


SN 652,306. HUGHES, MARCIE, DBA BOOJA-BOOJA CO., 
SAN RAFAEL, CA. FILED 3-30-1987. 


BOOJA-BOOJA 


THE ENGLISH TRANSLATION OF TERM “BOOJA- 
BOOJA” IN THE MARK IS “KISS-KISS” OR “SWEET, 
HAPPY BABY”. 

FOR CANDY (USS. CL. 46). 

FIRST USE 2-12-1987; IN COMMERCE 2-12-1987. 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


CLASS 30—(Continued). 


SN 653,131. PJ. FOODS, INC., HOUSTON, TX. FILED 
4-6-1987. 


MISS PENNY’S 


FOR SNACK MIX CONSISTING OF CEREALS, PRET- 
ZELS, NUTS COOKED IN SPICES, SOLD IN TINS, BAGS, 
AND CERAMICS (U.S. CL. 46). 

FIRST USE 9-17-1986; IN COMMERCE 9-17-1986. 


SN 658,426. DURICK, DANIEL R., COSTA MESA, CA. 
FILED 5-1-1987. 


ERICA SORENSON 


THE NAME “ERICA SORENSON” DOES NOT IDENTI- 
FY A LIVING INDIVIDUAL. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 4-17-1987; IN COMMERCE 4-17-1987. 


SN 658,813. CALISE & SONS RAKERY, INC., PROVI- 
DENCE, RI. FILED 5-4-1987. 


. altZia,,. 
ontiMan. 


OWNER OF US. REG. NO. 1,193,447. 

SEC. 2(F). 

FOR BREAD (USS. CL. 46). 

FIRST USE 4-9-1979; IN COMMERCE 4-9-1979. 





JANUARY 5, 1988 


CLASS 30—(Continued). 


SN 660,531. H.E. BUTT GROCERY COMPANY, SAN ANTO- 
NIO, TX. FILED 5-13-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEXAS PECAN AND MESQUITE HONEY”, APART 
FROM THE MARK AS SHOWN. 

THE LINING AND STIPPLING SHOWN ON THE 
MARK IS A FEATURE OF THE MARK AND DOES NOT 
INDICATE COLOR. 

FOR ICE CREAM (U.S. CL. 46). 

FIRST USE 4-7-1987; IN COMMERCE 4-7-1987. 


SN 662,896. INTERSTATE BRANDS CORPORATION, 
KANSAS CITY, MO. FILED 5-26-1987. 


DELI GOLDEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELI”, APART FROM THE MARK AS SHOWN. 

FOR SANDWICHES (U.S. CL. 46). 

FIRST USE 4-12-1987; IN COMMERCE 4-12-1987. 


SN 662,899. iNTERSTATE BRANDS CORPORATION, 
KANSAS CITY, MO. FILED 5-26-1987. 


DELI CASE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELI”, APART FROM THE MARK AS SHOWN. 

FOR SANDWICHES (U.S. CL. 46). 

FIRST USE 4-12-1987; INCOMMERCE 4-12-1987. 
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SN 662,905. INTERSTATE BRANDS CORPORATION, 
KANSAS CITY, MO. FILED 5-26-1987. 


DELI STATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELI”, APART FROM THE MARK AS SHOWN. 

FOR SANDWICHES (U.S. CL. 46). 

FIRST USE 4-12-1987; IN COMMERCE 4-12-1987. 


SN 662,910. INTERSTATE BRANDS CORPORATION, 
KANSAS CITY, MO. FILED 5-26-1987. 


DELI CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELI”, APART FROM THE MARK AS SHOWN. 

FOR SANDWICHES (U.S. CL. 46). 

FIRST USE 4-12-1987; IN COMMERCE 4-12-1987. 


SN 663,279. SILVER PALATE, INC., THE, NEW YORK, NY. 
FILED 5-27-1987. 


PALATE SAUCE 


OWNER OF USS. REG. NOS. 1,163,938 AND 1,166,845. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAUCE”, APART FROM THE MARK AS SHOWN. 

FOR FOOD, NAMELY, PASTA SAUCE (US. CL. 46). 

FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 


SN 663,280. SILVER PALATE, INC., THE, NEW YORK, NY. 
FILED 5-27-1987. 


PALATE PASTA 


OWNER OF U.S. REG. NOS. 1,163,938 AND 1,166,845. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PASTA”, APART FROM THE MARK AS SHOWN. 

FOR FOOD, NAMELY, PASTA (U.S. CL. 46). 

FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 
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SN 665,541. SARA LEE CORPORATION, WINSTON- 


SALEM, NC. FILED 6-8-1987. 


CARE DE LA NUIT 


THE ENGLISH TRANSLATION OF THE WORD “CAFE 
DE LA NUIT” IN THE MARK IS “COFFEE OF THE 
NIGHT”. 

FOR COFFEE (U.S. CL. 46). 

FIRST USE 12-31-1986; INCOMMERCE 12-31-1986. 


SN 668,120. CONTINENTAL BAKING COMPANY, ST. 
LOUIS, MO. FILED 6-22-1987. 


ala Carte 


FOR PACKAGED CAKES (USS. CL. 46). 
FIRST USE 6-2-1987; INCOMMERCE 6-2-1987. 


SN 670,173. DANNON COMPANY, INC., THE, WHITE 
PLAINS, NY. FILED 7-6-1987. 


DANNON 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR FROZEN YOGURT (USS. CL. 46). 

FIRST USE 5-4-1987; IN COMMERCE 5-4-1987. 


1,265,165, 1,392,527 AND 


SN 670,718. DIET TABS, INC., BROOKLINE, MA. FILED 
7-7-1987. 


ALMOND TEA SNAPS 


NO CLAIM IS MADE TO THB EXCLUSIVE RIGHT TO 
USE “ALMOND”, APART FROM THE MARK AS SHOWN. 

FOR COOKIES (U.S. CL. 46). 

FIRST USE 6-25-1987; IN COMMERCE 6-25-1987. 
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SN 671,201. MORGAN, HENRY S., DBA MR. HENRY’S 
GOURMET COOKIES, OPP, AL. FILED 7-13-1987. 


MR. HENRY’S 


FOR BAKERY GOODS, NAMELY, COOKIES (U.S. CL. 
46). 
FIRST USE 4-9-1987; IN COMMERCE 4-9-1987. 


SN 671,284. NATURADE PRODUCTS, INC., PARAMOUNT, 
CA. FILED 7-13-1987. 


MEGA PROTEIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROTEIN”, APART FROM THE MARK AS SHOWN. 

FOR NUTRITIONAL POWDER CONTAINING PRO- 
TEIN AND NATURAL ENZYMES USED TO MAKE A 
PROTEIN SHAKE (USS. CL. 46). 

FIRST USE 6-15-1987; IN COMMERCE 7-1-1987. 


SN 672,981. WALTERS, DONALD, CINCINNATI, 
FILED 7-20-1987. 


SUGAR BOOGERS 


OH. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUGAR”, APART FROM THE MARK AS SHOWN. 

FOR BUBBLE GUM (U.S. CL. 46). 

FIRST USE 7-17-1987; IN COMMERCE 7-17-1987. 


SN 673,175. DERST BAKING COMPANY, INC., SAVAN- 
NAH, GA. FILED 7-20-1987. 


NANA NUT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NUT”, APART FROM THE MARK AS SHOWN. 

FOR SNACK CAKES (U.S. CL. 46). 

FIRST USE 3-16-1987; IN COMMERCE 3-16-1987. 


SN 673,563. PALMEX ALIMENTOS, S.A. DE C.V., MON- 
TERREY, NUEVO LEON, MEXICO, FILED 7-21-1987. 


DUROS 


THE ENGLISH TRANSLATION OF THE TERM 
“DUROS” IN THE MARK IS “HARD”. 

FOR FOOD PRODUCTS, NAMELY WHEAT MIX PEL- 
LETS USED AS A SNACK FOOD (U.S. CL. 46). 

FIRST USE 9-30-1985; IN COMMERCE 9-30-1985. 
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SN 674,205. DALLIS BROS. INC., OZONE PARK, QUEENS, 
NY. FILED 7-24-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COFFEE”, APART FROM THE MARK AS SHOWN. 

FOR COFFEE AND TEA (U.S. CL. 46). 

FIRST USE 5-6-1987; IN COMMERCE 5-19-1987. 


SN 674,596. JOHN MORRELL & CO., NORTHFIELD, IL. 
FILED 7-27-1987. 


AUSSIE SHEEP DIP 


FOR SEASONING FOR SNACK FOOD DIPS (U.S. CL. 
46). 
FIRST USE 6-1-1987; IN COMMERCE 6-1-1987. 


SN 674,613. JOHN MORRELL & CO., NORTHFIELD, IL. 
FILED 7-27-1987. 


BUFFALO CHIP 


FOR SEASONING FOR SNACK FOODS (U.S. CL. 46). 
FIRST USE 6-1-1987; INCOMMERCE 6-1-1987. 
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SN 674,669. RHEE BROS., INC., COLUMBIA, MD. FILED 
7-27-1987. 


st = OD] 
KOREAN RICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KOREAN RICE” AND THE FOREIGN CHARAC- 
TERS WHICH ARE THE EQUIVALENT OF “TOP QUAL- 


- ITY RICE” , APART FROM THE MARK AS SHOWN. 


THE LINING SHOWN ON THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE ENGLISH TRANSLATION OF THE FOREIGN 
CHARACTERS IN THE CENTER OF THE DESIGN IS 
“RICE”; THE ENGLISH TRANSLATION OF THE FOR- 
EIGN CHARACTERS UNDER THE CENTER DESIGN IS 
“TOP QUALITY RICE”. 

FOR RICE (U.S. CL. 46). 

FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 


SN 674,951. GENERAL MILLS, INC., MINNEAPOLIS, MN. 
FILED 7-27-1987. 


ICE CREAM JONES 


FOR READY-TO-EAT BREAKFAST CEREAL (USS. CL. 
46). 
FIRST USE 7-21-1987; IN COMMERCE 7-21-1987. 
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SN 675,530. NOODLES BY LEONARDO, INC., ST. PAUL, SN 676,621. GELATINAS ART, S.A. DE C.V., SAN ANTO- 
MN. FILED 7-30-1987. NIO, MEXICO, FILED 8-4-1987. 


|| [Papa , 
Ufouigis 


/ 


FOR PASTA - NAMELY, NOODLES (U.S. CL. 46). 
FIRST USE 12-0-1981; INCOMMERCE 12-0-1981. 


FOR POP ICE STICKS (U.S. CL. 46). 
FIRST USE 4-28-1987; IN COMMERCE 4-28-1987. 


SN 676,338. CHEF PIERRE, INC., TRAVERSE CITY, MI. 
FILED 8-3-1987. 


SN 676,755. LIGHTLIFE FOODS, INCORPORATED, 
GREENFIELD, MA. FILED 8-6-1987. 


HEATWAVE 
COOKIE HEAVEN 


FOR FROZEN SANDWICHES (U.S. CL. 46). 


FIRST USE 6-3-1967; IN COMMERCE 6-3-1967. FOR READY TO BAKE COOKIE BATTER (US. CL. 46). 
FIRST USE 10-26-1986; IN COMMERCE 12-1-1986. 


79, 180. Vv , INC, VER, 
SN 676,558. CORPORATE FOODS LIMITED, ETOBICOKE, yan rE ib loey NO LANDOVER 


ONTARIO, CANADA, FILED 8-4-1987. 


NOBODY DELIVERS TASTE 
HOME OVEN LIKE PIZZA MOVERS 


OWNER OF U.S. REG. NO. 1,396,000. 
OWNER OF CANADA REG. NO. 218909, DATED FOR HOT PIZZA PIES MADE TO ORDER FOR CON- 
2-11-1977, EXPIRES 2-11-1992. SUMPTION OFF THE PREMISES (U.S. CL. 46). 
FOR BREAD AND ROLLS (US. CL. 46). FIRST USE 7-19-1986; IN COMMERCE 7-19-1986. 
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PRODUCTS 
SN 641,549. TROPICA AQUARIUMPLANTS APS, EGAA, 


SN 625,809. SALYER LAND COMPANY, DBA SALYER DENMARK, FILED 1-28-1987. 
AMERICAN FRESH FOODS, CORCORAN, CA. FILED 
10-17-1986. 


AMERICAN PRIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


ase ee» APART FROM THE MARK AS tropi Cc a 


FOR FRESH VEGETABLES SOLD ONLY AT THE 
WHOLESALE LEVEL (U.S. CL. 46). 
FIRST USE 10-3-1986; INCOMMERCE 10-3-1986. 


FOR LIVE AQUARIUM PLANTS (U.S. CL. 1). 
FIRST USE 8-0-1970; IN COMMERCE 4-0-1982. 


SN 640,043. CIBA-GEIGY CORPORATION, ARDSLEY, NY. SN 644,918. COUNTRY ROAD GREENHOUSES, INC, 
FILED 1-16-1987. MALTA, IL. FILED 2-17-1987. 


PRAIRIE PLUGS 


| 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLUGS”, APART FROM THE MARK AS SHOWN. 
FOR WILDFLOWERS GROWN IN POTS WHICH ARE 


APPROXIMATELY TWO INCHES WIDE BY TWO 
INCHES DEEP (U.S. CL. 1). 
FIRST USE 8-1-1983; IN COMMERCE 8-15-1983. 


FOR HYBRID AGRICULTURAL SEEDS (U.S. CL. 1). 
FIRST USE 12-4-1986; IN COMMERCE 12-4-1986. 


SN 663,024. KAHN, GENE, DBA CASCADIAN FARM, 
ROCKPORT, WA. FILED 5-26-1987. 


SN 640,141. FRANK PAXTON COMPANY, FORT WORTH, 
TX. FILED 1-16-1987. 


THOROUGHBRED PAX: 
WOOD SHAVINGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THOROUGHBRED” AND “SHAVINGS”, APART 


FROM THE MARK AS SHOWN. 

FOR TREATED WOOD SHAVINGS FOR STABLE BED- FOR FRESH PRODUCE, NAMELY POTATOES, CAR- 
DING (U.S. CL. 1). ROTS, AND BEETS (U.S. CL. 46). 

FIRST USE 12-8-1986; IN COMMERCE 12-8-1986. FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 
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SN 664,680. LEVY & COMPANY, INC., POMPANO BEACH, 


FL. FILED 6-4-1987. 


OWNER OF U.S. REG. NO. 1,236,625. : 

FOR FRESH PRODUCE, NAMELY, APPLES, PEARS, 
PEACHES AND PLUMS (U.S. CL. 46). 

FIRST USE 8-27-1981; INCOMMERCE 8-27-1981. 


SN 666,222. FROELICH, LEO, DBA LEO FROELICH 
FEEDS, THIEF RIVER FALLS, MN. FILED 6-12-1987. 


PET SORB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET”, APART FROM THE MARK AS SHOWN. 

FOR CAT LITTER (U.S. CL. 1). 

FIRST USE 4-28-1987; IN COMMERCE 4-28-1987. 


SN 666,677. ABBOTT & COBB, INC., FEASTERVILLE, PA. 
FILED 6-15-1987. 


SUMMER SWEET 


OWNER OF U.S. REG. NO. 1,331,161. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SWEET”, APART FROM THE MARK AS SHOWN. 

FOR PEPPER SEEDS AND FRESH PEPPERS (U.S. CLS. 
1 AND 46). 

FIRST USE 12-1-1985; IN COMMERCE 12-1-1985. 
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SN 667,594. WASHINGTON FISH & OYSTER CO. OF 
CALIF., SAN FRANCISCO, CA. FILED 6-22-1987. 


OWNER OF U.S. REG. NOS. 691,079, 835,713 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MACKEREL 4 CATS”, APART FROM THE MARK 
AS SHOWN. 

THE DRAWING IS STIPPLED TO INDICATE SHAD- 
ING. 

FOR CANNED CAT FOOD (US. CL. 46). 

FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 


SN 675,126. SEABOARD SEED COMPANY, BRISTOL, IL. 
FILED 7-29-1987. 


ESTATE MIXTURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MIXTURE”, APART FROM THE MARK AS 
SHOWN. 

FOR GRASS SEED (U.S. CL. 1). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 677,811. FARMERS FEED MILL, INC., LEXINGTON, 
KY. FILED 8-11-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FEEDS”, APART FROM THE MARK AS SHOWN. 

FOR LIVESTOCK FEEDS (U.S. CL. 46). 

FIRST USE 6-21-1984; IN COMMERCE 6-24-1986. 
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SN 678,456. SUN WORLD INTERNATIONAL, INC., BA- 
KERSFIELD, CA. FILED 8-14-1987. 


FOR FRESH CITRUS FRUIT (U.S. CL. 46). 
FIRST USE 5-30-1987; INCOMMERCE 5-30-1987. 


SN 679,282. CURTICE-BURNS FOODS, INC., ROCHESTER, 
NY. FILED 8-19-1987. 


THUNDER CORN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “CORN”, APART FROM THE MARK AS SHOWN. 
FOR UNPOPPED POPCORN (U.S. CLS. 1 AND 46). 
FIRST USE 8-14-1987; IN COMMERCE 8-14-1987. 


SN 679,681. MONROVIA NURSERY COMPANY, AZUSA, 
CA. FILED 8-17-1987. 


KOBOLD 


FOR LIVE ORNAMENTAL PLANTS (U.S. CL. 1). 
FIRST USE 3-0-1970; IN COMMERCE 3-0-1970. 


SN 679,684. MONROVIA NURSERY COMPANY, AZUSA, 
CA. FILED 8-17-1987. 


WESTMONT 


FOR LIVE ORNAMENTAL PLANTS (U.S. CL. 1). 
FIRST USE 12-0-1966; INCOMMERCE 12-0-1966. 
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SN 679,797. KENT FEEDS, INC., MUSCATINE, IA. FILED 
8-21-1987. 


ENERGIBLOCK 


OWNER OF US. REG. NO. 1,201,351 AND OTHERS. 
FOR LIVESTOCK FEED (U.S. CL. 46). 
FIRST USE 2-18-1984; IN COMMERCE 2-18-1984. 


SN 680,679. AMERICAN PET FOOD COMPANY, BIR- 
MINGHAM, AL. FILED 8-26-1987. 


MAXI-TRITION 


FOR PET FOODS (U.S. CL. 46). 
FIRST USE 8-7-1987; IN COMMERCE 8-7-1987. 


SN 681,468. AMERICAN 
FILED 8-31-1987. 


FARMS, INC., SALINAS, CA. 


FOR FRESH VEGETABLES (U.S. CL. 46). 
FIRST USE 6-12-1987; IN COMMERCE 6-12-1987. 


SN 681,532. ISELI NURSERY, INC., BORING, OR. FILED 
8-31-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NURSERY”, APART FROM THE MARK AS 
SHOWN. 

FOR LIVING PLANTS, NAMELY, DWARF CONIFERS 
(U.S. CL. 1). 

FIRST USE 1-0-1980; IN COMMERCE 1-0-1980. 
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SN 682,564. UNITED BRANDS COMPANY, NEW YORK, 
NY. FILED 9-4-1987. 


MELORIPE 


OWNER OF U.S. REG. NO. 221,055. 
FOR FRESH FRUIT (U.S. CL. 46). 
FIRST USE 4-7-1926; IN COMMERCE 4-7-1926. 


CLASS 32—LIGHT BEVERAGES 


SN 599,891. CASABLANCA COMPANY, INC., HOUSTON, 
TX. FILED 5-20-1986. 

















NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHINA” AND “BEER”, APART FROM THE MARK 
AS SHOWN. 

THE LINING IN THE WATER BACKGROUND BEHIND 
THE GEISHA GIRL AND THE TREE IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE A PARTICU- 
LAR COLOR. 

FOR BEER (U.S. CL. 48). 

FIRST USE 12-28-1984; IN COMMERCE 12-28-1984. 
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SN 626,896. FABRICA DE CERVEJAS E REFRIGERANTES 
JOAO DE MELO ABREU, LDA., AZORES, PORTUGAL, 
FILED 10-27-1986. 


imine 
ANANES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ANANAS”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“ANANAS” IN THE MARK IS “PINEAPPLE”. 

FOR FRUIT DRINKS CONTAINING WATER (U.S. CL. 
45). 

FIRST USE 9-27-1976; IN COMMERCE 11-11-1978. 


SN 627,026. FABRICA DE CERVEJAS E REFRIGERANTES 
JOAO DE MELO ABREU, LDA., AZORES, PORTUGAL, 
FILED 10-27-1986. 


MUNRYNCULYA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARACUJA”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “MAR- 
ACUJA” IN THE MARK IS “PASSION FRUIT”. 

FOR FRUIT DRINKS CONTAINING WATER (U.S. CL. 
45). 
FIRST USE 5-6-1972; IN COMMERCE 7-24-1981. 


SN 634,941. DWYER, JOSEPH MICHAEL, MIAMI, FL. 
FILED 12-11-1986. 


BARNABY’S BUBBLY 
BRANCH WATER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUBBLY BRANCH WATER”, APART FROM THE 
MARK AS SHOWN. 

FOR BOTTLED DRINKING WATER (U.S. CL. 45). 

FIRST USE 10-31-1985; IN COMMERCE 10-31-1985. 
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SN 654,072. GAUNTLETT, KENNETH W., EAST ROCHES- 
TER, NY. FILED 4-9-1987. 


RIGHT DOWN TO THE 
BUBBLES 


FOR NON-ALCOHOLIC APPLE CIDER (U.S. CL. 46). 
FIRST USE 3-18-1987; IN COMMERCE 3-18-1987. 


SN 661,093. APOLLINARIS BRUNNEN AG, BAD NEUEN- 
AHR-AHRWEILER, FED REP GERMANY, FILED 
5-15-1987. 


JOHANNIS QUELL 


OWNER OF FED REP GERMANY REG. NO. 1077088, 
DATED 6-10-1985, EXPIRES 8-2-1993. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUELL”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“QUELL” IN THE MARK IS “SPRING, SOURCE, FOUN- 
TAIN”. 

FOR MINERAL WATER (U.S. CL. 45). 


SN 663,972. BRAUEREI BECK, BREMEN, FED REP GER- 
MANY, FILED 6-1-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIGHT”, APART FROM THE MARK AS SHOWN. 

FOR BEER (U.S. CL. 48). 

FIRST USE 2-17-1987; IN COMMERCE 2-17-1987. 
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SN 673,440. PITTSBURGH BREWING COMPANY, PITTS- 
BURGH, PA. FILED 7-20-1987. 


OWNER OF U.S. REG. NOS. 641,517 AND 643,376. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIGHT” AND “MADE IN THE USA”, APART FROM 
THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS RED, GOLD, 
AND BLUE. 

SEC. 2(F) AS TO THE WORD “AMERICAN”. 

FOR BEER (US. CL. 48). 

FIRST USE 5-0-1987; IN COMMERCE 5-0-1987. 


SN 673,442. PITTSBURGH BREWING COMPANY, PITTS- 
BURGH, PA. FILED 7-20-1987. 


THE AMERICAN BEER 
COMPANY 


OWNER OF U.S. REG. NOS. 641,517 AND 643,376. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEER COMPANY”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO THE WORD “AMERICAN”. 

FOR BEER (U.S. CL. 48). 

FIRST USE 5-0-1987; IN COMMERCE 5-0-1987. 


SN 675,290. LEISURE TIME ICE, INC., MAMARONECK, 
NY. FILED 7-27-1987. 


LEISURE TIME 


OWNER OF U.S. REG. NO. 1,183,157. 
FOR BOTTLED WATER (U.S. CL. 45). 
FIRST USE 7-0-1980; IN COMMERCE 7-0-1980. 
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SN 597,167. BELLAMY INTERNATIONAL (DENMARK) 
LTD. APS, LYNGE, DENMARK, FILED 5-7-1986. 


COFFEE BELLAMY 


PRIORITY CLAIMED UNDER SEC. 44D) ON DEN- 
MARK APPLICATION NO. 1660/86, FILED 3-13-1986, 
REG. NO. 2733, DATED 8-21-1987, EXPIRES 8-21-1997. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COFFEE”, APART FROM THE MARK AS SHOWN. 

FOR COFFEE LIQUEUR (U.S. CL. 49). 


SN 600,424. PURSER, J. ELIZABETH, SEATTLE, WA. AS- 
SIGNEE OF ALHADEFF, HARRY D., BELLEVUE, WA. 
AND PURSER, J. ELIZABETH, BELLEVUE, WA. 
FILED 5-23-1986. 


Northwest Daily 


FOR WINE (U.S. CL. 47). 
FIRST USE 12-30-1985; INCOMMERCE 3-28-1986. 


SN 612,419. CANTINA SOCIALE COOPERATIVA DI 
MARINO  S.R.L., FRATTOCCHIE, ROMA, ITALY, 
FILED 8-1-1986. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 34961C/86, FILED 7-17-1986, REG. NO. 
451312, DATED 1-15-1987, EXPIRES 7-17-2006. 

THE ENGLISH TRANSLATION OF THE WORD 
“GOTTO D’ORO” IN THE MARK IS “GOLD MUG”. 

FOR WINE, WHISKEY, RUM, BRANDY, VODKA, }I- 
QUEURS (U.S. CLS. 47 AND 49). | 
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SN 623,239. DE MONTESQUIEU, CHARLES, BARON, 


SAINT GERMAIN DU PUCH, FRANCE, FILED 
10-1-1986. 


OWNER OF FRANCE REG. NO. 1316215, DATED 
10-31-1984, EXPIRES 10-31-1994. 
“CHARLES DE MONTESQUIEU” 
LIVING INDIVIDUAL WHOSE CONSENT 
RECORD. 

THE ENGLISH TRANSLATION OF THE WORDS 
“BARON CHARLES DE MONTESQUIEU” IS “CHARLES 
THE SECOND, BARON OF MONTESQUIEU”. 


FOR WINES (U.S. CL. 47). 


IDENTIFIES A 
IS OF 


SN 624,930. SOCIETE DES VINS DE FRANCE, GENNE- 
VILLIERS CEDEX, FRANCE, FILED 10-10-1986. 


VALPIERRE 


OWNER OF FRANCE REG. NO. 1274366, DATED 
5-30-1984, EXPIRES 5-30-1994. 

FOR WINES, SPARKLING WINES, CHAMPAGNES, 
WINE COCKTAILS, WINE-BASED APERITIFS (U.S. CL. 


47). 
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SN 630,051. BODEGAS FELIX SOLIS, S.A., VALDEPENAS 
(CIUDAD REAL), SPAIN, FILED 11-10-1986. 


DIEGO DE ALMAGRO 


OWNER OF SPAIN REG. NO. 987806/8, 
10-20-1982, EXPIRES 10-20-2002. 
FOR WINES (U.S. CL. 47). 


DATED 


SN 637,287. CALIFORNIA CAFE RESTAURANT CORPO- 
RATION, MILL VALLEY, CA. FILED 12-29-1986. 


Caleifoeata Cafa 


Par F Frill 


FOR WINES (U.S. CL. 47). 
FIRST USE 8-9-1985; IN COMMERCE 8-9-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 33—(Continued). 


SN 639,088. EETABLISSEMENTS PELLISSON S.A., 
COGNAC (CHARENTE), FRANCE, FILED 1-12-1987. 


te SS a ae ae! FEDER tat TS 


nu 


ee Te 


TUR LS WAS ae OS ei NS TN LA 


ct 


Sa ae 7 SaaS ike aT eS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 820441, FILED 10-24-1986, REG. NO. 
1376170, DATED 10-24-1984, EXPIRES 10-24-1994. 

OWNER OF U.S. REG. NO. 1,442,373. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “C” AND “COGNAC”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREY, 
GOLD, ORANGE, YELLOW AND RED, AND COLOR IS 
CLAIMED AS A FEATURE OF THE MARK. 

THE ENGLISH TRANSLATION OF THE WORD 
“PERE” IN THE MARK IS “FATHER” AND THE LETTER 
“C” STANDS FOR “COMPANY”. 

FOR ALCOHOLIC LIQUEURS (U.S. CL. 49). 
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SN 640,204. PRZEDSIEBIORSTWO HANDLU ZAGRAN- 
ICZNEGO AGROS, WARSZAWA, POLAND, FILED 


1-16-1987. 


FOR VODKA (USS. CL. 49). 
FIRST USE 8-31-1976; IN COMMERCE 1-31-1984. 


SN 641,854. ROCCA DELLE MACIE S.P.A., ROME, ITALY, 
FILED 1-29-1987. 


ROCCA DELLE MACIE 


OWNER OF ITALY REG. NO. 10672, DATED 6-30-1983, 
EXPIRES 12-23-2001. 

THE ENGLISH TRANSLATION OF THE WORDS 
“ROCCA DELLE MACIE” IN THE MARK IS “BIG ROCK 
IN A ROCKY PLACE”. 

FOR WINE (U.S. CL. 47). 


SN 656,646. RIDOUT WINES LIMITED/LES VINS RIDOUT 
LIMITEE, DBA CASABELLO WINES LIMITED AND 
DBA COUNTRY ROADS CIDER COMPANY, ONTARIO, 
CANADA, FILED 4-22-1987. 


COUNTRY ROADS 


OWNER OF U.S. REG. NO. 1,408,853. 
FOR HARD CIDER (U.S. CL. 47). 
FIRST USE 2-15-1984; IN COMMERCE 5-30-1985. 
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SN 666,782. CAVE COOPERATIVE DE VINS FINS DE 
TAIN L’HERMITAGE, TAIN L’HERMITAGE, FRANCE, 
FILED 6-15-1987. 


MICHEL COURTIAL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 9352, FILED 5-7-1987, REG. NO. 
1408012, DATED 5-7-1987, EXPIRES 5-7-1997. 

FOR WINES (U.S. CL. 47). 


SN 669,879. BEAVER WINE COMPANY, DBA MISSION 
VALLEY VINEYARDS, MARLBORO, NJ. FILED 
7-2-1987. 


MISSION VALLEY 


FOR WINES (U.S. CL. 47). 
FIRST USE 6-0-1982; IN COMMERCE 6-0-1982. 


SN 670,721. ROMPOPE SANTA CLARA, S.A. DE C.V., SAN 
ANDRES TETEPILCO, MEXICO, FILED 7-7-1987. 


THE LINING SHOWN IN THE MARK IS A FEATURE 


OF THE MARK AND NOT INTENDED TO INDICATE 
COLOR. 


FOR LIQUEURS (U.S. CL. 49). 
FIRST USE 0-0-1974; IN COMMERCE 0-0-1974. 
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SN 671,333. SCHILDT, RUSSELL C., JR., FELTON, CA. 


AND SCHILDT, BARBARA E., DBA NOBLE HILL 


VINEYARDS, FELTON, CA. FILED 7-13-1987. 


NOBLE HILL VINEYARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
APART FROM THE MARK AS 


USE “VINEYARDS”, 
SHOWN. 

FOR VARIETAL RED AND WHITE WINES (USS. CL. 
47). 
FIRST USE 5-7-1987; IN COMMERCE 5-7-1987. 


SN 671,419. EL TORITO RESTAURANTS, INC., IRVINE, 


CA. FILED 7-13-1987. 


BLUE MESA 


THE ENGLISH TRANSLATION OF THE TERM 
“MESA” IN THE MARK IS “PLATEAU”. 

FOR MARGARITA DRINK FOR CONSUMPTION ON 
THE PREMISES (U.S. CL. 49). 

FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


SN 676,890. ISC WINES OF CALIFORNIA, INC., AKA 
COLONY WINES, SAN FRANCISCO, CA. FILED 
8-6-1987. 


CRUSADER 


FOR WINES (U.S. CL. 47). 
FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 


SN 676,904. ISC WINES OF CALIFORNIA, INC., AKA 
CHARLES MARKHAM CHAMPAGNE CELLARS, SAN 
FRANCISCO, CA. FILED 8-6-1987. 


Royal 
KNIGHT’S 


FOR CHAMPAGNE (U.S. CL. 47). 
FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 34—SMOKERS’ ARTICLES 


SN 600,015. CONTINENTAL IMPORT-EXPORT CORPORA- 
TION, COLON FREE ZONE, PANAMA, FILED 
5-21-1986. 


OWNER OF PANAMA REG. NO. 36064, DATED 
2-26-1985, EXPIRES 2-26-1995. 

THE. STIPPLING IN THE MARK IS A FEATURE 
THEREOF, AND DOES NOT REPRESENT COLOR OR 
SHADING. 

THE NAME “JOSE LLOPIS” IS THE NAME OF A 
LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 

FOR RAW OR MANUFACTURED TOBACCO, CIGARS 
(“CIGARROS”) AND MATCHES (U.S. CLS. 8, 9 AND 17). 


SN 649,521. EMPRESA CUBANA DEL TABACO, TA CU- 
BATABACO, HAVANA CITY, CUBA, FILED 3-16-1987. 


OWNER OF CUBA REG. NO. 116213, DATED 3-15-1986, 
EXPIRES 3-15-2001. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUALITY GUARANTEED”, “CUBATABACO” AND 
“HAVANA”, APART FROM THE MARK AS SHOWN. 

THE DESIGN PORTION OF THE MARK CONTAINS A 
STYLIZED REPRESENTION OF A LEAF. 

FOR RAW TOBACCO, CUT TOBACCO, SMOKING TO- 
BACCO, CHEWING TOBACCO, SNUFFING TOBACCO, 
CIGARS, CIGARETTES, RAPPEE SNUFF, MATCHES, TO- 
BACCO PIPES, PIPE HOLDERS, ASHTRAYS, MATCH- 
BOOKS, CIGAR CASES AND HUMIDORS (US. CLS. 8, 9 
AND 17). 
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SN 675,740. BURGER SOHNE AG BURG, BURG AG, SWIT- 
ZERLAND, FILED 7-31-1987. 


OWNER OF SWITZERLAND REG. NO. 306154, DATED 
2-26-1987, EXPIRES 1-28-2000. 

THE ENGLISH TRANSLATION OF THE WORD “CON- 
FRERIE DU CIGARE D’OR” IN THE MARK IS “CONFRA- 
TERNITY OF THE GOLDEN CIGAR”. 

FOR CIGARS (U.S. CL. 17). 


SN 681,356. MORAN, ARNOLDO GALVEZ, GUATEMALA 
CITY, GUATEMALA, FILED 8-28-1987. 


PANACHROME 


FOR MATCHES (USS. CL. 9). 
FIRST USE 8-12-1987; IN COMMERCE 8-12-1987. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


SN 548,579. GERMANI, DINO, PROVIDENCE, RI. FILED 
7-17-1985. 


DINE OUT TONIGHT CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINE OUT” AND “CLUB”, APART FROM THE 
MARK AS SHOWN. 

FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY PROVIDING DISCOUNT COUPONS FOR 
MEALS AND ADMISSIONS TO THEATERS, SPORTING 
EVENTS, AND OTHER ENTERTAINMENT AT DIS- 
COUNT PRICES (U.S. CL. 101). 

FIRST USE 1-0-1963; INCOMMERCE 1-0-1963. 
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SN 616,388. OPPORTUNITIES AND SERVICES FOR SEN- 
IORS, INC., LOS ANGELES, CA. FILED 8-25-1986. 


TIME OF YOUR LIFE EXPO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXPO”, APART FROM THE MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING TRADE AND 
CONSUMER SHOWS AND EXPOSITIONS IN THE FIELD 
OF SERVICES AND PRODUCTS OF PARTICULAR IN- 
TEREST TO SENIOR CITIZENS (U.S. CL. 101). 

FIRST USE 3-0-1983; IN COMMERCE 3-0-1983. 


SN 623,337. MANAGED CARE CORPORATION, BROOK- 
LINE VILLAGE, MA. FILED 9-8-1986. 


MANAGED CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARE”, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS MANAGEMENT SERVICES REN- 
DERED IN THE FIELD OF HEALTH CARE DELIVERY 
SYSTEMS (U.S. CL. 101). 

FIRST USE 11-8-1984; IN COMMERCE 11-8-1984. 


SN 623,927. SOUTHERN VITAL RECORD CENTER, INC., 
FLORA, MS. FILED 10-3-1986. 


DATASAFE 


FOR AUTOMATED RETENTION, PROTECTION, REVI- 
TALIZATION, AND RETRIEVAL OF DATA (U.S. CL. 
101). 

FIRST USE 6-0-1983; INCOMMERCE 6-0-1983. 


SN 638,827. MITCHELL FEIN, 
FILED 1-8-1987. 


INC., HILLSDALE, NJ. 


IMPROSHARE/ 
HEALTHCARE 


OWNER OF U.S. REG. NO. 1,056,707. 

FOR BUSINESS CONSULTING SERVICES-—NAMELY, 
THE DEVISING, INSTALLING AND AIDING IN THE OP- 
ERATION OF WORK INCENTIVE PROGRAMS FOR 
OTHERS (U.S. CL. 101). 

FIRST USE 12-1-1986; INCOMMERCE 12-1-1986. 
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SN 644,079. GAUNTLETT, KENNETH W., EAST ROCHES- 
TER, NY. FILED 2-11-1987. 


KOPY KING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KOPY”, APART FROM THE MARK AS SHOWN. 

FOR COPYING OF DOCUMENTS FOR OTHERS (U.S. 
CL. 101). 

FIRST USE 7-19-1973; IN COMMERCE 7-19-1973. 


SN 654,061. HAYT, HAYT & LANDAU, EVANSTON, IL. 
FILED 4-9-1987. 


RMP 


FOR ASSISTING HEALTH CARE PROVIDERS IN COL- 
LECTING ACCOUNTS RECEIVABLE (U.S. CLS. 101 AND 
102). 

FIRST USE 1-31-1979; IN COMMERCE 1-31-1979. 


SN 663,446. TECHNOLOGY PARTNERSHIP, THE, GROSSE 
ILE, MI. FILED 5-29-1987. 


mE 
THE TECHNOLOGY PARTNERSHIP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGY PARTNERSHIP”, APART FROM 
THE MARK AS SHOWN. 

FOR BUSINESS CONSULTING SERVICE IN THE 
FIELD OF HIGH TECHNOLOGY (U.S. CL. 101). 

FIRST USE 6-20-1984; IN COMMERCE 8-2-1984. 


SN 670,208. SYNANON CHURCH, THE, BADGER, CA. 
FILED 7-6-1987. 


S.T.A.R.T. 


FOR CONSULTING SERVICES IN THE FIELD OF EM- 
PLOYEE SAFETY PROGRAMS FOR OTHERS (U.S. CL. 
101). 

FIRST USE 5-15-1985; IN COMMERCE 6-1-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 35—(Continued). 


SN 673,724. LEAHY & COMPANY, INC., BOSTON, MA. 
FILED 7-22-1987. 


LEAHY & COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPANY”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR PERSONNEL PLACEMENT AND RECRUITMENT 
SERVICES (U.S. CL. 101). 

FIRST USE 1-1-1982; IN COMMERCE 1-1-1982. 


SN 673,725. BAXTER O’BRIEN & ASSOCIATES, INC., 
BOSTON, MA. FILED 7-22-1987. 


BAXTER O’BRIEN & 
ASSOCIATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATES”, APART FROM THE MARK AS 
SHOWN. 

FOR PERSONNEL PLACEMENT AND RECRUITMENT 
SERVICES (U.S. CL. 101). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 673,863. MANSHEL, DAVID M., DBA INTELLIQUEST, 
NEWTON, MA. FILED 7-23-1987. 


INTELLIQUEST 


FOR PROVIDING INFORMATION RETRIEVAL AND 
DISTRIBUTION SERVICES (U.S. CL. 101). 
FIRST USE 7-0-1986; IN COMMERCE 7-0-1986. 


SN 673,990. ACL&G, INC., DBA A ONE SERVICE, ATLAN- 
TA, GA. FILED 7-23-1987. 


_A_ONE SERVICE _ 





FOR EMPLOYMENT AGENCY SERVICES (U.S. CL. 
101). 
FIRST USE 5-15-1985; IN COMMERCE 7-16-1986. 
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SN 674,745. MEDIVISION, INC., BOSTON, MA. FILED 
7-27-1987. 


SPECTRUM 800 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “800”, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING THE GOODS AND/OR SERVICES 
OF THE EYECARE PROFESSION THROUGH BROAD- 
CAST MEDIA ADVERTISEMENTS AND DIRECT MAIL 
(U.S. CL. 101). 

FIRST USE 4-16-1987; IN COMMERCE 4-16-1987. 


SN 674,851. NATIONAL DEMOGRAPHICS & LIFESTYLES, 
INC., DENVER, CO. FILED 7-27-1987. 


THE LIFESTYLE NETWORK 


OWNER OF U.S. REG. NOS. 1,154,150, 1,247,864 AND 
1,453,460. 

FOR MARKETING SERVICES, NAMELY COMPILING 
MARKETING AND CONSUMER INFORMATION INTO 
COMPUTERIZED DATABASES AND PROVIDING 
MARKET RESEARCH, MARKET REPORTS AND ANAL- 
YSES, AND OTHER INFORMATION USEFUL FOR MAR- 
KETING (USS. CL. 101). 

FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


SN 675,079. ARKANSAS BLUE CROSS AND BLUE 
SHIELD, LITTLE ROCK, AR. FILED 7-28-1987. 


USAble 


FOR BUSINESS CONSULTATION AND MARKET RE- 
SEARCH SERVICES; PREFERRED PROVIDER ORGANI- 
ZATION SERVICES; ADMINISTERING HEALTH COVER- 
AGE PLANS FOR SELF-INSURED BUSINESSES (U.S. CL. 
101). 

FIRST USE 4-0-1986; IN COMMERCE 6-24-1987. 


SN 676,177. RIGHT MANAGEMENT CONSULTANTS, 
INC., PHILADELPHIA, PA. FILED 8-3-1987. 


ZENITH 


FOR CAREER OUTPLACEMENT SERVICES (U.S. CL. 


101). 
FIRST USE 6-15-1987; IN COMMERCE 6-15-1987. 
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SN 676,385. A-PRO TEMPORARIES, INC., CHICAGO, IL. 
FILED 8-3-1987. 


A-PRO 


FOR TEMPORARY EMPLOYMENT SERVICES (U.S. CL. 
101). 
FIRST USE 7-1-1987; IN COMMERCE 7-20-1987. 


SN 677,263. GULL INDUSTRIES, INC., SEATTLE, WA. 
FILED 8-6-1987. 


THE FREQUENT FILLER 
FLIGHT PLAN 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS THROUGH DISTRIBUTION OF DISCOUNT 
COUPON BOOKS (U.S. CL. 101). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 677,399. DELANEY, JAMES H., DBA EAGLE TAX 
SERVICE, OXON HILL, MD. FILED 8-10-1987. 


agle Sax Service 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TAX SERVICE”, APART FROM THE MARK AS 
SHOWN. 

THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK. 

FOR TAX RETURN PREPARATION SERVICES (U.S. 
CL. 101). 

FIRST USE 8-21-1984; INCOMMERCE 8-21-1984. 


SN 677,429. GUIDELINE RESEARCH CORPORATION, 
NEW YORK, NY. FILED 8-10-1987. 


GUIDELINE 


FOR MARKET RESEARCH SERVICES (U.S. CL. 101). 
FIRST USE 2-0-1969; IN COMMERCE 2-0-1969. 
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SN 444,934. CITIBANK, N.A., NEW YORK, NY. FILED 
9-22-1983. 


EQUITY SOURCE ACCOUNT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACCOUNT”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 7-26-1983; IN COMMERCE 7-26-1983. 


SN 496,823. METROPOLITAN FEDERAL SAVINGS AND 
LOAN ASSOCIATION, BETHESDA, MD. FILED 
8-28-1984. 


METROPOLITAN FEDERAL 
SAVINGS AND LOAN 
ASSOCIATION 


SUBJECT TO CONCURRENT USE PROCEEDING WITH 
REGISTRATION NUMBER 1,212,702. APPLICANT 
CLAIMS EXCLUSIVE RIGHTS TO USE THE MARK IN 
THE ENTIRE UNITED STATES EXCEPT IN THE 
STATES OF TENNESSEE, KENTUCKY, MISSISSIPPI, 
ALABAMA, GEORGIA, FLORIDA, ARKANSAS, MISSOU- 
RI, SOUTH CAROLINA, NORTH CAROLINA, AND THE 
COUNTIES OF LEE, SCOTT, WISE, DICKINSON, BU- 
CHANAN, RUSSELL, WASHINGTON, SMYTH, TAZE- 
WELL, BLAND, WYTHE AND GRAYSON IN SOUTH- 
WESTERN VIRGINIA. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FEDERAL SAVINGS AND LOAN ASSOCIATION”, 
APART FROM THE MARK AS SHOWN. 

FOR SAVINGS AND LOAN ASSOCIATION SERVICES 
(U.S. CL. 102). 

FIRST USE 0-0-1954; IN COMMERCE 0-0-1954. 


SN 497,186. NORTH STAR STATE BANK OF ROSEVILLE, 
ROSEVILLE, MN. FILED 8-30-1984. 


noth star 


SUBJECT TO CONCURRENT USE PROCEEDING WITH 
NORSTAR BANCORP. INC.; APPLICANT CLAIMS EX- 
CLUSIVE RIGHT TO USE THE MARK FOR THE AREA 
COMPRISING THE STATES OF MINNESOTA AND WIS- 
CONSIN. 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 8-28-1971; INCOMMERCE 8-28-1971. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 497,188. NORTH STAR STATE BANK OF ROSEVILLE, 
ROSEVILLE, MN. FILED 8-30-1984. 


NORTH STAR 


SUBJECT TO CONCURRENT USE PROCEEDING WITH 
NORSTAR BANCORP, INC.; APPLICANT CLAIMS EX- 
CLUSIVE RIGHT TO USE THE MARK FOR THE AREA 
COMPRISIN®: THE STATES OF MINNESOTA AND WIS- 
CONSIN. 

FOR BANKING SERVICES (U.S. CL. 102). 

FIRST USE 8-28-1971; INCOMMERCE 8-28-1971. 


SN 624,543. BANK OF GUAM, AGANA, GUAM, FILED 
10-7-1986. 


PACIFIC EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “EXPRESS”, APART FROM THE MARK AS SHOWN. 
FOR AUTOMATED BANKING SERVICES (U.S. CL. 102). 
FIRST USE 5-20-1985; IN COMMERCE 5-20-1985. 


SN 629,667. TEACHER RETIREMENT SYSTEM OF 
TEXAS, AUSTIN, TX. FILED 11-10-1986. 


TRS- 


FOR ADMINISTRATION OF HEALTH INSURANCE 
(U.S. CLS. 101 AND 102). 
FIRST USE 9-1-1986; IN COMMERCE 9-1-1986. 


SN 640,173. MORGAN GUARANTY TRUST COMPANY OF 
NEW YORK, NEW YORK, NY. FILED 1-16-1987. 


STEMS 


FOR FINANCIAL INVESTMENT SERVICES, NAMELY, 
PROVIDING ZERO-COUPON OBLIGATIONS EVIDENC- 
ING AN INTEREST IN TAX EXEMPT MUNICIPAL 
BONDS (U.S. CL. 102). 

FIRST USE 12-8-1986; IN COMMERCE 12-8-1986. 
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SN 641,378. H. BECK, INC., SILVER SPRING, MD. FILED 
1-27-1987. 


HBI 


FOR FINANCIAL PLANNING SERVICES; MUTUAL 
FUND AND SECURITIES BROKERAGE SERVICES; AN- 
NUITY AND INSURANCE UNDERWRITING SERVICES; 
AND INVESTMENT ADVISORY SERVICES (U.S. CL. 102). 

FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 641,946. CONTINENTAL ILLINOIS NATIONAL BANK 
AND TRUST COMPANY OF CHICAGO, CHICAGO, IL. 
FILED 1-29-1987. 


PERSONAL RESERVE 


FOR BANKING SERVICES, SPECIFICALLY, A RE- 
VOLVING LINE OF CREDIT WHICH CAN BE DRAWN 
ON TO FUND, AMONG OTHER THINGS, OVERDRAFTS 
ON AN ASSOCIATED CHECKING ACCOUNT (U.S. CL. 
102). 

FIRST USE 8-6-1986; IN COMMERCE 8-6-1986. 


SN 643,239. CHICAGO BOARD OPTIONS EXCHANGE, 
INC., CHICAGO, IL. FILED 2-6-1987. 


OEX 


FOR OPTION MARKET SERVICES FEATURING 
MARKET INDEX OPTION CONTRACTS (U.S. CL. 102). 
FIRST USE 3-11-1983; INCOMMERCE 3-11-1983. 


SN 646,354. NYLIFE INC., 
2-25-1987. 


NEW YORK, NY. FILED 


MAINSTAY 


FOR FINANCIAL INVESTMENT AND MANAGEMENT 
SERVICES, NAMELY DISTRIBUTION AND ADMINIS- 
TRATION OF MUTUAL FUNDS FOR OTHERS (U.S. CL. 
102). 

FIRST USE 5-1-1986; IN COMMERCE 9-29-1986. 
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SN 649,256. HEINOLD HOG MARKET, INC., KOUTS, IN. 
FILED 3-13-1987. 


OWNER OF US. REG. NO. 921,286. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOG MARKETS”, APART FROM THE MARK AS 
SHOWN. 

FOR HOG BROKERAGE SERVICES (U.S. CLS. 101 AND 
102). 

FIRST USE 1-1-1956; INCOMMERCE 1-1-1956. 


SN 663,125. FIRST INTERSTATE BANCORP, LOS ANGE- 
LES, CA. FILED 5-26-1987. 


BALANCE PLUS 


OWNER OF U.S. REG. NOS. 829,938 AND 1,363,704. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BALANCE”, APART FROM THE MARK AS 
SHOWN. 

FOR AUTOMATED BANKING SERVICES (U.S. CL. 102). 

FIRST USE 10-1-1985; INCOMMERCE 10-1-1985. 


SN 665,711. MISSION LIFE INSURANCE COMPANY, 
HOUSTON, TX. FILED 6-10-1987. 


THE MISSION PLAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING OTHERS WITH THE OPPORTUNITY 
TO PRE-PAY FUNERAL EXPENSES BY MEANS OF LIFE 
INSURANCE (U.S. CL. 102). 

FIRST USE 1-30-1984; IN COMMERCE 1-30-1984. 
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SN 669,604. ONEIDA VALLEY NATIONAL BANK, 
ONEIDA, NY. FILED 7-1-1987. 


NV) 
ONEIDA VALLEY 


NATIONAL BANK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL BANK”, APART FROM THE MARK AS 
SHOWN. 

FOR COMMERCIAL BANKING SERVICES AND AUTO- 
MATED TELLER BANKING SERVICES (U.S. CL. 102). 

FIRST USE 2-25-1986; IN COMMERCE 2-25-1986. 


SN 669,821. FIRST AMERICAN NATIONAL BANK OF 
NASHVILLE, NASHVILLE, TN. FILED 6-29-1987. 


First Advantage 


OWNER OF US. REG. NO. 1,444,457. 
FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 1-22-1987; INCOMMERCE 1-22-1987. 


SN 670,550. MEDMARC INSURANCE COMPANY RISK RE- 
TENTION GROUP INCORPORATED, BURLINGTON, 
VT. FILED 7-6-1987. 


MEDMARC 


FOR PROVIDING INSURANCE UNDERWRITING AND 
REINSURANCE SERVICES TO MEMBERS (U.S. CL. 102). 
FIRST USE 1-1-1979; INCOMMERCE 1-1-1979. 


SN 675,080. ARKANSAS BLUE CROSS AND BLUE 
SHIELD, LITTLE ROCK, AR. FILED 7-28-1987. 


USAble 


FOR UNDERWRITING FOR HEALTH, LIFE, DISABIL- 
ITY AND CASUALTY INSURANCE; UNDERWRITING 
PREPAID LEGAL SERVICES (U.S. CL. 102). 

FIRST USE 4-0-1986; IN COMMERCE 6-24-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 36—(Continued). 


SN 675,446. GREATER NEW YORK SAVINGS BANK, 
THE, NEW YORK, NY. FILED 7-30-1987. 


“GREATER 


FOR BANKING AND FINANCIAL SERVICES (U.S. CL. 
102). 
FIRST USE 3-0-1975; IN COMMERCE 3-0-1975. 


SN 675,964. AMERICA FIRST CORPORATION, OMAHA, 
NE. FILED 8-3-1987. 


PREP 


FOR INVESTMENT SERVICES, NAMELY PROVIDING 
FOR OR ARRANGING FINANCIAL INTERESTS IN REV- 
ENUES DERIVED FROM REAL ESTATE EITHER DI- 
RECTLY OR INDIRECTLY (U.S. CL. 102). 

FIRST USE 10-2-1986; IN COMMERCE 10-2-1986. 


SN 676,877. LAND TITLE AGENCY, INC., CLEVELAND, 
OH. FILED 8-6-1987. 


ESCROWMOBILE 


FOR INSURANCE AND FINANCIAL (U.S. CL. 100). 
FIRST USE 7-16-1987; IN COMMERCE 7-16-1987. 


SN 677,025. FOUNDERS NATIONWIDE MORTGAGE COR- 
PORATION, DEERFIELD BEACH, FL. FILED 8-7-1987. 


FOUNDERS NATIONWIDE > Al 
MORTGAGE CORPORATION [) | U 


ee 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONWIDE MORTGAGE CORPORATION”, 
APART FROM THE MARK AS SHOWN. 

FOR MORTGAGE BROKERAGE AND MORTGAGE 
BANKING SERVICES (U.S. CL. 102). 

FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 


SN 679,879. HERITAGE MUTUAL INSURANCE COMPA- 
NY, SHEBOYGAN, WI. FILED 8-21-1987. 


CYCLE-PAK 


FOR MOTORCYCLE INSURANCE UNDERWRITING 
SERVICES (U.S. CL. 102). 
FIRST USE 3-1-1975; IN COMMERCE 3-1-1975. 
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CLASS 37—CONSTRUCTION AND REPAIR CLASS 37—(Continued). 


SN 614,449. RENTOKIL LIMITED, WEST SUSSEX, ENG- SN 650,715. KIRSCH, ERIC ALEXANDER, DBA ALEXAN- 
LAND, FILED 8-13-1986. DER THE GREAT PROFESSIONAL CLEANING SERV- 


ICE, STEUBENVILLE, OH. FILED 3-23-1987. 


SANITACT DISPOSAL 
SERVICE 


OWNER OF USS. REG. NO. 1,027,987. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISPOSAL SERVICE”, APART FROM THE MARK 
AS SHOWN. 

FOR DISPOSAL OF FEMININE SANITARY DRESS- 
INGS (U.S. CL. 103). 


FIRST USE 10-1-1980; IN COMMERCE 4-1-1985. PROFESSIONAL 
CLEANING SERVICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
SN 649,030. CONCEPTS IN CONCRETE, INC., TULSA, OK. USE “PROFESSIONAL CLEANING SERVICE” AND 
FILED 3-12-1987. “SINCE 1938”, APART FROM THE MARK AS SHOWN. 
FOR CARPET, UPHOLSTERY AND DRAPERY CLEAN- 
ING (U.S. CL. 103). 
FIRST USE 6-30-1938; INCOMMERCE 6-30-1938. 


CONCEPTS IN CONCRETE 


SN 658,723. U. S. SEALCOATING, INC., JACKSONVILLE, 
FL. FILED 5-4-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONCRETE”, APART FROM THE MARK AS 
SHOWN. A N A 

FOR CONSTRUCTION SERVICES, NAMELY THE CON- ERISEAL, INC. 
STRUCTION OF CONCRETE STRUCTURES THROUGH 


THE USE OF INFLATABLE FORMS (U.S. CL. 103). 
FIRST USE 6-21-1983; IN COMMERCE 6-21-1983. NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR CONSTRUCTION AND REPAIR OF PAVEMENT 
SERVICES (U.S. CL. 103). 

FIRST USE 3-6-1987; IN COMMERCE 3-6-1987. 


SN 649,574. GENERAL DATACOMM INC., MIDDLEBURY, SN 671,652. MEDX, INC., MIAMI, FL. FILED 7-13-1987. 


CT. FILED 3-16-1987. 


X-PRESS 24 IMERs XxX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE THE CADUCEUS SYMBOL, APART FROM THE 
USE “24”, APART FROM THE MARK AS SHOWN. MARK AS SHOWN. 
FOR MAINTENANCE AND REPAIR OF DATA COM- FOR INFECTIOUS WASTE COLLECTION AND DIS- 
MUNICATION EQUIPMENT (US. CL. 103). POSAL SERVICES (U.S. CL. 103). 
FIRST USE 9-24-1986; INCOMMERCE 10-6-1986. FIRST USE 10-20-1981; INCOMMERCE 1-9-1985. 
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SN 671,752. METRO DEVELOPMENT CORPORATION, 
PORTSMOUTH, VA. FILED 7-13-1987. 


Afelix 


DEVELOPMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DEVELOPMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR REAL ESTATE DEVELOPMENT SERVICES IN 
THE TOWNHOUSE, CONDOMINIUM, AND OFFICE 
WAREHOUSE FIELD (U.S. CL. 103). 

FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 673,772. TERZAKIS, PEGGI, DBA FINE SHINE, CHI- 
CAGO, IL. FILED 7-22-1987. 


FINE SHINE 


FOR VEHICLE RENEWING AND PAINT CUSTOMIZ- 
ING (U.S. CL. 103). 
FIRST USE 11-20-1985; IN COMMERCE 7-28-1986. 


SN 676,878. WIZZARD CLEANERS, INC., GLENVIEW, IL. 
FILED 8-6-1987. 


WIZZARD CLEANERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEANERS”, APART FROM THE MARK AS 
SHOWN. 

FOR DRY CLEANING SERVICES (U.S. CL. 103). 

FIRST USE 5-29-1987; IN COMMERCE 6-9-1987. 


SN 678,486. AACORN EXTERMINATING COMPANY, INC., 
JOHNS ISLAND, SC. FILED 8-14-1987. 


AACORN 


FOR PEST CONTROL, EXTERMINATING AND BUILD- 
ING DECONTAMINATION SERVICES (U.S. CL. 103). 
FIRST USE 9-30-1977; IN COMMERCE 9-30-1977. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 37—(Continued). 


SN 678,498. GARVEY CORPORATION, BLUE ANCHOR, 
NJ. FILED 8-14-1987. 


GARVEY 


OWNER OF US. REG. NOS. 832,480 AND 839,316. 

FOR CUSTOM MANUFACTURE, INSTALLATION AND 
MAINTENANCE OF CONVEYOR AND OTHER MATERI- 
AL HANDLING SYSTEMS FOR THE UNIT HANDLING 
AND SMALL PARTS INDUSTRIES FIELD (U.S. CL. 103). 

FIRST USE 0-0-1926; IN COMMERCE 0-0-1926. 


CLASS 38—COMMUNICATION 


SN 633,502. AMERICAN TELEPHONE AND TELEGRAPH 
COMPANY, NEW YORK, NY. FILED 12-2-1986. 


USA DIRECT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR OPERATOR-ASSISTED LONG DISTANCE TELE- 
PHONE COMMUNICATIONS SERVICES FOR ASSISTING 
TRAVELERS (U.S. CL. 104). 

FIRST USE 1-31-1986; INCOMMERCE 1-31-1986. 


SN 650,620. ORDERNET SERVICES, INC., COLUMBUS, 
OH. FILED 3-23-1987. 


GENTRAN 


FOR ELECTRONIC INTERCHANGE COMMUNICA- 
TION SERVICE FOR CONVERTING AND TRANSLAT- 
ING DOCUMENTS USING DIFFERENT STANDARDS 
AND FORMATS (U.S. CL. 104). 

FIRST USE 3-0-1986; IN COMMERCE 7-0-1986. 


SN 672,232. GTE CORPORATION, STAMFORD, CT. FILED 
7-15-1987. 


SMART PARK 


FOR TELECOMMUNICATIONS SERVICES (U.S. CL. 
104). 
FIRST USE 11-0-1985; INCOMMERCE 11-0-1986. 
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CLASS 38—(Continued). 


SN 675,441. HAMPTON ROADS EDUCATIONAL TELE- 
COMMUNICATIONS ASSOCIATION, INC., NORFOLK, 
VA. FILED 7-30-1987. 


REACHING AND TEACHING 
HAMPTON ROADS 


FOR PUBLIC TELEVISION AND RADIO BROADCAST- 
ING SERVICES (U.S. CL. 104). 
FIRST USE 3-1-1987; INCOMMERCE 3-1-1987. 


SN 676,257. AMERICAN ASSOCIATION OF RETIRED 
PERSONS, WASHINGTON, DC. FILED 8-3-1987. 


MATURITY NEWS SERVICE 


OWNER OF U.S. REG. NOS. 737,930 AND 1,423,349. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWS SERVICE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMMUNICATION SERVICES, NAMELY, A WIRE 
SERVICE DISSEMINATING NEWS OF INTEREST TO 
OLDER PEOPLE TO PRINT AND BROADCAST MEDIA 
(U.S. CL. 104). 

FIRST USE 6-8-1987; IN COMMERCE 6-8-1987. 


SN 676,258. AMERICAN ASSOCIATION OF RETIRED 
PERSONS, WASHINGTON, DC. FILED 8-3-1987. 


MNS 


FOR COMMUNICATION SERVICES, NAMELY, A WIRE 
SERVICE DISSEMINATING NEWS OF INTEREST TO 
OLDER PEOPLE TO PRINT AND BROADCAST MEDIA 
(U.S. CL. 104). 

FIRST USE 6-8-1987; INCOMMERCE 6-8-1987. 


SN 677,049. SMITH, JEFF, DBA CELLULAR CONCEPTS, 
BIRMINGHAM, AL. FILED 8-7-1987. 


Cellular Concepts 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CELLULAR”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IN THE MARK IS A FEATURE THERE- 
OF, AND DOES NOT REPRESENT COLOR. 

FOR CELLULAR PHONE LEASING SERVICES (U.S. 
CLS. 100 AND 104). 

FIRST USE 1-0-1987; IN COMMERCE 1-0-1987. 
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SN 677,295. MANHATTAN BROADCASTING COMPANY, 
INC., MANHATTAN, KS. FILED 8-10-1987. 


MALLRADIO 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 6-17-1987; IN COMMERCE 6-17-1987. 


SN 677,313. VICTORIA COMMUNICATIONS CORPORA- 
TION, DBA KVCT, VICTORIA, TX. FILED 8-10-1987. 


KVCT 


FOR TELEVISION BROADCASTING SERVICES (U.S. 
CL. 104). 
FIRST USE 4-15-1984; IN COMMERCE 4-15-1984. 


SN 677,373. SHAMROCK BROADCASTING, INC., BUR- 


BANK, CA. FILED 8-10-1987. 


WTVQ 


FOR TELEVISION BROADCAST SERVICES (U.S. CL. 
104). 
FIRST USE 12-20-1973; INCOMMERCE 12-20-1973. 


SN 677,633. SHAMROCK BROADCASTING, 
BANK, CA. FILED 8-10-1987. 


KXRX 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 1-7-1987; INCOMMERCE 1-7-1987. 


INC., BUR- 


SN 677,682. WEST BANK BROADCASTING CORPORA- 
TION, AUSTIN, TX. FILED 8-10-1987. 


KOKE 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 8-12-1958; INCOMMERCE 8-12-1958. 


SN 677,721. BUCK CWENS PRODUCTION COMPANY, 
INC., DBA KUZZ, BAKERSFIELD, CA. FILED 
8-11-1987. 


KUZZ 


FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 2-17-1966; IN COMMERCE 2-17-1966. 
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SN 677,805. SHAMROCK BROADCASTING, INC., BUR- 
BANK, CA. FILED 8-11-1987. 


KTAB 


FOR TELEVISION BROADCASTING SERVICES (U.S. 
CL. 104). 
FIRST USE 10-6-1979; IN COMMERCE 10-6-1979. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 633,289. NATIONAL CARD CONTROL, INC., RICH- 
MOND, VA. FILED 12-2-1986. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “24 HOUR TRAVEL CENTER”, APART FROM THE 
MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE A COLOR. 

FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 634,250. WIZARD CO., NY. 


FILED 12-8-1986. 


INC., GARDEN CITY, 


RED HOT 


FOR VEHICLE RENTING AND LEASING SERVICES 
(U.S. CLS. 100 AND 105). 
FIRST USE 10-26-1986; IN COMMERCE 10-26-1986. 


SN 646,757. ROSENBLUTH TRAVEL AGENCY, 
PHILADELPHIA, PA. FILED 2-26-1987. 


INC., 


ROSENBLUTH 


OWNER OF U.S. REG. NO. 1,381,816. 

SEC. 2(F). 

FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 
FIRST USE 5-0-1892; IN COMMERCE 5-0-1892. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—(Continued). 


SN 675,003. NATIONAL CAR RENTAL SYSTEM, INC., 
MINNEAPOLIS, MN. FILED 7-28-1987. 


EMERALD CLUB 


FOR AUTOMOBILE RENTAL AND LEASING SERV- 
ICES (U.S. CL. 105). 
FIRST USE 3-17-1987; IN COMMERCE 3-17-1987. 


SN 675,030. NATIONAL CAR RENTAL SYSTEM, INC., 
MINNEAPOLIS, MN. FILED 7-28-1987. 


EMERALD DIVIDEND 


FOR AUTOMOBILE RENTAL AND LEASING SERV- 
ICES (U.S. CL. 105). 
FIRST USE 3-17-1987; IN COMMERCE 3-17-1987. 


SN 677,440. RESERVESMART, INC., STAMFORD, CT. 
FILED 8-10-1987. 


RESERVESMART 


FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 
FIRST USE 4-15-1987; IN COMMERCE 4-15-1987. 


SN 678,575. TELE-FOOD, INC., DBA RESTAURANT EX- 
PRESS, SAN FRANCISCO, CA. FILED 8-13-1987. 


IT’S EASIER TO CALL 
THAN COOK 


FOR DELIVERY OF READY-TO-EAT FOODS AND 
BEVERAGES (U.S. CLS. 100 AND 105). 
FIRST USE 5-1-1987; IN COMMERCE 5-1-1987. 


CLASS 40—MATERIAL TREATMENT 


SN 678,412. POLAROID CORPORATION, CAMBRIDGE, 
MA. FILED 8-14-1987. 


POLAROID 


OWNER OF U.S. REG. NOS. 884,373, 
OTHERS. 

FOR DUPLICATION OF COMPUTER PROGRAMS ON 
DISKETTES AND MAGNETIC MEDIA; AND APPLICA- 
TION OF OPTICAL COATINGS (U.S. CLS. 101 AND 106). 

FIRST USE 9-0-1984; IN COMMERCE 9-0-1984. 


1,328,262 AND 
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CLASS 41—EDUCATION AND CLASS 41—(Continued). 
ENTERTAINMENT 


SN 634,560. BIENSTOCK, ERIC M., DBA ERIC M. BIEN- 


SN 596,132. FIRST MEDIA CORPORATION, ORLANDO, STOCK & ASSOCIATES, NEW YORK, NY. FILED 


FL. ASSIGNEE OF AND MERGER WITH OUTLET 12-10-1986. 


THINKING FOR 
R.E.S.U.L.TS. 


COMMUNICATIONS, INC./WCPX-TV, ORLANDO, FL. 
FILED 4-30-1986. 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS IN THE FIELD OF THE THINK- 
ING PROCESS (U.S. CL. 107). 

FIRST USE 1-1-1984; IN COMMERCE 1-1-1984. 


® SN 636,140. EXECUTIVE ETIQUETTE COMPANY, THE, 
To ect-a: | TAUNTON, MA. FILED 12-19-1986. 


THE MARK CONSISTS OF “PROTECT-A-KID” AND O veiling Oliguelle 


HAND PRINT DESIGN. 
FOR EDUCATION SERVICES, NAMELY, PRESENTING 
TELEVISION SHOWS TO CHILDREN AND PARENTS ON 
HOW TO ENSURE THE SAFETY OF CHILDREN (U.S. CL. 
107). NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
FIRST USE 8-18-1984; IN COMMERCE 8-18-1984. USE “ETIQUETTE”, APART FROM THE MARK AS 
SHOWN. 
FOR EDUCATIONAL SERVICES NAMELY, CONDUCT- 
ING SEMINARS ON BUSINESS AND SOCIAL PROTOCOL 
AND PROFESSIONAL IMAGE (U.S. CL. 107). 
SN 605,691. INTERNATIONAL TELEVISION NETWORK, FIRST USE 9-15-1986; IN COMMERCE 10-14-1986. 
SALT LAKE CITY, UT. FILED 6-23-1986. 


, SN 636,186. TH RECORDS & TAPES, INC. HIALEAH 
The International GARDENS, FL. FILED 12-19-1986. 


Television Network 
LOS HIJOS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE INTERNATIONAL TELEVISION NETWORK”, THE ENGLISH TRANSLATION OF THE WORDS “LOS 
APART FROM THE MARK AS SHOWN. HUJOS IN THE MARK IS "SONS" OR “THE SONS“. 

FOR TELEVISION PROGRAM SYNDICATION SERV- —_ FOR ENTERTAINMENT SERVICES IN THE NATURE 
ICES (U.S. CL. 107). OF A VOCAL AND INSTRUMENTAL GROUP (U.S. CL. 

FIRST USE 4-23-1986; IN COMMERCE 4-23-1986. 107). 

FIRST USE 9-28-1984; IN COMMERCE 9-28-1984. 


SN 630,600. ROCHE, WILLIAM J., DBA THE UNDEFEAT- 
ED ALL-GRUNT JUNGLE BAND, POUGHKEEPSIE, 


NY. FILED 11-17-1986. SN 638,704. CHANNER & BAGGE, ITASCA, IL. FILED 


1-8-1987. 


UNDEFEATED ALL GRUNT 
THE CONSERVATIVE 
JUNGLE BAND INVESTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAND”, APART FROM THE MARK AS SHOWN. SEC. 2(F). 

FOR ENTERTAINMENT SERVICES, NAMELY, LIVE FOR TELEVISION PROGRAM SERVICES PROVIDING 
PERFORMANCES BY A MUSICAL BAND (U.S. CL. 107). INVESTMENT OPINION (U.S. CL. 107). 

FIRST USE 5-7-1984; INCOMMERCE 10-10-1984. FIRST USE 7-13-1986; IN COMMERCE 7-13-1986. 
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SN 645,998. PERSONAL MARKETING COMPANY, INC., 
THE, HOUSTON, TX. FILED 2-24-1987. 


vet pone, 
MARKETING (Co. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARKETING CO.”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY TRAINING 
PROGRAMS AND SEMINARS FOR REAL ESTATE 
SALES PROFESSIONALS (U.S. CL. 107). 

FIRST USE 10-0-1986; INCOMMERCE 10-0-1986. 


SN 646,692. PALMER, HARRY, DBA STAR’S EDGE RE- 
SEARCH AND DEVELOPMENT, ELMIRA, NY. FILED 
2-26-1987. 


AVATAR 


FOR EDUCATIONAL SERVICES IN THE FIELD OF 
SPIRITUAL COUNSELLING AND THE DEVELOPMENT 
OF HUMAN POTENTIAL (U.S. CL. 107). 

FIRST USE 10-1-1986; IN COMMERCE 2-2-1987. 


SN 652,448. CLARK F. SMIDT, INC., WEST NEWTON, MA. 
FILED 3-31-1987. 


THE GREATEST ARTISTS... 
AND ALL THAT JAZZ 


FOR RADIO PROGRAMMING SERVICES (U.S. CL. 107). 
FIRST USE 1-6-1986; INCOMMERCE 1-6-1986. 


SN 656,286. HOME SHOPPING NETWORK, INC., DBA 
HOME SHOPPING CLUB, CLEARWATER, FL. FILED 
4-20-1987. 


HSN 


OWNER OF U.S. REG. NOS. 1,440,864 AND 1,440,865. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A TELEVISION PROGRAM OFFERING A VARIETY 
OF GOODS THAT CAN BE PURCHASED BY VIEWERS 
(U.S. CL. 107). 

FIRST USE 7-1-1985; IN COMMERCE 7-1-1985. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—(Continued). 


SN 657,321. MISS COLOMBIA U.S.A. PAGEANT, INC., 
JACKSON HEIGHTS, NY. FILED 4-27-1987. 


MISS COLOMBIA U.S.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLUMBIA U.S.A.”, APART FROM THE MARK AS 
SHOWN. 

FOR ORGANIZING AND CONDUCTING BEAUTY 
PAGEANTS (U.S. CL. 107). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


SN 661,108. ASPEN RECORDING SOCIETY, LOS ANGE- 
LES, CA. FILED 5-15-1987. 


ASPEN RECORDING 
SOCIETY 


NO.CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASPEN RECORDING”, APART FROM THE MARK 
AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY RE- 
CORDING PRODUCTION SERVICES (U.S. CL. 107). 

FIRST USE 12-26-1971; IN COMMERCE 12-26-1971. 
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SN 670,131. INSTITUTE OF LIVING SKILLS, FALL- 
BROOK, CA. FILED 7-6-1987. 


INSTITUTE OF 
LIVING SKILLS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSTITUTE OF LIVING SKILLS”, APART FROM 
THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR EDUCATIONAL SERVICES NAMELY, CONDUCT- 
ING WORKSHOPS, SEMINARS AND PROGRAMS 
TEACHING LIVING SKILLS AND SELF-HELP METH- 
ODS TO CHILDREN AND ADOLESCENTS UTILIZING 
BOOKS, PHONOGRAPH RECORDS, AUDIO CASSETTE 
TAPES, AND PRE-RECORDED VIDEO CASSETTE 
TAPES (U.S. CL. 107). 

FIRST USE 1-10-1980; IN COMMERCE 1-10-1980. 


SN 672,362. BENSON’S ANIMAL PARK L.P., HUDSON, NH. 
FILED 7-16-1987. 


NEW ENGLAND 
PLAYWORLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW ENGLAND”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT AND EDUCATIONAL SERV- 
ICES-NAMELY AN AMUSEMENT PARK AND ZOO (U.S. 
CL. 107). 

FIRST USE 4-16-1987; IN COMMERCE 4-16-1987. 


SN 672,718. EMERALD POINTE, INC., WINSTON-SALEM, 
NC. FILED 7-17-1987. 


EMERALD POINTE 


FOR AMUSEMENT AND THEME PARK SERVICES 
(U.S. CL. 107). 
FIRST USE 5-23-1987; IN COMMERCE 5-23-1987. 
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SN 673,872. UNITED STATES PATENT MODEL FOUNDA- 
TION, WASHINGTON, DC. FILED 7-23-1987. 


THE LINING IS A FEATURE OF THE MARK. 

FOR EDUCATIONAL SERVICES, NAMELY, ORGANIZ- 
ING CONTESTS, CONDUCTING SEMINARS AND WORK- 
SHOPS, AND PUBLISHING NEWSLETTERS AND OTHER 
WRITTEN MATERIALS TO ENCOURAGE CREATIVITY 
AND INVENTIVENESS (U.S. CL. 107). 

FIRST USE 1-8-1987; IN COMMERCE 1-8-1987. 


SN 674,730. FINANCIAL ADVERTISING SERVICES, INC., 
DBA FINANCIAL MARKETING SERVICES, SANTA 
MONICA, CA. FILED 7-27-1987. 


INVESTMENT WORLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INVESTMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR CONTINUING TELEVISION SERIES ON FINAN- 
CIAL MATTERS AND INVESTMENTS (U.S. CL. 107). 

FIRST USE 1-10-1986; INCOMMERCE 1-10-1586. 


SN 675,082. ARKANSAS BLUE CROSS AND BLUE 
SHIELD, LITTLE ROCK, AR. FILED 7-28-1987. 


USAble 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING HUMAN RESOURCES DEVELOPMENT THROUGH 
COURSES OF INSTRUCTION IN THE OPERATION OF 
DATA PROCESSING SYSTEMS (U.S. CL. 107). 

FIRST USE 4-0-1986; IN COMMERCE 6-24-1987. 
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SN 675,553. GAME CHANNEL, INC., THE, LITTLETON, 
CO. FILED 7-31-1987. 


TELE-QuUEST 


FOR CONTINUING TELEVISION GAME SHOW SERIES 
(U.S. CL. 107). 
FIRST USE 3-0-1987; IN COMMERCE 3-0-1987. 


SN 675,803. ADEL A. ELDAHMY, M.D., INC., DBA LONG 
BEACH EATING DISORDERS CLINIC, LONG BEACH, 
CA. FILED 7-31-1987. 


ADA 
AWA. 


ANOREXICS / BULIMICS 
ANONYMOUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ANOREXICS” AND “BULIMICS”, APART FROM 
THE MARK AS SHOWN. 

THE APPLICANT’S MARK, IN PART, COMPRISES A 
STYLIZED REPRESENTATION OF THE LETTERS 
“ABA.” 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS AND SELF-HELP WORKSHOPS 
FOR PERSONS HAVING EATING DISORDERS (U.S. CL. 
107). 

FIRST USE 8-21-1986; IN COMMERCE 7-7-1987. 


SN 675,816. JABBERWOCKS, THE, PROVIDENCE, RI. 
FILED 7-31-1987. 


THE JABBERWOCKS 


FOR ENTERTAINMENT SERVICES RENDERED BY A 
VOCAL GROUP (USS. CL. 107). 
FIRST USE 5-9-1985; IN COMMERCE 5-9-1985. 


SN 676,266. NEVILLE PUBLIC MUSEUM CORPORATION, 
GREEN BAY, WI. FILED 8-3-1987. 


WISCONSIN SMITH 


FOR MUSEUM SERVICES (U.S. CL. 107). 
FIRST USE 6-12-1987; INCOMMERCE 6-12-1987. 
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SN 677,196. ZM VIDEO RENTAL, INC., KENNER, LA. 
FILED 8-7-1987. 


| 
FORENTAL 


Zz M- 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO RENTAL”, APART FROM THE MARK AS 
SHOWN. 

FOR VIDEOTAPE AND RELATED EQUIPMENT 
RENTAL SERVICES (U.S. CL. 107). 

FIRST USE 7-31-1984; IN COMMERCE 7-31-1984. 


SN 677,319. SPOTLIGHT NATIONAL TALENT COMPETI- 
TION, GROVE CITY, OH. FILED 8-10-1987. 


SPOTLIGHT NATIONAL 
TALENT COMPETITION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL TALENT COMPETITION”, APART 
FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, ORGA- 
NIZING AND CONDUCTING PERFORMING ARTS AND 
ATHLETIC COMPETITIONS (U.S. CL. 107). 

FIRST USE 9-1-1985; IN COMMERCE 9-1-1985. 


CLASS 42—MISCELLANEOUS SERVICES 


SN 435,819. LINKDATA, FILED 


7-22-1983. 


INC., UNION, NJ. 


LINKDATA 


FOR RETAIL COMPUTER HARDWARE AND SOFT- 
WARE EQUIPMENT STORE SERVICES AND DISTRIBU- 
TORSHIP SERVICES IN THE FIELD OF COMPUTER 
HARDWARE AND SOFTWARE EQUIPMENT SERVICES 
(U.S. CL. 101). 

FIRST USE 7-14-1983; IN COMMERCE 7-14-1983. 
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SN 494,203. HIGH COUNTRY, INC., ATLANTA, GA. SN 600,482. WANG, THOMAS J., ST. PAUL, MN. FILED 
FILED 8-10-1984. 5-23-1986. 


VICK 
HIGH \ CHOW 


ETI 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUICK CHOW MEIN”, APART FROM THE MARK 
AS SHOWN. 

FOR RESTAURANT SERVICES FEATURING CHINESE 
FOOD PRODUCTS FOR CONSUMPTION ON OR OFF 


SN 592,160. ROLLAND INC. MONTREAL, QUEBEC, THE PREMISES (U.S. CL. 100). 
CANADA, FILED 4-7-1986. FIRST USE 2-20-1986; IN COMMERCE 2-20-1986. 


FOR RETAIL OUTDOOR CLOTHING AND SPORTING 
EQUIPMENT STORE SERVICES (U.S. CL. 101). 
FIRST USE 5-0-1979; IN COMMERCE 5-0-1979. 


SN 602,414. PAPA’S FRESH PIZZA, INC., RHONERT 
4 _ PARK, CA. FILED 6-5-1986. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA _ USE “FRESH FRESH PIZZA”, APART FROM THE MARK 
APPLICATION NO. 550497, FILED 10-7-1985, REG. NO. AS SHOWN. 
329150, DATED 6-26-1987, EXPIRES 6-26-2002. FOR RESTAURANT SERVICES (U.S. CL. 100). 
FOR DISTRIBUTORSHIP AND RETAIL OUTLET FIRST USE 3-31-1986; IN COMMERCE 3-31-1986. 
SERVICES FEATURING PAPER SUPPLIES AND RELAT- 
ED PRODUCTS (U.S. CL. 101). 


SN 604,220. SPORTING LIFE, INC., LAS VEGAS, NV. 
FILED 6-16-1986. 


gph inns 3 HUNGRY TIGER, INC., IRVINE, CA. FILED L AS VEG AS DISCOUNT 
GOLF & TENNIS 


ESPANA OWNER OF U.S. REG. NO. 1,350,039. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISCOUNT GOLF & TENNIS”, APART FROM THE 
MARK AS SHOWN. 
THE ENGLISH TRANSLATION OF THE WORD SEC. 2(F). 

“ESPANA” IN THE MARK IS “SPAIN”. FOR RETAIL STORE AND MAIL ORDER SERVICES 
SEC. 2(F). IN THE FIELD OF SPORTING GOODS AND CLOTHING 
FOR RESTAURANT SERVICES (U.S. CL. 100). (U.S. CL. 101). 

FIRST USE 12-0-1969; IN COMMERCE 12-0-1969. FIRST USE 11-0-1978; IN COMMERCE 11-0-1978. 
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SN 610,190. KARNIK INNS OF AMERICA, INC., WATER- 
VILLE, OH. FILED 7-18-1986. 


KARNIK 


FOR PET BOARDING, CARE, GROOMING, PHOTOG- 
RAPHY, FUNERAL AND CREMATION SERVICES, AR- 
RANGING FOR VETERINARY SERVICES (U.S. CL. 101). 

FIRST USE 6-0-1973; IN COMMERCE 5-0-1982. 


SN 614,191. ABS ASSOCIATES, INC., ARLINGTON 


HEIGHTS, IL. FILED 8-11-1986. 


ABS 


FOR CUSTOM DESIGN OF COMPUTER HARDWARE 
AND SOFTWARE FOR OTHERS, AND DISTRIBUTOR- 
SHIP SERVICES IN THE FIELD OF COMPUTER HARD- 
WARE AND SOFTWARE (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1982; IN COMMERCE 11-0-1982. 


SN 624,589. COVENANT GROUP, INC., BROOKHAVEN, 
MS. FILED 9-29-1986. 


OWNER OF USS. REG. NO. 1,359,788. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BARBEQUE”, APART FROM THE MARK AS 
SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 6-15-1986; IN COMMERCE 6-15-1986. 
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SN 629,336. JDO ENTERPRISES, INC., LITTLETON, CO. 
FILED 11-4-1986. 


BURRO CHURROS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHURROS”, APART FROM THE MARK AS 
SHOWN. . 

FOR RESTAURANT SERVICES, NAMELY PROVIDING 
PASTRIES AND BEVERAGES FROM KIOSKS FOR OFF- 
PREMISES CONSUMPTION (U.S. CL. 100). 

FIRST USE 8-17-1986; IN COMMERCE 8-17-1986. 


SN 631,513. RUDOLPH, DANIEL, NEW YORK, NY. FILED 
11-19-1986. 


THE STIPPLING SHOWN ON THE MARK IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 3-10-1986; IN COMMERCE 3-10-1986. 


SN 633,473. AMERICAN TREE CARE, INC., SOUTHAMP- 
TON, NY. FILED 12-3-1986. 


AMERICAN TREE CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TREE CARE”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR HEALTH MANAGEMENT OF TREES AND 
SHRUBS BY MONITORING AND RECOMMENDING WA- 
TERING, AERIFICATION, MULCHING, FERTILIZA- 
TION, PESTICIDE APPLICATION, PRUNING, BRACING 
AND ROOT CARE OF THE FOREGOING (U.S. CL. 100). 

FIRST USE 3-1-1976; INCOMMERCE 3-1-1976. 
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SN 637,928. EASTERN SHORE TRACTOR COMPANY, 
DBA GLADDEN TIRE SERVICE, INC., EXMORE, VA. 
FILED 12-31-1986. 


GLADDEN TIRE SERVICE, 
INC, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TIRE SERVICE, INC.”, APART FROM THE MARK 
AS SHOWN. 

SEC. 2(F). 

FOR RETAIL WHEEL AND TIRE STORE SERVICES 


(U.S. CL. 101). 
FIRST USE 1-2-1984; INCOMMERCE 1-2-1984. 


SN 640,427. MAUNA KEA PROPERTIES, INC., SEATTLE, 
WA. FILED 1-20-1987. 


MAUNA KEA 


OWNER OF U.S. REG. NO. 891,371. 

THE ENGLISH TRANSLATION OF THE WORD 
“MAUNA KEA” IN THE MARK IS “WHITE MOUNTAIN”. 

FOR HOTEL AND RESTAURANT SERVICES (U.S. CL. 
100). 

FIRST USE 9-0-1964; IN COMMERCE 9-0-1964. 


SN 642,002. OUTLET GOURMET, INC., WALDWICK, NJ. 
FILED 1-29-1987. 


OUTLET GOURMET 


FOR FOOD DISTRIBUTORSHIP SERVICES (U.S. CL. 
101). 
FIRST USE 10-3-1986; IN COMMERCE 10-3-1986. 


SN 642,479. REPUBLIC HEALTH CORPORATION, 
DALLAS, TX. FILED 2-2-1987. 


RAPP 


FOR DRUG COUNSELING SERVICES, NAMELY PRO- 
VIDING COUNSELING TO ADOLESCENTS’ PARENTS 
TO ASSIST IN FIGHTING THE WAR ON DRUGS (USS. 
CL. 100). 

FIRST USE 11-16-1986; IN COMMERCE 11-16-1986. 
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SN 642,684. TWIN CITY TESTING CORPORATION, ST. 
PAUL, MN. FILED 2-2-1987. 


twin city testing 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TESTING”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO “TWIN CITY TESTING”. 

FOR ENGINEERING CONSULTING, AND PRODUCT 
AND SAMPLE TESTING AND EVALUATION SERVICES 
(U.S. CL. 100). 

FIRST USE 9-0-1976; IN COMMERCE 9-0-1976. 


SN 643,537. NU-MED, INC., ENCINO, CA. FILED 2-9-1987. 


NU MED 


FOR ACUTE CARE AND PSYCHIATRIC HOSPITAL 
SERVICES (U.S. CL. 100). 
FIRST USE 9-0-1982; IN COMMERCE 9-0-1982. 


SN 647,503. LENOX OPTICAL, INC., AUGUSTA, GA. 
FILED 3-2-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EYE EXAM” AND “20/20”, APART FROM THE 
MARK AS SHOWN. 

THE MARK IS LINED ON THE DRAWING FOR THE 
COLOR RED, BUT NO CLAIM OF EXCLUSIVE RIGHT IS 
MADE TO COLOR. 

FOR RETAIL OPTICAL SERVICES, NAMELY, OPTOM- 
ETRY AND OPTICIAN SERVICES (U.S. CL. 101). 

FIRST USE 6-29-1986; IN COMMERCE 6-29-1986. 
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SN 652,279. YORK HOSPITAL, YORK, PA. FILED 
3-30-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRAUMA”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN ON THE MARK IS A FEATURE 
OF THE MARK AND DOES NOT INDICATE COLOR. 

FOR MEDICAL CARE SERVICES (U.S. CL. 100). 

FIRST USE 11-10-1986; INCOMMERCE 11-10-1986. 


SN 656,028. LCE, LTD. OF IOWA, OCHEYEDAN, IA. 
FILED 4-20-1987. 


MIDAMERICA MONITOR 
COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MONITOR COMPANY”, APART FROM THE MARK 
AS SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
ELECTRONIC GAS DETECTORS (USS. CL. 101). 

FIRST USE 2-1-1987; IN COMMERCE 2-1-1987. 


SN 658,355. HEIDI'S FROGEN YOZURT SHOPPES, INC., 
LAGUNA HILLS, CA. FILED 5-1-1987. 


ADD A LITTLE CULTURE 
TO YOUR LIFE 


OWNER OF U.S. REG. NO. 1,435,868. 

FOR RESTAURANT SERVICES, NAMELY PREPARA- 
TION AND SERVING OF FROZEN YOGURT (U.S. CL. 
100). 

FIRST USE 2-0-1983; IN COMMERCE 2-0-1983. 
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SN 660,079. REHAB TEAM CORP., THE, CONIFER, CO. 
FILED 5-11-1987. 


THE REHAB TEAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REHAB”, APART FROM THE MARK AS SHOWN. 
FOR COMPREHENSIVE HEALTH CARE AND VACA- 
TIONAL REHABILITATIVE SERVICES (U.S. CL. 100). 
FIRST USE 11-16-1983; IN COMMERCE 2-27-1984. 


SN 660,422. NATIONAL SYNDICATIONS, 
YORK, NY. FILED 5-12-1987. 


INC., NEW 


GARDENER’S CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GARDENER’S”, APART FROM THE MARK AS 
SHOWN. 

FOR MAIL ORDER SERVICES IN CONNECTION WITH 
LIVE PLANTS, TREES, SHRUBS, SEEDS AND ACCESSO- 
RY ITEMS (U.S. CL. 101). 

FIRST USE 10-12-1986; INCOMMERCE 10-12-1986. 


SN 662,152. J. FRED SCHMIDT’S PACKING COMPANY, 
COLUMBUS, OH. FILED 5-21-1987. 


SCHMIDT’S SAUSAGE HAUS 
UND RESTAURANT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAUSAGE HAUS UND RESTAURANT”, APART 
FROM THE MARK AS SHOWN. 

THE TRANSLATION OF THE WORD “HAUS” IN THE 
MARK IS “HOUSE” AND THE WORD “UND” IN THE 
MARK IS “AND”. 

SEC. 2(F). 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 7-5-1968; IN COMMERCE 5-4-1987. 


SN 663,890. SCIENTIFIC EQUIPMENT AND APPARATUS 
MARKETING CORPORATION, RICHMOND, VA. 
FILED 6-1-1987. 


SEAMARK 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
SCIENTIFIC EQUIPMENT AND APPARATUS (U.S. CL. 
101). 

FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 





T™ 118 
CLASS 42—(Continued). 


SN 664,159. PARTY AFFAIR, INC., THE, OVERLAND 
PARK, KS. FILED 6-1-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARTY” AND “INC.”, APART FROM:THE MARK 
AS SHOWN. 

THE LINING ON THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
PARTY SUPPLIES (U.S. CL. 101). 

FIRST USE 10-27-1986; IN COMMERCE 10-27-1986. 


SN 666,577. ATHLETES FOR KIDS, LOS ANGELES, CA. 
FILED 6-15-1987. 


ATHLETES FOR KIDS 


FOR CHARITABLE SERVICES, NAMELY, ARRANG- 
ING ACTIVITIES FOR CHILDREN WITH SERIOUS ILL- 
NESSES AND OTHER PROBLEMS IN WHICH PROFES- 
SIONAL AND AMATEUR ATHLETES VOLUNTEER 
THEIR ASSISTANCE (U.S. CL. 100). 

FIRST USE 4-0-1986; IN COMMERCE 5-0-1986. 


SN 667,586. INSTITUTE FOR TECHNOLOGY DEVELOP- 
MENT, INC., JACKSON, MS. FILED 6-22-1987. 


LIFESPEC 


FOR CUSTOM DESIGN OF CABINETS, STORAGE SYS- 
TEMS AND RELATED PRODUCTS (U.S. CL. 100). 
FIRST USE 1-16-1987; IN COMMERCE 1-16-1987. 
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SN 668,987. MUNFORD, GREGORY A., ARLINGTON, VA. 
FILED 6-29-1987. 


prassunetGay 


FOR GRASS ROOTS LOBBYING SERVICES (U.S. CL. 
100). 
FIRST USE 4-0-1986; IN COMMERCE 4-0-1986. 


SN 669,147. JOHNNIE’S CHARCOAL BROILER, 
OKLAHOMA CITY, OK. FILED 6-29-1987. 


INC., 


JOHNNIE’S CHARCOAL 
BROILER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHARCOAL BROILER”, APART FROM THE MARK 
AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 9-5-1971; IN COMMERCE 9-5-1971. 


SN 670,859. CASINO - ETABLISSEMENTS ECONOMIQUES 
DU CASINO - GUICHARD PERRACHON & CIE, SAINT 
ETIENNE, FRANCE, FILED 7-8-1987. 


TUTTI QUANTI 


OWNER OF FRANCE REG. NO. 
11-24-1986, EXPIRES 11-24-1996. 

THE ENGLISH TRANSLATION OF THE WORDS 
“TUTTI QUANTI” IN THE MARK IS “THE WHOLE LOT, 
EVERYTHING”. 

FOR HOTEL AND RESTAURANT SERVICES (U.S. CL. 
100). 


1381638, DATED 


SN 672,884. PARTY CLOTHS, INC., BETHESDA, MD. 
FILED 7-17-1987. 


PARTY CLOTHS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLOTHS”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORE AND WHOLESALE DISTRIBU- 
TORSHIP SEVICES IN THE FIELD OF TABLE LINENS 
AND BUFFET SKIRTS; RENTAL OF TABLE LINENS 
AND BUFFET SKIRTS (U.S. CL. 101). 

FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 
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SN 672,933. MASTER-BREW BEVERAGES, INC., NORTH- SN 673,232. ABANDERADO, INC., CORAL GABLES, FL. 
BROOK, IL. FILED 7-20-1987. FILED 7-20-1987. 


LINCE & LINCELLA 


MASTER-BREW 


THE ENGLISH TRANSLATION OF THE WORD 
“LINCE” IN THE MARK IS “LYNX”; AND “LINCELLA” 
IS THE FEMININE FORM OF “LINCE”. 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). 

FIRST USE 6-26-1987; IN COMMERCE 6-26-1987. 


» The Drink People” SN 673,242. SUNTORY KABUSHIKI KAISHA (SUNTORY 


LIMITED), OSAKA, JAPAN, FILED 7-20-1987. 


OWNER OF U.S. REG. NOS. 1,053,446 AND 1,445,712. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEVERAGES, INC.” AND “DRINK”, APART FROM 
THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT REPRESENT COLOR. 

FOR HOT AND COLD DRINK VENDING MACHINE 
SERVICES; NON-VENDING COFFEE, COLD DRINK 
AND WATER MACHINE SERVICES; AND SNACK FOOD 
VENDING MACHINE SERVICES (U.S. CL. 100). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


THE ENGLISH TRANSLITERATION OF THE FOR- 
EIGN CHARACTERS IN THE MARK IS “SUNTORY”. 

FOR RESTAURANT SERVICES (U.S. CL. 101). 

FIRST USE 9-15-1970; IN COMMERCE 12-15-1986. 


SN 673,119. SISTERS OF THE SORROWFUL MOTHER - 
MINISTRY CORPORATION, DBA MINISTRY CORPO- 


RATE, SEL AGREE, Wh. PRE? PIO-ESEe. SN_ 673,820. MCKNELLY, LAWRENCE, ALEXANDRIA 


VA. FILED 7-22-1987. 


THE MARK IS A STYLIZED CROSS DESIGN. FOR COSMETIC PLASTIC SURGERY SERVICES (U.S. 
FOR HOSPITAL SERVICES (U.S. CL. 100). CL. 100). 
FIRST USE 6-15-1985; IN COMMERCE 6-15-1985. FIRST USE 2-20-1986; IN COMMERCE 2-20-1986. 
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SN 674,057. GENERAL DATACOMM INC., MIDDLEBURY, 
CT. FILED 7-23-1987. ; 


QUIKSHIPPERS 


FOR MAIL ORDER AND PHONE ORDER SERVICES 
SPECIALIZING IN DATA COMMUNICATION EQUIP- 
MENT (U.S. CL. 101). 

FIRST USE 1-0-1986; INCOMMERCE 1-0-1986. 


SN 674,338. CONSULTING FOR ARCHITECTS INC., NEW 
YORK, NY. FILED 7-24-1987. . 


THE MARK CONSISTS, IN PART, OF A FANCIFUL 
REPRESENTATION OF A T-SQUARE. 

FOR CONSULTING SERVICES RELATED TO THE AR- 
CHITECTURAL FIELD (U.S. CL. 100). 

FIRST USE 9-0-1984; IN COMMERCE 4-0-1986. 


SN 674,542. IC OPTIONS, INC., LOS GATOS, CA. FILED 
7-27-1987. 


ICO IC OPTIONS 


NO CLAIM iS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IC”, APART FROM THE MARK AS SHOWN. 

FOR CONSULTING SERVICES IN ELECTRONICS 
DESIGN (U.S. CL. 100). 

FIRST USE 5-21-1987; INCOMMERCE 5-21-1987. 
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SN 674,664. RESTAURANT ASSOCIATES, 
YORK, NY. FILED 7-27-1987. 


INC.,, NEW 


THE ENGLISH TRANSLATION OF THE WORD “VI- 
VANDE” IN THE MARK IS “DISHES OF FOOD”. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 5-6-1987; IN COMMERCE 5-6-1987. 


SN 674,921. HEALTH CARE SERVICES, 
CYNWYD, PA. FILED 7-27-1987. 


HCS 


OWNER OF U.S. REG. NO. 1,309,433. 

FOR MAIL ORDER SERVICES FOR PRESCRIPTION 
DRUGS, FOR PRESCRIBED MAINTENANCE DRUGS 
FOR THE CONTROL OR ALLEVIATION OF SYMPTOMS 
OF CHRONIC DISEASE OR ILLNESS, AND FOR HOME 
TESTING KITS, DEVICES AND ACCESSORIES USED IN 
TREATING AND MONITORING DIABETES (U.S. CL. 
100). 

FIRST USE 6-30-1980; IN COMMERCE 6-30-1980. 


INC., BALA- 


SN 674,967. LEVIN COMPANY, THE, COMPTON, CA. 
FILED 7-27-1987. 


TLC 


FOR RETAIL STORE AND DISTRIBUTING SERVICES 
IN THE FIELD OF PICTURE AND ART FRAMES AND 
PICTURE ALBUMS, MATS, FOLDERS AND PICTURE 
EASELS (U.S. CL. 101). 

FIRST USE 5-i9-1987; IN COMMERCE 5-19-1987. 


SN 675,340. CAMBRIDGE EYE ASSOCIATES, P.C., HOL- 
LISTON, MA. FILED 7-30-1987. 


CAMBRIDGE EYE 
ASSOCIATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EYE ASSOCIATES”, APART FROM THE MARK AS 
SHOWN. 

FOR OPTOMETRY SERVICES (U.S. CL. 100). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1979. 
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SN 675,365. GEORGETOWN RESTAURANT CORP., DBA 
FILOMENA ITALIAN BRASSERIE, WASHINGTON, 
DC. FILED 7-30-1987. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIAN BRASSERIE”, APART FROM THE MARK 
AS SHOWN. 

THE PORTRAIT IN THE DRAWING DOES NOT REP- 
RESENT A LIVING INDIVIDUAL. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 10-28-1981; INCOMMERCE 10-28-1981. 


SN 675,414. ROLF T. NELSON, P.A., ROGERS, MN. FILED 
7-30-1987. 


ESTATE CRAFTERS 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 7-1-1987; IN COMMERCE 7-7-1987. 


SN 675,490. LIFEBOAT ASSOCIATES, INC., DBA PRO- 
GRAMMER’S PARADISE, TARRYTOWN, NY. FILED 
7-30-1987. 


PARADISE 


FOR COMPUTER SOFTWARE MAIL ORDER SERV- 
ICES (U.S. CL. 101). 
FIRST USE 9-0-1986; IN COMMERCE 9-0-1986. 
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SN 675,529. C.R. LOUGHEAD, INC., DBA LOUGHEAD, 
SWARTHMORE, PA. FILED 7-30-1987. 


THE LINING SHOWN IN THE MARK ON THE DRAW- 
ING IS USED TO INDICATE THE COLOR YELLOW. 

FOR AUTOMOBILE DEALERSHIP SERVICES (U.S. CL. 
101). 

FIRST USE 1-0-1987; IN COMMERCE 1-0-1987. 


SN 675,691. CLYDE, INC., WASHINGTON, DC. FILED 
7-31-1987. 


CLYDE’S RESTAURANT 
G-R-O-U-P 


OWNER OF U.S. REG. NOS. 897,530, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RESTAURANT GROUP”, APART FROM THE 
MARK AS SHOWN. 

FOR RESTAURANT AND CARRYOUT FOOD SERV- 
ICES, BAR SERVICES AND CATERING SERVICES (U.S. 
CL. 100). 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 


1,104,874 AND 


SN 676,565. SOUP & SALAD SYSTEMS INCORPORATED, 
SAN DIEGO, CA. FILED 8-3-1987. 


OUR SALAD BAR NEVER 
ENDS 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 6-16-1987; IN COMMERCE 6-16-1987. 
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SN 676,805. L.L. BEAN, INC., FREEPORT, ME. FILED 
8-6-1987. 


L.L. BEAN 


OWNER OF U.S. REG. NOS, 258,534, 1,092,531 AND 
OTHERS. 

FOR RETAIL STORE SERVICES AND MAIL ORDER 
SERVICES DEALING IN CLOTHING, LUGGAGE, HARD- 
WARE, SPORTING GOODS, CAMPING EQUIPMENT, 
FURNITURE, BICYCLING EQUIPMENT, HOUSEWARES, 
WATCHES AND CLOCKS, SUNGLASSES, AND PUBLI- 
CATIONS (U.S. CL. 101). 

FIRST USE 0-0-1912; IN COMMERCE 0-0-1912. 


SN 676,882. AMERICAN DIETETIC ASSOCIATION, THE, 
CHICAGO, IL. FILED 8-6-1987. 


) . 


Z 
AML ie 
Lita. 


lle d 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT REPRESENT COLOR. 

THE MARK CONSISTS OF A STYLIZED “L”. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF DIETITIANS (U.S. CL. 100). 

FIRST USE 5-4-1987; IN COMMERCE 5-4-1987. 
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SN 677,041. ZM VIDEO RENTAL, INC., KENNER, LA. 
FILED 8-7-1987. 


ZM VIDEO RENTAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO RENTAL”, APART FROM THE MARK AS 
SHOWN. 

FOR VIDEOTAPE AND RELATED EQUIPMENT 
RENTAL SERVICES (U.S. CL. 100). 

FIRST USE 7-31-1984; IN COMMERCE 7-31-1984. 


SN 678,447. INSTITUTE FOR STRESS MANAGEMENT, 
LTD., HOFFMAN ESTATES, IL. FILED 8-14-1987. 


STRESSLINE 


FOR PRERECORDED MENTAL HEALTH SERVICE 
MESSAGES DELIVERED TO THE PUBLIC VIA TELE- 
PHONE (U.S. CL. 100). 

FIRST USE 1-0-1986; IN COMMERCE 1-0-1986. 


SN 678,457. HUBBELL INCORPORATED, ORANGE, CT. 
FILED 8-14-1987. 


LIGHTSCAPING 


OWNER OF USS. REG. NOS. 770,661, 
OTHERS. 

FOR TECHNICAL CONSULTING SERVICES IN CON- 
NECTION WITH THE SELECTION AND ARRANGE- 
MENT OF LANDSCAPE LIGHTING FIXTURES (U.S. CL. 
100). 

FIRST USE 1-1-1975; INCOMMERCE 1-1-1975. 


958,888 AND 


SN 678,894. PRUSZENSKI, ANTHONY S. JR., PLUM 
ISLAND, MA. FILED 8-17-1987. 


INTERSTELLAR 


FOR ENGINEERING CONSULTING SERVICES (U.S. 
CL. 100). 
FIRST USE 7-27-1983; IN COMMERCE 7-27-1983. 


* * 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 
SN 634,427. CHOSIN FEW, THE, HULL, MA. FILED 
12-9-1986. 


THE CHOSIN FEW 


FOR INDICATING MEMBERSHIP IN AN ORGANIZA- 
TION OF VETERANS OF THE CHOSIN RESERVOIR 
CAMPAIGN IN NORTH KOREA. 

FIRST USE 4-22-1983; IN COMMERCE 4-22-1983. 


SN 637,669. AMERICAN ASSOCIATION OF INDIVIDUAL 
INVESTORS, INC., CHICAGO, IL. FILED 12-29-1986. 


AMERICAN ASSOCIATION 
OF INDIVIDUAL 
INVESTORS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATION OF INDIVIDUAL INVESTORS”, 
APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR INDICATING MEMBERSHIP IN AN ORGANIZA- 
TION ESTABLISHED TO ASSIST INDIVIDUALS IN BE- 
COMING EFFECTIVE MANAGERS OF THEIR OWN 
ASSETS THROUGH PROGRAMS OF EDUCATION, IN- 
FORMATION AND RESEARCH. 

FIRST USE 4-28-1978; IN COMMERCE 1-0-1979. 


CERTIFICATION MARKS 


CLASS A—GOODS 


SN 624,562. SOUTHERN PINE INSPECTION 
PENSACOLA, FL. FILED 10-7-1986. 


SPIB 


BUREAU, 


OWNER OF US. REG. NOS. 911,095 AND 914,529. 

THE MARK CERTIFIES THE QUALITY AND GRADE 
OF THE LUMBER AND WOOD PRODUCTS ACCORDING 
TO INDUSTRY STANDARDS AS TO APPEARANCE, 
SIZE, MOISTURE CONTENT, TEXTURE, DENSITY, 
STRENGTH, MODULUS OF ELASTICITY AND SIMILAR 
CHARACTERISTICS. THE MARK ALSO CERTIFIES 
THAT WOOD TRUSSES HAVE BEEN FABRICATED IN 
ACCORDANCE WITH THEIR STRUCTURAL ENGINEER- 
ING DRAWINGS. FINALLY, THE MARK ALSO SERVES 
TO CERTIFY THAT THE LUMBER AND WOOD PROD- 
UCTS HAVE BEEN PROPERLY PRESSURE-TREATED 
ACCORDING TO INDUSTRY STANDARDS. 

FOR LUMBER, COMPOSITE OR JOINED LUMBER, MA- 
CHINE-STRESS-RATED LUMBER, WOOD TRUSSES, 
WOOD BEAMS, AND PRESSURE TREATED LUMBER. 

FIRST USE 6-0-1940; IN COMMERCE 6-0-1940. 


SN 644,483. CATFISH INSTITUTE, THE, BELZONI, MS. 
FILED 2-13-1987. 


MISSISSIPPI PRIME 


THE CERTIFICATION MARK, AS USED BY PERSONS 
AUTHORIZED BY THE CERTIFIER, CERTIFIES THAT 
THE GOODS ARE FARM-RAISED AND GRAIN FED 
CATFISH WHICH MEET CERTAIN SPECIFIED STAND- 
ARDS OF FRESHNESS SET BY THE CERTIFIER. 

SEC. 2(F). 

FOR FARM-RAISED CATFISH. 

FIRST USE 1-26-1987; INCOMMERCE 1-26-1987. 


* * 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


1,471,094. LI 700. UNITED AGRI PRODUCTS, INC., (U.S. 
CL. 6). SN 619,477. PUB. 10-13-1987. FILED 9-12-1986. 

1,471,095. BOZEFIX. SOCIETE FRANCAISE HOECHST, 
(U.S. CLS. 1, 5 AND 6). SN 623,390. PUB. 10-13-1987. 
FILED 10-1-1986. 

1,471,096. PLASTICK. DEGEN OIL & CHEMICAL COMPA- 
NY, (U.S. CL. 6). SN 623,719. PUB. 10-13-1987. FILED 
10-2-1986. 

1,471,097. POLYTUNG, DEGEN OIL & CHEMICAL COM- 
PANY, (U.S. CL. 6). SN 623,721. PUB. 10-13-1987. FILED 
19-2-1986. 

1,471,098. MICROFINE. MCGEAN-ROHCO, INC., (U.S. CL. 
6). SN 626,013. PUB. 10-13-1987. FILED 10-20-1986. 

1,471,099. FERRAX. IMPERIAL CHEMICAL INDUSTRIES 
PLC, (U.S. CL. 6). SN 628,005. PUB. 10-13-1987. FILED 
10-31-1986. 

1,471,100. BOOT SAVER. SARA LEE OVERSEAS FI- 
NANCE NV., (U.S. CLS. 5 AND 39). SN 630,053. PUB. 
10-13-1987. FILED 11-12-1986. 

1,471,101. KIRIBAI. KIRIBAI CHEMICAL INDUSTRY CO., 
LTD., (U.S. CL. 6). SN 633,498. PUB. 10-13-1987. FILED 
12-2-1986. 

1,471,102. RITALOE. R.I.T.A. CORPORATION, (U.S. CLS. 6 
AND 10). SN 636,171. PUB. 10-13-1987. FILED 12-19-1986. 

1,471,103. GP GENESEE POLYMERS CORPORATION 
(STYLIZED). GENESEE POLYMERS CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 1, 3 AND 4), (U.S. CLS. 1, 
4, 6 AND 15). SN 641,215. PUB. 10-13-1987. FILED 
1-27-1987. 

1,471,104. CASO. SOLVAY & CIE, (U.S. CL. 6). SN 648,219. 
PUB. 10-13-1987. FILED 3-6-1987. 

1,471,105. DELPOLY LJ. DELLCHEM, INC., (U.S. CL. 6). 
SN 658,825. PUB. 10-13-1987. FILED 5-4-1987. 

1,471,106. FAREZ. QO CHEMICALS, INC., (U.S. CLS. 1 
AND 6). SN 660,377. PUB. 10-13-1987. FILED 5-11-1987. 

1,471,107. ANCHOR-CRETE,. W. R. GRACE & CO., (U.S. CL. 
5). SN 660,657. PUB. 10-13-1987. FILED 5-13-1987. 

1,471,108. MISCELLANEOUS DESIGN. DEMERT & 
DOUGHERTY, INC., (U.S. CL. 6). SN 662,752. PUB. 
10-13-1987. FILED 5-26-1987. 

1,471,109. SETPRINT. AGFA-GEVAERT, N.V., (U.S. CLS. 6 
AND 26). SN 663,290. PUB. 10-13-1987. FILED 5-28-1987. 

1,471,110. OXY BROM. BIO-LAB, INC., (U.S. CL. 6). SN 
663,346. PUB. 10-13-1987. FILED 5-28-1987. 

1,471,111. AGREX. GRAIN PROCESSING CORPORATION, 
(U.S. CLS. 6 AND 46). SN 663,895. PUB. 10-13-1987. FILED 
6-1-1987. 


CLASS 2—PAINTS 


1,471,112. (STYLIZED). HARTMANN DRUCKFARBEN 
GMBH, (U.S. CLS. 6, 11, 14 AND 16). SN 640,289. PUB. 
10-13-1987. FILED 1-20-1987. 
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1,471,113. WELVET-SHIELD. LANDMARK INDUSTRIES, 
(U.S. CL. 16). SN 644,171. PUB. 10-13-1987. FILED 
2-5-1987. 

1,471,114. WITHDRAWN 

1,471,115. QUANTUM (STYLIZED). POLYMORPHIC POLY- 
MERS CORPORATION, (U.S. CL. 16). SN 660,228. PUB. 
10-13-1987. FILED 5-11-1987. 


1,471,116. SEIN, SEIN CHEMICALS, INC., (U.S. CL. 16). SN 
661,808. PUB. 10-13-1987. FILED 5-20-1987. 


1,471,117. FUL-CRYL, O’BRIEN CORPORATION, THE, 
(U.S. CL. 16). SN 662,914. PUB. 10-13-1987. FILED 
5-26-1987. 


1,471,118. NASCOTE. NATIONAL SOLVENT CORPORA- 
TION, (U.S. CL. 16). SN 662,934. PUB. 10-13-1987. FILED 
5-26-1987. 


1,471,119. PTW. SAMUEL CABOT INCORPORATED, (U.S. 
CL. 16). SN 663,764. PUB. 10-13-1987. FILED 6-1-1987. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


1,471,103 (See Class 1 for this trademark). 

1,471,120. ENERCO. PETROFAX INTERNATIONAL, INC., 
(U.S. CL. 52). SN 487,262. PUB. 10-13-1987. FILED 
6-27-1984. 


1,471,121. FABULISSIMO (STYLIZED). RICHTER GEDEON 
VEGYESZETI GYAR RT, DBA GEDEON RICHTER, 
LTD., MULTIPLE CLASS, (INT. CLS. 3 AND 5), (U.S. 
CLS. 18 AND 51). SN 603,036. PUB. 10-13-1987. FILED 
10-24-1986. 


1,471,122. FUN WORLD. EASTER UNLIMITED INCORPO- 
RATED, MULTIPLE CLASS, (INT. CLS. 3, 16, 21, 25, 26 
AND 28), (U.S. CLS. 2, 22, 30, 37, 38, 39, 40, 50 AND 51). SN 
604,831. PUB. 10-13-1987. FILED 6-17-1986. 


1,471,123. CHALLENGER (STYLIZED). RESEARCH MAN- 
AGEMENT CORPORATION, (U.S. CLS. 4 AND 52). SN 
608,503. PUB. 10-13-1987. FILED 7-9-1986. 


1,471,124. FRENDS. FRANCAISE DE SOINS ET PAR- 
FUMS, MULTIPLE CLASS, (INT. CLS. 3, 5, 16, 24 AND 
25), (U.S. CLS. 6, 37, 39, 42, 44, 51 AND 52). SN 611,020. 
PUB. 10-13-1987. FILED 7-23-1986. 


1,471,125. SMASH (STYLIZED). DENA CORPORATION, 
(U.S. CLS. 51 AND 52). SN 616,885. PUB. 10-13-1987. 
FILED 8-25-1986. 


1,471,126. SCRUB ’N DRY. COLGATE-PALMOLIVE COM- 
PANY, (U.S. CL. 52). SN 627,788. PUB. 10-13-1987. FILED 
10-30-1986. 


1,471,127. ANNIQUE. FOREVER YOUNG C.C., (U.S. CLS. 
51 AND 52). SN 629,068. PUB. 10-13-1987. FILED 
11-7-1986. 





JANUARY 5, 1988 


1,471,128. EC AND DESIGN. COVERI, ENRICO, MULTI- 
PLE CLASS, (INT. CLS. 3, 18 AND 25), (U.S. CLS. 3, 39, 
41, 51 AND 52). SN 630,816. PUB. 10-13-1987. FILED 
11-17-1986. 

1,471,129. ISLAND ROMANCE. FRAGRANCE DESIGN, 
(U.S. CL. 51). SN 637,422, PUB. 10-13-1987. FILED 
12-29-1986. 

1,471,130. MOROCCAN SUNSET. FRAGRANCE DESIGN, 
(U.S. CL. 51). SN 637,423. PUB. 10-13-1987. FILED 
12-29-1986. 

1,471,131. ULTRA SWIM AND DESIGN. ELJENN INTER- 
NATIONAL CORPORATION, (U.S. CLS. 51 AND 52). SN 
640,849. PUB. 10-13-1987. FILED 1-21-1987. 

1,471,132. MIDNIGHT LACE, PERFUMERIES USA, (U.S. 
CL. 51). SN 647,609. PUB. 7-14-1987. FILED 3-3-1987. 


1,471,133. LENOX. LENOX, INCORPORATED, (U.S. CL. 
51). SN 647,931. PUB. 10-13-1987. FILED 3-5-1987. 


1,471,134. GETZIT. G.O.A. LABORATORIES, INC., (U.S. 
CLS. 18 AND 51). SN 650,436. PUB. 10-13-1987. FILED 
3-20-1987. 

1,471,135. SALON DESIGNS. WINDMERE CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 3 AND 9), (U.S. CLS. 21, 
31 AND 51). SN 651,420. PUB. 10-13-1987. FILED 
3-26-1987. 

1,471,136. THINK THICK (STYLIZED). COSMETIC ARTS, 
INCORPORATED, (U.S. CL. 51). SN 653,116. PUB. 
10-13-1987. FILED 4-6-1987. 

1,471,137. STEPHENS CRiIGINAL (STYLIZED). STEPHENS 
PHARMACAL CO., LTD., (U.S. CL. 51). SN 656,100. PUB. 
10-13-1987. FILED 4-20-1987. 


1,471,138. VENIN. PARFUMS CHRISTIAN 
(U.S. CLS. 51 AND 52). SN 658,163. PUB. 
FILED 4-30-1987. 

1,471,139. CIGUE. PARFUMS CHRISTIAN DIOR, S.A., 
(U.S. CLS. 51 AND 52). SN 658,164. PUB. 10-13-1987. 
FILED 4-30-1987. 

1,471,140. SERPENT. PARFUMS CHRISTIAN DIOR, S.A., 
(U.S. CLS. 51 AND 52). SN 658,165. PUB. 10-13-1987. 
FILED 4-30-1987. 

1,471,141. MISCELLANEOUS DESIGN. E. DAVIS, INC., 
(U.S. CL. 6). SN 658,927. PUB. 10-6-1987. FILED 5-4-1987. 

1,471,142. RELAXER PLUS. JOHNSON PUBLISHING COM- 
PANY, INC., (U.S. CL. 51). SN 660,990. PUB. 10-13-1987. 
FILED 5-14-1987. 

1,471,143. CHRISTMAS GREETING. GYULAY, JOSEPH M., 
(U.S. CL. 51). SN 661,202. PUB. 10-13-1987. FILED 
5-18-1987. 

1,471,144. IS IT TRUE..BLONDES HAVE MORE FUN?. 
CLAIROL INCORPORATED, (U.S. CL. 51). SN 662,314. 
PUB. 10-13-1987. FILED 5-20-1987. 

1,471,145. EVERSOFT. ANDREW JERGENS COMPANY, 
THE, (U.S. CL. 51). SN 663,254. PUB. 10-13-1987. FILED 
5-27-1987. 


DIOR, S.A., 
10-13-1987. 


CLASS 4—LUBRICANTS AND FUELS 


1,471,103 (See Class I for this trademark). 

1,471,146. PARFUM DE FLAMME. POINT A LA LIGNE, 
(U.S. CLS. 15 AND 34). SN 588,723. PUB. 10-13-1987. 
FILED 3-18-1986. 

1,471,147. WICKER N’ WAX. TOM WAT, INC., (U.S. CL. 15). 
SN 633,201. PUB. 10-13-1987. FILED 12-1-1986. 

1,471,148. D.O.P.E.. DAN MORGAN CONSTRUCTION CO., 
DBA MORGAN PAVING MATERIALS, (U.S. CLS. 6 
AND 15). SN 637,191. PUB. 10-13-1987. FILED 12-24-1986. 

1,471,149. CH-1 AND DESIGN. C & H MARKETING, INC., 
(U.S. CL. 15). SN 658,728. PUB. 10-13-1987. FILED 
5-4-1987. 

1,471,150. MISCELLANEOUS 
DOUGHERTY, INC., (U.S. CL. 
10-13-1987. FILED 5-26-1987. 


DESIGN. 
15). SN 662,731. 


DEMERT & 
PUB. 


197-786 O - 87 - 37 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 5—PHARMACEUTICALS 


1,471,121 (See Class 3 for this trademark). 

1,471,124 (See Class 3 for this trademark). 

1,471,151. MISCELLANEOUS DESIGN. BAYER AKTIEN- 
GESELLSCHAFT, (U.S. CL. 18). SN 622,331. PUB. 
10-13-1987. FILED 9-26-1986. 


1,471,152. ULR-LA. CIBA-GEIGY CORPORATION, (U.S. 
CL. 18). SN 625,633. PUB. 10-13-1987. FILED 10-16-1986. 


1,471,153. AUROSINT. DEGUSSA AKTIENGESELL- 
SCHAFT, (U.S. CL. 44). SN 625,643. PUB. 10-13-1987. 
FILED 10-16-1986. 


1,471,154. MISCELLANEOUS DESIGN. TSC INDUSTRIES, 
INC., MULTIPLE CLASS, (INT. CLS. 5 AND 31), (U.S. 
CLS. 18 AND 46). SN 626,876. PUB. 10-13-1987. FILED 
10-27-1986. 


1,471,155. DUMOR. TSC INDUSTRIES, INC., MULTIPLE 
CLASS, (INT. CLS. 5 AND 31), (U.S. CLS. 18 AND 46). SN 
627,012. PUB. 10-13-1987. FILED 10-27-1986. 


1,471,156. PREMSYN PMS (STYLIZED). CHATTEM, INC., 
(U.S. CL. 18). SN 643,405. PUB. 10-13-1987. FILED 
2-6-1987. 

1,471,157. SUPER MAXEPA, SEVEN SEAS HEALTH CARE 
LIMITED, (U.S. CLS. 18 AND 46). SN 646,436. PUB. 
10-13-1987. FILED 2-25-1987. 


1,471,158. MARE POWER. LAKELAND-VET, INC., DBA 
UNITED VET EQUINE, (U.S. CL. 18)..SN 647,097. PUB. 
10-13-1987. FILED 3-2-1987. 


1,471,159. GREEN LIGHT AND DESIGN. GREEN LIGHT 
COMPANY, (U.S. CL. 6). SN 651,641. PUB. 10-13-1987. 
FILED 3-27-1987. 

1,471,160. NOLO-BB. EVANS BIOCONTROL, INC., (U.S. 
CL. 6). SN 656,487. PUB. 10-6-1987. FILED 4-20-1987. 


1,471,161. PROTECTION PLUS. GEORGE COUREY INC., 
(U.S. CL. 44). SN 656,525. PUB. 10-13-1987. FILED 
4-21-1987. 

1,471,162. TIN-CO-BEN. FERNDALE LABORATORIES, 
INC., (U.S. CL. 18). SN 659,751. PUB. 10-13-1987. FILED 
5-8-1987. 

1,471,163. POOLTRINE. APPLIED BIOCHEMISTS, INC., 
(U.S. CL. 6). SN 659,962. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,164. WESTERN LEATHER. MARLENN CORPORA- 
TION, (U.S. CL. 6). SN 660,091. PUB. 10-6-1987. FILED 
5-11-1987. 

1,471,165. THE AMERICAN SPORTSMAN. MARLENN 
CORPORATION, DBA NATIONWIDE/MARLENN, (U.S. 
CL. 6). SN 660,093. PUB. 10-13-1987. FILED 5-11-1987. 


1,471,166. PHF-VAX. SCHERING CORPORATION, (U.S. 
CL. 18). SN 660,163. PUB. 10-13-1987. FILED 5-11-1987. 


1,471,167. LAVCO (STYLIZED). LIFE ASSURANCE VITA- 
MIN CORPORATION, (U.S. CL. 18). SN 661,787. PUB. 
10-13-1987. FILED 5-19-1987. 


1,471,168. DITRAC. BELL LABORATORIES, INC., (U.S. 
CL. 6). SN 662,016. PUB. 10-13-1987. FILED 5-21-1987. 


1,471,169. TRUCKER POWER. MARLENN CORPORA- 
TION, (U.S. CL. 6). SN 662,115. PUB. 10-13-1987. FILED 
5-21-1987. 

1,471,170. MARLENN. MARLENN CORPORATION, (U.S. 
CL. 6). SN 662,117. PUB. 10-13-1987. FILED 5-21-1987. 


1,471,171. MISCELLANEOUS DESIGN. POULTRY 
HEALTH PRODUCTS, INC., (U.S. CLS. 18 AND 46). SN 
662,478. PUB. 10-13-1987. FILED 5-22-1987. 


1,471,172. ANTIDOL, CARTER-WALLACE, INC., (U.S. CL. 
18). SN 662,720. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,173. ATHLETICARE AND DESIGN. JOHNSON & 
JOHNSON, MULTIPLE CLASS, (INT. CLS. 5 AND 10), 
(U.S. CLS. 4 AND 44). SN 663,269. PUB. 10-13-1987. FILED 
5-27-1987. 

1,471,174. ATHLETICARE. JOHNSON & JOHNSON, MUL- 
TIPLE CLASS, (INT. CLS. 5 AND 10), (U.S. CL. 44). SN 
663,396. PUB. 10-13-1987. FILED 5-28-1987. 
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CLASS 6—METAL GOODS 


1,471,175. MISCELLANEOUS DESIGN. DEUTSCHE BAB- 
COCK AG, MULTIPLE CLASS, (INT. CLS. 6, 7 AND 11), 
(U.S. CLS. 12, 13, 23 AND 34). SN 356,173. PUB. 10-13-1987. 
FILED 4-13-1987. 

1,471,176. BLUE POINT. SNAP-ON TOOLS CORPORA- 
TION, MULTIPLE CLASS, (INT. CLS. 6, 7, 8, 9, 11, 12, 17 
AND 20), (U.S. CLS. 2, 4, 13, 19, 21, 23, 26, 32 AND 35). SN 
450,432. PUB. 10-13-1987. FILED 10-31-1983. 

1,471,177. AMES. APLICACIONES DE METALES SINTER- 
IZADOS, S.A. - AMES S.A., MULTIPLE CLASS, (INT. 
CLS. 6, 7 AND 12), (U.S. CLS. 13, 14, 19 AND 23). SN 
571,057. PUB. 10-13-1987. FILED 12-2-1985. 

1,471,178. USINOR ACIERS TFK AND DESIGN. USINOR 
ACIERS, (U.S. CLS. 12 AND 14). SN 624,948. PUB. 
10-13-1987. FILED 10-10-1986. 

1,471,179. ROL. ROL MANUFACTURING (CANADA) 
LTD., MULTIPLE CLASS, (INT. CLS. 6, 12 AND 17), 
(U.S. CLS. 19 AND 35). SN 628,223. PUB. 10-13-1987. 
FILED 11-3-1986. 

1,471,180. WEST-RING. WEST COMPANY INC., THE, (U.S. 
CL. 50). SN 629,927. PUB. 10-13-1987. FILED 11-12-1986. 

1,471,181. MCKAY. TELEDYNE INDUSTRIES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 6 AND 9), (U.S. CLS. 13 AND 
21). SN 630,304. PUB. 10-13-1987. FILED 11-14-1986. 

1,471,182. STRAPAN. CHEMIE LINZ AG, MULTIPLE 
CLASS, (INT. CLS. 6, 9, 17 *ND 20), (U.S. CLS. 1, 14, 21 
AND 32). SN 631,209. PUB. 10-13-1987. FILED 11-19-1986. 

1,471,183. LADDER-MAGIC. STUDER-MOORE ENTER- 
PRISES, INC., (U.S. CL. 50). SN 663,620. PUB. 10-13-1987. 
FILED 5-27-1987. 

1,471,184. PAPER MOON AND DESIGN. PAPER MOON 
GRAPHICS, INC., MULTIPLE CLASS, (INT. CLS. 6 AND 
16), (U.S. CLS. 13, 37 AND 38). SN 664,521. PUB. 
10-13-1987. FILED 6-4-1987. 

1,471,185. PAPER MOON. PAPER MOON GRAPHICS, 
INC., MULTIPLE CLASS, (INT. CLS. 6 AND 16), (US. 
CLS. 13, 37 AND 38). SN 664,522. PUB. 10-13-1987. FILED 
6-4-1987. 


CLASS 7—MACHINERY 


1,471,175 (See Class 6 for this trademark). 

1,471,176 (See Class 6 for this trademark). 

1,471,177 (See Class 6 for this trademark). 

1,471,186. TOYOSET. TOYOTOMI KOGYO CO., LTD., (U.S. 
CL. 23). SN 478,539. PUB. 10-13-1987. FILED 5-3-1984. 

1,471,187. SPIRAX SARCO. SPIRAX-SARCO LIMITED, 
MULTIPLE CLASS, (INT. CLS. 7, 9 AND 11), (U.S. CLS. 
21, 23, 26, 31 AND 34). SN 551,261. PUB. 10-13-1987. 
FILED 8-1-1985. 

1,471,188. MISCELLANEOUS DESIGN. AUSTOFT INDUS- 
TRIES LIMITED, ASSIGNEE OF JONLIN HYDRAU- 
LICS AND PNEUMATICS PTY. LTD., (U.S. CL. 23). SN 
570,755. PUB. 6-23-1987. FILED 11-26-1985. 

1,471,189. MIGMATE. S.ILP. (INDUSTRIAL PRODUCTS) 
LIMITED, (U.S. CLS. 23 AND 34). SN 579,225. PUB. 
10-13-1987. FILED 1-24-1986. 

1,471,190. CLEXTRAL. CLEXTRAL, S.A., MULTIPLE 
CLASS, (INT. CLS. 7, 11, 40 AND 42), (U.S. CLS. 23, 34, 
100 AND 106). SN 607,607. PUB. 10-13-1987. FILED 
7-2-1986. 

1,471,191. OPTIFORM LIP. SULZER-ESCHER WYSS 
GMBH, (U.S. CL. 23). SN 613,915. PUB. 10-13-1987. FILED 
8-8-1986. 

1,471,192. HOT PICK-UP. DAVCO MANUFACTURING 
CORPORATION, (U.S. CL. 19). SN 622,252. PUB. 
10-13-1987. FILED 9-26-1986. 

1,471,193. SEPAC, SEPAC, INC., MULTIPLE CLASS, (INT. 
CLS. 7 AND 42), (U.S. CLS. 23 AND 100). SN 622,396. PUB. 
10-13-1987. FILED 9-26-1986. 

1,471,194. KENTON. SOUTHWEST PRODUCTS CO., (U.S. 
CL. 23). SN 624,056. PUB. 10-13-1987. FILED 10-3-1986. 
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1,471,195. MIGHTY MOUSER. EX-CELL-O CONTRACTOR 
TOOL AND EQUIPMENT CO., (U.S. CL. 23). SN 626,154. 
PUB. 10-13-1987. FILED 10-20-1986. 


1,471,196. STERISENS. STERIDOSE SYSTEMS AKTIEBO- 
LAG, MULTIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. 
CLS. 23 AND 26). SN 626,227. PUB. 10-13-1987. FILED 
10-21-1986. 


1,471,197. NORBRO. NORBRO PNEUMATICS LIMITED, 
MULTIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 23 
AND 26). SN 626,267. PUB. 10-13-1987. FILED 10-21-1986. 


1,471,198. GAULT. BAKER INTERNATIONAL CORPORA- 
TION, (U.S. CL. 23). SN 629,875. PUB. 10-13-1987. FILED 
11-12-1986. 


1,471,199. DE REUS AND DESIGN. DE REUS B.V., (U.S. 
CL. 23). SN 642,425. PUB. 10-13-1987. FILED 2-2-1987. 


1,471,200. PERMEA. PERMEA, INC., MULTIPLE CLASS, 
(INT. CLS. 7 AND 11), (U.S. CLS. 23, 31 AND 34). SN 
650,248. PUB. 10-13-1987. FILED 3-19-1987. 


1,471,201. THE CUTTING TOOL CONNECTION, HOUSTON 
CUTTING TOOLS, INC., (U.S. CL. 23). SN 650,754. PUB. 
10-13-1987. FILED 3-23-1987. 


1,471,202. CYCLOTHANE. U.S.A. KANBAN, INC., (U.S. 
CLS. 23 AND 35). SN 661,553. PUB. 10-13-1987. FILED 
5-18-1987. 


1,471,203. EMERALD III (STYLIZED). ONAN CORPORA- 
TION, (U.S. CLS. 21, 23 AND 26). SN 662,432. PUB. 
10-13-1987. FILED 4-22-1987. 


1,471,204. MARK I. TELELECT, INC., (U.S. CL. 23). SN 
662,455. PUB. 10-13-1987. FILED 5-22-1987. 


1,471,205. MAXI-BAGGER, TEXTRON INC., (U.S. CL. 23). 
SN 663,102. PUB. 10-13-1987. FILED 6-11-1987. 


1,471,206. COALFLEX. GOODYEAR TIRE & RUBBER 
COMPANY, THE, (U.S. CL. 23). SN 663,104. PUB. 
10-13-1987. FILED 5-26-1987. 


1,471,207. RSD RG RELIANCE AND DESIGN. RELIANCE 
GEAR COMPANY LIMITED, (U.S. CL. 23). SN 664,439. 
PUB. 10-13-1987. FILED 6-3-1987. 


1,471,208. GARDEN WAY SPEEDY HOE. GARDEN WAY 
INCORPORATED, (U.S. CL. 23). SN 664,654. PUB. 
10-13-1987. FILED 6-4-1987. 


1,471,209. MAX. HERB ROORDA SALES & SERVICE, 
INC., (U.S. CL. 23). SN 665,784. PUB. 10-13-1987. FILED 
6-11-1987. 


1,471,210. OHLPLAST. ALCAN OHLER GMBH, (U.S. CL. 
23). SN 665,903. PUB. 10-13-1987. FILED 6-11-1987. 


1,471,211. MARK II, TELELECT, INC., (U.S. CL. 23). SN 
666,045. PUB. 10-13-1987. FILED 5-15-1987. 


CLASS 8—HAND TOOLS 


1,471,176 (See Class 6 for this trademark). 


1,471,212. ART-TECH. OLEG CASSINI, INC., MULTIPLE 
CLASS, (INT. CLS. 8, 9, 14 AND 18), (U.S. CLS. 3, 23, 26, 
27, 28 AND 44). SN 625,268. PUB. 10-13-1987. FILED 
10-6-1986. 


1,471,213. NC SC CAROWINDS AND DESIGN. KINGS EN- 
TERTAINMENT COMPANY, MULTIPLE CLASS, (INT. 
CLS. 8 AND 21), (U.S. CLS. 2, 23, 30 AND 33). SN 629,494. 
PUB. 10-13-1987. FILED 11-10-1986. 


1,471,214. TRAVEL PLUS AND DESIGN. REMINGTON 
PRODUCTS, INC., (U.S. CL. 23). SN 647,589. PUB. 
10-13-1987. FILED 3-3-1987. 


1,471,215. CHISPAS. GOMEZ & SANTURIO, (U.S. CL. 23). 
SN 653,368. PUB. 10-13-1987. FILED 4-6-1987. 


1,471,216. SQUEEZEDRIVER (STYLIZED). WORKTOOLS, 
INC., (U.S. CL. 23). SN 665,466. PUB. 10-13-1987. FILED 
6-8-1987. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,471,135 (See Class 3 for this trademark). 

1,471,176 (See Class 6 for this trademark). 

1,471,181 (See Class 6 for this trademark). 

1,471,182 (See Class 6 for this trademark). 

1,471,187 (See Class 7 for this trademark). 

1,471,196 (See Class 7 for this trademark). 

1,471,197 (See Class 7 for this trademark). 

1,471,212 (See Class 8 for this trademark). 

1,471,217. COMPUTRAK (STYLIZED). CURTIN MATHE- 
SON SCIENTIFIC, INC., (U.S. CL. 38). SN 470,812. PUB. 
12-23-1986. FILED 3-19-1984. 

1,471,218. MM (STYLIZED). MILL-MAX MANUFACTUR- 
ING CORP., (U.S. CL. 21). SN 547,793. PUB. 10-13-1987. 
FILED 7-15-1985. 

1,471,219. HOME SYSTEM AND DESIGN. TEKNOLIT 
S.R.L., MULTIPLE CLASS, (INT. CLS. 9 AND 11), (U.S. 
CL. 21). SN 547,911. PUB. 10-13-1987. FILED 7-15-1985. 

1,471,220. VALSTAR. VALSTAR TECHNICAL SYSTEMS 
LIMITED, (U.S. CLS. 21, 26 AND 38). SN 552,136. PUB. 
10-13-1987. FILED 8-6-1985. 

1,471,221. TSV. SYSTEMES DE TELECOMMUNICATIONS 
ET D’INFORMATIQUE TELESYSTEMES, MULTIPLE 
CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 36, 38 AND 
100). SN 554,865. PUB. 10-13-1987. FILED 8-22-1985. 

1,471,222. MISCELLANEOUS DESIGN. WORLDGROUP 
COMPANIES, INC., MULTIPLE CLASS, (INT. CLS. 9 
AND 42), (U.S. CLS. 38, 100 AND 101). SN 559,588. PUB. 
10-13-1987. FILED 9-23-1985. 

1,471,223. THE RETAIL ADVANTAGE (STYLIZED). LOGI- 
CAL BUSINESS SYSTEMS, (U.S. CL. 38). SN 578,642. 
PUB. 10-13-1987. FILED 1-21-1986. 

1,471,224. SNAP DOME. KB DENVER, INC., (U.S. CLS. 21 
AND 26). SN 586,698. PUB. 10-13-1987. FILED 3-7-1986. 

1,471,225. ACCULAW. ACCULAW, INC., (U.S. CL. 26). SN 
588,867. PUB. 10-13-1987. FILED 3-19-1986. 

1,471,226. MUSICALIFORNIA. I/O PRODUCTIONS, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 41), (U.S. CLS. 21, 
26, 38 AND 107). SN 592,349. PUB. 10-13-1987. FILED 
4-9-1986. 

1,471,227. NETRONIC. NETRONIC STANDARD SOFT- 
WARE SCHMITZ GMBH, (U.S. CL. 38). SN 592,453. PUB. 
10-13-1987. FILED 4-9-1986. 

1,471,228. CASHHANDLER. MANAGEMENT HORIZONS 
RETAIL DATA SYSTEMS LIMITED, (U.S. CLS. 26 AND 
38). SN 594,677. PUB. 10-13-1987. FILED 4-21-1986. 

1,471,229. THE CONSTRUCTION LINK AND DESIGN. 
WARD, LANCE R., (U.S. CL. 38). SN 596,032. PUB. 
10-13-1987. FILED 4-30-1986. 

1,471,230. NELSON AND DESIGN. L.R. NELSON CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 9, 11 AND 21), 
(U.S. CLS. 13 AND 26). SN 596,319. PUB. 10-13-1987. 
FILED 5-1-1986. 

1,471,231. BODYLINK. BODYLOG, INC., (U.S. CLS. 26 
AND 38). SN 598,665. PUB. 10-13-1987. FILED 5-14-1986. 

1,471,232. BODYLOG. BODYLOG, INC., (U.S. CLS. 26 AND 
38). SN 598,676. PUB. 10-13-1987. FILED 5-14-1986. 

1,471,233. MULTIPORT. CMQ COMMUNICATIONS INC., 
(U.S. CL. 26). SN 601,426. PUB. 10-13-1987. FILED 
5-30-1986. 

1,471,234. RAMWORKS. POTE, DAN, DBA APPLIED EN- 
GINEERING, (U.S. CL. 26). SN 607,118. PUB. 7-14-1987. 
FILED 6-30-1986. 

1,471,235. RUDY PROJECT AND DESIGN. BARBAZZA, 
RODOLFO, (U.S. CL. 26). SN 610,222. PUB. 10-13-1987. 
FILED 7-18-1986. 

1,471,236. FOOFUR AND DESIGN. SEPP S.A., (U.S. CLS. 21, 
26 AND 38). SN 614,406. PUB. 10-13-1987. FILED 
8-12-1986. 

1,471,237. SYSTEC. SYSTEC AUSBAUSYSTEME GMBH, 
(U.S. CLS. 21, 23 AND 26). SN 616,417. PUB. 10-13-1987. 
FILED 8-25-1986. 

1,471,238. PHONENET (STYLIZED). JONES, REESE M., 
DBA FARALLON COMPUTING, (U.S. CL. 21). SN 
617,730. PUB. 10-13-1987. FILED 9-2-1986. 
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1,471,239. NEWSCENTER 21 AND DESIGN. CENTURY 21 
REAL ESTATE CORPORATION, (U.S. CL. 26). SN 
619,358. PUB. 10-13-1987. FILED 9-11-1986. 

1,471,240. DIFU. DR.-ING. RUDOLF HELL GMBH, MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 38 AND 
100). SN 619,569. PUB. 10-13-1987. FILED 9-11-1986. 

1,471,241. IPM TWIN CARD AND DESIGN. INDUSTRIA 
POLITECNICA MERIDIONALE S.P.A., (U.S. CL. 21). SN 
620,628. PUB. 10-13-1987. FILED 9-18-1986. 

1,471,242. CHEKLINK. CHECKPOINT SYSTEMS, _INC., 
(U.S. CL. 26). SN 621,148. PUB. 10-13-1987. FILED 
9-22-1986. 

1,471,243. AUTOCON AND DESIGN. AUTOCON INDUS- 
TRIES, INC., MULTIPLE CLASS, (INT. CLS. 9, 37, 41 
AND 42), (U.S. CLS. 26, 38, 100, 101, 103 AND 107). SN 
621,158. PUB. 10-13-1987. FILED 9-22-1986. 

1,471,244. MAKING ADVANCED TECHNOLOGY WORK. 
NORTHROP CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 9 AND 13), (U.S. CLS. 9, 21, 26 AND 38). SN 621,245. 
PUB. 10-13-1987. FILED 9-22-1986. 

1,471,245. OPI-ONE. COOL GRAIN DRYING SYSTEMS 
INC., (U.S. CL. 26). SN 622,222. PUB. 10-13-1987. FILED 
9-26-1986. 

1,471,246. SMARTEYE. SYSTEM ASSOCIATES, INC., (U.S. 
CL. 26). SN 622,825. PUB. 10-13-1987. FILED 9-29-1986. 

1,471,247. MICROLOK. ROERAADE, JOHAN, (U.S. CL. 26). 
SN 622,863. PUB. 10-13-1987. FILED 9-29-1986. 

1,471,248. EZTAPE. IRWIN MAGNETIC SYSTEMS, INC., 
(U.S. CL. 38). SN 627,511. PUB. 10-13-1987. FILED 
10-29-1986. 

1,471,249. MISCELLANEOUS DESIGN, PRESTOLITE WIRE 
CORPORATION, (U.S. CL. 21). SN 628,286. PUB. 
10-13-1987. FILED 11-3-1986. 

1,471,250.. FLEX DESIGNER. FLEXMARK INC., (U.S. CL. 
38). SN 628,358. PUB. 10-13-1987. FILED 11-3-1986. 

1,471,251. R&R RELATIONAL REPORT WRITER AND 
DESIGN. CONCENTRIC DATA SYSTEMS, INC., (U.S. 
CL. 38). SN 628,685. PUB. 10-13-1987. FILED 11-5-1986. 

1,471,252. BOS AND DESIGN. BENEFACTS INC., (U.S. CL. 
38). SN 630,390. PUB. 10-13-1987. FILED 11-14-1986. 

1,471,253. BOS BENEFIT OPTION SYSTEM (STYLIZED). 
BENEFACTS INC., (U.S. CL. 38). SN 630,398. PUB. 
10-13-1987. FILED 11-14-1986. 

1,471,254. CALNET. CALNET ELECTRONICS INC., (U.S. 
CL. 21). SN 630,927. PUB. 10-13-1987. FILED 11-17-1986. 

1,471,255. SOPHIA ROSSETTI (STYLIZED). ETABLISSE- 
MENTS MARIUS MOREL, (U.S. CL. 26). SN 630,936. PUB. 
10-13-1987. FILED 11-6-1986. 

1,471,256. MULTIFORM. DECISION DYNAMICS, 
(U.S. CL. 38). SN 631,527. PUB. 10-13-1987. 
11-18-1986. 

1,471,257. EXTRALLOY. SONY CORPORATION, (U.S. CL. 
36). SN 633,107. PUB. 10-13-1987. FILED 12-1-1986. 

1,471,258. BASICONNECTION. DESKEL COMPUTER RE- 
SOURCES CORPORATION, (U.S. CL. 38). SN 641,047. 
PUB. 10-13-1987. FILED 1-23-1987. 

1,471,259. PRECIMATIC, LURGI GMBH, (U.S. CL. 26). SN 
641,300. PUB. 10-13-1987. FILED 1-27-1987. 

1,471,260. OPTI-NET. ONLINE COMPUTER SYSTEMS, 
INC., (U.S. CL. 38). SN 643,295. PUB. 10-13-1987. FILED 
2-6-1987. 

1,471,261. CLOR-D-TECT. DEXSIL CORPORATION, (U.S. 
CL. 26). SN 643,880. PUB. 10-13-1987. FILED 2-9-1987. 

1,471,262. DEXSIL. DEXSIL CORPORATION, (U.S. CL. 26). 
SN 643,881. PUB. 10-13-1987. FILED 2-9-1987. 

1,471,263. HELP. LINGUISYSTEMS, INC., (U.S. CL. 38). SN 
644,806. PUB. 6-2-1987. FILED 2-17-1987. 

1,471,264. BIOSTATION. NIKON INC., (U.S. CLS. 26 AND 
38). SN 646,103. PUB. 10-13-1987. FILED 2-24-1987. 

1,471,265. SPEAR. HUGHES AIRCRAFT COMPANY, (U.S. 
CL. 21). SN 646,305. PUB. 10-13-1987. FILED 2-24-1987. 

1,471,266. “CAL-PAC”, NANOMETRICS INCORPORATED, 
(U.S. CL. 26). SN 646,735. PUB. 6-30-1987. FILED 
2-17-1987. 


INC., 
FILED 





T™ 128 


1,471,267. TAKE HOME A PRO. PICCHIETTI, REMO N., 
DBA TECH-ED PUBLISHING COMPANY, (U.S. CL. 26). 
SN 646,830. PUB. 10-13-1987. FILED 2-27-1987. 

1,471,268. CUDA. CUDA PRODUCTS CORPORATION, 
(U.S. CLS. 26 AND 44). SN 646,862. PUB. 10-13-1987. 
FILED 2-27-1987. 

1,471,269. LAZERSET AND DESIGN. COMPUQUEST, INC., 
(U.S. CL. 38). SN 647,455. PUB. 7-7-1987. FILED 3-2-1987. 

1,471,270. TRIBUTES. MEMORY LANE PRODUCTIONS, 
(U.S. CLS. 21 AND 38). SN 647,493. PUB. 10-13-1987. 
FILED 3-2-1987. 

1,471,271. BANKTRADE. COMPLEX SYSTEMS, INC., (U.S. 
CL. 38). SN 648,555. PUB. 10-13-1987. FILED 3-9-1987. 

1,471,272. REM. VICKERY, EUGENE, DBA VICKERY 
OFFICE, (U.S. CL. 38). SN 648,583. PUB. 10-13-1987. 
FILED 3-9-1987. 

1,471,273. NAUTICAL STRUCTURES AND DESIGN. DAVIT 
MASTER CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 9 AND 12), (U.S. CLS. 19, 21 AND 26). SN 649,143. 
PUB. 10-13-1987. FILED 3-12-1987. 

1,471,274. Q/AUDITOR. EDEN SYSTEMS CORPORATION, 
(U.S. CL. 38). SN 650,180. PUB. 10-13-1987. FILED 
3-19-1987. 

1,471,275. MODUS. SOFTWARE RESULTS CORPORA- 
TION, (U.S. CL. 38). SN 650,345. PUB. 10-13-1987. FILED 
3-20-1987. 

1,471,276. ATRON (STYLIZED). NORTHWEST INSTRU- 
MENT SYSTEMS, INC., DBA ATRON CORPORATION, 
(U.S. CLS. 21, 26 AND 38). SN 650,929. PUB. 10-13-1987. 
FILED 3-23-1987. 

1,471,277. VAM. SOFTWARE LABORATORIES, INC., (U.S. 
CL. 38). SN 652,073. PUB. 10-13-1987. FILED 3-30-1987. 

1,471,278. PRIZE FRIZE. PRIZE FRIZE, INC., (U.S. CL. 23). 
SN 653,120. PUB. 10-13-1987. FILED 4-6-1987. 

1,471,279. SMART CONNECTION. BENSON PRODUCT DE- 
VELOPMENT CORPORATION, (U.S. CL. 21). SN 653,147. 
PUB. 8-4-1987. FILED 4-6-1987. 

1,471,280. CAPTAIN POWER. LANDMARK ENTERTAIN- 
MENT GROUP, MULTIPLE CLASS, (INT. CLS. 9, 16, 25 
AND 28), (U.S. CLS. 21, 22, 26, 36, 37, 38, 39 AND 50). SN 
654,603. PUB. 10-13-1987. FILED 4-13-1987. 

1,471,281. CAPTAIN POWER AND THE SOLDIERS OF THE 
FUTURE. LANDMARK ENTERTAINMENT GROUP, 
MULTIPLE CLASS, (INT. CLS. 9, 16, 25 AND 28), (U.S. 
CLS. 21, 22, 26, 36, 37, 38, 39 AND 50). SN 654,737. PUB. 
10-13-1987. FILED 4-13-1987. 

1,471,282. SOLDIERS OF THE FUTURE. LANDMARK EN- 
TERTAINMENT GROUP, MULTIPLE CLASS, (INT. 
CLS. 9, 16, 25 AND 28), (U.S. CLS. 21, 22, 26, 36, 37, 38, 39 
AND 50). SN 654,739. PUB. 10-13-1987. FILED 4-13-1987. 

1,471,283. SKYCUE. NORTHWESTERN COLLEGE, (U.S. 
CL. 21). SN 654,898. PUB. 10-13-1987. FILED 4-13-1987. 

1,471,284. IN-HOUSE ACCOUNTANT. P.C. SOFTWARE DE- 
VELOPMENT, (U.S. CL. 38). SN 655,066. PUB. 10-13-1987. 
FILED 4-14-1987. 

1,471,285. DESQ VIEW (STYLIZED). QUARTERDECK 
OFFICE SYSTEMS, (U.S. CL. 38). SN 655,127. PUB. 
10-13-1987. FILED 4-10-1987. 

1,471,286. IPA MAN III. IPA INFORMATION SYSTEMS, 
INC., (U.S. CL. 38). SN 656,066. PUB. 10-13-1987. FILED 
4-20-1987. 

1,471,287. MISCELLANEOUS DESIGN. AMERICAN TELE- 
PHONE AND TELEGRAPH COMPANY, (U.S. CL. 21). 
SN 656,249. PUB. 10-13-1987. FILED 4-20-1987. 

1,471,288. TOKEN PLUS. 3COM CORPORATION, (U.S. 
CLS. 21 AND 26). SN 657,242. PUB. 10-13-1987. FILED 
4-27-1987. 

1,471,289. DISK OPTIMIZER AND DESIGN. SOFTLOGIC 
SOLUTIONS, INC., (U.S. CL. 38). SN 657,341. PUB. 
10-13-1987. FILED 4-27-1987. 

1,471,290. ILSCO. BARDES CORPORATION, (U.S. CL. 21). 
SN 658,537. PUB. 10-13-1987. FILED 5-4-1987. 

1,471,291. SOFTPC. INSIGNIA SOLUTIONS LIMITED, 
(U.S. CL. 38). SN 658,960. PUB. 10-13-1987. FILED 
4-29-1987. : 

1,471,292. DYN-O-LITE. DURO DYNE CORPORATION, 
(U.S. CLS. 21 AND 34). SN 659,290. PUB. 10-13-1987. 
FILED 5-7-1987. 
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1,471,293. MANAGING ATTORNEY/3000. NEW YORK LAW 
PUBLISHING COMPANY, THE, DBA LAW JOURNAL 
INFORMATION SYSTEMS, MULTIPLE CLASS, (INT. 
CLS. 9 AND 35), (U.S. CLS. 38 AND 101). SN 659,322. PUB. 
10-13-1987. FILED 5-7-1987. 

1,471,294. THE STOCKING BOX. P & S INTERNATIONAL 
COMMODITIES, INC., (U.S. CL. 23). SN 659,615. PUB. 
10-13-1987. FILED 5-8-1987. 

1,471,295. PAYROLL CONNECTION. FOURTH SHIFT COR- 
PORATION, (U.S. CL. 38). SN 659,626. PUB. 10-13-1987. 
FILED 5-8-1987. 

1,471,296. ZMATH. MATH CORPORATION, (U.S. CL. 38). 
SN 659,675. PUB. 10-13-1987. FILED 5-8-1987. 

1,471,297. MACINUSE. SOFTVIEW, INC., (U.S. CL. 38). SN 
659,682. PUB. 10-13-1987. FILED 5-8-1987. 

1,471,298. POLARIS. MATTSON INSTRUMENTS, INC., 
(U.S. CL. 26). SN 659,717. PUB. 10-13-1987. FILED 
5-8-1987. - 

1,471,299. TEAMWORK/IM. CADRE TECHNOLOGIES 
INC., (U.S. CL. 38). SN 659,917. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,300. TMS. HRL ASSOCIATES, INC. (VA. CORP), 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CL. 38). 
SN 659,928. PUB. 10-13-1987. FILED 5-11-1987. 

1,471,301. WEST'S. WEST PUBLISHING COMPANY, (U.S. 
CL. 26). SN 660,040. PUB. 10-13-1987. FILED 5-11-1987. 

1,471,302. EXECUTIVE. MITO CORPORATION, (U.S. CLS. 
21 AND 36). SN 660,204. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,303. CF. NIKON INC., (U.S. CL. 26). SN 660,613. PUB. 
10-13-1987. FILED 5-13-1987. 

1,471,304. AXON/4. ACQUIS COMMUNICATIONS, INC., 
(U.S. CL. 21). SN 660,622. PUB. 10-13-1987. FILED 
5-13-1987. 

1,471,305. PACIFIC TECHNOLOGY. FRED MEYER, INC., 
(U.S. CL. 21). SN 660,734. PUB. 10-13-1987. FILED 
5-14-1987. 

1,471,306. MISCELLANEOUS DESIGN. KATAHN ASSOCI- 
ATES, INC., (U.S. CL. 21). SN 661,103. PUB. 10-13-1987. 
FILED 5-15-1987. 

1,471,307. PTAG. SUNDSTRAND DATA CONTROL, INC., 
(U.S. CL. 21). SN 661,225. PUB. 10-13-1987. FILED 
5-18-1987. 

1,471,308. OMICRON. DECISION SUPPORT SYSTEMS, 
INC., (U.S. CL. 26). SN 661,305. PUB. 10-13-1987. FILED 
5-18-1987. 

1,471,309. CIMCORP AND DESIGN. CIMCORP INC., (U.S. 
CL. 26). SN 661,594. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,310. THE DIFFERENCE. DOLBEY AND COMPANY, 
(U.S. CLS. 26 AND 38). SN 661,813. PUB. 10-13-1987. 
FILED 5-20-1987. 

1,471,311. HELIX. A & B INDUSTRIES, INC., (U.S. CL. 26). 
SN 662,749. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,312. 3M (STYLIZED). MINNESOTA MINING AND 
MANUFACTURING COMPANY, AKA 3M, (U.S. CL. 26). 
SN 662,921. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,313. FERROREG. RAPID TECHNOLOGIES INC., 
(U.S. CL. 26). SN 662,928. PUB. 10-13-1987. FILED 
5-26-1987. 

1,471,314. POWRSHARE. RAPID TECHNOLOGIES INC., 
(U.S. CLS. 21 AND 26). SN 662,930. PUB. 10-13-1987. 
FILED 5-26-1987. 

1,471,315. PUREPOWR. RAPID TECHNOLOGIES _INC., 
(U.S. CL. 26). SN 662,931. PUB. 10-13-1987. FILED 
5-26-1987. 

1,471,316. MNI AND DESIGN. MIKE NICHOLES, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 21 
AND 38). SN 662,960. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,317. LINEPRO. MATTEC CORPORATION, (U.S. CLS. 
26 AND 38). SN 662,989. PUB. 10-13-1987. FILED 
5-26-1987. 

1,471,318. QUIET CONTROLL. R.C. INDUSTRIES, (U.S. CL. 
21). SN 663,008, PUB. 10-13-1987. FILED 5-26-1987. 

1,471,319. MONEYVISION. TAYLOR PUBLISHING COM- 
PANY, (U.S. CL. 38). SN 663,385. PUB. 10-13-1987. FILED 
5-28-1987. 
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1,471,320. DOCKMATE. GENERAL ELECTRIC COMPA- 
NY, (U.S. CL. 21). SN 663,407. PUB. 10-13-1987. FILED 
5-28-1987. 

1,471,321. POSI-VU. GENERAL ELECTRIC COMPANY, 
(U.S. CLS. 21 AND 26). SN 663,409. PUB. 10-13-1987. 
FILED 5-28-1987. 

1,471,322. VISULA. RACAL ELETRONICS PUBLIC LIMIT- 
ED COMPANY, (U.S. CL. 38). SN 663,423. PUB. 
10-13-1987. FILED 5-29-1987. 

1,471,323. ASPENET. ASPEN SYSTEMS CORPORATION, 
(U.S. CL. 38). SN 663,510. PUB. 10-13-1987. FILED 
5-29-1987. 

1,471,324. ACCOUNTSMANAGER. APPLIED CONTROL 
SYSTEMS, INC. (U.S. CL. 38). SN 663,530. PUB. 
10-13-1987. FILED 5-29-1987. 

1,471,325. V-6. EQUIPMENT SYSTEMS & DEVICES, INC., 
(U.S. CLS. 23 AND 26). SN 663,560. PUB. 10-13-1987. 
FILED 5-29-1987. 

1,471,326. GET CARRIED AWAY. TARADAY IMPORTS, 
INC., (U.S. CL. 21). SN 663,566. PUB. 10-13-1987. FILED 
5-9-1987. 

1,471,327. KROM-X. NEO-OPTICS, INCORPORATED, (U.S. 
CL. 26). SN 663,767. PUB. 10-13-1987. FILED 6-1-1987. 

1,471,328. SYMBAD. ECAD, INC., (U.S. CL. 38). SN 663,799. 
PUB. 10-13-1987. FILED 6-1-1987. 

1,471,329. VOYAGER. GENERAL MOTORS CORPORA- 
TION, (U.S. CL. 21). SN 663,925. PUB. 10-13-1987. FILED 
6-1-1987. 

1,471,330. WRITERSTATION. DATALOGICS, INC., (U.S. 
CL. 38). SN 664,237. PUB. 10-13-1987. FILED 6-2-1987. 

1,471,331. AQUA MISER AND DESIGN. CONSERVATION 
TECHNOLOGIES, INC., (U.S. CL. 26). SN 664,573. PUB. 
10-13-1987. FILED 6-4-1987. 

1,471,332. THERMO-CUP, LAB-LINE INSTRUMENTS, 
INC., (U.S. CL. 26). SN 664,948. PUB. 10-13-1987. FILED 
6-5-1987. 

1,471,333. THERMO-FLASK. LAB-LINE INSTRUMENTS, 
INC., (U.S. CL. 26). SN 664,950. PUB. 10-13-1987. FILED 
6-5-1987. 


CLASS 10—MEDICAL APPARATUS 


1,471,173 (See Class 5 for this trademark). 

1,471,174 (See Class 5 for this trademark). 

1,471,334. SYNCRONER. FISONS PLC, (U.S. CL. 44). SN 
586,347. PUB. 10-13-1987. FILED 3-6-1986. 

1,471,335. RPI AND DESIGN. REPLACEMENT PARTS IN- 
DUSTRIES, INC., (U.S. CL. 44). SN 612,827. PUB. 
10-13-1987. FILED 8-4-1986. 

1,471,336. MAM-O-MED AND DESIGN. MAMMOGRAPHY 
MEDICAL CENTERS, INC., (U.S. CL. 44). SN 620,401. 
PUB. 10-13-1987. FILED 9-17-1986. 

1,471,337. MINI-STICKS. MODCOM, INC., ASSIGNEE OF 
KLEIN, PAUL E., (U.S. CL. 44). SN 625,903. PUB. 
10-13-1987. FILED 10-20-1986. 

1,471,338. THERAFIELD. THERAFIELD (UK) LIMITED, 
(U.S. CL. 44). SN 627,120. PUB. 10-13-1987. FILED 
10-27-1986. 

1,471,339. VITROCAT. OERTLI-INSTRUMENTE AG, (U.S. 
CL. 44). SN 642,460. PUB. 10-13-1987. FILED 2-2-1987. 

1,471,340. TRIAX. CHATTECX CORPORATION, (U.S. CL. 
44). SN 644,649. PUB. 6-16-1987. FILED 2-13-1987. 

1,471,341. SCANNEX-SV. HORIZONS RESEARCH LAB- 
ORATORIES, INC., (U.S. CL. 44). SN 657,697. PUB. 
10-13-1987. FILED 4-27-1987. 

1,471,342. WINGS PM. PROFESSIONAL MEDICAL PROD- 
UCTS, INC., (U.S. CL. 44). SN 658,873. PUB. 10-13-1987. 
FILED 5-4-1987. 

1,471,343. DIGISPOT. MATRIX CORPORATION, (U.S. CL. 
44). SN 661,558. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,344. VASPORT. GISH BIOMEDICAL, INC., (U.S. CL. 
44). SN 662,986. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,345. CINESTORE. MATRIX CORPORATION, (U.S. 
CL. 44). SN 663,321. PUB. 10-13-1987. FILED 5-28-1987. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,471,175 (See Class 6 for this trademark). 

1,471,176 (See Class 6 for this trademark). 

1,471,187 (See Class 7 for this trademark). 

1,471,190 (See Class 7 for this trademark). 

1,471,200 (See Class 7 for this trademark). 

1,471,219 (See Class 9 for this trademark). 

1,471,230 (See Class 9 for this trademark). 

1,471,346. SOLARSPEED. TI CREDA LIMITED, (U.S. CL. 
34). SN 565,807. PUB. 10-13-1987. FILED 10-29-1985. 

1,471,347. SRS. TORTEROTOT, ROLAND, MULTIPLE 
CLASS, (INT. CLS. 11 AND 40), (U.S. CLS. 34 AND 106). 
SN 619,139. PUB. 7-21-1987. FILED 9-10-1986. 

1,471,348. NAUTICA. TKS ENTERPRISES LTD., (U.S. CL. 
34). SN 623,407. PUB. 10-13-1987. FILED 10-1-1986. 

1,471,349. SUNFIRE AND DESIGN. FLAMETECH MANU- 
FACTURING INC., (U.S. CL. 34). SN 628,847. PUB. 
10-13-1987. FILED 11-6-1986. 

1,471,350. CRANADA (BLOCK FORM). CRANE CANADA 
INC., (U.S. CL. 13). SN 641,539. PUB. 10-13-1987. FILED 
1-28-1987. 

1,471,351. MISCELLANEOUS DESIGN. DOWCO CORPO- 
RATION, (U.S. CL. 34). SN 642,079. PUB. 10-13-1987. 
FILED 1-30-1987. 

1,471,352. DYNAMIC DUO. WINDMERE CORPORATION, 
(U.S. CL. 44). SN 644,652. PUB. 6-23-1987. FILED 
2-13-1987. 

1,471,353. MIGHTY MINI. REMINGTON PRODUCTS, 
INC., (U.S. CL. 21). SN 645,844. PUB. 7-14-1987... FILED 
2-24-1987. 

1,471,354. CASO BOX (STYLIZED). SOLVAY & CIE, (U.S. 
CL. 34). SN 648,221. PUB. 10-13-1987. FILED 3-6-1987. 

1,471,355. CFV AND DESIGN. T.T.L, INC., DBA CLEAR- 
FLOW VALVES, INC., (U.S. CL. 13). SN 648,395. PUB. 
10-13-1987. FILED 3-9-1987. 

1,471,356. PF. MODINE MANUFACTURING COMPANY, 
MULTIPLE CLASS, (INT. CLS. 11 AND 12), (U.S. CLS. 19 
AND 34). SN 651,285. PUB. 10-13-1987. FILED 3-25-1987. 

1,471,357. MISCELLANEOUS DESIGN. MODINE MANU- 
FACTURING COMPANY, MULTIPLE CLASS, (INT. 
CLS. 11 AND 12), (U.S. CLS. 19 AND 34). SN 651,295. PUB. 
10-13-1987. FILED 3-25-1987. 

1,471,358. CREST 4500 SERIES 52“ DUO-MOUNT AND 
DESIGN. CREST INDUSTRIES, INC., (U.S. CL. 34). SN 
651,361. PUB. 10-13-1987. FILED 3-25-1987. 

1,471,359. SYSTEM III. BUNN-O-MATIC CORPORATION, 
(U.S. CL. 21). SN 652,233. PUB. 10-13-1987. FILED 
3-30-1987. 

1,471,360. THERMO STAR. CUMMINS ENGINE COMPA- 
NY, INC., (U.S. CL. 34). SN 656,261. PUB. 10-13-1987. 
FILED 4-20-1987. 

1,471,361. KRANTZ-TWIST (STYLIZED). H. KRANTZ 
GMBH & CO., (U.S. CL. 34). SN 659,378. PUB. 10-13-1987. 
FILED 5-7-1987. 

1,471,362. VINISSIMO. COMPAGNIE FRANCAISE D’E- 
TUDES ET D’ENTREPRISES, (U.S. CL. 31). SN 659,847. 
PUB. 10-13-1987. FILED 5-8-1987. 

1,471,363. VIVA. ACRIFORM ENGINEERING INC., (U.S. 
CL. 13). SN 661,197. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,364. CRAYONS. EL GRECO INC., (U.S. CL. 21). SN 
665,414. PUB. 10-13-1987. FILED 6-8-1987. 

1,471,365. ULTRAGUARD. AIRO CLEAN ENGINEERING, 
INC., (U.S. CL. 34). SN 665,955. PUB. 10-13-1987. FILED 
6-11-1987. 


CLASS 12—VEHI@LES 


1,471,176 (See Class 6 for this trademark). 
1,471,177 (See Class 6 for this trademark). 
1,471,179 (See Class 6 for this trademark). 
1,471,273 (See Class 9 for this trademark). 
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1,471,356 (See Class 11 for this trademark). 

1,471,357 (See Class 11 for this trademark). 

1,471,366. FIREHAWK. FIRESTONE TIRE & RUBBER 
COMPANY, THE, (U.S. CL. 35). SN 508,775. PUB. 
10-13-1987. FILED 11-14-1984. 


1,471,367. AUTO COMFORT. CONTINENTAL BRUSH 
MANUFACTURING LTD., (U.S. CL. 19). SN 623,096. PUB. 
10-13-1987. FILED 9-30-1986. 


1,471,368. P1 PRIMA (STYLIZED). PRIMA YACHTS INC., 
(U.S. CL. 19). SN 624,143. PUB. 10-13-1987. FILED 
10-3-1986. 


1,471,369. ASCOT SLICK CART. AGAJANIAN ENTER- 
PRISES, INC., (U.S, CLS. 19 AND 22). SN 628,709. PUB. 
10-13-1987. FILED 11-5-1986. 


1,471,370. SYSKO KIT. TRANSGO INC., DBA TRANSCO, 
(U.S. CLS. 19 AND 23). SN 632,605. PUB. 10-13-1987. 
FILED 11-26-1986. 


1,471,371. MANGUSTA, 
GROUP, (U.S. CL. 
FILED 11-28-1986. 

1,471,372. INDIEX. SULLY PRODUITS SPECIAUX, S.A., 
MULTIPLE CLASS, (INT. CLS. 12 AND 21), (U.S. CLS. 19 
AND 33). SN 638,611. PUB. 10-13-1987. FILED 1-7-1987. 


1,471,373. VAN ONE AND DESIGN. MONDICH, JAMES, 
DBA MONDICH CONVERSIONS, (U.S. CL. 19). SN 
641,815. PUB. 10-13-1987. FILED 1-29-1987. 

1,471,374. PUFFIN AND DESIGN. CSA, INC., MULTIPLE 
CLASS, (INT. CLS. 12 AND 28), (U.S. CLS. 19 AND 22). 
SN 650,957. PUB. 10-13-1987. FILED 3-23-1987. 


1,471,375. MN (STYLIZED). MIDWEST PRODUCTS AND 
ENGINEERING, INC., (U.S. CL. 19). SN 659,635. PUB. 
10-13-1987. FILED 5-8-1987. 


1,471,376. MISCELLANEOUS DESIGN. FOUR WINNS, INC., 
(U.S. CL. 19). SN 660,216. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,377. H HYDRA-MATIC AND DESIGN. GENERAL 
MOTORS CORPORATION, (U.S. CLS. 19 AND 23). SN 
663,843. PUB. 10-13-1987. FILED 6-1-1987. 


RECREATION 
PUB. 10-13-1987. 


AMERICAN 
19). SN 632,833. 


CLASS 13—FIREARMS 


1,471,244 (See Class 9 for this trademark). 


CLASS 14—JEWELRY 


1,471,212 (See Class 8 for this trademark). 

1,471,378. TOASTMASTERS INTERNATIONAL T AND 
DESIGN. TOASTMASTERS INTERNATIONAL, MULTI- 
PLE CLASS, (INT. CLS. 14, 16, 20 AND 24), (U.S. CLS. 28, 
32, 37, 38 AND 50). SN 628,091. PUB. 10-13-1987. FILED 
11-3-1986. 

1,471,379. SUNSHINE GOLDEN EAGLE AND DESIGN. 
SUNSHINE BULLION COMPANY, INC., (U.S. CL. 28). SN 
636,956. PUB. 10-13-1987. FILED 12-23-1986. 


1,471,380. TONIC AND DESIGN. TONIC CREATIONS, 
INC., (U.S. CL. 28). SN 646,401. PUB. 7-14-1987. FILED 
2-25-1987. 

1,471,381. M & CO. LABS AND DESIGN. M & CO. A 
DESIGN GROUP, INC., MULTIPLE CLASS, (INT. CLS. 
14 AND 16), (U.S. CLS. 27 AND 37). SN 647,995. PUB. 
10-13-1987. FILED 3-2-1987. 

1,471,382. REMINDER. PENGUIN PRODUCTS, INC., (U.S. 
CL. 28). SN 657,410. PUB. 10-13-1987. FILED 4-27-1987. 

1,471,383. GC (STYLIZED). CLOSTER JEWELERS CORPO- 
RATION, (U.S. CL. 28). SN 660,555. PUB. 10-13-1987. 
FILED 5-13-1987. 

1,471,384. TIMEX BUSINESS CLASS. TIMEX CORPORA- 
TION, (U.S. CL. 27). SN 661,065. PUB. 10-13-1987. FILED 
5-15-1987. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,471,122 (See Class 3 for this trademark). 
1,471,124 (See Class 3 for this trademark). 
1,471,184 (See Class 6 for this trademark). 
1,471,185 (See Class 6 for this trademark). 
1,471,280 (See Class 9 for this trademark). 
1,471,281 (See Class 9 for this trademark). 
1,471,282 (See Class 9 for this trademark). 
1,471,300 (See Class 9 for this trademark). 
1,471,316 (See Class 9 for this trademark). 
1,471,378 (See Class 14 for this trademark). 
1,471,381 (See Class 14 for this trademark). 


1,471,385. PICTURE WEEK. TIME INCORPORATED, (U.S. 
CL. 38). SN 530,899. PUB. 10-13-1987. FILED 4-5-1985. 


1,471,386. COAST TO COAST RESORTS. CAMP COAST TO 
COAST INC., (U.S. CL. 38). SN 608,449. PUB. 10-13-1987. 
FILED 7-8-1986, 


1,471,387. COMPUTER LISTING SERVICE. COMPUTER 
LISTING SERVICE, INC., (U.S. CL. 38). SN 608,605. PUB. 
10-13-1987. FILED 7-9-1986. 


1,471,388. GOODTIMES PASSPORT. VITALE, JAMES A., 
AND VITALE, BARBARA L., (U.S. CL. 38). SN 630,531. 
PUB. 10-13-1987. FILED 11-17-1986. 


1,471,389. THE LANCET. LANCET LIMITED, THE, (U.S. 
CL. 38). SN 631,803. PUB. 10-13-1987. FILED 11-24-1986. 


1,471,390. CHRISTIAN DIOR. CHRISTIAN DIOR S.A., 
MULTIPLE CLASS, (INT. CLS. 16 AND 34), (U.S. CLS. 8 
AND 37). SN 634,952. PUB. 10-13-1987. FILED 12-11-1986. 


1,471,391. PALM PRINT AND DESIGN. IDENTICATOR 
CORPORATION, (U.S. CLS. 11, 37 AND 50). SN 638,373. 
PUB. 10-13-1987. FILED 1-5-1987. 


1,471,392. MACINTOSH WEEK (BLOCK FORM). APPLE 
COMPUTER, INC., (U.S. CL. 38). SN 648,001. PUB. 
10-13-1987. FILED 3-5-1987. 


1,471,393. CHANGING HANDS AND DESIGN. BROAD- 
CASTING PUBLICATIONS, INC., (U.S. CL. 38). SN 
649,847. PUB. 10-13-1987. FILED 3-17-1987. 


1,471,394. MACINTOSH TODAY. APPLE COMPUTER, 
INC., (U.S. CL. 38). SN 651,535. PUB. 10-13-1987, FILED 
3-26-1987. 


1,471,395. CHRISTMAS CARDS. CHRISTMAS CARDS, 
INC., (U.S. CL. 22). SN 651,894. PUB. 10-13-1987. FILED 
3-30-1987. 


1,471,396. ANNUAL REVIEW OF NUTRITION. ANNUAL 
REVIEWS INC., (U.S. CL. 38). SN 654,678. PUB. 
10-13-1987. FILED 4-13-1987. 


1,471,397. TENDERS. AGENCIAS 
(U.S. CLS. 37 AND 39). SN 660,416. PUB. 
FILED 5-12-1987. 


1,471,398. FOTO FRAME-UPS, PAPER MOON GRAPHICS, 
INC., (U.S. CL. 38). SN 664,523. PUB. 10-13-1987. FILED 
6-4-1987. j 


INTERMARES, _INC., 
10-13-1987. 


CLASS 17—RUBBER GOODS 


1,471,176 (See Class 6 for this trademark). 
1,471,179 (See Class 6 for this trademark). 
1,471,182 (See Class 6 for this trademark). 
1,471,399. POLY DECKS. CELLOFOAM NORTH AMER- 


ICA, INC., DBA CELLOFOAM/SOUTHEASTERN, (U.S. 
CL. 12). SN 619,543. PUB. 10-13-1987. FILED 9-12-1986. 


1,471,400. MERC O’ RINGS. BESTOBELL INDUSTRIES 
AUSTRALIA PTY. LIMITED, (U.S. CLS. 12 AND 35). SN 
627,118. PUB. 10-13-1987. FILED 10-27-1986. 


1,471,401. POLYMET-O, E.B. & A.C. WHITING COMPANY, 
(U.S. CL. 1). SN 646,647. PUB. 7-14-1987. FILED 2-26-1987. 
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CLASS 18—LEATHER GOODS 


1,471,128 (See Class 3 for this trademark). 

1,471,212 (See Class 8 for this trademark). 

1,471,402. SETIZZATO AND DESIGN. FABBRICHE ITA- 
LIANE SETERIE E AFFINI-COMO-S.P.A. F.LS.A.C., 
MULTIPLE CLASS, (INT. CLS. 18, 23, 24 AND 25), (U.S. 
CLS. 3, 39, 41, 42 AND 43). SN 569,488. PUB. 10-13-1987. 
FILED 11-20-1985. 

1,471,403. CHAPITRE 3 (STYLIZED). EHRET, BERNARD, 
MULTIPLE CLASS, (INT. CLS. 18 AND 42), (U.S. CLS. 3, 
41 AND 100). SN 602,088. PUB. 10-13-1987. FILED 
6-2-1986. 

1,471,404. WINTEC. BATES SADDLERY CONSOLIDAT- 
ED, (U.S. CL. 3). SN 630,059. PUB. 10-13-1987. FILED 
11-12-1986. 

1,471,405. CENTURY CRAFT AND DESIGN. SIEVERS, 
JACK D., DBA J. T. INTERNATIONAL, (U.S. CL. 3). SN 
634,490. PUB. 10-13-1987. FILED 12-9-1986. 

1,471,406. CARRERA (STYLIZED). OPTYL EYEWEAR 
FASHION INTERNATIONAL CORPORATION, (U.S. CL. 
3). SN 657,836. PUB. 10-13-1987. FILED 4-28-1987. 

1,471,407. DAYSTONE AND DESIGN. DAYSTONE INTER- 
NATIONAL CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 18 AND 25), (U.S. CLS. 3, 39 AND 41). SN 658,764. 
PUB. 10-13-1987. FILED 4-30-1987. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


1,471,408. NATURA RUSTICO II. SIKES CORPORATION, 
(U.S. CL. 12). SN 585,178. PUB. 10-13-1987. FILED 
2-28-1986. 

1,471,409. PAC CHAIR. PAC INVESTMENTS LTD., (U.S. 
CL. 12). SN 627,965. PUB. 10-13-1987. FILED 10-31-1986. 

1,471,410. CALIFORNIA PLANK. MANNINGTON WOOD 
FLOORS COMPANY, BY CHANGE OF NAME FROM 
LINWOOD MANUFACTURING COMPANY, DBA MAN- 
NINGTON WOOD FLOORS, (U.S. CL. 12). SN 628,230. 
PUB. 9-29-1987. FILED 11-3-1986. 

1,471,411. PANELSTORE. DAVIDSON P.W.P., (U.S. CL. 12). 
SN 630,650. PUB. 10-13-1987. FILED 11-17-1986. 

1,471,412. POLYBOND. MOORE DIVERSIFIED PROD- 
UCTS, INC., (U.S. CL. 12). SN 634,448. PUB. 10-13-1987. 
FILED 12-9-1986. 

1,471,413. PANELMATE. DAVIDSON P.W.P., (U.S. CL. 12). 
SN 640,726. PUB. 10-13-1987. FILED 1-20-1987. 

1,471,414. LSI GLASS. LEAR SIEGLER, INC., MULTIPLE 
CLASS, (INT. CLS. 19 AND 21), (U.S. CLS. 12 AND 33). 
SN 662,969. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,415. FILCRETE, HUBBELLITE INTERNATIONAL, 
INC., (U.S. CL. 12). SN 663,516. PUB. 10-13-1987. FILED 
5-29-1987. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


1,471,176 (See Class 6 for this trademark). 

1,471,182 (See Class 6 for this trademark). 

1,471,378 (See Class 14 for this trademark). 

1,471,416. VALETHENE. KONINKLIJKE EMBALLAGE IN- 
DUSTRIE VAN LEER B.V., MULTIPLE CLASS, (INT. 
CLS. 20 AND 21), (U.S. CL. 2). SN 606,092. PUB. 
10-13-1987. FILED 6-23-1986. 

1,471,417. CHALET. RESTONIC CORPORATION, (U.S. CL. 
32). SN 615,506. PUB. 10-13-1987. FILED 8-19-1986. 

1,471,418. CHATEAU, RESTONIC CORPORATION, (U.S. 
CL. 32). SN 615,568. PUB. 10-13-1987. FILED 8-19-1986. 

1,471,419. WINSTRIP. WINSTRIP, INC., (U.S. CLS. 2, 13 
AND 32). SN 616,813. PUB. 10-13-1987. FILED 8-19-1986. 

1,471,420. I'M A HIT. TOMPKINS, ALAN L., DBA ALL. 
TOMPKINS, MFG., (U.S. CL. 50). SN 617,932. PUB. 
10-13-1987. FILED 9-3-1986. 
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1,471,421. SIGNA (STYLIZED). FIXTURES MANUFACTUR- 
ING CORPORATION, DBA FIXTURES FURNITURE, 
(U.S. CL. 32). SN 622,053. PUB. 10-13-1987. FILED 
9-25-1986. 

1,471,422. ELECTRO-GLIDE. LEVITZ FURNITURE COR- 
PORATION, (U.S. CL. 32). SN 639,378. PUB. 5-12-1987. 
FILED 1-12-1987. 

1,471,423. BUTTON SEAL. GUARD-NUT, INC., (U.S. CL. 
32). SN 645,868. PUB. 10-13-1987. FILED 2-24-1987. 

1,471,424. WHITE OF MEBANE AND DESIGN. WHITE 
FURNITURE COMPANY, (U.S. CL. 32). SN 653,354. PUB. 
10-13-1987. FILED 4-6-1987. 


CLASS 21—HOUSEWARES AND GLASS 


1,471,122 (See Class 3 for this trademark). 

1,471,213 (See Class 8 for this trademark). 

1,471,230 (See Class 9 for this trademark). 

1,471,372 (See Class 12 for this trademark). 

1,471,414 (See Class 19 for this trademark). 

1,471,416 (See Class 20 for this trademark). 

1,471,425. SEKINE. I. SEKINE COMPANY, INC., (U.S. CL. 
29). SN 521,933. PUB. 10-13-1987. FILED 2-12-1985. 

1,471,426. SURE-STOP. LES FILS D’AUGUSTE MAIL- 
LEFER SOCIETE ANONYME A BALLAIGUES, (U.S. 
CLS. 2 AND 44). SN 612,830. PUB. 10-13-1987. FILED 
8-4-1986. 

1,471,427. STIKY STIX. KUCERA, RONALD J., AND SAR- 
TUCHE, JOHN, (U.S. CLS. 29 AND 50). SN 617,850. PUB. 
10-13-1987. FILED 9-2-1986. 

1,471,428. DEBORAH MALLOW AND DESIGN. DEBORAH 
MALLOW DESIGNS, INC., MULTIPLE CLASS, (INT. 
CLS. 21, 24 AND 27), (U.S. CLS. 2, 20, 30 AND 42). SN 
638,798. PUB. 10-13-1987. FILED 1-8-1987. 

1,471,429. CULINARY DESIGNS. COLLINS CO., LTD., (U.S. 
CLS. 2, 13 AND 23). SN 639,759. PUB. 10-13-1987. FILED 
1-14-1987. 

1,471,430. ENERGY BASE AND DESIGN. OY ALU AB, (U.S. 
CLS. 2 AND 13). SN 649,069. PUB. 10-13-1987. FILED 
3-12-1987. 

1,471,431. DURAWASH. JOHNSON & JOHNSON, (U.S. CLS. 
29 AND 42). SN 653,015. PUB. 10-13-1987. FILED 4-3-1987. 

1,471,432. 46 OZ. MONSTER MUG WORLD’S LARGEST 
AND DESIGN. BETRAS PLASTICS, INC., (U.S. CL. 2). SN 
653,262. PUB. 10-13-1987. FILED 4-6-1987. 

1,471,433. 300 AND DESIGN. SUPERIOR INTERNATION- 
AL CORP., (U.S. CL. 2). SN 658,376. PUB. 10-13-1987. 
FILED 5-1-1987. 

1,471,434. WILLETTE AND DESIGN. WILLETTE CORPO- 
RATION, THE, (U.S. CLS. 2 AND 50). SN 661,466. PUB. 
10-13-1987. FILED 5-18-1987. 

1,471,435. CUT-APART-PAK. BLACKMORE COMPANY, 
(U.S. CL. 2). SN 662,700. PUB. 10-6-1987. FILED 5-26-1987. 

1,471,436. GARMENT SAVER. WINDMERE CORPORA- 
TION, (U.S. CLS. 21, 23 AND 29). SN 663,001. PUB. 
10-13-1987. FILED 5-26-1987. 

1,471,437. GARMENT SHAVER. WINDMERE CORPORA- 
TION, (U.S. CLS. 21, 23 AND 29). SN 663,002. PUB. 
10-13-1987. FILED 5-26-1987. 

1,471,438. ROYAL MAID AND DESIGN. ROYAL MAID AS- 
SOCIATION FOR THE BLIND, INC., (U.S. CLS. 2, 13 
AND 29). SN 663,977. PUB. 10-13-1987. FILED 6-1-1987. 

1,471,439. SNAP-E. KNESS MFG. CO., INC., (U.S. CL. 50). 
SN 665,100. PUB. 10-13-1987. FILED 6-8-1987. 

1,471,440. BIG-SNAP-E. KNESS MFG. CO., INC., (U.S. CL. 
50). SN 665,103. PUB. 10-13-1987. FILED 6-8-1987. 

1,471,441. MINI-MOUSER. KNESS MFG. CO., INC., (U.S. 
CL. 50). SN 665,105. PUB. 10-13-1987. FILED 6-8-1987. 

1,471,442. THE PRINTING SOLUTION. KWIK-KOPY COR- 
PORATION, (U.S. CL. 2). SN 665,114. PUB. 10-13-1987. 
FILED 6-8-1987. 

1,471,443. FLYNN-LAMARLE (STYLIZED). FLYNN-LA- 
MARLBP’, INC., (U.S. CL. 2). SN 665,455. PUB. 10-13-1987. 
FILED 6-8-1987. 





T™ 132 


CLASS 22—CORDAGE AND FIBERS 


1,471,444. WEED ARREST MULCH UNDERLINER STOP 
AND DESIGN. WARREN’S TURF NURSERY, INC., (U.S. 
CLS. 22 AND 50). SN 657,372. PUB. 10-13-1987. FILED 
4-27-1987. 


CLASS 23—YARNS AND THREADS 


1,471,402 (See Class 18 for this trademark). 

1,471,445. TERRY-TECH. DIXIE YARNS, INC., MULTIPLE 
CLASS, (INT. CLS. 23 AND 27), (U.S. CLS. 42 AND 43). 
SN 646,696. PUB. 10-13-1987. FILED 2-26-1987. 


CLASS 24—FABRICS 


1,471,124 (See Class 3 for this trademark). 

1,471,378 (See Class 14 for this trademark). 

1,471,402 (See Class 18 for this trademark). 

1,471,428 (See Class 21 for this trademark). 

1,471,446. TIROLER LODEN AG AND DESIGN. TIROLER 
LODEN AKTIENGESELLSCHAFT, (U.S. CL. 42). SN 
638,572. PUB. 10-13-1987. FILED 1-7-1987. 

1,471,447. MATCH PATCH. TAPART, INC., (U.S. CL. 42). 
SN 660,218. PUB. 10-13-1987. FILED 5-11-1987. 

1,471,448. FLAMEX. BURLINGTON INDUSTRIES, INC., 
(U.S. CL. 42). SN 660,289. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,449. CHANGING TIME. SASSY, INC., (U.S. CLS. 39 
AND 42). SN 662,862. PUB. 10-13-1987. FILED 5-26-1987. 


CLASS 25—CLOTHING 


1,471,122 (See Class 3 for this trademark). 

1,471,124 (See Class 3 for this trademark). 

1,471,128 (See Class 3 for this trademark). 

1,471,280 (See Class 9 for this trademark). 

1,471,281 (See Class 9 for this trademark). 

1,471,282 (See Class 9 for this trademark). 

1,471,402 (See Class 18 for this trademark). 

1,471,407 (See Class 18 for this trademark). 

1,471,450. PETITE DIMENSIONS. CARTER HAWLEY 
HALE STORES, INC., DBA THE BROADWAY, (U.S. CL. 
39). SN 527,147. PUB. 10-13-1987. FILED 3-15-1985. 

1,471,451. HAGGAR AND DESIGN. HAGGAR APPAREL 
COMPANY, (U.S. CL. 39). SN 585,208. PUB. 10-13-1987. 
FILED 2-28-1986. 

1,471,452. STATE OF THE ART AND DESIGN. CALIFOR- 
NIA Y.H. CORP., (U.S. CL. 39). SN 596,924. PUB. 
10-13-1987. FILED 5-5-1986. 

1,471,453. PROMOD. T.A.C. (S.A.R.L.), (U.S. CL. 39). SN 
605,737. PUB. 10-13-1987. FILED 6-23-1986. 

1,471,454. PRO WHEEL AND DESIGN. CHIEN HSIN IN- 
DUSTRIAL CO., LTD., (U.S. CL. 39). SN 622,443. PUB. 
10-13-1987. FILED 9-26-1986. 

1,471,455. OXFORD PLACE. WATER COLORS OF FLORI- 
DA, INC., (U.S. CL. 39). SN 626,475. PUB. 10-13-1987. 
FILED 10-23-1986. 

1,471,456. PARADISE ISLAND 


AND DESIGN. WATER 
COLORS OF FLORIDA, INC., (U.S. CL. 39). SN 626,476. 
PUB. 10-13-1987. FILED 10-23-1986. 


1,471,457. EMERALD COAST. SWEAT, KENNETH C., DBA 
SWEATT’S PREFADE, (U.S. CL. 39). SN 629,958. PUB. 
10-13-1987. FILED 11-12-1986. 

1,471,458. STEVE 2 (STYLIZED). SEARLE BLATT AND 
COMPANY, LTD., (U.S. CL. 39). SN 644,097. PUB. 
10-13-1987. FILED 2-11-1987. 

1,471,459. JA’LYNN. NATCO/PARAMOUNT OF K.C, INC., 
(U.S. CL. 39). SN 644,929. PUB. 10-13-1987. FILED 
2-17-1987. 
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1,471,460. VITOP (STYLIZED). VITOP CORPORATION, 
(U.S. CL. 39). SN 647,143. PUB. 6-30-1987. FILED 3-2-1987. 


1,471,461. TURNPOINT AND DESIGN. SCOPE IMPORTS, 
INC., (U.S. CL. 39). SN 651,151. PUB. 10-13-1987. FILED 
3-24-1987. 

1,471,462. TEA ROSE (STYLIZED). PENOLA PTY LTD, TA 
TEA ROSE, (U.S. CL. 39). SN 651,657. PUB. 10-13-1987. 
FILED 3-27-1987. 

1,471,463. THE GREAT DIVIDE AND DESIGN. GREAT 
DIVIDE, INC., THE, (U.S. CL. 39). SN 651,715. PUB. 
10-13-1987. FILED 3-27-1987. 

1,471,464. ARTGEAR. ARTGEAR, INC., (U.S. CL. 39). SN 
652,558. PUB. 10-13-1987. FILED 4-1-1987. 

1,471,465. ICE BEAR AND DESIGN. WALRUS, INC., (U.S. 
CL. 39). SN 652,911. PUB. 10-13-1987. FILED 4-3-1987. 

1,471,466. CAL SUN. CALIFORNIA CASUALAIRE, INC., 
(U.S. CL. 39). SN 654,915. PUB. 10-13-1987. FILED 
4-13-1987. 

1,471,467. BOCA CHICA AND DESIGN. FLYNN ENTER- 
PRISES, INC., (U.S. CL. 39). SN 655,254. PUB. 10-13-1987. 
FILED 4-14-1987. 

1,471,468. INTENSIVE WARMTH PROTECTION. ARIS ISO- 
TONER, INC., (U.S. CL. 39). SN 655,947. PUB. 10-13-1987. 
FILED 4-20-1987. 

1,471,469. U.S.A. INTERNATIONAL IMAGE TRENDS AND 
DESIGN. INTERNATIONAL IMAGE TREND CORP., 
(U.S. CL. 39). SN 656,336. PUB. 10-13-1987. FILED 
4-20-1987. 


1,471,470. RADIUS (STYLIZED). RADIUS LIMITED, (U.S. 
CL. 39). SN 656,706. PUB. 10-13-1987. FILED 4-23-1987. 


1,471,471. TABASCO,. MCILHENNY COMPANY, (U.S. CL. 
39). SN 658,488. PUB. 10-13-1987. FILED 5-1-1987. 


1,471,472. MICHELE LOISI. L’ELEGANZA SHOE CO., 
(U.S. CL. 39). SN 658,541. PUB. 10-13-1987. FILED 
5-4-1987. 


1,471,473. LEGGERE. ECHELON MARKETING GROUP, 
INC., (U.S. CL. 39). SN 658,575. PUB. 10-13-1987. FILED 
5-4-1987. 


1,471,474. YUCATAN BAY. MELVILLE CORPORATION, 
(U.S. CL. 39). SN 659,593. PUB. 10-13-1987. FILED 
5-8-1987. 

1,471,475. MICROPLAST. OKABASHI (U.S.) CORPORA- 
TION, (U.S. CL. 39). SN 659,659. PUB. 10-13-1987. FILED 
5-8-1987. 

1,471,476. SPRING CITY U.S.A.. SPRING CITY KNITTING 
CO., INC., (U.S. CL. 39). SN 659,769. PUB. 10-13-1987. 
FILED 5-5-1987. 

1,471,477. OAKTON LTD.. SEARS, ROEBUCK AND CO., 
(U.S. CL. 39). SN 659,997. PUB. 10-6-1987. FILED 
5-11-1987. 

1,471,478. BAN-FLEX. CHAMBERS BELT COMPANY, (U.S. 
CL. 39). SN 660,364. PUB. 10-13-1987. FILED 5-8-1987. 

1,471,479. UNDERCOVER. UNDERCOVER, INC., (U.S. CL. 
39). SN 660,433. PUB. 10-13-1987. FILED 5-12-1987. 


1,471,480. KISKISSAY QU’EST CE QUE C’EST Q AND 
DESIGN. FRENCH KISS INTERNATIONAL INC., (U.S. 
CL. 39). SN 660,455. PUB. 10-13-1987. FILED 5-12-1987. 

1,471,481. TUMMIE CHUMMIE. REBORN PRODUCTS CoO., 
INC., (U.S. CLS. 22 AND 39). SN 660,496. PUB. 10-13-1987. 
FILED 5-12-1987. 

1,471,482. YAZOO,. SWEET POTATOES, INC., (U.S. CL. 39). 
SN 660,821. PUB. 10-13-1987. FILED 5-12-1987. 


1,471,483. FASHION INJECTION AND DESIGN. WINDA 
CORPORATION, (U.S. CL. 39). SN 660,986. PUB. 
10-13-1987. FILED 5-15-1987. 

1,471,484. NOVA MODA AND DESIGN. WINDA CORPO- 
RATION, (U.S. CL. 39). SN 661,019. PUB. 10-13-1987. 
FILED 5-15-1987. 

1,471,485. TRAVELER’S WOOL, FARAH MANUFACTUR- 
ING COMPANY, INC., (U.S. CL. 39). SN 661,040. PUB. 
10-13-1987. FILED 5-15-1987. 

1,471,486. ALEXANDRA HILL. HARPER HALE CORP., 
(U.S. CL. 39). SN 661,298. PUB. 10-13-1987. FILED 
5-18-1987. 
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1,471,487. YOU BABES TOO AND DESIGN. FRITZI OF 
CALIFORNIA MFG. CORPORATION, (U.S. CL. 39). SN 
661,321. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,488. CAPE COD COUNTRY CLUB. CAPE COD- 
CRICKET LANE, INC., (U.S. CL. 39). SN 661,414. PUB. 
10-13-1987. FILED 5-18-1987. 

1,471,489. TRIPLE TRACK (STYLIZED). SEARS, ROEBUCK 
AND CO., (U.S. CL. 39). SN 661,429. PUB. 10-13-1987. 
FILED 5-18-1987. 

1,471,490. ASHORE. ASHFORD FASHIONS, INC., (U.S. CL. 
39). SN 661,492. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,491. FLOOR KISS. FRIEDLANDER, JOHN, (U.S. CL. 
39). SN 661,537. PUB. 10-13-1987. FILED 5-18-1987. 

1,471,492. SUSIE Q’S. KINNEY SHOE CORPORATION, 
(U.S. CL. 39). SN 661,652. PUB. 10-13-1987. FILED 
5-18-1987. 

1,471,493. CIMARRON AND DESIGN. MERINO, MANUEL 
SAEZ, (U.S. CL. 39). SN 662,142, PUB. 10-13-1987. FILED 
5-21-1987. 

1,471,495. FRANCO ZICHE, FRANCO ZICHE S.P.A., (U.S. 
CL. 39). SN 662,426. PUB. 10-13-1987. FILED 5-21-1987. 

1,471,496. CHUCKS AND DESIGN. CONVERSE INC., (U.S. 
CL. 39). SN 662,435. PUB. 10-13-1987. FILED 5-21-1987. 

1,471,497. HUNT CLUB AND DESIGN, J.C. PENNEY COM- 
PANY, INC., (U.S. CL. 39). SN 662,522. PUB. 10-13-1987. 
FILED 5-22-1987. 

1,471,498. HUNT CLUB. J.C. PENNEY COMPANY, INC., 
(U.S. CL. 39). SN 662,529. PUB. 10-13-1987. FILED 
5-22-1987. 

1,471,499. LIGHTHOUSE POINTE. HARRY’S CLOTHING, 
INC., (U.S. CL. 39). SN 662,678. PUB. 10-13-1987. FILED 
5-26-1987. 

1,471,500. DRAGON. ADMOS SHOE CORP., (U.S. CL. 39). 
SN 662,833. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,501. MR. SOX, RUDIN & ROTH, INC., (U.S. CL. 39). 
SN 663,431. PUB. 10-13-1987. FILED 5-29-1987. 

1,471,502. FRIENDS CLUB. INSIGHT OUTFIT, INC., (U.S. 
CL. 39). SN 663,482. PUB. 10-13-1987. FILED 5-29-1987. 

1,471,503. MISCELLANEOUS DESIGN. SUNS EAST, INC., 
(U.S. CL. 39). SN 663,511. PUB. 10-13-1987. FILED 
5-29-1987. 

1,471,504. ASTROTURF AND DESIGN. MONSANTO COM- 
PANY, (U.S. CL. 39). SN 663,652. PUB. 10-13-1987. FILED 
5-27-1987. 

1,471,505. ASTROTURF (STYLIZED). MONSANTO COMPA- 
NY, (U.S. CL. 39). SN 663,653. PUB. 10-13-1987. FILED 
5-27-1987. 

1,471,506. ASTROTURF AND DESIGN. MONSANTO COM- 
PANY, (U.S. CL. 39). SN 663,654. PUB. 10-13-1987. FILED 
5-27-1987. 

1,471,507. DRUM STIX AND DESIGN. DRUM MFG. CO., 
INC., (U.S. CL. 39). SN 663,728. PUB. 10-13-1987. FILED 
6-1-1987. 


CLASS 26—FANCY GOODS 


1,471,122 (See Class 3 for this trademark). 

1,471,508. KIDDIE CADDY. RANKIN, JANICE J., DBA 
RANKIN ENTERPRISES, (U.S. CL. 40). SN 638,420. PUB. 
10-13-1987. FILED 1-5-1987. 


CLASS 27—FLOOR COVERINGS 


1,471,428 (See Class 21 for this trademark). 

1,471,445 (See Class 23 for this trademark). 

1,471,509. OPUS. MANNINGTON MILLS, INC., (U.S. CL. 
20). SN 664,289. PUB. 10-13-1987. FILED 6-2-1987. 

1,471,510. WOOL-LUV. ROBIN INDUSTRIES, INC., (U.S. 
CL. 42). SN 665,295. PUB. 10-13-1987. FILED 6-8-1987. 

1,471,511. EFFEX. NATIONAL PRODUCTS, INC., (U.S. CL. 
42). SN 665,786. PUB. 10-13-1987. FILED 6-11-1987. 
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CLASS 28—TOYS AND SPORTING GOODS 


1,471,122 (See Class 3 for this trademark). 

1,471,280 (See Class 9 for this trademark). 

1,471,281 (See Class 9 for this trademark). 

1,471,282 (See Class 9 for this trademark). 

1,471,374 (See Class 12 for this trademark). 

1,471,512. WATSON WEDGE. RAM GOLF CORPORATION, 
(U.S. CL. 22). SN 445,446. PUB. 10-13-1987. FILED 
9-26-1983. 

1,471,513. LCI “STRIKER” (STYLIZED). EXCELON PROD- 
UCTS, INC., (U.S. CL. 22). SN 625,276. PUB. 10-13-1987. 
FILED 10-14-1986. 

1,471,514. WAVECUTTER. DIRECT TO DEALER SALES, 
INC., DBA DDS, (U.S. CL. 22). SN 636,992. PUB. 
10-13-1987. FILED 12-23-1986. 

1,471,515. ACTION FREESTYLER AND DESIGN. HAMAD’S 
ENTERPRISES, INC., (U.S. CLS. 19 AND 22). SN 639,382. 
PUB. 6-9-1987. FILED 12-30-1986. 

1,471,516. BRUSH WING. KAYSER LURE CORPORATION, 
(U.S. CL. 22). SN 654,847. PUB. 10-13-1987. FILED 
4-13-1987. 

1,471,517. MISS ELSA OF ROYAL AND DESIGN. ROYAL 
HOUSE OF DOLLS, INC., (U.S. CL. 22). SN 662,526. PUB. 
10-13-1987. FILED 5-22-1987. 

1,471,518. CHEVROLET. GENERAL MOTORS CORPORA- 
TION, (U.S. CL. 22). SN 662,725. PUB. 10-13-1987. FILED 
5-26-1987. 

1,471,519. G-FORCE (STYLIZED). GIDDINGS, GREGORY 
B., (U.S. CL. 22). SN 662,813. PUB. 10-13-1987. FILED 
5-26-1987. 


CLASS 29—MEATS AND PROCESSED FOODS 


1,471,520. MILFULL AND DESIGN. CHUGAI SEIYAKU 
KABUSHIKI KAISHA, TA CHUGAI PHARMACEUTI- 
CAL CO, LTD. (US. CL. 46). SN 496,863. PUB. 
10-13-1987. FILED 8-28-1984. 

1,471,521. TANGO. HIJOS DE YBARRA, S.A., (U.S. CL. 46). 
SN 556,669. PUB. 10-13-1987. FILED 9-3-1985. 

1,471,522. OMAHA STEAKS INTERNATIONAL AND 
DESIGN. OMAHA STEAKS INTERNATIONAL, INC., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 585,915. PUB. 10-13-1987. FILED 3-3-1986. 

1,471,523. NATURE’S BEST AND DESIGN. WETTERAU IN- 
CORPORATED, MULTIPLE CLASS, (INT. CLS. 29, 30 
AND 32), (U.S. CLS. 45 AND 46). SN. 591,661. PUB. 
10-13-1987: FILED 4-4-1986. 

1,471,524. HIGH SIERRA AND DESIGN. KING B JERKY, 
INC., DBA HIGH SIERRA CO., (U.S. CL. 46). SN 600,385. 
PUB. 10-13-1987. FILED 5-23-1986. 

1,471,525. MISCELLANEOUS DESIGN. RHEE BROS., INC., 
(U.S. CL. 46). SN 607,500. PUB. 10-13-1987. FILED 
7-2-1986. 

1,471,526. LE FRUIT CHATEAU, LE FRUIT CHATEAU, 
INC., (U.S. CL. 46). SN 610,451. PUB. 10-13-1987. FILED 
7-21-1986. 

1,471,527. BARK & BRADELY. BRADLEY, PATRICIA 
LYNN, DBA BARK & BRADLEY, MULTIPLE CLASS, 
(INT. CLS. 29, 30 AND 42), (U.S. CLS. 46 AND 101). SN 
612,871. PUB. 10-13-1987. FILED 8-4-1986. 

1,471,528. DONA PAULA AND DESIGN. CONSERVAS ALI- 
MENTICIAS DONA PAULA LTD., (U.S. CL. 46). SN 
616,245. PUB. 10-13-1987. FILED 8-22-1986. 

1,471,529. DONA PAULA. CONSERVAS ALIMENTICIAS 
DONA PAULA LTD., (U.S. CL. 46). SN 616,261. PUB. 
10-13-1987. FILED 8-22-1986. 

1,471,530. UNCLE JESSE’S AND DESIGN. UNCLE JESSE’S, 
INC., (U.S. CL. 46). SN 621,922. PUB. 10-13-1987. FILED 
9-25-1986. 

1,471,531. MINOR’S. L.J.. MINOR CORP., (U.S. CL. 46). SN 
624,167. PUB. 10-13-1987. FILED 10-2-1986. 
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1,471,532. NUDE-EEZE. FOOD IMAGE PROJECTIONS, 
INC., (U.S. CL. 46). SN 632,886. PUB. 10-13-1987. FILED 
11-28-1986. 

1,471,533. CHICKEN APPLAUSE! AND DESIGN. KRAFT, 
INC., MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. 
CL. 46). SN 636,354. PUB. 10-13-1987. FILED 12-22-1986. 

1,471,534. TREATMEAL. AMERICAN DAIRY QUEEN 
CORPORATION, MULTIPLE CLASS, (INT. CLS. 29, 30 
AND 42), (U.S. CLS. 46 AND 100). SN 638,707. PUB. 
10-13-1987. FILED 1-8-1987. 

1,471,535. PATTYMAN AND DESIGN. ZBL CORPORA- 
TION, DBA L & M MEAT & FROZEN FOODS, (U.S. CL, 
46). SN 640,512. PUB. 10-13-1987. FILED 1-20-1987. 

1,471,536. SMOKEY DENMARK AUSTIN, TEXAS AND 
DESIGN. SMOKEY DENMARK SAUSAGE CO., (U.S. CL. 
46). SN 651,208. PUB. 10-13-1987. FILED 3-24-1987. 

1,471,537. AMISH COUNTRY. ARTHUR CHEESE COMPA- 
NY, (U.S. CL. 46). SN 655,536. PUB. 10-13-1987. FILED 
4-16-1987. 

1,471,538. MISCELLANEOUS DESIGN. DAYTON NUT SPE- 
CIALTIES, INC., (U.S. CL. 46). SN 656,955. PUB. 
10-13-1987. FILED 4-23-1987. 

1,471,539. THE PEANUT SHOP OF WILLIAMSBURG. WIL- 
LIAMSBURG FOODS, INC., (U.S. CL. 46). SN 657,104. 
PUB, 10-13-1987. FILED 4-24-1987. 

1,471,540. MIRA-FOAM. A. E. STALEY MANUFACTUR- 
ING COMPANY, (U.S. CL. 46). SN 657,596. PUB. 
10-13-1987. FILED 4-27-1987. 

1,471,541. MISCELLANEOUS DESIGN. ARCTIC STORM, 
INC., (U.S. CL. 46). SN 660,371. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,542. TOSS UP. LE PEEP RESTAURANTS, INC., (U.S. 
CL. 46). SN 663,004. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,543. CASCADIAN FARM (STYLIZED). KAHN, GENE, 
(U.S. CL. 46). SN 663,029. PUB. 10-13-1987. FILED 
5-26-1987. 


CLASS 30—STAPLE FOODS 


1,471,522 (See Class 29 for this trademark). 

1,471,523 (See Class 29 for this trademark). 

1,471,527 (See Class 29 for this trademark). 

1,471,533 (See Class 29 for this trademark). 

1,471,534 (See Class 29 for this trademark). 

1,471,544. CHAMBORD. CHATAM INTERNATIONAL IN- 
CORPORATED, (U.S. CL. 46). SN 550,849. PUB. 
10-13-1987. FILED 7-29-1985. 

1,471,545. BUSTER. STARFLAKE FOODS COMPANY, 
INC., (U.S. CL. 46). SN 552,449. PUB. 10-13-1987. FILED 
8-8-1985. 

1,471,546. SEA PASTA. KABUSHIKI KAISHA KIBUN, T/A 
KIBUN CO., LTD., (U.S. CL. 46). SN 597,371. PUB. 
10-13-1987. FILED 5-7-1986. 

1,471,547. ELFINHILL AND DESIGN. SMITH-WARD LTD., 
(U.S. CL. 46). SN 606,911. PUB. 10-13-1987. FILED 
6-30-1986. 

1,471,548. P. B. JELLY AND DESIGN. INTERSWEET, INC., 
(U.S. CL. 46). SN 607,475. PUB. 10-13-1987. FILED 
7-2-1986. 

1,471,549. FAMILY LOOMPYA. FAMILY LOOMPYA COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 30 AND 42), 
(U.S. CLS. 46 AND 101). SN 608,409. PUB. 10-6-1987. 
FILED 7-8-1986. 

1,471,550. SARATOGA. FEDERAL BAKERS SUPPLY 
CORP., (U.S. CL. 46). SN 618,088. PUB. 10-13-1987. FILED 
9-4-1986. 

1,471,551. CHEF ELIE AND DESIGN. FRANKLIN II, LTD., 
(U.S. CL. 46). SN 619,067. PUB. 10-13-1987. FILED 
9-10-1986. 

1,471,552. VEGETA (STYLIZED). PODRAVKA, (U.S. CL. 
46). SN 621,207. PUB. 10-13-1987. FILED 9-22-1986. 

1,471,553. MINOR’S AND DESIGN. L.J. MINOR CORP., 
(U.S. CL. 46). SN 624,168. PUB. 10-13-1987. FILED 
10-2-1986. 

1,471,554. DELICIOUS..THE NEW CHOCOLATES WITH 
THE EXCITING CENTER, FERRERO S.P.A., (U.S. CL. 46). 
SN 624,859. PUB. 10-13-1987. FILED 10-10-1986. 
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1,471,555. MISCELLANEOUS DESIGN. RIVOIRE ET 
CARRET, (U.S. CL. 46). SN 626,604. PUB. 10-13-1987. 
FILED 10-24-1986. 

1,471,556. FUEGO (STYLIZED). NINA LTD., (U.S. CL. 46). 
SN 633,232. PUB. 10-13-1987. FILED 12-1-1986. 

1,471,557. RODRIGUEZ AND DESIGN. RODRIGUEZ FES- 
TIVE FOODS, INC., (U.S. CL. 46). SN 636,296. PUB. 
10-13-1987. FILED 12-19-1986. 

1,471,558. RODRIGUEZ AND DESIGN. RODRIGUEZ FES- 
TIVE FOODS, INC., (U.S. CL. 46). SN 636,297. PUB. 
10-13-1987. FILED 12-19-1986. 

1,471,559. RODRIGUEZ WHERE QUALITY PREVAILS AND 
DESIGN. RODRIGUEZ FESTIVE FOODS, INC., (U.S. CL. 
46). SN 636,298. PUB. 10-13-1987. FILED 12-19-1986. 

1,471,560. RODRIGUEZ. RODRIGUEZ FESTIVE FOODS, 
INC., (U.S. CL. 46). SN 636,299. PUB. 10-13-1987. FILED 
12-19-1986. 

1,471,561. FUJIYA F AND DESIGN. KABUSHIKA KAISHA 
FUJIYA, DBA FUJIYA CONFECTIONERY CO., LTD., 
(U.S. CL. 46). SN 636,611. PUB. 10-13-1987. FILED 
12-22-1986. 

1,471,562. HARIBO RATTLE-SNAKES AND DESIGN. 
HARIBO GMBH & CO. KG, (U.S. CL. 46). SN 639,133. 
PUB. 10-13-1987. FILED 1-12-1987. 

1,471,563. CHICKEN SLIM (STYLIZED). TEMPERATO, 
SAMUEL J., DBA DAIRY QUEEN OF GREATER ST. 
LOUIS, (U.S. CL. 46). SN 644,060. PUB. 7-28-1987. FILED 
2-9-1987. 

1,471,564. THE FRENCH ACCENT (STYLIZED). FRENCH 
ACCENT, INC., THE, (U.S. CL. 46). SN 644,087. PUB. 
10-13-1987. FILED 2-11-1987. 

1,471,565. THE INCREDIBLE EDIBLE UNDIES! AND 
DESIGN. KINGMAN INDUSTRIES, INC., (U.S. CLS. 46 
AND 50). SN 650,330. PUB. 10-13-1987. FILED 3-20-1987. 

1,471,566. ONE MAGNIFICENT DOG. GOLD COAST 
DOGS, INC., (U.S. CL. 46). SN 653,759. PUB. 10-13-1987. 
FILED 4-3-1987. 

1,471,567. CHRISTOPHER RANCH GILROY’S FINEST 
GARLIC AND DESIGN. A & D CHRISTOPHER RANCH, 
(U.S. CL. 46). SN 653,998. PUB. 10-13-1987. FILED 
4-9-1987. 

1,471,568. VILLAGE SCHOOL HOUSE. TACO BELL CORP., 
(U.S. CLS. 45 AND 46). SN 660,403. PUB. 10-13-1987. 
FILED 5-11-1987. 

1,471,569. CEREAL BREAK. KELLOGG COMPANY, (U.S. 
CL. 46). SN 660,850. PUB. 10-13-1987. FILED 5-14-1987. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,471,154 (See Class 5 for this trademark). 

1,471,155 (See Class 5 for this trademark). 

1,471,570. MISCELLANEOUS DESIGN. MONARCH FEED 
MILLS, INC., (U.S. CL. 46). SN 608,542. PUB. 10-13-1987. 
FILED 7-9-1986. 

1,471,571. VERANO. BANFRUIT COMPANY, (U.S. CL. 46). 
SN 612,804. PUB. 10-13-1987. FILED 8-4-1986. 

1,471,572. THIS DOG FOOD IS MADE THE OLD FASH- 
IONED WAY - WE SLOW BAKE IT!. TRIUMPH PET IN- 
DUSTRIES, INC., (U.S. CL. 46). SN 615,775. PUB. 
10-13-1987. FILED 8-21-1986. 

1,471,573. TEXAS 1015. SOUTH TEXAS ONION COMMIT- 
TEE, (U.S. CL. 46). SN 618,079. PUB. 10-13-1987. FILED 
9-4-1986. 

1,471,574. COUNTRY MEADOW. DAWSON SEED COMPA- 
NY LTD., (U.S. CL. 1). SN 624,576. PUB. 10-13-1987. 
FILED 10-7-1986. 

1,471,575. RED JIM AND DESIGN. ITO PACKING CO., 
INC., (U.S. CL. 46). SN 636,525. PUB. 10-13-1987. FILED 
4-28-1987. 

1,471,576. FANCY FOX. LETSINGER PRODUCE, INC., 
(U.S. CL. 46). SN 650,382. PUB. 10-13-1987. FILED 
3-20-1987. 
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1,471,577. MISCELLANEOUS DESIGN. TARRIBA, ROBER- 
TO R. (U.S. CL. 46). SN 655,567. PUB. 10-13-1987, FILED 
4-16-1987. 

1,471,578. LANCE’S CHOICE AND DESIGN. MEYER, 
ROBERT L., (U.S. CL. 46). SN 660,601. PUB. 10-13-1987. 
FILED 5-13-1987. 

1,471,579. CADET. TRIUMPH PET INDUSTRIES, 
(U.S. CL. 46). SN 661,538. PUB. 10-13-1987. 
5-18-1987. 

1,471,580. ALOHA, JONES & SCULLY, (U.S. CL. 1). SN 
663,460. PUB. 10-13-1987. FILED 5-29-1987. 


INC., 
FILED 


CLASS 32—LIGHT BEVERAGES 


1,471,523 (See Class 29 for this trademark). 

1,471,581. CERVEZA BALLENA PACIFICO AND DESIGN. 
CERVECERIA DEL PACIFICO, S.A. DE C.V., (U.S. CL. 
48). SN 367,156. PUB. 10-13-1987. FILED 5-28-1982. 

1,471,582. BRAHMA SOFT. COMPANHIA CERVEJARIA 
BRAHMA, (U.S. CL. 45). SN 533,997. PUB. 10-13-1987. 
FILED 4-25-1985. 

1,471,583. MISCELLANEOUS DESIGN. HOFER, KURT, 
(U.S. CL. 45). SN 582,971. PUB. 10-13-1987. FILED 
2-14-1986. 

1,471,584. SCHAEFER. THE ONE FOR FUN.. STROH 
BREWERY COMPANY, THE, (U.S. CL. 48). SN 609,151. 
PUB. 10-13-1987. FILED 7-14-1986. 

1,471,585. SPICE PEACH. AMERICAN BEVERAGE MAR- 
KETERS, INC., (U.S. CL. 45). SN 613,779. PUB. 10-13-1987. 
FILED 8-8-1986. 

1,471,586. NAYA. NAWAT INTERNATIONAL N.V., (U.S. 
CL. 45). SN 624,710. PUB. 10-13-1987. FILED 10-9-1986. 

1,471,587. VERY VEGGIE. KNUDSEN & SONS, INC., (U.S. 
CL. 45). SN 661,767. PUB. 10-13-1987. FILED 5-19-1987. 


CLASS 33—WINES AND SPIRITS 


1,471,588. KRISTALL VODKA AND DESIGN. DOORNKAAT 
AKTIENGESELLSCHAFT, (U.S. CL. 49). SN 565,766. 
PUB. 10-13-1987. FILED 10-29-1985. 

1,471,589. PINGO DE PINGA AND DESIGN. MANGAROCA 
INTERNATIONAL AG, (U.S. CL. 47). SN 604,154. PUB. 
10-13-1987. FILED 6-13-1986. 

1,471,590. PINOT S.MARGHERITA. S. MARGHERITA 
S.P.A., (U.S. CL. 47). SN 611,657. PUB. 10-13-1987. FILED 
7-28-1986. 

1,471,591. LORDSKA. LORD & LORD WINES & SPIRITS 
LTD., INC., (U.S. CL. 49). SN 612,958. PUB. 10-13-1987. 
FILED 8-4-1986. 

1,471,592. MERLYN. BRECON BREWERY LIMITED, (U.S. 
CL. 49). SN 632,664. PUB. 10-13-1987. FILED 11-28-1986. 

1,471,593. CANONNIER. UNION COOPERATIVE DE VITI- 
CULTEURS CHARENTAIS, (U.S. CLS. 47 AND 49). SN 
643,474. PUB. 10-13-1987. FILED 2-9-1987. 

1,471,594. INITIALE. COURVOISIER S.A., (U.S. CLS. 47 
AND 49). SN 645,059. PUB. 10-13-1987. FILED 2-17-1987. 

1,471,595. CHATEAU DE MAREUIL SUR AY (STYLIZED). 
SOCIETE GENERALE DE CHAMPAGNE, (U.S. CL. 47). 
SN 650,383. PUB. 10-13-1987. FILED 3-20-1987. 

1,471,596. MISSION MOUNTAIN WINERY (STYLIZED). 
MISSION MOUNTAIN WINERY, INC., (U.S. CL. 47). SN 
654,618. PUB. 10-13-1987. FILED 4-13-1987. 

1,471,597. COLONY PREMIUM (STYLIZED). ISC WINES 
OF CALIFORNIA, INC., (U.S. CL. 47). SN 660,265. PUB. 
10-13-1987. FILED 5-11-1987. 

1,471,598. ATLAS PEAK VINEYARDS. ATLAS PEAK VINE- 
YARDS LIMITED, (U.S. CL. 47). SN 663,546. PUB. 
10-13-1987. FILED 5-29-1987. 


CLASS 34—SMOKERS’ ARTICLES 


1,471,390 (See Class 16 for this trademark). 
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1,471,599. LE CLIP (STYLIZED). ALTOP S.A., (U.S. CL. 8). 
SN 618,268. PUB. 10-13-1987. FILED 9-5-1986. 

1,471,600. LA FAMA. CIGARROS DE CANARIAS, S.A. CI- 
GARCANARIA, (U.S. CL. 17). SN 632,332. PUB. 
10-13-1987. FILED 11-20-1986. 


1,471,601. DE HUIFKAR CIGARS HUIFKAR SIGAREN AND 
DESIGN. AGIO SIGARENFABRIEKEN N.V., (U.S. CL. 
17). SN 649,985. PUB. 10-13-1987. FILED 3-17-1987. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,471,293 (See Class 9 for this trademark). 

1,471,602. SEPHORA. BEAUTE, HYGIENE ET SOINS S.A., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CL. 
101). SN 564,558. PUB. 10-13-1987. FILED 10-22-1985. 


1,471,603. MISCELLANEOUS DESIGN. PRUDENTIAL IN- 
SURANCE COMPANY OF AMERICA, THE, MULTIPLE 
CLASS, (INT. CLS. 35, 36 AND 37), (U.S. CLS. 101, 102 
AND 103). SN 565,084. PUB. 8-11-1987. FILED 10-25-1985. 


1,471,604. CHURCHES & SYNAGOGUES OF AMERICA 
MARKETING ASSOCIATION INC. SERVING GOD: HIS 
PEOPLE, CHURCHES, SYNAGOGUES & COMMUNITY 
AND DESIGN. CHURCHES AND SYNAGOGUES OF 
AMERICA MARKETING ASSOCIATION, INC., (U.S. CL. 
101). SN 583,115. PUB. 10-13-1987. FILED 2-18-1986. 


1,471,605. CANON CITY COLORADO AND DESIGN. 
CANON CITY CHAMBER OF COMMERCE, (U.S. CLS. 
100 AND 101). SN 586,078. PUB. 10-13-1987. FILED 
3-4-1986. 

1,471,606. PURE LIGHT TURF THE FEATHERWEIGHT OF 
SOD AND DESIGN. PURE LIGHT TURF, INC., (U.S. CL. 
101). SN 591,896. PUB. 10-13-1987. FILED 4-7-1986. 

1,471,607. THE LOLLIPOP TREE. HARTON, KAY T., MUL- 
TIPLE CLASS, (INT. CLS. 35, 39 AND 42), (U.S. CLS. 101 
AND 105). SN 607,792. PUB. 10-13-1987. FILED 7-3-1986. 

1,471,608. MINIPOINT (STYLIZED). SETPOINT, INC., (U.S. 
CL. 101). SN 616,957. PUB. 10-13-1987. FILED 8-27-1986. 

1,471,609. POINT. SETPOINT, INC., (U.S. CL. 101). SN 
616,963. PUB. 10-13-1987. FILED 8-27-1986. 

1,471,610. PAYROLL 1 (STYLIZED). PAYROLL CO. LTD., 
THE, (U.S. CL. 101). SN 617,407. PUB. 10-13-1987. FILED 
8-29-1986. 

1,471,611. CARLSON MARKETING GROUP. CARLSON 
MARKETING GROUP, INC., MULTIPLE CLASS, (INT. 
CLS. 35, 39, 41 AND 42), (U.S. CLS. 100, 101, 105 AND 107). 
SN 622,796. PUB. 10-13-1987. FILED 9-29-1986. 

1,471,612. THE CALIFORNIAS. STATE OF CALIFORNIA 
DEPARTMENT OF COMMERCE, (U.S. CLS. 100 AND 
101). SN 624,820. PUB. 10-13-1987. FILED 10-9-1986. 

1,471,613. FINANCIAL TECHNOLOGIES AND DESIGN. FI- 
NANCIAL TECHNOLOGIES, INC., MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100 AND 101). SN 
625,354. PUB. 10-13-1987. FILED 10-15-1986. 

1,471,614. THE BOWES PROGRAM. BOWES SEAL FAST 
CORPORATION, (U.S. CL. 101). SN 625,930. PUB. 
10-13-1987. FILED 10-20-1986. 

1,471,615. LOOK. LOOK MODEL AGENCY CORP., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 101 
AND 107). SN 627,999. PUB. 10-13-1987. FILED 10-31-1986. 


1,471,616. MISCELLANEOUS DESIGN. DESIGN AMERICA, 
INC., (U.S. CL. 101). SN 629,952. PUB. 10-13-1987. FILED 
11-12-1986. 

1,471,617. PRO BUSINESS CENTERS. PROBUSINESS CEN- 
TERS, INC., MULTIPLE CLASS, (INT. CLS. 35, 38, 39 
AND 42), (U.S. CLS. 100, 101, 104 AND 105). SN 631,647. 
PUB. 10-13-1987. FILED 11-21-1986. 
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1,471,618. ENGINEERING CORPORATION OF AMERICA. 
ENGINEERING CORPORATION OF AMERICA, (U.S. 
CL. 101). SN 632,019. PUB. 10-13-1987. FILED 11-24-1986. 

1,471,619. DOCTORS’ SWITCHBOARD AND DESIGN. LIVE 
MESSAGE AMERICA, INC., (U.S. CLS. 101 AND 104). SN 
634,865. PUB. 10-13-1987. FILED 12-11-1986. 

1,471,620. CARRIER CONSULTANTS, INC. CCI AND 
DESIGN. CARRIER CONSULTANTS, INC., (U.S. CL. 101). 
SN 640,787. PUB. 10-13-1987. FILED 1-21-1987. 

1,471,621. TEXACO STAR MEMBER CARD. TEXACO INC., 
(U.S. CL. 101). SN 642,155. PUB. 10-13-1987. FILED 
1-30-1987. 

1,471,622. HOME CARE CONSULTANTS AND DESIGN. 
PFEIFLE, KATHERINE, DBA HOME CARE CONSULT- 
ANTS, (U.S. CL. 101). SN 643,611. PUB. 10-13-1987. FILED 
2-12-1987. 

1,471,623. MISCELLANEOUS DESIGN. CONSTRUCTION 
ANALYSIS SYSTEMS, INC., (U.S. CLS. 101 AND 103). SN 
649,065. PUB. 10-13-1987. FILED 3-12-1987. 

1,471,624. EPC EXECUTIVE PLACEMENT CONSULTANTS, 
INC. (STYLIZED). R. H. MACY & CO., INC., (U.S. CL. 
101). SN 652,527. PUB. 10-13-1987. FILED 3-31-1987. 

1,471,625. COUPONFAX. SAMI/BURKE INC., (U.S. CL. 
101). SN 658,566. PUB. 10-13-1987. FILED 5-4-1987. 

1,471,626. BABY BONANZA. NATIONAL COUNCIL OF 
JEWISH WOMEN, INC., (U.S. CL. 101). SN 659,422. PUB. 
10-13-1987. FILED 5-7-1987. 

1,471,627. DR. SIGN. MR. SIGN FRANCHISING CORP., 
(U.S. CL. 101). SN 659,694. PUB. 10-13-1987. FILED 
5-8-1987. 

1,471,628. COMPRADOR. COMPRADOR CORPORATION, 
(U.S. CL. 101). SN 660,549. PUB. 10-13-1987. FILED 
5-13-1987, 

1,471,629. S SYSTEM 21 (STYLIZED). NAVISTAR INTER- 
NATIONAL TRANSPORTATION CORP., DBA NAVIS- 
TAR, (U.S. CL. 101). SN 660,663. PUB. 10-13-1987. FILED 
5-14-1987. 

1,471,630. HIGH TECH STREET SMARTS. CWI, DAVID, 
(U.S. CL. 101). SN 660,967. PUB. 10-13-1987. FILED 
5-15-1987. 

1,471,631. DATA BASE. LEWIS, WILLIAM, (U.S. CL. 101). 
SN 661,026. PUB. 10-13-1987. FILED 5-15-1987. 

1,471,632. TRAVELKEY AND DESIGN. LEE WILLIAMS 
ENTERPRISES, INC., (U.S. CL. 101). SN 662,085. PUB. 
10-13-1987. FILED 5-21-1987. 


CLASS 36—INSURANCE AND FINANCIAL 


1,471,603 (See Class 35 for this trademark). 

1,471,633. MISCELLANEOUS DESIGN. BANK OF NEW 
ENGLAND CORPORATION, (U.S. CL. 102). SN 512,466. 
PUB. 10-13-1987. FILED 12-7-1984. 

1,471,634. MISCELLANEOUS DESIGN. VISA INTERNA- 
TIONAL SERVICE ASSOCIATION, MULTIPLE CLASS, 
(INT. CLS. 36, 38 AND 42), (U.S. CLS. 100, 101, 102 AND 
104). SN 573,048. PUB. 10-13-1987. FILED 12-12-1985. 

1,471,635. SOUTHERN NATIONAL BANK. SOUTHERN NA- 
TIONAL BANK OF NORTH CAROLINA, (U.S. CL. 102). 
SN 583,831. PUB. 10-13-1987. FILED 2-20-1986. 

1,471,636. VCR. GOLDMAN, SACHS & CO., (U.S. CLS. 101 
AND 102). SN 605,924. PUB. 10-13-1987. FILED 6-23-1986. 

1,471,637. FLORIDA INDEX FUND. FIRST TAMPA SECU- 
RITIES, INC., (U.S. CL. 102). SN 622,537. PUB. 10-13-1987. 
FILED 9-29-1986. 

1,471,638. CASH BUILDER. MINNESOTA MUTUAL LIFE 
INSURANCE CO., (U.S. CLS. 101 AND 102). SN 624,774. 
PUB. 10-13-1987. FILED 10-9-1986. 

1,471,639. FLORIDA FEDERAL AND DESIGN. FLORIDA 
FEDERAL SAVINGS AND LOAN ASSOCIATION, (U.S. 
CL. 102). SN 627,650. PUB. 10-13-1987. FILED 10-30-1986. 

1,471,640. FLORIDA FEDERAL AND DESIGN. FLORIDA 
FEDERAL SAVINGS AND LOAN ASSOCIATION, (U.S. 
CL. 102). SN 627,651. PUB. 10-13-1987. FILED 10-30-1986. 
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1,471,641. ROBERTSON/MARKS FINANCIAL CORPORA- 
TION. ROBERTSON/MARKS FINANCIAL CORPORA- 
TION, (U.S. CL. 102). SN 630,580. PUB. 10-13-1987. FILED 
11-17-1986. 

1,471,642. BANCINSURE AND DESIGN. BANCINSURE, 
INC., (U.S. CL. 102). SN 633,578. PUB. 10-13-1987. FILED 
12-4-1986. 

1,471,643. DAFFODIL DAYS. AMERICAN CANCER SOCIE- 
TY, INC. (U.S. CL. 102). SN 634,239. PUB. 10-13-1987. 
FILED 12-8-1986. 

1,471,644. HARLEY-DAVIDSON. | HARLEY-DAVIDSON, 
INC,, (U.S. CL. 102). SN 634,516. PUB. 10-13-1987. FILED 
12-9-1986. 

1,471,645. PAUR. NEW YORK LIFE INSURANCE COMPA- 
NY, (U.S. CLS. 101 AND 102). SN 642,816. PUB. 10-13-1987. 
FILED 2-3-1987. 

1,471,646. ECONOPAK. HAWKEYE-SECURITY INSUR- 
ANCE COMPANY, DBA UNITED SECURITY INSUR- 
ANCE COMPANY AND DBA WESTERN STATES IN- 
SURANCE COMPANY, (U.S. CL. 102). SN 644,616. PUB. 
10-13-1987. FILED 2-13-1987. 

1,471,647. THE WAREHOUSE PEOPLE. FIUR ORGANIZA- 
TION, INC., THE, MULTIPLE CLASS, (INT. CLS. 36, 37 
AND 339), (U.S. CLS. 100, 101, 102, 103 AND 105). SN 
645,302. PUB. 10-13-1987. FILED 2-18-1987. 

1,471,648. CHARG - A - CHEC. SECURITY BANCORP, 
INC., (U.S. CL. 102). SN 646,971. PUB. 10-13-1987. FILED 
2-27-1987. 

1,471,649. CASHLAND, CASHLAND CORPORATION, (U.S. 
CL. 102). SN 651,402. PUB. 10-13-1987. FILED 3-26-1987. 

1,471,650. MA%I-RATE CHECKING. MAXIMUM SAVINGS 
BANK, FSB, (U.S. CL. 102). SN 654,148. PUB. 10-13-1987. 
FILED 4-9-1987. 

1,471,651. NAMESGUARD AND DESIGN. NATIONAL AS- 
SOCIATION OF MEDICAL EQUIPMENT SUPPLIERS, 
(U.S. CLS. 101 AND 102). SN 655,184. PUB. 10-13-1987. 
FILED 4-10-1987. 

1,471,652. CHRISTIAN BUSINESSCARES FOUNDATION. 
CHRISTIAN BUSINESSCARES FOUNDATION, (U.S. CL. 
102). SN 656,343. PUB. 10-13-1987. FILED 4-20-1987. 

1,471,653. CHILDHOOD TREASURES. MUSSER, CYNTHIA 
E., (U.S. CLS. 101 AND 102). SN 659,206. PUB. 10-13-1987. 
FILED 5-6-1987. 

1,471,654. PRD CLASSIC. MUTUAL BENEFIT LIFE IN- 
SURANCE COMPANY, THE, (U.S. CL. 102). SN 659,419. 
PUB. 10-13-1987. FILED 5-7-1987. 

1,471,655. MISCELLANEOUS DESIGN. SAILYN ASSOCI- 
ATES, INC., (U.S. CLS. 101 AND 102). SN 660,579. PUB. 
10-13-1987. FILED 5-13-1987. 

1,471,656. STRATEGIST EXP. FIRST PENN-PACIFIC LIFE 
INSURANCE COMPANY, (U.S. CL. 102). SN 660,789. PUB. 
10-13-1987, FILED 5-14-1987. 

1,471,657. GEMINI AND DESIGN. SIERRA HEALTH AND 
LIFE INSURANCE COMPANY, INC., (U.S. CL. 102). SN 
661,799. PUB. 10-13-1987. FILED 5-19-1987. 

1,471,658. AT HOME IN ANN ARBOR (STYLIZED). 
EDWARD SUROVELL CO., THE, (U.S. CLS. 101 AND 
102). SN 662,007. PUB. 10-13-1987. FILED 5-19-1987. 

1,471,659. HOME BUILDER. MANUFACTURERS HANO- 
VER CORP., (U.S. CL. 102). SN 662,624. PUB. 10-13-1987. 
FILED 5-22-1987. 

1,471,660. MANUPAY. MANUFACTURERS NATIONAL 
CORPORATION, (U.S. CL. 102). SN 662,866. PUB. 
10-13-1987. FILED 5-26-1987. 


CLASS 37—CONSTRUCTION AND REPAIR 


1,471,243 (See Class 9 for this trademark). 

1,471,603 (See Class 35 for this trademark). 

1,471,647 (See Class 36 for this trademark). 

1,471,661. GULF CRANE SERVICES, INC. COVINGTON, LA. 
G AND DESIGN. GULF CRANE SERVICES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 37 AND 41), (U.S. CLS. 103 
AND 107). SN 581,915. PUB. 10-13-1987. FILED 2-6-1986. 
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1,471,662. LAROSSA’S INSTANT SHOE REPAIR AND 
DESIGN. LAROSSA SHOE, INC., MULTIPLE CLASS, 
(INT. CLS. 37 AND 42), (U.S. CLS. 101 AND 103). SN 
596,943. PUB. 10-13-1987. FILED 5-5-1986. 

1,471,663. FOAM FABRICATORS AND DESIGN. FOAM 
FABRICATORS, LTD., (U.S. CL. 103). SN 627,275. PUB. 
10-13-1987. FILED 10-28-1986. 

1,471,664. HOSPITAL COMMUNICATIONS, INC. H AND 
DESIGN. HOSPITAL COMMUNICATIONS, INC., (U.S. 
CL. 103). SN 631,300. PUB. 10-13-1987. FILED 11-20-1986. 

1,471,665. FIRESTONE. FIRESTONE TIRE & RUBBER 
COMPANY, THE, (U.S. CL. 103). SN 635,019. PUB. 
10-13-1987. FILED 12-12-1986. 

1,471,666. MISCELLANEOUS DESIGN. HORIZON HEALTH 
SYSTEMS, MULTIPLE CLASS, (INT. CLS. 37 AND 42), 
(U.S. CLS. 100 AND 103). SN 636,826. PUB. 10-13-1987. 
FILED 12-22-1986. 

1,471,667. SOBOBA. PACIFIC OUTDOOR PRODUCTS, 
INC., (U.S. CL. 103). SN 642,326. PUB. 10-13-1987. FILED 
2-2-1987. 

1,471,668. S AND DESIGN, PACIFIC OUTDOOR PROD- 
UCTS, INC., (U.S. CL. 103). SN 642,327. PUB. 10-13-1987. 
FILED 2-2-1987. 

1,471,669. RICKWOOD RADIO SERVICE RR BIRMING- 
HAM-MOBILE-NASHVILLE AND DESIGN. RICKWOOD 
RADIO SERVICE, INC., (U.S. CL. 103). SN 648,481. PUB. 
10-13-1987. FILED 3-9-1987. 

1,471,670. STARCHIS, FAULTLESS STARCH/BON AMI 
COMPANY, (U.S. CL. 103). SN 659,337. PUB. 10-13-1987. 
FILED 5-7-1987. 

1,471,671. BREATHE EASIER WITH ACFM. DUST CON- 
TROL COMPANY, INCORPORATED, (U.S. CL. 103). SN 
661,907. PUB. 10-13-1987. FILED 5-20-1987. 


CLASS 38—COMMUNICATION 


1,471,617 (See Class 35 for this trademark). 

1,471,634 (See Class 36 for this trademark). 

1,471,672. RADIO VARIEDADES. RADIO AMERICA, S.A., 
(U.S. CL. 104). SN 426,820. PUB. 10-13-1987. FILED 
5-20-1983. 

1,471,673. KJJY (BLOCK FORM). FULLER-JEFFREY 
BROADCASTING OF GREATER DES MOINES, DBA 
KJJY(FM)-KMRY(AM), (U.S. CL. 104). SN 632,608. PUB. 
10-13-1987. FILED 11-26-1986. 

1,471,674. SOUND MARK — NO DRAWING . RADIO 
AMERICA, S.A., (U.S. CL. 104). SN 637,090. PUB. 
10-13-1987. FILED 12-24-1986. 

1,471,675. RCA MAIL. RCA CORPORATION, (U.S. CL. 104). 
SN 643,651. PUB. 10-13-1987. FILED 2-9-1987. 

1,471,676. Z ROCK AND DESIGN. SATELLITE MUSIC 
NETWORK, INC., (U.S. CL. 104). SN 644,252. PUB. 
10-13-1987. FILED 2-12-1987. 

1,471,677. WBRU. BROWN BROADCASTING SERVICE, 
INC., (U.S. CL. 104). SN 655,264. PUB. 10-13-1987. FILED 
4-15-1987. 

1,471,678. WESTNET. WEST PUBLISHING COMPANY, 
(U.S. CL. 104). SN 660,037. PUB. 10-13-1987. FILED 
5-11-1987. 

1,471,679. WCFT-TV. BEAM BROADCASTERS, LTD., (U.S. 
CL. 104). SN 661,894. PUB. 10-13-1987. FILED 5-20-1987. 

1,471,680. WPBN-TV. WPBN-TV AND WTOM-TV, INC., 
(U.S. CL. 104). SN 661,897. PUB. 10-13-1987. FILED 
5-20-1987. 

1,471,681. WDAM-TV. BEAM BROADCASTERS, LTD., 
(U.S. CL. 104). SN 661,901. PUB. 10-13-1987. FILED 
5-20-1987. 

1,471,682. KPTL. M.B. BROADCASTING CORPORATION, 
(U.S. CL. 104). SN 662,027. PUB. 10-13-1987. FILED 
5-21-1987. 

1,471,683. KWAV. BUCKLEY BROADCASTING CORPO- 
RATION OF MONTEREY, (U.S. CL. 104). SN 662,028. 
PUB. 10-13-1987. FILED 5-21-1987. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—TRANSPORTATION AND 
STORAGE 


1,471,607 (See Class 35 for this trademark). 

1,471,611 (See Class 35 for this trademark). 

1,471,617 (See Class 35 for this trademark). 

1,471,647 (See Class 36 for this trademark). 

1,471,684. OLDIE BUT GOODIE (STYLIZED). DIAMOND 
MOTOR SPORTS, INCORPORATED, DBA PRICE 
HONDA, (U.S. CLS. 100 AND 105). SN 570,486. PUB. 
10-13-1987. FILED 11-26-1985. 

1,471,685. SPEEDMARK TRANSPORTATION (STYLIZED). 
CATHAY CONSOLIDATED INTERNATIONAL INC., 
(U.S. CL. 105). SN 570,989. PUB. 10-13-1987. FILED 
11-27-1985. 

1,471,686. TRANSCOM. PORT AUTHORITY OF NEW 
YORK AND NEW JERSEY, THE, (U.S. CLS. 100 AND 
105). SN 578,854. PUB. 10-13-1987. FILED 1-6-1986. 

1,471,687. AMERICAN’S MEETING SERVICES AND 
DESIGN. AMERICAN AIRLINES, INC., MULTIPLE 
CLASS, (INT. CLS. 39 AND 42), (U.S. CLS. 100 AND 105). 
SN 584,114. PUB. 10-13-1987. FILED 2-21-1986. 

1,471,688. YUGOTOURS. IMPEX OVERSEAS CORPORA- 
TION, (U.S. CL. 105). SN 628,308. PUB. 10-13-1987. FILED 
11-3-1986. 

1,471,689. ARCON EXPRESS LINE. ARCON INTERNA- 
TIONAL LTD., (U.S. CL. 105). SN _ 630,117. PUB. 
10-13-1987. FILED 11-13-1986. 

1,471,690. TRAILER TRANSIT INC. A SPECIALIZED CAR- 
RIER AND DESIGN. TRAILER TRANSIT, INC., (U.S. CL. 
105). SN 631,969. PUB. 10-13-1987. FILED 11-24-1986. 

1,471,691. ITS. INTERNATIONAL TRAVEL SERVICES OF 
BROWARD, INC., MULTIPLE CLASS, (INT. CLS. 39 
AND 42), (U.S. CLS. 100 AND 105). SN 650,165. PUB. 
10-13-1987. FILED 3-19-1987. 

1,471,692. PANIC PICK-UP (STYLIZED). D.S.N. CORPORA- 
TION, THE, (U.S. CL. 105). SN 652,224. PUB. 10-13-1987. 
FILED 3-30-1987. 


CLASS 40—MATERIAL TREATMENT 


1,471,190 (See Class 7 for this trademark). 
1,471,347 (See Class 11 for this trademark). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,471,226 (See Class 9 for this trademark). 

1,471,243 (See Class 9 for this trademark). 

1,471,611 (See Class 35 jor this trademark). 

1,471,615 (See Class 35 for this trademark). 

1,471,661 (See Class 37 for this trademark). 

1,471,693. SKOAL BANDIT AND DESIGN. UNITED 
STATES TOBACCO COMPANY, BY MERGER WITH 
UNITED STATES TOBACCO COMPANY, (U.S. CL. 107). 
SN 300,198. PUB. 10-13-1987. FILED 3-9-1981. 

1,471,694. THE SURVIVAL GAME AND DESIGN. NATION- 
AL SURVIVAL GAME, INC., (U.S. CL. 107). SN 556,256. 
PUB. 10-13-1987. FILED 8-30-1985. 

1,471,695. PILOT POINT MUSIC. NAZARENE PUBLISH- 
ING HOUSE, (U.S. CLS. 101 AND 107). SN 597,804. PUB. 
10-13-1987. FILED 5-9-1986. 

1,471,696. VIDEO D (STYLIZED). 
INC., (U.S. CLS. 100 AND 107). 
10-13-1987. FILED 5-12-1986. 

1,471,697. VIDEO SHOPPER AND DESIGN. COMPUTER 
BOOK SERVICE, INC., (U.S. CLS. 100 AND 107). SN 
619,548. PUB. 10-13-1987. FILED 9-12-1986. 

1,471,698. FASTRAK. SINGER COMPANY, THE, (U.S. CL. 
107). SN 628,607. PUB. 10-13-1987. FILED 11-4~-1986. 


VIDEO D STUDIOS, 
SN 598,218. PUB. 
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1,471,699. EDICIONES SM (STYLIZED). FUNDACION 
SANTA MARIA, (U.S. CLS. 101 AND 107). SN 631,208. 
PUB. 10-13-1987. FILED 11-19-1986. 

1,471,700. WRITING FOR THE INFORMATION AGE. IWCC 
TRAINING IN WRITING, LTD., (U.S. CL. 107). SN 
632,002. PUB. 10-13-1987. FILED 11-24-1986. 

1,471,701. FLORIDA TRACK CLUB AND DESIGN. FLORI- 
DA TRACK CLUB, INC., (U.S. CL. 107). SN 634,528. PUB. 
10-13-1987. FILED 12-9-1986. 

1,471,702. ZAPP AND DESIGN. TROUTMAN ENTER- 
PRISES, INC., (U.S. CL. 107). SN 635,361. PUB. 10-13-1987. 
FILED 12-15-1986. 

1,471,703. CALIFORNIA TONING (STYLIZED). CALIFOR- 
NIA TONING, INC., (U.S. CL. 107). SN 641,688. PUB. 
10-13-1987. FILED 1-28-1987. 

1,471,704. SUGAR BOWL CLASSIC AND DESIGN. SUGAR 
BOWL, (U.S. CL. 107). SN 649,632. PUB. 10-13-1987. 
FILED 3-16-1987. 

1,471,705. PLUS ONE. PRO FITNESS INC., MULTIPLE 
CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100 AND 107). 
SN 650,119. PUB. 10-13-1987. FILED 3-19-1987. 

1,471,706. CAREACTION. COMPREHENSIVE CARE COR- 
PORATION, DBA COMPCARE LIFESTYLE CENTER, 
(U.S. CL. 107). SN 650,805. PUB. 10-13-1987. FILED 
3-23-1987. 

1,471,707. FREEZE YER GIZZARD BLIZZARD RUN. 
GREATER INTERNATIONAL FALLS CHAMBER OF 
COMMERCE, (U.S. CL. 107). SN 652,638. PUB. 10-13-1987. 
FILED 3-11-1987. 

1,471,708. EAGLE LEAGUE PRO-BOX LACROSSE AND 
DESIGN. EAGLE LEAGUE INCORPORATED, THE, 
(U.S. CL. 107). SN 653,200. PUB. 10-13-1987. FILED 
4-6-1987. 

1,471,709. BRITNYFOX (STYLIZED). BRITNY FOX, INC., 
(U.S. CL. 107). SN 655,375. PUB. 10-13-1987. FILED 
4-15-1987. 

1,471,710. HALO AND DESIGN. HALO RECORDS AND 
PRODUCTIONS, (U.S. CL. 107). SN 656,035. PUB. 
10-13-1987. FILED 4-20-1987. 

1,471,711. SPRINT KART. GRAN PRIX BOSCHERTOWN 
SPEEDWAY, INC., (U.S. CL. 107). SN 656,889. PUB. 
10-13-1987. FILED 4-23-1987. 

1,471,712. STAR SERIES. AMERICAN SECURITY INSUR- 
ANCE COMPANY, (U.S. CL. 107). SN 657,249. PUB. 
10-13-1987. FILED 4-27-1987. 

1,471,713. ALPHA SUCCESS. KOMAREK, JAY, DBA 
ALPHA SUCCESS SEMINARS, (U.S. CL. 107). SN 659,302. 
PUB. 10-13-1987. FILED 5-7-1987. 

1,471,714. PROGRAMMERS CLEARING HOUSE, INC.. PRO- 
GRAMMERS CLEARINGHOUSE, INC., (U.S. CL. 107). 
SN 659,308. PUB. 10-13-1987. FILED 5-7-1987. 

1,471,715. PARTNERS IN EXCELLENCE. WORLD BOOK, 
INC., (U.S. CL. 107). SN 659,721. PUB. 10-13-1987. FILED 
5-8-1987. 

1,471,716. DCI AND DESIGN. DIGITAL CONSULTING, 
INC., MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. 
CLS. 100, 101 AND 107). SN 659,982. PUB. 10-13-1987. 
FILED 5-11-1987. 

1,471,717. CADRE CIRQUE & ASSOCIATES. CADRE 
CIRQUE, INC., (U.S. CL. 107). SN 660,109. PUB. 
10-13-1987. FILED 5-11-1987. 

1,471,718. CHARTBUSTERS. BLOCKBUSTER ENTER- 
TAINMENT CORPORATION, (U.S. CLS. 100 AND 107). 
SN 660,568. PUB. 10-13-1987. FILED 5-13-1987. 

1,471,719. LE-BAD CINEMA. BLOCKBUSTER ENTER- 
TAINMENT CORPORATION, (U.S. CLS. 100 AND 107). 
SN 660,570. PUB. 10-13-1987. FILED 5-13-1987. 

1,471,720. 7TH ANNUAL HEMINGWAY DAYS 
F.E.S.T.LV.A.L. KEY WEST AND DESIGN. WHALTON, 
MICHAEL, (U.S. CL. 107). SN 660,603. PUB. 10-13-1987. 
FILED 5-13-1987. 

1,471,721. GO MEDIA AND DESIGN. OSTRO, GREGG, 
(U.S. CL. 107). SN 661,025. PUB. 10-13-1987. FILED 
5-15-1987. 

1,471,722. COLLEGE EUROPA. ST. JOHN’S UNIVERSITY, 
NEW YORK, (U.S. CL. 107). SN 661,563. PUB. 10-13-1987. 
FILED 5-14-1987. 
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1,471,723. 
(US. CL. 
5-21-1987. 

1,471,724. MOONLIGHTING. AMERICAN BROADCAST- 
ING COMPANIES, INC., (U.S. CL. 107). SN 662,773. PUB. 
10-13-1987. FILED 5-26-1987. 

1,471,725. INDIANAPOLIS 500 THE 72ND - MAY 29, 1988 
AND DESIGN. INDIANAPOLIS MOTOR SPEEDWAY 
CORPORATION, (U.S. CL. 107). SN 663,214. PUB. 
10-13-1987. FILED 5-27-1987. 

1,471,726. FREEDOM WEEKEND ALOFT AND DESIGN. 
FREEDOM WEEKEND ALOFT, INC., (U.S. CL. 107). SN 
663,217. PUB. 10-13-1987. FILED 5-27-1987. 


CRUISIN’ AMERICA. CUTLER PRODUCTIONS, 
107). SN 662,412. PUB. 10-13-1987. FILED 


CLASS 42—MISCELLANEOUS SERVICES 


1,471,190 (See Class 7 for this trademark). 

1,471,193 (See Class 7 for this trademark). 

1,471,221 (See Class 9 for this trademark). 

1,471,222 (See Class 9 for this trademark). 

1,471,240 (See Class 9 for this trademark). 

1,471,243 (See Class 9 for this trademark). 

1,471,403 (See Class 18 for this trademark). 

1,471,527 (See Class 29 for this trademark). 

1,471,534 (See Class 29 for this trademark). 

1,471,549 (See Class 30 for this trademark). 

1,471,602 (See Class 35 for this trademark). 

1,471,607 (See Class 35 for this trademark). 

1,471,611 (See Class 35 for this trademark). 

1,471,613 (See Class 35 for this trademark). 

1,471,617 (See Class 35 for this trademark). 

1,471,634 (See Class 36 for this trademark). 

1,471,662 (See Class 37 for this trademark). 

1,471,666 (See Class 37 for this trademark). 

1,471,687 (See Class 39 for this trademark). 

1,471,691 (See Class 39 for this trademark). 

1,471,705 (See Class 41 for this trademark). 

1,471,716 (See Class 41 for this trademark). 

1,471,727. MISCELLANEOUS DESIGN. HAMMACHER, 
SCHLEMMER & CO. INC., ASSIGNEE OF HAM- 
MACHER, SCHLEMMER INSTITUTE, (U.S. CL. 100). SN 
452,140. PUB. 10-13-1987. FILED 11-10-1983. 

1,471,728. CAMELLIA GRILL AND DESIGN. CAMELLIA 
GRILL, INC., (U.S. CL. 100). SN 503,694. PUB. 10-13-1987. 
FILED 10-15-1984. j 

1,471,729. CAMELLIA GRILL AND DESIGN. CAMELLIA 
GRILL, INC., (U.S. CL. 100). SN 503,696. PUB. 10-13-1987. 
FILED 10-15-1984. 

1,471,730. THE WEATHER CHANNEL AND DESIGN. 
WEATHER CHANNEL, INC., THE, (U.S. CL. 100). SN 
569,438. PUB. 10-13-1987. FILED 11-20-1985. 

1,471,731. LOGS. SHAPIRO, GERALD, DBA THE LAW 
OFFICES OF GERALD SHAPIRO, (U.S. CLS. 100 AND 
101). SN 577,965. PUB. 10-13-1987. FILED 1-16-1986. 

1,471,732. STERLING AND DESIGN. STERLING SUPPLY 
COMPANY, INC., (U.S. CL. 101). SN 582,150. PUB. 
10-13-1987. FILED 2-10-1986. 

1,471,733. STERLING. STERLING SUPPLY COMPANY, 
INC., (U.S. CL. 101). SN 582,151. PUB. 10-13-1987. FILED 
2-10-1986. 

1,471,734. ATEK INFORMATION SERVICES. AMERI- 
TRUST COMPANY NATIONAL ASSOCIATION, (U.S. 
CLS. 100 AND 101). SN 584,548. PUB. 10-13-1987. FILED 
2-24-1986. 

1,471,735. THE NAPA CONNECTION. CREATIVE GOUR- 
METS, LTD., (U.S. CL. 100). SN 601,874. PUB. 6-2-1987. 
FILED 6-2-1986. 

1,471,736. HEARTLAND INN. HEARTLAND INN, INC., 
(U.S. CL. 100). SN 606,232. PUB. 10-13-1987. FILED 
6-25-1986. 

1,471,737. LE FRUIT CHATEAU. LE FRUIT CHATEAU, 
INC., (U.S. CLS. 100 AND 101). SN 610,452. PUB. 
10-13-1987. FILED 7-21-1986. 
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1,471,738. SUMMIT HEALTH. SUMMIT HEALTH LTD., 
(U.S. CLS. 100 AND 101). SN 618,795. PUB. 10-13-1987. 
FILED 9-8-1986. 

1,471,739. AQUARICA AND DESIGN. RESEARCH PLAN- 
NING INSTITUTE, INC., (U.S. CL. 100). SN 619,732. PUB. 
10-13-1987. FILED 9-15-1986. 

1,471,740. CHRISTIAN ARMORY. SOLDIERS OF THE 
CROSS, INC., (U.S. CL. 101). SN 623,356. PUB. 10-13-1987. 
FILED 10-1-1986. 

1,471,741. MISCELLANEOUS DESIGN. UNENDANGERED 
SPECIES, INC., THE, (U.S. CL. 101). SN 625,673. PUB. 
10-13-1987. FILED 10-16-1986. 

1,471,742. AUSTIN LAW CENTER AND DESIGN. EL RIO 
ARRIBA INVESTMENT COMPANY, (U.S. CLS. 100 AND 
101). SN 628,137. PUB. 10-13-1987. FILED 11-3-1986. 

1,471,743. NAPA AUTO PARTS, NATIONAL AUTOMO- 
TIVE PARTS ASSOCIATION, (U.S. CL. 101). SN 629,367. 
PUB. 10-13-1987. FILED 11-10-1986. 

1,471,744. FLAGONS. G & H LTD., WINE MERCHANTS, 
INC., DBA FLAGONS, (U.S. CL. 100). SN 629,781. PUB. 
10-13-1987. FILED 11-10-1986. 

1,471,745. ESPACE VICHY VICHY ESPACE AND DESIGN. 
COMPAGNIE FERMIERE DE L’ETABLISSEMENT 
THERMAL DE VICHY, (U.S. CL. 100). SN 633,420. PUB. 
10-13-1987. FILED 12-3-1986. 

1,471,746. NOT JUST HAMS... GRAY, ELIZABETH C., 
DBA NOT JUST HAMS..., (U.S. CL. 100). SN 633,824. PUB. 
10-13-1987. FILED 12-4-1986. 

1,471,747. DISCOVERY INNS OF AMERICA. DISCOVERY 
INNS OF AMERICA, (U.S. CL. 100). SN 635,182. PUB. 
10-13-1987. FILED 12-12-1986. 

1,471,748. HEARX AND DESIGN. HEARX LTD., (U.S. CL. 
100). SN 636,421. PUB. 10-13-1987. FILED 12-22-1986. 

1,471,749. NATP AND DESIGN. NATIONAL ASSOCIA- 
TION OF TAX PRACTITIONERS, (U.S. CL. 100). SN 
636,739. PUB. 10-13-1987. FILED 12-22-1986. 

1,471,750. KEY GUARD. AIRLINE PASSENGERS ASSO- 
CIATION, INC., (U.S. CL. 100). SN 638,308. PUB. 
10-13-1987. FILED 1-5-1987. 

1,471,751. THE SHOW PLACE AFFORDABLE LIVING 
ROOMS BY ROWE AND DESIGN. ROWE FURNITURE 
CORPORATION, (U.S. CL. 101). SN 644,610. PUB. 
10-13-1987. FILED 2-13-1987. 

1,471,752. DUSTY ROSE FINE LINGERIE AND DESIGN. 
DUSTY ROSE, INC., (U.S. CL. 101). SN 645,299. PUB. 
10-13-1987. FILED 2-18-1987. 

1,471,753. MISCELLANEOUS DESIGN. CITY OF LITTLE 
ROCK, THE, (U.S. CL. 100). SN 649,349. PUB. 10-13-1987. 
FILED 3-5-1987. 

1,471,754. SPACEHAB. SPACEHAB, INC., (U.S. CL. 100). SN 
649,802. PUB. 10-13-1987. FILED 3-17-1987. 

1,471,755. ENCOR AMERICA. ENCOR AMERICA, INC., 
DBA ENGINEERING NETWORK CORPORATION OF 
AMERICA, (U.S. CL. 100). SN 651,757. PUB. 10-13-1987. 
FILED 4-24-1987. 

1,471,756. SJ AND DESIGN. SAINT JOSEPH HEALTH 
CENTER, (U.S. CL. 100). SN 652,175. PUB. 10-13-1987. 
FILED 3-30-1987. 

1,471,757. THE BLUE SPRUCE INN. TEN MILE VEN- 
TURES, INC., DBA TERE BLUE SPRUCE INN, (U.S. CL. 
100). SN 652,228. PUB. 10-13-1987. FILED 3-30-1987. 

1,471,758. L.A. LIFESTYLES AND DESIGN. KOSSER, 
ROLAND, (U.S. CL. 101). SN 652,932. PUB. 10-13-1987. 
FILED 4-3-1987. 

1,471,759. MCDUFF ELECTRONICS AND DESIGN. TANDY 
CORPORATION, (U.S. CL. 101). SN 654,829. PUB. 
10-13-1987. FILED 4-13-1987. 

1,471,760. MCDUFF ELECTRONICS AND DESIGN. TANDY 
CORPORATION, (U.S. CL. 101). SN 654,830. PUB. 
10-13-1987. FILED 4-13-1987. 

1,471,761. PE PEARSON ENGINEERING AND DESIGN. 
PEARSON, RICHARD J., DBA PEARSON ENGINEER- 
ING, (U.S. CL. 100). SN 655,178. PUB. 10-13-1987. FILED 
4-7-1987. 

1,471,762. FOLK ART FINISH AND DESIGN. FOLK ART 
FINISH, INC., (U.S. CL. 101). SN 655,217. PUB. 10-13-1987. 
FILED 4-14-1987. 
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1,471,764. MY MECHANIC AND DESIGN. MY MECHANIC, 
INC., (U.S. CLS. 100 AND 105). SN 655,903. PUB. 
10-13-1987. FILED 4-13-1987. 


1,471,765. ABCO AND DESIGN. ABCO MARKETS, INC., 
(U.S. CL. 101). SN 656,379. PUB. 10-13-1987. FILED 
5-8-1987. 


1,471,766. AMERICAN NURSING CARE. AMERICAN 
NURSING CARE, INC., (U.S. CLS. 100 AND 101). SN 
657,094. PUB. 10-13-1987. FILED 4-24-1987. 


1,471,767. ONECARE AND DESIGN. TM MANAGEMENT 
CORPORATION, (U.S. CL. 100). SN 657,992. PUB. 
10-13-1987. FILED 4-30-1987. 


1,471,768. $ SAVER FOOD WAREHOUSE AND DESIGN. AF- 
FILIATED FOOD STORES, INC., (U.S. CL. 101). SN 
658,149. PUB. 10-13-1987. FILED 5-1-1987. 


1,471,769. PAPRONI’S PIZZA AND DESIGN. PAPRONI’S 
PIZZA, INC., (U.S. CL. 100). SN 658,344. PUB. ~10-13-1987. 
FILED 5-1-1987. 


1,471,770. CVN CABLE VALUE NETWORK AND DI.SIGN. 
CABLE VALUE NETWORK, (U.S. CLS. 101 AND 107). 
SN 658,884. PUB. 10-13-1987. FILED 5-4-1987. 


1,471,771. BAYOU TO-GO. BAYOU TO-GO, INC., (U.S. CL. 
101). SN 658,956. PUB. 10-13-1987. FILED 5-4-1987. 


1,471,772. EASY-LYFE. D & H DISTRIBUTING COMPANY, 
(U.S. CL. 101). SN 659,278. PUB. 10-13-1987. FILED 
5-6-1987. 


1,471,773. SANGER HARRIS. FEDERATED DEPART- 
MENT STORES, INC., (U.S. CL. 101). SN 659,353. PUB. 
10-13-1987. FILED 5-7-1987. 


1,471,774. MR. SIGN. MR. SIGN FRANCHISING CORP., 
(U.S. CLS. 100 AND 101). SN 659,695. PUB. 10-13-1987. 
FILED 5-8-1987. 


1,471,775. THE LAW BULLETIN INFORMATION NET- 
WORK. LAW BULLETIN PUBLISHING COMPANY, (U.S. 
CL. 100). SN 659,931. PUB. 10-13-1987. FILED 5-11-1987. 


1,471,776. FLUTES AND DESIGN. FLUTES INC., (U.S. CL. 
100). SN 660,425. PUB. 10-13-1987. FILED 5-12-1987. 

1,471,777. FASHION TOUCH. HOME SHOPPING NET- 
WORK, INC., (U.S. CL. 101). SN 660,501. PUB. 10-13-1987. 
FILED 5-12-1987. 

1,471,778. FACTORY EXPRESS. NUWAY DISTRIBUTORS, 
INC., DBA NUWAY DISTRIBUTOR’S FACTORY EX- 
PRESS, (U.S. CL. 101). SN 660,529. PUB. 10-13-1987. 
FILED 5-13-1987. 

1,471,779. JOB LOT PUSHCART. JOB LOT TRADING CO., 
INC., (U.S. CL. 101). SN 660,530. PUB. 10-13-1987. FILED 
5-13-1987. 

1,471,780. INSTITUTE OF COSMETIC DENTISTRY AND 
DESIGN. INSTITUTE OF COSMETIC DENTISTRY 
FRANCHISE, INC., (U.S. CL. 100). SN 661,506. PUB. 
10-13-1987. FILED 5-18-1987. 

1,471,781. SCHELDE’S. SCHELDE ENTERPRISES, INC., 
(U.S. CL. 100). SN 661,882. PUB. 10-13-1987. FILED 
5-20-1987. 

1,471,782. PAN POSITIVE APPROACH NOW AND DESIGN. 
PROVIDENCE HOSPITAL, INC., (U.S. CL. 100). SN 
662,053. PUB. 10-13-1987. FILED 5-21-1987. 

1,471,783. COUNTRY HOME LEARNING CENTER AND 
DESIGN. C.H. INVESTMENTS, INC., (U.S. CL. 100). SN 
662,061. PUB. 10-13-1987. FILED 5-21-1987. 

1,471,784. HOME OF THE WORLD’S GREATEST CHEESE- 
BURGER. BILL GRAY’S, INC., (U.S. CL. 100). SN 662,122. 
PUB. 10-13-1987. FILED 5-21-1987. 

1,471,785. TENASKA. TENASKA, INC., (U.S. CL. 100). SN 
662,885. PUB. 10-13-1987. FILED 5-26-1987. 

1,471,786. COMFORTSTEPS. HOME SHOPPING NET- 
WORK, INC., (U.S. CL. 101). SN 663,257. PUB. 10-13-1987. 
FILED 5-27-1987. 

1,471,787. PERSONAL TOUCH UNISEX SALON AND 
DESIGN. BOGAN ENTERPRISES, INC., (U.S. CL. 100). 
SN 664,270. PUB. 10-13-1987. FILED 6-2-1987. 





PRIOR UNITED STATES CLASSIFICATION 
COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—-COLLECTIVE MEMBERSHIP 

1,471,788. ICA AND DESIGN. INDEPENDENT CONTRAC- 
TORS ASSOCIATION, INC., SN 628,331. PUB. 10-13-1987. 
FILED 11-3-1986. 

1,471,789. RFP REGISTERED FINANCIAL PLANNERS INSTI- 
TUTE AND DESIGN, REGISTERED FINANCIAL PLAN- 
NING CENTERS, INC., SN 656,915. PUB. 10-13-1987. 
FILED 4-23-1987. 


* * * * * 
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These registrations are not subject to opposition. 


SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an Official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,471,790. SEATT CORPORATION, DOWNERS GROVE, 
IL. SN 583,718. FILED 2-19-1986. 


JAMESON 


FOR. .INDUSTRIAL, COMMERCIAL AND RESIDEN- 
TIAL THERMOSTATS (U.S. CL. 26). 
FIRST USE 12-12-1985; IN COMMERCE 12-12-1985. 


1,471,791. TESTING MACHINES, INC., AMITYVILLE, NY. 
SN 641,919. FILED P.R. 1-29-1987; AM. S.R. 11-12-1987. 


MONITOR/IMPACT 


FOR ELECTRONIC TESTING AND MEASURING AP- 
PARATUS FOR TESTING AND MEASURING PAPER, 
TEXTILES, METALS, PLASTICS, RUBBER AND OTHER 
MATERIALS (U.S. CL. 26). 

FIRST USE 12-19-1985; IN COMMERCE 12-19-1985. 


1,471,792. KISTLER-MORSE CORPORATION, REDMOND, 
WA. SN 647,155. FILED P.R. 3-2-1987; AM. S.R. 11-2-1987. 


LOAD DISC 


OWNER OF USS. REG. NOS. 1,304,351 AND 1,304,352. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOAD”, APART FROM THE MARK AS SHOWN. 

FOR LOAD CELLS, NAMELY, LOAD-BEARING 
TRANSDUCERS WITHIN THE WEIGHING INDUSTRY 
(U.S. CL. 21). 

FIRST USE 5-0-1984; IN COMMERCE 5-0-1984. 


197-786 O - 87 - 38 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,471,793. COIN DEALER NEWSLETTER, THE, TOR- 
RANCE, CA. SN 620,446. FILED P.R. 9-17-1986; AM. S.R. 
10-9-1987. 


CERTIFIED COIN DEALER 
NEWSLETTER 


OWNER OF USS. REG. NO. 1,043,981. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWSLETTER”, APART FROM THE MARK AS 
SHOWN. 

FOR PERIODICALLY PUBLISHED NEWSLETTER 
DEALING WITH COINS (U.S. CL. 38). 

FIRST USE 8-20-1986; IN COMMERCE 8-20-1986. 


1,471,794. MCGRAW-HILL, INC., NEW YORK, NY. SN 
627,388. FILED P.R. 10-28-1986; AM. S.R. 10-19-1987. 


THE TRIAL PRACTICE 
NEWSLETTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWSLETTER”, APART FROM THE MARK AS 
SHOWN. 

FOR LEGAL NEWSLETTER (USS. CL. 38). 

FIRST USE 10-8-1986; IN COMMERCE 10-8-1986. 


1,471,795. AMERICAN EUROPEAN TRADE AND EXHIBI- 
TION CENTER CORPORATION, NEW YORK, NY. SN 
628,077. FILED P.R. 11-3-1986; AM. S.R. 10-13-1987. 


TRADE SHOW PLANNER 


FOR CALENDARS (U.S. CL. 38). 
FIRST USE 10-1-1986; IN COMMERCE 10-1-1986. 
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1,471,796. TRADE SERVICE PUBLICATIONS, INC., SAN 
DIEGO, CA. SN 628,780. FILED 11-5-1986. 


Software Reports 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPORTS”, APART FROM THE MARK AS SHOWN. 
FOR CATALOGS FOR EDUCATIONAL COMPUTER 


SOFTWARE (U.S. CL. 38). 
FIRST USE 7-11-1983; INCOMMERCE 7-11-1983. 


1,471,797. PHILLIPS PUBLISHING, INC., POTOMAC, MD. 
SN 640,131. FILED P.R. 1-16-1987; AM. S.R. 10-22-1987. 


THE LOCAL AREA 
NETWORKING 
SOURCEBOOK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOURCEBOOK”, APART FROM THE MARK AS 
SHOWN. 

FOR PUBLICATION ISSUED IN _ INTERVALS, 
NAMELY, A DIRECTORY OF INFORMATION RELAT- 
ING TO DATA COMMUNICATIONS VIA LOCAL AREA 
NETWORKS (USS. CL. 38). 

FIRST USE 10-22-1986; INCOMMERCE 10-22-1986. 


1,471,798. HARCOURT BRACE JOVANOVICH, INC., OR- 
LANDO, FL. SN 642,975. FILED P.R. 2-2-1987; AM. S.R. 
10-30-1987. 


AFTERMARKET BUSINESS 


FOR MAGAZINES (U.S. CL. 38). 
FIRST USE 8-1-1986; INCOMMERCE 8-1-1986. 


1,471,799. SCOTT PAPER COMPANY, DELAWARE 
COUNTY, PA. SN 662,318. FILED P.R. 5-21-1987; AM. 
S.R. 10-13-1987. 


AMERICA’S FAMILY 
NAPKIN! 


FOR PAPER NAPKINS (U.S. CL. 37). 
FIRST USE 4-28-1986; IN COMMERCE 5-14-1986. 
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CLASS 16—(Continued). 


1,471,800. CALIFORNIA FARM BUREAU FEDERATION, 
SACRAMENTO, CA. SN 662,783. FILED P.R. 5-26-1987; 
AM. S.R. 10-19-1987. 


CALIFORNIA FARM 
WEATHER 


FOR NEWSPAPER SECTION DEALING WITH WEATH- 
ER CONDITIONS IN THE STATE OF CALIFORNIA (U.S. 
CL. 38). 

FIRST USE 10-8-1986; IN COMMERCE 10-8-1986. 


1,471,801. HUNTER PUBLISHING COMPANY, INC., DES 
PLAINES, IL. SN 664,454. FILED P.R. 6-3-1987; AM. S.R. 
11-2-1987. 


PC PUBLISHING 


FOR MONTHLY MAGAZINE (U.S. CL. 38). 
FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


CLASS 18—LEATHER GOODS 


1,471,802. FEDERICO ERRANTE S.R.L., MILANO, ITALY. 
SN 633,709. FILED P.R. 12-4-1986; AM. S.R. 9-8-1987. 


ERRANTE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 23103-C/86, FILED 11-12-1986, REG. 
NO. 465001, DATED 2-13-1987, EXPIRES 11-12-2006. 

FOR LEATHER ARTICLES, NAMELY-HANDBAGS, 
PURSES, WALLETS, POCKETBOOKS, KEYHOLDERS, 
SUITCASES OR TRAVELING BAGS (U.S. CL. 3). 


CLASS 23—YARNS AND THREADS 


1,471,803. FEDERICO ERRANTE S.R.L., MILANO, ITALY. 
SN 633,712. FILED P.R. 12-4-1986; AM. S.R. 9-8-1987. 


ERRANTE 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 23103-C/86, FILED 11-12-1986, REG. 
NO. 465001, DATED 2-13-1987, EXPIRES 11-12-2006. 

FOR YARNS, THREADS (U.S. CL. 43). 
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CLASS 29—MEATS AND PROCESSED FOODS CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,471,804. CATELLI INC. MONTREAL, QUEBEC, 
CANADA. SN 623,098. FILED P.R. 9-30-1986; AM. S.R. 1,471,808. ZEOTECH CORPORATION, FORT WORTH, TX. 
10-16-1987. SN 615,383. FILED P.R. 8-18-1986; AM. S.R. 10-5-1987. 


CATELLI KITTY CRYSTALS 


FOR HAMS, INCLUDING SWEET AND HOT CAPI- FOR CAT BOX LITTER (U.S. CL. 1). 
COLA, HOT HAM AND PEPPER HAM; MORTADELLA FIRST USE 4-14-1986; IN COMMERCE 7-2-1986. 
AND SALAMI (U.S. CL. 46). 

FIRST USE 5-19-1986; IN COMMERCE 5-19-1986. 


CLASS 32—LIGHT BEVERAGES 


CLASS 30—STAPLE FOODS 1,471,809. TREESWEET PRODUCTS CO., HOUSTON, TX. 
SN 585,543. FILED P.R. 3-3-1986, AM. S.R. 8-12-1987. 
1,471805. SNACK CONNECTION, INC. THE, RIDGE- 
WOOD, NJ, ASSIGNEE OF SNACK FACTORY, INC., 


THE, RIDGEWOOD, NJ. SN 556,224. FILED P.R. CITRUS COMBO 


8-30-1985; AM. S.R. 10-18-1987. 
FOR BLENDED CITRUS JUICE DRINK (U.S. CL. 45). 
TATER WHEELS FIRST USE 9-30-1985; IN COMMERCE 9-30-1985. 


FOR WHEAT AND POTATO BASED ONION FLA- 
VORED SNACK FOOD SOLD ONLY TO RETAILERS 
WHO COOK AND FURTHER PREPARE THE GOODS 
FOR RESALE (US. CL. 46). CLASS 33—WINES AND SPIRITS 
FIRST USE 4-22-1985; IN COMMERCE 4-22-1985. 
1,471,810. SOCIETE DES PRODUITS MARNIER-LAPOS- 
TOLLE, PARIS, FRANCE. SN 519,540. FILED P.R. 
1-28-1985; AM. S.R. 8-11-1986. 


1,471,806. CAMPBELL TAGGART, INC., DALLAS, TX. SN 
636,099. FILED P.R. 12-18-1986; AM. S.R. 11-4-1987. 


FI 
BREAD AT ITS BEST H 


FOR BAKERY GOODS (U.S. CL. 46). 
FIRST USE 12-0-1983; INCOMMERCE 12-0-1983. © 


1,471,807. CONFEX, INC., SHREWSBURY, NJ. SN 644,639. 
FILED P.R. 2-13-1987; AM. S.R. 10-13-1987. 


OWNER OF U.S. REG. NOS. 1,028,281 AND 1,353,185. 
THE LINING AND/OR STIPPLING IN THE MARK ON 
THE DRAWING IS A FEATURE OF THE MARK AND NO 


CLAIM IS MADE TO COLOR. 


THE MARK CCNSISTS OF THE CONFIGURATION OF 
THE BOTTLE TOGETHER WITH RIBBONS, SEALS, 
LABELS, DESIGNS AND THE WORDS “MARNIER-LA- 
POSTOLLE” AND “LA GRANDE PASSION” THEREON 
8 


AS USED AS A CONTAINER FOR LIQUEURS. 
THE ENGLISH TRANSLATION OF THE WORDS “LA 
GRANDE PASSION” IN THE MARK IS “GREAT PAS- 
SION”. 
FOR CANDY AND GUM (USS. CL. 46). FOR LIQUEURS (U.S. CL. 49). 
FIRST USE 11-0-1983; IN COMMERCE 11-0-1983. FIRST USE 4-2-1984; IN COMMERCE 4-2-1984. 
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SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,471,811. BALLANTINE GROUP, THE, FAIR LAWN, NJ. 
SN 601,725. FILED P.R. 6-2-1986; AM. S.R. 7-30-1987. 


GUARANTEED RESPONSE 
RATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RESPONSE RATE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING MATERIALS FOR DIRECT MAIL 
PROMOTIONS (U.S. CL. 101). 

FIRST USE 3-14-1986; INCOMMERCE 3-14-1986. 


1,471,812. PERSONAL BLOOD STORAGE OF AMERICA, 
INC., CHARLOTTE, NC. SN 622,925. FILED P.R. 
9-29-1986; AM. S.R. 9-17-1987. 


PERSONAL BLOOD 
STORAGE 


FOR COLLECTING AND PRESERVING HUMAN 
BLOOD. FOR USE IN TRANSFUSIONS BACK TO THE 
DONOR OR TO INDIVIDUALS DESIGNATED BY THE 
DONOR (U.S. CLS. 100 AND 101). 

FIRST USE 10-0-1985; INCOMMERCE 10-0-1985. 


CLASS 36—INSURANCE AND FINANCIAL 


1,471,813. FIRST WISCONSIN CORPORATION, MILWAU- 
KEE, WI. SN 634,945. FILED P.R. 12-11-1986; AM. S.R. 
10-30-1987. 


ONLINE BANKER 


FOR BANKING SERVICES FEATURING CUSTOMER 
ACCESS TO ELECTRONIC INFORMATION RETRIEVAL 
SYSTEMS (U.S. CL. 102). 

FIRST USE 11-18-1985; IN COMMERCE 3-6-1986. 


1,471,814. NEW ENGLAND MUTUAL LIFE INSURANCE 
COMPANY, BOSTON, MA. SN 667,630. FILED P.R. 
6-22-1987; AM. S.R. 11-2-1987. 


BACK BAY ADVISORS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ADVISORS”, APART FROM THE MARK AS 
SHOWN. 

FOR INVESTMENT AND FINANCIAL MANAGEMENT 
SERVICES (U.S. CLS. 101 AND 102). 

FIRST USE 6-6-1986; IN COMMERCE 6-6-1986. 
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CLASS 37—CONSTRUCTION AND REPAIR 


1,471,815. WOLF, ANTHONY P., TOLEDO, OH. SN 608,074. 
FILED P.R. 7-7-1986; AM. S.R. 7-10-1987. 


A DRY BASEMENT 
FOREVER 


FOR BASEMENT WATERPROOFING AND BASEMENT 
WATER DRAINAGE SERVICES (U.S. CL. 103). 
FIRST USE 4-1-1984; IN COMMERCE 4-1-1984. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,471,816. WOMAN’S HOSPITAL OF TEXAS, THE, HOUS- 
TON, TX. SIN 634,965. FILED P.R. 12-11-1986; AM. S.R. 
5-7-1987. 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES ON CHILDBEARING FITNESS, AND 
PROVIDING TEACHER-TRAINING AND CERTIFICA- 
TION (U.S. CL. 107). 

FIRST USE 9-23-1985; IN COMMERCE 9-23-1985. 


1,471,817. AMANA SOCIETY, AMANA, IA. SN 641,786. 
FILED P.R. 1-28-1987; AM. S.R. 11-2-1987. 


WORLD AG EXPO 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES - NAMELY, ORGANIZING AND PROMOTING AG- 
RICULTURAL-RELATED CONTESTS, DEMONSTRA- 
TIONS, AND DISPLAYS (U.S. CL. 107). 

FIRST USE 10-9-1986; IN COMMERCE 10-9-1986. 
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CLASS 42—MISCELLANEOUS SERVICES 


1,471,818. POPEYES, INC., JEFFERSON, LA. SN 632,402. 
FILED P.R. 11-25-1986; AM. S.R. 9-11-1987. 


SPICY DELICIOUS 


FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 0-0-1976; IN COMMERCE 0-0-1976. 


* * « * al 





TRADEMARK REGISTRATIONS RENEWED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


427,713. 
430,201. 
430,202. 
432,607. 
812,750. 
816,826. 


819,704. 


CONGOFLOR. U.S. CL. 20. (INT. CL. 27). REG. 


2-18-1947. 


BETALIN S. U.S. CL. 18. (INT. CL. 1). REG. 


6-10-1947. 


SECONAL SODIUM. U.S. CL. 18. (INT. CL. 5). 


REG. 6-10-1947. 


BETALIN COMPLEX (STYLIZED). U.S. Cl.. 18. 


(INT. CL. 5). REG. 9-9-1947. 


TRAFFIC MANAGEMENT (STYLIZED). U.S. 


CL. 38. (INT. CL. 16). REG. 8-9-1966. 


WESTBROOK. U.S. CL. 8. (INT. CL. 34). REG. 


10-18-1966. 


TIME-MIST AND DESIGN. U.S. CL. 6. (INT. CL. 


1). REG. 12-6-1966. 


821,876. 


827,767. 


828,661. 


828,742. 


832,876. 


834,006. 


PERMA-MAT. U.S. CL. 13. (INT. CL. 11). REG. 
1-10-1967. 


WEIRNAMEL. U.S. CL. 14. (INT. CL. 6). REG. 
4-25-1967. 


LAPHROAIG. U.S. CL. 49. (INT. CL. 33). REG. 
5-9-1967. 


COOL-TOOL. U.S. CL. 15. (INT. CL. 4). REG. 
5-16-1967. 


PERMACLAD (BLOCK FORM). U.S. CL. 23. 
(INT. CL. 7). REG. 8-1-1967. 


RAYNOX. U.S. CL. 26. (INT. CL. 9). REG. 
8-22-1967. 





TRADEMARK REGISTRATIONS CANCELED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


866,504. 


886,577. 
1,204,829. 


1,394,216. 
1,399,522. 


1,416,518. 
1,431,720. 
1,442,326. 


887,889. 
1,123,762. 
1,134,280. 


1,139,075. 
1,144,759. 
1,149,627. 
1,150,204. 
1,150,415. 


1,154,134. 
1,154,327. 
1,154,330. 


1,154,337. 
1,154,339. 
1,154,343. 
1,154,346. 


1,154,352. 
1,154,353. 
1,154,357. 


1,154,358. 
1,154,361. 
1,154,362. 
1,154,364. 
1,154,366. 
1,154,367. 
1,154,369. 


SECTION 7(D) 


METRECAL FOR-LUNCH-BUNCH (STYLIZED). 
U.S. CL. 46. REG. 3-11-1969. 


ICN. U.S. CL. 6. REG. 2-24-1970. 


HUTTON LIFE A NEW WAY OF LIFE (STYL- 
IZED). INT. CL. 36. REG. 8-10-1982. 


SLIM LINE. INT. CLS. 29, 30 AND 32. REG. 
5-20-1986. 


COMO DIFFUSION AND DESIGN. INT. CL. 25. 
REG. 7-1-1986. 


PROPOMAT. INT. CL. 11. REG. 11-11-1986. 
CB. INT. CL. 7. REG. 3-10-1987. 
HONEY ROAST. INT. CL. 29. REG. 6-9-1987. 


SECTION 8 


BETAFLEX JOINTINE (STYLIZED). U.S. CL. 35. 
REG. 3-17-1970. 


GERMACK PRIDE OF IRAN AND DESIGN. 
INT. CL. 29. REG. 8-7-1979. 


FFFFFFF (STYLIZED). INT. CLS. 35 AND 42. 
REG. 4-29-1980. 


BEAN POT. INT. CL. 42. REG. 8-26-1980. 
TURBODYNE. INT. CL. 7. REG. 12-30-1980. 
SCOTCHMAN. INT. CL. 7. REG. 3-31-1981. 
PARSTEEL. INT. CL. 6. REG. 4-7-1981. 


THE SPECTATOR AND DESIGN. INT. CL. 16. 
REG. 4-7-1981. 


RAPITALA’. INT. CL. 33. REG. 5-12-1981. 
DICOTE. INT. CL. 1. REG. 5-19-1981. 


SIGNALTONE AND DESIGN. INT. CLS. 1, 7, 9 
AND 12. REG. 5-19-1981. 


SORBSYSTEM. INT. CL. 1. REG. 5-19-1981. 
FREE SHOCK. INT. CL. 1. REG. 5-19-1981. 
SOLARTROL. INT. CL. 1. REG. 5-19-1981. 


COMBUR-CONTROL. INT. CL. 1. 
5-19-1981. 


QUICK-TAR. INT. CL. 1. REG. 5-19-1981. 
SLOW-TAB. INT. CL. 1. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CLS. 1 AND 9. 
REG. 5-19-1981. 


TETRAZYME. INT. CL. 1. REG. 5-19-1981. 
FARMER JONES. INT. CL. 1. REG. 5-19-1981. 
ELECTROTITE. INT. CL. 1. REG. 5-19-1981. 
MPG AND DESIGN. INT. CL. 1. REG. 5-19-1981. 
BLACK MAGIC. INT. CL. 2. REG. 5-19-1981. 
ACCENT. INT. CL. 2. REG. 5-19-1981. 
SAF-T-COTE. INT. CL. 2. REG. 5-19-1981. 


REG. 


1,154,371. 


1,154,373. 
1,154,374. 
1,154,375. 


1,154,376. 
1,154,378. 
1,154,381. 


1,154,385. 
1,154,386. 
1,154,389. 
1,154,390. 


1,154,391. 
1,154,392. 
1,154,394. 
1,154,395. 


1,154,396. 


1,154,401. 
1,154,402. 
1,154,403. 
1,154,405. 
1,154,406. 
1,154,407. 
1,154,409. 
1,154,410. 
1,154,411. 
1,154,416. 
1,154,417. 
1,154,418. 
1,154,422. 
1,154,423. 
1,154,424. 


1,154,425. 


1,154,430. 
1,154,431. 
1,154,433. 
1,154,434. 
1,154,438. 
1,154,440. 


1,154,441. 
1,154,444. 
1,154,448. 


1,154,451. 
1,154,452. 
1,154,454. 


DOMESTIQUE. INT. CLS. 3, 5 AND 7. REG. 
5-19-1981. 


COVAY. INT. CL. 3. REG. 5-19-1981. 
HOBA. INT. CL. 3. REG. 5-19-1981. 


REDKEN PH PLUS PROFESSIONAL TOUCH 
AND DESIGN. INT. CL. 3. REG. 5-19-1981. 


DENQUEL. INT. CL. 3. REG. 5-19-1981. 
SOURCE. INT. CL. 3. REG. 5-19-1981. 


JOYCE MONCELLA (STYLIZED). INT. CL. 3. 
REG. 5-19-1981. 


PURE NATURE. INT. CL. 3. REG. 5-19-1981. 
SOFT & HEALTHY. INT. CL. 3. REG. 5-19-1981. 
COLORPEARL. INT. CL. 3. REG. 5-19-1981. 


MEDITERANO (STYLIZED). INT. CL. 3. REG. 
5-19-1981. 


EXCEED. INT. CL. 3. REG. 5-19-1981. 
CRYSTALIC. INT. CL. 3. REG. 5-19-1981. 
FLEXICLEN. INT. CL. 3. REG. 5-19-1981. 


KENNEDY’S WONDER. INT. CL. 3. 
5-19-1981. 


BUTTERFLY WINGS. 
5-19-1981. 


HAIR SPA. INT. CL. 3. REG. 5-19-1981. 

ROYAL JASMINE. INT. CL. 3. REG. 5-19-1981. 
FOREST GLEN. INT. CL. 3. REG. 5-19-1981. 
SOLNEIGE. INT. CL. 3. REG. 5-19-1981. 

DE CORTOT. INT. CL. 3. REG. 5-19-1981. 
MIRALAST. INT. CL. 3. REG. 5-19-1981. 
ALIGHT. INT. CL. 3. REG. 5-19-1981. 

SHELDON SIMON. INT. CL. 3. REG. 5-19-1981. 
REGAL. INT. CL. 3. REG. 5-19-1981. 

MENNEN FITNESS. INT. CL. 3. REG. 5-19-1981. 
MINIPORE. INT. CL. 3. REG. 5-19-1981. 
PETITPORE. INT. CL. 3. REG. 5-19-1981. 
SHOWER SOFT. INT. CL. 3. REG. 5-19-1981. 
MAGIC WAND. INT. CL. 3. REG. 5-19-1981. 


AVON NATURAL HENNA. INT. CL. 3. REG. 
5-19-1981. 


AVON SALON SOLUTIONS. INT. CL. 3. REG. 
5-19-1981. 


TELOS. INT. CL. 3. REG. 5-19-1981. 

RELATE. INT. CL. 3. REG. 5-19-1981. 

EPPCO. INT. CL. 3. REG. 5-19-1981. 

DAY & NITE. INT. CL. 3. REG. 5-19-1981. 
START TO FINISH. INT. CL. 3. REG. 5-19-1981. 


AVON BEAUTY PLAN. INT. CL. 3. REG. 
5-19-1981. 


GREENBRIER. INT. CL. 4. REG. 5-19-1981. 
ADHESILUBE. INT. CL. 4. REG. 5-19-1981. 


HEAD START COSVETIC AND DESIGN. INT. 
CL. 5. REG. 5-19-1981. 


FTORAFUR. INT. CL. 5. REG. 5-19-1981. 
COMPETE. INT. CL. 5. REG. 5-19-1981. 
EVENTEST. INT. CL. 5. REG. 5-19-1981. 


REG. 


INT. CL. 3. REG. 
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1,154,455. 
1,154,457. 
1,154,460. 
1,154,461. 
1,154,462. 
1,154,464. 


1,154,465. 


1,154,469. 
1,154,471. 
1,154,472. 
1,154,475. 
1,154,477. 
1,154,484. 
1,154,485. 
1,154,486. 
1,154,488. 


1,154,490. 
1,154,500. 


1,154,503. 
1,154,504. 
1,154,505. 


1,154,511. 
1,154,516. 
1,154,518. 


1,154,519. 
1,154,520. 
1,154,523. 
1,154,524. 
1,154,527. 


1,154,528. 
1,154,530. 
1,154,539. 


1,154,541. 
1,154,542. 
1,154,544. 
1,154,546. 


1,154,547. 


1,154,548. 
1,154,550. 


1,154,552. 
1,154,554. 
1,154,555. 
1,154,557. 


1,154,559. 
1,154,563. 
1,154,564. 
1,154,565. 
1,154,568. 
1,154,572. 
1,154,574. 


1,154,579. 


VCM AND DESIGN. INT. CL. 5. REG. 5-19-1981. 
EXCEED. INT. CL. 5. REG. 5-19-1981. 
WEED-OX. INT. CL. 5. REG. 5-19-1981. 
CEREDILAN. INT. CL. 5. REG. 5-19-1981. 

FOOT SPA. INT. CL. 5. REG. 5-19-1981. 


TIMKAP (BLOCK FORM). INT. CL. 5. REG. 
5-19-1981. 


LUBRIMED AND DESIGN. INT. CL. 5. REG. 
5-19-1981. 


DIACON. INT. CL. 5. REG. 5-19-1981. 
U-GENCIN. INT. CL. 5. REG. 5-19-1981. 
ZOVIRAN. INT. CL. 5. REG. 5-19-1981. 
OSTAID. INT. CL. 5. REG. 5-19-1981. 
LITEMED. INT. CL. 5. REG. 5-19-1981. 
BREOKINASE. INT. CL. 5. REG. 5-19-1981. 
TRIAMIDE. INT. CL. 5. REG. 5-19-1981. 
ISOTEARS. INT. CL. 5. REG. 5-19-1981. 


MORNING FLOWER. INT. CL. 5. 
5-19-1981. 


DISCREET. INT. CL. 5. REG. 5-19-1981. 


HURRICANE TAMER. INT. CL. 6. 
5-19-1981. 


HARDRIVE. INT. CL. 6. REG. 5-19-1981. 
EMRIGARD. INT. CL. 6. REG. 5-19-1981. 


SUR CLIMR (STYLIZED). INT. CL. 6. 
5-19-1981. 


NEXCLAD. INT. CL. 6. REG. 5-19-1981. 
INSTASIGN. INT. CL. 6. REG. 5-19-1981. 


CASTLE (STYLIZED). INT. CL. 6. 
5-19-1981. 


ENUWAL. INT. CL. 6. REG. 5-19-1981. 
CONN WELD. INT. CL. 6. REG. 5-19-1981. 
JAL-DUCT. INT. CL. 6. REG. 5-19-1981. 
JALLOY. INT. CL. 6. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 7. REG. 
5-19-1981. 


DRAINMASTER. INT. CL. 7. REG. 5-19-1981. 
BC (STYLIZED). INT. CL. 7. REG. 5-19-1981. 


MANDRILL 400 (STYLIZED). INT. CL. 7. REG. 
5-19-1981. 


ELECTROMATIC. INT. CL. 7. REG. 5-19-1981. 
CHEMISTOR. INT. CL. 7. REG. 5-19-1981. 
THE HOG. INT. CL. 7. REG. 5-19-1981. 


AN ELTRA COMPANY AND DESIGN. INT. CL. 
7. REG. 5-19-1981. 


TELLUS MACHINERY AND DESIGN. INT. CLS. 
7 AND 12. REG. 5-19-1981. 


DNS. INT. CL. 7. REG. 5-19-1981. 


SIOUX AND DESIGN. INT. CL. 7. 
5-19-1981. 


LUZATU AND DESIGN. 
5-19-1981. 


TAPE PREP AND DESIGN. INT. CL. 7. 
5-19-1981. 


VORTEX CLARIFIER. 
5-19-1981. 


L/M FLIGHT CONVEYOR. INT. CL. 7. 
5-19-1981. 


FIFO. INT. CL. 7. REG. 5-19-1981. 

MULTITEX. INT. CL. 7. REG. 5-19-1981. 
STICHWEH. INT. CL. 7. REG. 5-19-1981. 
BAR-SIX. INT. CL. 7. REG. 5-19-1981. 
MAGNAMATIC. INT. CL. 7. REG. 5-19-1981. 
WONDER TOOL. INT. CL. 7. REG. 5-19-1981. 


STICHWEH S (STYLIZED). INT. CL. 7. REG. 
5-19-1981. 


CADILLAC. INT. CL. 7. REG. 5-19-1981. 


INT. CL. 7. 


INT. CL. 7. 


OFFICIAL GAZETTE 
1,154,584, 
1,154,586. 


1,154,587. 
1,154,594. 
1,154,595. 
1,154,596. 
1,154,597. 
1,154,600. 
1,154,603, 
1,154,604. 


1,154,606. 
1,154,607. - 
1,154,608. 
1,154,609. 
1,154,610. 
1,154,611. 
1,154,612. 
1,154,613. 
1,154,615. 


1,134,619. 
1,154,621. 
1,154,623. 
1,154,624. 
1,154,628. 
1,154,630. 
1,154,635. 


1,154,637. 


1,154,638. 
1,154,639. 
1,154,640. 


1,154,644. 
1,154,648. 
1,154,649. 


1,154,651. 
1,154,652. 


1,154,659. 
1,154,660. 
1,154,663. 
1,154,665. 


1,154,666. 


1,154,670. 
1,154,674. 
1,154,675. 
1,154,676. 


1,154,677. 
1,154,678. 
1,154,682. 
1,154,683. 
1,154,684. 


1,154,685. 


1,154,686. 


JANUARY 5, 1988 


MARINE ONAN AND DESIGN. INT. CL. 7. 


REG. 5-19-1981. 


PRASCO AND DESIGN. 
5-19-1981. 


700. INT. CL. 7. REG. 5-19-1981. 

POWERHOUSE. INT. CL. 7. REG. 5-19-1981. 
WINTORQ. INT. CL. 7. REG. 5-19-1981. 
MISTER-MASTER. INT. CL. 7. REG. 5-19-1981. 
MOTOPLEX. INT. CL. 7. REG. 5-19-1981. 
WONDERLAWNER. INT. CL. 7. REG. 5-19-1981. 
ROCKPEB. INT. CL. 7. REG. 5-19-1981. 


MIRACLE PET PICK-UP. INT. CL. 8. REG. 
5-19-1981. “ 


BLACK AVENGER. INT. CL. 8. REG. 5-19-1981. 
SINCRO. INT. CL. 8. REG. 5-19-1981. 

RADIARM. INT. CL. 8. REG. 5-19-1981. 
VILLAGE. INT. CL. 8. REG. 5-19-1981. 
CORONA. INT. CL. 8. REG. 5-19-1981. 

BOND STREET. INT. CL. 8. REG. 5-19-1981. 
AMBROSIA. INT. CL. 8. REG. 5-19-1981. 
ACADEMY. INT. CL. 8. REG. 5-19-1981. 


LA BOUCHERE (STYLIZED). INT. CL. 8. REG. 
5-19-1981. 


UNISKREDGE. INT. CL. 8. REG. 5-19-1981. 

TIE BREAKER. INT. CL. 8. REG. 5-19-1981. 
EDEO. INT. CL. 9. REG. 5-19-1981. ‘ 
DYNAVISION. INT. CL. 9. REG. 5-19-1981. 
EDGE ACTIVATED. INT. CL. 9. REG. 5-19-1981. 
SIF. INT. CLS. 9 AND 12. REG. 5-19-1981. 


ATTACHED RESOURCE COMPUTER. INT. CL. 
9. REG. 5-19-1981. 


KAPPA-BATCH. INT. CLS. 9 AND II. 
5-19-1981. 


NO-STRAIN. INT. CL. 9. REG. 5-19-1981. 
ALPHAGRAF. INT. CL. 9. REG. 5-19-1981. 


QUIET.US AND DESIGN. INT. CL. 9. REG. 
5-19-1981. 


SPEEDOCRUISE. INT. CL. 9. REG. 5-19-1981. 
REVENUE BOX. INT. CL. 9. REG. 5-19-1981. 


THE 3RD HAND. (STYLIZED). INT. CL. 9. REG. 
5-19-1981. 


THE FRONTIERSMAN AND DESIGN. INT. CL. 
9. REG. 5-19-1981. 


GILTRONIX (STYLIZED). INT. CL. 9. REG. 
5-19-1981. 


COLOR PATROL. INT. CL. 9. REG. 5-19-1981. © 
SAF-T-JUMP. INT. CL. 9. REG. 5-19-1981. 
DAWN.-AIRE. INT. CL. 9. REG. 5-19-1981. 


STAT:COM AND DESIGN. INT. CL. 9. REG. 
5-19-1981. 


GOOD LIFE PRODUCTIONS (STYLIZED). INT. 
CLS. 9 AND 16. REG. 5-19-1981. 


AUTOLOK. INT. CL. 9. REG. 5-19-1981. 
Q AND DESIGN. INT. CL. 9. REG. 5-19-1981. 
HOH (STYLIZED). INT. CL. 9. REG. 5-19-1981. 


ULTRAMASSAGE (STYLIZED). INT. CL. 9. 
REG.. 5-19-1981. 


AIREGUARD. INT. CL. 9. REG. 5-19-1981. 
EVER-LITE. INT. CL. 9. REG. 5-19-1981. 
PIN BAR. INT. CL. 9. REG. 5-19-1981. 
COHESS. INT. CL. 9. REG. 5-19-1981. 


DIAMOND SHAMROCK. INT. CL. 9. REG. 
5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
5-19-1981. 


GOLDEN GOAT. INT. CL. 9. REG. 5-19-1981. 


INT. CL. 7. REG. 


REG. 
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1,154,688. 
1,154,690. 
1,154,691. 
1,154,693. 
1,154,694. 
1,154,697. 


1,154,698. 
1,154,700. 
1,154,701. 


1,154,703. 


1,154,709. 
1,154,713. 
1,154,716. 
1,154,717. 
1,154,720. 
1,154,722. 
1,154,725. 


1,154,726. 
1,154,728. 
1,154,729. 
1,154,730. 


1,154,732. 
1,154,733. 
1,154,734. 


1,154,735. 
1,154,736. 
1,154,738. 
1,154,741. 
1,154,742. 
1,154,743. 
1,154,744. 


1,154,747. 
1,154,750. 
1,154,751. 


1,154,752. 


1,154,753. 
1,154,754. 


1,154,755. 


1,154,757. 
1,154,761. 
1,154,765. 


1,154,767. 


1,154,769. 


1,154,770. 


1,154,771. 


1,154,774. 
1,154,775. 
1,154,776. 


1,154,782. 
1,15. 
1,154,746. 


DYNAPHOT. INT. CL. 9. REG. 5-19-1981. 

VLP AND DESIGN. INT. CL. 9. REG. 5-19-1981. 
HIA (STYLIZED). INT. CL. 9. REG. 5-19-1981. 
CASIO MELODY-80. INT. CL. 9. REG. 5-19-1981. 
PRECISIONLOK. INT. CL. 9. REG. 5-19-1981. 


SUNSHINE SOUND DISCO (STYLIZED). INT. 
CL. 9. REG. 5-19-1981. 


PAUL BUNYAN. INT. CL. 9. REG. 5-19-1981. 
SERVOFLIGHT. INT. CL. 9. REG. 5-19-1981. 


POWER STRIDER (STYLIZED). INT. CL. 9. 
REG. 5-19-1981. 


CONCERT MACHINE. 
5-19-1981. 


WHALE T-TUBE. INT. CL. 9. REG. 5-19-1981. 
HY-BOY. INT. CL. 9. REG. 5-19-1981. 

TAYA. INT. CL. 9. REG. 5-19-1981. 

MINI-WINI. INT. CL. 9. REG. 5-19-1981. 


INT. CL. 9. REG. 


20 20 (STYLIZED). INT. CL. 9. REG. 5-19-1981. 


RADIPUTER. INT. CL. 9. REG. 5-19-1981. 


TINY C (STYLIZED). INT. CLS. 9 AND 16. REG. 
5-19-1981. 


SUPERMEM. INT. CL. 9. REG. 5-19-1981. 
I/J SYSTEM 96. INT. CL. 9. REG. 5-19-1981. 
PRO-SET. INT. CL. 9. REG. 5-19-1981. 


FREE FLIGHT AND DESIGN. INT. CL. 9. REG. 


5-19-1981. 


TELE-RECEIVER PAL (STYLIZED). INT. CL. 9. 
REG. 5-19-1981. 


Q HI BILLBOARD (STYLIZED). INT. CL. 9. 
REG. 5-19-1981. 


GRIPSIZER AND DESIGN. INT. CL. 9. REG. 
5-19-1981. 


KWIK-KLIP. INT. CL. 9. REG. 5-19-1981. 

RESCU. INT. CL. 9. REG. 5-19-1981. 

PEC AND DESIGN. INT. CL. 9. REG. 5-19-1981. 
CERTAINTY. INT. CL. 9. REG. 5-19-1981. 

THIN SCAN. INT. CL. 9. REG. 5-19-1981. 
NAVILUx. INT. CL. 9. REG. 5-19-1981. 


NAVILUX EXECUTIVE. INT. CL. 9. REG. 
5-19-1981. 


DI MAD. INT. CL. 9. REG. 5-19-1981. 
RESTRICT-A-FONE. INT. CL. 9. REG. 5-19-1981. 


CLAIROL PROFESSIONAL. INT. CL. 9. REG. 
5-19-1981. 


FACE PLACE (STYLIZED). INT. CL. 9. REG. 
5-19-1981. 


VARI-PORTIONAL. INT. CL. 9. REG. 5-19-1981. 
CELSIMAX. INT. CL. 9. REG. 5-19-1981. 


LEKTRO-GRAPH, INC. (STYLIZED). INT. CL. 9. 
REG. 5-19-1981. 


VAC-U-KLIP. INT. CL. 9. REG. 5-19-1981. 
ACTION EYES. INT. CL. 9. REG. 5-19-1981. 


PIQUA BATTERY AND DESIGN. INT. CL. 9. 
REG. 5-19-1981. 


ROCHE AND DESIGN. 
5-19-1981. 


INSTA-KLEEN. INT. CL. 10. REG. 5-19-1981. 
SIDOS. INT. CL. 10. REG. 5-19-1981. 


PEDI-PIX (STYLIZED). INT. CL. 
5-19-1981. 


E (STYLIZED). INT. CL. 10. REG. 5-19-1981. 
BABYFLO. INT. CL. 10. REG. 5-19-1981. 


THE CONCEPT TOOTH POLISHER (STYL- 
IZED). INT. CL. 10. REG. 5-19-1981. 


CLIP-A-MATIC. INT. CL. 10. REG. 5-19-1981. 


INT. CL. 10. REG. 


10. REG. 


. DISCREET. INT. CL. 10. REG. 5-19-1981. 


ENERGY-SCAVENGER AND DESIGN. INT. CL. 
11. REG. 5-19-1981. 


U.S. PATENT AND TRADEMARK OFFICE 


1,154,797. 


1,154,798. 
1,154,801. 


1,154,803. 
1,154,805. 
1,154,806. 
1,154,807. 
1,154,811. 
1,154,814. 


1,154,815. 


1,154,817. 
1,154,818. 
1,154,819. 


1,154,820. 


1,154,822. 
1,154,823. 


1,154,825. 


1,154,826. 
1,154,829. 
1,154,831. 
1,154,832. 


1,154,833. 
1,154,834. 
1,154,836. 


1,154,837. 


1,154,838. 
1,154,839. 


1,154,840. 
1,154,842. 


1,154,843. 
1,154,845. 
1,154,847. 
1,154,850. 


1,154,851. 
1,154,852. 


1,154,853. 
1,154,855. 


1,154,856. 
1,154,859. 
1,154,860. 


1,154,861. 
1,154,862. 
1,154,865. 


1,154,867. 
1,154,869. 
1,154,872. 
1,154,874. 
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CREATURE COMFORTS. INT. CL. 11. 
5-19-1981. 


HASSOCK IIL. INT. CL. 11. REG. 5-19-1981. 


GEORGIE (STYLIZED). INT., CL. 11. 
5-19-1981. 


ROTACHLOR. INT. CL. 11. REG. 5-19-1981. 
“COOLIE”. INT. CL. 11. REG. 5-i9-1981. 
BREEZE KING. INT. CL, 11. REG. 5-19-1981. 
FAN-TASTIC. INT. CL. 11. REG. 5-19-1981. 
SUN SQUARE. INT. CL. 11. REG. 5-19-1981. 


PEACHTREE LAMPS. INT. CL. il. 
5-19-1981. 


A AIR PRODUCTS (STYLIZED). INT. CL. 11. 
REG. 5-19-1981. 


JEEP. INT. CL. 11. REG. 5-19-1981. 
TORPLEX. INT. CL. 11. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 12. REG. 
5-19-1981. 


MISTER BABY (STYLIZED). INT. CL. i2. REG. 
5-19-1981. 


CARY. INT. CL. 12. REG. 5-19-1981. 


COUREUR DE RIVIERE AND DESIGN. INT. 
CL. 12. REG. 5-19-1981. 


BLUE STAR (STYLIZED). INT. CL. 12. REG. 
5-19-1981. 


ASTL. INT. CL. 12. REG. 5-19-1981. 
SAFETY-FLYER. INT. CL. 12. REG. 5-19-1981. 
THE TWISTER. INT. CL. 12. REG. 5-19-1981. 


SCAT TRAC SUPER A F/X. INT. CL. 12. REG. 
5-19-1981. 


BIG TOTE. INT. CL. 12. REG. 5-19-1981. 
WINDTUFF. INT. CL. 12. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 14. REG. 
5-19-1981. 


RALEIGH (STYLIZED). 
5-19-1981. 


TIMEPROCESSOR. INT. CL. 14. REG. 5-19-1981. 


CARLYLE & CO. (STYLIZED). INT. CL. 14. 
REG. 5-19-1981. 


GT AND DESIGN. INT. CL. 14. REG. 5-19-1981. 


SUNDROPS. INT. CLS. 14 AND 21. REG. 
5-19-1981. 


FJ AND DESIGN. INT. CL. 14. REG. 5-19-1981. 
JNA (STYLIZED). INT. CL. 14. REG. 5-19-1981. 
Q (STYLIZED). INT. CL. 14. REG. 5-19-1981. 


S.D. CURLEE DESIGNER SERIES (STYLIZED). 
INT. CL. 15. REG. 5-19-1981. 


B-3000. INT. CL. 15. REG. 5-19-1981. 


THE AMERICAN BLADE AND DESIGN. INT. 
CL. 16. REG. 5-19-1981. 


HBX (STYLIZED). INT. CL. 16. REG. 5-19-1981. 


N NEWCOR AND DESIGN. INT. CL. 16. REG. 
5-19-1981. 


MOMENT SAVER. INT. CLS. 16 AND 20. REG. 
5-19-1981. 


THE GOVERNMENT MANAGER. INT. CL. 16. 
REG. 5-19-1981. 


B & E INTERNATIONAL. INT. CL. 
5-19-1981. 


FAITH AFLAME. INT. CL. 16. REG. 5-19-1981. 
VIEW & CUT. INT. CL. 16. REG. 5-19-1981. 


HANDY-ANDY. INT. CLS. 16, 20 AND 21. REG. 
5-19-1981. 


HEARTLAND. INT. CL. 16. REG. 5-19-1981. 
E-Z HI-THERMO. INT. CL. 16. REG. 5-19-1981. 
TRIPLE DUTY 600. INT. CL. 17. REG. 5-19-1981. 


RIVA & MARIANI AND DESIGN. INT. CLS. 17 
AND 37. REG. 5-19-1981. 


REG. 


REG. 


REG. 


INT. CL. 14 REG. 


16. REG. 
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1,154,878. 
1,154,881. 


1,154,882. 
1,154,883. 


1,154,887. 
1,154,890. 


1,154,891. 
1,154,893. 
1,154,894. 
1,154,900. 


1,154,901. 
1,154,903. 


1,154,906. 
1,154,907. 


1,154,908, 
1,154,909. 
1,154,911, 


1,154,915. 
1,154,917. 


1,154,918. 
1,154,919. 
1,154,921. 
1,154,922. 
1,154,924. 


1,154,925. 


1,154,926. 
1,154,927. 
1,154,928. 
1,154,931. 
1,154,936. 
1,154,937. 
1,154,939. 


1,154,940. 
1,154,943. 


1,154,945. 
1,154,946. 


1,154,947. 
1,154,948. 
1,154,950. 


1,154,951. 
1,154,952. 
1,154,953. 
1,154,954. 
1,154,956. 
1,154,958. 
1,154,959. 
1,154,960. 
1,154,965. 


1,154,967. 


NO-BES. INT. CL. 17. REG. 5-19-1981. 

BFGOODRICH (STYLIZED). INT. CL. 17. REG. 
5-19-1981. 

WARM & DRY. INT. CLS. 18 AND 25. REG. 
5-19-1981. 


MISCELLANEOUS DESIGN. INT. CLS. 18 AND 
25. REG. 5-19-1981. 


SCORE-FOAM. INT. CL. 19. REG. 5-19-1981. 


CEDAR RIDGE (STYLIZED). INT. CL. 19. REG. 
5-19-1981. 


LAKE PLACID. INT. CL. 19. REG. 5-19-1981. 
ESPRESSO. INT. CL. 19. REG. 5-19-1981. 
GALLERIA. INT. CL. 19. REG. 5-19-1981. 


GARDISETTE AND DESIGN. INT. CLS. 20, 24 
AND 27. REG. 5-19-1981. 


VAN HAND ORIGINALS. INT. CL. 20. REG. 
5-19-1981. 


SCRAP AND RACK. 
5-19-1981. 


QUADULES. INT. CL. 20. REG. 5-19-1981. 


WAREHOUSE SLEEP CENTERS. INT. CL. 20. 
REG. 5-19-1981, 


AXIUS. INT. CL. 20. REG. 5-19-1981. 
EXPRESSIONS. INT. CL. 20. REG. 5-19-1981. 


SLEEPING BEAUTY SOFTIE AND DESIGN. 
INT. CL. 20. REG. 5-19-1981. 


LOTUS-DUVET. INT. CLS. 20, 24 AND 25. REG. 
5-19-1981. 


OLID GCAKEN 
5-19-1981. 


OLDE WORLD. INT. CL. 21. REG. 5-19-1981. 
DURA-PAK. INT. CL. 21. REG. 5-19-1981. 
MAGNASET. INT. CL. 23. REG. 5-19-1981. 
OTTER. INT. CL. 24. REG. 5-19-1981. 


ROYAL MAID AND DESIGN. INT. CL. 24. REG. 
5-19-1981. 


THE EIDERDOWN STUDIO AND DESIGN. INT. 
CL. 24. REG. 5-19-1981. 


ULTRA-SOFT. INT. CL. 24. REG. 5-19-1981. 
TOPAZ. INT. CL. 24. REG. 5-19-1981. 
BREAK-THRU. INT. CL. 24. REG. 5-19-1981. 
STRETCHIQUE. INT. CL. 24. REG. 5-19-1981. 
ELTRA. INT. CL. 25. REG. 5-19-1981. 
SOF-TAPS. INT. CL. 25. REG. 5-19-1981. 


CROSS YOUR HEART BEAUTIFUL ONES. INT. 
CL. 25. REG. 5-19-1981. 


HEAVY WEIGHTS. INT. CL. 25. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 25. REG. 
5-19-1981. 


LEOTOGS (STYLIZED). 
5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 25. REG. 
5-19-1981. 


PAUL DANIEL. INT. CL. 25. REG. 5-19-1981. 
LEISURE HOURS. INT. CL. 25. REG. 5-19-1981. 


TODAY’S WOMAN (STYLIZED). INT. CL. 25. 
REG. 5-19-1981. 


SAND AND SAGE. INT. CL. 25. REG. 5-19-1981. 

HUNTERS CROSS. INT. CL. 25. REG. 5-19-1981. 

STEEPLE RUN. INT. CL. 25. REG. 5-19-1981. 

PAUL SULLIVAN. INT. CL. 25. REG. 5-19-1981. 

HUNGRY HORSE. INT. CL. 25. REG. 5-19-1981. 

F. SCOTT'S. INT. CL. 25. REG. £-19-1981. 

STEP SAVER. INT. CL. 25. REG. 5-19-1981. 

SKY RIVER. INT. CL. 25. REG. 5-19-1981. 

BETTY’S LEARN TO LACE (STYLIZED). INT. 
CL. 26. REG. 5-19-1981. 

PRECIOUS METALS (STYLIZED). INT. CL. 27. 
REG. 5-19-1981. 


INT. CL. 20. REG. 


BUCKET. INT. CL. 21. REG. 


INT. CL. 25. REG. 


OFFICIAL GAZETTE 


1,154,969. 
1,154,970. 
1,154,973. 
1,154,974. 
1,154,975. 
1,154,976. 
1,154,978. 


1,154,981. 
1,154,982. 
1,154,983. 


1,154,984. 
1,154,992. 


1,154,993. 
1,154,994. 
1,154,995. 


1,154,996. 
1,154,997. 
1,154,999. 
1,155,000. 


1,155,001. 
1,155,002. 


1,155,005. 
1,155,006. 
1,155,008. 


1,155,009. 
1,155,010. 


1,155,012. 
1,155,015. 


1,155,016. 
1,155,018. 
1,155,019. 
1,155,020. 
1,155,021. 
1,155,022. 


1,155,025. 
1,155,030. 


1,155,034. 
1,155,035. 
1,155,036. 


1,155,038. 
1,155,041. 
1,155,042. 
1,155,047. 


1,155,050. 
1,155,052. 


1,155,053. 


1,155,054. 
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FIRST MATE. INT. CL. 27. REG. 5-19-1981. 
DYNA-COLOUR. INT. CL. 27. REG. 5-19-1981. 
PRE-PRO. INT. CL. 28. REG. 5-19-1981. 
SCATTER HEAD. INT. CL. 28. REG. 5-19-1981. 
ANIMATION. INT. CL. 28. REG. 5-19-1981. 
LEVEL-EYES. INT. CL. 28. REG. 5-19-1981. 


CAT-DIP AND DESIGN. INT. CL. 28. REG. 
5-19-1981. 


YA WANNA BET?. INT. CL. 28. REG, 5-19-1981. 
HART. INT. CL. 28. REG. 5-19-1981. 


PEOPLE WATCHERS. INT. CL. 28. REG. 
5-19-1981. 


FR AND DESIGN. INT. CL. 29. REG. 5-19-1981. 


HOT’N FRESH QUICK ROLLS (STYLIZED). 
INT. CL. 30. REG. 5-19-1981. 


FROM SCRATCH! AND DESIGN. INT. CL. 30. 
REG. 5-19-1981. 


PRINCESS AND DESIGN. INT. CL. 30. REG. 
5-19-1981. 


LEMALTA FLAVOR. 
5-19-1981. 


PANATEX. INT. CL. 30. REG. 5-19-1981. 
GOING NUTS!. INT. CL. 30. REG. 5-19-1981. 
MIRLITON. INT. CL. 30. REG. 5-19-1981. 


LOVE, HUGS, KISSES. INT. CL. 30. REG. 
5-19-1981. 


WAFFLE-O’S. INT. CL. 30. REG. 5-19-1981. 


“ALWAYS IN SEASON AND SEASONED TO 
PLEASE”. INT. CL. 30. REG. 5-19-1981. 


S AND DESIGN. INT. CL. 30. REG. 5-19-1981. 
PORTASERT. INT. CL. 30. REG. 5-19-1981. 


MANY HAPPY RETURNS. INT. CL. 31. REG. 
5-19-1981. 


BEEFY-JOE. INT. CL. 31. REG. 5-19-1981. 


MR. MCFALFA AND DESIGN. INT. CL. 31. 
REG. 5-19-1981. 


PUSS ’N BOOTS TIGER FOOD. INT. CL. 31. 
REG. 5-19-1981. 


PRODUCERS CHOICE. 
5-19-1981. 


ALL-GREEN. INT. CL. 31. REG. 5-19-1981. 
PROVE. INT. CL. 31. REG. 5-19-1981. | 

FUN & FROLIC. INT. CL. 31. REG. 5-19-1981. 
GAY BLADE. INT. CL. 31. REG. 5-19-1981. 
FABULAWN. INT. CL. 31. REG. 5-19-1981. 


OUTDOOR LIVING. INT. CL. 31. 
5-19-1981. 


LIGHT.NIN’. INT. CL. 32. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 34. REG. 
5-19-1981. 


PROCREATIVE MARKETING. 
AND 42. REG. 5-19-1981. 


SOTHEBY PARKE BERNET. INT. CLS. 35 AND 
36. REG. 5-19-1981. 


DAIRYTRACK AND DESIGN. INT. CL. 35. REG. 
5-19-1981. 


FLYING FINGERS. INT. CL. 35. REG. 5-19-1981. 
UN-FRANCHISORS. INT. CL. 35. REG. 5-19-1981. 
FORMTROL. INT. CL, 35. REG. 5-19-1981. 


POND-HILL AND DESIGN. INT. CL. 35. REG. 
5-19-1981. 


DECISION MAKER. INT. CL. 36. REG. 5-19-1981. 

SENIOR CITIZEN REAL ESTATE, INC. AND 
DESIGN. INT. CL. 36. REG. 5-19-1981. 

THE STERLING THOMPSON GROUP AND 
DESIGN. INT. CL. 36. REG. 5-19-1981. 

SYSTEM 100, INC. AND DESIGN. INT. CL. 36. 
REG. 5-19-1981. 


INT. CL. 30. REG. 


INT. CL. 31. REG. 


REG. 


INT. CLS. 35 
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1,155,056. 


1,155,058. 
1,155,059. 
1,155,060. 
1,155,061. 
1,155,062. 
1,155,063. 
1,155,064. 


1,155,065. 
1,155,066. 
1,155,067. 


1,155,070. 
1,155,073. 
1,155,074. 
1,155,075. 


1,155,078. 
1,155,080. 


1,155,081. 


1,155,082. 
1,155,088. 


1,155,089. 


1,155,092. 
1,155,095. 


1,155,096. 
1,155,097. 
1,155,099. 


1,155,100. 
1,155,102. 


1,155,104. 
1,155,105. 
1,155,106. 
1,155,107. 
1,155,109. 
1,155,112. 


1,155,113. 
1,155,114. 


1,155,115. 
1,155,116. 


1,155,117. 
1,155,118. 


1,155,122. 


INSUR-A-GRAM (STYLIZED). INT. CL. 36. REG. 
5-19-1981. 


FIRST CHICAGO GOLD PASSBOOK ACCOUNT. 
INT. CL. 36. REG. 5-19-1981. 


BERMUDA QUAY AND DESIGN. INT. CL. 36. 
REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 36. REG. 
5-19-1981. 


BRYCE MOUNTAIN. INT. CLS. 37, 41 AND 42. 
REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CLS. 37, 41 
AND 42. REG. 5-19-1981. 

KAMPSAX. INT. CLS. 37, 41 AND 42. REG. 
5-19-1981. 


MISCELLANEOUS DESIGN. INT. CLS. 37 AND 
42. REG. 5-19-1981. 


KLEN-PRO. INT. CL. 37. REG. 5-19-1981. 
RIDGE. INT. CL. 37. REG. 5-19-1981. 


THE CAPP FINISH-IT-YOURSELF HOUSE. INT. 
CL. 37. REG. 5-19-1981. 


WE SAVE YOU ENERGY AND DESIGN. INT. 
CL. 37. REG. 5-19-1981. 


PREMIUM THREADING SERVICES. INT. CL. 
37. REG. 5-19-1981. 

CARAVAN SERVICE CENTER AND DESIGN. 
INT. CLS. 37 AND 42. REG. 5-19-1981. 

URL AND DESIGN. INT. CLS. 37 AND 42. REG. 
5-19-1981. 

YUGOTOURS. INT. CL. 39. REG. 5-19-1981. 

PUROLATOR’S CALIFORNIA CONNECTION. 
INT. CL. 39. REG. 5-19-1981. 

THE FLORIDA CONNECTION. 
REG. 5-19-1981. 

S AND DESIGN. INT. CL. 39. REG. 5-19-1981. 

PUROLATOR ARMORED. INT. CL. 39. REG. 
5-19-1981. 

WE BETTER BE BETTER. WE’RE BRANIFF. 
INT. CL. 39. REG. 5-19-1981. 

PHOTO CORNER. INT. CL. 40. REG. 5-19-1981. 

THE AMERICAN TRAIL (STYLIZED). INT. CL. 
41. REG. 5-19-1981. 

KINGS COURT AND DESIGN. 
REG. 5-19-1981. 

SATURDAY’S CHILD. 
5-19-1981. 

IVA AND DESIGN. INT. CLS. 41 AND 42. REG. 
5-19-1981. 

SPUNK. INT. CL. 41. REG. 5-19-1981. 


ROGUES AND DESIGN. INT. CL. 41. 
5-19-1981. 


RAZZLE DAZZLE. INT. CL. 41. REG. 5-19-1981. 

TDF. INT. CL. 41. REG. 5-19-1981. 

HALEBROOKE. INT. CL. 41. REG. 5-19-1981. 

THE NOBLEMEN. INT. CL. 41. REG. 5-19-1981. 

GROUP THERAPY. INT. CL. 41. REG. 5-19-1981. 

“AMERICA’S SPONGE DIVING BIRTHPLACE”. 
INT. CL. 41. REG. 5-19-1981. 

TOUGHMAN CONTEST. INT. CL. 41. 
5-19-1981. 

MAC TAVISH’S (STYLIZED). INT. CL. 42. REG. 
5-19-1981. 

THE VIDEO KING. INT. CL. 42. REG. 5-19-1981. 

THOUSAND TIMES (STYLIZED). INT. CL. 42. 
REG. 5-19-1981. 

THE CHRISTMAS ATTIC. INT. CL. 42. REG. 
5-19-1981. 

P.F.D.A. PURE FOOD AND DRINK ACT (STYL- 
IZED). INT. CL. 42. REG. 5-19-1981. 

BUDCIDENTS TAKES THE BITE OUT OF DEN- 
TURECOSTS AND DESIGN. INT. CL. 42. 
REG. 5-19-1981. 


INT. CL. 39. 


INT. CL. 41. 


INT. CL. 41. REG. 


REG. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,155,123. 


1,155,124. 


1,155,126. 


1,155,127. 


1,155,128. 


1,155,129. 


1,155,131. 
1,155,136. 


1,155,138. 
1,155,139. 
1,155,140. 


1,155,144. 
1,155,147. 


1,155,148. 


1,155,149. 
1,155,150. 


1,155,152. 
1,155,153. 
1,155,154. 
1,155,155. 
1,155,156. 
1,155,157. 


1,155,158. 
1,155,161. 
1,155,162. 
1,155,169. 


1,155,170. 


1,155,171. 


1,155,172. 
1,155,173. 
1,155,175. 


1,155,177. 


1,155,180. 
1,155,181. 
1,155,182. 


1,155,184. 


1,155,185. 
1,155,187. 
1,155,188. 


1,155,190. 
1,155,191. 


1,155,192. 


1,155,193. 


T™ 151 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1981. 


ME MEHARY ENTERPRISES (STYLIZED). INT. 
CL. 42. REG. 5-19-1981. 


A ALBERTSONS A NICE DEAL ALL AROUND 
AND DESIGN. INT. CL. 42. REG. 5-19-1981. 


A NICE DEAL ALL AROUND AND DESIGN. 
INT. CL. 42. REG. 5-19-1981. 


THE DIETWORKS (STYLIZED). INT. CL. 42. 
REG. 5-19-1981. 


THE BROTHERS DELI. 
5-19-1981. 


SHELTON’S. INT. CL. 42. REG. 5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1981. 


HARDY HERPOLSHEIMER’S. INT. CL. 42. REG. 
5-19-1981. 


THE ORAL DESIGN CENTER, INC. AND 
DESIGN. INT. CL. 42. REG. 5-19-1981. 


LEADER AND DESIGN. INT. CL. 42. REG. 
5-19-1981. 


4000. U.S. CL. 26. REG. 5-19-1981. 


WEBSTER. INT. CLS. 8, 14, 21 AND 28. REG. 
5-19-1981. 


MISCELLANEOUS DESIGN. INT. CL. 2. REG. 
5-19-1981. 


BROWN BLUSH. INT. CL. 3. REG. 5-19-1981. 


TAR AND BUG REMOVER AND DESIGN. INT. 
CL. 3. REG. 5-19-1981. 


BASHFUL BRONZE. INT. CL. 3. REG. 5-19-1981. 
BLUSHING SABLE. INT. CL. 3. REG. 5-19-1981. 
MELLOW COPPER. INT. CL. 3. REG. 5-19-1981. 
MULBERRY. INT. CL. 3. REG. 5-19-1981. 
HOT PLUM. INT. CL. 3. REG. 5-19-1981. 


BRANDIED COFFEE. INT. CL. 3. 
5-19-1981. e 


SEWING-LUBE. INT. CL. 4. REG. 5-19-1981. 
DRYCURE. INT. CL. 7. REG. 5-19-1981. 
MINI-THRUSTER. INT. CL. 7. REG. 5-19-1981. 


TEXTILE PRODUCTS AND PROCESSES. INT. 
CL. 16. REG. 5-19-1981. 


ROCKY MOUNTAIN MAGAZINE. INT. CL. 16. 
REG. 5-19-1981. 


UNITED NATIONS INTERNATIONAL BUSI- 
NESS REPORT. INT. CL. 16. REG. 5-19-1981. 


SPA AND SAUNA. INT. CL. 16. REG. 5-19-1981. 
CITY SHOPPER. INT. CL. 16. REG. 5-19-1981. 


SOUTHERN IMAGES (STYLIZED). INT. CL. 16. 
REG. 5-19-1981. 


COMPUTER RETAILING (STYLIZED). INT. CL. 
16. REG. 5-19-1981. 


DOR NEWS. INT. CL. 16. REG. 5-19-1981. 
FOCUS. INT. CL. 16. REG. 5-19-1981. 


ALBERTINI AND DESIGN. INT. CL. 
5-19-1981. 


DESIGNS IN GLASS. 
5-19-1981. 


SEVILLE. INT. CL. 24. REG. 5-19-1981. 
HATFIELD. INT. CL. 25. REG. 5-19-1981. 


SUPPORT MOLDED IN. INT. CL. 25. REG. 
5-19-1981. 


GOOD ’N SWEET. INT. CL. 30. REG. 5-19-1981. 


PEAK-OF-FLAVOR PIES. INT. CL. 42. REG. 
5-19-1981. 


NEST-O’COBS (STYLIZED). INT. CL. 31. REG. 
5-19-1981. 


JUICE-ALL. INT. CL. 32. REG. 5-19-1981. 


INT. CL. 42. REG. 


REG. 


18. REG. 


INT. CL. 21. REG. 
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1,155,194 


1,155,195. 


1,155,196. 
1,155,197. 


1,155,265. 
1,155,858. 
1,156,821. 


1,161,420. 
1,163,223. 


1,167,796. 
1,170,731. 


1,427,489. 


1,427,772. 


SUNBELT INVESTMENTS. INT. CL. 36. REG. 
5-19-1981. 


SUNBELT INVESTMENTS AND DESIGN. INT. 
CL. 36. REG. 5-19-1981. 


ASSIST-A-SALE. INT. CL. 36. REG. 5-19-1981. 


EDUCATIONAL NEWS SERVICE. INT. CL. 41. 


REG. 5-19-1981. 
GIMBDU CHAIN. INT. CL. 6. REG. 5-26-1981. 
BEST TO YOU. INT. CL. 36. REG. 5-26-1981. 


CHEMICAL BUSINESS. INT. CLS. 16.AND 35. 
REG. 6-2-1981. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
7-14-1981. 


HOT-LINE AND DESIGN. INT. CL. 42. REG. 
7-28-1981. 


FASTAPE. INT. CL. 42. REG. 9-1-1981. 


C.0.A.L. AND DESIGN. U.S. CL. 200. REG. 
9-22-1981. 


MISCELLANEOUS DESIGN. INT. CL. 19. REG. 
2-3-1987. 


UI (STYLIZED). INT. CL. 36. REG. 2-3-1987. 


OFFICIAL GAZETTE 
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INADVERTENTLY ISSUED REGISTRATION 


1,438,841. 


1,443,003. 


1,444,416. 


1,447,612. 


1,451,395. 


1,455,129. 


* * 


NUMBERS 


NAF NAF. INT. CL. 3. REG. 5-12-1987. 
STORED TO SN 575,203. 


TRI MIST. INT. CL. 11. REG. 6-16-1987. RE- 
STORED TO SN 611,388. 


CAPITOL FEDERAL SAVINGS OF AMERICA 
AND DESIGN. INT. CL. 36. REG. 6-23-1987. 
RESTORED TO SN 492,192. 


LILLIE RUBIN (STYLIZED). INT. CL. 25. REG. 
7-14-1987. RESTORED TO SN 604,930. 


PRESBYTERIAN CHURCH IN AMERICA. INT. 
CLS. 41 AND 42. REG. 8-4-1987. RESTORED 
TO SN 605,351. 


THE SUNBOX. INT. CL. 11. REG. 9-1-1987. RE- 
STORED TO SN 616,192. 


RE- 





TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation “U.S. Cl.” appearing in this section refers to the. U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 

Any change to the registration will be indicated at the bottom of each entry under ELEMENTS AMENDED, 
CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration will 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed with 
no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks and deletions will 
appear in brackets. In addition if any change to the goods/services occurs, the element “Goods/Services” will be listed under 
ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


1,190,135. REG. 2-16-1982. THOMAS & THOMAS ROD- 
MAKERS, LTD. (MASSACHUSETTS CORPORATION), 
22 3RD STREET, TURNERS FALLS, MA, 01376, SN 
314,129. FILED 6-10-1981. PRINCIPAL REGISTER. 


INDIVIDUALIST 


INT. CL. 28/U.S. CL. 22 

FOR: SPORTING GOODS FOR FISHERMEN, TO WIT: 
FISHING RODS. 

FIRST USE 6-0-1969; IN COMMERCE 6-0-1969. 


ELEMENTS CORRECTED 
OWNER NAME 


1,291,484. REG. 8-21-1984. BANKERS LIFE INSURANCE 
COMPANY OF NEBRASKA (NEBRASKA CORPORA- 
TION), D.B.A. BANKERS LIFE NEBRASKA, 5900 “O” 
STREET, LINCOLN, NE, 68510, SN 442,026. FILED 
9-1-1983. PRINCIPAL REGISTER. 


PATHFINDER 


INT. CL. 36/U.S. CL. 102 
FOR: LIFE INSURANCE UNDERWRITING SERVICES. 
FIRST USE 6-15-1983; IN COMMERCE 7-27-1983. 


ELEMENTS AMENDED 
MARK 
[DISCLAIMER] 


1,324,431. REG, 3-12-1985. AGAPE FORCE INC. (CALIFOR- 
NIA CORPORATION), P.O. BOX 386, LINDALE, TX, 
75771, SN 449,980. FILED 10-27-1983. PRINCIPAL REGIS- 
TER. 


GINGERBROOK FARE 


INT. CL. 16/U.S. CLS. 22, 36 AND 38 

FOR: EDUCATIONAL AND ENTERTAINMENT KIT 
FOR THE FAMILY CONSISTING OF A PHONOGRAPH 
RECORD, FICTITIC:INAL BOOK, SONGBOOKS, GAMES 
AND PUZZLES. 

FIRST USE 12-1-1982; INCOMMERCE 12-1-1982. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,341,539. REG. 6-11-1985. AGAPE FORCE INC. (CALIFOR- 
NIA CORPORATION), P.O. BOX 386, LINDALE, TX, 
75771, SN 450,993. FILED 11-2-1983. PRINCIPAL REGIS- 
TER. . 


GINGERBROOK FARE 


INT. CL. 41/U.S. CL. 107 

FOR: ENTERTAINMENT SERVICES RENDERED BY A 
MUSICAL AND VOCAL GROUP. 

FIRST USE 12-1-1982; IN COMMERCE 12-1-1982. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,346,093. REG. 7-2-1985. PERSONAL MARKETING COM- 
PANY, INC., THE (TEXAS CORPORATION), SUITE F57, 
8520 SWEETWATER, HOUSTON, TX, 77037, BY 
CHANGE OF NAME FROM ECM NEWSLETTERS, INC. 
(TEXAS CORPORATION), HOUSTON, TX, SN 478,026. 
FILED 4-30-1984. PRINCIPAL REGISTER. 


LIFESTYLE 


INT. CL. 16/U.S. CL. 38 

FOR: PERSONALIZED REAL ESTATE NEWSLETTERS 
PREPARED FOR DISTRIBUTION BY REAL ESTATE 
SALES PERSONNEL. 

FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. 


ELEMENTS AMENDED 
MARK 
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1,349,505. REG. 7-16-1985. DOMINO’S PIZZA, INC. (MICHI- 
GAN CORPORATION), 30 FRANK LLOYD WRIGHT 
DRIVE, ANN ARBOR, MI, 48105, SN 451,199. FILED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRESH”, APART FROM THE MARK AS SHOWN. 
INT. CL. 31/U.S. CL. 46 


11-4-1983. PRINCIPAL REGISTER. 


————— _  SSS_SSSL_=SSEE 
— 


7 


; 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE MATTER SHOWN BY THE DOTTED LINES IN 
THE DRAWING, WHICH ILLUSTRATE THE POSITION 
OF THE MARK ON THE GOODS, APART FROM THE 
MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND BLUE. 

THE MARK CONSISTS OF A DESIGN ON A SHIRT, 
COMPRISING A BLUE UPPER SHOULDER AND 
SLEEVE REGION, A HORIZONTAL WHITE STRIPE 
AND A LOWER RED REGION ACROSS THE CHEST 
AND TORSO. 

SEC. 2(F). 

INT. CL. 25/U.S. CL. 39 

FOR: SHIRTS. 

FIRST USE 2-1-1975; IN COMMERCE 2-1-1975. 
INT. CL. 42/U.S. CL. 101 

FOR: RESTAURANT SERVICES SPECIALIZING IN 
PIZZA FOR CONSUMPTION OFF THE PREMISES. 

FIRST USE 2-1-1975; IN COMMERCE 2-1-1975. 


ELEMENTS AMENDED 


MARK TYPE 
DESCRIPTION OF MARK 


1,355,704. REG. 8-20-1985. FRESHCO, INCORPORATED 
(DELAWARE CORPORATION), P.O. BOX 80599, SALI- 
NAS, CA, 939120599, SN 496,194. FILED 8-23-1984. PRIN- 
CIPAL REGISTER. 


FRESH 
EXPRESS 


* 


FOR: FRESH VEGETABLES. 
FIRST USE 2-10-1984; IN COMMERCE 2-10-1984. 


ELEMENTS AMENDED 
MARK 


1,441,120. REG. 6-2-1987. PFIZER HOSPITAL PRODUCTS 
GROUP, INC. (DELAWARE CORPORATION), 235 EAST 
42ND STREET, NEW YORK, NY, 10017, SN 621,494. 
FILED 9-22-1986. PRINCIPAL REGISTER. 


FHS 


INT. CL. 10/U.S. CL. 44 
FOR: PROSTHETIC DEVICES. 
FIRST USE 3-30-1978; IN COMMERCE 3-30-1978. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,445,028. REG. 6-30-1987. PFIZER HOSPITAL PRODUCTS 
GROUP, INC. (DELAWARE CORPORATION), 235 EAST 
42ND STREET, NEW YORK, NY, 10017, SN 634,465. 
FILED 12-9-1986. PRINCIPAL REGISTER. 


ACCU-PATH 


INT. CL. 10/U.S. CL. 44 
FOR: ORTHOPEDIC PROSTHESIS. 
FIRST USE 8-1-1986; IN COMMERCE 8-1-1986. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,452,081. REG. 8-11-1987. NEWMAN, ROBERT OD. 
(UNITED STATES CITIZEN), 400 WALNUT ST., 
GREENWOOD, MO, 64034, AND NEWMAN, ROBERT D., 
JR. (UNITED STATES CITIZEN) 400 WALNUT STREET, 
GREENWOOD, MO. 64034, ASSIGNEE OF MR. LONG- 
ARM, INC. (MISSOURI CORPORATION) GREEN- 
WOOD, MO., SN 589,351. FILED 3-21-1986. PRINCIPAL 
REGISTER. 


SMART PAINTER SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAINTER SYSTEM”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 16/U.S. CL. 29 
FOR: PAINT ROLLER HAVING EXTENSION HANDLE. 
FIRST USE 3-6-1986; IN COMMERCE 3-8-1986. 


ELEMENTS CORRECTED 
OWNER NAME 





REGISTRATIONS PUBLISHED UNDER SEC. 
12(c) 


The following marks registered under the act of 1905, or the act of 1881, are published under the provisions of section 
12(c) of the Trademark Act of 1946. These registrations are not subject to opposition but are subject to cancellation under 
section 14 of the act of 1946. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 39—CLOTHING 
75,365. 9-28-1909. FERGUSON WATERPROOF CO., ST 


LOUIS, MO. PUB. BY LACOSTE ALLIGATOR S.A., 1700 
FRIBOUG, SWITZERLAND. 


FOR [ OILED CLOTHING] * WATERPROOF CLOTH- 
ING *. (INT. CL. 25) 
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A & B INDUSTRIES, INC., PHOENIX, AZ: 
1,471,311, PUB. 10-13-1987. INT. CL. 9. 
A & D CHRISTOPHER RANCH, GILROY, CA: 
1,471,567, PUB. 10-13-1987. INT. CL. 30. 
A. E. STALEY MANUFACTURING COMPANY, DECA- 
TUR, IL: 
1,471,540, PUB. 10-13-1987. INT. CL. 29. 
A. H. ROBINS COMPANY, INCORPORATED, RICH- 
MOND, VA: 
1,154,469, CANC. INT. CL. 5. 
ABBOTT LABORATORIES, NORTH CHICAGO, IL: 
1,154,358, CANC. INT. CL. 1. 
ABCO MARKETS, INC., PHOENIX, AZ: 
1,471,765, PUB. 10-13-1987. INT. CL. 42. 
ABITIBI PAPER COMPANY LTD., TORONTO, ONTARIO, 
CANADA: 
1,154,853, CANC. INT. CL. 16. 
ABR CORP., NEW YORK, NY: 
1,154,554, CANC. INT. CL. 7. 
ACCULAW, INC., FORT LAUDERDALE, FL: 
1,471,225, PUB. 10-13-1987. INT. CL. 9. 
ACQUIS COMMUNICATIONS, INC., IRVINE, CA: 
1,471,304, PUB. 10-13-1987. INT. CL. 9. 
ACRIFORM ENGINEERING INC., NEWMARKET, ON- 
TARIO, CANADA: 
1,471,363, PUB. 10-13-1987. INT. CL. 11. 
ADAMATION, INC., NEWTON, MA: 
1,154,903, CANC. INT. CL. 20. 
ADELKAM S.P.A., PALERMO, ITALY: 
1,154,134, CANC. INT. CL. 33. 
ADMOS SHOE CORP., BROOKLYN, NY: 
1,471,500, PUB. 10-13-1987. INT. CL. 25. 
AFFILIATED FOOD STORES, INC., TULSA, OK: 
1,471,768, PUB. 10-13-1987. INT. CL. 42. 
AGAJANIAN ENTERPRISES, INC., GARDENA, CA: 
1,471,369, PUB. 10-13-1987. INT. CL. 12. 
AGAPE FORCE INC., LINDALE, TX: 
1,324,431, COR. INT. CL. 16. 
1,341,539, COR. INT. CL. 41. 
AGENCIAS INTERMARES, INC., MIAMI, FL: 
1,471,397, PUB. 10-13-1987. INT. CL. 16. 
AGFA-GEVAERT, N.V., B-2510 MORTSEL, BELGIUM: 
1,471,109, PUB. 10-13-1987. INT. CL. 1. 
AGIO SIGARENFABRIEKEN N.V., DUIZEL, NETHER- 
LANDS: 
1,471,601, PUB. 10-13-1987. INT. CL. 34. 
AIR PRODUCTS AND CHEMICALS, INC., ALLENTOWN, 
PA: 
1,154,815, CANC. INT. CL. 11. 
AIR-SHIELDS, INC., HATBORO, PA: 
1,154,771, CANC. INT. CL. 10. 
AIRLINE PASSENGERS ASSOCIATION, INC., DALLAS, 
TX: 
1,471,750, PUB. 10-13-1987. INT. CL. 42. 
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AIRO CLEAN ENGINEERING, INC., EDGEMONT, PA: 
1,471,365, PUB. 10-13-1987. INT. CL. 11. 
ALBERTSON’S, INC., BOISE, ID: 
1,155,126, CANC. INT. CL. 42. 
1,155,127, CANC. INT. CL. 42. 
ALCAN OHLER GMBH, PLETTENBERG, FED REP GER- 
MANY: 
1,471,210, PUB. 10-13-1987. INT. CL. 7. 
ALFON INTERNATIONAL, HAWTHORNE, NJ: 
1,154,678, CANC. INT. CL. 9. 
ALLERGAN PHARMACEUTICALS, INC., IRVINE, CA: 
1,154,485, CANC. INT. CL. 5. 
1,154,486, CANC. INT. CL. 5. 
ALLIED STORES CORPORATION, NEW YORK, NY: 
1,155,138, CANC. INT. CL. 42. 
ALLIS-CHALMERS CORPORATION, MILWAUKEE, WI: 
1,154,603, CANC. INT. CL. 7. 
ALPERT; JEFFREY N., DOUGLASTON, NY: 
1,154,845, CANC. INT. CL. 14. 
ALTOP S.A., GENEVA, SWITZERLAND: 
1,471,599, PUB. 10-13-1987. INT. CL. 34. 
ALVES PHOTO SERVICE, INC., BRAINTREE, MA: 
1,155,092, CANC. INT. CL. 40. 
AMANA SOCIETY, AMANA, IA: 
1,471,817, INT. CL. 41. 
AMERICAN AIRLINES, INC., DALLAS/FORT WORTH 
AIRPORT, TX: 
1,471,687, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
AMERICAN BEVERAGE MARKETERS, 
LAND PARK, KS: 
1,471,585, PUB. 10-13-1987. INT. CL. 32. 
AMERICAN BROADCASTING COMPANIES, INC., NEW 
YORK, NY: 
1,471,724, PUB. 10-13-1987. INT. CL. 41. 
AMERICAN CANCER SOCIETY, INC., NEW YORK, NY: 
1,471,643, PUB. 10-13-1987. INT. CL. 36. 
AMERICAN DAIRY QUEEN CORPORATION, MINNE- 
APOLIS, MN: 
1,471,534, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 29, 30 AND 42. 
AMERICAN EUROPEAN TRADE AND EXHIBITION 
CENTER CORPORATION, NEW YORK, NY: 
1,471,795, INT. CL. 16. 
AMERICAN HOME PRODUCTS CORPORATION, NEW 
YORK, NY: 
1,154,477, CANC. INT. CL. 5. 
AMERICAN INDUSTRIAL TIRE COMPANY, INCORPO- 
RATED, YOUNGSTOWN, OH: 
1,155,064, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
AMERICAN LIFETIME INSURANCE SERVICES, INC., 
FOSTER CITY, CA: 
1,155,056, CANC. INT. CL. 36. 


INC., OVER- 





TMI 2 


AMERICAN NURSING CARE, INC., CINCINNATI, OH: 
1,471,766, PUB. 10-13-1987. INT. CL. 42. 

AMERICAN RECREATION GROUP, COMMACK, NY: 
1,471,371, PUB. 10-13-1987. INT. CL. 12. 

AMERICAN SECURITY INSURANCE COMPANY, AT- 
LANTA, GA: 

1,471,712, PUB. 10-13-1987. INT. CL. 41. 

AMERICAN TELEPHONE AND TELEGRAPH COMPA- 
NY, NEW YORK, NY: 

1,471,287, PUB. 10-13-1987. INT. CL. 9. 

AMERITRUST COMPANY NATIONAL ASSOCIATION, 
CLEVELAND, OH: 

1,471,734, PUB. 10-13-1987. INT. CL. 42. 
AMQUIP, INC., ORLAND PARK, IL: 
1,154,818, CANC. INT. CL. 11. 
ANDERSONS, THE, MAUMEE, OH: 
1,155,192, CANC. INT. CL. 31. 
ANDREW JERGENS COMPANY, THE, CINCINNATI, OH: 
1,471,145, PUB. 10-13-1987. INT. CL. 3. 

ANNUAL REVIEWS INC., PALO ALTO, CA: 

1,471,396, PUB. 10-13-1987. INT. CL. 16. 

APLICACIONES DE METALES SINTERIZADOS, S.A. - 
AMES S.A., BARCELONA-14, SPAIN: 

1,471,177, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6, 7 AND 12. 
APPLE COMPUTER, INC., CUPERTINO, CA: 
1,471,392, PUB. 10-13-1987. INT. CL. 16. 
1,471,394, PUB. 10-13-1987. INT. CL. 16. 
APPLIED BIOCHEMISTS, INC., MEQUON, WI: 
1,471,163, PUB. 10-13-1987. INT. CL. 5. 
APPLIED CONTROL SYSTEMS, INC., MORRISVILLE, 
NC: 
1,471,324, PUB. 10-13-1987. INT. CL. 9. 
AQUA CHEMICAL CORPORATION, SPRINGFIELD, MA: 
1,154,352, CANC. INT. CL. 1. 
1,154,353, CANC. INT. CL. 1. 

ARCON INTERNATIONAL LTD., ONEHUNGA, AUCK- 
LAND, NEW ZEALAND: 

1,471,689, PUB. 10-13-1987. INT. CL. 39. 

ARCTIC STORM, INC., SEATTLE, WA: 

1,471,541, PUB. 10-13-1987. INT. CL. 29. 
ARDORE, LTD., BAY CITY, MI: 
1,155,113, CANC. INT. CL. 41. 
ARIS ISOTONER, INC., NEW YORK, NY: 
1,471,468, PUB. 10-13-1987. INT. CL. 25. 
ARTGEAR, INC., PHILADELPHIA, PA: 
1,471,464, PUB. 10-13-1987. INT. CL. 25. 
ARTHUR CHEESE COMPANY, ARTHUR, IL: 
1,471,537, PUB. 10-13-1987. INT. CL. 29. 
ASEA AKTIEBOLAG, VASTERAS, SWEDEN: 
1,154,637, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
11. 

ASH GROVE CEMENT WEST, INC., PORTLAND, OR: 
1,427,489, CANC. INT. CL. 19. 

ASHFORD FASHIONS, INC., SOUTH PLAINFIELD, NJ: 
1,471,490, PUB. 10-13-1987. INT. CL. 25. 

ASPEN SYSTEMS CORPORATION, ROCKVILLE, MD: 
1,471,323, PUB. 10-13-1987. INT. CL. 9. 

ASSIST-A-SALE, INC., FRAMINGHAM, MA: 
1,155,196, CANC. INT. CL. 36. 

ATLAS PEAK VINEYARDS LIMITED, NAPA, CA: 
1,471,598, PUB. 10-13-1987. INT. CL. 33. 

ATOMIC PRODUCTS CORP., CENTER MORICHES, NY: 
1,154,608, CANC. INT. CL. 8. 

AUSTOFT INDUSTRIES’ LIMITED, BUNDABERG, 
QUEENSLAND, AUSTRALIA FROM JONLIN HYDRAU- 
LICS AND PNEUMATICS PTY. LTD., SALISBURY 
NORTH, QUEENSLAND, AUSTRALIA: 

1,471,188, PUB. 6-23-1987. INT. CL. 7. 
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AUTO STEERING TRAILERS LIMITED, OAKVILLE, ON- 
TARIO, CANADA: 
1,154,826, CANC. INT. CL. 12. 
AUTOCON INDUSTRIES, INC., ST. PAUL, MN: 
1,471,243, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9, 37, 41 AND 42. 
AVON PRODUCTS, INC., NEW YORK, NY: 
1,154,402, CANC. INT. CL. 3. 
1,154,403, CANC. INT. CL. 3. 
1,154,407, CANC. INT. CL. 3. 
1,154,423, CANC. INT. CL. 3. 
1,154,424, CANC. INT. CL. 3. 
1,154,425, CANC. INT. CL. 3. 
1,154,440, CANC. INT. CL. 3. 
AXIUS DESIGNS INC., NEW YORK, NY: 
1,154,908, CANC. INT. CL. 20. 
AZAR’S, INC., FT. WAYNE, IN: 
1,155,114, CANC. INT. CL. 42. 
B AND J ASSOCIATES, NEW SMYRNA BEACH, FL: 
1,154,640, CANC. INT. CL. 9. 
B. F. GOODRICH COMPANY, THE, AKRON, OH: 
1,154,881, CANC. INT. CL. 17. 
BAKER INTERNATIONAL CORPORATION, ORANGE, 
CA: 
1,471,198, PUB. 10-13-1987. INT. CL. 7. 
BALLANTINE GROUP, THE, FAIR LAWN, NJ: 
1,471,811, INT. CL. 35. 
BANCINSURE, INC., OKLAHOMA CITY, OK: 
1,471,642, PUB. 10-13-1987. INT. CL. 36. 
BANFRUIT COMPANY, THE WOODLANDS, TX: 
1,471,571, PUB. 10-13-1987. INT. CL. 31. 
BANK OF NEW ENGLAND CORPORATION, BOSTON, 
MA: 
1,471,633, PUB. 10-13-1987. INT. CL. 36. 
BANKERS LIFE INSURANCE COMPANY OF NEBRAS- 
KA, LINCOLN, NE, DBA BANKERS LIFE NEBRASKA: 
1,291,484, AM. INT. CL. 36. 
BARBAZZA, RODOLFO, TREVISO, ITALY: 
1,471,235, PUB. 10-13-1987. INT. CL. 9. 
BARCK; WILLIAM F., KAILUA, HI, DBA STUDIO 3: 
1,154,649, CANC. INT. CL. 9. 
BARDES CORPORATION, CINCINNATI, OH: 
1,471,290, PUB. 10-13-1987. INT. CL. 9. 
BATES SADDLERY CONSOLIDATED, PERTH, AUSTRA- 
LIA: 
1,471,404, PUB. 10-13-1987. INT. CL. 18. 
BAUSCH & LOMB INCORPORATED, ROCHESTER, NY: 
1,154,761, CANC. INT. CL. 9. 
BAY; CHARLES, LOS ANGELES, CA, DBA THE EIDER- 
DOWN STUDIO: - 
1,154,925, CANC. INT. CL. 24. 
BAYER AKTIENGESELLSCHAFT, 
BAYERWERK, FED REP GERMANY: 
1,471,151, PUB. 10-13-1987. INT. CL. 5. 
BAYOU TO-GO, INC., NEW ORLEANS, LA: 
1,471,771, PUB. 10-13-1987. INT. CL. 42. 
BEAM BROADCASTERS, LTD., KEY BISCAYNE, FL: 
1,471,679, PUB. 10-13-1987. INT. CL. 38. 
1,471,681, PUB. 10-13-1987. INT. CL. 38. 
BEATRICE FOODS CO., BACKSON CENTER, OH: 
1,155,074, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
BEAUTE, HYGIENE ET SOINS S.A., PARIS, FRANCE: 
1,471,602, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
— PUBLISHING, INC., NORTH HOLLYWOOD, 
‘A: 
1,154,852, CANC. INT. CL. 16. 


LEVERKUSEN- 
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BELFIELD; WENDELL O., SAN JOSE, CA, DBA ORTHO- 
MOLECULAR SPECIALTIES: 
1,154,455, CANC. INT. CL. 5. 
BELL & HOWELL COMPANY, CHICAGO, IL: 
1,154,728, CANC. INT. CL. 9. 
BELL LABORATORIES, INC., MADISON, WI: 
1,471,168, PUB. 10-13-1987. INT. CL. 5. 
BENEFACTS INC., BALTIMORE, MD: 
1,471,252, PUB. 10-13-1987. INT. CL. 9. 
1,471,253, PUB. 10-13-1987. INT. CL. 9. 
BENSON PRODUCT DEVELOPMENT CORPORATION, 
EDEN PRAIRIE, MN: 
1,471,279, PUB. 8-4-1987. INT. CL. 9. 
BERLIN; ROBERT S., MABLETON, GA: 
1,155,122, CANC. INT. CL. 42. 
BERTUCCI; PATRICIA J., CHICAGO, IL, DBA FLYING 
FINGERS SECRETARIAL SERVICES: 
1,155,038, CANC. INT. CL. 35. 
BESTOBELL INDUSTRIES AUSTRALIA PTY. LIMITED, 
CHATSWOOD, NEW SOUTH WALES, AUSTRALIA: 
1,471,400, PUB. 10-13-1987. INT. CL. 17. 
BETRAS PLASTICS, INC., SPARTANBURG, SC: 
1,471,432, PUB. 10-13-1987. INT. CL. 21. 
BETTY’S NEEDLEPOINT, INC., PAWTUCKET, RI: 
1,154,965, CANC. INT. CL. 26. 
BILL GRAY’S, INC., WEBSTER, NY: | 
1,471,784, PUB. 10-13-1987. INT. CL. 42. 
BILL’S BARBECUE, INCORPORATED, RICHMOND, VA: 
1,155,191, CANC. INT. CL. 42. 
BIO-LAB, INC., DECATUR, GA: 
1,471,110, PUB. 10-13-1987. INT. CL. 1. 
BIRD MACHINE COMPANY, INC., SOUTH WALPOLE, 
MA: 
1,154,555, CANC. INT. CL. 7. 
BLACKMORE COMPANY, YPSILANTI, MI: 
1,471,435, PUB. 10-6-1987. INT. CL. 21. 
BLOCKBUSTER ENTERTAINMENT CORPORATION, 
DALLAS, TX: 
1,471,718, PUB. 10-13-1987. INT. CL. 41. 
1,471,719, PUB. 10-13-1987. INT. CL. 41. 
BLUE STAR CAMPER MANUFACTURING, 
WADENA, MN: 
1,154,825, CANC. INT. CL. 12. 
BODYLOG, INC., MOUNT KISCO, NY: 
1,471,231, PUB. 10-13-1987. INT. CL. 9. 
1,471,232, PUB. 10-13-1987. INT. CL. 9. 
BOEHRINGER BIOCHEMIA ROBIN S.P.A., 
ITALY: 
1,154,454, CANC. INT. CL. 5. 
BOEHRINGER MANNHEIM GMBH, MANNHEIM 31, FED 
REP GERMANY: 
1,154,346, CANC. INT. CL. 1. 
BOGAN ENTERPRISES, INC., POUGHKEEPSIE, NY: 
1,471,787, PUB. 10-13-1987. INT. CL. 42. 
BOISE CASCADE CORPORATION, BOISE, ID: 
1,154,890, CANC. INT. CL. 19. 
BORGEN PUBLISHING COMPANY, INC., HOUSTON, TX: 
1,154,860, CANC. INT. CL. 16. 
BOSS MANUFACTURING COMPANY, KEWANEE, IL: 
1,154,940, CANC. INT. CL. 25. 
BOWES SEAL FAST CORPORATION, INDIANAPOLIS, 
IN: 
1,471,614, PUB. 10-13-1987. INT. CL. 35. 
BRADLEY, PATRICIA LYNN, SHORT BEACH, CT, DBA 
BARK & BRADLEY: 
1,471,527, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 29, 30 AND 42. 
BRADY ENTERPRISES, INC., EAST WEYMOUTH, MA: 
1,154,994, CANC. INT. CL. 30. 


INC., 


MILAN, 
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BRANDT COMPANY, THE, HOUSTON, TX: 
1,154,530, CANC. INT. CL. 7. 
BRANIFF AIRWAYS, INCORPORATED, FT. WORTH, TX: 
1,155,089, CANC. INT. CL. 39. 
BRAWN OF CALIFORNIA, SAN DIEGO, CA: 
1,154,374, CANC. INT. CL. 3. 
BRECON BREWERY LIMITED, BRECON, POWYS, 
UNITED KINGDOM: 
1,471,592, PUB. 10-13-1987. INT. CL. 33. 
BREEZE KING ENTERPRISES, INC., FRESNO, CA: 
1,154,806, CANC. INT. CL. 11. 
BREON LABORATORIES INC., NEW YORK, NY: 
1,154,484, CANC. INT. CL. 5. 
BRIGHT OF AMERICA, INC., SUMMERSVILLE, WV: 
1,154,441, CANC. INT. CL. 4. 
BRISTOL-MYERS COMPANY, NEW YORK, NY: 
1,154,438, CANC. INT. CL. 3. 
1,154,488, CANC. INT. CL. 5. 
BRITNY FOX, INC., AUDUBON, NJ: 
1,471,709, PUB. 10-13-1987. INT. CL. 41. 
BROADCASTING PUBLICATIONS, INC., WASHINGTON, 
Dc: 
1,471,393, PUB. 10-13-1987. INT. CL. 16. 
BROTHERS RESTAURANTS, INC., THE, MINNEAPOLIS, 
MN: 
1,155,129, CANC. INT. CL. 42. 
BROWN BROADCASTING’ SERVICE, 
DENCE, RI: 
1,471,677, PUB. 10-13-1987. INT. CL. 38. 
BROWN GROUP, INC., ST. LOUIS, MO: 
1,154,948, CANC. INT. CL. 25. 
BROWNELL ELECTRO, INC., NEW YORK, NY: 
1,154,878, CANC. INT. CL. 17. 
BRYCE FAMILY ENTERPRISE, INC., BASYE, VA: 
1,155,061, CANC. MULTIPLE CLASS, INT. CLS. 37, 41 
AND 42. 
1,155,062, CANC. MULTIPLE CLASS, INT. CLS. 37, 41 
AND 42. 
BUCKLEY BROADCASTING CORPORATION OF MON- 
TEREY, MONTEREY, CA: 
1,471,683, PUB. 10-13-1987. INT. CL. 38. 
BUNN-O-MATIC CORPORATION, SPRINGFIELD, IL: 
1,471,359, PUB. 10-13-1987. INT. CL. 11. 
BUREAU OF NATIONAL AFFAIRS, INC., THE, WASH- 
INGTON, DC: 
1,154,859, CANC. INT. CL. 16. 
BURLINGTON INDUSTRIES, INC., NEW YORK, NY: 
1,154,931, CANC. INT. CL. 24. 
1,471,448, PUB. 10-13-1987. INT. CL. 24. 
BURROUGHS WELLCOME CO., RESEARCH TRIANGLE 
PARK, NC: 
1,154,472, CANC. INT. CL. 5. 
C & H MARKETING, INC., LOUISVILLE, KY: 
1,471,149, PUB. 10-13-1987. INT. CL. 4. 
C.H. INVESTMENTS, INC., SAN ANTONIO, TX: 
1,471,783, PUB. 10-13-1987. INT. CL. 42. 
CABLE VALUE NETWORK, PLYMOUTH, MN: 
1,471,770, PUB. 10-13-1987. INT. CL. 42. 
CABLECRAFT MANUFACTURING COMPANY INC., LOS 
ANGELES, CA: 
1,154,518, CANC. INT. CL. 6. 
CADILLAC MACHINES, INC., ANAHEIM, CA: 
1,154,579, CANC. INT. CL. 7. 
CADRE CIRQUE, INC., SPRINGFIELD, VA: 
1,471,717, PUB. 10-13-1987. INT. CL. 41. 
CADRE TECHNOLOGIES INC., PROVIDENCE, RI: 
1,471,299, PUB. 10-13-1987. INT. CL. 9. 
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CALIFORNIA CASUALAIRE, INC., LOS ANGELES, CA: 
1,471,466, PUB. 10-13-1987. INT. CL. 25. 
CALIFORNIA FARM BUREAU FEDERATION, SACRA- 
MENTO, CA: 
1,471,800, INT. CL. 16. 
CALIFORNIA TONING, INC., FENTON, MI: 
1,471,703, PUB. 10-13-1987. INT. CL. 41. 
CALIFORNIA Y.H. CORP., MONTEREY PARK, CA: 
1,471,452, PUB. 10-13-1987. INT. CL. 25. 
CALNET ELECTRONICS INC., KANATA, ONTARIO, 
CANADA: 
1,471,254, PUB. 10-13-1987. INT. CL. 9. 
CAMELLIA GRILL, INC., NEW ORLEANS, LA: 
1,471,728, PUB. 10-13-1987. INT. CL. 42. 
1,471,729, PUB. 10-13-1987. INT. CL. 42. 
CAMP COAST TO COAST INC., WASHINGTON, DC: 
1,471,386, PUB. 10-13-1987. INT. CL. 16. 
CAMPBELL TAGGART, INC., DALLAS, TX: 
1,154,992, CANC. INT. CL. 30. 
1,471,806, INT. CL. 30. 
CANON CITY CHAMBER OF COMMERCE, CANON CITY, 
Co: 
1,471,605, PUB. 10-13-1987. INT. CL. 35. 
CAPE COD-CRICKET LANE, INC., BROCKTON, MA: 
1,471,488, PUB. 10-13-1987. INT. CL. 25. 
CAPITOL FEDERAL SAVINGS OF AMERICA, EVER- 
GREEN PARK, IL: 
1,444,416, CANC. IIRN. RESTORED TO S.N. 492,192. 
CARLSON MARKETING GROUP, INC., MINNEAPOLIS, 
MN: 
1,471,611, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35, 39, 41 AND 42. 
CARRIER CONSULTANTS, INC., FULLERTON, CA: 
1,471,620, KUB. 10-13-1987. INT. CL. 35. 
CARTER HAWLEY HALE STORES, INC., LOS ANGELES, 
CA, DBA THE BROADWAY: 
1,471,450, PUB. 10-13-1987. INT. CL. 25. 
CARTER-WALLACE, INC., NEW YORK, NY: 
1,471,172, PUB. 10-13-1987. INT. CL. 5. 
CASHIN SYSTEMS CORP., HAUPPAUGE, NY: 
1,154,557, CANC. INT. CL. 7. 
CASHLAND CORPORATION, SOLVANG, CA: 
1,471,649, PUB. 10-13-1987. INT. CL. 36. 
CASIO KEISANKI KABUSHIKI KAISHA (CASIO COM- 
PUTER CO., LTD.), SHINJUKU-KU, TOKYO, JAPAN: 
1,154,693, CANC. INT. CL. 9. 

CATELLI INC., MONTREAL, QUEBEC, CANADA: 
1,471,804, INT. CL. 29. 
CATHAY CONSOLIDATED 

NEW YORK, NY: 
1,471,685, PUB. 10-13-1987. INT. CL. 39. 
CELLOFOAM NORTH AMERICA, INC., CONYERS, GA, 
DBA CELLOFOAM/SOUTHEASTERN: 
1,471,399, PUB. 10-13-1987. INT. CL. 17. 
CENTURY 21 REAL ESTATE CORPORATION, IRVINE, 
CA: 
1,471,239, PUB. 10-13-1987. INT. CL. 9. 
CERVECERIA DEL PACIFICO, S.A. DE C.V., MAZAT- 
LAN, SINALOA, MEXICO: 
1,471,581, PUB. 10-13-1987. INT. CL. 32. 
CHAMBERS BELT COMPANY, PHOENIX, AZ: 
1,471,478, PUB. 10-13-1987. INT. CL. 25. 
CHAMPION INTERNATIONAL CORPORATION, STAM- 
FORD, CT: 
1,154,891, CANC. INT. CL. 19. 
1,154,893, CANC. INT. CL. 19. 
1,154,894, CANC. INT. CL. 19. 
CHATAM INTERNATIONAL INCORPORATED, PHILA- 
DELPHIA, PA: 
1,471,544, PUB. 10-13-1987. INT. CL. 30. 
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CHATTECX CORPORATION, CHATTANOOGA, TN: 
1,471,340, PUB. 6-16-1987. INT. CL. 10. 

CHATTEM, INC., CHATTANOOGA, TN: 
1,471,156, PUB. 10-13-1987. INT. CL. 5. 

CHECKPOINT SYSTEMS, INC., THOROFARE, NJ: 
1,471,242, PUB. 10-13-1987. INT. CL. 9. 

CHEEVER; JAMES EDWIN, ANDERSON, IN, DBA F. E. 
KENNEDY & SON: 

1,154,395, CANC. INT. CL. 3. 

CHEMIE LINZ AG, LINZ, AUSTRIA: 

1,471,182, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6, 9, 17 AND 20. 
CHESO PRODUCTS CO., INC., PARKESBURG, PA: 
1,154,609, CANC. INT. CL. 8. 
CHESTER; MARVIN, LOS ANGELES, CA, DBA VASHNA: 
1,155,265, CANC. INT. CL. 6. 

CHIEN HSIN INDUSTRIAL CO., LTD., FONG YUAN TAI- 
CHUNG, TAIWAN: 

1,471,454, PUB. 10-13-1987. INT. CL. 25. 

CHILDCRAFT TOYS INTERNATIONAL COMPANY LTD., 

JERUSALEM, ISRAEL: 
1,154,974, CANC. INT. CL. 28. 
1,154,975, CANC. INT. CL. 28. 
1,154,976, CANC. INT. CL. 28. 

CHOCOLADEFABRIKEN LINDT & SPRUNGLI AKTIEN- 
GESELLSCHAFT, KILCHBERG, SWITZERLAND: 

1,154,999, CANC. INT. CL. 30. 

CHRISTIAN BUSINESSCARES FOUNDATION, CLEVE- 
LAND, OH: 

1,471,652, PUB. 10-13-1987. INT. CL. 36. 

CHRISTIAN DIOR S.A., PARIS, FRANCE: 

1,471,390, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 16 AND 34. 
CHRISTMAS CARDS, INC., SYRACUSE, NY: 
1,471,395, PUB. 10-13-1987. INT. CL. 16. 

CHUGAI SEIYAKU KaBUSHIKI KAISHA, KITA-KU, 
TOKYO, JAPAN, TA CHUGAI PHARMACEUTICAL CO., 
LTD.: 

1,471,520, PUB. 10-13-1987. INT. CL. 29. 
CHURCHES AND SYNAGOGUES OF AMERICA MAR- 
KETING ASSOCIATION, INC., WEST ALLIS, WI: 
1,471,604, PUB. 10-13-1987. INT. CL. 35. 
CIBA-GEIGY CORPORATION, ARDSLEY, NY: 
1,471,152, PUB. 10-13-1987. INT. CL. 5. 

CIGARROS DE CANARIAS, S.A. CIGARCANARIA, TEN- 
ERIFE, SPAIN: 

1,471,600, PUB. 10-13-1987. INT. CL. 34. 

CIMCORP INC., AURORA, IL: 

1,471,309, PUB. 10-13-1987. INT. CL. 9. 

CITY OF LITTLE ROCK, THE, LITTLE ROCK, AR: 

1,471,753, PUB. 10-13-1987. INT. CL. 42. 

CLAIROL INCORPORATED, NEW YORK, NY: 
1,154,401, CANC. INT. CL. 3. 
1,154,409, CANC. INT. CL. 3. 
1,154,462, CANC. INT. CL. 5. 
1,154,751, CANC. INT. CL. 9. 
1,155,149, CANC. INT. CL. 3. 
1,471,144, PUB. 10-13-1987. INT. CL. 3. 
CLEXTRAL, S.A., COURBEVOIE, FRANCE: 
1,471,190, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 7, 11, 40 AND 42. 

CLIMB-X CORPORATION, TAMPA, FL: 
1,154,505, CANC. INT. CL. 6. 

CLOSTER JEWELERS CORPORATION, CLOSTER, NJ: 
1,471,383, PUB. 10-13-1987. INT. CL. 14. 

CLOVER CUSTOM MBG. INC., CLEVELAND, OH: 
1,154,946, CANC. INT. CL. 25. 
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CMQ COMMUNICATIONS INC., TORONTO, ONTARIO, 
CANADA: 
1,471,233, PUB. 10-13-1987. INT. CL. 9. 
COIN DEALER NEWSLETTER, THE, TORRANCE, CA: 
1,471,793, INT. CL. 16. 
COLGATE-PALMOLIVE COMPANY, NEW YORK, NY: 
1,471,126, PUB. 10-13-1987. INT. CL. 3. 
COLLINS Co., LTD., SECAUCUS, NJ: 
1,471,429, PUB. 10-13-1987. INT. CL. 21. 
COMBINED PROTECTION SYSTEMS, INC., CLEARWA- 
TER, FL: 
1,154,500, CANC. INT. CL. 6. 
COMPAGNIE FERMIERE DE L’ETABLISSEMENT THER- 
MAL DE VICHY, PARIS, FRANCE: 
1,471,745, PUB. 10-13-1987. INT. CL. 42. 
COMPAGNIE FRANCAISE D’ETUDES ET D’ENTRE- 
PRISES, BORDEAUX, GIRONDE, FRANCE: 
1,471,362, PUB. 10-13-1987. INT. CL. 11. 
COMPANHIA CERVEJARIA BRAHMA, RIO DE JANEI- 
RO, BRAZIL: 
1,471,582, PUB. 10-13-1987. INT. CL. 32. 
COMPLEX SYSTEMS, INC., NORTH CALDWELL, NJ: 
1,471,271, PUB. 10-13-1987. INT. CL. 9. 
COMPRADOR CORPORATION, ZIONSVILLE, IN: 
1,471,628, PUB. 10-13-1987. INT. CL. 35. 
COMPREHENSIVE CARE CORPORATION, IRVINE, CA, 
DBA COMPCARE LIFESTYLE CENTER: 
1,471,706, PUB. 10-13-1987. INT. CL. 41. 
COMPUQUEST, INC., SCHAUMBURG, IL: 
1,471,269, PUB. 7-7-1987. INT. CL. 9. 
COMPUTER BOOK SERVICE, INC., HILLSIDE, IL: 
1,471,697, PUB. 10-13-1987. INT. CL. 41. 
COMPUTER LISTING SERVICE, INC., SKOKIE, IL: 
1,471,387, PUB. 10-13-1987. INT. CL. 16. 
CONCENTRIC DATA SYSTEMS, INC., WESTBORO, MA: 
1,471,251, PUB. 10-13-1987. INT. CL. 9. 
CONCEPT NOW, INC., SANTA FE SPRINGS; CA, AKA 
CONCEPT NOW COSMETICS BY RITA GROSS: 
1,154,378, CANC. INT. CL. 3. 
CONCEPT, INC., CLEARWATER, FL: 
1,154,776, CANC. INT. CL. 10. 
CONDOMINIUM OWNERS & COMMUNITY ASSOCIA- 
TIONS LEAGUE, SEATTLE, WA: 
1,170,731, CANC. U.S. CL. 200. 
CONFEX, INC., SHREWSBURY, NJ: 
1,471,807, INT. CL. 30. 
CONGOLEUM CORPORATION, KEARNY, NJ, CONGO- 
LEUM-NAIRN INC., KEARNY, NJ: 
427,713. REN. 1-5-1988. U.S. CL. 20 (INT. CL. 27). 
CONN-WELD INDUSTRIES, INC., PRINCETON, WV: 
1,154,520, CANC. INT. CL. 6. 
CONSERVAS ALIMENTICIAS DONA PAULA LTD., 
ITAGUI, COLOMBIA: 
1,471,528, PUB. 10-13-1987. INT. CL. 29. 
1,471,529, PUB. 10-13-1987. INT. CL. 29. 
CONSERVATION TECHNOLOGIES, INC., SOUTHFIELD, 
MI: 
1,471,331, PUB. 10-13-1987. INT. CL. 9. 
CONSTRUCTION ANALYSIS SYSTEMS, INC., TAMPA, 
FL: 
1,471,623, PUB. 10-13-1987. INT. CL. 35. 
CONTINENTAL BRUSH MANUFACTURING LTD., MON- 
TREAL, QUEBEC, CANADA: 
1,471,367, PUB. 10-13-1987. INT. CL. 12. 
CONTROL DATA CORPORATION, MINNEAPOLIS, MN: 
1,154,741, CANC. INT. CL. 9. 
CONTROL LOGIC (PROPRIETARY) LIMITED, DURBAN, 
SOUTH AFRICA: 
1,154,644, CANC. INT. CL. 9. 
CONVERSE INC., NORTH READING, MA: 
1,471,496, PUB. 10-13-1987. INT. CL. 25. 
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COOL GRAIN DRYING SYSTEMS INC., ALBERTA, 
CANADA: 


1,471,245, PUB. 10-13-1987. INT. CL. 9. 

COOPER LABORATORIES, INC., PALO ALTO, CA: 
1,154,464, CANC. INT. CL. 5. 

CORONET INDUSTRIES, INC., DALTON, GA: 
1,154,921, CANC. INT. CL. 23. 

COSMERICA, INC., VENICE, CA: 
1,154,385, CANC. INT. CL. 3. 

COSMERICA, INC., MARINA DEL REY, CA: 
1,154,386, CANC. INT. CL. 3. 

COSMETIC ARTS, INCORPORATED, CLARK, NJ: 
1,471,136, PUB. 10-13-1987. INT. CL. 3. 

COSVETIC LABORATORIES, INC., ATLANTA, GA: 
1,154,448, CANC. INT. CL. 5. 

COURVOISIER S.A., JARNAC, FRANCE: 
1,471,594, PUB. 10-13-1987. INT. CL. 33. 

COVERI, ENRICO, FLORENCE, ITALY: 

1,471,128, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3, 18 AND 25. 
CRANE CANADA 
CANADA: 

1,471,350, PUB. 10-13-1987. INT. CL. 11. 

CREATIVE COMFORTS, INC., SAN FRANCISCO, CA: 
1,154,797, CANC. INT. CL. 11. 

CREATIVE GOURMETS, LTD., BOSTON, MA: 
1,471,735, PUB. 6-2-1987. INT. CL. 42. 

CREST INDUSTRIES, INC., MIAMI, FL: 
1,471,358, PUB. 10-13-1987. INT. CL. 11. 

CROWN RECREATION, INC., HOLLIS, NY: 
1,154,973, CANC. INT. CL. 28. 
CSA, INC., SOUTH EASTON, MA: 
1,471,374, PUB. 10-13-1987. MULTIPLE CLASS, INT. 

CLS. i2 AND 28. 

CUDA PRODUCTS CORPORATION, JACKSONVILLE, FL: 
1,471,268, PUB. 10-13-1987. INT. CL. 9. 

CUMMINS ENGINE COMPANY, INC., COLUMBUS, IN: 
1,471,360, PUB. 10-13-1987. INT. CL. 11. 

CURTIN MATHESON SCIENTIFIC, INC., HOUSTON, TX: 
1,471,217, PUB. 12-23-1986. INT. CL. 9. 

CUTLER PRODUCTION:, LOS ANGELES, CA: 
1,471,723, PUB. 10-13-1987. INT. CL. 41. 

CWI, DAVID, BALTIMORE, MD. 
1,471,630, PUB. 10-13-1987. INT. CL. 35. 

D & H DISTRIBUTING COMPANY, HARRISBURG, PA: 
1,471,772, PUB. 10-13-1987. INT. CL. 42. 

D.O. INDUSTRIES, INC., EAST ROCHESTER, NY: 
1,154,743, CANC. INT. CL. 9. 
1,154,744, CANC. INT. CL. 9. 

D.S.N. CORPORATION, THE, NEWTON, MA: 
1,471,692, PUB. 10-13-1987. INT. CL. 39. 

DAHLGREN MANUFACTURING COMPANY, DALLAS, 
TX: 

1,154,548, CANC. INT. CL. 7. 

DAISHIN SANGYO KABUSHIKI KAISHA (DAISHIN IN- 
DUSTRIES COMPANY LIMITED), CHIYODA-KU, 
TOKYO, JAPAN: 

1,154,819, CANC. INT. CL. 12. 

DAN MORGAN CONSTRUCTION CO., REDDING, CA, 

DBA MORGAN PAVING MATERIALS: 
1,471,148, PUB. 10-13-1987. INT. CL. 4. 
DART INDUSTRIES INC., LOS ANGELES, CA, AKA 
THERMO-SERV COMPANY: 
1,154,917, CANC. INT. CL. 21. 
DATA PACKAGING CORPORATION, CAMBRIDGE, MA: 
1,154,909, CANC. INT. CL. 20. 
DATALOGICS, INC., CHICAGO, IL: 
1,471,330, PUB. 10-13-1987. INT. CL. 9. 


INC., MONTREAL, QUEBEC, 
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DATAPOINT CORPORATION, SAN ANTONIO, TX: 
1,154,635, CANC. INT. CL. 9. 
DAVCO MANUFACTURING, CORPORATION, ANN 
ARBOR, MI: 
‘ 1,471,192, PUB. 10-13-1987. INT. CL. 7. 
DAVIDSON P.W.P., CARSON, CA: 
1,471,411, PUB. 10-13-1987. INT. CL. 19. 
1,471,413, PUB. 10-13-1987. INT. CL. 19. 
DAVIT MASTER CORPORATION, CLEARWATER, FL: 
1,471,273, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 12. 
DAWSON SEED COMPANY LTD., NORTH VANCOUVER, 
BRITISH COLUMBIA, CANADA: 
1,471,574, PUB. 10-13-1987. INT. CL. 31. 
DAYSTONE INTERNATIONAL CORPORATION, NOR- 
CROSS, GA: 
1,471,407, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
DAYTON NUT SPECIALTIES, INC., DAYTON, OH: 
1,471,538, PUB. 10-13-1987. INT. CL. 29. 
DAZEY PRODUCTS COMPANY, INDUSTRIAL AIRPORT, 
KS: 
1,154,811, CANC. INT. CL. 11. 
DE REUS B.V., KRIMPEN AAN DEN IJSSEL, NETHER- 
LANDS: 
1,471,199, PUB. 10-13-1987. INT. CL. 7. 
DEBORAH MALLOW DESIGNS, INC., NEW YORK, NY: 
1,471,428, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 21, 24 AND 27. 
DECISION DYNAMICS, INC., LAKE OSWEGO, OR: 
1,471,256, PUB. 10-13-1987. INT. CL. 9. 
DECISION SUPPORT SYSTEMS, INC., VIENNA, VA: 
1,471,308, PUB. 10-13-1987. INT. CL. 9. 
DEDIC; PETER, SAN FRANCISCO, CA, DBA DESIGNS IN 
GLASS: 
1,155,184, CANC. INT. CL. 21. 
DEGEN OIL & CHEMICAL COMPANY, JERSEY CITY, NJ: 
1,471,096, PUB. 10-13-1987. INT. CL. 1. 
1,471,097, PUB. 10-13-1987. INT. CL. 1. 
DEGUSSA AKTIENGESELLSCHAFT, FRANKFURT AM 
MAIN, FED REP GERMANY: 
1,471,153, PUB. 10-13-1987. INT. CL. 5. 
DEKEYZER; ROBERT, NEW IBERIA, LA, DBA HOH-PAK 
WATER CO.: 
1,154,675, CANC. INT. CL. 9. 
DELLCHEM, INC., NEW PORT RICHEY, FL: 
1,471,105, PUB. 10-13-1987. INT. CL. 1. 
DELTA DESIGN, INC., INDIANAPOLIS, IN: 
1,154,542, CANC. INT. CL. 7. 
DEMERT & DOUGHERTY, INC., OAK BROOK, IL: 
1,471,108, PUB. 10-13-1987. INT. CL. 1. 
1,471,150, PUB. 10-13-1987. INT. CL. 4. 
DENA CORPORATION, ELK GROVE VILLAGE, IL: 
1,471,125, PUB. 10-13-1987. INT. CL. 3. 
DESIGN AMERICA, INC., HOUSTON, TX: 
1,471,616, PUB. 10-13-1987. INT. CL. 35. 
DESKEL COMPUTER RESOURCES CORPORATION, 
MONTREAL, QUEBEC, CANADA: 
1,471,258, PUB. 10-13-1987. INT. CL. 9. 


DEUTSCHE BABCOCK AG, OBERHAUSEN, FED REP, 
GERMANY: 


1,471,175, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6, 7 AND 11. 
DEXSIL CORPORATION, HAMDEN, CT: 
1,471,261, PUB. 10-13-1987. INT. CL. 9. 
1,471,262, PUB. 10-13-1987. INT. CL. 9. 


DIAMOND MOTOR SPORTS, INCORPORATED, DOVER, 
DE, DBA PRICE HONDA: 
1,471,684, PUB. 10-13-1987. INT. CL. 39. 
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DIAMOND SHAMROCK CORPORATION, DALLAS, TX: 
1,154,683, CANC. INT. CL. 9. 
1,154,684, CANC. INT. CL. 9. 
1,154,685, CANC. INT. CL. 9. 
DIETWORKS, INC., THE, BRADLEY BEACH, NJ: 
1,155,128, CANC. INT. CL. 42. 
DIGITAL CONSULTING, INC., ANDOVER, MA: 
1,471,716, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
DIMETRICS, INC., SEPULVEDA, CA: 
1,154,747, CANC. INT. CL. 9. 
DIRECT TO DEALER SALES, INC., OREM, UT, DBA 
DDS: 
1,471,514, PUB. 10-13-1987. INT. CL. 28. 
DISCO NEWS, INC., NEW YORK, NY: 
1,155,180, CANC. INT. CL. 16. 
DISCOVERY INNS OF AMERICA, SOLANA BEACH, CA: 
1,471,747, PUB. 10-13-1987. INT. CL. 42. 
DIXIE YARNS, INC., CHATTANOOGA, TN: 
1,471,445, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 23 AND 27. 
DMP ENTERPRISES, INC., NEWTON, MA, AKA GOING 
NUTS!: 
1,154,997, CANC. INT. CL. 30. 
DOLBEY AND COMPANY, CINCINNATI, OH: 
1,471,310, PUB. 10-13-1987. INT. CL. 9. 
DOMINO’S PIZZA, INC., ANN ARBOR, MI: 
1,349,505, AM. MULTIPLE CLASS, INT. CLS. 25 AND 
42. 
DONEY’S PURE FOOD AND DRINK ACT, PASADENA, 
CA, AKA PURE FOOD AND DRINK ACT: 
1,155,118, CANC. INT. CL. 42. 
DOORNKAAT AKTIENGESELLSCHAFT, NORDEN, FED 
REP GERMANY: 
1,471,588, PUB. 10-13-1987. INT. CL. 33. 
DOWCO CORPORATION, DALLAS, TX: 
1,471,351, PUB. 10-13-1987. INT. CL. 11. 
DR.-ING. RUDOLF HELL GMBH, KIEL 14, FED REP 
GERMANY: 
1,471,240, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
DRUM MFG. CO., INC., CHARLOTTE, NC: 
1,471,507, PUB. 10-13-1987. INT. CL. 25. 
DURKIN CHEMICALS, INC., KIRKLAND, WA: 
1,154,887, CANC. INT. CL. 19. 
DURO DYNE CORPORATION, FARMINGDALE, NY: 
1,471,292, PUB. 10-13-1987. INT. CL. 9. 
DUST CONTROL COMPANY, INCORPORATED, ACTON, 
MA: 
1,471,671, PUB. 10-13-1987. INT. CL. 37. 
DUSTY ROSE, INC., NEW CITY, NY: 
1,471,752, PUB. 10-13-1987. INT. CL. 42. 
E. DAVIS, INC., PISCATAWAY, NJ: 
1,471,141, PUB. 10-6-1987. INT. CL. 3. 
E. F. HUTTON LIFE INSURANCE COMPANY, LA JOLLA, 
CA: 
1,204,829, CANC. INT. CL. 36. 
E. R. SQUIBB & SONS, INC., PRINCETON, NJ: 
1,154,357, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
9. 
E.B. & A.C. WHITING COMPANY, BURLINGTON, VT: 
1,471,401, PUB. 7-14-1987. INT. CL. 17. 
EAGLE LEAGUE INCORPORATED, THE, KANSAS CITY, 
MO: 
1,471,708, PUB. 10-13-1987. INT. CL. 41. 
EAGLE SNACKS, INC., ST. LOUIS, MO: 
1,442,326, CANC. INT. CL. 29. 
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EARLY WINTERS, LTD.--OMNIPOTENT, INC., SEATTLE, 

WA, AKA EARLY WINTERS: 
1,154,960, CANC. INT. CL. 25. 
1,155,187, CANC. INT. CL. 25. 

EASTER UNLIMITED INCORPORATED, GLEN COVE, 
NY: 

1,471,122, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3, 16, 21, 25, 26 AND 28. 

ECAD, INC., SANTA CLARA, CA: 

1,471,328, PUB. 10-13-1987. INT. CL. 9. 

ECHELON MARKETING GROUP, INC., LOS ANGELES, 
CA: 

1,471,473, PUB. 10-13-1987. INT. CL. 25. 

ECM NEWSLETTERS, INC., HOUSTON, TX TO PERSON- 
AL MARKETING COMPANY, INC., THE, HOUSTON, 
TX: 

1,346,093, AM. INT. CL. 16. 

EDEN SYSTEMS CORPORATION, CARMEL, IN: 

1,471,274, PUB. 10-13-1987. INT. CL. 9. 
EDWARD SUROVELL CO., THE, ANN ARBOR, MI: 
1,471,658, PUB. 10-13-1987. INT. CL. 36. 
EHRET, BERNARD, BARR, FRANCE: 
1,471,403, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18 AND 42. 
EL CAMINO PRODUCTS, INC., CANOGA PARK, CA: 
1,154,918, CANC. INT. CL. 21. 
EL GRECO INC., PORT WASHINGTON, NY: 
1,471,364, PUB. 10-13-1987. INT. CL. 11. 
EL RIO ARRIBA INVESTMENT COMPANY, KANSAS 
CITY, MO: 

1,471,742, PUB. 10-13-1987. INT. CL. 42. 

ELECTRONIC READOUT SYSTEMS, INC., TAMPA, FL: 
1,154,838, CANC. INT. CL. 14. 

ELI LILLY AND COMPANY, INDIANAPOLIS, IN: 
430,201. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 1). 
430,202. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 5). 
432,607. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 5). 

ELJENN INTERNATIONAL CORPORATION, NEWTON, 

MA: 

1,471,131, PUB. 10-13-1987. INT. CL. 3. 

ELTRA CORPORATION, TOLEDO, OH: 
1,154,546, CANC. INT. CL. 7. 
1,154,936, CANC. INT. CL. 25. 

EMPIRE PLATING COMPANY, THE, CLEVELAND, OH: 
1,154,504, CANC. INT. CL, 6. 

ENCAP PRODUCTS COMPANY, MT. PROSPECT, IL: 
1,154,596, CANC. INT. CL. 7. 


ENCOR AMERICA, INC., LOS ALTOS, CA, DBA ENGI- 
NEERING NETWORK CORPORATION OF AMERICA: 


1,471,755, PUB. 10-13-1987. INT. CL. 42. 
ENERGY CONSULTANTS, FALLS CHURCH, VA: 
1,154,364, CANC. INT. CL. 1. 
ENGINEERING CORPORATION OF AMERICA, MONTE- 
REY, CA: 
1,471,618, PUB. 10-13-1987. INT. CL. 35. 
ENVIRONMENTAL PROTECTION PRODUCTS COMPA- 
NY, INC., CLEARWATER, FL: 
1,154,433, CANC. INT. CL. 3. 
EPSTEIN; GERALD W., FOREST PARK, IL, DBA JOHN 
M. SHAWVAN CO.: 
1,155,016, CANC. INT. CL. 31. 
EQUIPMENT SYSTEMS & DEVICES, INC., DRESHER, PA: 
1,471,325, PUB. 10-13-1987. INT. CL. 9. 
ERGO INSTRUMENTS, INC., GRANGER, IN: 
1,154,774, CANC. INT. CL. 10. 
ETABLISSEMENTS MARIUS MOREL, MOREZ DU JURA, 
FRANCE: 
1,471,255, PUB. 10-13-1987. INT. CL. 9. 
EVANS BIOCONTROL, INC., BROOMFIELD, CO: 
1,471,160, PUB. 10-6-1987. INT. CL. 5. 
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EVANS PRODUCTS COMPANY, PORTLAND, OR: 
1,155,066, CANC. INT. CL. 37. 
1,155,067, CANC. INT. CL. 37. 
EX-CELL-O CONTRACTOR TOOL AND EQUIPMENT 
CO., ROCKFORD, IL: 
1,471,195, PUB. 10-13-1987. INT. CL. 7. 
EXCELON PRODUCTS, INC., WOODLAND, WA: 
1,471,513, PUB. 10-13-1987. INT. CL. 28. 
FABBRICHE ITALIANE SETERIE E AFFINI-COMO-S.P.A. 
F.LS.A.C., MILANO, ITALY: 
1,471,402, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18, 23, 24 AND 25. 
FAMILY LOOMPYA CORPORATION, SAN DIEGO, CA: 
1,471,549, PUB. 10-6-1987. MULTIPLE CLASS, INT. 
CLS. 30 AND 42. 
FARAH MANUFACTURING COMPANY, INC., EL PASO, 
TX: 
1,471,485, PUB. 10-13-1987. INT. CL. 25. 
FARR AND JOHNSON ASSOCIATES, INC., DALLAS, TX: 
1,155,105, CANC. INT. CL. 41. 
FARR COMPANY, EL SEGUNDO, CA: 
1,443,003, CANC. IIRN. RESTORED TO S.N. 611,388. 
FAULTLESS STARCH/BON AMI COMPANY, KANSAS 
CITY, MO: 
1,471,670, PUB. 10-13-1987. INT. CL. 37. 
FEDERAL BAKERS SUPPLY CORP., BUFFALO, NY: 
1,471,550, PUB. 10-13-1987. INT. CL. 30. 
FEDERATED DEPARTMENT STORES, 
NATI, OH: 
1,471,773, PUB. 10-13-1987. INT. CL. 42. 
FEDERICO ERRANTE S.R.L., MILANO, ITALY: 
1,471,802, INT. CL. 18. 
1,471,803, INT. CL. 23. 
FELLERMAN BROS., INC., NEW YORK, NY: 
1,154,882, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 
FERNDALE LABORATORIES, INC., FERNDALE, MI: 
1,471,162, PUB. 10-13-1987. INT. CL. 5. 
FERRERO S.P.A., ALBA (PROVINCE OF CUNEO), ITALY: 
1,471,554, PUB. 10-13-1987. INT. CL. 30. 
FINANCIAL TECHNOLOGIES, INC., CHANTILLY, VA: 
1,471,613, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
FIRESTONE TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
1,154,969, CANC. INT. CL. 27. 
1,471,366, PUB. 10-13-1987. INT. CL. 12. 
1,471,665, PUB. 10-13-1987. INT. CL. 37. 
FIRST CHICAGO CORPORATION, CHICAGO, IL: 
1,155,058, CANC. INT. CL. 36. 
FIRST PENN-PACIFIC LIFE INSURANCE COMPANY, 
OAK BROOK, IL: 
1,471,656, PUB. 10-13-1987. INT. CL. 36. 
FIRST TAMPA SECURITIES, INC., TAMPA, FL: 
1,471,637, PUB. 10-13-1987. INT. CL. 36. 
FIRST WISCONSIN CORPORATION, MILWAUKEE, WI: 
1,471,813, INT. CL. 36. 
FISONS PLC, IPSWICH, ENGLAND: 
1,471,334, PUB. 10-13-1987. INT. CL. 10. 
FIUR ORGANIZATION, INC., THE, HIALEAH, FL: 
1,471,647, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 36, 37 AND 39. 
FIXTURES MANUFACTURING CORPORATION, 
KANSAS CITY, MO, DBA FIXTURES FURNITURE: 
1,471,421, PUB. 10-13-1987. INT. CL. 20. 
FLAIR DISPLAY SERVICE COMPANY INC., BRONX, NY: 
1,154,901, CANC. INT. CL. 20. 
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DATAPOINT CORPORATION, SAN ANTONIO, TX: 
1,154,635, CANC. INT. CL. 9. 
DAVCO MANUFACTURING, CORPORATION, ANN 
ARBOR, MI: 
‘ 1,471,192, PUB. 10-13-1987. INT. CL. 7. 
DAVIDSON P.W.P., CARSON, CA: 
1,471,411, PUB. 10-13-1987. INT. CL. 19. 
1,471,413, PUB. 10-13-1987. INT. CL. 19. 
DAVIT MASTER CORPORATION, CLEARWATER, FL: 
1,471,273, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 12. 
DAWSON SEED COMPANY LTD., NORTH VANCOUVER, 
BRITISH COLUMBIA, CANADA: 
1,471,574, PUB. 10-13-1987. INT. CL. 31. 
DAYSTONE INTERNATIONAL CORPORATION, NOR- 
CROSS, GA: 
1,471,407, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
DAYTON NUT SPECIALTIES, INC., DAYTON, OH: 
1,471,538, PUB. 10-13-1987. INT. CL. 29. 
DAZEY PRODUCTS COMPANY, INDUSTRIAL AIRPORT, 
KS: 
1,154,811, CANC. INT. CL. 11. 
DE REUS B.V., KRIMPEN AAN DEN IJSSEL, NETHER- 
LANDS: 
1,471,199, PUB. 10-13-1987. INT. CL. 7. 
DEBORAH MALLOW DESIGNS, INC., NEW YORK, NY: 
1,471,428, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 21, 24 AND 27. 
DECISION DYNAMICS, INC., LAKE OSWEGO, OR: 
1,471,256, PUB. 10-13-1987. INT. CL. 9. 
DECISION SUPPORT SYSTEMS, INC., VIENNA, VA: 
1,471,308, PUB. 10-13-1987. INT. CL. 9. 
DEDIC; PETER, SAN FRANCISCO, CA, DBA DESIGNS IN 
GLASS: 
1,155,184, CANC. INT. CL. 21. 
DEGEN OIL & CHEMICAL COMPANY, JERSEY CITY, NJ: 
1,471,096, PUB. 10-13-1987. INT. CL. 1. 
1,471,097, PUB. 10-13-1987. INT. CL. 1. 
DEGUSSA AKTIENGESELLSCHAFT, FRANKFURT AM 
MAIN, FED REP GERMANY: 
1,471,153, PUB. 10-13-1987. INT. CL. 5. 
DEKEYZER; ROBERT, NEW IBERIA, LA, DBA HOH-PAK 
WATER CO.: 
1,154,675, CANC. INT. CL. 9. 
DELLCHEM, INC., NEW PORT RICHEY, FL: 
1,471,105, PUB. 10-13-1987. INT. CL. 1. 
DELTA DESIGN, INC., INDIANAPOLIS, IN: 
1,154,542, CANC. INT. CL. 7. 
DEMERT & DOUGHERTY, INC., OAK BROOK, IL: 
1,471,108, PUB. 10-13-1987. INT. CL. 1. 
1,471,150, PUB. 10-13-1987. INT. CL. 4. 
DENA CORPORATION, ELK GROVE VILLAGE, IL: 
1,471,125, PUB. 10-13-1987. INT. CL. 3. 
DESIGN AMERICA, INC., HOUSTON, TX: 
1,471,616, PUB. 10-13-1987. INT. CL. 35. 
DESKEL COMPUTER RESOURCES CORPORATION, 
MONTREAL, QUEBEC, CANADA: 
1,471,258, PUB. 10-13-1987. INT. CL. 9. 


DEUTSCHE BABCOCK AG, OBERHAUSEN, FED REP, 
GERMANY: 


1,471,175, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6,7 AND 11. 
DEXSIL CORPORATION, HAMDEN, CT: 
1,471,261, PUB. 10-13-1987. INT. CL. 9. 
1,471,262, PUB. 10-13-1987. INT. CL. 9. 


DIAMOND MOTOR SPORTS, INCORPORATED, DOVER, 
DE, DBA PRICE HONDA: 
1,471,684, PUB. 10-13-1987. INT. CL. 39. 
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DIAMOND SHAMROCK CORPORATION, DALLAS, TX: 
1,154,683, CANC. INT. CL. 9. 
1,154,684, CANC. INT. CL. 9. 
1,154,685, CANC. INT. CL. 9. 
DIETWORKS, INC., THE, BRADLEY BEACH, NJ: 
1,155,128, CANC. INT. CL. 42. 
DIGITAL CONSULTING, INC., ANDOVER, MA: 
1,471,716, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
DIMETRICS, INC., SEPULVEDA, CA: 
1,154,747, CANC. INT. CL. 9. 
DIRECT TO DEALER SALES, INC., OREM, UT, DBA 
DDS: 
1,471,514, PUB. 10-13-1987. INT. CL. 28. 
DISCO NEWS, INC., NEW YORK, NY: 
1,155,180, CANC. INT. CL. 16. 
DISCOVERY INNS OF AMERICA, SOLANA BEACH, CA: 
1,471,747, PUB. 10-13-1987. INT. CL. 42. 
DIXIE YARNS, INC., CHATTANOOGA, TN: 
1,471,445, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 23 AND 27. 
DMP ENTERPRISES, INC., NEWTON, MA, AKA GOING 
NUTS!: 
1,154,997, CANC. INT. CL. 30. 
DOLBEY AND COMPANY, CINCINNATI, OH: 
1,471,310, PUB. 10-13-1987. INT. CL. 9. 
DOMINO’S PIZZA, INC., ANN ARBOR, MI: 
1,349,505, AM. MULTIPLE CLASS, INT. CLS. 25 AND 
42. 
DONEY’S PURE FOOD AND DRINK ACT, PASADENA, 
CA, AKA PURE FOOD AND DRINK ACT: 
1,155,118, CANC. INT. CL. 42. 
DOORNKAAT AKTIENGESELLSCHAFT, NORDEN, FED 
REP GERMANY: 
1,471,588, PUB. 10-13-1987. INT. CL. 33. 
DOWCO CORPORATION, DALLAS, TX: 
1,471,351, PUB. 10-13-1987. INT. CL. 11. 
DR.-ING. RUDOLF HELL GMBH, KIEL 14, FED REP 
GER.MANY: 
1,471,240, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
DRUM MBG. CO., INC., CHARLOTTE, NC: 
1,471,507, PUB. 10-13-1987. INT. CL. 25. 
DURKIN CHEMICALS, INC., KIRKLAND, WA: 
1,154,887, CANC. INT. CL. 19. 
DURO DYNE CORPORATION, FARMINGDALE, NY: 
1,471,292, PUB. 10-13-1987. INT. CL. 9. 
DUST CONTROL COMPANY, INCORPORATED, ACTON, 
MA: 
1,471,671, PUB. 10-13-1987. INT. CL. 37. 
DUSTY ROSE, INC., NEW CITY, NY: 
1,471,752, PUB. 10-13-1987. INT. CL. 42. 
E. DAVIS, INC., PISCATAWAY, NJ: 
1,471,141, PUB. 10-6-1987. INT. CL. 3. 
E. F. HUTTON LIFE INSURANCE COMPANY, LA JOLLA, 
CA: 
1,204,829, CANC. INT. CL. 36. 
E. R. SQUIBB & SONS, INC., PRINCETON, NJ: 
1,154,357, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
9. 
E.B. & A.C. WHITING COMPANY, BURLINGTON, VT: 
1,471,401, PUB. 7-14-1987. INT. CL. 17. 
EAGLE LEAGUE INCORPORATED, THE, KANSAS CITY, 
MO: 
1,471,708, PUB. 10-13-1987. INT. CL. 41. 
EAGLE SNACKS, INC., ST. LOUIS, MO: 
1,442,326, CANC. INT. CL. 29. 
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EARLY WINTERS, LTD.--OMNIPOTENT, INC., SEATTLE, 

WA, AKA EARLY WINTERS: 
1,154,960, CANC. INT. CL. 25. 
1,155,187, CANC. INT. CL. 25. 

EASTER UNLIMITED INCORPORATED, GLEN COVE, 

NY: 
1,471,122, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3, 16, 21, 25, 26 AND 28. 
ECAD, INC., SANTA CLARA, CA: 
1,471,328, PUB. 10-13-1987. INT. CL. 9. 

ECHELON MARKETING GROUP, INC., LOS ANGELES, 
CA: 

1,471,473, PUB. 10-13-1987. INT. CL. 25. 

ECM NEWSLETTERS, INC., HOUSTON, TX TO PERSON- 
AL MARKETING COMPANY, INC., THE, HOUSTON, 
TX: 

1,346,093, AM. INT. CL. 16. 

EDEN SYSTEMS CORPORATION, CARMEL, IN: 

1,471,274, PUB. 10-13-1987. INT. CL. 9. 

EDWARD SUROVELL CO., THE, ANN ARBOR, MI: 

1,471,658, PUB. 10-13-1987. INT. CL. 36. 
EHRET, BERNARD, BARR, FRANCE: 
1,471,403, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18 AND 42. 
EL CAMINO PRODUCTS, INC., CANOGA PARK, CA: 
1,154,918, CANC. INT. CL. 21. 
EL GRECO INC., PORT WASHINGTON, NY: 
1,471,364, PUB. 10-13-1987. INT. CL. 11. 
EL RIO ARRIBA INVESTMENT COMPANY, KANSAS 
CITY, MO: 

1,471,742, PUB. 10-13-1987. INT. CL. 42. 

ELECTRONIC READOUT SYSTEMS, INC., TAMPA, FL: 
1,154,838, CANC. INT. CL. 14. 

ELI LILLY AND COMPANY, INDIANAPOLIS, IN: 
430,201. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 1). 
430,202. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 5). 
432,607. REN. 1-5-1988. U.S. CL. 18 (INT. CL. 5). 

= INTERNATIONAL CORPORATION, NEWTON, 
A: 
1,471,131, PUB. 10-13-1987. INT. CL. 3. 

ELTRA CORPORATION, TOLEDO, OH: 
1,154,546, CANC. INT. CL. 7. 
1,154,936, CANC. INT. CL. 25. 

EMPIRE PLATING COMPANY, THE, CLEVELAND, OH: 
1,154,504, CANC. INT. CL, 6. 

ENCAP PRODUCTS COMPANY, MT. PROSPECT, IL: 
1,154,596, CANC. INT. CL. 7. 

ENCOR AMERICA, INC., LOS ALTOS, CA, DBA ENGI- 

NEERING NETWORK CORPORATION OF AMERICA: 
1,471,755, PUB. 10-13-1987. INT. CL. 42. 
ENERGY CONSULTANTS, FALLS CHURCH, VA: 
1,154,364, CANC. INT. CL. 1. 

ENGINEERING CORPORATION OF AMERICA, MONTE- 
REY, CA: 

1,471,618, PUB. 10-13-1987. INT. CL. 35. 

ENVIRONMENTAL PROTECTION PRODUCTS COMPA- 
NY, INC., CLEARWATER, FL: 

1,154,433, CANC. INT. CL. 3. 
EPSTEIN; GERALD W., FOREST PARK, IL, DBA JOHN 
M. SHAWVAN CO.: 
1,155,016, CANC. INT. CL. 31. 
EQUIPMENT SYSTEMS & DEVICES, INC., DRESHER, PA: 
1,471,325, PUB. 10-13-1987. INT. CL. 9. 
ERGO INSTRUMENTS, INC., GRANGER, IN: 
1,154,774, CANC. INT. CL. 10. 
ETABLISSEMENTS MARIUS MOREL, MOREZ DU JURA, 
FRANCE: 
1,471,255, PUB. 10-13-1987. INT. CL. 9. 
EVANS BIOCONTROL, INC., BROOMFIELD, CO: 
1,471,160, PUB. 10-6-1987. INT. CL. 5. 
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EVANS PRODUCTS COMPANY, PORTLAND, OR: 
1,155,066, CANC. INT. CL. 37. 
1,155,067, CANC. INT. CL. 37. 
EX-CELL-O CONTRACTOR TOOL AND EQUIPMENT 
CO., ROCKFORD, IL: 
1,471,195, PUB. 10-13-1987. INT. CL. 7. 
EXCELON PRODUCTS, INC., WOODLAND, WA: 
1,471,513, PUB. 10-13-1987. INT. CL. 28. 
FABBRICHE ITALIANE SETERIE E AFFINI-COMO-S.P.A. 
F.LS.A.C., MILANO, ITALY: 
1,471,402, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 18, 23, 24 AND 25. 
FAMILY LOOMPYA CORPORATION, SAN DIEGO, CA: 
1,471,549, PUB. 10-6-1987. MULTIPLE CLASS, INT. 
CLS. 30 AND 42. 
FARAH MANUFACTURING COMPANY, INC., EL PASO, 
TX: 
1,471,485, PUB. 10-13-1987. INT. CL. 25. 
FARR AND JOHNSON ASSOCIATES, INC., DALLAS, TX: 
1,155,105, CANC. INT. CL. 41. 
FARR COMPANY, EL SEGUNDO, CA: 
1,443,003, CANC. IIRN. RESTORED TO S.N. 611,388. 
FAULTLESS STARCH/BON AMI COMPANY, KANSAS 
CITY, MO: 
1,471,670, PUB. 10-13-1987. INT. CL. 37. 
FEDERAL BAKERS SUPPLY CORP., BUFFALO, NY: 
1,471,550, PUB. 10-13-1987. INT. CL. 30. 
FEDERATED DEPARTMENT STORES, INC., CINCIN- 
NATI, OH: 
1,471,773, PUB. 10-13-1987. INT. CL. 42. 
FEDERICO ERRANTE S.R.L., MILANO, ITALY: 
1,471,802, INT. CL. 18. 
- 1,471,803, INT. CL. 23. 
FELLERMAN BROS., INC., NEW YORK, NY: 
1,154,882, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 
FERNDALE LABORATORIES, INC., FERNDALE, MI: 
1,471,162, PUB. 10-13-1987. INT. CL. 5. 
FERRERO S.P.A., ALBA (PROVINCE OF CUNEO), ITALY: 
1,471,554, PUB. 10-13-1987. INT. CL. 30. 
FINANCIAL TECHNOLOGIES, INC., CHANTILLY, VA: 
1,471,613, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
FIRESTONE TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
1,154,969, CANC. INT. CL. 27. 
1,471,366, PUB. 10-13-1987. INT. CL. 12. 
1,471,665, PUB. 10-13-1987. INT. CL. 37. 
FIRST CHICAGO CORPORATION, CHICAGO, IL: 
1,155,058, CANC. INT. CL. 36. 
FIRST PENN-PACIFIC LIFE INSURANCE COMPANY, 
OAK BROOK, IL: 
1,471,656, PUB. 10-13-1987. INT. CL. 36. 
FIRST TAMPA SECURITIES, INC., TAMPA, FL: 
1,471,637, PUB. 10-13-1987. INT. CL. 36. 
FIRST WISCONSIN CORPORATION, MILWAUKEE, WI: 
1,471,813, INT. CL. 36. 
FISONS PLC, IPSWICH, ENGLAND: 
1,471,334, PUB. 10-13-1987. INT. CL. 10. 
FIUR ORGANIZATION, INC., THE, HIALEAH, FL: 
1,471,647, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 36, 37 AND 39. 
FIXTURES MANUFACTURING CORPORATION, 
KANSAS CITY, MO, DBA FIXTURES FURNITURE: 
1,471,421, PUB. 10-13-1987. INT. CL. 20. 
FLAIR DISPLAY SERVICE COMPANY INC., BRONX, NY: 
1,154,901, CANC. INT. CL. 20. 
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FLAMETECH MANUFACTURING INC., KITCHENER, 
ONTARIO, CANADA: 
1,471,349, PUB. 10-13-1987. INT. CL. 11. 
FLEXMARK INC., FREMONT, CA: 
1,471,250, PUB. 10-13-1987. INT. CL. 9. 
FLORIDA FEDERAL SAVINGS AND LOAN ASSOCIA- 
TION, ST. PETERSBURG, FL: 
1,471,639, PUB. 10-13-1987. INT. CL. 36. 
1,471,640, PUB. 10-13-1987. INT. CL. 36. 
FLORIDA TRACK CLUB, INC., GAINESVILLE, FL: 
1,471,701, PUB. 10-13-1987. INT. CL. 41. 
FLUTES INC., WASHINGTON, DC: 
1,471,776, PUB. 10-13-1987. INT. CL. 42. 
FLYNN ENTERPRISES, INC., HOPKINSVILLE, KY: 
1,471,467, PUB. 10-13-1987. INT. CL. 25. 
FLYNN-LAMARLP’, INC., SAN FRANCISCO, CA: 
1,471,443, PUB. 10-13-1987. INT. CL. 21. 
FOAM FABRICATORS, LTD., ST. LOUIS, MO: 
1,471,663, PUB. 10-13-1987. INT. CL. 37. 
FOLK ART FINISH, INC., SALT LAKE CITY, UT: 
1,471,762, PUB. 10-13-1987. INT. CL. 42. 
FOOD IMAGE PROJECTIONS, INC., GLENDORA, CA: 
1,471,532, PUB. 10-13-1987. INT. CL. 29. 
FORDYCE; JOSEPH T., SAN ANTONIO, TX: 
1,154,840, CANC. INT. CL. 14. 
FOREVER YOUNG C.C.. TRANSVAAL PROVINCE, 
SOUTH AFRICA: 
1,471,127, PUB. 10-13-1987. INT. CL. 3. 
FOUR WINNS, INC., CADILLAC, MI: 
1,471,376, PUB. 10-13-1987. INT. CL. 12. 
FOURTH SHIFT CORPORATION, EAGAN, MN: 
1,471,295, PUB. 10-13-1987. INT. CL. 9. 
FRAGRANCE DESIGN, PACIFIC PALISADES, CA: 
1,471,129, PUB. 10-13-1987. INT. CL. 3. 
1,471,130, PUB. 10-13-1987. INT. CL. 3. 
FRANCAISE DE SOINS ET PARFUMS, PARIS, FRANCE: 
1,471,124, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3, 5, 16, 24 AND 25. 
FRANCO ZICHE S.P.A., THIENE (VICENZA), ITALY: 
1,471,495, PUB. 10-13-1987. INT. CL. 25. 
FRANKLIN II, LTD., BEDMINESTER, NJ: 
1,471,551, PUB. 10-13-1987. INT. CL. 30. 
FRED MEYER, INC., PORTLAND, OR: 
1,471,305, PUB. 10-13-1987. INT. CL. 9. 
FREEDOM WEEKEND ALOFT, INC., GREENVILLE, SC: 
1,471,726, PUB. 10-13-1987. INT. CL. 41. 
FREEMAN CHEMICAL CORPORATION, PORT WASH- 
INGTON, WI: 
1,154,444, CANC. INT. CL. 4. 
FREEMAN; ALAN, WASHINGTON, DC, DBA EDUCA- 
TIONAL NEWS SERVICE: 
1,155,197, CANC. INT. CL. 41. 
FRENCH ACCENT, INC., THE, MINNEAPOLIS, MN: 
1,471,564, PUB. 10-13-1987. INT. CL. 30. 
FRENCH KISS INTERNATIONAL 
HARBOR, WA: 
1,471,480, PUB. 10-13-1987. INT. CL. 25. 
FRESHCO, INCORPORATED, SALINAS, CA: 
1,355,704, AM. INT. CL. 31. 
FRIEDLANDER, JOHN, NEW YORK, NY: 
1,471,491, PUB. 10-13-1987. INT. CL. 25. 
FRITZI OF CALIFORNIA MFG. CORPORATION, SAN 
FRANCISCO, CA: 
1,471,487, PUB. 10-13-1987. INT. CL. 25. 
FRUITCREST CORP., GARDEN CITY PARK, NY: 
1,155,193, CANC. INT. CL. 32. 
FULLER-JEFFREY BROADCASTING OF GREATER DES 
MOINES, ANKENY, IA, DBA KJJY(FM)-KMRY(AM): 
1,471,673, PUB. 10-13-1987. INT. CL. 38. 
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FUNDACION SANTA MARIA, MADRID, SPAIN: 
1,471,699, PUB. 10-13-1987. INT. CL. 41. 
FUNDS ADVISORY COMPANY, HOUSTON, TX: 
1,155,194, CANC. INT. CL. 36. 
1,155,195, CANC. INT. CL. 36. 
G & HLTD., WINE MERCHANTS, INC., NEW ORLEANS, 
LA, DBA FLAGONS: 
1,471,744, PUB. 10-13-1987. INT. CL. 42. 
G.O.A. LABORATORIES, INC., MELBOURNE, FL: 
1,471,134, PUB. 10-13-1987. INT. CL. 3. 
G.P.C. CORPORATION, DETROIT, MI, DBA GERMACK 
PISTACHIO CO.: 
1,123,762, CANC. INT. CL. 29. 
GAIST, PAUL ALAN, GAITHERSBURG, MD: 
1,455,129, CANC. IIRN. RESTORED TO S.N. 616,192. 
GARDEN WAY INCORPORATED, TROY, NY: 
1,471,208, PUB. 10-13-1987. INT. CL. 7. 
GARDISETTE INTERNATIONAL AG, LUCERNE, SWIT- 
ZERLAND: 
1,154,900, CANC. MULTIPLE CLASS, INT. CLS. 20, 24 
AND 27. 
GARFIELD WILLIAMSON, INC., JERSEY CITY, NJ: 
1,154,600, CANC. INT. CL. 7. 
GEBERIT AG, JONA, SWITZERLAND: 
1,416,518, CANC. INT. CL. 11. 
GENERAL ELECTRIC COMPANY, PLAINVILLE, CT: 
1,471,320, PUB. 10-13-1987. INT. CL. 9. 
1,471,321, PUB. 10-13-1987. INT. CL. 9. 
GENERAL MILLS RESTAURANT GROUP, INC., ORLAN- 
DO, FL: 
1,155,136, CANC. INT. CL. 42. 
GENERAL MILLS, INC., MINNEAPOLIS, MN: 
1,155,006, CANC. INT. CL. 30. 
GENERAL MOTORS CORPORATION, DETROIT, MI: 
1,471,329, PUB. 10-13-1987. INT. CL. 9. 
1,471,377, PUB. 10-13-1987. INT. CL. 12. 
1,471,518, PUB. 10-13-1987. INT. CL. 28. 
GENERAL TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
1,154,967, CANC. INT. CL. 27. 
GENESCC INC., NASHVILLE, TN: 
1,154,952, CANC. INT. CL. 25. 
1,154,953, CANC. INT. CL. 25. 
1,154,958, CANC. INT. CL. 25. 
GENESEE POLYMERS CORPORATION, FLINT, MI: 
1,471,103, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 1, 3 AND 4. 
GEORGE COUREY INC., TOWN OF MOUNT ROYAL, QUE- 
BEC, CANADA: 
1,471,161, PUB. 10-13-1987. INT. CL. 5. 
GEORGIA-PACIFIC CORPORATION, PORTLAND, OR: 
1,154,411, CANC. INT. CL. 3. 
GIDDINGS, GREGORY B., COSTA MESA, CA: 
1,471,519, PUB. 10-13-1987. INT. CL. 28. 
GILBERT PRODUCTS INCORPORATED, PONINTE-AUX- 
TREMBLES, MONTREAL, QUEBEC, CANADA: 
1,154,652, CANC. INT. CL. 9. 


GILLETTE COMPANY, THE, BOSTON, MA: 
1,154,607, CANC. INT. CL. 8. 
GISH BIOMEDICAL, INC., SANTA ANA, CA: 
1,471,344, PUB. 10-13-1987. INT. CL. 10. 
GOLD COAST DOGS, INC., CHICAGO, IL: 
1,471,566, PUB. 10-13-1987. INT. CL. 30. 
GOLD KIST INC., ATLANTA, GA: 
1,155,015, CANC. INT. CL. 31. 
GOLDMAN, SACHS & CO., NEW YORK, NY: 
1,471,636, PUB. 10-13-1987. INT. CL. 36. 
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GOMEZ & SANTURIO, CAPARRA HEIGHTS, PUERTO 
RICO: 
1,471,215, PUB. 10-13-1987. INT. CL. 8. 
GOOD LIFE PRODUCTIONS, INC., SCOTTSDALE, AZ: 
1,154,666, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
16. 
GOODYEAR TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
1,471,206, PUB. 10-13-1987. INT. CL. 7. 
GRAIN PROCESSING CORPORATION, MUSCATINE, IA: 
1,471,111, PUB. 10-13-1987. INT. CL. 1. 

GRAN PRIX BOSCHERTOWN SPEEDWAY, INC., ST. 
CHARLES, MO: 

1,471,711, PUB. 10-13-1987. INT. CL. 41. 

GRAPHIC AND OFFICE PRODUCTS, 
HOOK, CT: 

1,154,862, CANC. INT. CL. 16. 

GRAY, ELIZABETH C., GREENVILLE, SC, DBA NOT 
JUST HAMS...: 

1,471,746, PUB. 10-13-1987. INT. CL. 42. 

GREAT DIVIDE, INC., THE, FLINT, MI: 

1,471,463, PUB. 10-13-1987. INT. CL. 25. 
GREATER INTERNATIONAL FALLS CHAMBER OF 
COMMERCE, INTERNATIONAL FALLS, MN: 

1,471,707, PUB. 10-13-1987. INT. CL. 41. 

GREEN LIGHT COMPANY, SAN ANTONIO, TX: 
1,471,159, PUB. 10-13-1987. INT. CL. 5. 

GRIPSIZER COMPANY, INC., THE, PASADENA, MD: 
1,154,734, CANC. INT. CL. 9. 

GROUP THERAPY, LTD., CHICAGO, IL: 
1,155,109, CANC. INT. CL. 41. 

GROW GROUP, INC., ST. LOUIS, MO: 
1,154,369, CANC. INT. CL. 2. 

GUARD-NUT, INC., SONOMA, CA: 
1,471,423, PUB. 10-13-1987. INT. CL. 20. 

GULF CRANE SERVICES, INC., COVINGTON, LA: 
1,471,661, PUB. 10-13-1987. MULTIPLE CLASS, INT. 

CLS. 37 AND 41. 
GULF STATES PAPER CORPORATION, TUSCALOOSA, 
AL: 
1,154,869, CANC. INT. CL. 16. 
GYULAY, JOSEPH M., CONNEAUTVILLE, PA: 
1,471,143, PUB. 10-13-1987. INT. CL. 3. 
H. KRANTZ GMBH & CO., AACHEN, FED REP GERMA- 
NY: 
1,471,361, PUB. 10-13-1987. INT. CL. 11. 
HAGGAR APPAREL COMPANY, DALLAS, TX: 
1,471,451, PUB. 10-13-1987. INT. CL. 25. 

HALEBROOKE CORPORATION, HYANNIS, MA: 
1,155,106, CANC. INT. CL. 41. 

HALL INDUSTRIES, INC., NORTH CHICAGO, IL: 
1,154,833, CANC. INT. CL. 12. 

HALO RECORDS AND PRODUCTIONS, CHICAGO, IL: 
1,471,710, PUB. 10-13-1987. INT. CL. 41. 

HAMAD’S ENTERPRISES, INC., POMONA, CA: 
1,471,515, PUB. 6-9-1987. INT. CL. 28. 

HAMMACHER, SCHLEMMER & CO. INC., NEW YORK, 
NY FROM HAMMACHER, SCHLEMMER INSTITUTE, 
CHICAGO, IL: 

1,471,727, PUB. 10-13-1987. INT. CL. 42. 

HAMMACHER, SCHLEMMER INSTITUTE: See— 
HAMMACHER, SCHLEMMER & CO. INC.. 

HANDY ANDY SPECIALTY CO., INC., NEW YORK, NY: 

1,154,865, CANC. MULTIPLE CLASS, INT. CLS. 16, 20 
AND 21. 
HARADA INDUSTRY OF AMERICA INC., CARSON, CA: 
1,154,691, CANC. INT. CL. 9. 
HARCOURT BRACE JOVANOVICH, INC., ORLANDO, FL: 
1,471,798, INT. CL. 16. 
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HARDING CARPETS LIMITED, TORONTO, ONTARIO, 
CANADA: 

1,154,970, CANC. INT. CL. 27. 

HARIBO GMBH & CO. KG, BONN, FED REP GERMANY: 
1,471,562, PUB. 10-13-1987. INT. CL. 30. 

HARLEY-DAVIDSON, INC., MILWAUKEE, WI: 
1,471,644, PUB. 10-13-1987. INT. CL. 36. 

HARPER HALE CORP., NEW YORK, NY: 
1,471,486, PUB. 10-13-1987. INT. CL. 25. 

HARRY’S CLOTHING, INC., MAUMEE, OH: 
1,471,499, PUB. 10-13-1987. INT. CL. 25. 

HART SKI MFG. CO., INC., ST. PAUL, MN: 
1,154,982, CANC. INT. CL. 28. 

HARTMANN DRUCKFARBEN GMBH, FRANKFURT/M 
60, FED REP GERMANY: 

1,471,112, PUB. 10-13-1987. INT. CL. 2. 

HARTON, KAY T., NEW BERN, NC: 

1,471,607, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35, 39 AND 42. 
HATU S.P.A., BOLOGNA, ITALY: 
1,154,820, CANC. INT. CL. 12. 

HAWKEYE-SECURITY INSURANCE COMPANY, DES 
MOINES, IA, DBA UNITED SECURITY INSURANCE 
COMPANY AND DBA WESTERN STATES INSURANCE 
COMPANY: 

1,471,646, PUB. 10-13-1987. INT. CL. 36. 

HEARTLAND CAFE, INC., CHICAGO, IL: 

1,154,867, CANC. INT. CL. 16. 
HEARTLAND INN, INC., WATERLOO, IA: 
1,471,736, PUB. 10-13-1987. INT. CL. 42. 

HEARX LTD., TEANECK, NJ: 

1,471,748, PUB. 10-13-1987. INT. CL. 42. 

HELENA RUBINSTEIN, INC., NEW YORK, NY: 

1,154,389, CANC. INT. CL. 3. 
HERB ROORDA SALES & SERVICE, INC., SAVAGE, MN: 
1,471,209, PUB. 10-13-1987. INT. CL. 7. 

HIGHLANDS WHITE LIGHT-NIN’, INC., HIGHLANDS, 
NC: 

1,155,025, CANC. INT. CL. 32. 

HIJOS DE YBARRA, S.A., DOS HERMANAS, SEVILLA, 
SPAIN: 

1,471,521, PUB. 10-13-1987. INT. CL. 29. 

HILTON HOTELS CORPORATION, BEVERLY HILLS, 
CA: 

1,155,104, CANC. INT. CL. 41. 
HOBBS, JR.; HENRY J., SPRINGFIELD, VA: 
1,155,117, CANC. INT. CL. 42. 

HOFER, KURT, WIEN, AUSTRIA: 

1,471,583, PUB. 10-13-1987. INT. CL. 32. 
HOFFMANN-LA ROCHE INC., NUTLEY, NJ: 
1,154,767, CANC. INT. CL. 10. 

HOME SHOPPING NETWORK, INC., CLEARWATER, FL: 
1,471,777, PUB. 10-13-1987. INT. CL. 42. 
1,471,786, PUB. 10-13-1987. INT. CL. 42. 

HORIZON HEALTH SYSTEMS, OAK PARK, MI: 

1,471,666, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
HORIZONS RESEARCH LABORATORIES, INC., FORT 
LAUDERDALE, FL: 
1,471,341, PUB. 10-13-1987. INT. CL. 10. 
HOSPITAL COMMUNICATIONS, INC., WESTFIELD, NJ: 
1,471,664, PUB. 10-13-1987. INT. CL. 37. 

HOUSEHOLD MANUFACTURING INC., PROSPECT 
HEIGHTS, IL, WALLACE-MURRAY CORPORATION, 
NEW YORK, NY: 

821,876. REN. 1-5-1988. U.S. CL. 13 (INT. CL. 11). 

HOUSTON CUTTING TOOLS, INC., HOUSTON, TX: 

1,471,201, PUB. 10-13-1987. INT. CL. 7. 
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HRL ASSOCIATES, INC. (VA. CORP.), VIENNA, VA: 
1,471,300, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 

HUBBELLITE INTERNATIONAL, INC., ALLISON PARK, 
PA: 

1,471,415, PUB. 10-13-1987. INT. CL. 19. 

HUCK; TERRY, PROTECTION, KS, DBA BAR-SIX MANU- 
FACTURING: 

1,154,565, CANC. INT. CL. 7. 
HUGHES AIRCRAFT COMPANY, LOS ANGELES, CA: 
1,471,265, PUB. 10-13-1987. INT. CL. 9. 
HUNTER PUBLISHING COMPANY, INC., DES PLAINES, 
i: 
1,471,801, INT. CL. 16. 
I. SEKINE COMPANY, INC., NEW YORK, NY: 
1,471,425, PUB. 10-13-1987. INT. CL. 21. 
I/O PRODUCTIONS, INC., LOS ANGELES, CA: 
1,471,226, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 41. 

IBENA INCORPORATED, SPARTANBURG, SC: 
1,154,926, CANC. INT. CL. 24. 

IDEATION UNLIMITED, INC., NEW YORK, NY: 
1,154,417, CANC. INT. CL. 3. 
1,154,418, CANC. INT. CL. 3. 

IDENTICATOR CORPORATION, SAN BRUNO, CA: 
1,471,391, PUB. 10-13-1987. INT. CL. 16. 

ILLINOIS TOOL WORKS INC., CHICAGO, IL: 
1,154,754, CANC, INT. CL. 9. 

IMPERIAL CHEMICAL INDUSTRIES PLC, MILLBANK, 
LONDON, ENGLAND: 

1,471,099, PUB. 10-13-1987. INT. CL. 1. 

IMPERIAL GROUP LIMITED, BEDMINSTER, BRISTOL, 
ENGLAND, AKA W.D. & H.O. WILLS: 

1,155,030, CANC. INT. CL. 34. 

IMPEX OVERSEAS CORPORATION, NEW YORK, NY: 
1,471,688, PUB. 10-13-1987. INT. CL. 39. 

INAMPROEX INTERNATIONAL, INC., NEW YORK, NY: 
1,155,182, CANC. INT. CL. 18. 

INDEPENDENT CONTRACTORS ASSOCIATION, 
DOWNERS GROVE, IL: 

1,471,788, PUB. 10-13-1987. U.S. CL. 200. 

INDIANAPOLIS MOTOR SPEEDWAY CORPORATION, 
SPEEDWAY, IN: 

1,471,725, PUB. 10-13-1987. INT. CL. 41. 

INDUSTRIA POLITECNICA MERIDIONALE  SP.A., 
ARZANO-NAPLES, ITALY: 

1,471,241, PUB. 10-13-1987. INT. CL. 9. 

INFLUENCE-POK S.A., PARIS, FRANCE: 

1,438,841, CANC. IIRN. RESTORED TO S.N. 575,203. 

INRYCO, INC., MELROSE PARK, IL: 

1,154,519, CANC. INT. CL. 6. 
INSIGHT OUTFIT, INC., NEW YORK, NY: 
1,471,502, PUB. 10-13-1987. INT. CL. 25. 

INSIGNIA SOLUTIONS LIMITED, HIGH WYCOMBE, 

BUCKINGHAMPSHIRE, ENGLAND: 
1,471,291, PUB. 10-13-1987. INT. CL. 9. 

INSTITUTE OF COSMETIC DENTISTRY FRANCHISE, 
INC., TAMPA, FL: 

1,471,780, PUB. 10-13-1987. INT. CL. 42. 

INTERCRAFT INDUSTRIES CORPORATION, CHICAGO, 
IL: 

1,154,856, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 20. 
INTERFINA CORP., GREAT NECK, NY: 
1,154,434, CANC. INT. CL. 3. 

INTERNATIONAL BUSINESS-GOVERNMENT COUNSEL- 

LORS, INC., WASHINGTON, DC: 
1,155,171, CANC. INT. CL. 16. 

INTERNATIONAL CHEMICAL & NUCLEAR CORPORA- 
TION, CITY OF INDUSTRY, CA TO ICN PHARMACEU- 
TICALS, INC., IRVINE, CA: 

886,577, CANC. U.S. CL. 6. 


INC., 


OFFICIAL GAZETTE 


JANUARY 5, 1988 


INTERNATIONAL IMAGE TREND CORP., LOS ANGE- 
LES, CA: 

1,471,469, PUB. 10-13-1987. INT. CL. 25. 

INTERNATIONAL NEWS KEYUS, INC., LOS GATOS, CA: 

1,150,415, CANC. INT. CL. 16. 
INTERNATIONAL PLAYTEX, INC., NEW YORK, NY: 
1,154,939, CANC. INT. CL. 25. 

INTERNATIONAL TELEPHONE AND TELEGRAPH 

CORPORATION, NEW YORK, NY: 
1,154,587, CANC. INT. CL. 7. 

INTERNATIONAL TRAVEL SERVICES OF BROWARD, 
INC., FT. LAUDERDALE, FL: 

1,471,691, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 

INTERNATIONAL VOLLEYBALL 
SANTA BARBARA, CA: 

1,155,099, CANC. MULTIPLE CLASS, INT. CLS. 41 
AND 42. 

INTERSWEET, INC., SKOKIE, IL: 
1,471,548, PUB. 10-13-1987. INT. CL. 30. 

IPA INFORMATION SYSTEMS, INC., LOS ANGELES, CA: 
1,471,286, PUB. 10-13-1987. INT. CL. 9. 

IRWIN MAGNETIC SYSTEMS, INC., ANN ARBOR, MI: 
1,471,248, PUB. 10-13-1987. INT. CL. 9. 

ISC WINES OF CALIFORNIA, INC., SAN FRANCISCO, 
CA: 

1,471,597, PUB. 10-13-1987. INT. CL. 33. 

ITO PACKING CO., INC., REEDLEY, CA: 

1,471,575, PUB. 10-13-1987. INT. CL. 31. 

IWCC TRAINING IN WRITING, LTD., CALGARY, AL- 

BERTA, CANADA: 
1,471,700, PUB. 10-13-1987. INT. CL. 41. 

J & G PRODUCTS COMPANY, INC., BALTIMORE, MD: 
1,154,381, CANC. INT. CL. 3. 

J. B. MARTIN COMPANY, NEW YORK, NY: 
1,155,185, CANC. INT. CL. 24. 

J. C. PENNEY COMPANY, INC., NEW YORK, NY: 
1,154,832, CANC. INT. CL. 12. 

J. J. DILL COMPANY, KALAMAZOO, MI: 
1,154,663, CANC. INT. CL. 9. 

J. P. STEVENS & CO., INC., NEW YORK, NY: 
1,154,927, CANC. INT. CL. 24. 

1,154,928, CANC. INT. CL. 24. 

J.C. PENNEY COMPANY, INC., NEW YORK, NY: 
1,471,497, PUB. 10-13-1987. INT. CL. 25. 
1,471,498, PUB. 10-13-1987. INT. CL. 25. 

JAY L. ANGEL, INC., TOLEDO, OH: 

1,155,070, CANC. INT. CL. 37. 

JEEP CORPORATION, SOUTHFIELD, MI: 
1,154,817, CANC. INT. CL. 11. 

JEFFREY CHAIN CORPORATION, MORRISTOWN, TN, 
JEFFREY GALION MANUFACTURING COMPANY, CO- 
LUMBUS, OH: 

832,876. REN. 1-5-1988. U.S. CL. 23 (INT. CL. 7). 

JEWEL BOX STORES CORPORATION, GREENSBORO, 

NC: 
1,154,837, CANC. INT. CL. 14. 
1,154,839, CANC. INT. CL. 14. 

JOB LOT TRADING CO., INC., MILWAUKEE, WI: 
1,471,779, PUB. 10-13-1987. INT. CL. 42. 

JOHN ROBERT POWERS, INC., NEW YORK, NY: 
1,154,390, CANC. INT. CL. 3. 

JOHN ROYLE & SONS, PATERSON, NJ: 

1,155,161, CANC. INT. CL. 7. 

JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 

1,471,173, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
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1,471,174, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
1,471,431, PUB. 10-13-1987. INT. CL. 21. 
JOHNSON PUBLISHING COMPANY, INC., CHICAGO, IL: 
1,471,142, PUB. 10-13-1987. INT. CL. 3. 
JOINTINE PRODUCTS COMPANY LIMITED, BASING- 
STOKE, HAMPSHIRE, ENGLAND: 
887,889, CANC. U.S. CL. 35. 
JONAS WOODHEAD LIMITED, LEEDS, ENGLAND: 
1,154,822, CANC. INT. CL. 12. 
JONES & LAUGHLIN STEEL CORPORATION, PITTS- 
BURGH, PA: 
1,154,523, CANC. INT. CL. 6. 
1,154,524, CANC. INT. CL. 6. 
JONES & SCULLY, MIAMI, FL: 
1,471,580, PUB. 10-13-1987. INT. CL. 31. 
JONES, REESE M., BERKELEY, CA, DBA FARALLON 
COMPUTING: 
1,471,238, PUB. 10-13-1987. INT. CL. 9. 
JONLIN HYDRAULICS AND PNEUMATICS PTY. LTD.: 
See— 
AUSTOFT INDUSTRIES LIMITED. 
KABANA, INC., ALBUQUERQUE, NM: 
1,154,836, CANC. INT. CL. 14. 
KABUSHIKA KAISHA FUJIYA, TOKYO,. JAPAN, DBA 
FUJIYA CONFECTIONERY CO., LTD.: 
1,471,561, PUB. 10-13-1987. INT. CL. 30. 
KABUSHIKI KAISHA KIBUN, TOKYO, JAPAN, T/A 
KIBUN CO., LTD.: 
1,471,546, PUB. 10-13-1987. INT. CL. 30. 
KAHN, GENE, ROCKPORT, WA: 
1,471,543, PUB. 10-13-1987. INT. CL. 29. 
KAMPSAX INTERNATIONAL A/S, COPENHAGEN V, 
DENMARK: 
1,155,063, CANC. MULTIPLE CLASS, INT. CLS. 37, 41 
AND 42. 
KARMAN, INC., DENVER, CO: 
1,154,951, CANC. INT. CL. 25. 
KATAHN ASSOCIATES, INC., NASHVILLE, TN: 
1,471,306, PUB. 10-13-1987. INT. CL. 9. © 
KAYSER LURE CORPORATION, URSA, IL: 
1,471,516, PUB. 10-13-1987. INT. CL. 28. 
KB DENVER, INC., FREDERICK, CO: 
1,471,224, PUB. 10-13-1987. INT. CL. 9. 
KELLER DENTAL LABORATORY, INC., ST. LOUIS, MO: 
1,154,919, CANC. INT. CL. 21. 
KELLOGG COMPANY, BATTLE CREEK, MI: 
1,471,569, PUB. 10-13-1987. INT. CL. 30. 
KIMBERLY-CLARK CORPORATION, NEENAH, WI: 
1,154,490, CANC. INT. CL. 5. 
1,154,785, CANC. INT. CL. 10. 
KING B JERKY, INC., IDAHO FALLS, ID, DBA HIGH 
SIERRA CO.: 
1,471,524, PUB. 10-13-1987. INT. CL. 29. 
KINGMAN INDUSTRIES, INC., ANAHEIM, CA: 
1,471,565, PUB. 10-13-1987. INT. CL. 30. 
KINGS COURT OF EDINA, INC., EDINA, MN: 
1,155,096, CANC. INT. CL. 41. 
KINGS ENTERTAINMENT COMPANY, CHARLOTTE, 
NC: 
1,471,213, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 8 AND 21. 
KINGSDOWN INCORPORATED, MEBANE, NC: 
1,154,911, CANC. INT. CL. 20. 
KINNEY SHOE CORPORATION, NEW YORK, NY: 
1,471,492, PUB. 10-13-1987. INT. CL. 25. 
KIRIBAI CHEMICAL INDUSTRY CO., 
DOGAWA-KU, OSAKA, JAPAN: 
1,471,101, PUB. 10-13-1987. INT. CL. 1. 
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KISTLER-MORSE CORPORATION, REDMOND, WA: 
1,471,792, INT. CL. 9. 
KITTEN & BEAR CHEMICALS, INC., ST. LOUIS, MO: 
1,154,460, CANC. INT. CL. 5. 
KLEIN; MARGARET N., HADLEY, MA, DBA HAMP- 
SHIRE STABLES: 
1,154,366, CANC. INT. CL. 2. 
KLEIN, PAUL E.: See— 
MODCOM, INC.. 
KNESS MFG. CO., INC., ALBIA, IA: 
1,471,439, PUB. 10-13-1987. INT. CL. 21. 
1,471,440, PUB. 10-13-1987. INT. CL. 21. 
1,471,441, PUB. 10-13-1987. INT. CL. 21. 
KNUDSEN & SONS, INC., CHICO, CA: 
1,471,587, PUB. 10-13-1987. INT. CL. 32. 
KOMAREK, JAY, LANGHORNE, PA, DBA ALPHA SUC- 
CESS SEMINARS: 
1,471,713, PUB. 10-13-1987. INT. CL. 41. 
KONINKLIJKE EMBALLAGE INDUSTRIE VAN LEER 
B.V., AMSTELVEEN, NETHERLANDS: 
1,471,416, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 20 AND 21. 
KOSSER, ROLAND, LOS ANGELES, CA: 
1,471,758, PUB. 10-13-1987. INT. CL. 42. 
KRAFT, INC., GLENVIEW, IL: 
1,471,533, PUB. 10-13-1987. 
CLS. 29 AND 30. 
KUCERA, RONALD J., GLENDALE, CA AND SAR- 
TUCHE, JOHN, GLENDALE, CA: 
1,471,427, PUB. 10-13-1987. INT. CL. 21. 
KUZMA; THOMAS, UNION LAKE, MI: 
1,154,796, CANC. INT. CL. 11. 
KWIK-KOPY CORPORATION, CYPRESS, TX: 
1,471,442, PUB. 10-13-1987. INT. CL. 21. 
L.J. MINOR CORP., CLEVELAND, OH: 
1,471,531, PUB. 10-13-1987. INT. CL. 29. 
1,471,553, PUB. 10-13-1987. INT. CL. 30. 
L.P.A. PLASTICS LTD., MANSONVILLE, QUEBEC, 
CANADA: 
1,154,823, CANC. INT. CL. 12. 
L.R. NELSON CORPORATION, PEORIA, IL: 
1,471,230, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9, 11 AND 21. 
L’ELEGANZA SHOE CO., BAYSIDE, NY: 
1,471,472, PUB. 10-13-1987. INT. CL: 25. 
LAB-LINE INSTRUMENTS, INC., MELROSE PARK, IL: 
1,471,332, PUB. 10-13-1987. INT. CL. 9. 
1,471,333, PUB. 10-13-1987. INT. CL. 9. 
LACOSTE ALLIGATOR S.A., 1700 FRIBOUG, SWITZER- 
LAND, FERGUSON WATERPROOF CO., ST LOUIS, MO: 
75,365, 12(C) PUB. 1-5-1988. U.S. CL. 39. 
LAKE SHORE PRODUCTS INC., CLEVELAND, OH: 
1,154,831, CANC. INT. CL. 12. 
LAKELAND-VET, INC., EDEN PRAIRIE, MN, DBA 
UNITED VET EQUINE: 
1,471,158, PUB. 10-13-1987. INT. CL. 5. 
LANCET LIMITED, THE, ADELPHI, LONDON, 
LAND: 
1,471,389, PUB. 10-13-1987. INT. CL. 16. 
LANCRESS COMPANY, THE, HOUSTON, TX: 
1,154,624, CANC. INT. CL. 9. 
LANDMARK ENTERTAINMENT GROUP, LOS ANGE- 
LES, CA: 
1,471,280, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9, 16, 25 AND 28. 
1,471,281, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9, 16, 25 AND 28. 


MULTIPLE CLASS, INT. 
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1,471,282, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9, 16, 25 AND 28. 
LANDMARK INDUSTRIES, NORFOLK, VA: 
1,471,113, PUB. 10-13-1987. INT. CL. 2. 
LANE WALKER RUDKIN, LIMITED, CHRISTCHURCH, 
NEW ZEALAND: 
1,154,947, CANC. INT. CL. 25. 
LAROSSA SHOE, INC., SOUTH WEYMOUTH, MA: 
1,471,662, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
LAW BULLETIN PUBLISHING COMPANY, CHICAGO, 
IL: 
1,471,775, PUB. 10-13-1987. INT. CL. 42. 
LE FRUIT CHATEAU, INC., NORTH QUINCY, MA: 
1,471,526, PUB. 10-13-1987. INT. CL. 29. 
1,471,737, PUB. 10-13-1987. INT. CL. 42. 
LE PEEP RESTAURANTS, INC., DENVER, CO: 
1,471,542, PUB. 10-13-1987. INT. CL. 29. 
LEADER NURSING CENTERS, INC., KING OF PRUSSIA, 
PA: 
1,155,140, CANC. INT. CL. 42. 
LEAR SIEGLER, INC., SANTA MONICA, CA: 
1,154,682, CANC. INT. CL. 9. 
1,471,414, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 19 AND 21. 

LEE WILLIAMS ENTERPRISES, INC., MINNEAPOLIS, 
MN: 

1,471,632, PUB. 10-13-1987. INT. CL. 35. 

LEKTRO-GRAPH, INC., SLIDELL, LA: 

1,154,755, CANC. INT. CL. 9. 
LENOX, INCORPORATED, LAWRENCEVILLE, NJ: 
1,471,133, PUB. 10-13-1987. INT. CL. 3. 

LEONARD SILVER MFG. COMPANY, INC., BOSTON, 
MA: 

1,155,147, CANC. MULTIPLE CLASS, INT. CLS. 8, 14, 
21 AND 28. 

LES FILS D’AUGUSTE MAILLEFER SOCIETE ANON- 
YME A BALLAIGUES, CANTON OF VAUD, SWITZER- 
LAND: 

1,471,426, PUB. 10-13-1987. INT. CL. 21. 

LETSINGER PRODUCE, INC., ZELLWOOD, FL: 

1,471,576, PUB. 10-13-1987. INT. CL. 31. 

LEVITZ FURNITURE CORPORATION, BOCA RATON, 
FL: 

1,471,422, PUB. 5-12-1987. INT. CL. 20. 

LEWIS, WILLIAM, NEW YORK, NY: 

1,471,631, PUB. 10-13-1987. INT. CL. 35. 

LIFE ASSURANCE VITAMIN CORPORATION, BENSA- 
,LEM, PA: 

1,471,167, PUB. 10-13-1987. INT. CL. 5. 

LILLIE RUBIN AFFILIATES, INC., MIAMI, FL: 

1,447,612, CANC. IIRN. RESTORED TO S.N. 604,930. 

LINGUISYSTEMS, INC., MOLINE, IL: 

1,471,263, PUB. 6-2-1987. INT. CL. 9. 
LINWOOD MANUFACTURING COMPANY DBA MAN- 
NINGTON WOOD FLOORS: See— 
MANNINGTON WOOD FLOORS COMPANY. 
LIVE MESSAGE AMERICA, INC., AUDUBON, NJ: 
1,471,619, PUB. 10-13-1987. INT. CL. 35. 
LOCTITE CORPORATION, NEWINGTON, CT: 
1,154,362, CANC. INT. CL. 1. 
LOGAN MANUFACTURING COMPANY, LOGAN, UT: 
1,431,720, CANC. INT. CL. 7. 
LOGICAL BUSINESS SYSTEMS, SUNNYVALE, CA: 
1,471,223, PUB. 10-13-1987. INT. CL. 9. 
LOGSDON; JERRY, MAYFIELD, KY, DBA KLEN-PRO: 
1,155,065, CANC. INT. CL. 37. 

LONG JOHN INTERNATIONAL LIMITED, WESTMIN- 
STER, LONDON, S.W., ENGLAND, D. JOHNSTON & 
COMPANY (LAPHROAIG) LIMITED, PORT ELLEN, 
ISLE OF ISLAY, SCOTLAND: 

828,661. REN. 1-5-1988. U.S. CL. 49 (INT. CL. 33). 
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LOOK MODEL AGENCY CORP., SAN FRANCISCO, CA: 
1,471,615, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35 AND 41. 
LORD & LORD WINES & SPIRITS LTD., INC., FT. LAU- 
DERDALE, FL: 
1,471,591, PUB. 10-13-1987. INT. CL. 33. 
LOTUS-DUVET COMPANY, THE, EAST BURKE, VT: 
1,154,915, CANC, MULTIPLE CLASS, INT. CLS. 20, 24 
AND 25. 


LOVABLE COMPANY, THE, NORCROSS, GA: 
1,155,188, CANC. INT. CL. 25. 
LURGI GMBH, FRANKFURT AM MAIN, FED REP GER- 
MANY: 
1,471,259, PUB. 10-13-1987. INT. CL. 9. 


M & CO. A DESIGN GROUP, INC., NEW YORK, NY: 
1,471,381, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 14 AND 16. 


M. JOHNSON CO., SAN FRANCISCO, CA: 
1,155,000, CANC. INT. CL. 30. 
et BROADCASTING CORPORATION, CARSON CITY, 
1,471,682, PUB. 10-13-1987. INT. CL. 38. 
MACHINEFABRIEK D. BARTH & ZN. B.V., 'S-GRAVEN- 
DEEL, NETHERLANDS: 
1,154,528, CANC. INT. CL. 7. 


MADELEINE MONO, LTD., GREAT NECK, NY: 
1,154,396, CANC. INT. CL. 3. 

MAHALO MICRO.SYSTEMS, LIMITED, WAIKIKI, HONO- 
LULU, HI: 

1,154,698, CANC. INT. CL. 9. 

MAMMOGRAPHY MEDICAL CENTERS, INC., CORAL 
SPRINGS, FL: 

1,471,336, PUB. 10-13-1987. INT. CL. 10. 

MANAGEMENT HORIZONS RETAIL DATA SYSTEMS 
LIMITED, LONDON, ONTARIO, CANADA: 

1,471,228, PUB. 10-13-1987. INT. CL. 9. 

MANGAROCA INTERNATIONAL AG, SCHAAN, LIECH- 

TENSTEIN: , 
1,471,589, PUB. 10-13-1987. INT. CL. 33. 
MANNINGTON MILLS, INC., SALEM, NJ: 
1,471,509, PUB. 10-13-1987. INT. CL. 27. 

MANNINGTON WOOD FLOORS COMPANY, LINWOOD, 
NC FROM LINWOOD MANUFACTURING COMPANY, 
LINWOOD, NC, DBA MANNINGTON WOOD FLOORS: 

1,471,410, PUB. 9-29-1987. INT. CL. 19. 


MANUFACTURERS HANOVER CORP., NEW YORK, NY: 
1,471,659, PUB. 10-13-1987. INT. CL. 36. 
MANUFACTURERS NATIONAL CORPORATION, DE- 
TROIT, MI: : 
1,471,660, PUB. 10-13-1987. INT. CL. 36. 
MARLENN CORPORATION, BALTIMORE, MD: 
1,471,164, PUB, 10-6-1987. INT. CL. 5. 
MARLENN CORPORATION, BALTIMORE, MD, DBA NA- 
TIONWIDE/MARLENN: 
1,471,165, PUB, 10-13-1987. INT. CL. 5. 
MARLENN CORPORATION, BALTIMORE, MD: 
1,471,169, PUB. 10-13-1987. INT. CL. 5. 
1,471,170, PUB. 10-13-1987. INT. CL. 5. 
MARMON COMPANY, CHICAGO, IL: 
1,154,851, CANC. INT. CL. 15. 
MASCHINENFABRIK AUGSBURG-NURNBERG AKTIEN- 
GESELLSCHAFT, MUNICH 50, FED REP GERMANY: 
1,154,539, CANC. INT. CL. 7. 
MASCO CORPORATION OF INDIANA, CUMBERLAND, 
IN: 
1,154,742, CANC. INT. CL. 9. 
MATH CORPORATION, RIPON, WI: 
1,471,296, PUB. 10-13-1987. INT. CL. 9. 
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MATRIX CORPORATION, ORANGEBURG, NY: 
1,471,343, PUB. 10-13-1987. INT. CL. 10. 
1,471,345, PUB. 10-13-1987. INT. CL. 10. 
MATTEC CORPORATION, CINCINNATI, OH: 
1,471,317, PUB. 10-13-1987. INT. CL. 9. 
MATTSON INSTRUMENTS, INC., MADISON, WI: 
1,471,298, PUB. 10-13-1987. INT. CL. 9. 
MAXIMUM SAVINGS BANK, FSB, CHEVY CHASE, MD: 
1,471,650, PUB. 10-13-1987. INT. CL. 36. 
MAYFIELD SADDLERY, LTD., BALTIMORE, MD: 
1,154,883, CANC. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 
MCFADDEN SALES, INC., MISSION, KS: 
1,155,010, CANC. INT. CL. 31. 
MCGEAN-ROHCO, INC., CLEVELAND, OH: 
1,471,098, PUB. 10-13-1987. INT. CL. 1. 
MCGRAW-HILL, INC., NEW YORK, NY: 
1,155,168, CANC. INT. CL. 16. 
1,471,794, INT. CL. 16. 
MCILHENNY COMPANY, AVERY ISLAND, LA: 
1,471,471, PUB. 10-13-1987. INT. CL. 25. 
MEAD JOHNSON & COMPANY, EVANSVILLE, IN TO 
MEAD JOHNSON & COMPANY, EVANSVILLE, IN: 
866,504, CANC. U.S. CL. 46. 
MEAD JOHNSON & COMPANY, EVANSVILLE, IN: 
1,154,461, CANC. INT. CL. 5. 
MEDLINE INDUSTRIES, INC., NORTHBROOK, IL: 
1,154,769, CANC. INT. CL. 10. 
MEHARY ENTERPRISES, INC., PHILADELPHIA, PA: 
1,155,124, CANC. INT. CL. 42. 
MELVILLE CORPORATION, HARRISON, NY: 
1,471,474, PUB. 10-13-1987. INT. CL. 25. 
MEMORY LANE PRODUCTIONS, NEWPORT BEACH, 
CA: 
1,471,270, PUB. 10-13-1987. INT. CL. 9. 
MEMPHIS SOCCER CLUB, INC., MEMPHIS, TN: 
1,155,102, CANC. INT. CL. 41. 
MENNEN COMPANY, THE, MORRISTOWN, NJ: 
1,154,416, CANC. INT. CL. 3. 
1,154,422, CANC. INT. CL. 3. 
MERINO, MANUEL SAEZ, TROYA, VALENCIA, SPAIN: 
1,471,493, PUB. 10-13-1987. INT. CL. 25. 
MERLE NORMAN COSMETICS, INC., LOS ANGELES, 
CA: 
1,155,155, CANC. INT. CL. 3. 
1,155,156, CANC. INT. CL. 3. 
1,155,157, CANC. INT. CL. 3. 
MESSIER-HISPANO-BUGATTI, 
FRANCE: 
1,154,630, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
12. 
MEYER, ROBERT L., KING CITY, CA: 
1,471,578, PUB. 10-13-1987. INT. CL. 31. 
MIDWEST PRODUCTS AND ENGINEERING, INC., MIL- 
WAUKEE, WI: 
1,471,375, PUB. 10-13-1987. INT. CL. 12. 
MIKE NICHOLES, INC., GRESHAM, OR: 
1,471,316, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
MILES LABORATORIES, INC., ELKHART, IN: 
1,154,405, CANC. INT. CL. 3. 
MILL-MAX MANUFACTURING CORP., OYSTER BAY, 
NY: 
1,471,218, PUB. 10-13-1987. INT. CL. 9. 
MILLER; JOHN H., CHANDLER, AZ: 
1,154,686, CANC. INT. CL. 9. 
MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, SAINT PAUL, MN, AKA 3M: 
1,471,312, PUB. 10-13-1987. INT. CL. 9. 
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MINNESOTA MUTUAL LIFE INSURANCE CO., ST. 
PAUL, MN: 
1,471,638, PUB. 10-13-1987. INT. CL. 36. 
MISSION MOUNTAIN WINERY, INC., MISSOULA, MT: 
1,471,596, PUB. 10-13-1987. INT. CL. 33. 


MITO CORPORATION, ELKHART, IN: 
1,471,302, PUB. 10-13-1987. INT. CL. 9. 
MODCOM, INC., CANBY, OR FROM KLEIN, PAUL E., 
LAKE OSWEGO, OR: 
1,471,337, PUB. 10-13-1987. INT. CL. 10. 
MODINE MANUFACTURING COMPANY, RACINE, WI: 
1,471,356, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 11 AND 12. 
1,471,357, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 11 AND 12. 


MONARCH FEED MILLS, INC., DEXTER, MO: 
1,471,570, PUB. 10-13-1987. INT. CL. 31. 
MONDICH, JAMES, MISHAWAKA, IN, DBA MONDICH 
CONVERSIONS: 
1,471,373, PUB. 10-13-1987. INT. CL. 12. 
MONROE FLUID TECHNOLOGY, INC., HILTON, NY, 
MONROE CHEMICAL CO., INC., HILTON, NY: 
828,742. REN. 1-5-1988. U.S. CL. 15 (INT. CL. 4). 


MONSANTO COMPANY, ST. LOUIS, MO: 
1,471,504, PUB. 10-13-1987. INT. CL. 25. 
1,471,505, PUB. 10-13-1987. INT. CL. 25. 
1,471,506, PUB. 10-13-1987. INT. CL. 25. 


MOOG INC., EAST AURORA, NY: 
1,154,729, CANC. INT. CL. 9. 
MOORE DIVERSIFIED PRODUCTS, INC., LEXINGTON, 
KY:. 
1,471,412, PUB. 10-13-1987. INT. CL. 19. 
MOSIMANN; DAVID, BIENNE, SWITZERLAND, DBA 
BIEN-AIR, D. MOSIMANN: 
1,154,465, CANC. INT. CL. 5. 
MOSTEK CORPORATION, CARROLLTON, TX: 
1,154,628, CANC. INT. CL. 9. 


MR. SIGN FRANCHISING CORP., BOHEMIA, NY: 
1,471,627, PUB. 10-13-1987. INT. CL. 35. 
1,471,774, PUB. 10-13-1987. INT. CL. 42. 


MUNTZ ELECTRONICS, INC., VAN NUYS, CA: 
1,155,115, CANC. INT. CL. 42. 


MUSSER, CYNTHIA E., COLUMBUS, OH: 
1,471,653, PUB. 10-13-1987. INT. CL. 36. 
MUTUAL BENEFIT LIFE INSURANCE COMPANY, THE, 
NEWARK, NJ: 
1,471,654, PUB. 10-13-1987. INT. CL. 36. 


MY MECHANIC, INC., MANSFIELD, MA: 
1,471,764, PUB. 10-13-1987. INT. CL. 42. 


N & H MANUFACTURING, INC., HILMAR, CA: 
1,154,660, CANC. INT. CL. 9. 
N. V. PHILIPS’ GLOEILAMPENFABRIEKEN, EINDHO- 
VEN, NETHERLANDS: 
1,154,690, CANC. INT. CL. 9. 
NANOMETRICS INCORPORATED, SUNNYVALE, CA: 
1,471,266, PUB. 6-30-1987. INT. CL. 9. 


NATCO/PARAMOUNT OF K.C, INC., KANSAS CITY, MO: 
1,471,459, PUB. 10-13-1987. INT. CL. 25. 


NATIONAL APPLIANCE COMPANY, WESTPORT, CT: 
1,154,801, CANC. INT. CL. 11. 
NATIONAL ASSOCIATION OF MEDICAL EQUIPMENT 
SUPPLIERS, ALEXANDRIA, VA: 
1,471,651, PUB. 10-13-1987. INT. CL. 36. 
NATIONAL ASSOCIATION OF TAX PRACTITIONERS, 
KAUKAUNA, WI: 
1,471,749, PUB. 10-13-1987. INT. CL. 42. 
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NATIONAL AUTOMOTIVE PARTS ASSOCIATION, AT- 
LANTA, GA: 

1,471,743, PUB. 10-13-1987. INT. CL. 42. 

NATIONAL COUNCIL OF JEWISH WOMEN, INC., NEW 
YORK, NY: 

1,471,626, PUB. 10-13-1987. INT. CL. 35. 

NATIONAL FIRE HOSE CORP., COMPTON, CA: 
1,154,872, CANC. INT. CL. 17. 

NATIONAL PRODUCTS, INC., LOUISVILLE, KY: 
1,471,511, PUB. 10-13-1987. INT. CL. 27. 

NATIONAL SOLVENT CORPORATION, MEDINA, OH: 
1,471,118, PUB. 10-13-1987. INT. CL. 2. 

NATIONAL SURVIVAL GAME, INC., NEW LONDON, 
NH: 

1,471,694, PUB. 10-13-1987. INT. CL. 41. 

NAVISTAR INTERNATIONAL TRANSPORTATION 
CORP., CHICAGO, IL, DBA NAVISTAR: 

1,471,629, PUB. 10-13-1987. INT. CL. 35. 
NAWAT INTERNATIONAL N.V., CURACAO, NETH- 
ERLD ANTILLES: 
1,471,586, PUB. 10-13-1987. INT. CL. 32. 
NAZARENE PUBLISHING HOUSE, KANSAS CITY, MO: 
1,471,695, PUB. 10-13-1987. INT. CL. 41. 
NEO-OPTICS, INCORPORATED, GLENDALE, CA: 
1,471,327, PUB. 10-13-1987. INT. CL. 9. 

NETRONIC STANDARD SOFTWARE SCHMITZ GMBH, 

AACHEN, FED REP GERMANY: 
1,471,227, PUB. 10-13-1987. INT. CL. 9. 

NEW ENGLAND MUTUAL LIFE INSURANCE COMPA- 

NY, BOSTON, MA: 
1,471,814, INT. CL. 36. 

NEW YORK LAW PUBLISHING COMPANY, THE, NEW 
YORK, NY, DBA LAW JOURNAL INFORMATION SYS- 
TEMS: 

1,471,293, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 35. 

NEW YORK LIFE INSURANCE COMPANY, NEW YORK, 
NY: 

1,471,645, PUB. 10-13-1987. INT. CL. 36. 

NEWCOR, INC., DETROIT, MI: 

1,154,855, CANC, INT. CL. 16. 

NEWMAN, ROBERT D., GREENWOOD, MO AND 
NEWMAN, ROBERT D., JR.,. GREENWOOD, MO TO 
MR. LONGARM, INC., GREENWOOD, MO: 


1,452,081, COR. INT. CL. 16. 
NIKON INC., GARDEN CITY, NY: 
1,471,264, PUB. 10-13-1987. INT. CL. 9. 
1,471,303, PUB. 10-13-1987. INT. CL. 9. 
NINA LTD., OVERLAND PARK, KS: 
1,471,556, PUB. 10-13-1987. INT. CL. 30. 
NOBLEMEN EVANGELISTIC ASSOCIATION, INC.; THE, 
NOBLE, OK: 
1,155,107, CANC. INT. CL. 41. 
NORBRO PNEUMATICS LIMITED, SUSSEX, ENGLAND: 
1,471,197, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 
NORTHROP CORPORATION, LOS ANGELES, CA: 
1,471,244, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 13. 
NORTHWEST INSTRUMENT SYSTEMS, INC., BEAVER- 
TON, OR, DBA ATRON CORPORATION: 
1,471,276, PUB. 10-13-1987. INT. CL. 9. 
NORTHWESTERN COLLEGE, ROSEVILLE, MN: 
1,471,283, PUB. 10-13-1987. INT. CL. 9. 
NOVEROX INTERNATIONAL, MARINA DEL REY, CA: 
1,155,148, CANC. INT. CL. 2. 
NUWAY DISTRIBUTORS, INC., BALTIMORE, MD, DBA‘ 
NUWAY DISTRIBUTOR’S FACTORY EXPRESS: 
1,471,778, PUB. 10-13-1987. INT. CL. 42. 
O'BRIAN; JOHN GORDON, MINNEAPOLIS, MN: 
1,154,983, CANC. INT. CL. 28. 
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O’BRIEN CORPORATION, THE, SOUTH SAN FRANCIS- 
CO, CA: 
1,471,117, PUB. 10-13-1987. INT. CL. 2. 
OERTLI-INSTRUMENTE AG, ST. GALL, SWITZERLAND: 
1,471,339, PUB. 10-13-1987. INT. CL. 10. 
OKABASHI (U.S.) CORPORATION, BUFORD, GA: 
1,471,475, PUB. 10-13-1987. INT. CL. 25. 
OLD TIMER CORPORATION, CROSSVILLE, TN: 
1,139,075, CANC. INT. CL. 42. 
OLEG CASSINI, INC., NEW YORK, NY: 
1,471,212, PUB, 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 8, 9, 14 AND 18. 
OLYMPUS OPTICAL COMPANY LIMITED, HATAGAYA 
SHIBUYA-KU, TOKYO, JAPAN: 
1,154,674, CANC. INT. CL. 9. 
CMAHA STEAKS INTERNATIONAL, INC., OMAHA, NE: 
1,471,522, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
ONAN CORPORATION, MINNEAPOLIS, MN: 
1,154,584, CANC. INT. CL. 7. 
1,471,203, PUB. 10-13-1987. INT. CL. 7. 
ONLINE COMPUTER SYSTEMS, INC., GERMANTOWN, 
MD: 
1,471,260, PUB. 10-13-1987. INT. CL. 9. 
OPTYL EYEWEAR FASHION INTERNATIONAL CORPO- 
RATION, NORWOOD, NJ: 
1,471,406, PUB. 10-13-1987. INT. CL. 18. 
ORAL DESIGN CENTER, INC., ST. LOUIS, MO: 
1,155,139, CANC. INT. CL. 42. 
ORGANON TEKNIKA CORPORATION, OKLAHOMA 
CITY, OK: 
1,154,337, CANC. INT. CL. 1. 
ORION INDUSTRIES, INC., CLEVELAND, OH: 
1,154,736, CANC. INT. CL. 9. 
ORNSTEEN CHEMICALS, INC., WINDSOR LOCKS, CT: 
1,154,568, CANC. INT. CL. 7. 
ORNSTEEN CHEMICALS, INC., SEABROOK, NH: 
1,154,572, CANC. INT. CL. 7. 
OSTRO, GREGG, PHOENIX, AZ: 
1,471,721, PUB. 10-13-1987. INT. CL. 41. 
OTIS ENGINEERING CORPORATION, DALLAS, TX: 
1,155,073, CANC. INT. CL. 37. 
OUTREACH PUBLICATIONS, GLENDORA, CA: 
1,155,858, CANC. INT. CL. 36. 
OVERTON; RICHARD M., DECATUR, MI: 
1,154,621, CANC. INT. CL. 8. 
OXFORD HALL SILVERSMITHS LTD., NEW YORK, NY: 
1,154,610, CANC. INT. CL. 8. 
1,154,611, CANC. INT. CL. 8. 
1,154,612, CANC. INT. CL. 8. 
1,154,613, CANC. INT. CL. 8. 
OY ALU AB, JARVENPAA, FINLAND: 
1,471,430, PUB. 10-13-1987. INT. CL. 21. 
P & S INTERNATIONAL COMMODITIES, INC., ATLAN- 
TA, GA: 
1,471,294, PUB. 10-13-1987. INT. CL. 9. 
P.C. SOFTWARE DEVELOPMENT, SAN PEDRO, CA: 
1,471,284, PUB. 10-13-1987. INT. CL. 9. 
PAC INVESTMENTS LTD., VANCOUVER, BRITISH CO- 
LUMBIA, CANADA: 
1,471,409, PUB. 10-13-1987. INT. CL. 19. 
PACIFIC OUTDOOR PRODUCTS, INC., HEMET, CA: 
1,471,667, PUB. 10-13-1987. INT. CL. 37. 
1,471,668, PUB. 10-13-1987. INT. CL. 37. 
PACKAGING SERVICES, INC., HILLIARD, OH: 
1,155,116, CANC. INT. CL. 42. 
PANIPLUS COMPANY, THE, OLATHE, KS: 
1,154,995, CANC. INT. CL. 30. 
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1,154,996, CANC. INT. CL. 30. 
PAPER MOON GRAPHICS, INC., LOS ANGELES, CA: 
1,471,184, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6 AND 16. 
1,471,185, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6 AND 16. 
1,471,398, PUB. 10-13-1987. INT. CL. 16. 
PAPRONI’S PIZZA, INC., SAN ANGELO, TX: 
1,471,769, PUB. 10-13-1987. INT. CL. 42. 
PARA-FLITE, INC., PENNSAUKEN, NJ: 
1,154,829, CANC. INT. CL. 12. 
PARFUMS CHRISTIAN DIOR, S.A., PARIS, FRANCE: 
1,471,138, PUB. 10-13-1987. INT. CL. 3. 
1,471,139, PUB. 10-13-1987. INT. CL. 3. 
1,471,140, PUB. 10-13-1987. INT. CL. 3. 
PARISE & SONS, INC., RENO, NV: 
1,154,371, CANC. MULTIPLE CLASS, INT. CLS. 
AND 7. 
PARITY SPORTSWEAR, INC., SILER CITY, NC: 
1,154,945, CANC. INT. CL. 25. 
PARSTEEL PRODUCTS AND SERVICES COMPANY, 
INC., CHICAGO HEIGHTS, IL: 
1,150,204, CANC. INT. CL. 6. 
PAUL SULLIVAN TENNIS SPORTSWEAR, INC., METH- 
UEN, MA: 
1,154,954, CANC. INT. CL. 25. 
PAYROLL CO. LTD., THE, BIRMINGHAM, MI: 
1,471,610, PUB. 10-13-1987. INT. CL. 35. 
PEACHTREE LAMPS, INC., SMYRNA, GA: 
1,154,814, CANC. INT. CL. 11. 
PEARSON, RICHARD J., MADISON, WI, DBA PEARSON 
ENGINEERING: 
1,471,761, PUB. 10-13-1987. INT. CL. 42. 
PENGUIN PRODUCTS, INC., BLOOMFIELD, CT: 
1,471,382, PUB. 10-13-1987. INT. CL. 14. 
PENOLA PTY LTD, WYONG CREEK, NEW SOUTH WALES, 
AUSTRALIA, TA TEA ROSE: 
1,471,462, PUB. 10-13-1987. INT. CL. 25. 
PERFUMERIES USA, NEW YORK, NY: 
1,471,132, PUB. 7-14-1987. INT. CL. 3. 
PERMBA, INC., ST. LOUIS, MO: 
1,471,200, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 7 AND 11. 
PERROTT ENGINEERING LABORATORIES, INC., AR- 
LINGTON, VA: 
1,154,735, CANC. INT. CL. 9. 
PERSONAL BLOOD STORAGE OF AMERICA, 
CHARLOTTE, NC: 
1,471,812, INT. CL. 35. 
PERTEC COMPUTER CORPORATION, LOS ANGELES, 
CA: 
1,154,717, CANC. INT. CL. 9. 
PETERSON EQUIPMENT CO., INC., RICHARDSON, TX: 
1,154,738, CANC. INT. CL. 9. 
PETERSON; ROBERT C., ENGLEWOOD, FL, DBA BOB: 
1,154,805, CANC. INT. CL. 11. 
PETROFAX INTERNATIONAL, INC., ATLANTA, GA: 
1,471,120, PUB. 10-13-1987. INT. CL. 3. 
PFEIFLE, KATHERINE, GRAND FORKS, ND, DBA 
HOME CARE CONSULTANTS: 
1,471,622, PUB. 10-13-1987. INT. CL. 35. 
PFIZER HOSPITAL PRODUCTS GROUP, 
YORK, NY: 
1,441,120, COR. INT. CL. 10. 
1,445,028, COR. INT. CL. 10. 
PHILLIPS PUBLISHING, INC., POTOMAC, MD: 
1,471,797, INT. CL. 16. 
PHILUSA DRUG DISTRIBUTORS, INC., PASIG, RIZAL, 
PHILIPPINES: 
1,154,775, CANC. INT. CL. 10. 
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PICCHIETTI, REMO N., DEERFIELD, IL, DBA TECH-ED 
PUBLISHING COMPANY: 
1,471,267, PUB. 10-13-1987. INT. CL. 9. 


PIICEON, INC., SAN JOSE, CA: 
1,154,726, CANC. INT. CL. 9. 

PIQUA BATTERY, INC., PIQUA, OH: 
1,154,765, CANC. INT. CL. 9. 

PLESSEY PERIPHERAL SYSTEMS, IRVINE, CA: 
1,154,639, CANC. INT. CL. 9. 


PODRAVKA, KOPRIVNICA, YUGOSLAVIA: 
1,471,552, PUB. 10-13-1987. INT. CL. 30. 


POINT A LA LIGNE, GRADIGNAN, FRANCE: 
1,471,146, PUB. 10-13-1987. INT. CL. 4. 


POLAROID CORPORATION, CAMBRIDGE, MA: 
1,155,181, CANC. INT. CL. 16. 


POLYMORPHIC POLYMERS CORPORATION, MIAMI 
SHORES, FL: 
1,471,115, PUB. 10-13-1987. INT. CL. 2. 
POND-HILL EMPLOYMENT AGENCY, WORTHINGTON, 
OH: 
1,155,047, CANC. INT. CL. 35. 


POPEYES, INC., JEFFERSON, LA: 
1,471,818, INT. CL. 42. 
PORT AUTHORITY OF NEW YORK AND NEW JERSEY, 
THE, NEW YORK, NY: 
1,471,686, PUB. 10-13-1987. INT. CL. 39. 
POSNER LABORATORIES INC., SOUTH PLAINFIELD, 
NJ: 
1,155,152, CANC. INT. CL. 3. 
1,155,153, CANC. INT. CL. 3. 
1,155,154, CANC. INT. CL. 3. 
POTE, DAN, FARMERS BRANCH, TX, DBA APPLIED 
ENGINEERING: 
1,471,234, PUB. 7-14-1987. INT. CL. 9. 


POULTRY HEALTH PRODUCTS, INC., JEWELL, IA: 
1,471,171, PUB. 10-13-1987. INT. CL. 5. 
PRASCO SUPER SEEDER LTD., WINNIPEG, MANITOBA, 
CANADA: 
1,154,586, CANC. INT. CL. 7. 
PRESBYTERIAN CHURCH IN AMERICA, DECATUR, GA, 
DBA PCA: 
1,451,395, CANC. IIRN. RESTORED TO S.N. 605,351. 
PRESTOLITE WIRE CORPORATION, FARMINGTON 
HILLS, MI: 
1,471,249, PUB. 10-13-1987. INT. CL. 9. 
PRIMA YACHTS INC., FENGSHAN CITY, KAOHSIUNG, 
TAIWAN: 
1,471,368, PUB. 10-13-1987. INT. CL. 12. 
PRIZE FRIZE, INC., PALM SPRINGS, CA: 
1,471,278, PUB. 10-13-1987. INT. CL. 9. 
PRO FITNESS INC., NEW YORK, NY: 
1,471,705, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
PRO-PRINT ASSOCIATES, INC., SANTA ANA, CA: 
1,155,041, CANC. INT. CL. 35. 
PROBUSINESS CENTERS, INC., DANVILLE, CA: 
1,471,617, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 35, 38, 39 AND 42. 
PROCREATIVE MARKETING, INC., LUTZ, FL: 
1,155,034, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 42. 
PROCTER & GAMBLE COMPANY, THE, CINCINNATI, 
OH: 
1,154,373, CANC. INT. CL. 3. 
PROFESSIONAL MEDICAL PRODUCTS, INC., GREEN- 
WOOD, SC: 
1,471,342, PUB. 10-13-1987. INT. CL. 10. 
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PROGRAMMERS SIOUX 
FALLS, SD: 
1,471,714, PUB. 10-13-1987. INT. CL. 41. 
PROPULSION SYSTEMS, INC., KENT, WA: 
1,155,162, CANC. INT. CL. 7. 
PROVIDENCE HOSPITAL, INC., SANDUSKY, OH: 
1,471,782, PUB. 10-13-1987. INT. CL. 42. 


PROVIDENT MUTUAL LIFE INSURANCE COMPANY OF 
PHILADELPHIA, PHILADELPHIA, PA: 
1,155,060, CANC. INT. CL. 36. 
PRUDENTIAL INSURANCE COMPANY OF AMERICA, 
THE, NEWARK, NJ: 
1,471,603, PUB. 8-11-1987. MULTIPLE CLASS, INT. 
CLS. 35, 36 AND 37. 
PURE LIGHT TURF, INC., ROSEBURG, OR: 
1,471,606, PUB. 10-13-1987. INT. CL. 35. 
PUROLATOR, INC., PISCATAWAY, NJ: 
1,155,080, CANC. INT. CL. 39. 
1,155,081, CANC. INT. CL. 39. 
1,155,088, CANC. INT. CL. 39. 
QO CHEMICALS, INC., OAK BROOK, IL: 
1,471,106, PUB. 10-13-1987. INT. CL. 1. 
QUAKER OATS COMPANY, THE, CHICAGO, IL: 
1,155,012, CANC. INT. CL. 31. 
QUARTERDECK OFFICE SYSTEMS, SANTA MONICA, 
CA: 
1,471,285, PUB. 10-13-1987. INT. CL. 9. 
R. H. MACY & CO., INC., NEW YORK, NY: 
1,471,624, PUB. 10-13-1987. INT. CL. 35. 
R.C. INDUSTRIES, LINDEN, NJ: 
1,471,318, PUB. 10-13-1987. INT. CL. 9. 
R.LT.A. CORPORATION, CRYSTAL LAKE, IL: 
1,471,102, PUB. 10-13-1987. INT. CL. 1. 
RACAL ELETRONICS PUBLIC LIMITED COMPANY, 
BERKSHIRE, ENGLAND: 
1,471,322, PUB. 10-13-1987. INT. CL. 9. 
RACKLEY;: J. EARL, AUGUSTA, GA, DBA MI-WORLD 
SPECIALTY COMPANY: . 
1,155,158, CANC. INT. CL. 4. 
RADIATOR SPECIALTY COMPANY, CHARLOTTE, NC: 
1,155,150, CANC. INT. CL. 3. 
RADIO AMERICA, S.A., MEXICO, D.F., MEXICO: 
1,471,672, PUB. 10-13-1987. INT. CL. 38. 
1,471,674, PUB. 10-13-1987. INT. CL. 38. 
RADIUS LIMITED, HUNTINGTON STATION, NY: 
1,471,470, PUB. 10-13-1987. INT. CL. 25. 
RALSTON PURINA COMPANY, ST. LOUIS, MO: 
1,155,001, CANC. INT. CL. 30. 
1,155,008, CANC. INT. CL. 31. 
1,155,009, CANC. INT. CL. 31. 
1,155,018, CANC. INT. CL. 31. 
RAM GOLF CORPORATION, MELROSE PARK, IL: 
1,471,512, PUB. 10-13-1987. INT. CL. 28. 
RANKIN, JANICE J., PORTLAND, OR, DBA RANKIN EN- 
TERPRISES: 
1,471,508, PUB. 10-13-1987. INT. CL. 26. 
RAPID TECHNOLOGIES INC., BROOKFIELD, CT: 
1,471,313, PUB. 10-13-1987. INT. CL. 9. 
1,471,314, PUB. 10-13-1987. INT. CL. 9. 
1,471,315, PUB. 10-13-1987. INT. CL. 9. 
RCA CORPORATION, NEW YORK, NY: 
1,154,730, CANC. INT. CL. 9. 
1,471,675, PUB. 10-13-1987. INT. CL. 38. 
READY SYSTEMS, INC., DAYTON, OH: 
1,154,623, CANC. INT. CL. 9. 
REBORN PRODUCTS CO., INC., BENSALEM, PA: 
1,471,481, PUB. 10-13-1987. INT. CL. 25. 
RECKITT & COLMAN (OVERSEAS) LIMITED, HULL, 
YORKSHIRE, ENGLAND: 
1,154,475, CANC. INT. CL. 5. 
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REDKEN LABORATORIES, INC., CANOGA PARK, CA: 
1,154,375, CANC. INT. CL. 3. 

REED HOLDINGS, INC., NEWTON, MA, WATSON PUB- 

LICATIONS, INC., CHICAGO, IL: 
812,750. REN. 1-5-1988. U.S. CL. 38 (INT. CL. 16). 

REGENCY COSMETICS INC., NEW CITY, NY: 

1,154,392, CANC. INT. CL. 3. 
REGISTERED FINANCIAL PLANNING CENTERS, INC., 
AMHERST, OH: 
1,471,789, PUB. 10-13-1987. U.S. CL. 200. 
RELCO, INC., HOUSTON, TX: 
1,154,651, CANC. INT. CL. 9. 
RELIANCE GEAR COMPANY LIMITED, ALMONDBURY, 
HUDDERSFIELD, ENGLAND: 
1,471,207, PUB. 10-13-1987. ENT. CL. 7. 
RELIANCE PRODUCTS LTD., WINNIPEG, MANITOBA, 
CANADA: 
1,154,798, CANC. INT. CL. 11. 

REMINGTON PRODUCTS, INC., BRIDGEPORT, CT: 
1,471,214, PUB. 10-13-1987. INT. CL. 8. 
1,471,353, PUB. 7-14-1987. INT. CL. 11. 

REPLACEMENT PARTS INDUSTRIES, 

WORTH, CA: 
1,471,335, PUB. 10-13-1987. INT. CL. 10. 

RESEARCH MANAGEMENT CORPORATION, FALLS 

CHURCH, VA: 
1,471,123, PUB. 10-13-1987. INT. CL. 3. 
RESEARCH PLANNING INSTITUTE, INC., COLUMBIA, 
Sc: 
1,471,739, PUB. 10-13-1987. INT. CL. 42. 
RESEARCH WEAPONS COMPANY, DRAYTON PLAINS, 
MI: 
1,154,606, CANC. INT. CL. 8. 
RESTONIC CORPORATION, CHICAGO, IL: 
1,471,417, PUB. 10-13-1987. INT. CL. 20. 
1,471,418, PUB. 10-13-1987. INT. CL. 20. 

RHEE BROS., INC., COLUMBIA, MD: 

1,471,525, PUB. 10-13-1987. INT. CL. 29. 

RICHARDSON-MERRELL INC., WILTON, CT: 

1,154,376, CANC. INT. CL. 3. 
RICHTER GEDEON VEGYESZETI GYAR RT, BUDA- 
PEST X, HUNGARY, DBA GEDEON RICHTER, LTD.: 
1,471,121, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3 AND 5. 

RICKWOOD RADIO SERVICE, INC., BIRMINGHAM, AL: 
1,471,669, PUB. 10-13-1987. INT. CL. 37. 

RINGGOLD CORPORATION, HOUSTON, TX: 

1,134,280, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 42. 
RIVA & MARIANI S.P.A., MILAN, ITALY: 
1,154,874, CANC. MULTIPLE CLASS, INT. CLS. 17 
AND 37. 
RIVOIRE ET CARRET, MARSEILLE, BOUCHES-DU- 
RHONE, FRANCE: 
1,471,555, PUB. 10-13-1987. INT. CL. 30. 
RMB MFG. CO., COATESVILLE, PA: 
1,154,713, CANC. INT. CL. 9. 
ROBERT GREAVES AND SONS LIMITED, BOOTLE, 
MERSEYSIDE, ENGLAND: 
1,154,803, CANC. INT. CL. 11. 
ROBERTSON/MARKS FINANCIAL 
STOCKTON, CA: 
1,471,641, PUB. 10-13-1987. INT. CL. 36. 

ROBIN INDUSTRIES, INC., BRISTOL, RI: 
1,471,510, PUB. 10-13-1987. INT. CL. 27. 

ROCKY MOUNTAIN COUNTRY LIMITED PARTNER- 

SHIP, DENVER, CO: 
1,155,170, CANC. INT. CL. 16. 


INC., CHATS- 


CORPORATION, 





JANUARY 5, 1988 


RODRIGUEZ FESTIVE FOODS, INC., FORT WORTH, TX: 
1,471,557, PUB. 10-13-1987. INT. CL. 30. 
1,471,558, PUB. 10-13-1987. INT. CL. 30. 
1,471,559, PUB. 10-13-1987. INT. CL. 30. 
1,471,560, PUB. 10-13-1987. INT. CL. 30. 
ROE INTERNATIONAL, INC., PATCHOGUE, LONG 
ISLAND, NY: 
1,154,670, CANC. INT. CL. 9. 
1,154,694, CANC. INT. CL. 9. 
ROERAADE, JOHAN, TUMBA, SWEDEN: 
1,471,247, PUB. 10-13-1987. INT. CL. 9. 

ROHM AND HAAS COMPANY, PHILADELPHIA, PA: 
1,154,452, CANC. INT. CL. 5. 
ROL MANUFACTURING (CANADA) LTD., LAVAL, 

QUEBEC, CANADA: 
1,471,179, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6, 12 AND 17. 
ROWE FURNITURE CORPORATION, ARLINGTON, VA: 
1,471,751, PUB. 10-13-1987. INT. CL. 42. 
ROYAL HOUSE OF DOLLS, INC., BROOKLYN, NY: 
1,471,517, PUB. 10-13-1987. INT. CL. 28. 
ROYAL MAID ASSOCIATION FOR THE BLIND, INC., 
HAZLEHURST, MS: 
1,471,438, PUB. 10-13-1987. INT. CL. 21. 
ROYAL MAID, INC., HAZLEHURST, MS: 
1,154,924, CANC. INT. CL. 24. 
ROZEE ENTERPRISES, INCORPORATED, TARPON 
SPRINGS, FL: 
1,155,112, CANC. INT. CL. 41. 
RUDIN & ROTH, INC., LINCOLNTON, NC: 
1,471,501, PUB. 10-13-1987. INT. CL. 25. 
S. MARGHERITA S.P.A., FOSSALTA DI PORTOGRUARO, 
VENICE, ITALY: 
1,471,590, PUB. 10-13-1987. INT. CL. 33. 
S.D. CURLEE LTD., MATTESON, IL: 
1,154,850, CANC. INT. CL. 15. 
S.LP. (INDUSTRIAL PRODUCTS) LIMITED, LOUGHBOR- 
OUGH, LEICESTERSHIRE, ENGLAND: 
1,471,189, PUB. 10-13-1987. INT. CL. 7. 
SAFECARD SERVICES, INCORPORATED, FT. LAUDER- 
DALE, FL: 
1,163,223, CANC. INT. CL. 42. 
SAFEWAY STORES, INCORPORATED, OAKLAND, CA: 
1,155,005, CANC. INT. CL. 30. 
SAILYN ASSOCIATES, INC., BELLINGHAM, MA: 
1,471,655, PUB. 10-13-1987. INT. CL. 36. 
SAINT JOSEPH HEALTH CENTER, KANSAS CITY, MO: 
1,471,756, PUB. 10-13-1987. INT. CL. 42. 
SALOMON BROTHERS INC., NEW YORK, NY: 
1,427,772, CANC. INT. CL. 36. 
SAMI/BURKE INC., CINCINNATI, OH: 
1,471,625, PUB. 10-13-1987. INT. CL. 35. 
SAMUEL CABOT INCORPORATED, BOSTON, MA: 
1,471,119, PUB. 10-13-1987. INT. CL. 2. 
SANYO ELECTRIC, INC., LITTLE FERRY, NJ: 
1,154,807, CANC. INT. CL. 11. 
SARA LEE OVERSEAS FINANCE NV., WILLEMSTAD, 
CURACAO, NETHERLD ANTILLES: 
1,471,100, PUB. 10-13-1987. INT. CL. 1. 
SASSY, INC., CHICAGO, IL: 
1,471,449, PUB. 10-13-1987. INT. CL. 24. 
SATELLITE MUSIC NETWORK, INC., DALLAS, TX: 
1,471,676, PUB. 10-13-1987. INT. CL. 38. 
SAUNDERS LEASING SYSTEM, INC., BIRMINGHAM, 
AL: 
1,155,082, CANC. INT. CL. 39. ‘ 
SCHELDE ENTERPRISES, INC., GRAND RAPIDS, MI: 
1,471,781, PUB. 10-13-1987. INT. CL. 42. 
SCHERING CORPORATION, KENILWORTH, NJ: 
1,471,166, PUB. 10-13-1987. INT. CL. 5. 
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SCHNELL PUBLISHING COMPANY, INC., NEW YORK, 

NY: 
1,156,821, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 35. 
SCHRAM; RICHARD R., BURBANK, CA: 
1,154,688, CANC. INT. CL. 9. 
SCOPE IMPORTS, INC., HOUSTON, TX: 
1,471,461, PUB. 10-13-1987. INT. CL. 25. 
SCOTCHMAN INDUSTRIES, INC., PHILIP, SD: 
1,149,627, CANC. INT. CL. 7. 
SCOTT PAPER COMPANY, DELAWARE COUNTY, PA: 
1,471,799, INT. CL. 16. 
SCRATCH INCORPORATED, CORONADO, CA: 
1,154,993, CANC. INT. CL. 30. 
SEARLE BLATT AND COMPANY, LTD., NEW YORK, 
NY: 
1,471,458, PUB. 10-13-1987. INT. CL. 25. 
SEARS, ROEBUCK AND CO., CHICAGO, IL: 
1,471,477, PUB. 10-6-1987. INT. CL. 25. 
1,471,489, PUB. 10-13-1987. INT. CL. 25. 

SEATT CORPORATION, DOWNERS GROVE, IL: 
1,471,790, INT. CL. 9. 

SECO MASCHINENBAU GESELLSCHAFT MIT BESCH- 
RANKTER HAFTUNG & CO., KG., ROTTENBURG, 
NECKAR, FED REP GERMANY: 

1,154,563, CANC. INT. CL. 7. 

SECURITY BANCORP, INC., SOUTHGATE, MI: 
1,471,648, PUB. 10-13-1987. INT. CL. 36. 

SEIDEL MANUFACTURING, INC., AKRON, OH: 
1,154,701, CANC. INT. CL. 9. 

SEIN CHEMICALS, INC., WICHITA, KS: 
1,471,116, PUB. 10-13-1987. INT. CL. 2. 

SELLERS; KENNETH, CHICAGO, IL, DBA 1300 GAMES 

COMPANY: 
1,154,981, CANC. INT. CL. 28. 
SENIOR CITIZEN REAL ESTATE, INC., BERWYN, PA: 
1,155,052, CANC. INT. CL. 36. 
SEPAC, INC., ELMIRA, NY: 
1,471,193, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 7 AND 42. 
SEPP S.A., BRUSSELS, BELGIUM: 
1,471,236, PUB. 10-13-1987. INT. CL. 9. 

SERVO CORPORATION OF AMERICA, HICKSVILLE, 
NY: 

1,154,700, CANC. INT. CL. 9. 

SETPOINT, INC., HOUSTON, TX: 

1,471,608, PUB. 10-13-1987. INT. CL. 35. 
1,471,609, PUB. 10-13-1987. INT. CL. 35. 
SEVEN SEAS HEALTH CARE LIMITED, NORTH HUM- 
BERSIDE, ENGLAND: 
1,471,157, PUB. 10-13-1987. INT. CL. 5. 
SEVILLE ART METAL DESIGNS LTD., NEW YORK, NY: 
1,154,604, CANC. INT. CL. 8. 

SHAPIRO, GERALD, HIGHLAND PARK, IL, DBA THE 

LAW OFFICES OF GERALD SHAPIRO: 
1,471,731, PUB. 10-13-1987. INT. CL. 42. 
SHARP KABUSHIKI KAISHA (SHARP CORPORATION), 
ABENO-KU, OSAKA, JAPAN: 

1,154,722, CANC. INT. CL. 9. 

SHELDON SIMON INC., NEW YORK, NY: 
1,154,410, CANC. INT. CL. 3. 

SHELTON COMPANIES, THE, KING, NC: 
1,155,059, CANC. INT. CL. 36. 

SHELTON OGLE ENTERPRISES, INC., ARLINGTON, TX: 
1,155,131, CANC. INT. CL. 42. 

SHERMAN, SAUL NORMAN, JUNO BEACH, FL, DBA 
FAMILY CHIROPRACTORS: 

1,161,420, CANC. INT. CL. 42. 





TMI 18 


SHIRTMATE (CANADA) INC., MONTREAL, QUEBEC, 
CANADA: 
1,399,522, CANC. INT. CL. 25. 
SHOPPER PUBLICATIONS, INC., NEW YORK, NY: 
1,155,173, CANC. INT. CL. 16. 
SHULTON, INC., CLIFTON, NJ: 
1,154,391, CANC. INT. CL. 3. 
1,154,457, CANC. INT. CL. 5. 
SIEMENS AKTIENGESELLSCHAFT, BERLIN 
REP GERMANY: 
1,154,770, CANC. INT. CL, 10. 
SIERRA HEALTH AND LIFE INSURANCE COMPANY, 
INC., LAS VEGAS, NV: 
1,471,657, PUB. 10-13-1987. INT. CL. 36. 
SIEVERS, JACK D., INDIANAPOLIS, IN, 
INTERNATIONAL: 
1,471,405, PUB. 10-13-1987. INT. CL. 18. 
SIGNALTONE CORPORATION, CADILLAC, MI: 
1,154,330, CANC. MULTIPLE CLASS, INT. CLS. 1, 7, 9 
AND 12. 
SIKES CORPORATION, LAKELAND, FL: 
1,471,408, PUB. 10-13-1987. INT. CL. 19. 
SINGER COMPANY, THE, STAMFORD, CT: 
1,471,698, PUB. 10-13-1987. INT. CL. 41. 
SIOUX TOOLS, INC., SIOUX CITY, IA: 
1,154,550, CANC. INT. CL. 7. 
SKUNK RIVER ENTERPRISES, INC., COLFAX, IA: 
1,154,978, CANC. INT. CL. 28. 
SMELOFF, INC., LINCOLN, NE, AKA SMELOFF TELEVI- 
SION PRODUCTION: 
1,155,095, CANC. INT. CL. 41. 
SMITH INTERNATIONAL, INC., NEWPORT BEACH, CA: 
1,154,544, CANC. INT. CL. 7. 
SMITH-WARD LTD., NEWCASTLE, ME: 
1,471,547, PUB. 10-13-1987. INT. CL. 30. 
SMOKEY DENMARK SAUSAGE CO., AUSTIN, TX: 
1,471,536, PUB. 10-13-1987. INT. CL. 29. 
SNACK CONNECTION, INC., THE, RIDGEWOOD, NJ 


FROM SNACK FACTORY, INC., THE, RIDGEWOOD, 
NJ: 


1,471,805, INT. CL. 30. 
SNACK FACTORY, INC., THE: See— 
SNACK CONNECTION, INC., THE. 
SNAP-ON TOOLS CORPORATION, KENOSHA, WI: 
1,471,176, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6, 7, 8, 9, 11, 12, 17 AND 20. 
SOCIEDAD ANOMIMA DE LAS MAQUINAS MILL, GUI- 
PUZCOA, SPAIN: 
1,154,552, CANC. INT. CL. 7. 
SOCIETE DES PRODUITS MARNIER-LAPOSTOLLE, 
PARIS, FRANCE: 
1,471,810, INT. CL. 33. 
SOCIETE FRANCAISE HOECHST, PUTEAUX, FRANCE: 
1,471,095, PUB. 10-13-1987. INT. CL. 1. 
SOCIETE GENERALE DE CHAMPAGNE, AY, FRANCE: 
1,471,595, PUB. 10-13-1987. INT. CL. 33. 
SOFTLOGIC SOLUTIONS, INC., MANCHESTER, NH: 
1,471,289, PUB. 10-13-1987. INT. CL. 9. 
SOFTVIEW, INC., CAMARILLO, CA: 
1,471,297, PUB. 10-13-1987. INT. CL. 9. 
SOFTWARE LABORATORIES, INC., SAN BERNARDINO, 
CA: 
1,471,277, PUB. 10-13-1987. INT. CL. 9. 
SOFTWARE RESULTS CORPORATION, COLUMBUS, OH: 
1,471,275, PUB. 10-13-1987. INT. CL. 9. 
SOKOL; FILIP L., BOULDER, CO: 
1,154,906, CANC. INT. CL. 20. 
SOLDIERS OF THE CROSS, INC., COLUMBUS, OH: 
1,471,740, PUB. 10-13-1987. INT. CL. 42. 
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SOLVAY & CIE, BRUSSELS, BELGIUM: 
1,471,104, PUB. 10-13-1987. INT. CL. 1. 
1,471,354, PUB. 10-13-1987. INT. CL. 11. 
SONY CORPORATION, SHINAGAWA-KU, TOKYO, 
JAPAN: 
1,471,257,-PUB. 10-13-1987. INT. CL. 9. 
SOTHEBY PARKE BERNET INC., NEW YORK, NY: 
1,155,035, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 36. 


SOUND CONCEPTS, INC., BROOKLINE, MA: 
1,154,703, CANC. INT. CL. 9. 

SOUNDCRAFTSMEN, INC., SANTA ANA, CA: 
1,154,753, CANC. INT. CL. 9. 

SOUTH TEXAS ONION COMMITTEE, MERCEDES, TX: 
1,471,573, PUB. 10-13-1987. INT. CL. 31. 

SOUTHERN NATIONAL BANK OF NORTH CAROLINA, 
LUMBERTON, NC: 

1,471,635, PUB. 10-13-1987. INT. CL. 36. 

SOUTHWEST PRODUCTS CO., BUENA VISTA, CA: 

1,471,194, PUB. 10-13-1987. INT. CL. 7. 
SOVEREIGN INDUSTRIES CORP., NEW YORK, NY: 
1,154,956, CANC. INT. CL. 25. 
SPACEHAB, INC., SEATTLE, WA: 
1,471,754, PUB. 10-13-1987. INT. CL. 42. 

SPARTA INDUSTRIES, INC., SPARTA, NC, HENRY 
LEONARD AND THOMAS, INC., GREENSBORO, NC, 
DBA DR. GRABOW PRE-SMOKED PIPES: 

816,826. REN. 1-5-1988. U.S. CL. 8 (INT. CL. 34). 

SPIRAX-SARCO LIMITED, CHELTENHAM, ENGLAND: 

1,471,187, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 7,9 AND 11. 
SPRAYMATION, INC., FT. LAUDERDALE, FL: 
1,154,541, CANC. INT. CL. 7. 
SPRING CITY KNITTING CO., INC., CARTERSVILLE, 
GA: 

1,471,476, PUB. 10-13-1987. INT. CL. 25. 

SPUNK, NEW YORK, NY: 
1,155,100, CANC. INT. CL. 41. 

SQUARE D COMPANY, PARK RIDGE, IL: 
1,154,648, CANC. INT. CL. 9. 

ST. JOHN’S UNIVERSITY, NEW YORK, JAMAICA, NY: 
1,471,722, PUB. 10-13-1987. INT. CL. 41. 

STA-TRIM CO., INC., ORANGEBURG, NY: 
1,155,190, CANC. INT. CL. 30. 

STANLEY HOME PRODUCTS, INC., WESTFIELD, MA: 
1,154,430, CANC. INT. CL. 3. 
1,154,431, CANC. INT. CL. 3. 

STARFLAKE FOODS COMPANY, INC., COLUMBUS, OH: 
1,471,545, PUB. 10-13-1987. INT. CL. 30. 

STATE OF CALIFORNIA DEPARTMENT OF COM- 
MERCE, SACRAMENTO, CA: 

1,471,612, PUB. 10-13-1987. INT. CL. 35. 

STATISTICAL TABULATING CORPORATION, CHICA- 
GO, IL: 

1,154,665, CANC. INT. CL. 9. 

STAUFFER CHEMICAL COMPANY, WESTPORT, CT: 
1,154,394, CANC. INT. CL. 3. 

STEPHENS PHARMACAL CO., LTD., CHICAGO, IL: 
1,471,137, PUB. 10-13-1987. INT. CL. 3. 

STERIDOSE SYSTEMS AKTIEBOLAG, ASKIM, SWEDEN: 
1,471,196, PUB. 10-13-1987. MULTIPLE CLASS, INT. 

CLS. 7 AND 9. 

STERLING SUPPLY COMPANY, INC., KANSAS CITY, 
MO: 

1,471,732, PUB. 10-13-1987. INT. CL. 42. 
1,471,733, PUB. 10-13-1987. INT. CL. 42. 
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STERLING THOMPSON & ASSOCIATES, INC., MIDDLE- 
TOWN, NJ: 
1,155,053, CANC. INT. CL. 36. 
STICHWEH KG, BRAUNSCHWEIG, FED REP GERMANY: 
1,154,564, CANC. INT. CL. 7. 
1,154,574, CANC. INT. CL. 7. 
STRAIN; HARVEY A., DUNCANVILLE, TX, DBA NO- 
STRAIN PRODUCTS: 
1,154,638, CANC. INT. CL. 9. 


STROH BREWERY COMPANY, THE, DETROIT, MI: 
1,471,584, PUB. 10-13-1987. INT. CL. 32. 


STRUCK; CHARLES R., SANTA BARBARA, CA: 
1,154,757, CANC. INT. CL. 9. 


STUDER-MOORE ENTERPRISES, INC., SUMMERFIELD, 
OH: 
1,471,183, PUB. 10-13-1987. INT. CL. 6. 
SUGAR BOWL, NEW ORLEANS, LA: 
1,471,704, PUB. 10-13-1987. INT. CL. 41. 
SULLY PRODUITS SPECIAUX, S.A.. LONGJUMEAU 
CEDEX, FRANCE: 
1,471,372, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 12 AND 21. 
SULZER-ESCHER WYSS GMBH, RAVENSBURG, FED 
REP GERMANY: 
1,471,191, PUB. 10-13-1987. INT. CL. 7. 
SUMMIT HEALTH LTD., LOS ANGELES, CA: 
1,471,738, PUB. 10-13-1987. INT. CL. 42. 
SUN PAPERS, INC., THE, BIRMINGHAM, AL: 
1,155,175, CANC. INT. CL. 16. 
SUNDROPS BY MARRICK, LTD., DETROIT, MI: 
1,154,842, CANC. MULTIPLE CLASS, INT. CLS. 14 
AND 21. 
SUNDSTRAND DATA CONTROL, INC., REDMOND, WA: 
1,471,307, PUB. 10-13-1987. INT. CL. 9. 
SUNS EAST, INC., CHERRY HILL, NJ: 
1,471,503, PUB. 10-13-1987. INT. CL. 25. 
SUNSHINE BULLION COMPANY, INC., DALLAS, TX: 
1,471,379, PUB. 10-13-1987. INT. CL. 14. 
SUNSHINE SOUND ENTERPRISES, INC., HIALEAH, FL: 
1,154,697, CANC. INT. CL. 9. 
SUPERIOR INTERNATIONAL CORP., CLEVELAND, OH: 
1,471,433, PUB. 10-13-1987. INT. CL. 21. 
SUSAN SHOE INDUSTRIES LIMITED, HAMILTON, ON- 
TARIO, CANADA: 
1,154,943, CANC. INT. CL. 25. 
SWEAT, KENNETH C., OPP, AL, DBA SWEATT’S PRE- 
FADE: 
1,471,457, PUB. 10-13-1987. INT. CL. 25. 
SWEET POTATOES, INC., BERKELEY, CA: 
1,471,482, PUB. 10-13-1987. INT. CL. 25. 
SYSTEC AUSBAUSYSTEME GMBH, EICHENAU, FED 
REP GERMANY: 
1,471,237, PUB. 10-13-1987. INT. CL. 9. 
SYSTEM ASSOCIATES, INC., TROY, MI: 
1,471,246, PUB. 10-13-1987. INT. CL. 9. 
SYSTEM CONCEPTS, INC., SALT LAKE CITY, UT: 
1,154,733, CANC. INT. CL. 9. 
SYSTEM 100, INC., SCHAUMBURG, IL: 
1,155,054, CANC. INT. CL. 36. 
SYSTEMES DE TELECOMMUNICATIONS ET D’INFOR- 
MATIQUE TELESYSTEMES, PARIS, FRANCE: 
1,471,221, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
T.A.C. (S.A.R.L.); LE CATEAU (NORD), FRANCE: 
1,471,453, PUB. 10-13-1987. INT. CL. 25. 
T.T.L, INC. BERKELEY, CA, DBA CLEARFLOW 
VALVES, INC.: 
1,471,355, PUB. 10-13-1987. INT. CL. 11. 
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TACO BELL CORP., IRVINE, CA: 
1,471,568, PUB. 10-13-1987. INT. CL. 30. 
TACO TICO, INC., WICHITA, KS: : 
1,155,002, CANC. INT. CL. 30. 
TANDY CORPORATION, FORT WORTH, TX: 
1,471,759, PUB. 10-13-1987. INT. CL. 42. 
1,471,760, PUB. 10-13-1987. INT. CL. 42. 
TAPART, INC., NEW YORK, NY: 
1,471,447, PUB. 10-13-1987. INT. CL. 24. 
TARADAY IMPORTS, INC., SEATTLE, WA: 
1,471,326, PUB. 10-13-1987. INT. CL. 9. 
TARRIBA, ROBERTO R, CULIACAN, SINALOA, MEXICO: 
1,471,577, PUB. 10-13-1987. INT. CL. 31. 
TAYLOR PUBLISHING COMPANY, DALLAS, TX: 
1,471,319, PUB. 10-13-1987. INT. CL. 9. 
TECHNICAL MATERIALS, INC., JACKSONVILLE, FL: 
1,154,959, CANC. INT. CL. 25. 
TECHNOVATORS, INC., SEATTLE, WA: 
1,154,559, CANC. INT. CL. 7. 
TEKNOLIT S.R.L., CASTREZZONE DI MUSCOLINE 
(BRESCIA), ITALY: 
1,471,219, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 
TELE-MATE CONSUMER PRODUCTS CORP. 
YORK, NY: 
1,154,750, CANC. INT. CL. 9. 
TELEDYNE INDUSTRIES, INC., LOS ANGELES, CA: 
1,471,181, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 6 AND 9. 
TELELECT, INC., WATERTOWN, SD: 
1,471,204, PUB. 10-13-1987. INT. CL. 7. 
1,471,211, PUB. 10-13-1987. INT. CL. 7. 
TELLUS MASKIN AB, VALLENTUNA, SWEDEN: 
1,154,547, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
12. 
TEMPERATO, SAMUEL J., ST. LOUIS, MO, DBA DAIRY 
QUEEN OF GREATER ST. LOUIS: 
1,471,563, PUB. 7-28-1987. INT. CL. 30. 
TEN MILE VENTURES, INC., FRISCO, CO, DBA THE 
BLUE SPRUCE INN: 
1,471,757, PUB. 10-13-1987. INT. CL. 42. 
TENASKA, INC., OMAHA, NE: 
1,471,785, PUB. 10-13-1987. INT. CL. 42. 
TESTING MACHINES, INC., AMITYVILLE, NY: 
1,471,791, INT. CL. 9. 
TEXACO INC., WHITE PLAINS, NY: 
1,471,621, PUB. 10-13-1987. INT. CL. 35. 
TEXTRON INC., PROVIDENCE, RI: 
1,471,205, PUB. 10-13-1987. INT. CL. 7. 
THACKERY CO,, INC., THE, COLUMBUS, OH: 
1,154,619, CANC. INT. CL. 8. 
THERAFIELD (UK) LIMITED, LONDON, ENGLAND: 
1,471,338, PUB. 10-13-1987. INT. CL. 10. 
THOMAS & THOMAS RODMAKERS, LTD., TURNERS 
FALLS, MA: 
1,190,135, COR. INT. CL. 28. 
THOMAS ROAD BAPTIST CHURCH, LYNCHBURG, VA: 
1,154,861, CANC. INT. CL. 16. 
THOMPSON-HAYWARD CHEMICAL 
KANSAS CITY, KS: 
1,154,339, CANC. INT. CL. 1. 
TI CREDA LIMITED, STOKE-ON-TRENT, ENGLAND: 
1,471,346, PUB. 10-13-1987. INT. CL. 11. 
TIME INCORPORATED, NEW YORK, NY: 
1,471,385, PUB. 10-13-1987. INT. CL. 16. 
TIMEX CORPORATION, WATERBURY, CT: 
1,154,847, CANC. INT. CL. 14. 
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TIMEX CORPORATION, MIDDLEBURY, CT: 
1,471,384, PUB. 10-13-1987. INT. CL. 14. 

TINY C ASSOCIATES, HOLMDEL, NJ: 

1,154,725, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
16. 
TIROLER LODEN AKTIENGESELLSCHAFT, 
BRUCK, AUSTRIA: 
1,471,446, PUB. 10-13-1987. INT. CL. 24. 
TKS ENTERPRISES LTD., EAST NORTHPORT, NY: 
1,471,348, PUB. 10-13-1987. INT. CL. 11. 
TM MANAGEMENT CORPORATION, ATLANTA, GA: 
1,471,767, PUB. 10-13-1987. INT. CL. 42. 
TOASTMASTERS INTERNATIONAL, SANTA ANA, CA: 
1,471,378, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 14, 16, 20 AND 24. 
TODAY’S WOMAN OF ST. PETERSBURG, INC., ST. PE- 
TERSBURG, FL: 
1,154,950, CANC. INT. CL. 25. 
TODCO CHEMICAL COMPANY, INC., DES PLAINES, IL: 
1,154,327, CANC. INT. CL. 1. 

TOKYO SHIBAURA DENKI KABUSHIKI KAISHA, 
SAIWAI-KU, KAWASAKI-SHI, KANAGAWA-KEN, 
JAPAN, AKA TOSHIBA CORPORATION: 

1,154,659, CANC. INT. CL. 9. 
TOM WAT, INC., BRIDGEPORT, CT: 
1,471,147, PUB. 10-13-1987. INT. CL. 4. 

TOMPKINS, ALAN L., SLIPPERY ROCK, PA, DBA A.L. 
TOMPKINS, MFG.: 

1,471,420, PUB. 10-13-1987. INT. CL. 20. 

TONIC CREATIONS, INC., NEW YORK, NY: 

1,471,380, PUB. 7-14-1987. INT. CL. 14. 

TORTEROTOT, ROLAND, MORNAY, LONGVILLIERS, 
FRANCE: 

1,471,347, PUB. 7-21-1987. MULTIPLE CLASS, INT. 
CLS. 11 AND 40. 

TOSHIBA AUDIO KOGYO KABUSHIKI KAISHA, 

MINATO-KU, TOKYO, JAPAN, AKA TAIC LTD.: 
1,154,716, CANC. INT. CL. 9. 

TOYOTOMI KOGYO CO., LTD., NAGOYA-SHI, AICHI-PRE- 
FECTURE, JAPAN: 

1,471,186, PUB. 10-13-1987. INT. CL. 7. 

TRADE SERVICE PUBLICATIONS, INC., SAN DIEGO, 
CA: 

1,471,796, INT. CL. 16. 

TRAILER TRANSIT, INC., MICHIGAN CITY, IN: 
1,471,690, PUB. 10-13-1987. INT. CL. 39. 

TRANSGO INC., EL MONTE, CA, DBA TRANSCO: 
1,471,370, PUB. 10-13-1987. INT. CL. 12. 

TREESWEET PRODUCTS CO., HOUSTON, TX: 
1,471,809, INT. CL. 32. 

TRIUMPH PET INDUSTRIES, INC., HILLBURN, NY: 
1,471,572, PUB. 10-13-1987. INT. CL. 31. 
1,471,579, PUB. 10-13-1987. INT. CL. 31. 

TROUTMAN ENTERPRISES, INC., DAYTON, OH: 
1,471,702, PUB. 10-13-1987. INT. CL. 41. 

TRUFFA SUPPLY CORP., SPRING VALLEY, NY, AKA 
FARMER JONES: 

1,154,361, CANC. INT. CL. 1. 

TSC INDUSTRIES, INC., NASHVILLE, TN: 

1,471,154, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 5 AND 31. 

1,471,155, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 5 AND 31. 

TURBODYNE CORPORATION, MINNEAPOLIS, MN: 
1,144,759, CANC. INT. CL. 7. 

TYSON FOODS, INC., SPRINGDALE, AR: 

1,394,216, CANC. INT. CL. 29. 
U.S. AIR QUALITY PRODUCTS, RACINE, WI: 
1,154,732, CANC. INT. CL. 9. 
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U.S.A. KANBAN, INC., GROVE CITY, OH: 
1,471,202, PUB. 10-13-1987. INT. CL. 7. 


UMC INDUSTRIES INC., STAMFORD, CT: 
1,154,594, CANC. INT. CL. 7. 
1,154,595, CANC. INT. CL. 7. 


UNCLE JESSE’S, INC., BROOKLYN, NY: 
1,471,530, PUB. 10-13-1987. INT. CL. 29. 


UNDERCOVER, INC., LOS ANGELES, CA: 
1,471,479, PUB. 10-13-1987. INT. CL. 25. 
— SPECIES, INC., THE, ARLINGTON, 
A: 
1,471,741, PUB. 10-13-1987. INT. CL. 42. 
UNION COOPERATIVE DE VITICULTEURS CHAREN- 
TAIS, COGNAC (CHARENTE), FRANCE: 
1,471,593, PUB. 10-13-1987. INT. CL. 33. 


UNITED AGRI PRODUCTS, INC., GREELEY, CO: 
1,471,094, PUB. 10-13-1987. INT. CL. 1. 


UNITED AIR SPECIALISTS, INC., CINCINNATI, OH: 
1,154,677, CANC. INT. CL. 9. 


UNITED DAIRY INDUSTRY ASSOCIATION, ROSEMONT, 
IL: 
1,155,036, CANC. INT. CL. 35. 


UNITED STATES STEEL CORPORATION, PITTSBURGH, 
PA: 
1,154,511, CANC. INT. CL. 6. 


UNITED STATES SURGICAL CORPORATION, NOR- 
WALK, CT: 
1,154,782, CANC. INT. CL. 10. 


UNITED STATES TOBACCO COMPANY, GREENWICH, 
CT FROM UNITED STATES TOBACCO COMPANY, 
GREENWICH, CT: 

1,471,693, PUB. 10-13-1987. INT. CL. 41. 

UNITED STATES TOBACCO COMPANY: See— 
UNITED STATES TOBACCO COMPANY. 


UNIVERSAL CITY STUDIOS, INC., UNIVERSAL CITY, 
CA: 
1,154,922, CANC. INT. CL. 24. 
UNIVERSAL COOPERATIVES, INC., MINNEAPOLIS, MN: 
1,154,367, CANC. INT. CL. 2. 


UNIVERSAL RESEARCH LABORATORIES, 
RATED, ELK GROVE VILLAGE, IL: 
1,155,075, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 


UPJOHN COMPANY, THE, KALAMAZOO, MI: 
1,154,471, CANC. INT. CL. 5. 


USINOR ACIERS, PUTEAUX, FRANCE: 
1,471,178, PUB. 10-13-1987. INT. CL. 6. 


VALSTAR TECHNICAL SYSTEMS LIMITED, INVER- 
URIE ABERDEENSHIRE, GREAT BRITAIN: 
1,471,220, PUB. 10-13-1987. INT. CL. 9. 
VARAT; RACHEL A., PITTSBURGH, PA: 
1,155,097, CANC. INT. CL. 41. 
VARIETY OPTICS, INC., BROOKLYN, NY: 
1,154,752, CANC. INT. CL. 9. 
VICKERY, EUGENE, PICKENS, SC, DBA VICKERY 
OFFICE: 
1,471,272, PUB. 10-13-1987. INT. CL. 9. 
VIDEO D STUDIOS, INC., NEW YORK, NY: 
1,471,696, PUB. 10-13-1987. INT. CL. 41. 
VINER BROS., INC., BANGOR, ME: 
1,154,937, CANC. INT. CL. 25. 
VISA INTERNATIONAL SERVICE ASSOCIATION, SAN 
MATEO, CA: 
1,471,634, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 36, 38 AND 42. 
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VISUAL CONTROLS SYSTEM, INC., NEW YORK, NY: 
1,154,516, CANC. INT. CL. 6. 
VITALE, JAMES A., STRASBURG, PA AND VITALE, 
BARBARA L., STRASBURG, PA: 
1,471,388, PUB. 10-13-1987. INT. CL. 16. 
VITOP CORPORATION, ARCADIA, CA: 
1,471,460, PUB. 6-30-1987. INT. CL. 25. 

VSESOJUZNOE EXPORTNO-IMPORTNOE OBJEDINENIE 
“MEDEXPORT”, MOSCOW, SOVIET UNION, AKA VSE- 
SOJUZNOJE OBJEDINENIJE “MEDEXPORT”: 

1,154,451, CANC. INT. CL. 5. 

W. R. GRACE & CO., CAMBRIDGE, MA: 
1,471,107, PUB. 10-13-1987. INT. CL. 1. 

W. S. CLUFF ASSOCIATES, INC., CRANFORD, NJ: 
1,155,042, CANC. INT. CL. 35. 

W.R.C. SMITH PUBLISHING, CO., ATLANTA, GA: 
1,155,177, CANC. INT. CL. 16. 

W.V. INDUSTRIES, INC., WALDWICK, NJ: 
1,154,406, CANC. INT. CL. 3. 

WALRUS, INC., SAN FRANCISCO, CA: 
1,471,465, PUB. 10-13-1987. INT. CL. 25. 

WARD, LANCE R., CANANDAIGUA, NY: 
1,471,229, PUB. 10-13-1987. INT. CL. 9. 

WAREHOUSE SLEEP CENTERS, LTD., ALEXANDRIA, 
VA: 

1,154,907, CANC. INT. CL. 20. 

WARREN AND SOMMER MANAGEMENT COMPANY, 
DENVER, CO: 

1,155,050, CANC. INT. CL. 36. 

WARREN’S TURF NURSERY, INC., CRYSTAL LAKE, IL: 
1,471,444, PUB. 10-13-1987. INT. CL. 22. 

WASHINGTON FORGE, INC., ENGLISHTOWN, NJ: 
1,154,615, CANC. INT. CL. 8. 

WASKO GOLD PRODUCTS CORP., NEW YORK, NY: 
1,154,843, CANC. INT. CL. 14. 

WATER COLORS OF FLORIDA, INC., NEW YORK, NY: 
1,471,455, PUB. 10-13-1987. INT. CL. 25. 
1,471,456, PUB. 10-13-1987. INT. CL. 25. 

WATERBURY COMPANIES, INC., WATERBURY, CT, 
TIME-MIST, INC., STAMFORD, CT: 

819,704. REN. 1-5-1988. U.S. CL. 6 (INT. CL. 1). 

WEAN UNITED, INC., PITTSBURGH, PA: 

1,154,597, CANC. INT. CL. 7. 
WEATHER CHANNEL, INC., THE, NORFOLK, VA: 
1,471,730, PUB. 10-13-1987. INT. CL. 42. 
WEIRTON STEEL CORPORATION, WEIRTON, WV, NA- 
TIONAL STEEL CORPORATION, PITTSBURGH, PA: 
827,767. REN. 1-5-1988. U.S. CL. 14 (INT. CL. 6). 
WEST COMPANY INC., THE, PHOENIXVILLE, PA: 
1,471,180, PUB. 10-13-1987. INT. CL. 6. 
WEST PUBLISHING COMPANY, ST. PAUL, MN: 
1,471,301, PUB. 10-13-1987. INT. CL. 9. 
1,471,678, PUB. 10-13-1987. INT. CL. 38. 

WEST’S PILING & CONSTRUCTION CO. LTD., COLN- 

BROOK, SLOUGH, BERKSHIRE, ENGLAND: 
1,154,503, CANC. INT. CL. 6. 
WESTERHAUSEN; ROBERT A., FT. WAYNE, IN, DBA 
SPAGHETTI BOWL RESTAURANT: 

1,155,123, CANC. INT. CL. 42. 

WESTERN CONTROLS, EL MONTE, CA: 
1,154,676, CANC. INT. CL. 9. 

WESTERN FAMILY FOODS, INC., BURLINGAME, CA: 
1,154,984, CANC. INT. CL. 29. 

WETTERAU INCORPORATED, HAZELWOOD, MO: 
1,471,523, PUB. 10-13-1987. MULTIPLE CLASS, INT. 

CLS. 29, 30 AND 32. 

WHALE SCIENTIFIC, INC., DENVER, CO: 
1,154,709, CANC. INT. CL. 9. 

WHALTON, MICHAEL, KEY WEST, FL: 
1,471,720, PUB. 10-13-1987. INT. CL. 41. 
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WHEEL TRUEING TOOL COMPANY, COLUMBIA, SC: 
1,154,527, CANC. INT. CL. 7. 
WHITE FURNITURE COMPANY, MEBANE, NC: 
1,471,424, PUB. 10-13-1987. INT. CL. 20. 
WHITNEY-DICKINSON SEEDS, INC., BUFFALO, NY: 
1,155,019, CANC. INT. CL. 31. 
1,155,020, CANC. INT. CL. 31. 
1,155,021, CANC. INT. CL. 31. 
1,155,022, CANC. INT. CL. 31. 
WHITTAKER CORPORATION, LOS ANGELES, CA, AKA 
WIND SPECIALTY DIVISION: 
1,154,834, CANC. INT. CL. 12. 
WILLETTE CORPORATION, THE, NEW BRUNSWICK, 
NJ: 
1,471,434, PUB. 10-13-1987. INT. CL. 21. 
WILLIAM LAWRENCE CORPORATION, SANTA ANA, 
CA: 
1,155,172, CANC. INT. CL. 16. 


WILLIAMSBURG FOODS, INC., WILLIAMSBURG, VA: 
1,471,539, PUB. 10-13-1987. INT. CL. 29. 


WINDA CORPORATION, LOS ANGELES, CA: 
1,471,483, PUB. 10-13-1987. INT. CL. 25. 


1,471,484, PUB. 10-13-1987. INT. CL. 25. 


WINDMERE CORPORATION, HIALEAH, FL: 
1,471,135, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 3 AND 9. 
1,471,352, PUB. 6-23-1987. INT. CL. 11. 
1,471,436, PUB. 10-13-1987. INT. CL. 21. 
1,471,437, PUB. 10-13-1987. INT. CL. 21. 


WINEGARD COMPANY, BURLINGTON, IA: 
1,154,720, CANC. INT. CL. 9. 


WINSTRIP, INC., FLETCHER, NC: 
1,471,419, PUB. 10-13-1987. INT. CL. 20. 


WOLF, ANTHONY P., TOLEDO, OH: 
1,471,815, INT. CL. 37. 


WOMAN’S HOSPITAL OF TEXAS, THE, HOUSTON, TX: 
1,471,816, INT. CL. 41. 


WORKTOOLS, INC., LOS ANGELES, CA: 
1,471,216, PUB. 10-13-1987. INT. CL. 8. 


WORLD BOOK, INC., CHICAGO, IL: 
1,471,715, PUB. 10-13-1987. INT. CL. 41. 


WORLDGROUP COMPANIES, INC., EVERGREEN, CO: 
1,471,222, PUB. 10-13-1987. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 


WPBN-TV AND WTOM-TV, INC., KEY BISCAYNE, FL: 
1,471,680, PUB. 10-13-1987. INT. CL. 38. 


WRIGHT CHEMICAL CORPORATION, CHICAGO, IL: 
1,154,343, CANC. INT. CL. 1. 
WRIGHT, LARRY H., SAN JOSE, CA, DBA WESTERN 
NUMERICAL CONTROL: 
1,167,796, CANC. INT. CL. 42. 


XEROX CORPORATION, STAMFORD, CT: 
1,155,144, CANC. U.S. CL. 26. 
YOSHIDA SANGYO KABUSHIKI KAISHA, TOSHIMAKU, 
TOKYO, JAPAN: 
834,006. REN. 1-5-1988. U.S. CL. 26 (INT. CL. 9). 


YUGOTOURS, INC., NEW YORK, NY: 
1,155,078, CANC. INT. CL. 39. 
ZBL CORPORATION, SACRAMENTO, CA, DBA L & M 
MEAT & FROZEN FOODS: 
1,471,535, PUB. 10-13-1987. INT. CL. 29. 
ZEOTECH CORPORATION, FORT WORTH, TX: 
1,471,808, INT. CL. 31. 
3COM CORPORATION, SANTA CLARA, CA: 
1,471,288, PUB. 10-13-1987. INT. CL. 9. 
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